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OF   LETTERS-PATENT. 


PREUMINABT  ANALYSIS. 

§  415.   The  Patent  Privilege  Created  and  Defined  by  the  Orant 
of  Letton-Patent. 

That  act  of  the  goyemment  by  which  it  confers  on  an 
inventor  the  right  to  the  exclusive  public  use  of  his  invention 
is  the  grant  of  letters-patent  Prior  to  this  act,  whatever 
right  he  has  in  his  discovery  is  vested  in  him  only  by  the 
law  of  nature,  and  is  limited  to  the  free  use  of  his  in- 
vention by  himself,  subject  to  its  equally  free  imitation  or 
re-invention  by  others.  But  by  the  grant  of  letters-patent 
his  right  to  use  becomes  an  exclusive  one.  While  his  own 
privileges  in  reference  to  the  discovery  are  not  enlarged, 
the  privileges  which  the  law  of  nature  confers  on  other  per- 
sons are  suspended,  and  pending  the  term  of  his  patent  the 
whole  control  over  the  invention  resides  in  him  alone.  The 
issue  of  a  patent  is  therefore,  to  ail  intents  and  purposes, 
the  creation  of  a  netir  right  in  favor  of  the  inventor,  —  the 
right  to  exclude  all  other  persons  from  the  use  of  the  in- 
vention, —  and  bestows  on  him  a  true  monopoly,  whose  char- 
acter and  extent,  as  well  as  duration,  the  government  must 
specifically  define.  Of  this  exclusive  privilege  the  letters- 
patent  are  at  once  the  measure  and  the  evidence.    By  them 
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the  scope  of  the  invention  patented  is  conclasively  determined, 
and  the  line  drawn  between  those  objects  which  lie  open  to 
unrestricted  use  and  those  i^hich  none  but  the  inventor  can 
lawfully  employ.  On  them  depend,  on  the  one  hand,  the  entire 
commercial  value  of  the  invention,  with  the  consequent  reward 
of  the  inventor,  and  on  the  other  hand,  the  privileges  still  re- 
maining in  the  public.  Hence  it  becomes  most  important 
that  in  them  the  invention  should  be  accurately  pointed  out, 
and  that  by  them  the  rights  of  the  inventor  should  be  per- 
manently established  within  the  precise  limits  which  the 
nature  of  his  discovery  and  its  position  in  the  arts  require. 

§  416.  Patent  OfBce  Xhitablished  to  Beoure  the  Xesne  of  Zaegal  and 
Correct  Letters-Patent. 

It  is  to  secure  this  accuracy  in  the  description  of  the  inven- 
tion in  the  letters-patent,  and  to  fix  this  precise  limit  between 
the  rights  of  the  inventor  and  the  public,  that  the  Patent 
Office  of  the  United  States  has  been  created.  To  this  depart* 
ment  of  the  government  have  been  committed  the  intei*ests  of 
individual  inventors  as  well  as  those  of  the  whole  commun- 
ity, so  far  as  they  depend  upon  the  progress  of  the  industrial 
arts.  To  it  the  inventor  has  recourse  if  he  wishes  for  protec- 
tion while  completing  his  discovery  and  reducing  it  to  prac- 
tice. To  it  he  applies,  when  his  inventive  act  is  finished,  for 
the  patent  by  which  his  monopoly  is  to  be  conferred.  By  it 
his  application  is  examined,  the  novelty  and  utility  of  his 
alleged  invention  are  determined,  the  language  he  has  used 
in  its  description,  or  in  the  statement  of  his  claims,  is  cor- 
rected and  made  to  correspond  with  the  real  character  of  his 
invention,  and  the  controversies  between  himself  and  rival 
inventors  are  decided.  The  proceedings  necessary  to  the 
performance  of  these  various  functions  and  to  the  securing 
of  these  different  results  have  developed,  under  successive 
acts  of  Congress  and  the  decisions  of  the  courts  and  the 
Commissioner,  into  an  elaborate  system  of  laws  and  regula- 
tions, in  accordance  with  which  all  applications  for  letters- 
patent  must  be  prepared,  submitted,  scrutinized,  and  granted 
or  denied. 
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§  417.   Authority  of  Patent  Offloe  to  Amend  DefectiTe  Lettere- 
Patent. 

Notwithstanding  all  available  diligence  and  skill  on  the 
part  of  inventors  in  describing  their  inventions,  and  all  the 
care  of  the  Patent  Office  in  examining  them,  errors  often 
occur  in  letters-patent,  which,  if  allowed  to  remain  and 
govern  the  reciprocal  rights  of  the  inventor  and  the  public, 
would  be  productive  of  serious  injustice.  The  law  has  there- 
fore authorized  the  correction  of  these  errors,  even  after  the 
patent  is  issued  by  the  government,  and  although  it  has  con* 
trolled  the  relations  of  the  inventor  and  the  public  for  a 
long  period  of  time.  These  errors  result  mainly  from  an  ex- 
cess in  the  description  of  the  invention  in  the  letters-patent, 
whereby  the  inventor  has  received  a  grant  of  the  exclusive 
use  of  more  than  he  has  himself  invented ;  or,  on  the  con- 
trary, from  some  omission  or  inaccuracy  in  the  description, 
whereby  the  right  secured  by  the  patent  is  more  limited  than 
that  to  which  the  nature  of  his  invention  has  entitled  him. 
In  either  case,  an  application  to  the  Patent  Office  for  the 
amendment  of  his  letters-patent  becomes  necessary,  —  an 
application  which  is  always  granted  where  the  error  has 
occurred  without  his  own  misconduct  or  neglect.^ 

§  4ia   Illegal  Letters-Patent  Repealed,  not  by  Patent  OfBoe  but 
by  Courts. 

The  same  power  which  can  create  a  patent  privilege  can 
also,  when  it  becomes  necessary,  destroy  it.  The  authority 
to  grant  letters-patent  when  the  required  conditions  are 
performed  implies  an  authority  to  repeal  them  whenever  it 
is  ascertained  that  the  grant  had  been  improperly  conferred. 
Thus,  although  the  Constitution  authorizes  Congress  only 
to  secure  to  inventors  their  exclusive  rights,  yet  it  has  always 
claimed  and  exercised  the  power  to  provide  methods  for  in- 
validating its  own  grants  upon  discovering  that  the  patentee 
had  no  right  to  retain  them.  This  power,  however,  has  not 
been  confided  to  tiie  Patent  Office ;  for  a  patent,  when  once 
issued,  passes  beyond  the  control  of  that  department,  except 
for  the  purpose  of  amendment  on  the  application  of  the 

S  417.  ^  See  {{  63:^715  and  notes,  post. 
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patentee.  All  questions  as  to  the  repeal  of  patents  fall 
within  the  jurisdiction  of  the  courts  of  the  United  States, 
and  the  proceedings  instituted  for  that  object  are  regulated 
by  the  statutes  or  the  general  provisions  of  the  law.^ 

§  419.   Letters-Patent  Interpreted  by  the  Courts. 

The  grant  of  an  exclusive  privilege  to  an  inventor  creates 
a  contract  relation  between  himself  and  the  public,  the  obli- 
gations of  which,  on  both  sides,  are  expressed  in  the  letters- 
patent.  A  patent  is  thus  a  written  agreement  by  which  the 
rights  and  duties  of  the  inventor  on  the  one  hand,  and  of  the 
people  at  large  upon  the  other,  are  defined.  Like  every  other 
contract,  the  character  and  scope  of  these  rights  and  duties 
depend  upon  the  terms  of  the  patent  as  interpreted  by  the 
courts,  and  this  interpretation  is  governed  by  the  same  gen- 
eral rules  which  are  applied  in  construing  any  written  obli- 
gation between  one  party  and  another.  Whatever  may  have 
been  the  real  nature  of  the  invention,  or  the  true  intention  of 
the  inventor  in  describing  it,  or  even  the  limits  which  the 
Patent  Office  has  attempted  to  establish  for  his  exclusive 
rights,  the  monopoly  actually  secured  by  the  patent  is  ascer- 
tained and  determined  by  the  judicial  construction  given  to 
its  various  provisions.  In  the  last  resort  the  patent  privilege 
is,  therefore,  measured  by  the  judgment  of  the  courts ;  and 
hence  the  legal  doctrines  applied  in  construing  contracts  are 
always  to  be  borne  in  mind  when  the  letters-patent,  or  the 
documents  preliminary  to  them,  are  to  be  prepared.^ 

§  420.   Rights  Created  by  Letters-Patent  Transferrlble. 

The  right  conferred  by  the  grant  of  letters-patent  is  the 
right  to  the  exclusive  use  of  the  invention  during  a  specific 
period  of  time.  This  right  differs,  in  some  respects,  from  the 
right  to  the  invention  itself.  The  right  to  the  invention  vests 
in  the  inventor  by  virtue  of  his  own  creative  act,  and  under 
existing  laws  includes  the  right  not  only  to  use  it  without  a 
patent,  but  to  obtain  a  patent  for  it,  and  under  certain  cir- 
cumstances to  procure  an  extension  of  that  patent  for  an  ad- 

§  418.  ^  See  §9  716-780  and  notes,  |  419.  ^  See  {{  781-751  and  notes, 
post,  pott. 
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ditional  term  of  years.  The  right  created  by  the  letters-patent 
is  collateral  to  the  right  to  the  invention,  and  consists  in  the 
authority  to  prohibit  other  persons  from  making,  using,  or 
selling  the  patented  art  or  instrument  during  the  time  named 
for  the  continuance  of  the  monopoly.  Like  the  right  to  the 
invention,  however,  this  right  may  be  transferred  to  others, 
either  as  an  entirety  or  in  subdivisions,  and  for  such  periods 
and  upon  such  conditions  as  the  inventor  may  desire.  All 
these  conveyances  are  limited  in  their  effect  by  the  interpreta- 
tion given  to  the  patent  by  the  courts,  and  the  titles  of  all 
who  claim  an  interest  in  the  patent  relate  back  to  the  original 
letters-patent  as  the  source  from  which  they  spring.^ 

§  421.   Bztension  of   Lettan-Patent :   Oenaral  Divisions  of  the 
Zaw  Relating  to  Letten-Patent. 

From  an  early  period  the  law  has  taken  notice  of  the  fact 
that  during  the  original  term  for  which  tiie  monopoly  was 
granted  the  inventor  may,  from  circumstances  not  within  his 
own  control,  fail  to  obtain  the  entire  recompense  which  he 
deserves;  and  it  therefore  has  provided,  sometimes  in  one 
method,  sometimes  in  another,  for  the  extension  of  the  let- 
ters-patent after  the  first  term  has  expired.  This  duty  is 
also  confided,  wholly  or  in  part,  to  the  Patent  Office;  and 
when  exercised  completes  the  series  of  invaluable  services 
which  that  department  of  the  government  hats  been  empowered 
to  render  to  the  meritorious  inventor.^  Thus  it  appears  that 
the  provisions  of  Patent  Law  concerning  those  letters-patent 
by  which  the  rights  of  the  inventor  and  the  public  are  defined, 
and  the  titles  of  the  patentee  and  his  transferees  to  the  ex- 
clusive use  of  the  invention  are  established,  relate  to  six 
principal  subjects :  — 

L  The  Grant  of  Letters-Patent. 

II.  The  Amendment  of  Letters-Patent. 

lU.  The  Repeal  of  Letters-Patent. 

lY.  The  Construction  of  Letters-Patent. 

V.  The  Transfer  of  Letters-Patent 

YI.  The  Extension  of  Letters-Patent. 

f  420.  1  See  ||  762-884  and  notes,  S  421.  i  See  SS  886-^46  and  notea, 
poi^  potl» 
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CHAPTEB  L 

OF  THE  GBANT  OF  LETTERS-PATENT. 

§  422.    Grant  of  Letters-Patent  Governed    by  Statute    and  by 
Rules  of  Patent  Office :  Authority  of  such  Rules. 

The  proceedings  relating  to  the  grant  of  letters-patent  are 
regulated  in  part  by  the  acts  of  Congress,  and  in  pai-t  by  rules 
established  by  the  Patent  Office  itself.  While  the  general 
features  of  these  proceedings  may  properly  be  made  the  sub- 
ject of  permanent  provisions  in  the  statutes,  their  numerous 
and  ever  varying  details  can  be  controlled  only  by  the  vigi- 
lant and  flexible  authority  of  the  department  in  which  they 
arise.  For  this  reason  power  has  been  conferred  upon  the 
Commissioner  of  Patents  to  adopt  such  regulations  as  he  may 
deem  expedient  for  the  conduct  of  the  business  committed  to 
his  charge.  These  rules  are  subordinate  to  the  statutes,  and 
if  inconsistent  with  them  are  invalid,  but  otherwise  are  of  the 
same  obligation  as  the  acts  of  Congress.^  Officers  of  the  de- 
partment, as  well  as  parties  and  attorneys,  are  bound  to  recog- 
nize and  follow  them  until  duly  repesJed,  and  no  departure 
from  them,  except  in  some  case  of  necessity,  is  permitted.^ 

I  422.  1  That  the  Patent  Office  haa  nte,  the  rale  yields  and  the   statute 

power  to  make  its  own  mlesy  and  if  prevails,  see  Stone  v.  Greayes  (1879), 

these  are  consistent  with  the  statutes,  17  0. 0.  260. 

they  are  as  hinding  as  an  act  of  Con-         ^  That  the  rules  are  hinding  until 

gress,    see    United    States   v,    Marhle  repealed,  see  Smith  v.  Cowles  (1885), 

(1882),  22  0.  G.  1865.  80  0.  G.  843  ;  B»  parU  Smoot  (1877), 

That  the  rules  of  the  Office  as  to  the  11  0.  G.  1010. 
forms  of  papers,  etc.,  must  he  complied         That  the  rules  are  hinding  on  the 

with,  see  Ex  parte  Mason  (1888),  43  officers  of  the  department  as  well  as  on 

0.  G.  627.  the  puhlic,  see  Brown  «.  La  Dow  (1880), 

That  the  EzecntiTe  Department  will  18  0.  Q.  1049  ;  Sk  parte  Smoot  (1877), 

not  interfere  with  the  regaUttions  of  the  11  0.  G.  1010. 

Patent  Office,  see  Opinion  Atty.  Gen.         That  the  rules  must  not  he  departed 

(1869),  18  Op.  At  Gen.  28.  from  without  necessity,  see  Bz  parte 

That  if  inconsistent  with  the  sfcat-  Skinner  (1881),  19  0.  G.  662. 
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Changes  in  these  regulations  can  be  made  at  any  time  bj  the 
same  authority  which  originally  enacted  them ;  and  after  such 
a  change  the  new  rule  is  to  be  obeyed  even  in  pending  cases, 
unless  injustice  will  thereby  be  done  to  the  contestants.^  In 
the  absence  both  of  a  statute  and  a  rule  of  the  department, 
the  Patent  Office  is  governed  by  the  principles  which  the 
courts  apply  to  cases  of  a  similar  character.^ 

§  423.   Orant   of    Letters-Patent   Illegal   naleas    Statutory   Pre* 
reqoisitea  Fulfilled. 

According  to  the  acts  of  Congress  and  the  rules  of  the 
Patent  Office,  certain  preliminary  steps  on  the  part  of  the 
inventor  are  made  essential  to  the  granting  of  a  patent.  The 
bestowal  of  the  patent  privilege  depends  entirely  upon  the 
provisions  of  the  statutes,  and  the  conditions  named  therein 
must  be  fulfilled  or  the  letters-patent  will  be  null  and  void.^ 
With  these  prerequisites  the  Patent  Office  has  no  power  to 
dispense,  though  of  their  existence  and  sufficiency  the  Com- 
missioner is  in  many  cases  the  final  judge ;  and  that  they  did 
exist  and  were  sufficient  the  issue  of  the  letters-patent  is 
always  prima  fade  evidence.* 

*  That  there  is  no  ezeiue  for  an  are  followed  in  the  Patent  Office  and 

officer  who  adheres  to  a  practice  after  the  courts,  see  Chambers  v.   Duncan 

it  has  been  overruled  on  appeal,  see  (1876),  10  O.  O.  787. 
Bx  parte   Kitson    (1881),  20   0.    G.         §  428.  ^  That   the  right  to  letters- 

1750.  patent  rests  on  the  statutes,  and  the 

That  where  new  rales  do  not  iigure  conditions  authorizing  their  issue  must 

parties  in  pending  cases  they  will  be  be  strictly  fulfilled,  see  Sz  parte  Benton 

followed,  see  Fowler  v.  Benton  (1880),  (1882),  28  O.  G.  341 ;  Moffitt  v.  Gaar 

17  0.  G.  266.  (I860),  1  Bond,  315  ;  1  Fisher,  610 ; 

That  the  decisions  of  courts  operate  Latta  v.  Shawk  (1859),  1  Bond,  259  ; 

on  all  cases  alike  from  the  time  they  1  Fisher,  465. 

are  rendered,  while  the  rales  of  practice         ^  That  the  Patent  Office  cannot  dis- 

apply  only  to  cases  filed   after  their  pense  with  the  legal  prerequisites  to  a 

adoption,  if  they  would  prqudioe  the  patent;  see  Eagleton  Mfg.  Co.  v.  West, 

puties^  see  JSb  parU  Pfisiudler  (1882),  Bradley,  &  Gary  Mfg.  Co.  (1883),  111 

23  0.  G.  269.  U.  S.  490. 

^  That  where  the  same  questions  arise         That  the  patent  is  prima  facie  evi' 

in  the  Patent  Office  as  in  the  oourts,  they  deuce  that  aU  prerequisites  existed,  see 

are  goveraed  by  the  same  rules,   see  Dorsey  Harrester  Rake  Co.  v.  Marsh 

Dana  v.  Greenleaf  (1875),  0  O.  G.  198.  (1873),  6  Fisher,  387. 

That  the  same  rales  as  to  the  evi-         That  as  to  some  prerequisites  the 

denoe  establishing  the  iaot  of  invention  dedsion  of  the  Patent  Office  is  final, 
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§  424.    Antbority  of  the  Commissioner,  Acting  Commissioner,  and 
Examiners. 

The  principal  officers  of  the  goyernment  concerned  in  the 
granting  of  letters-patent  are  the  Commissioner  of  Patents, 
the  Acting  Commissioner,  and  the  yarious  grades  of  ex- 
aminers.  As  the  Patent  Office  is  a  branch  of  the  Depart* 
ment  of  the  Interior,  its  general  operations  are  under  the 
superyision  of  the  Secretary  of  that  department,  and  he  may 
require  the  Commissioner  to  perform  the  functions  imposed 
upon  him  by  the  law.^  The  Commissioner  is,  lioweyer,  prac- 
tically at  the  head  of  the  Patent  Office.  His  powers  are 
partly  judicial,  partly  ministerial.  As  a  judicial  officer,  he 
sits  as  a  court  of  appeal  in  certain  classes  of  contested  cases.' 

flee  Hoe  v,  Cottrell  (1880),  1  Fed.  Rep.  perfoimance   anless   they   are   merely 

597.  minuterial,    see    Houston   v.    Barker 

See  aUo  S§  451,  967, 1016, 1082,  and  (1888),  44  0.  O.  697. 

notes,  poit.  That  the  appeUate  jurisdiction  of  the 

i  424.  ^  That  the  Commissioner  acts  Secretary  is  limited    to   cases   arising 

nnder  the  supervision  of  the  Secretary  under  the  rules  prescribed  by  him  for 

of  the  Interior,  and  may  be  required  the  goyernment  of  his  department,  see 

by  him  to  perform  his  official  duties,  see  Houston  v.  Barker  (1888),  44  0.  G.  697. 

Dec.  Sec  Int.  (1877),  12  0.  6.  475.  That  where  the  Commissioner  acqui- 

That  the  duties  of  the  Commissioner  esees  in  the  decision  of  the  Secretary 

are  of  two  cksses  :  (1)  those  imposed  he  cannot  treat  it  as  a  nullity  when 

on  him  by  law  ;  and  (2)  those  imposed  the  Supreme  Court  afterwards  decides 

by  rule  of  the  department,  see  Houston  that  the  Secretary  had  no  power  to  act, 

V.  Barker  (1888),  44  0.  G.  697.  flee  Drawbaugh  v.  Bkke  (1885),  80  0. 

That  the  Commissioner  is  subject  to  G.  259. 

the  control  of  the  Secretary  of  the  In-  That  the  Secretary  will  not  interfere 

tenor  only  where  he  is  not  controlled  where  the  Commissioner  has  made  every 

by  the  statutes,  see  U.  S.  v.  Butterworth  endeavor  to  be  correct,  unless  there  has 

(1884),  8  Mackay,  229 ;  27  0.  G.  519.  been  fraud  or  palpable  error,  see  Dec 

That  no  appeal  lies  from  the  judicial  Sec.  Int.  (1888),  28  O.  G.  629. 

acts  of  the  Commissioner  to  the  Secre-  *  That  the  Commissioner  acts  judl- 

tary  of  the  Interior,  see  Houston  v,  cially  in  granting  or  refusing  a  patent. 

Barker  (1888),  44  O.  G.  697 ;  Butterworth  but  is  nevertheless  bound  by  established 

V,  Hoe  (1884),  112  IJ.  S.  50 ;  29  0.  G.  rules  and  principles,  see  Butterworth  v, 

615 ;  U.  S.  V.  Butterworth  (1884),  8  Hoe  (1884),  112  U.  S.  50 ;  29  0.  Q. 

Mackay,  229  ;  27  0.  G.  519.  615. 

That  the  Secretary  has  no  appellate  That  the  judicial  powers  of  the  Corn- 
jurisdiction  over  the  Commissioner  as  missioner  are  chiefly  as  a  court  of  ap- 
to  the  quasi-judicial  duties  imposed  on  peal,  see  Stone  v.  Greaves  (1880),  17 
him  by  law,  and  though  he  has  author-  0.  G.  397. 

ity  to  direct  him  to  perform  his  duties.  That  the  Commissioner  is  not  to 

he  cannot  control  ^e  mode  of  their  follow  the  decisions  of  lower  tribunals 
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As  a  ministerial  officer,  he  has  jurisdiction  over  the  whole 
matter  of  the  examination  of  applications  and  the  grant  and 
issue  of  patents,  but  in  the  discharge  of  these  ministerial 
duties  he  is  subject  to  the  statutes  and  the  rules  of  the  Office  ; 
and  his  powers  cannot  be  extended  beyond  these,  either  by 
his  own  authority  or  by  the  construction  of  the  courts.'  The 
Acting  Commissioner  is,  for  all  legal  purposes,  the  Commis- 
sioner himself;  his  jurisdiction  cannot  be  collaterally  at- 
tacked, and  patents  certified  and  allowed  by  him  are  of  the 
same  validity  as  those  issued  by  the  Commissioner  in  person.^ 
The  examiners,  with  the  exception  of  the  Examiners-in-Chief, 
are  appointed  by  the  Commissioner,  and  are  charged  with 
Tarious  duties,  especially  those  of  correcting  errors  in  the 
descriptions  of  alleged  inventions  contained  in  applications 
for  letters-patent,  of  examining  the  novelty  and  utility  of 
such  inventions,  and  of  hearing  and  deciding  upon  the 
claims  of  rival  inventors.  The  functions  of  the  other  offi- 
cers of  this  department  are  mainly  clerical,  and  require  no 
particular  enumeration.^ 

if  he  tliinkB  them  erroneous,  see  Sellers  attacked,  and  that   his   certificate   is 

V.  Walter  (1886),  87  0.  G.  1001.  good  between  the  parties,  see  Wood- 

*  That  the  Patent  Office  in  granting  worth  v.  HaU  (1846),  1  W.  &  M.  248  ; 

patents  before  1886  acted  ministerially.  2Robb,  495. 

rather   than   judicially,    see    Opinion         '  That  the  duties  of  examiners  are 

Atty.  Gen. (1831),  2  Op.  At.  Gen.  454.  fixed  by  the  Commissiouer,  see  Hull  v. 

That  the  ministerial  jurisdiction  of  Com.   (1875),   7  0.   G.   559  ;  2  Mac- 

the  Commissioner  extends  to  the  whole  Arthur,  90. 
matter  of  examining  applications  and         See  also  §  51  and  notes,  ante. 
granting  patents,  see  Stone  v,  Greayes         For  a  discussion  of  the  powers  of 

(1880),  17  O.  G.  397.  the  Board  of  Examiners,  see  ^  parte 

That  the  ministerial  powers  of  the  Hull  (1875),  9  O.  G.  1. 
Commissioner  cannot  be  extended  by         That  an  examiner  Cannot  pass  on 

the  courts,  see  Child  v,  Adams  (1854),  any  matter  expressly  decided  by  a  su- 

1.  Fisher,  189  ;  3  Wall.  Jr.  20.  perior  tribunal,  see  Ex  parte  Reynolds 

4  That  the  Acting  Commissioner  is,  (1883),  24  0.  G.  993. 
for  all  legal  purposes,  the  Commissioner,         That  the  jurisdiction  of  an  examiner 

see   Dorsey    Harvester   Rake    Co.    v,  does  not  change  with  the  person  of  the 

Marsh  (1873),  6  Fisher,  387.  incumbent,  but  remains  unaffected  un- 

That  the  clerk  is  Acting  Commis-  til  the  case  passes  to  a  different  tribunal 

sioner  when  the  Commissioner  is  sick  or  is  ended,  see  Ex  parte  Fredericks 

orabeent,  see  Woodworth  v.  Hall  (1846),  (1887),  40  0.  G.  691. 
1  W.  &  M.  889  ;  2  Robb,  517.  That  the  proceedings  in  the  Patent 

That  the  jurisdiction  of  the  Acting  Office  are  always  presumed  to  be  regn- 

Commiarioner    cannot   be   collaterally  lar,  see  Eagleton  Mfg.   Co.  v.   West, 
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§  425.   Patent  SoUcitom  and  Attomays. 

The  business  between  inventors  and  the  Patent  Office  is 
usually  transacted  through  attorneys.  An  inventor  has  the 
right  to  prepare  his  own  application,  and  to  appear  and  prose- 
cute his  claims  in  person  ;  but  in  most  cases  by  doing  this  he 
necessarily  encounters  great  difficulties,  arising  partly  from 
his  ignorance  of  the  requirements  of  the  law,  and  partly  from 
his  inability  to  comply  with  them  if  they  were  known.  A  due 
regard  for  their  own  interests  has  led  inventors  to  intrust 
such  affairs  to  men  trained  for  that  purpose,  and  the  practice 
has  been  encouraged  by  the  Patent  Office  as  tending  to  facili- 
tate its  own  labors,  as  well  as  to  render  more  secure  the  rights 
of  patentees.  All  such  attorneys  act  under  the  supervision  of 
the  Commissioner,  and  are  subject  to  a  withdrawal  of  their 
privileges  for  misconduct  toward  the  Office  or  their  clients. 
Their  obligations  to  their  employers  and  their  authority  and 
methods  of  transacting  business  are  governed  partly  by  the 
regulations  of  the  Office,  and  partly  by  the  ordinary  rules  of 
law.* 

§  426.   ApplioationB :  Caveats:  Interferanoea. 

Tlie  object  of  an  inventor  in  endeavoring  to  procure  a 
patent  is  twofold:  (1)  To  secure  for  himself  the  grant  of 
an  exclusive  privilege ;  (2)  To  prevent  a  similar  grant  to  any 
rival  applicant.  To  accomplish  the  first  object  he  must  file 
in  the  Patent  Office  an  application  in  which  he  describes  and 
claims  a  patentable  invention  resulting  from  his  own  creative 
act,  and  must  support  his  application  by  an  oath  that  he  be- 
lieves himself  the  first  and  true  inventor  of  the  art  or  instru- 
ment therein  described.  If  the  allegations  of  this  application 
are,  upon  the  customary  examination  in  the  Patent  Office, 
found  correct,  his  petition  for  a  patent  is  formally  allowed 
and  in  due  course  of  proceedings  the  letters-patent  will  be 
issued,  creating  in  him  the  desired  monopoly.*  The  latter 
object,  though  a  secondary  one,  is  still  of  great  import- 
Bradley,  &  Gary  Mig.  Co.  (1880),  17  J  ^25.  ^  See  |§  4S1-487  and  notes, 
0.  G.  1504 ;  18  Blatch.  218;  2  Fed.    poO. 

Bep.  774.  S  ^20.  1  See  ||  449-586  and  notes, 

potU 
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ance.  As  every  patent  is  prima  facie  valid,  it  clothes  the 
patentee  with  a  presumptive  right  to  the  exclusive  use  of 
the  invention,  and  although  issued  to  another  than  the  real 
inventor,  and  therefore  liable  to  be  avoided  by  the  courts, 
while  it  exists  it  constitutes  a  cloud  upon  the  title  of  the 
true  inventor,  rendering  his  own  letters-patent  of  doubtful 
validity  even  where  it  forms  no  obstacle  to  his  procuring 
them.  Methods  have  consequently  been  provided  for  the  at- 
tainment of  this  as  well  as  the  first  object.  An  inventor  who 
is  engaged  in  developing  his  conceptions  or  reducing  them  to 
practice,  and  is  not  yet  prepared  to  make  a  formal  application 
for  a  patent,  may  protect  himself  against  the  issue  of  a  patent 
to  his  rival  by  filing  in  the  Patent  Office  a  notice  called  a 
Caveat,  and  maintaining  it  on  file  until  his  invention  is  com- 
pleted and  his  own  application  is  prepared.'  Where  his 
rival  first  appears  after  his  own  application  has  been  pre- 
sented to  the  Office,  he  can  secure  the  adjustment  of  their 
conflicting  claims,  and,  if  he  be  the  true  and  first  inventor, 
the  issue  of  the  patent  to  himself  and  its  refusal  to  his  rival, 
by  a  proceeding  known  as  an  Interference.'  These  three 
proceedings  constitute  the  principal  business  of  the  Office  in 
relation  to  the  grant  of  patents. 

§  427.    Patent  Office  Practice  and  Procedure. 

In  the  conduct  of  these  proceedings  the  Patent  Office  is 
guided  not  only  by  the  acts  of  Congress  and  the  written 
rules  of  the  Office,  but  by  its  own  established  practice.  In 
this  tribunal,  as  in  every  other,  statutes  and  rules  receive  a 
practical  interpretation  by  their  application  to  particular 
states  of  fact,  and  methods  of  procedure  are  extended  or 
defined  by  usages  subordinate  to,  but  still  beyond,  the  pro- 
visions of  the  written  law.  With  the  facility  for  reducing  all 
such  usages  to  formal  rules  which  is  afforded  by  the  powers 
of  the  Commissioner,  there  is,  however,  less  room  for  these 
judicial  and  traditionary  regulations  in  the  Patent  Office  than 
in  most  other  bodies  where  conflicting  claims  are  decided. 

s  See  IS  488-448  and  notes,  pott.  *  See  §{  586-616  and  notes,  po§L 
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§  428.    Patent  Privilege  Created  at  the  Date  of  the  iMue  of  the 
Letters-Patent :  Mode  and  Condltlona  of  Isane. 

The  final  action  of  the  Patent  Office  in  the  granting  of  a 
patent  is  the  issae  of  the  letters-patent  to  the  inventor.  Then, 
and  then  alone,  does  his  title  to  the  patent  privilege  become 
complete.^  Neither  the  application,  nor  the  admission  of  the 
novelty  and  utility  of  his  invention  by  the  examiners,  nor  the 
decision  in  his  favor  of  any  contest  with  rival  claimants,  es- 
tablishes his  rights  as  against  the  pablic.  This  can  be  done 
only  by  the  actual  issue  of  the  letters-patent  The  mode  in 
which  this  issue  shall  take  place,  the  form  and  contents  of 
the  instrument  itself,  the  term  which  it  shall  specify  as  the 
duration  of  the  monopoly,  and  the  acts  to  be  performed  by 
the  inventor  on  receiving  notice  of  the  grant,  are  all  specifi- 
cally prescribed  by  law.* 

§  429.    Xiettere-Patent  Grantable  by  Special  Aot  of  Congreu. 

In  certain  cases  letters-patent  may  be  granted  without  the 
intervention  of  the  Patent  Office.  Instances  arise  where  the 
merits  of  an  inventor  justly  entitle  him  to  the  privileges  of  a 
patentee,  although  from  peculiar  circumstances  his  case  is  not 
within  the  jurisdiction  conferred  upon  the  Patent  Office  by 
the  statutes.  In  such  instances  an  application  may  be  made 
directly  to  Congress  itself,  whose  general  powers  under  the 
Constitution  enable  it  to  secure  to  the  inventor  the  exclusive 
use  of  his  invention,  in  any  manner  and  for  any  time  which 
it  may  deem  expedient.  Patents  thus  granted  fall  under  the 
general  provisions  of  the  law,  except  when  otherwise  specified 
in  the  act  conferring  them.^ 

i  428.  ^  That  do  legal  title  to  the  tentdve  public  use,  or  that  a  long  period 

]Mteiit  exists  antil  the  patent  issues,  see  has  elapsed  since  it  was  ready  for  be- 

Pontiac  Knit  Boot  Co.  o.  Merino  Shoe  stowal  on  the  pablic,  or  that  an  appli- 

Co.  (1887),  81  Fed.  Rep.  286.  cation  to  the  Patent  Office  for  a  patent 

*  See  §§  617-682  and  notes,  poat,  has  been  refused,  may  furnish  a  reason 

§  429.  ^  The  power  of  the  Federal  why  Congress  should  decline  to  show 

legislature,  under  the  Constitution,  to  this  favor  to  the  inventor,  but  in  no 

grant  a  monopoly  to  an  inventor  by  wise  restricts  its  authority  to  do  so, 

special  act  has  been  repeatedly  affirmed  should  the   measure   seem   expedient, 

by  the  courts,  and  frequently  exercised  Existing   monopolies    cannot    in   this 

by  Congress  itself.    The  fact  that  the  manner  be  abrogated  or  curtailed  ;  but 

invention  has  already  gone   into  ex-  with  this  limitation  the  action  of  Con- 
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§  i30.  Ghrant  of  Lettars-Patent :  Bubordlxiato  Topics :  Order  of 
Bisonaalon. 
In  considering  the  various  rules  relating  to  the  grant 
of  letters-patent,  and  the  many  subordinate  and  collateral 
topics  which  the  general  subject  embraces,  the  following 
arrangement  will  be  pursued :  — 

I.  Of  Patent  Attorneys,  their  Rights  and  Duties. 
II.  Of  Caveats  and  the  Procedure  thereon. 

III.  Of  the  Form  of  the  Application. 

IV.  Of  the  Subject-Matter  of  the  Application. 
y.  Of  the  Description  of  the  Invention. 

VL  Of  the  Claim. 

VII.  Of  the  Drawings  and  Model. 

YIII.  Of  the  Filing  of  the  Application  and  Payment  of  Fees. 

IX.  Of  Procedure  in  Uncontested  Cases. 

X.  Of  Procedure  in  Interference  Cases. 

XI.  Of  the  Form  and  Effect  of  Letters-Patent. 


SECTION  L 
OF  attorneys. 

§  431.    Relation  of  Patent  Attorneys  to  the  Patent  OfBoe. 

An  inventor  may  choose  any  person  of  intelligence  and 
good  moral  character  to  act  as  his  attorney  in  the  prosecution 
of  his  application  for  a  patent.^  Over  all  such  attorneys  the 
Commissioner  of  Patents  has  a  certain  authority  and  he  may 
pass  upon  their  appointments  and  dismissals;^  but  the  Patent 
Office  is  not  responsible  for  their  conduct  toward  their  clients, 

gren  may  be  Totroepectiye  or  prospec-  or  capacity  are  requisite  to  patent  attor- 

tire  only,  and  may  bestow  on  the  mo-  neya,  eee  Hoosier  DriU  Co.  v.  Ingels 

nopoly  snch  characteristics  of  duration  (1879),  15  O.  O.  1018. 

and  extent  as  the  wisdom  of  the  legis-  ^  That  the  Commissioner  may  pass 

latare  may  detennine.    See  further  on  on  powers  and  reyocations   of  attor- 

this  subject  K^6,  47,  and  notes,  ante.  neys,  see  Ex  parte  Morley  (1886),  87 

S  481.  1  That  patent  attorneys  are  O.  O.  887  ;  Ex  parU  Pitney  (1880),  17 

not  required  to  be  learned  lawyers,  see  0.  O.  447. 

Osgood  9.  Badger  (1888),   44  O.   O.  That  patent  attorneys  are  not  agents 

1065.  of  the  Patent  Office,  see  Hoosier  Drill 

That  no  qualifications  of  age,  sex,  Co.  v.  Ingels  (1879),  15  0.  6.  1018. 
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nor  will  it  aid  inventors  in  selecting  them.  Nor  are  special 
privileges  permitted  by  the  Office  to  any  one  attorney  over 
anotlier ;  nor  has  one  any  more  facilities  for  procuring  patents 
than  another,  except  such  as  arise  out  of  his  own  superior 
diligence  and  skill. 

§  432.   Patent  Attorneys  Appointed  only  by  a  Written  Power. 

An  inventor  can  appoint  an  attorney  only  by  a  written 
power  of  attorney,  and  the  Patent  Office  cannot  recognize 
the  attorney  as  such  until  the  power  of  attorney  has  been 
duly  filed  in  the  department.  Tliis  written  power  must  be 
signed  by  the  inventor  or  other  proper  applicant,  and  must 
name  each  and  every  person  upon  whom  the  attorneyship  is 
to  be  conferred.  A  power  of  attorney  given  to  a  firm  must 
thus  specifically  mention  each  member  of  the  firm  or  it  can- 
not be  regarded  as  bestowing  the  required  authority  either 
upon  the  firm  as  a  whole  or  upon  any  of  the  copartners.  Any 
power  of  attorney  may  contain  a  written  authorization,  by 
virtue  of  which  the  original  attorney  may  substitute  another 
for  himself,  or  may  associate  another  with  him  ;  but  such  au- 
thorization will  not  empower  the  substitute  or  associate  to 
delegate  his  authority  to  others.^  The  rules  requiring  and 
governing  the  power  of  attorney  are  stringent  and  universal, 
not  even  a  member  of  Congress  being  allowed  to  examine 
patent  cases,  nor  act  in  them,  without  first  filing  such  written 
power. 

§  433.   Authority  of  Attorney  Revocable  or  Irrevocable :  How 
Revoked. 

A  power  of  attorney  may  be  either  irrevocable  or  revocable. 
Where  it  constitutes  part  of  a  contract,  in  the  fulfilment  of 
which  the  attorney  has  a  beneficial  interest,  it  is  irrevocable ; 
although  even  in  such  cases  the  attorney  is  still,  so  far  as  the 

§  432.  1  That  an  associate  attorney  see  Ex  parte  Ranks  (1887),  88  0.  G. 

cannot  be  appointed  by  the  applicant  829. 

without  the  consent  of  the  regular  at-         That  where  an  applicant  appoints 

tomey,  see  JSx  parte  Ranks  (1887),  88  two  or  more  attorneys  he  must  designate 

0.  G.  329.  with  which  the  Office  shall  hold  cor- 

That  an  associate  attorney  should  respondence,  otherwise  it  will  recognize 

be  appointed  by  the  regular  attorney  only  the  resident  attorney,  ace  Ex  parte 

upon  the  written  anthority  of  his  client,  Jewett  (1887),  88  O.  G.  781. 
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application  for  a  patent  is  concerned,  the  mere  agent  of  bis 
principal.^  Unless  the  authority  is  thus  irrevocable,  it  may 
be  terminated  by  the  client  at  his  pleasure.  In  order  to  do 
this,  he  should  give  written  notice  of  such  revocation  to  the 
Patent  Office ;  whereupon  the  Office  will  immediately  notify 
the  attorney,  and  thenceforth  deal  personally  with  the  client, 
or  with  such  other  attorney  as  he  may  lawfully  appoint.  This 
notice  puts  an  end  to  the  authority  of  the  attorney ;  and 
neither  the  Patent  Office  nor  any  contesting  party  to  whom 
the  notice  of  the  revocation  may  be  given  is  at  liberty  there- 
after to  recognize  him  as  representing  his  former  principal' 
The  death  of  the  principal  also  terminates  a  revocable  power 
of  attorney  ;  and  where  an  applicant  dies  pending  his  applica- 
tion, his  personal  representatives  must  re-appoint  the  attorney, 
or  ratify  his  former  appointment,  before  he  can  be  allowed  to 
act  for  them.^  But  the  assignment,  by  an  applicant,  of  an  un- 
divided interest  in  the  invention  will  not  revoke  a  previous 
power  of  attorney  nor  authorize  the  assignee  to  revoke  it; 
though  where  a  power  of  attorney  is  conferred  before  the 
application,  and  subsequently,  but  still  before  the  application, 
the  entire  interest  in  the  invention  is  assigned,  the  authority 
of  the  attorney  of  the  assignor  expires,  and  a  new  appoint- 

S  438.  ^  That  when  a  power  of  at-  Morley  (1886),  87  0.  6.  887  ;  Hoosier 

tomey  is  part  of  a  contract  which  ere-  Drill  Co.  v.  Ingels  (1879),  15  0.  6. 

ates  a  beneficial  interest  in  the  attorney,  1013. 

it  is  irrevocable,  see  Sb  parte  Hani-         That  notice  to  the  adyerse  parties  of 

son  (1878),  18  0.  6.  547.  such  revocation  deprives  them  of  the 

That  an  attorney  holding  an  irre-  right  to  recognize  him  as  attorney,  see 

vocable  power  is  stiH  the  mere  agent  Hoosier  DriU  Co.  v.  Ingels  (1879),  15 

of  his  principal,  see  Ex  parte  Cox  (1872),  O.  O.  1018. 
2  O.  G.  491.  *  That  the  death  of  an  applicant  re- 

That  a  power  of  attorney  not  oonpled  vokes  his  power  of  attorney,  see  Eagle- 

with  an  interest  is  revocable  at  will,  see  ton  Mfg.  Co.  v.  West,  Bradley,  &  Cary 

£e;Kirte  Morley  (1886),  87  0.  G.  337.  Mfg.   Co.  (1880),   18  Bktch.    218  ;  2 

*  That  an  applicant  can  dischaige  Fed.  Rep.  774  ;  17  O.  G.  1504. 
his  attorney  on  giving  notice  to  the         That  the  former  attorney  of  a  de- 
Patent  Office  without  leave  of  the  Com-  ceased  applicant  has  no  power  to  amend 
missioner,    see    Hoosier   Drill    Co.  v.  the  application  after  his  death  without 
Ingels  (1879),  15  0.  G.  1013.  the   oath    of    the   representative,    see 

That  notice  to  the  Patent  Office  of  Eagleton  Mfg.  Co.  v.  West,  Bradley,  & 

revocation  terminates  the  authority  of  Cary  Mfg.  Co.  (1880),  18  Blatch.  218  ; 

the  attorney  and  the  right  of  the  Office  2  Fed.  Rep.  774  ;  17  0.  G.  1504.     Af- 

to  deal  with  him  as  such,  see  Ex  parte  firmed  8.  o.  (1883)  111  U.  S.  490. 

VOL.  II. — 2 


18  TREATISE  ON  THE  LAW  OP  PATENTS.    [BOOK  III. 

meiit,  or  the  ratification  of  the  previous  one,  by  the  assignee 
is  necessary.^ 

§  434.  Anthority  of  Attorney  Limitecl  to  the  Application  Ac- 
companying the  Power. 

The  relation  created  between  the  inventor  and  his  attorney 
by  the  filing  of  the  written  power  of  attorney  is  neither  per- 
manent nor  universal,  but  has  reference  only  to  the  particular 
proceedings  of  which  the  power  of  attorney  forms  a  part,  and 
ends  when  that  proceeding  is  concluded.^  If  several  applica- 
tions are  instituted  concurrently  by  the  same  inventor,  a  sep- 
arate power  of  attorney  must  be  filed  in  each,  although  in  all 
the  person  of  the  attorney  may  be  the  same.  For  purposes  of 
notice  in  certain  cases,  however,  the  Patent  Office  continues 
to  recognize  an  attorney  as  a  medium  of  communication  with 
his  client  after  the  business  for  which  he  was  appointed  is 
completed. 

§  435.  Authorized  Attorney  the  Sole  Medium  of  Communication 
between  Patent  Office  and  Inventor :  his  Rights  and 
Duties. 

After  the  filing  of  the  written  power  of  attorney  in  the 
Patent  Office,  all  its  correspondence  with  the  inventor  takes 
place  through  his  attorney.  The  attorney  has  a  right  to  in- 
spect the  papers  in  his  case  while  in  the  custody  of  the  Office, 
and  is  allowed  to  consult  with  the  examiners  and  their  assist- 
ants in  regard  to  questions  which  arise  concerning  it  in  their 
departments.  In  all  his  dealings  with  the  Patent  Office  he 
is  required  to  conduct  himself  with  courtesy  and  decorum ; 
and  written  applications,  arguments  or  other  documents, 
containing  anything  in  violation  of  this  requirement,  will 
ordinarily  be  returned  to  him  without  action.  In  his  deal- 
ings with  his  client  he  is  subject  to  the  general  rules  of 

*  That  when  an  entire  invention  is         §  434.  ^  That  the  authority  of  an 

assigned  before   application,  and   the  attorney  is  not  continuous,  but  ends 

attorney  has  received  his  power  from  when  the  application  ends,  see  Hoosier 

the  inventor  alone,  the  power  must  be  Drill  Co.  v.  Ingels  (1879),   15  0.  G» 

ratified  by  the  assignee  or  a  new  attor-  1018. 
ney  appointeil,  see  Ex  parte  Ackerman 
(1880),  17  0.  G.  1086. 
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agency,  and  is  obliged  to  use  such  skill  and  diligence  as  the 
nature  of  the  business  he  has  undertaken  may  demand.^  But 
neither  his  culpable  neglect  nor  his  fraudulent  conduct  are 
allowed  to  prejudice  his  principal,  unless  they  have  been  in- 
stigated or  accepted  by  the  principal  himself,  or  unless  vested 
rights  or  public  interests  would  be  unjustly  violated  were  the 
acts  of  the  attorney  held  invalid.^ 

§  436.    Compensation    of   Patent  Attorneys;   Lien    on   Lettersr 
Patent. 

The  attorney  of  an  inventor,  like  any  other  attorney,  has  a 
lien  upon  the  papers  of  his  client  for  his  fees.^  The  letters- 
patent,  when  issued  by  the  Office,  are  delivered  to  him  if  he 
so  desires,  and  may  be  retained  by  him  until  his  reasonable 
charges  against  the  patentee  for  services  and  disbursements 
have  been  paid.  The  same  privilege  belongs  to  an  associate 
or  substitute  attorney  in  reference  to  all  papers  properly  com- 
ing into  his  possession,  although  the  patent  itself  is  not  deliv- 
ered to  him  by  the  Office  without  a  special  order  from  the 
primary  attorney. 

§  437.    Attorneys  Disbarred  by  Commissioner  for  Canse. 

The  power  of  the  Commissioner  over  the  attorneys  of  in- 
ventors extends  to  their  suspension  or  dismissal  for  gross 
misconduct,  either  toward  the  Patent  Office  or  their  clients. 
This  power  is  conferred  on  the  Commissioner  by  statute,  and 

§  485.  ^  That  a  party  is  bound  by  by  the  attorney,  or  where  the  public 

the  acts  of  his  attorney,  acting  in  good  have  arailed  themselves  of  the  apparent 

faith  and  within  the  scope  of  his  an-  abandonment  of  rights  which  greater 

thority,  see  Ex  parte  Hatchman  (1884),  rigilance  or  knowledge  on  the  part  of 

Z  Mackay,  288  ;   26  0.  G.   788  ;  Ex  his  attorney  might  have  secured  to  the 

parte  Hatchman  (1888),  25  0.  G.  979.  inventor,  the  principal  is  bound  by  the 

*  That   delays  fraiidulently  caused  acts  of  his  agent  and  must  seek  his 

by  his  attorney  do  not  prejudice  the  remedy  for  the  ignorance  or  neglect  in 

inventor,  see  Case  v,  Hastings  (1875),  the  usual  mode.     Examples  of  the  ap- 

7  O.  G.  557.  plication  of  this  rule  will  be  observed 

For  some  purposes  the  acts  of  the  in  many  cases  hereafter  cited,  especially 

attorney  bind  his  principal,  even  though  in  reference  to  the  subject  of  Re-issues, 
involving  a  breach  of  duty  or  a  want         §  486.  *  That  an  attorney,  or  a  sub- 
of  professional  skill.    Where  the  inter- ■  ^stitute  attorney,  has  a  lien  on  the  papers 

ests  of  rival  claimants  are  to  be  affected  of  his  client,  see  Ex  parte  Bowers  (1879), 

by  a  disavowal  of  the  measures  adopted  16  0.  G.  1004. 
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its  necessity  is  manifested  bj  the  frequency  of  the  occasions 
which  demand  its  exercise.  The  suspension  or  dismissal  may 
be  general,  covering  all  present  and  future  proceedings  in 
which  the  attorney  is  or  might  be  employed,  or  it  may  be 
particular,  merely  preventing  him  from  acting  in  the  special 
cases  named.  This  power,  however,  is  not  arbitrary  nor  con- 
clusive. A  hearing  upon  formal  charges,  in  pursuance  of  the 
usual  judicial  methods,  is  accorded  to  the  attorney ;  and  the 
order  for  his  dismissal,  with  the  reasons  for  it,  must  be  sub- 
mitted to  and  receive  the  approval  of  the  Secretary  of  the 
Interior  before  it  goes  into  effect. 


SECTION  n. 

OP  CAVEATS. 
§  438.    Purpose  of  Caveat. 

The  purpose  of  a  caveat  is  to  secure  to  an  inventor  the 
opportunity  to  have  the  question  of  priority  between  himself 
and  a  rival  inventor  determined  before  the  issue  of  letters- 
patent  to  either.^  In  the  absence  of  such  an  opportunity  the 
first  applicant  for  a  patent  would  receive  the  grant,  although 
as  a  matter  of  fact  he  was  not  the  earliest  inventor.  If  sub- 
sequently to  the  issue  of  his  patent  the  earlier  inventor  made 
his  application,  and  successfully  maintained  his  claim  of  pri- 
ority, he  would  become  entitled  to,  and  would  obtain,  a  patent 
also.  Thus  two  outstanding  patents  for  the  same  invention 
would  exist,  each  vesting  the  exclusive  right  in  a  different 
patentee,  —  a  condition  of  affairs  endangering  the  value  of 
the  invention  not  only  to  the  rival  patentees  but  to  the  public, 
since  the  use  of  the  invention  under  either  patent  is  a  prima 
facie  infringement  of  the  other.  To  prevent  this  difficulty  as 
far  as  possible  Congress  in  1836  provided  the  present  method 
of  securing  to  inventors  who  may  not  be  ready  to  present 
their  own  applications  such  timely  notice  of  the  pendency  of 

I  438.  1  That  the  object  of  a  careat  (1859),  18  How.  Pr.  7  ;  4  Blatch  862  ; 

is  to  protect  the  first  conceiver,  and  1  Fisher,  479 ;  Allen  v.  Hunter  (1855), 

secure  him  a  proper  notice  of  subee-  6  McLean,  808. 
quent  applications,  see  Phelps  v.  Brown 
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other  applications  coTering  the  same  invention  as  will  enable 
them  to  make  their  claims  and  have  them  investigated  by  the 
Patent  Office  before  anj  one  receives  the  patent. 

§  439.    Nature  and  Bffeot  of  Caveat. 

A  caveat  is  a  written  notice  to  the  Patent  Office  that  the 
caveator  claims  to  be  the  first  and  true  inventor  of  the  art  or 
instrument  therein  described.  Its  effect  is  to  prevent  the 
grant  of  a  patent  for  the  same  alleged  invention,  without 
notice  to  the  caveator,  in  case  an  application  should  be  filed 
by  another  inventor  during  the  life  of  the  caveat.  Thus  it 
simply  entitles  the  caveator  to  a  certain  notice.  It  does  not 
afford  him  any  protection  against  public  use,  nor  supply  the 
place  of  due  diligence  in  perfecting  his  invention  and  reduc- 
ing it  to  practice.^  It  gives  him  no  advantage  over  any  rival 
claimant,  who  may  subsequently  file  a  caveat  or  an  applica- 
tion for  a  patent ;  nor  does  it  impose  upon  him  any  obliga- 
tion, either  to  present  an  application  on  his  own  behalf,  or  to 
oppose  the  issue  of  the  patent  to  his  rival. 

§  440.    Who  may  File  a  Caveat. 

No  person  is  permitted  to  enjoy  this  privilege  unless  he  is 
a  citizen  of  the  United  States,  or,  if  an  alien,  unless  he  has 
resided  in  this  country  for  one  year  next  preceding  the  filing 
of  his  caveat,  and  has  formally  declared  his  intention  to  be- 
come a  citizen.  He  must  also  be  the  actual  inventor  of  the 
art  or  instrument  described  in  his  caveat,  and  must  believe 
himself  to  be  its  first  inventor;  and  for  reasons  known  to 
himself,  but  into  which  neither  the  Patent  Office  nor  the  law 
inquires,  he  must  desire  further  time  to  mature  his  invention 
before  filing  his  own  application  for  a  patent.^ 

§  489.  1  In  Bell  v,  Daniels  (1858),  between  the  filing  of  his  caveat  and  his 

1  Bond,  212,  Leavitt,  J. :  (218)  "The  application  he  allows  his  invention  to 

effect  of  the  caveat  is  to  protect  the  go  into  public  use,  his  caveat  will  not 

claim  of  an  inventor  from  all  interfering  protect  him."  1  Fisher,  872  (377). 

applications  made  within  one  year  after  §  440.  ^  That  a  caveat  cannot  be 

its  filing,  by  requiring  the  Office   to  filed  for  a  design  as  a  design  cannot 

notify  him  of  such  applications,  that  he  exist  at  all  until  it  is  complete  enough 

may  resist  the  interference  if  he  chooses,  to   be  patented,  see  Ex  parte  Carty 

But  if,  during  the  time  which  elapses  (1888),  44  0.  G.  570. 
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§  441.    Contents  of  Caveat. 

The  caveat  itself  consists  of  a  petition  on  oath,  a  specifica- 
tion, and  in  some  cases  a  drawing.  The  petition  alleges  the 
citizenship  or  resident  alienage  of  the  caveator,  his  inventive 
act,  and  his  desire  to  perfect  his  invention  before  applying  for 
a  patent,  and  prays  that  his  accompanying  specification  may 
be  placed  on  file  in  the  Patent  Office.  The  oath  affirms  the 
allegations  of  citizenship  or  residence,  and  the  belief  of  the 
caveator  that  he  is  the  first  inventor.  The  specification  em- 
braces a  description  of  the  object  of  invention,  and  of  its  dis- 
tinguishing characteristics.  In  this  description  the  same 
particularity  is  not  required  as  in  that  annexed  to  a  petition 
for  a  patent ;  but  it  must  be  as  complete  and  exact  as  the 
inventor  is  able  to  give,  and  must  be  precise  enough  to  enable 
the  examiners  in  the  Office  to  determine  whether  an  invention 
described  in  a  subsequent  application  is  probably  the  same. 
Any  defect  in  this  respect  must  be  amended  before  the  caveat 
can  be  accepted  by  the  Office.  The  specification  must  also  be 
limited  to  one  invention,  according  to  the  rules  established 
for  the  application  for  a  patent ;  and  if  amendments  offered 
describe  a  different  or  an  additional  invention  they  cannot  be 
received,  except  as  new  and  separate  caveats.  When  practi- 
cable, a  full  and  accurate  drawing  of  the  invention,  executed 
upon  some  substance  capable  of  being  folded  for  convenient 
filing,  should  accompany  the  specification.  The  caveat  must 
be  signed  by  the  inventor,  although  in  caveats  for  joint  inven- 
tions the  signature  of  one  inventor  only  is  sufficient.^  The 
established  fee  must  also  be  forwarded  with  the  caveat.  A 
failure  to  comply  with  any  of  these  requirements  renders  the 
caveat  of  no  validity,  and  the  caveator  is  not  entitled  to  the 
notice  which  it  is  intended  to  secure. 

§  442.   Filing  of  Caveat :  its  Secreoy. 

On  the  receipt  of  the  caveat  by  the  Patent  Office,  in  proper 
form,  it  is  filed  in  the  secret  archives  of  the  Office  and  there 

§  441.  ^  That  a  caveat  for  a  joint  ventor  ia  no  bar  to  an  application  by 

invention  may  be  signed  by  one  of  the  him  and  another  as  joint  inventors  if 

inventors  onlyySeeJSBiMtrto  Gray  (1877),  the  mistake  were  bona  fide,  see  Hoe  v. 

12  0.  G.  896.  Kahler  (1882),  12  Fed.  Rep.  Ill  ;  20 

That  a  caveat  and  oath  by  one  in-  Blatch.  490. 
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remains  during  its  life,  inaccessible  to  all  persons  except  the 
inventor,  or  his  duly  authorized  agent,  and  the  officers  of  the 
department.  No  information  is  permitted  to  be  given  to  any 
others,  either  concerning  its  contents  or  the  fact  of  its  exist- 
ence, unless  by  the  direction  of  the  caveator.^ 

§  443.    Duration  of  Caveat. 

A  caveat,  once  filed,  remains  in  force  for  one  year  from  the 
date  of  its  acceptance  by  the  Patent  Office.  At  the  expiration 
of  this  term  it  may  be  renewed  for  another  year  by  the  pay- 
ment of  an  additional  fee  ;  and  so  on  from  year  to  year  dur- 
ing the  pleasure  of  the  caveator.  If  not  renewed  it  still 
remains  in  the  secret  archives  of  the  Office,  although  it  ceases 
to  secure  any  rights  to  the  inventor. 

§  444.   Notice  of  Subsequent  Applications  to  Caveator :  Prooeed- 
inga  Thereon. 

Whenever  an  application  for  a  patent  for  the  same  inven- 
tion is  filed  by  a  rival  inventor,  either  simultaneously  with 
the  caveat  or  during  its  life,  and  the  invention  described  is 
found  by  the  Office  to  be  patentable  and  to  correspond  appar- 
ently with  that  specified  in  the  caveat,  proceedings  on  the 
application  are  suspended,  the  application  with  its  specifica- 
tion, drawings,  and  model  is  deposited  within  the  secret 
archives  of  the  Office,  and  the  caveator  is  notified  to  file  his 
application  for  a  patent  in  order  that  the  rival  claims  may  be 
determined.  The  caveator  must  thereupon  present  his  appli- 
cation within  three  months  from  the  expiration  of  the  time 
regularly  required  for  the  transmission  of  such  notice  to  him 
by  mail  from  Washington;  and  if  it  then  appears  that  the 
two  applications  claim  the  same  invention  an  interference  will 
be  declared  and  the  controversy  heard  and  decided  in  the 
mode  provided  for  that  purpose.^    This  notice  to  the  caveator 

§  442.    ^  Tliat   the   role    requiring  was  made,  see  American  Bell  Telephone 

caveats  to  be  kept  secret  is  lawful,  see  Co.  v.   National  Improved  Telephone 

Dec  Sec.  Int  (1888),  28  O.  G.  629.  Co.  (1886),  27  Fed.  Rep.  668. 

That  the  fraudulent  disclosure  of  a  §  444.  ^  In  American  Nicholson  Pave- 
caveat  to  a  rival  applicant  does  not  bar  ment  Co.  v.  Elizabeth  (1878),  8  0.  G. 
the  right  of  the  latter  to  a  patent  for  522,  Nixon,  J.  :  (525)  '*  The  12th  see- 
the invention  described  and  claimed  in  tion  of  the  act  of  July  4,  1886,  under 
an  application  filed  before  the  disclosure  which  the  foregoing  caveat  was  tiled. 
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it  is  the  duty  of  the  Commissioner  to  give ;  and  if,  through 
any  fault  or  inadvertence  in  the  Office,  it  should  be  omitted, 
or  if  the  caveator  should  fail  to  receive  it,  and  a  patent  for 
the  invention  issue  to  the  applicant,  the  latter  can  take  no  ad* 
vantage  from  his  patent  in  any  subsequent  interference  pro- 
ceeding between  himself  and  the  caveator.^     Although  his 

authorizes  any  person  who  shall  have  taking  out  of  the  patent*'    6  Fisher, 

invented  any  new  art,  machine,  or  im-  424  (481). 

provement  thereof^  and  shall  desire  fur-  *  In  Frevert  v.  Gahr  (1878),  8  0.  G. 
ther  time  to  mature  the  same,  upon  660,  Thachcr,  Act.  Com.  :  (660)  *'  The 
payment  of  twenty  dollars,  to  file  in  law,  however,  not  only  contemplates 
the  Patent  Office  a  caveat,  setting  forth  that  notice  shall  be  duly  sent,  but  that 
the  design  and  purpose  thereof,  and  its  it  shall  be  received  by  the  caveator  ; 
principal  and  distinguishing  character-  that  he  shall  have  he  benefit  of  his 
istics,  and  praying  protection  of  his  caveat  for  which  he  has  paid,  which  he 
right  till  he  shaU  have  matured  his  cannot  have  if  he  does  not  receive  notice 
invention.  Such  caveat  is  filed  in  the  of  an  interfering  application.  I  do  not 
confidential  archives  of  the  Office  and  mean  to  assert  that  the  Office  is  bound 
preserved  in  secrecy.  The  obvious  de-  to  insure  him  notice,  further  than  it 
sign  of  this  section  is  to  afford  to  in-  does  in  ordinary  cases,  by  duly  mailing 
ventors  the  opportunity  of  perfecting  the  notice  and  suspending  the  interfer- 
their  discoveries  and  inventions.  To  ing  application,  as  was  done  in  this 
prevent  an  abuse  of  the  privilege,  it  is  instance.  But  when  it  appears  in  proof 
further  provided  that  if  an  application  as  a  matter  of  fact  that  the  notice, 
is  made  by  any  other  person,  within  through  no  fault  of  his,  did  not  reach 
one  year'  from  the  time  of  filing  the  the  caveator,  then  it  follows  that  the 
caveat,  for  a  patent  of  any  invention  patentee  has  obtained  his  patent  with- 
with  which  it  may  in  any  respect  inter-  out  the  proceedings  in  interference  which 
fere,  it  shall  be  the  duty  of  the  Com-  the  law  contemplates  shall  be  had  in  all 
missioner  to  deposit  the  descriptions,  cases  of  this  nature.  Whereas,  if  the 
specifications,  drawings,  and  model,  in  notice  had  not  failed  to  reach  its  desti- 
the  confidential  archives  of  the  Office,*  nation,  the  parties  would,  in  all  proba- 
and  to  give  notice  by  mail  to  the  person  bility,  have  come  before  the  Office  as 
filing  the  caveat  of  such  application,  applicants  upon  equal  footing,  as  the 
who  shall,  within  three  months  after  law  intends  in  such  cases  ;  now,  by  the 
receiving  the  notice,  if  he  would  avail  fault  of  neither  party  nor  the  Office, 
himself  of  the  benefits  of  his  caveat,  file  the  patentee,  as  such,  has,  upon  the 
his  description,  specifications,  drawings,  record,  acquired  an  advantage.  It  can- 
and  model.  If  no  such  application  is  not  be  ignored  that  his  apparent  ad- 
made,  the  caveator  has  a  reasonable  vantage  in  this  instance  comes  through 
time  in  which  to  mature  his  invention  a  mere  accident,  and  that  if  allowed  its 
or  discovery  ;  and  when  his  letters-  ordinary  value  the  spirit  of  the  law 
patent  are  issued,  if  he  have  used  due  would  obviously  be  subverted.  There- 
diligence,  he  has  the  right  to  have  his  fore  I  am  not  disposed  to  consider  Gahr 
matured  invention  incorporated  into  in  any  better  position  thsn  he  would 
h\H  patent,  and  to  supersede  those  that  have  been  had  the  interference  been  de- 
have  intervened  between  the  date  of  clared  pending  his  application." 
his  first  discovery  and  his  subsequent  That  it  is  the  duty  of  the  Commis- 
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patent  cannot  be  recalled  it  will  be  regarded  as  surreptitiously 
obtained,  and  both  the  caveator  and  himself  will  be  treated  as 
standing  on  equal  ground  as  rival  applicants.^  But  this  rule 
in  reference  to  notice  applies  exclusively  to  applications  filed 
pending  the  caveat ;  of  those  which  are  already  in  the  Office 
when  the  caveat  is  filed,  and  those  which  are  presented  after 
the  life  of  the  caveat  expires,  the  caveator  has  no  right  to  be 
informed,  but  must  take  the  same  chances  concerning  them 
as  any  other  inventor.* 

§  445.    Caveat  not  to  be  Withdrawn :  Copies  :  Amendments. 

A  caveat,  having  been  once  filed  in  the  Office,  cannot  be 
withdrawn  by  the  caveator,  either  for  the  purpose  of  amend- 
ment or  for  any  other  purpose.  Copies  of  it,  or  of  its  accom- 
panying papers,  may  be  obtained  by  him  or  his  authorized 
agent  in  the  usual  manner ;  and  any  correction  or  addition 
which  he  may  desire  to  make,  if  proper  to  be  made  at  all, 
must  be  separately  prepared  and  filed. 

§  446.    Caveat  as  Bvidenoe :  as  Estoppel. 

A  caveat  is  evidence  of  the  date  of  the  invention  described 
therein,  and  may  be  used  in  cei*tain  cases  to  proof  that  the 
inventive  act  had  been  performed  before  the  time  when  it  was 
filed.^  But  unless  necessarily  inferred  from  the  description 
given,  it  does  not  show  that  the  invention  was  then  com« 
pleted;  nor,  on  the  other  hand,  does  the  statement  in  it 
that  the  caveator  desires  further  time  to  mature  his  invention 

lioner  to  give  to  the  caveator  the  proper         That  a  patent  isstted  on  a  snbee* 

notice,  and  its  accidental  oinisaion  can-  qnent   application   without    notice  to 

not  prejudice  his  rights,  see  Phelps  v.  the   caveator   is   *'  surreptitiously   ob- 

Brown  (1859),  4  Blatch.  862  ;  18  How.  toined/*  see  Phelps  v.  Brown  (1859),  4 

Pr.  7  ;  1  Fisher,  479.  Blatch.  862  ;  18  How.  Pr.  7  ;  1  Fisher, 

*  That  a  patent  issuing  on  a  snbse-  479. 
quent  application,  without  notice  to  the         *  That  an  application  and  a  caveat 

caveator,  gives  no  advantage   to   the  being  filed  simultaneously  by  two  dif- 

patentee,  but  as  against  the  caveator  ferent  inventoi's,  the  caveator  is  entitled 

he  wiU  stiU  be  treated  as  a  rival  appli-  to  notice,  see  &  parte  Essex  (1876), 

cant,  see  Ware  v.  Bullock   (1874),   7  9  0.  G.  497. 

0.  0.  89 ;  Phelps  v.  Brown  (1859),  4         §  446.  ^  See   MS.    cases   cited   in 

Blatch.  862  ;  18  How.  Pr.  7  ;  1  Fisher,  Law's    Digest :    title.    Caveat.      Also 

479.  §  1015  and  notes,  posL 
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conclude  him  from  averring  that  the  art  or  instrument  was  at 
that  time  perfect  and  ready  for  a  patent.^ 

§  447.    Caveat  not  Assignable. 

The  law  makes  no  provision  for  the  assignment  of  a  caveat, 
or  of  the  right  to  notice  which  it  is  intended  to  secure.  The 
invention  described  therein  may  be  transferred  under  such 
terms  of  contract  as  shall  protect  the  assignee  by  obliging  the 
inventor  to  proceed  with  his  application,  upon  receiving  no- 
tice, on  behalf  of  the  real  owner  of  the  invention ;  and  the 
caveat  may  serve  as  a  means  for  identifying  the  invention 
applied  for  with  the  invention  so  transferred. 

§  44&    Caveator  not  Concluded  by  bis  Description  of   the  In* 
▼ention. 

The  description  of  the  invention  as  given  in  a  caveat  is  not 
conclusive  upon  the  inventor  or  his  assignee.  It  does  not  pur- 
port to  be  an  account  of  a  result  accomplished,  but  of  a  result 
expected  and  desired ;  and,  when  attained,  this  result  may 
vary  in  many  particulars  from  the  one  foreseen  by  the  in- 
ventor. While,  therefore,  as  entitling  him  to  a  notice  of  sub- 
sequent applications,  the  caveat  is  taken  according  to  the 
terms  of  the  description,  he  is  not  estopped  by  it,  when  liis 
invention  is  completed,  from  connecting  with  his  perfect  art 
or  instrument  the  inventive  act  imperfectly  delineated  by  him 
in  the  caveat.  Having  filed  this  as  a  matter  of  precaution, 
be  may  proceed  with  his  experiments;  and  if  he  uses  due 
diligence  he  may  secure  his  matured  invention  by  a  patent, 
although  other  inventors  have  conceived  the  same  ideas  or 
successfully  prosecuted  the  same  experiments  since  the  date 
of  his  original  discovery.^  In  all  such  cases  the  question 
between  him  and  his  rivals  is  simply  that  of  priority  of  in- 
vention, to  be  determined  according  to  the  principles  already 
stated. 

*  That  a  caveat  does  not  show  whether  may  protect  hia  matured  inyention  in 

or  not  the  invention  Ib  perfected,  see  his   patent,    see   American   Nicholson 

Johnson  v.  Root  (1858),  1  Fisher,  851.  Pavement  Co.  v.  Elizabeth  (187S),  8 

§  448.  1  That  if  the  first  conceiver,  0.  G.  522  ;  6  Fisher,  424  ;  Phelps  v. 

having  filed  hia  caveat,  uses  reasonable  Brown  (1859),  4  Blatch.  862  ;  18  How. 

diligence  in  reducing  to  practice,  he  Pr.  7  ;  1  Fisher,  479. 
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SECTION  in. 
OF  THE  application:  its  form. 

§  449.    Application  for  Letters-Patent  Made  by  "Whom. 

An  application  for  a  patent  must  in  all  cases  be  made  hj 
the  inventor,  if  living,  whoever  may  by  law  be  actually  entitled 
to  the  ownership  of  the  exclusive  privilege  when  granted.  A 
patent  may  be  issued,  as  shown  at  length  in  the  preceding 
Book,  either  to  the  inventor  himself,  his  personal  representa- 
tives, or  his  assigns ;  but  the  measures  to  obtain  it  must  be 
originated  by  the  inventor,  unless  this  has  been  rendered  im- 
possible by  his  death.  If  he  has  died  after  completing  the 
invention  and  without  applying  for  a  patent,  the  application 
must  be  made  by  his  executor  or  administrator  in  the  interest 
of  his  heirs  or  devisees  or  assignees,  in  whom,  by  law  or  by 
the  act  of  the  inventor,  the  right  to  the  patent  may  be  vested. 
An  application  for  a  patent  for  a  joint  invention  must  be 
made  by  all  the  joint  inventors. 

§  450.    Proper  Applicant  Determined  from  the  Record  Title  in 
the  Patent  Office. 

In  receiving  and  examining  applications  the  Patent  Office 
deals  only  with  those  who  appear,  by  the  records  of  the  Office, 
to  be  the  proper  applicants.'  It  has  no  jurisdiction  over 
questions  of  title  between  rival  claimants,  and  cannot  under- 
take to  make  or  alter  or  enforce  the  agreements  of  contend- 
ing parties.     It  therefore  recognizes  the  inventor  as  the  only 

§  450.  ^  In&B  parte  Edison  (1875),  issue  the  patents  accordingly,  if  the  re- 

7  O.  Q.  423,  Thacher,   Com.  :   (424)  qoirements  of  the  Office  iu  such  cases 

"The  issue  before  the   Commissioner  provided  have  been  complied  with." 
is,  to  whom  shall  the  patents  be  granted  f         That  an  application  is  eyidence  of 

In  determining  this  question,  the  Com-  the  applicant's   title,  see    Com.  Bee 

missioner  must  be  guided  entirely  by  (1884),  26  0.  G.  687. 
the  record.     He  has  not  the  authority         That  in  issuing  patents  the  Patent 

of  a  court  to  consider  evidence,  outside  Office  has  no  power  to  reform  or  cancel 

the  record,  as  to  outstanding  equities,  assignments  or   decide   the    equitable 

The  only  question  that  he  can  decide  rights  of  parties  on  extraneous  proof, 

is,  who  on  the  record  possesses  the  UgaX  but  must  follow  the  record  title,  see 

title  to  these  inventions?     He  must  ExparU  Paine  (1878),  13  0.  G.  408. 
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party  in  interest,  until  by  proof  of  his  death  and  the  presen- 
tation of  the  proper  letters  by  his  personal  representative,  the 
latter  is  substituted  in  his  place,  or  until,  by  the  filing  and 
recording  of  an  assignment,  the  assignee  is  made  either  the 
sole  owner  of  the  invention,  or  a  joint  owner  with  the  inven- 
tor. Thus,  although  the  application  be  originally  made  by 
the  inventor,  the  person  of  the  applicant,  as  known  to  the 
Patent  Office,  may  be  subsequently  changed,  either  wholly  or 
iu  part.  By  the  death  of  the  inventor,  or  by  his  assignment 
of  the  entire  interest  in  the  invention  or  in  the  future  patent, 
he  ceases  to  be  known  to  the  Office  as  an  applicant,  and  his 
executor  or  administrator  or  the  assignee  is  alone  entitled  to 
hold  correspondence  with  the  department  concerning  the  in- 
vention ;  while  if  the  assignment  has  transferred  only  an 
undivided  interest  in  the  invention  or  the  patent,  both  the 
inventor  and  the  assignee  now  constitute  the  applicant,  and 
both  are  so  regarded  by  the  Office  and  must  act  jointly  in 
the  prosecution  of  their  claims.  Changes  of  this  character 
may  take  place  up  to  the  date  of  the  issue  of  the  patent,  and 
the  patent  will  then  be  granted  to  whosoever  may  appear  of 
record  to  be  its  proper  owner.' 

§  451.    Applications  mnst  Conform   to  Legal  Raqnlrements :  If 
Granted,  snoh  Conformity  Presumed. 

Every  application  for  a  patent  must  conform  in  all  respects 
to  the  requirements  of  the  law.^  The  Patent  Office  has  no 
power  to  dispense  with  any  of  them,  however  unessential  they 
may  seem  to  be.'    Its  own  authority,  as  well  as  the  rights  of 

<  That  an  assignment  filed  of  record  (1884),  111  U.  S.  490  ;  27  0.  G.  1237  ; 

after  the  final  fee  is  paid  will  be  con-  Eagleton  Mfg.  Co.  v.  West,  Bradley,  k 

sidered  in  the  Patent  Office,  9oe£z  parte  Gary  Mfg.  Co.  (1880),  18  Blatch.  818  ; 

Paine  (1878),  18  0.  6.  408.  2  Fed.  Rep.  774  ;  17  0.  G.  1604  ;  Latte 

That  assignees  of  two  joint  InTentors  v.  Shawk  ( 1859),  1  Fisher,  465  ;  1  Bond« 

become  thereby  the  owners  of  a  sole  259  ;  Ransom  p.  Mayor  of  K.  Y.  (1856), 

patent  afterwanl  granted  to  one  of  the  1  Fisher,  252  ;  Child  v,  Adams  (1854), 

joint  inventors  and  may  control   the  1  Fisher,  189  ;  8  WalL  Jr.  20. 
application,  see  Kohlerv.  Kohler  (1888),         See  also  §  423  and  notes,  ante, 
43  0.  G.  247.  '  That  the    Patent    Office   has   no 

I  451.  ^  That  all  essential  statutory  power  to  dispense  with  such  prerequi- 

prerequisites  mast  be  fulfilled  or  the  sites  though  the  courts  may  have  sus- 

patent  will  be  void,  see  Eagleton  Mfg.  tained  |>atents  not  possessing  thero,  see 

Co.  V.  West,  Bradley,  St  Cary  Mfg.  Co.  Eagleton  Mfg.  Co.  v.  West,  Hi-adley,  & 
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applicants,  rests  upon  the  provisions  of  the  statutes,  and  is 
Talidly  exercised  only  when  such  provisions  are  obeyed.'  But 
this  rule  is  not  pressed  to  an  extreme  against  the  interests  of 
applicants.  Where  the  applicant  has  in  good  faith  complied 
with  his  own  obligations  under  the  direction  of  the  Office,  no 
error  or  neglect  on  its  part  can  prejudice  his  rights.^  More- 
over, from  the  granting  of  the  patent  the  courts  presume  that 
all  formal  requirements  have  been  fulfilled,  and  do  not  suffer 
this  presumption  to  be  disputed,  except  in  some  proceeding 
directly  instituted  to  repeal  the  patent/ 

Cary  Mfg.  Co.  (1888),  111  U.  S.  490 ;  That  enors  in  the    Patent  Office, 

27  0.  G.  1287  ;  ^  parte  Heginbotham  without  the  fault  of  the  inventor,  can- 

(1875),  8  O.  6.  287.  not   affect  his  rights,  see  Bignall  «. 

*  In  Moffitt  V.  Oaar  (1860),  1  Bond,  Harvey  (1880),  18  O.  G.  1275  ;  4  Fed. 
315,  Leavitt,  J.  :  (817)  *'  It  is  an  un-  Rep.  884  ;  18  Blatch.  858 ;  Sayles  v. 
doubted  truth  that  an  inventor  has  no  Chicago  &  Northwestern  R.  R.  Co. 
legal  rights  or  immunities  under  a  pat-  (1865),  2  Fisher,  528  ;  1  Bissell,  468  ; 
eat,  except  such  as  are  conferred  by  the  Phelps  v.  Brown  (1859),  1  Fisher,  479 ; 
statute.  With  whatever  solemnity  or  4  Blatch.  862  ;  18  How.  Pr.  7  ;  Spark- 
observance  of  legal  form  it  may  have  man  v.  Higgins  (1846),  1  Blatch.  205. 
issued,  if  wanting  in  any  substantial  That  delays  in  the  Patent  Office,  if 
statutory  requisite,  it  is  a  nullity.  And  not  attributable  to  the  n^ligence  of  the 
such  defect  is  always  available  as  a  applicant,  cannot  affect  hlB  rights,  see 
defence  in  a  suit  for  an  infringement."  Jones  v.  Sewall  (1878),  6  Fisher,  848  ; 
1  Fisher,  610  (612).  8  Clifford,  568  ;  8  0.  G.  680 ;  Johnsen 

That  a  patent  is  invalid  unless  the  9.  Fassman  (1871),  1  Woods,  188  ;  5 

substantial  l^;al  requirements  are  com-  Fisher,  471 ;  2  O.  G.  94  ;  Dental  Ynl- 

pliedwith,  though  the  patentee  is  inno-  canite  Co.  v.  Wetherbee  (1866),  2  Clif- 

cent  of  bad  intent,  see  Mx  parte  Benton  ford,  555  ;  8  Fisher,  87  ;  Sayles  v.  Chi- 

(1882),  28  0.  G.  841.  cago  4b  Northwestern  R.  R.  Co.  (1865), 

«  InC6mmiBeionerv.Whitely(1866),  1  Bissell,  468 ;  2  Fisher,  528  ;  Adams 

4  WalL  522,  Swayne,  J. :  (532)  '*It  is  v.  Jones  (1859),  1  Fisher,  527  ;  Rich 

averred  in  the  petition,  and  not  denied  v.  Lippincott  (1858),  2  Fisher,  1. 

in  the  answer,  —  and  therefore,  as  in  That  delays  in  the  Patent  Office,  if 

other  like  cases  of  pleading,  to  be  taken  acquiesced  in  by  the  applicant^  may  bar 

as  conoeded,  —  that  the  application  was  hia  rights,  see  Bevin  v.  East  Hampton 

filed  with  the  acting  Commissioner.    It  Bell  Co.  (1871),  5  Fisher,  28  ;  9  Blatch. 

is  also  admitted   in  the  answer  that  50. 

the  requisite  amount  of  fees  had  been  ^  In  Philadelphia  ft  Trenton  R.  R« 

paid  by  the  relator,  but  it  is  added  that  Co.  v.  Stimpson  (1840),  14  Peters,  448, 

it  had  not  been  placed  to  the  credit  of  Story,  J.  :  (458)  "  It  is  a  presumption 

the  Office,  and  was  in  the  hands  of  the  of  law   that  all   public    officers,  and 

chief  clerk,  subject  to  the  relator's  order,  especially  such  high  functionaries,  per- 

The  relator  had  done  all  in  his  power  form  their  proper  official  duties,  until 

to  make  his  application  effectual,  and  the  contrary  is  proved.    And  where,  as 

had  a  right  to  consider  it  properly  be-  in  the  present  case,  an  act  is  to  be  done 

fore  the  Commissioner,"  or  patent  granted  upon  evidence  and 
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§  452.   Legal  Requisites  of  Application. 

An  application  for  a  patent,  as  well  as  all  communications 
with  the  Patent  Office  concerning  it,  must  be  in  writing ;  and 
if  not  correctly,  legibly,  and  clearly  written  the  Commissioner 
may  require  them  to  be  printed  at  the  cost  of  the  party  filing 
them.  The  application  must  be  in  the  English  language  and 
be  addressed  to  the  Commissioner,  and  must  include  a  peti- 
tion, an  oath,  and  a  specification  or  Description  and  Claim 

proofs  to  be  laid  before  a  public  officer,  546  ;  6  Bann.  &  A.  266  ;  De  Florez  v. 

upon  which  he  is  to  decide,  the  fact  Raynolds  (1878),   14  Blatch.   505 ;  8 

that  he  has  done  the  act  or  granted  the  Bann.  &  A.  292  ;  United  States  Kifle 

patent  is  prima  facie  evidence  that  the  &  Cartridge  Ck).  v,  Whitney  Arms  Co. 

proofs  have  been  regnlarly  made,  and  (1877),  14  Blatch.  94  ;  11  0.  G.  873 ; 

were  satisfactory.     No  other  tribunal  2  Bann.  k  A.   498  ;   Tarr  v.   Folsom 

is  at  liberty  to  re-examine  or  controvert  (1874),  5  0.  6.  92  ;  Holmes,  812  ;  1 

the  sufficiency  of  such  proofs,   if  laid  Bann.  &  A.  24 ;  McMillin  v,  Barclay 

before  him,  when  the  law  has  made  (1871),  5  Fisher,  189;  4  Brews.  (Pa.) 

such  officer  the  proper  judge  of  their  275 ;   Seymour  v,  Osborne  (1870),   11 

Rufficiency  and  competency.     It  is  not,  Wall.  516. 

then,  necessary  for  the  patent  to  con-  That  the  issue  of  a  patent  is  prima 
tain  any  recitals  that  the  prerequisites  facie  evidence  that  all  prerequisites  are 
to  the  grant  of  it  have  been  duly  com-  complied  with,  see  Konold  v,  Klein 
plied  with,  for  the  law  makes  the  pre-  (1878),  8  Bann.  &  A.  226  ;  Gear  v. 
sumption  ;  and  if,  indeed,  it  were  other-  Grosvenor  (1873),  8  0.  G.  880  ;  6  Fish- 
wise,  the  recitals  would  not  help  the  er,  814  ;  Holmes,  215  ;  Dorsey  Har- 
case  withoat  the  auxiliary  proof  that  vester  Rake  Co.  v.  Marsh  (1878),  6 
these  prerequisites  had  been,  de  facto,  Fisher,  887  ;  Crompton  v.  Belknap 
complied  with.  This  has  been  the  uni-  Mills  (1869),  8  Fisher,  586. 
form  construction,  as  far  as  we  know.  That  a  patent  need  not  recite  that 
in  all  our  courts  of  justice  upon  matters  all  its  prerequisites  have  been  fulfilled, 
of  this  sort  Patents  for  lands,  equally  see  Gear  v,  Grosvenor  (1878),  Holmes, 
with  patents  for  inventions,  have  been  215  ;  6  Fisher,  814  ;  8  O.  G.  880. 
deemed  prima  facie  evidence  that  they  That  a  patent  can  be  attacked  on  the 
were  regularly  granted,  whenever  they  ground  of  formal  defects  in  the  applica- 
have  been  produced  under  the  great  tion  or  its  prerequisites  only  by  a  scire 
seal  of  the  government,  —  without  any  facias,  a  bill  in  equity,  or  an  information 
recitals  or  proofs  that  the  prerequisites  to  set  aside  the  patent,  see  Hoe  v.  Cottrell 
of  the  acts  under  which  they  have  been  (1880),  18  0.  G.  59  ;  17  Blatch.  546  ; 
issued  have  been  duly  observed."  2  1  Fed.  Rep.  597  ;  5  Bann.  &  A.  256. 
Bobb,  46  (63).  That  judgments  by  the  Patent  Office 
That  the  decision  of  the  Gommis-  are  prima  facie  only,  not  conclusive,  see 
Bioner  on  the  sufficiency  of  the  appli-  Wilson  v.  Bamnm  (1849),  2  Fisher, 
cant's  fulfilment  of  the  formal  prerequi-  685  ;  1  Wall.  Jr.  847  ;  2  Robb,  749. 
sites  to  a  patent  is  final,  see  Hancock  That  the  Patent  Office  is  not  estopped 
Inspirator  Co.  v.  Jenks  (1884),  21  Fed.  to  deny  the  validity  of  its  own  grant. 
Rep.  911 ;  Hoe  v.  0>ttrell  (1880),  1  see  McKnight  v.  Van  Wagenen  (1876), 
Fed.  Rep.  597  ;  18  0.  G.  59  ;  17  BUtch.  9  0.  G.  1161. 
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of  the  art  or  instrument  for  which  a  patent  is  desired.  In 
certain  cases  it  must  be  accompanied  by  drawings  and  a 
model  or  specimen  of  the  invention.  No  application  can  be 
accepted  by  the  Office  for  examination  until  it  is  complete  in 
all  its  parts ;  ^  and  where  it  has  been  signed  or  sworn  to  in 
blank  or  without  actual  inspection  of  the  petition  and  speci- 
fication, or  has  been  altered  or  partly  filled  up  after  being 
signed  or  sworn  to,  it  will  be  stricken  from  the  files  if  such 
irregularity  is  discovered  before  the  patent  is  delivered.^ 

§  453.   The  Application-Petition  :  its  Requisites. 

The  petition  is  a  communication  addressed  to  the  Commis- 
sioner and  duly  signed  by  the  applicant,  requesting  the  grant 
of  letters-patent  for  the  invention  described  in  the  application. 
It  must  state  the  name  and  residence  of  the  petitioner,  and  in 
its  designation  of  the  invention  must  contain  words  of  refer- 
ence to  the  specification  for  a  fuller  disclosure  thereof.^  It 
should  also  set  forth  the  person  on  whose  behalf  the  applica- 
tion is  made  and  to  whom  the  patent  is  desired  to  issue ;  de- 
claring whether  it  be  to  the  applicant  himself,  or  whether,  in 
case  of  a  previous  assignment,  it  be  to  the  assignee  of  an 
entire  interest  alone,  or  jointly  to  the  assignee  of  a  part 
interest  and  the  applicant. 

§  454.   The  Applioation-Oath :  By  and  Before  Whom  Made. 

The  oath  of  the  applicant  is  one  of  the  most  important  por- 
tions of  his  application.^    Being  in  many  cases  conclusive  as 

§  452.  ^  That  there  can  be  no  pat-  is  invalid,  see  ^  parte  Benton  (1882), 

ent  without  an  application,  see  Railway  23  0.  G.  841. 

lU^gister  Mfg.  Co.  V.  Broadway  &  Seventh         That  the  applicant  must  sign  his 

Ave.  B.  B.  Co.  (1886),  26  Fed.  Rep.  first  name  in  full,  see  Ex  parte  Gentry 

522  ;  84  0.  G.  921  ;  Eagleton  Mfg.  Co.  (1888),  44  0.  G.  822. 
V.   West,   Bradley,   &  Cary  Mfg.   Co.         §  458.  *  That  the  petition  for  a  pat- 

(1884),  111  U.  S.  490  ;  27  0.  G.  1287.  ent  must  so  refer  to  the  specification 

That  an  examiner  should  refuse  to  that   the   patent   prayed   for  may  be 

act  unless  there  is  a  proper  application  identified,  see  Ex  parte  Mason  (1888), 

before  him  on  which  to  act,  see  Ex  parte  48  0.  G.  627. 
Benton  (1882),  23  0.  G.  841.  f  454.  ^  In  Ex  parU  Heginbotham 

*  That  a  blank  application  and  oath  (1875),  8  0.  G.  287,  Spear,  Act.  Com. : 

signed  and  forwarded  to  Washington  (237)  "The  oath  is  a  prerequisite  to 

to  be  filled  up  does  not  comply  with  the  granting  of  a  patent.     It  was  so 

the  Uwy  and  a  patent  granted  thereon  held  by  Judge  Stoiy  in  the  very  case 
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to  the  facts  therein  alleged,  it  must  conform  strictly  to  the 
requirements  of  the  law.^  It  must  be  made  by  the  inventor,  if 
alive,  or  if  he  be  dead,  by  his  personal  representative.'  It  can 
be  taken  before  any  person  in  the  United  States  authorized  by 
law  to  administer  oaths ;  or,  when  the  applicant  resides  in  a 
foreign  country,  before  any  minister,  ehargS  d^ affaires^  consul, 
or  commercial  agent  holding  commission  under  the  United 
States,  or  before  any  notary  public,  —  the  oath  being  in  all 
cases  attested  by  the  official  seal  of  the  officer  administer- 
ing  it.* 

§  455.   The  Applioation-Oath :  its  AvermentB. 

This  oath  may  be  in  the  usual  form  of  an  oath,  or  in  that 
of  an  affirmation.  The  applicant  must  swear  that  he  does 
verily  believe  himself  to  be  the  original  and  first  inventor,  of 
the  art  or  instrument  for  which  he  desires  a  patent ;  that  he 
does  not  know  and  does  not  believe  that  the  same  was  ever 
before  known  or  used ;  and  that  the  invention  has  not  been  in 
public  use  nor  on  sale  in  the  United  States  for  more  than  two 
years  preceding  the  date  of  the  present  application.^    He  must 

in  which  he  held  the  patent  yalid,  not-         That  the  oath  need  not  be  in  writing, 

withstanding  the   informality   of  the  see  Hancock  Inspirator  Co.  v,  Jenka 

oath  (Whittemore  v.  Cutter,  1  Gall.),  (1884),  21  Fed.  Rep.  911. 

and  other  courts  have  found  the  same ;         *  That  the  application-oath  mast  be 

but,  because  the  courts  have  sustained  made  by  the  applicant,  not  by  his  agent 

patents  where  some  of  the  prerequisites  or  attorney,   see  Opinion  Atty.   Gen. 

to   their   granting  have  been  ignored  (1861),  10  Op.  At.  Gen.  137. 

or  dispensed  with  by  the  Office,  it  by         *  That  an  oath  in  a  foreign  country 

no  means  follows,  as  contended  by  the  to  an  application  can  be  taken  only  be- 

present  applicant,  that  it  is   a  matter  fore  an  officer  designated  under  section 

discretionary  with  the  Commissioner."  4892,  there  being  no  authority  to  take 

That  the  oath  is  not  a  mere  formal-  an  oath  except  by  statute,  and  the  laws 

ity,  but  is  necessary  and  gives  prima  of  a  foreign  country  having  no  force  as 

facie  validity  to  the  patent,  see  Ex  parte  against  the  statute,  see  Ez  parte  Gruson 

Eaton  (1878),  4  O.  G.  625.  (1884),  86  0.  G.  274. 

That  no  patent  can  issue  without  §  455.  ^  That  the  oath  must  aver 
the  application-oathf  see  Opinion  Atty.  that  the  invention  has  not  been  in  pub- 
Gen.  (1820),  1  Op.  At.  Gen.  882.  lie  use  or  on  sale  in  this  country  for 

'  That  the  oath,  being  often  oonclu-  more  than  two  years  before  the  applica- 

sive,  must  be  made  strictly  according  to  tion,  see  Ex  parte  Rowan  (1882),  22 

law  and  before  the  proper  officer,  see  War-  O.  G.  1087  ;  Ex  parte  Livingston  (1881 ), 

nant  v,  Wamant(1880),  17  0.  G.  265.  20  O.  G.  1747. 

That  the  oath  need  not  be  dated,  see         Whether  the  phrase  **  with  the  oon- 

French  v.  Rogers  (1851),  1  Fisher,  188.  sent  and  allowaiice"  of  the  inventor 
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also  aver  bis  citizenship  and  place  of  residence,  and  disclose 
the  names,  numbers,  and  dates  of  any  foreign  patents  he  may 
have  obtained  for  the  same  invention.'  This  oath  relates  to 
the  entire  specification,  and  must  be  true  concerning  each  and 
every  portion  of  it,  but  does  not  include  the  model,  in  the  con- 
struction of  which  parts  may  become  necessary  of  which  he  is 
not  the  first  and  original  inventor.'  It  is  also  limited  in  its 
effect  to  the  invention  thus  described,  and  with  each  amend- 
ment of  the  specification  by  which  new  matter  is  introduced 
as  part  of  the  original  invention  a  new  oath  must  be  filed.^ 

§  456.    The  AppUoation-Oath  :  its  Txntb,  or  Falsehood. 

The  averments  of  this  oath  concerning  the  originality  of 
the  invention  relate  only  to  the  belief  of  the  inventor,  and 
the  oath  is  not,  therefore,  a  false  one,  nor  the  patent  based 
thereon  illegally  obtained,  though  it  be  subsequently  discov- 
ered that  the  invention  has  been  previously  known.  But  an 
oath  wilfully  false  concerning  the  citizenship  of  the  applicant, 
or  any  other  matter  made  essential  by  the  statutes,  is  a  fraud 

can  properly  be  inaerted  in  this  ayer-  *  That  the  oath  applies  to  and  covers 

ment  must  depend  on  the  interpreta-  the  entire  specification,  see  JEx  parte 

tion  of  the  law  of  Abandonment  as  dis-  Eaton  (1873),  4  0.  0.  525  ;  Hogg  v. 

cossed  in  §{  357,  858,  and  notes,  arUe.  Emerson  (1848),  6  How.  437  ;  2  Robb, 

That  the  oath  must  aver  that  the  655. 

inventor  does  not  believe  that  the  in-  That  the  oath  most  cover  every  feat- 

rention  was  ever  known  or  nsed  before  nre  claimed,  see  Ex  parte  Clark  (1886), 

his  inventive  act,  see  Ex  parte  Rowan  86  0.  G.  120  ;  Ex  parte  Foster  (1885), 

(1882),  22  0.  G.  1087.  83  0.  G.  118. 

<  That  the  applicant  must  disclose  That  the  oath  does  not  relate  to  the 

under  oath  all  his  foreign  patents  for  model,  see  ^  parte  Eaton  (1873),  4 

the  same  invention,  see  Ex  parte  Ifason  0.  G.  525. 

(1888),   48  O.  G.   627  ;  Opinion  Sec.  That  an  oath  on  a  joint  application 

Int.  (1882),  21  0.  G.  1197  ;  Ex  parte  relates  to  the  whole,  not  to  separate 

Bland  (1879),  15  0.  G.  828.  parts  of   the   invention,   see   Tieman, 

That  the  rule  requiring  disclosure  of  Simpson,  &  Collins  (1877),  11  0.  G.  1. 

the  date  of  foreign  patents  is  reason-  That  an  application-oath  relates  only 

able,  see  U.  S.  v.  Marble  (1882),  22  to  the  claimed  inventions,  for  which 

0.  G.  1865  ;  and  is  authorized  by  Sec.  a  patent  is  solicited,  see  Ex  parte  Cran- 

4887,  Bev.  Stot,  see  Ex  parte  Toufflin  dall  (1886),  85  0.  G.  625  ;  Dnwbaugh 

(1879),  15  O.  G.  657.  v.  BUke  (1888),  23  0.  G.  1221. 

That  the  disclosure  of  foreign  patents  *  For  the  form  and  other  requisites 

must  be  definite  and  in  the  usual  form,  of  the  amendment-oath,  see  §  561  and 

see  Ex  parte  Mason  (1888),  48  0.  G.  notes,  post, 

627. 

VOL.  II.  —  8 
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upon  the  government,  and  renders  the  patent  void.^  After 
the  patent  issueS)  however,  the  Patent  Office  lias  no  jurisdic- 
tion over  it,  and  cannot  entertain  the  question  whether  the 
oath  were  true  or  false.^ 

§  457.    Tbe  Applioation-Oath  :  how  far  ConcludTe. 

The  oath  is  in  all  cases  prima  facie  evidence  that  the  appli- 
cant is  the  first  and  true  inventor,  and  in  uncontested  cases  in 
the  Patent  Office  is  conclusive  upon  all  the  matters  to  which  it 
relates.  Where  rival  applicatious  are  filed,  each  containing 
the  same  oath  made  hy  its  own  applicant,  the  contradictory 
affidavits  nullify  each  other,  and  the  question  is  open  to 
further  proof  without  bias  toward  either  party.^  The  aver- 
ments of  the  oath  concerning  the  grant  of  foreign  patents 
for  the  same  invention  to  the  applicant  add  nothing  to  the 
force  of  the  oath  as  evidence  of  the  originality  of  his  in- 
vention.* 

§  456.  ^  That  a  false  oath  of  citizen-  ter  for  further  proof  as  to  which  one  is, 

ship  is  an  irremediable  defect  and  avoids  in  contemplation  of  law,  the  first  and 

the  patent,  see  Child  v.  Adams  (1854),  original  inventor.    It  is  for  this  purpose 

8  Wall.  Jr.  20  ;  1  Fisher,  189.  that  an  interference  is    declared,   not 

*  That  after  a  patent  has  once  issued  to  determine  the  patentability  of  the 

the  Patent  Office  cannot  inquire  whether  invention,  but  whether  the  party  claim- 

the  application-oath  were  true  or  false,  ing  it  is  the  person  designated  by  the 

see  Ex  parte  Oillen  (1877),  11  0.  6.  statute  as  the  originator  of  the  inven- 

419.  tion.      This    distinction    is   observed 

§  457.  ^  In  Little  v,  LUlie  (1876),  throughout   aU   the   statutes   on  this 

10    0.   6.    543,   Duell,   Com.  :    (544)  subject." 

'*When  an   application  is  made  the         See   also   Bartholomew   v.  Sawyer 

party  is  required  to  make  oath  that  he  (1859),  1  Fisher,  516  ;  4  Blatch.  847. 
verily  believes  himself  to  be  the  first         ^  That  the  affidavit  of  an  applicant 

and  original  inventor ;  and  this  is  re-  concerning  his  foreign  patents  is  only 

ceived  as  evidence  of  the  fact,  and  ren-  presumptive   evidence  that  he  is  the 

ders  the  patent,  when  granted,  prima  real  inventor,  see  Ex  parte  Nagel  (1880), 

facie  evidence  that  the  patentee  is  the  17  0.  G.  198. 

first  and  original  inventor.     (Philadel-         That  the  oath  of  an  applicant  that 

phia  k  Trenton  Railroad  v.  Stimpson,  another  had  obtained  a  patent  in  Eng- 

14  Pet.  456  ;  Coming  v.  Burden,   15  land  for  the  same  invention,  as   one 

How.  270  ;  Parker  v.  Stiles,  5  McLean,  communicated  to  him,  is  conclusive  evi- 

60. )    When,  however,  a  party  claims  dence  that  the  applicant  is  the  sole  in- 

an  invention  which  is  described  and  ventor  until  the  contrary  appears,  see 

may  be  claimed  by  another  applicant  Yon  Alteneck  v,  Thomson  (1880),  17 

or  patentee,  the  oath  of  one  nullifies  O.  G.  571. 
that  of  the  other,  and  it  becomes  a  mat- 
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§  458.    The  Application-Oath :    LettexB-Patent  not  InTalidated 
by  its  Omiaaion. 

Although  the  oath  is  one  of  the  essential  portions  of  the 
application,  and  cannot  be  dispensed  with  by  the  Patent  Office, 
yet  a  patent  granted  without  an  oath  is  not  on  that  account 
invalid.^  The  presumption  that  all  things  were  rightly  done 
in  the  department  is  sufficient  to  sustain  it  in  all  suits,  except 
those  which  are  instituted  directly  for  its  repeal.^ 


SECTION  IV. 

OP  THE  application:   its  SUBJECT-MATTER. 

§  459.    Snbjeot-Matter    of  Applioation   moat   be    a  Patentable 
Invention. 

The  subject-matter  of  the  application  for  a  patent  must  be 
a  patentable  invention.    It  must  be  a  concrete  art  or  instru- 

§  458.  ^  In  Crompton  v,  Belknap  the  CommiBsioner  shall  make  an  exami- 
MUIs  (1869),  8  Fisher,  636,  Clark,  J.  :  nation,  and,  if  the  invention  shall  be 
(541)  **  Suppoee  the  oath  was  not  taken,  found  useful  and  important,  shall  issue 
would  the  patent  be  void  on  that  ac-  a  patent.  Suppose  the  fee  should  not 
count  f  It  was  held  otherwise  by  Jus-  be  required  or  paid,  would  the  patent, 
tice  Story,  in  the  case  of  Whittemore  v.  therefore,  be  void  f  Tet  the  one  re- 
Cutter,  1  6aU.  429.  The  taking  of  the  quirement  appears  to  be  as  much  a  con- 
oath,  though  to  be  done  prior  to  the  dition  precedent  as  the  other.  Both 
granting  of  the  patent,  is  not  a  condition  directory,  not  to  be  dispensed  with  ; 
precedent,  failing  which  the  patent  must  but  neither  involving  the  validity  of  the 
fuL  It  is  the  evidence  required  to  be  patent  when  granted." 
furnished  to  the  Patent  Office  that  the  See  also  Hartshorn  v.  Eagle  Shade 
applicant  verily  believes  he  is  the  orig-  RoUer  Co.  (1883),  18  Fed.  Rep.  90  ; 
inal  and  first  inventor  of  the  art,  etc.  25  0.  6.  1191  ;  Dyer  o.  Kich  (1840), 
If  he  takes  this  oath,  and  it  turns  out  1  Met.  180  ;  Whittemore  v.  Cutter 
that  he  was  not  the  first  inventor  or  (1818),  1  Gallison,  429  ;  1  Robb,  28. 
discoverer,  his  patent  must  fail  and  is  *  That  an  oath  will  be  presumed  from 
void.  So,  if  he  do  not  take  it,  and  the  grant  of  a  patent,  see  Hoe  v.  Eahler 
still  he  is  the  first  inventor  or  discov-  (1885),  25  Fed.  Rep.  271  ;  34  0.  6. 
erer,  the  patent  wiU  be  supported.  It  127  ;  affirming  8.  o.  in  20  Blatch.  480  ; 
is  prima  facie  evidence  of  the  novelty  12  Fed.  Rep.  111. 
and  originality  of  the  invention  until  That  there  is  no  presumption  that 
the  contrary  appear.  Parker  v.  Stiles,  the  records  of  the  Patent  Office  show 
5  McLean,  60.  So  the  act  says,  on  all  that  was  done,  see  Hoe  v.  Kahler 
poymentof  the  duty,  — that  is,  fees,  —  (1885),  25  Fed.  Rep.  271;  34  0.  G. 
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ment,  embodying  an  idea  of  means  conceived  by  the  creative 
faculties  of  the  inventor,  belonging  to  one  of  the  six  classes 
enumerated  in  the  statutes,  and  being  new,  useful,  and  not 
already  abandoned  by  the  inventor  to  the  public.^  For  noth- 
ing less  than  this  can  any  valid  patent  be  granted ;  and,  of 
course,  for  nothing  less  can  any  application  for  a  patent  be 
entertained.  These  characteristics  of  a  patentable  invention 
have  been  sufficiently  discussed,  and  therefore  here  demand 
only  this  passing  reference.  There  are,  however,  a  few  addi- 
tional provisions  of  the  law,  particularly  relating  to  the  scope 
of  an  application  for  a  patent,  which  require  our  present  no- 
tice. These  may  be  grouped  into :  (1)  Rules  which  compel 
an  applicant  to  limit  his  application  by  the  Claims  of  patents 

127  ;  affirming  s.  o.  in  20  Blatch.  430 ;  and  he  ib  further  required  to  illustrate 

12  Fed.  Rep.  111.  it  by  drawings.     Patents  an  constantly 

That  the  recital  in  a  patent  that  the  issued  for  inventions  the  utility  and 

oath  was  taken  is  conclusiYe  until  fraud  completion  of  which   are   not  shown 

is  shown,  though  the  patent  issues  on  an  otherwise  than  by  the  specifications  and 

amended  application,  see  Hancock  In-  drawings,  the  cases  being  exceptional 

spirator  Co.  v,  Jenks  (1884),  21  Fed.  in  which  the  applicant  is  required  to 

Rep.  911 ;  Seymour  v.  Osborne  (1870),  present  an  operatire  model  to  demon- 

11  Wall.  516.  strate  his  discovery.    Where  an  original 

§  459.  1  In  Stair  v.  Farmer  (1888),  discoverer  has  made  a  formal  applica- 
28  0.  O.  2325,  Teller,  Sec.  :  (2327)  tion  for  a  patent  in  conformity  with  the 
"The  question  whether  an  invention  requirements  of  the  law,  has  famished 
has  been  perfected  and  is  capable  of  a  description  of  the  invention,  which 
useful  operation  has  to  be  determined  with  the  drawings  and  the  model,  if  re- 
in the  consideration  of  every  application  quired  by  the  Commissioner,  is  a  suffi- 
for  a  patent ;  for  until  a  conception  has  dent  disclosure  to  a  person  skilled  in 
been  shown  to  be  complete  and  capable  the  art  of  the  practical  utility  of  an  in- 
of  useful  adaptation,  requiring  no  fur-  vention  which  in  other  respects  is  pat- 
ther  invention  to  make  it  practically  entable,  and  has  evinced  by  diligent 
operative,  a  patent  therefor  cannot  be  prosecution  of  his  application  a  faith  in 
legally  issued.  To  provide  the  means  its  importance,  it  is  not  necessary,  to 
from  which  the  Commissioner  of  Patents  entitle  him  to  be  considered  an  inventor, 
may  decide  upon  the  patentability  in  that  he  shall  prove  actual  reduction  to 
this  respect  of  a  discovery,  the  law  pre-  practice.  It  is  enough,  if  he  has 
scribes  that  an  applicant  for  a  patent  shown,  in  the  manner  prescribed  in 
shall  file  a  written  description  of  the  the  law,  that  the  invention  is  perfect 
invention,  and  of  the  manner  and  pro-  and  capable  of  useful  operation." 
cess  of  making,  constructing,  and  using  That  where  the  invention  is  ob- 
it, in  such  full,  clear,  condse,  and  exact  viously  impracticable  the  application 
terms  as  to  enable  any  person  skilled  must  be  rejected,  see  Ex  parte  De  Baus- 
in  the  art  or  science  to  which  it  apper-  set  (1888),  48  0.  6.  1583. 
tains  to  construct  and  use  the  same ; 
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that  he  has  previously  obtained ;  and  (2)  Rules  which  gov- 
ern the  joinder  of  separate  inventions  in  a  single  application. 

§  460.    Snbjeot-Matter  must  not  be  an  Invention  already  Pat- 
ented in  the  United  States  by  the  same  Inventor. 

Two  patents  cannot  be  granted  by  the  United  States  to  the 
same  inventor  for  the  same  invention.  Its  power  to  create  a 
monopoly  is  exhausted  by  the  first  grant,  and  hence  the  later 
patent  must  be  absolutely  void.^  That  the  application  on 
which  the  later  patent  is  based  was  of  earlier  date  than  that 
in  pursuance  of  which  the  first  patent  issued  is  immaterial.' 
The  government,  having  once  conferred  upon  the  inventor  all 
it  had  to  bestow  in  reference  to  that  invention,  cannot  add  to 
his  exclusive  privilege  by  a  repetition  of  its  granting  act ;  and 
therefore,  where  the  scope  of  both  the  earlier  and  the  later 
patents  is  the  same,  the  former  is  the  only  one  by  which 
the  rights  of  the  inventor  are  secured.  And  since  no  appli- 
cation for  a  patent  can  be  proper  where  the  patent,  if  allowed, 
would  be  invalid,  an  application  for  a  patent  for  any  inven- 
tion covered  by  a  previous  patent  to  the  same  inventor  is 
prohibited. 

§  461.    Sabject-Sftatter  may  be  an  Invention  already  Patented  in 
the  United  States  by  a  Rival  Inventor,  or  in  a  Foreif 
Country  by  the  same  Inventor. 

This  rule  applies,  however,  only  where  the  same  inventor 
seeks  an  additional  patent  from  the  United  States.    The  later 

§  4«0.  1  That  there  cannot  be  two  815  ;   TreadweU  v,   Bladen  (1827),   4 

teoncarrent   American   patents  to   the  Wash.  708 ;  1  Robb,  681  ;  Morris  v. 

same  inventor  for  the  same  invention,  Huntington  (1824),  1  Paine,   848  ;  1 

and  that  where  two  such  patents  are  Robb,  448  ;  Odiome  v.  Amesbnry  Nail 

issued  the  last  is  void,  see  McMillin  Factory  (1^9),  2  Mason,  28  ;  1  Robb, 

V.  Rees  (1880),  1  Fed.  Rep.  722  ;  17  800  ;  Barrett  v.  Hall  (1818),  1  Mason, 

O.  O.  1222 ;  5  Bann.  k  A.  269  ;  Ex  447  ;  1  Robb,  207. 
parU  Locke  (1879),  16  0.  O.   1140 ;         *  That  a  later  patent  to  the  same 

Ex  parte  Langlois  (1878),  14  0.  G.  84  ;  inventor  is  void,  though  its  application 

Ex  parte  Cottrell  (1876),  9  0.  G.  495  ;  were   earliest,    see  McMillin   v.   Rees 

Jones  V.  Sewall  (1878),  3  0.  G.  680 ;  (1880),  1  Fed.  Rep.   722 ;    17  0.   G. 

3  Clifford,  563  ;  6  Fisher,  343  ;  Suf-  1222  ;  5  Bann.  &  A.  269. 
folk  Co.  V,  Hayden  (1865),   8  Wall 
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application  of  a  rival  inventor  assumes  that  no  monopoly  has 
been  created  in  favor  of  his  adversary  by  the  former  patent^ 
that  patent  being  invalid  because  granted  to  one  who  was  not, 
as  the  law  requires,  the  original  and  firat  inventor.^  The  ap- 
plication of  the  same  inventor  for  a  re-issue  of  his  former 
patent,  so  amended  as  to  protect  his  actual  invention,  is 
merely  an  endeavor  to  secure  in  express  terms  the  privilege 
which  the  government  has  already  ambiguously  bestowed.* 
And  where  the  same  inventor  who  has  obtained  a  patent  from 
a  foreign  state  subsequently  makes  an  application  for  a  patent 
in  the  United  States,  the  monopoly  he  seeks  is  one  essentially 
distinct  in  territorial  limits  from  that  which  he  has  previously 
received,  and  therefore  one  which  may  yet  be  conferred  upon 
him  by  the  government  within  whose  gift  it  still  resides.*  It 
is  when  the  granting  of  a  patent  on  the  present  application 
would  be  the  mere  empty  repetition  of  the  granting  act,  as 
distinguished  from  the  clearer  definition  of  a  monopoly  already 
in  existence,  and  from  the  creation  of  a  new  monopoly  either 
in  favor  of  the  same  inventor  or  his  rival,  that  the  application 
is  improper  and  must  on  that  account  be  refused. 

§  461.  1  That  a  patent  issaed  to  a         That  a  prior  foreign  patent  does  not 

rival  invent-or  is  no  bar  to  a  later  one  prevent  the  issue  of  a  broader  American 

to  the  true  inventor,   see  Hibbard  v.  patent,  see  Faore  v.  Bradley  (1888), 

Kichinond  (1880),  17  O.  G.  1165.  44  0.  G.  946. 

That  where  two  patents  to  different         That  the  grant  of  surreptitious  for* 

inventors  cover  the  same  general  in-  eign  patents  to  others  cannot  affect  the 

yention  the  later  will,  if  possible,  be  rights  of  the  real  inventor  in  the  United 

construed  to  claim  only  the  new  mat-  States,  see  Kendrick  v.  Emmons  (1876), 

ter  appearing  therein,  see  Richardson  v.  2  Bann.  k  A.  208  ;  9  0.  G.  201. 
Noyes  (1876),  10  0.  G.  607.  That  under  section  8,  act  of  1886,  no 

^  That  upon  the  surrender  of  a  former  American   patent  could  be  granted  if 

defective   patent  a  later  one  may  be  the  foreign  patent  issued  more   than 

granted    and    be   valid,   see  Jones    v.  six     months    before,    see    Comely    v. 

Sewall  (1873),  8  0.  G.  630  ;  8  Clifford,  Marckwald  (1883),  17  Fed.  Rep.  88. 
663  ;  6  Fisher,  848.  That  a  foreign  patentee  seeking  an 

*  That  a  prior  foreign  patent  does  American  patent  is  not  compelled  to 

not  invalidate  though  it  limits  the  term  adhere  to  the  precise  subject-matter  of 

of  a  subsequent  American  patent,  see  his  foreign  patent,  see  JBx  parte  Siemens 

Dolbear  v.   American  Bell   Telephone  (1877),  11  0.  Q.  969. 
Co.  (1888),  126  U.  S.  1 ;  48  O.  G.  877. 
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§  462.  Snbjeot-Matter  must  not  Include  Inventions  already  Pat- 
ented in  the  United  States  by  the  same  Inventor. 

An  application  which,  together  with  new  matter,  includes 
matter  dready  patented  in  the  United  States  by  the  same 
inventor  is  within  this  rule,  as  well  as  one  whose  scope  corre- 
sponds exactly  with  that  of  the  preceding  patent.^  An  inven- 
tor who  devises  an  improvement  to  his  own  patented  invention 
cannot  apply  for  and  obtain  a  patent  for  the  whole  invention 
as  improved,  but  only  for  the  new  development  of  his  original 
idea.*  The  inventor  of  a  combination,  the  elements  of  which 
are  already  protected  by  his  previous  patents,  cannot  obtain 
additional  protection  for  those  elements  by  claiming  them  in 
his  application  for  a  patent  for  the  combination.  In  both 
these  instances,  as  in  all  similar  ones,  it  may  be  necessary  to 
the  comprehension  by  the  public  of  his  last  invention  that  the 
former  should  be  fully  described  in  the  new  application,  but 
the  application  itself  must  so  distinguish  the  earlier  invention 
from  the  later  that  it  shall  clearly  appear  to  be  an  application 
for  a  patent  only  for  the  last  invention. 

§  463.  BnbJeot-BCatter  may  be  a  Vew  Use  of  an  Invention 
already  Patented  in  the  United  States  by  the  same 
Inventor. 

An  application  for  a  patent  for  a  previously  patented  inven- 
tion by  the  same  inventor,  on  the  ground  that  new  uses  for 
it  have  been  discovered  since  the  issue  of  the  former  patent, 
is  also  forbidden  by  this  rule.^  All  uses  to  which  an  inven- 
tion can  be  put,  whether  by  its  inventor  or  by  others,  without 
an  additional  exercise  of  inventive  skill,  are  covered  by  the 
original  patent  for  that  invention,  even  although  such  uses 
were  unknown  when  the  patent  issued;  and  hence  another 
patent,  based  upon  such  uses,  would  be  a  simple  duplication 

§  462.  1  That  no  patent  with  generic         §  468.  ^  That  a  second  patent  can-. 

Clainifl  can  he  gran  led  after  one  with  a  not  issue  for  the  same  invention  though 

Claim  for  the  species,  see  Ex  parte  Upton  used  for  separate  pnrposes,  see  McComb 

(1884),  27  O.  G.  99;  JEc  parU  Holt  v.  Brodie  (1872),  5  Fisher,  884  ;  2  0.G. 

(1884),  29  O.  G.  171.  117  ;  1  Woods,  163. 

^  That  an  inventor  may  patent  an         See  also  §§  259-271  and  notes,  ante, 
improyement  on  his  own  invention,  see 
0  R.-illy  V,  Morse  (1858),  15  How.  62. 
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of  the  grant.  Where  a  new  use  for  the  invention  is  discov- 
ered by  the  exercise  of  the  inventive  faculties  of  the  same 
or  other  inventors,  the  new  use  is  itself  a  new  invention, 
and  if  possessing  all  the  other  statutory  requisites,  it  may 
be  patented  as  a  new  art  or  combination  in  which  the  old 
invention  is  employed  as  an  instrument,  or  as  an  elemental 
means ;  but  it  adds  nothing  to  the  patentable  character  of  the 
original  invention,  nor  does  it  constitute  any  ground  for  the 
protection  of  that  invention  in  another  patent.  Here,  also, 
the  application  for  a  patent  for  the  new  art  or  combination 
may  have  occasion  to  describe  the  former  invention  in  order 
to  convey  an  adequate  idea  of  the  new  use  which  is  to  be  the 
subject  of  the  future  patent ;  but  the  distinction  between  tlie 
old  invention  and  the  new  must  be  apparent  on  the  face  of 
the  application,  and  a  patent  for  tlie  latter  only  must  be 
claimed. 

§  464.  Snbject-Matter  must  not  be  an  InTention  already  Pat- 
ented in  the  United  Btatea  by  the  same  Inventor, 
although  his  Former  Patent  is  Inoperative  and  Invalid. 

An  application  for  a  new  patent  by  the  same  inventor  where 
his  previous  patent,  although  not  covering  his  entire  invention, 
is  capable  of  being  re-issued  so  as  to  afford  it  a  complete  pro- 
tection, is  within  this  rule.  An  important  difference  must  be 
here  remembered  between  an  invention  as  it  appears  upon  the 
face  of  a  patent  and  as  it  exists  practically  in  the  arts.  Some 
concrete  inventions  are  simple  units,  the  result  of  a  single 
inventive  act,  not  separable  into  distinct  patentable  parts,  and 
any  patent  for  such  an  invention  must  either  protect  the  whole 
product  of  the  inventor's  skill  or  fail  to  protect  anything  what- 
ever. Other  concrete  inventions  consist  of  parts,  each  of 
which  is  an  independent  invention  and  separately  patentable ; 
and  a  patent  for  the  entire  invention  may  be  valid  and  suffi- 
cient although  its  inventor  makes  no  attempt  to  protect 
therein  the  individual  inventions  of  which  it  is  composed. 
Only  a  patent  for  an  invention  of  the  former  class  can  prop- 
erly be  brought  within  this  rule.  A  patent  for  a  simple 
unitary  invention,  if  properly  expressed,  protects  everything 
that  the  inventor  has  invented,  and  any  failure  to  secure  to 
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him  the  entire  monopoly  to  which  he  is  entitled  can  be  cured 
by  a  correction  of  its  verbal  ambiguities.  It  is  an  act  of 
the  government  bestowing  a  particular  exclusive  privilege, 
and  although  the  limits  of  that  privilege  may  be  uncertain  on 
account  of  some  defect  in  the  language  by  which  it  is  de- 
scribedf  the  grant  is  an  effectual  one,  and  cannot  be  repeated 
however  it  may  need  to  be  defined.^  Hence  an  amendment  of 
the  patent  by  re-issue  is  not  only  a  sufficient  remedy  for  the 
inventor,  but  it  is  all  the  remedy  to  which,  in  accordance  with 
the  theories  that  underlie  the  Patent  Law,  he  is  entitled. 

§  465.  Subjeot-Matter  may  be  an  Integral  Part,  or  a  Combina- 
tion,  of  other  InventioiiB  already  Patented  in  the  United 
Btatea  by  the  same  Inventor. 

On  the  other  hand,  where  a  concrete  invention  is  composed 
of  parts  each  of  which  is  the  result  of  a  separate  inventive 
act,  it  is  optional  with  the  inventor  either  to  protect  all  these 
inventions  by  a  single  patent  or  to  apply  for  and  obtain  differ- 
ent patents  for  the  several  subordinate  inventions.  If  in  his 
first  application  for  a  patent  he  endeavors  to  secure  protection 
for  all,  and  if  in  his  first  patent  the  government  evidently  con- 
fers upon  him  a  monopoly  as  to  all,  however  imperfectly  the 
grant  of  the  monopoly  may  be  expressed,  no  new  application 
for  a  patent  for  any  of  them  can  be  entertained ;  and  the  in- 
ventor must  avail  himself  of  his  right  to  a  re-issue,  or  remain 
without  remedy.^  But  if  the  inventor  has  attempted  in  his 
former  application  only  to  procure  a  patent  for  the  concrete 
invention  as  a  whole,  or  for  some  one  or  more  of  its  several 

S  464.  1  InJEs/Nirto  Roberto  (1887),         Farther,  that  a  new  patent  cannot 

40O.G.  578,  Hall, Com.: (574)**  Where  cover  matter  inseparably  invoWed   in 

the  invention  is  one,  integral,  and  indi-  the  matter  claimed  in  a  former  patent, 

visible,  whether  it  relates  to  different  see  Railway  Register  Mfg.  Co.  v.  Broad- 

parte  of  a  single  organization  or  combi-  way  &  Seventh  Ave.  R.  R.  Co.  (1886), 

nation,  or  process  and  product,  or  genus  26  Fed.  Rep.  522  ;  84  0.  G.  921  ;  Ea^ 

and  species,  a  prior  patent  which  claims  parte  Holt  (1884),  29  O.  6.  171  ;  JSb 

or  covers  part  of  the  whole  invention,  parte  Ransom  (1884),  89  0.  G.  119. 
in  legal  contemplation  takes  the  whole         §  465.  ^  That  a  patent  for  parte  of  a 

invention  out  of  the  field  of  patentebil-  previously  patented  invention  is  void  if 

ity,  whether  the  subsequent  applicant  the  prior  patent  attempted  te  claim 

be  the  original  patentee  or  some  other  such  parte,  see  Stow  r.  Chicago  (1877). 

person."  8  Bann.  &  A.  88  ;  8  Bissell,  47. 
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parts,  the  monopoly  which  he  has  received  is  limited  to  these 
results  of  his  inventive  skill,  and  all  other  results  are  still 
proper  subjects  for  new  applications  and  new  patents,  unless 
he  has  meanwhile  abandoned  them  to  the  public'  Tliat  in 
his  former  patent  he  described  these  other  inventions  as  ele- 
ments of  the  one  then  patented,  or  as  associated  with  it  in 
that  concrete  invention  in  which  all  unite,  cannot  affect  his 
right  to  base  on  them  new  applications  and  new  patents.^ 

*  That  a  combination  and  its  ele-  claimed  in  the  first  patent,  hat  to  that 
nients  are  distinct  inventions,  and  a  which  is  described  therein  as  the  paten- 
patent  for  the  former  does  not  cover  tee's  invention.  If  a  man  cannot  have 
the  latter,  see  Rowell  v.  Lindsay  (1885),  a  patent  for  what  another  has  claimed 
118  U.  S.  97  ;  81  O.  G.  120  ;  Com  or  described  in  a  prior  patent,  much 
Planter  Patent  (1874),  28  Wall.  181 ;  less  can  he  have  one  for  what  he  him- 
6  0.  G.  892.  self  has  claimed  or  described  ;  for  he 

That  unless  abandoned  by  two  years'  thus  shows  that  he  has  anticipated  him- 

public  use  and  sale  a  sub-combination  self.     James  v.  Campbell,  104   U.  S. 

may  be  covered  by  a  later  patent,  see  856,  882."    83  0.  G.  887  (887). 
Calm  V.  Wong  Town  On  (1884),  9  Saw-  In  Ex  parU  Long  (1888),  25  O.  G. 

yer,  630  ;  19  Fed.  Rep.  424  ;  27  0.  G.  1189,  Marble,  Com. :  (1190)  '*  An  ap- 

299.  plicant   is   entitled  to  fully  describe, 

That  separate  parts  of  the  same  in-  show,   and  claim  his  invention  ;    but 

vention  may  be  separately  patented,  see  having  shown  and  described   it  in  a 

Jones  V,  Sewall  (1873),  8  Clifford,  563  ;  patent  he  has  no  right  to  thereafter 

6  Fisher,  843  ;  3  0.  G.  630.  file  an  application  and  obtain  a  patent 

*  It  has  been  sometimes  held  that  for  subject-matter  shown  and  described 
no  new  patent  could  be  granted  for  an  in  such  patent.  If  he  have  any  remedy 
invention  described  but  not  claimed  in  in  such  case  it  is  by  re-issuing  his  pat- 
a  former  patent,  and  that  the  only  ent  In  Ex  parte  Atwood  (C.  D., 
mode  of  bringing  such  unclaimed  in-  1869,  p.  98),  Mr.  Commissioner  Fisher 
ventions  within  the  protection  of  the  said  :  '  When  an  application  is  filed 
law  is  by  a  re-issue  of  the  former  pat-  every  invention  contained  in  that  appli- 
ent.  Thus  in  Mathews  v.  Flower  cation  must  be  patented  under  it  or 
(1835),  25  Fed.  Rep.  830,  Brown,  J.  :  under  such  division  of  it  as  the  wishes  of 
(830)  '*  If  it  were  true  that  complain-  the  applicant  and  the  rules  of  the  Office 
ants  had  previously  obtained  a  patent  may  permit'  Since  said  decision  the 
for  the  same  invention  secured  to  them  practice  of  the  Office  has  been  uniform 
by  the  patent  in  suit,  and  that  this  in  requiring  an  applicant,  if  he  desires 
prior  patent  had  expired,  it  would  to  obtain  a  patent  for  subject-matter 
doubtle&s  be  a  complete  answer  to  this  shown  and  described  in  his  application, 
bill,  since  a  man  cannot  have  two  pat-  but  not  properly  patentable  therein,  to 
ents  for  the  same  invention.  James  «.  file  another  application  for  such  matter 
Campbell,  104  U.  8.  856  ;  Suffolk  Co.  during  the  pendency  of  the  former  ap- 
9.  Hayden,  8  Wall.  815 ;  Morris  v.  plication.  This  practice  has  been  sus- 
Huntington,  1  Paine,  848.  And  this  tained  by  the  courts,  and  none  other 
disability  extends,  not  only  to  what  is  seems  to  have  been  adopted  or  insisted 
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Being  entitled  under  the  law  to  a  monopoly  for  each  inven- 
tion, he  cannot  be  precluded  from  receiving  it  by  anything 

upon  nntil  the  present  time.  An  appU-  be  specifically  describes  and  claims, 
cant  has  the  right  to  file  his  application  though  he  might  have  asked  to  have 
and  claim  so  ranch  of  his  invention  as  it  patented  at  the  same  time  and  in  the 
he  wishes  or  sees  fit ;  but  he  has  no  same  patent,  yet  if  he  has  not  done  so, 
right  to  reserve  a  portion  of  it,  and  and  aftei'wai'd  desires  to  secure  it,  he  is 
thereafter  claim  snch  reserved  portion,  bound  to  make  a  new  and  distinct  ap- 
and  thus,  in  fact,  extend  the  life  of  his  plication  for  that  purpose  and  make  it 
patent.  If  this  could  be  done,  the  the  subject  of  a  new  and  different  pat- 
actual  term  of  a  patent  would  not  be  ent."  That  this  is  the  true  construction 
seventeen  years,  but  a  longer  term.  A  of  this  entire  decision,  see  Vermont 
party  cannot  prevent  abandonment  by  Farm  Machine  Co.  v.  Marble  (1884), 
simply  stating  that  he  does  not  abandon  27  0.  G.  621 ;  22  Blatch.  32  ;  19  Fed. 
a  certain  invention.     Abandonment  is  Rep.  307. 

always  a  question  of  fact.    Parties  are  But  apart  from  authority  this  doc« 

presumed  to  intend  what  they  do,  and  trine  is  manifestly  incorrect  in  prin* 

if  they  expressly  reserve,  or  by  over-  ciple,  as  well  as  inapplicable  in  practice, 

sight  or  negligence  fail  to  claim,  subject-  For  were  it  true,  every  intentional  omis- 

matter  shown  and  described  in  a  patent,  sion  to  claim  any  invention  which  the 

the  presumption  is  that  they  intend  to  application  had  described  would  operate 

abandon  it,  especially  if  they  do  not  as  an  abandonment  of  the  invention  to 

file  an  application  therefor  prior  to  the  the  public,  since  no  intentional  omission 

issuance  of  the  patent  wherein  it  is  can  be  cured  by  a  re-issue  ;  and  thus  an 

shown  and  described."  applicant  would  be  compelled  to  claim 

See  also  Swift  v.  Jenks  (1887),  29  every  invention  which  a  proper  delinea- 

Fed  Rep.  642  ;  38  0.  G.  1017  ;  Hill  v,  tion  of  his  principal  invention  required 

Commissioner  (1885),  4  Mackay,  266  ;  him  to  disclose,  whatever  violations  of 

33  O.  G.  757  ;  Eas  parte  Derby  (1884),  the  rules  of  joinder  he  might  thus  com- 

26  0.  G.  1208  ;  Ez  parte  Hill  (1883),  mit,  or  however  premature  the  submis- 
24  0.  G.  1176  ;  Marvin  v.  Lillie  (1867),  sion  of  the  invention  to  the  public  as  a 

27  0.  G.  299.  practically  operative  means  might  be.  To 
These  cases,  except  the  last,  base  their  avoid  this  dilemma,  a  qualification  has 

assertions  upon  a  hasty  and  mistaken  been  introduced  into  the  doctrine,  per- 

interpretation  of  Campbell   v.  James  mitting  a  subsequent  patent  for  inven- 

(1882),  104  U.  S.  856  ;  21  0.  G.  337.  tions  described  but  not  claimed  in  the 

The  passage  nsnally  quoted  in  support  former  patent,  provided  a  reservation  of 

of  this  position  does  at  first  blush,  per-  the  right  to  apply  for  and  obtain  the 

haps,  appear  to  sustain  it.     But  more  subsequent  patent  were  inserted  in  the 

careful  scrutiny  would  have  shown  that  former,  and  the  later  application  were 

the  learned  Justice  employed  the  words  filed  within  a  reasonable  time  after  the 

*'  embraced  or  described"  as  synonymous  issue  of  the  prior  patent.     This  raodifi- 

with  "  patented  "  and  "  claimed; "  and  cation  of  the  doctrine  is  dUcussed  and 

would  further  have  disclosed  the  follow-  sustained  in  Ex  parte  Roberts  (1887), 

ing  statement  on  page  870  (104  U.  S.),  40  O.G.  573,  by  Hall,  Com.:  (573)  "It 

which  places  the  whole  doctrine  in  its  is  undoubtedly  true  that  when  a  patent 

proper  light :  "  If  he  was  the  author  issues  for  an  invention,  all  of  which  is 

of  any  other  invention  than  that  which  shown  but  only  part  of  which  is  claimed, 
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short  of  its  bestowal  on  him  by  the  goyernment,  or  by  his 

abandonment  of  the  invention  to  the  public ;  and  until  one  or 

there  is  a  dedication  to  the  public  of  two  yean'  public  use  or  sale,  or  is 
that  part  which  is  unclaimed.  In  such  coupled  with  any  other  circumstances 
case  the  law  conclusively  infers  an  in-  indicating  a  dedication  of  the  invention 
teution  to  make  the  dedication,  and  the  to  the  public,  the  right  to  a  monopoly 
inference  cannot  be  overcome  by  evi-  wiU  be  lost ;  but  thiA  loss  is  not  oc* 
dence  ;  the  applicant,  however,  always  casioned  by  the  previous  description  of 
lias  it  in  his  power,  in  a  certain  class  of  the  invention  in  the  former  patent,  nor 
cases,  to  prevent  this  inference  from  by  the  failure  to  reserve  the  invention 
arising  if  he  acts  in  time.  In  cases  for  a  future  patent,  these  being  but 
which  are  divisional,  —  that  is,  when,  single  links  in  the  chain  of  facts  from 
as  in  the  present  case,  the  features  not  which  an  intention  to  abandon  is  in- 
claimed  in  the  firet  application  are  inde-  ferred.  Moreover  it  is  to  the  advantage 
pendent  of  those  claimed,  —  an  appli-  both  of  the  inventor  and  the  public 
cant  may  expressly  assert  in  his  appli-  that  he  shoulji  be  entirely  free  to  patent 
cation  a  reservation  of  his  right  to  claim  his  inventions  separately  and  in  such 
them  in  another  or  subsequent  appllca-  order  as  his  inventive  prudence  may 
tion,  and  he  should  present  and  prose-  suggest,  since  on  the  whole  it  is  far 
cute  such  application  without  delay,  more  probable  that  he  will  bestow  the 
He  may  also  file  his  second  application  invention  on  the  public  as  soon  as  it  is 
so  as  to  have  it  pending  concurrently  ripe  for  beneficial  use,  than  that  after 
with  the  firat.  Such  course  anticipates  disclosing  it  in  the  description  of  a  former 
and  prevents  the  inference  of  dedica-  patent  he  should  withhold  it  after  it 
tion.  This  proposition  is  fully  sus-  becomes  available  for  their  employment 
tained  by  many  authorities."  and  his  own  profit    Thus  as  no  evil 

See  also  Adams  v.   Bellaire  Stamp-  can  result  to  the  community  by  the 

ing  Co.  (1886),  28  Fed.  Rep.  S60  ;  36  application  to  his  described  but   not 

0.  6.  567  ;  Ex  parte  Derby  (1884),  26  claimed  inventions  of  the  same  nile  of 

0.  G.   1208;   Ex  parte  Bohn  (1883),  reasonable  diligence  which  governs  cases 

25  0.  6.  1190.  of  re-issue  and  other  cases  arising  under 

But  even  with  this  qualification  the  the  common  doctrine  of  abandonment, 

doctrine  is  not  in  harmony  with  the  the  consistency  of  the  law  would  seem 

general  spirit  and  theory  of  the  Patent  to  require  that  matter  described  but 

Law,  nor  with  the  requirements  of  in-  not  claimed  in  a  former  patent  may  be 

ventors  and  the  public.     The  general  the  subject  of  a  later  patent  unless  it 

theory  of  the  Patent  Law  contemplates  has  been  in  some  manner  already  dedi- 

every  invention  as  a  separate  entity,  cated  to  the  public.    This  is  the  posi- 

whoUy  independent  of  every  other  in-  tion  maintained  in  Vulcanite  Paving  Co. 

Ten  tion,  and  entitled  to  a  distinct  mo-  v,  American  Artificial  Stone  Paving  Co. 

nopoly  if  it  possesses  the  necessary  at-  (1887),  42  0.  6.  828  ;  Wilson  v.  Cubley 

tributes  of  a  patentable  invention.  That  (1886),  26  Fed.  Rep.  156;  85  0.  O. 

in  the  application  for  a  patent  for  a  differ-  257  ;  Ex  parte  Holt  (1884),  29  0.  O. 

ent  invention  it  may  become  expedient  to  171;   Vermont  Farm  Machine  Co.  v, 

describe  this  also  cannot  affect  its  pat-  Marble  (1884),  19  Fed.  Rep.  807 ;  27 

entable  character,  nor  does  it  raise  a  0.  G.  621 ;  22  Blatch.  82  ;  Graham  v. 

conclusive  presumption  of  abandonment.  McCormick  (1880),  11  Fed.  Rep.  859; 

If  such  description  is  followed   by  a  21  0.  G.  1583  ;  10  Bissell,  89  ;  5  Bann. 

§465 


CH.  I.]  OP  THE  GRANT  OP  LETTERS-PATENT.  45 

the  other  of  these  events  has  taken  place  his  application  must 

be  entertained  and  his  claim  for  an  exclusive  privilege  be 

&  A.  244  ;  Graham  «.   Geneva  Lake  of  James  v.  Campbell  and  that  here 

Crawford  Mfg.  Co.  (1880),  11  Fed,  Rep.  involved.    In  all  of  them  that  which 

188  ;  21  0.  G.  1586.  was  independently  patented  was  either 

Id  ^   parte  Holt  (1884),   29   0.  a  distinct  and  separate  part  of  the  in- 

O.  171,  are  discussed  three  classes  of  vention  or  a  distinct  improvement  there- 

cases  :  —  on.     It  was  not  substantially  the  same 

1.  Those  holding  that  no  patent  can  thing  comprehended  in  the  first  patent, 
issue  for  an  invention  actually  covered  There  was  not  a  mere  distinction  of 
by  a  former  patent  though  the  terms  breadth  or  scope  of  Claim.  The  remedy 
of  their  Claims  may  differ,  viz.,  Sickels  where  a  broad  Claim  is  omitted  is 
V.  Falls  Co.,  4  Blatch.  508  ;  O'Reilly  pointed  out  in  the  Derby  case,  supra" 
V.  Morse,  15  How.  62  ;  Odiome  v.  In  the  first  and  second  of  these 
Amesbury  Nail  Factory,  1  Robls  800  ;  classes  the  later  patent,  so  far  as  it 
Smith  V.  Ely,  5  McLean,  76.  covers  the  matter  protected  by  the  for- 

2.  Those  where  the  second  patent  mer  patent,  must  be  absolutely  void  ; 
contained  a  broad  or  generic  Claim  cov-  and  if  the  new  matter  is  inseparable 
ering  the  more  specific  matter  protected  from  that  already  patented,  the  whole 
by  the  former  patent,  viz.  :  Jones  v.  grant  must  &il.  In  such  cases  no 
Sewall,  8  Clifford,  575  ;  James  v.  Camp-  reservation  in  the  former  patent  can 
bell,  104  U.  S.  856  ;  21  0.  O.  887  ;  aid  the  inventor,  but  as  Dyrenforth, 
McKay  v.  Jackman,  22  0.  G.  85,  over-  Act  Com.,  in  the  same  decision  re- 
mling  McKay  «.  Dibert,  19  O.  G.  1851 ;  marks  :  (177)  "  It  is  clear  that  if  the 
Sx  parte  Atwood,  C.  D.  1869,  98  ;  ^  law  prohibits  a  separate  patent  for  any- 
parte  Lowe,  C.  D.  1870,  89  ;  Ex  parte  thing  but  a  distinct  and  separate  part 
Hyde,  C.  D.  1871,  109.  of  the  thing  invented,  the  applicant 

8.  Those  where  the  new  patent  covers  may  not  evade  the  prohibition  by  re- 
matter  described  in  the  prior  patent  serving  the  broad  claims  by  a  statement 
but  essentially  distinct  and  separable  in  his  specific  patent ;  he  cannot  reserve 
from  anything  claimed  therein.  Con-  that  which  the  law  forbids  him  to 
eeming  the   latter  cases,  Dyrenforth,  reserve.'* 

Act.  Com.,  says :  (177)  "  It  has,  it  is  That  reservation  clauses  tend  to  mis- 
true,  been  held  that  a  person  can  inde-  lead  the  public  and  should  not  be  al- 
pendently  patent  that  which  has  been  lowed  in  applications,  see  JSs  parte 
shown  and  described  but  not  claimed  Blair  (1888),  48  0.  G.  118. 
in  a  previous  patent  upon  a  concurrent  That  where  the  subject-matter  is 
application.  Authorities  upon  this  properly  divisible  the  inventor  may  file 
•abject  are.  The  Suffolk  Co.  «.  Hayden  his  separate  applications  at  any  time 
(8  Wall.  815) ;  Singer  &  Clark  «.  without  any  reservation  clause,  and 
Breunsdorf  and  Weil  (7  Bktch.  521) ;  each  will  be  judged  on  its  own  merits, 
McMiUen  eiaLv.  Reese  ei  al.  (1 7  0.  G.  see  JBxparU  Blair  (1888),  48  0.  G.  118. 
1222) ;  Graham  «.  McCormick  et  cU,  That  where  the  subject-matter  is  not 
(11  Fed.  Bep.  859} ;  Hatch  v,  Moffit  divisible  the  second  application  must 
(15  Fed.  Rep.  252) ;  Bx  parte  Emerson  be  filed  while  the  first  is  pending,  that 
(17  0.  G.  1451) ;  Ex  parte  Derby  (26  both  may  be  adjudged  together,  see  Ex 
0.  G.  1208).  These  cases,  however,  parte  Blair  (1888),  48  0.  G.  118. 
are  easily  dtstingnishable  from  the  case        That  where  one  application  fully  dis* 
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recognized.  To  compel  him  in  such  cases  to  have  recourse  to 
a  re-issue  would  not  only  be  contrary  to  the  fundamental  ideas 
on  which  the  doctrine  of  re-issue  rests,  but  would  deprive  him 
of  a  greater  or  less  portion  of  that  term  for  wfiich  the  law 
provides  that  his  monopoly  shall  endure. 


§  466.  Babject-Sftatter  may  be  an  InTentioxi  Dependant  on  or 
CoUateral  to  an  Invention  already  Patented  in  the 
United  States  by  the  same  Inventor. 

Again,  this  rule  does  not  apply  to  cases  where  the  same 
inventive  act  produces  two  concrete  results,  each  of  which  is 
a  separate  patentable  invention.  A  single  exercise  of  the  in- 
ventive faculties  may  produce  both  a  process  and  its  product, 
a  machine  and  the  manufacture  it  creates,  a  composition  of 
matter  and  the  art  by  which  it  is  applied  to  its  intended  use. 
In  all  such  cases,  if  the  inventions  are  truly  separable,  the  in- 
Tentor  is  entitled  to  a  monopoly  for  each,  although  neither 
could  have  been  discovered  and  been  made  available  without 
the  other,^    A  patent  for  but  one,  though  it  may  necessarily 


closes  the  mvention  claimed  in  the  other, 
cross-references  should  be  inserted  in 
each  to  distinguish  one  from  the  other, 
tee  Ex  parte  Blair  (1888),  48  0.  Q. 
118. 

That  a  description  in  a  prior  patent 
without  a  Claim  of  the  invention  is  not 
a  bar  to  a  subsequent  patent,  if  the  sec- 
ond application  is  made  within  two  years, 
see  Eastern  Paper  Bag  Co.  v.  Standard 
Paper  Bag  Co.  (1887),  41  O.  G.  231  ; 
80  Fed.  Rep.  68. 

See  also  §  852  and  notes,  anU^  and 
§  606  and  notes,  pout.  The  doctrine 
stated  in  §§  687-692  and  notes,  posi^ 
in  reference  to  re-issues  is  equally  appli- 
cable to  the  present  subject,  since  any 
patentable  matter  which  could  be  in- 
serted in  a  re-issue  may,  if  constituting 
a  complete  invention  in  itself,  be  pro- 
tected by  a  separate  patent. 

§  466.  1  That  a  process  and  its  pro- 
duct may  be  separately  patented,  see 
Ex  parte  Lnpton  (1874),  5  0.  Q.  489  ; 


Jones  t;.  Sewall  (1878),  8  Clifford,  663  ;| 
8  0.  6.  630  ;  6  Fisher,  843  ;  Brass  Co. 
V,  Miller  (1871), 5  Fisher,  48 ;  9  Blatch. 
77 ;  Goodyear  v.  Providence  Rubber 
Co.  (1864),  2  Clifford,  861 ;  2  Fisher, 
499. 

That  no  patent  can  be  granted  for 
the  product  after  one  for  ^e  process 
from  which  that  product  necessarily 
results,  the  second  patent  being  in  effect 
a  duplication  of  the  first,  see  Ex  parte 
Holt  (1884),  29  O.  G.  171. 

That  a  patent  having  issued  for  a 
product  aa  made  by  a  certain  process, 
a  later  patent  cannot  be  granted  for  the 
process  which  results  in  the  product, 
see  Mosler  Safe  &  Lock  Ca  v,  Mosler 
(1888),  127  U.  S.  354  ;  43  O.  G.  1116. 

That  a  machine  and  its  product  may 
be  separately  patented,  see  Ex  parte 
Lupton  (1874),  6  0.  G.  489  ;  Brass  Co. 
V.  Miller  (1871),  6  Fisher,  48  ;  9  Blatch. 
77. 

That  where  a  patent  has  been  granted 
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describe  the  other,  is  thus  no  hindrance  to  an  application  for  . 
a  patent  for  the  unsecured  invention  ;  but  the  new  application  f 
must  be  judged  according  to  its  own  intrinsic  merits,  as  if  no/ 
previous  patent  had  been  granted.^ 

§  467.    Bnbject-BCatter  muBt  not  be  an  Invention  already  Claimed 
in  a  Pending  Application  by  the  same  Inventor. 

The  rules  which  in  this  manner  limit  the  scope  of  applica- 
tions by  the  monopolies  previously  granted  to  the  same  in- 
ventor define  the  relations  which  two  or  more  applications  by 
the  same  person  must  sustain  toward  each  other.  As  two 
patents  cannot  be  granted  to  the  same  inventor  for  the  same 
invention,  so  two  applications  attempting  to  secure  patents 
for  the  same  patentable  subject-matter  are  equally  objection- 
able. An  inventor,  having  prepared  and  filed  an  application 
for  a  patent,  cannot  file  another  application  for  the  same  con- 
crete invention,  except  as  an  amendment  to  the  former,  unless 
he  first  withdraws  from  the  earlier  the  matter  which  he  wishes 
to  incorporate  into  the  later.^    This,  for  some  purposes  to  be 

for  a  machine  wMch  produces  a  certain  That  where  two  applications  describe 

article^  a  subseqaent  patent  cannot  be  the  same  invention  and  the  later  one 

granted  for  the  article,  though  it  might  does  not  claim  it,  a  patent  not  covering 

have  been  covered  by  the  machine-pat-  it  may  issue  on  the  later  application, 

ent,  see  Excelsior  Needle  Co.  v.  Union  and  a  patent  covering  it  on  the  earlier 

Needle  Co.  (1885),  82  Fed.  Rep,  221.  application,    see    Ex   parte   Emerson 

That  a  second  patent  for  a  special  (1879),  16  0.  G.  1232. 

application  of  the  force  to  the  object  That  an  applicant  cannot  claim  matter 

named  in  a  rejected  Claim  of  the  former  covered  by  the  Claim  of  a  previous  ap- 

application   is   valid,   see  0*Beilly  v,  plication,  see  Ex  parte  Holt  (1884),  29 

Horse  (1858),  15  How.  62.  0.  6.  171. 

*  That  the  description  of  a  process  in  That  after  an  application  has  passed 

an  application  for  a  patent  for  the  appa-  to  issue  no  other  one  covering  the  same 

ratos  does  not  prevent  a  patent  for  the  matter  should  be  passed,  see  Ex  parte 

process,  if  applied  for  within  two  years,  Qaboury  (1886),  87  O.  G.  217. 

see  Eastern  Paper  Bag  Co.  v.  Standard  That  a  second  application  will  not  be 

Paper  Bag  Co.  (1887),  41  0.  G.  231 ;  rejected  merely  because  a  prior  one  by 

80  Fed.  Rep.  68.  the  same  applicant  is  still  pending,  see 

§  467.  ^  That  an  inventor  cannot  Ex  parte  Gaboury  (1886),  37  0.  G.  217. 
file  a  second  application,  after  the  pat-  That  matter  described  and  not  claimed 
ent  is  ready  to  issue  on  the  first,  for  a  in  one  application  can  be  cUiraed  in  a 
device  rejected  on  the  prior  application,  second  application  filed  pending  the 
but  must  re-issue  the  first  patent  and  prior  one,  but  not  if  the  whole  patent- 
claim  it  there,  see  Ex  parte  Arkell  able  matter  is  indivisible,  see  Ex  parte 
(1877),  11  0.  .0.  1111.  Holt  (1884),  29  0.  G.  171. 
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hereafter  stated,  he  is  allowed  to  do ;  but  in  such  cases  each 
of  his  applications  must  clearly  show,  by  proper  allegations  of 
disclaimer,  that  the  limits  of  the  monopoly  for  which  it  prays 
do  not  include  any  part  of  the  subject-matter  of  the  others.' 

§  468.   Joinder  of  InTentions  not  Consistent  with  the  Nature  off 
the  Patent  Privilege :  but  nevertheless  Permitted. 

The  joinder  of  several  iuTentions  in  a  single  application  is 
not  altogether  consistent  with  the  principles  or  the  policy 
of  Patent  Law,  however  nearly  related  to  each  other  such  in- 
ventions may  be.  A  right  to  the  exclusive  use  of  one  inven- 
tion is  entirely  distinct  from  a  right  to  the  exclusive  use  of 
any  other,  and  the  monopolies  created  in  favor  of  an  inventor 
must  therefore  always  be  as  numerous  as  the  inventions  upon 
which  they  are  based.  That  several  monopolies  can  be  cre- 
ated by  one  granting  act,  and  can  be  witnessed  by  one  instru* 
ment  of  grant,  is  undeniable ;  but  the  symmetry  of  the  law 
and  the  avoidance  of  unnecessary  confusion  would  require 
that  each  invention  be  protected  by  a  separate  patent,  in 
which  the  limits  of  the  single  monopoly  conferred  thereby 
might  be  clearly  and  perpetually  defined.  A  contrary  prac- 
tice, however,  has  arisen,  and  out  of  consideration  for  its  con- 
venience and  its  economy  to  applicants  has  been  sanctioned 
by  the  Patent  Office  and  the  courts. 

§  469.   Joinder  of  Inventions  Differently  Viewed  in  the  Conrts 
and  in  the  Patent  Offloe. 

The  rules  by  which  the  limitations  of  this  practice  are  de- 
clared, and  the  evils  naturally  flowing  from  it  are  as  far  as 
possible  avoided,  are  not  in  all  respects  the  same  in  the 

'  That  where  two  applications  de-  enforced,    see    Drawbengli    v,    Blake 

scribe,  and  one  of  them  claims  an  in-  (1888),  28  O.  6. 1221. 

vention,  the    one  not  claiming  mnst  That  the  rule  requiring  disclaimers 

disclaim  it,  and  refer  to  the  other  by  its  where  two  pending  applications  describe 

date  and  number,  see  Ex  parte  Blair  bnt  only  one  claims  an  invention  is 

(1888),  48  O.  G.  113  ;  Ex  parte  Finch  merely  directory,  and  the  issue  of  the 

(1883),  26  O.  6.  273.  first  patent  is  no  bar  to  the  second. 

That  the  rules  requiring  cross-dis-  unless  the  subject-matter  is  one,  inte- 

claimers  in  two  pending  applications  for  gral,  and  indivisible,  see  Ex  parte  Rob- 

the  same  general  invention  are  strictly  erts  (1887),  iO  0.  Q.  572. 
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Patent  Office  as  in  the  courts.^  The  practice  was  adopted 
before  the  re-organization  of  the  patent  system  in  1886,  and 
when  the  only  questions  involved  in  it,  of  importance  to  the 
public,  related  to  the  intelligibility  of  the  specification  and  the 
amount  of  fees  received  for  patents  by  the  government.  In 
their  disposition  to  encourage  inventors  by  every  means  that 
the  language  of  the  statutes  would  permit,  the  courts  sustained 
patents  covering  several  different  inventions,  and  laid  down 
rules  for  their  own  guidance  in  the  matter  which  there  has 
been  no  later  judicial  occasion  to  disturb.  But  when  the 
present  method  of  examining  the  novelty  and  utility  of  an 
invention  before  the  issue  of  a  patent  was  inaugurated,  the 
liberality  shown  by  the  courts  toward  this  practice  was  found 
to  be  irreconcilable  with  the  proper  fulfilment  of  its  duties  by 
the  Patent  Office ;  and  as  these  duties  have  increased,  and  a 
greater  subdivision  of  its  operations  has  from  time  to  time 
become  essential,  the  introduction  of  more  rigid  rules  has  been 
inevitable,  in  order  that  the  work  of  examining  an  application 
might  not  have  to  be  repeated  in  several  different  divisions  of 
the  department,  and  that  after  the  patent  issued  the  specifica- 
tions and  drawings  might  be  placed  for  future  reference  in 
some  specific  group  of  inventions,  without  unnecessary  re- 
duplication.'   To  present  a  complete  view  of  this  subject  a 

§  469.  1  In  ExparU  Bancroft  (1881),  in  many  cases  improperly.     The  fact 

20  O.  G.  1893,  Marble,  Com.  :  (1894)  that  the  courts  wiU  sustain  patents  in 

"  I  am  aware  that  the  courts  have  bus-  order  to  protect  the  rights  of  parties,  or 

tained   patents  where  two  inyentions  that  patents  have  been  improperly  is- 

embraced  therein  were  made  to  accom-  sued,  furnishes  no  rule  of  action  for  this 

plish  the  same  end  and  purpose.    See  Office." 

Wyeth  et  al.  v.  Stone  et  al.,  I  Story,        «  That  joinder  does  not  follow  the 

278.     Also,  patents  containing  an  in-  game  rules  in  the  courts  as  in  the  Patent 

vention  which  might  be  applied  in  dif-  Office,  and  the  former  will  rarely  declare 

ferentways.  -See  Hoggetal,  v,  Emer-  a  patent  void  for  misjoinder,  though 

son,  and  cases  cited,  6  How.  487.    It  is  the  necessities  of  the  Patent  Office  may 

also  true  thatthe  courts  have  sometimes  often  require  separation,  see  Er  parte 

sustained  patents  which  ought  never  to  Herr  (1887),  41  0.  G.  468. 
have  been  granted,  in  order  to  protect        That  it  is  for  the  Patent  Office  to  de- 

the  rights  of  parties.     My  attention  has  termine  whether  a  joinder  shall  he  al- 

been  called  to  the  fact  that  patents  have  lowed,  see  Ex  parU  Sartell  (1888),  42 

been  issued  for  a  process  and  product,  0.  G.  295  ;  Sessions  «.  Komadka  (18S4), 

a  machine,  process,  and  ]»roduct,  and  a  21  Fed.  Rep.  124  ;  28  0.  G.  721  ;  Mc- 

machine  and  prrMluct ;  and,  as  I  think,  Kay  v*  Dibert  (1881),  19  0.  G.  1351 ; 

VOL.  II.  — 4 


60  TREATISE  ON  THE  LAW  OP  PATENTS.         [BOOK  IIL 

statement  of  the  rules  as  they  appear  in  the  judgments  of  the 
courts  and  in  the  decisions  of  the  Patent  Office  must  be  made^ 
both  generally  and  in  their  application  to  particular  classes  of 
inventions. 

§  470.    Joinder  of  Inventions :  Rule  in  the  Courts. 

The  general  rule  adopted  by  the  courts  and  sanctioned  by 
the  uniform  current  of  decisions  permits  the  joinder  of  sev- 
eral inventions  in  one  patent  where  the  inventions  are  kindred 
and  auxiliary,  —  that  is,  where  they  are  capable  of  being  used 
in  connection  with  each  other  to  serve  a  common  end.^    It  is 

S  Fed.    Rep.    587  ;  Ex  parte   MoUer  §  470.  ^  In  Densmore    v,   Schofield 

(1879),  16  0.  G.  858  ;  Bennet  v.  Fowler  (1868),    4   Fisher,    148,   Swayne,   J.  : 

(1869),  8  WaU.  445.  (154)  <'Now,  undoubtedly,  independent 

That  doubt  as  to  joinder  is  resoNed  things,  separable  and  separate  things, 

in  &yor  of  the  applicant,  see  B»  parte  where  any  combination  arises,  provided 

Herr  (1887),  41  O.  G.  468.  they  be  cognate,  relate  to  the  same  in- 

That  the  question  of  joinder  must  be  vention,  and  have  relation  to  the  same 

detennined  to  some  extent  by  the  Office  subject,  the  same  object  to  be  accom- 

classification,  but  not  by  the  matter  of  plished,  —  undoubtedly  these  separate 

fees,  see  Ex  parte  Mefford  (1888),  25  claims  can  be  made  in  the  same  patent. 

0.  G.  881.  If  they  have  no  such  tie  of  connection 

That  the  arts  are  necessarily  classified  as  I  have  mentioned,  if  they  are  for 

as  the  statute  recites  them  and  subordi-  separate  and  entirely  different  things, 

nate  classes  are  constantly  arising  as  the  then  the  patent  would  be  void,  because 

arts  advance,  which  the  Patent  Office  it  attempted  to  unite  what  cannot  be 

must  distinguish,  see  Ex  parte  Herr  united ;  but  if  they  be  connected  by  a 

(1887),  41  O.  G.  468.  common  tie,  a  common  object  or  pur- 

That  the  classification  referred   to  pose,  then  undoubtedly  these  different 

in  Ex  parte  Herr  was  not  based  on  mere  claims  can  be  united  in  one  and  the 

Office  divisions  but  on  the  distinctions  same  patent." 

recognized  in  the  arts  as  actually  sub-  In  Hogg  v,  Emerson  (1850),  11  How. 

sisting  between  inventions,  see  Ex  parte  687,  Woodbury,  J.  :  (606)  "  It  is  well 

Sartell  (1888),  42  O.  G.  295.  settled  .  .  .  that  a  patent  for  more  than 

That  inventions  of  different  statutory  one  invention  is  not  void  if  they  are 

classes  cannot  be  joined,  unless  insepa-  connected  in  their  design  and  opera- 

rable,  see  Ex  parte  Herr  (1887),  41  O.  tion." 

G.  463 ;  Ex  parte  Blythe  (1884),  80  In  Wyeth  v.  Stone  (1840),  1  Story, 
0.  G.  1821.  278,  Story,  J.  :  (287)  "  But  it  has  been 
That  dependent  inventions  may  be  said  that  if  each  of  the  machines  pat- 
joined  though  the  Office  classification  ented  is  independent  of  the  other,  then 
must  give  way,  see  Ex  parte  Mefford  separate  patents  should  have  been  taken 
(1883),  25  0.  G.  881.  out  for  each  ;  and  that  they  cannot  both 
That  no  inflexible  rule  of  joinder  is  be  joined  in  one  and  the  same  pat^^nt ; 
possible,  see  Ex  parte  Young  (1885),  83  and  so  there  is  a  fatal  defect  in  the 
0.  G.  1890.  plaintiff's  title.    And  for  this  position 


CU.  I.]                  OF  THE  GRANT  OF  LETTEBS-PATEKT.  51 

not  necessary  that  this  common  and  connected  use  should  be 
the  sole  use  to  which  any  of  these  inventions  can  be  applied, 

the  doctrine  stated  in  Barrett  v.  HaU  inventions  could  be  lawfuUy  united  in 
(1  Mason  B.  473),  and  Erans  v,  Eaton  one  patent,  the  doctrine  would  lead  to 
(3  Wheat.  B.  454,  506),  is  relied  on.  consequences  most  perilous  and  injuri- 
I  agree  that,  under  the  general  patent  ous  to  the  patentee  ;  for,  if  any  one  of 
acts,  if  two  machines  are  patented  which  them  were  known  before,  or  the  patent 
are  wholly  independent  of  each  other,  as  to  one  was  void,  by  innocent  mistake 
and  distinct  inventions  for  unconnected  or  by  priority  of  invention,  that  would 
objects,  then  the  objection  will  lie  in  take  away  from  him  the  title  to  aU  the 
its  full  force,  and  be  fatal.  The  same  others,  which  were  unquestionably  his 
rule  would  apply  to  a  patent  for  several  own  exclusive  inventions.  On  the  other 
distinct  improvements  upon  different  hand,  if  the  doctrine  were  relaxed,  great 
machines,  having  no  common  object  or  inconvenience  and  even  confusion  might 
connected  operation.  For,  if  different  arise  to  the  public,  not  only  from  the 
inventions  might  be  joined  in  the  same  difficulty  of  distinguishing  between  the 
jmtent  for  entirely  different  purposes  different  inventions  stated  in  the  patent 
and  objects,  the  patentee  would  be  at  and  specification,  but  also  of  guarding 
liberty  to  join  as  many  as  he  might  themselves  against  fraud  and  imposition 
choose,  at  bis  own  mere  pleasure,  in  one  by  the  patentee,  in  including  doubtful 
patent,  which  seems  to  be  inconsistent  claims  under  cover  of  others  which  were 
with  the  language  of  the  patent  acts,  entirely  well  founded.  In  construing 
which  speak  of  the  thing  patented,  and  statutes  upon  such  a  subject,  these  con- 
not  of  the  things  patented,  and  of  a  siderations  are  entitled  to  no  smaU 
patent  for  an  invention,  and  not  of  a  weight  At  least,  they  show  that  there 
patent  for  inventions ;  and  they  direct  is  no  ground,  founded  in  public  policy 
a  specific  sum  to  be  paid  for  each  patent,  or  in  private  right,  which  calls  for  any 
Besides,  there  would  arise  great  difficulty  expanded  meaning  of  the  very  words  of 
in  applying  the  doctrines  of  the  common  the  statute  ;  and  that. to  construe  them 
law  to  such  cases.  Suppose  one  or  more  literally  is  to  construe  them  wisely.  It 
of  the  supposed  inventions  was  not  new,  is  plain,  also,  that  the  act  of  1837,  ch. 
would  the  patent  at  the  common  law  be  45,  in  the  ninth  section,  contemplated 
▼oid  tf>  toto,  or  only  as  to  that  inven-  the  rule  of  the  common  law  as  being 
tion,  and  good  for  the  rest  ?  Take  the  then  in  full  force ;  and,  therefore,  it 
ease  of  a  patent  for  ten  different  ma-  seeks  to  mitigate  it,  and  provides, 
chines,  each  applicable  to  an  entirely  'that  whenever,  by  mistake,  accident, 
different  object,  —  one  to  saw  wood,  an-  or  inadvertence,  and  without  any  intent 
other  to  spin  cotton,  another  to  print  to  defraud  or  mislead  the  public,  any 
goods,  another  to  make  paper,  and  so  patentee  shall  have,  in  his  specification, 
on ;  if  any  one  of  these  machines  were  claimed  to  be  the  original  and  first  in- 
not  the  invention  of  the  patentee,  or  ventor  or  discoverer  of  any  material  or 
were  in  public  use,  or  were  dedicated  to  substantial  part  of  the  thing  invented ' 
the  public  before'the  patent  was  granted,  (not  of  different  things  invented)  *of 
upon  the  doctrines  of  the  common  law  which  he  was  not  the  first  and  original 
the  patent  would  be  broader  than  the  inventor,  and  shall  have  no  legal  or  just 
invention,  and  then  the  consideration  right  to  claim  the  same,  in  every  such 
therefor  would  fail,  and  the  patent  be  case  the  patent  shall  be  good  and  valid 
void  for  the  whole.  But  if  such  distinct  for  so  much  of  the  invention  or  dis- 
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nor  that  it  be  their  ordinary  use,  nor  even  that  they  should 

ever  have  been  thus  employed.  Their  capacity  for  such  use  is 

covery '  (not  inventions  or  discoveries)  might  singly  have  a  distinct  and  appro- 
*  as  shall  be  truly  and  bonafidehiB  own ;  priate  use  and  purpose,  unconnected 
provided  it  shall  be  a  material  and  sub«  with  any  common  purpose,  and  there- 
stantial  part  of  the  thing  patented,  and  fore  each  was  a  different  iuvention.  In 
be  definitely  distinguishable  from  the  Moody  v.  Fiske  (2  Mason,  112,  119), 
other  parts  so  claimed  without  right  as  the  judge  aUuded  still  more  closely 
aforesaid.'  This  language  manifestly  to  the  distinction,  and  said  :  'I  vdsh  it 
points  throughout  to  a  definite  and  to  be  understood  in  this  opinion  that 
single  invention,  as  the  '  thing  pat-  though  several  distinct  improvements  in 
ented,'  and  docs  not  even  suppose  that  one  machine  may  be  united  in  one  pat- 
one  patent  could  lawfully  include  divers  ent,  [yet]  it  does  not  follow  that  several 
distinct  and  independent  inventions,  improvements  in  two  different  machines, 
having  no  common  connection  with  each  having  distinct  and  independent  opera- 
other,  nor  any  common  purpose.  It  tions,  can  be  so  included ;  much  less 
may,  therefore,  fairly  be  deemed  a  legis-  that  the  same^patent  may  be  for  a  com- 
lative  recognition  and  adoption  of  the  bination  of  different  machines  and  for 
general  rule  of  law  in  cases  not  within  distinct  improvements  in  each.'  It  is 
the  exceptive  provision  of  the  act  of  perhaps  impossible  to  use  any  general 
1887.  And  this  is  what  I  understand  language  in  cases  of  this  sort,  standing 
to  have  been  intended  by  the  court  in  almost  upon  the  metaphysics  of  the  law, 
the  language  used  in  Barrett  v.  Hall  without  some  danger  of  its  being  found 
(1  Mason,  447,  475,  478).  It  wjas  there  susceptible  of  an  interpretation  beyond 
said  (p.  475)  that  'a  patent  under  the  that  which  was  then  in  the  mind  of  the 
general  patent  act  cannot  embrace  vari-  court  The  case  intended  to  be  put  in 
ous  distinct  improvements  and  inven-  each  of  these  cases  was  of  two  different 
tions  ;  but  in  such  a  case  the  party  must  machines,  each  applicable  to  a  distinct 
take  out  separate  patents.  If  the  pat-  object  and  purpose,  and  not  connected 
entee  has  invented  certain  improved  ma-  together  for  any  common  object  or  pur- 
chines,  which  are  capable  of  a  distinct  pose.  And,  understood  in  this  way,  it 
operation,  and  has  also  invented  a  com-  seems  to  me  that  no  reasonable  objec- 
bination  of  these  machines  to  produce  a  tion  lies  against  the  doctrine.  Constru- 
connected  result,  the  same  patent  cannot  ing,  then,  the  present  patent  to  be  a 
at  once  be  for  the  combination,  and  for  patent  for  each  machine,  as  a  distinct 
each  of  the  improved  machines  ;  for  the  and  independent  invention,  but  for  the 
inventions  are  as  distinct  as  if  the  snb-  same  common  purpose  and  auxiliary  to 
jects  were  entirely  different.'  And  the  same  common  end,  I  do  not  perceive 
again  (p.  478),  'If  the  patent  could  be  any  just  foundation  for  the  objection 
construed  as  a  patent  for  each  of  the  made  to  it  If  one  patent  may  be  taken 
machines  severally,  as  well  as  for  the  for  different  and  distinct  improvements 
combination,  then  it  would  be  void,  be-  made  in  a  single  machine,  which  cannot 
cause  two  separate  inventions  cannot  be  well  be  doubted  or  denied,  how  is  that 
patented  in  one  patent'  It  is  obvions,  case  distinguishable  in  principle  from  the 
construing  this  language  with  reference  present  ?  Here  there  are  two  machines, 
to  the  case  actually  before  the  court,  each  of  which  is  or  may  be  justly  aux- 
that  the  court  were  treating  of  a  case  iliary  to  produce  the  same  general  re- 
where  each  of  the  patented  machines  suit,  and  each  is  applied  to  the  same 

§470 


CH.  !•]  OP  THE  GRANT  OP  LETTERS-PATENT.  63 

suflScient  to  entitle  their  inventor  to  embrace  tliem  in  a  single 
patent,  since  when  contemplated  as  co-operating  toward  this 
common  end  they  may  be  properly  regarded  as  parts  of  one 
invention.  Bat  separate  and  distinct  inventions,  not  capable 
of  such  connected  use,  cannot  be  joined  in  the  same  patent.^ 
Their  design  and  operation  being  independent  of  each  other 
there  is  no  point  of  view  from  which  they  can  be  considered 
as  one  invention ;  and  patents  embracing  two  or  more  such 
inventions  will  not  be  sustained. 

common  purpose.  Why  then  may  not  tions  may  be  joined  in  the  same  patent, 
each  he  deemed  a  part  or  improvement  see  McComb  v,  Brodie  (1872),  1  Woods, 
of  the  same  invention  ?  Suppose  the  153 ;  2  0.  G.  117  ;  5  Fisher,  384  ;  Lee 
patentee  had  invented  two  distinct  and  o.  Blandy  (1860),  2  Fisher,  89  ;  1 
different  machines,  each  of  which  would  Bond,  361  ;  Hogg  v.  Emerson  (1848), 
accomplish  the  same  end,  why  may  he  6  How.  437  ;  2  Robb,  655. 
not  unite  both  in  one  patent,  and  say,  That  several  inventions  which  may 
I  deem  each  equally  useful  and  equally  be,  though  they  are  not,  used  together 
new ;  but,  under  certain  circumstances,  may  be  joined,  see  Emerson  v.  Hogg 
the  one  may,  in  a  given  case,  be  prefer-  (1845),  2  Blatch.  1. 
able  to  the  other  ?  There  is  a  clause  in  That  inventions  appropriate  for  use 
the  Patent  Acts  which  requires  that  the  in  the  same  article  for  a  common  pur- 
inventor,  in  his  specification  or  descrip-  pose  of  making  the  article  may  be 
tion  of  his  invention,  should  'fully  ex-  joined,  see  Maxheimer  v.  Meyer  (1881), 
plain  'the  principle  and  the  several  20  0.  6.  1162  ;  20  Blatch.  17  ;  9  Fed. 
modes  in  which  he  has  contemplated  Bep.  460. 

the  application  of  that  principle  or  char-        That  related  inventions,  if  invented 

acter,  by  which  it  may  be  distinguished  by  different  inventors,  cannot  be  joined, 

from    other    inventions.'      Now   this  see  Potter  v.  Wilson  (1860),  2  Fisher, 

would  seem  clearly  to  show  that  he  102. 

might  lawfully  unite  \n  one  patent  all        ^  That  separate  and  independent  in- 

the  modes  in  which  he  contemplated  ventions  cannot  be  joined  in  one  patent 

the  application  of  his  invention,  and  all  either  under  the  law  or  the  rules  of  the 

the    different   sorts   of   machinery  or  Patent    Office,    see   Ex  parte    Hegin- 

modifications  of  machinery  by  which  botham  (1875),  8  0.  G.  237. 
or  to  which  it  might  be  applied  ;  and        That  distinct  and  separate  inventions, 

if  each  were  new  there  would  seem  to  be  not  connected  in  design  and  operation, 

no  just  ground  of  objection  to  his  pat-  cannot  be  joined,  see  Sessions  v,  Ro- 

ent  reaching  them  all.    A  fortwri^  this  madka  (1884),  21  Fed.  Rep.  124  ;  28 

mle  would  seem  to  be  applicable  where  0.  0.  721. 

each  of  the  machines  is  but  an  improve-         That  a  joinder  of  separate  and  dis- 

ment  or  invention  conducing  to  the  ac-  tinct  but  not  independent  inventions  is 

compHshment   of  one   and   the  same  proper,  see  Hosier  Safe  &  Lock  Co.  v. 

general  end."    2  Robb,  23  (37).  Mosler  (1885),  81  0.  G.  1689 ;  22  Fed. 

That  two  related  and  aaxUiaiy  inven-  Rep.  901. 
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§  471.    Joinder  of  Inventions  :  Rule  in  the  Patent  Office. 

The  general  rule  established  in  the  Patent  Office  by  the 
regulations  and  decisions  of  successive  Commissioners  per- 
mits the  joinder  of  distinct  inventions  in  an  application  where 
one  of  such  inventions  is  dependent  on  the  other  and  where 
they  thus  mutually  contribute  to  produce  a  single  result.^ 

§  471.  ^  In  Ex  parU  Young  (1885),  if  belonging  to  the  same  class  and  used 

83  0.  6.  1890,   Montgomeiy,  Com.  :  to  serve  a  common  end,  may  be  joined, 

(1391)  '<  All  will  agrae  that  an  applica-  see  Ex  parte  Noyes  (1876),  8  0.  G. 

tion  should  not  ordinarily  embrace  mat-  818. 

ters  which  belong  to  absolutely  distinct.         That  where  the  parts  of  an  invention 

independent,  and  unconnected  official  are  intimately  connected,  and  co-ope- 

classes  or  sub-classes  where  the  inven-  rate  in  the  result,  they  may  be  joined, 

tions  involved  are  separate,  indepen-  see  Ex  paarU  Freese  (1880),  17  O.  0. 

dent,   and  not  connected  together  in  1095. 

their  nature,  design,  or  operation,  but         That  when  devices,  in  their  nature 

that  in  such  case«  a  division  should  distinct,   form   a   complete  set  which 

undoubtedly  be  insisted   upon.     The  operate  together,  they  may  be  joined, 

first  inquiry,  therefore,   should  be  as  see  &  parte  Gokey  (1878),  15  0.  G. 

to  whether  or  not  the  inventions,  if  295. 

there  be  more  than  one  included  in  the  That  connected  inventions  may  be 
application,  can  reasonably  and  properly  joined,  though  a  separate  foreign  pat- 
be  said  to  be  independent  inventions  —  ent  has  been  granted  for  each,  see  Ex 
aeparate  inventions.  If  they  are  so  parte  Unsworth  (1879),  15  0.  G.  882. 
independent  and  separate,  they  should  That  no  joinder  is  permitted  in  the 
not  be  joined,  and  a  division  should  be  Patent  Office  unless  the  inventions  di- 
called  for.  If  they  are  not  so  indepen-  rectly  act  in  producing  a  resultant  oper- 
dent  and  separate,  but  are  only  dis-  ation  due  to  all  the  inventions,  see 
tmct,  but  still  'kindred  and  auxiliary,'  Ex  parte  Herr  (1887),  41  0.  G.  463. 
or  connected  in  their  design  and  opera-  That  it  is  for  the  Patent  Office  to 
tion,  or  in  their  nature  or  operation  judge  whether  inventions  are  separate 
connected  together,  then  ordinarily  a  and  distinct,  see  Ex  parte  Bancroft 
division  should  not  be  required."  (1881),  20  0.  G.  1893. 

That  distinct  inventions  can  be  joined         That  separate  and  independent  in- 

if  one  is  dependent  on  the  other,  see  ventions  cannot  be  joined,  see  Ex  parte 

ExparU  Hogan  (1879),  16  0.  G.  907.  Young  (1885),  88  0.  G.  1390  ;  Ex  parte 

That   distinct   inventions    are   not  Van  Matteson  (1883),  24  0.  G.  889  ; 

necessarily  independent,  see  Ex  parte  Ex  parte  Bancroft  (1881),   20  O.  G. 

Young  (1885),  88  O.  G.  1390.  1898  ;  EeparU  Hogan  (1879),  16  0.  G. 

That  devices  subserving  a  common  907  ;  Ex  parte  Law  (1877),  12  0.  G. 

end  and  contributing  to  a  unitary  re-  940;  ^parfeHowland(1877),  12  0.  G. 

suit  may  be  joined,  see  Ex  parU  Sol  889  ;  Ex  parU  Sol  Kuh  (1876),  10  0.  G. 

Knh  (1876),  10  0.  G.  587  ;  Ex  parte  587  ;   Ex  parU  Elbers  (1875),   12  0. 

ainton  &  Knowlton  (1876),  9  0.  G.  G.  2. 

249  ;  Ex  parte  Jopling  (1875),  8  0.  G.         .That  inventions  which  do  not  oo- 

1082.  operate,  or  depend  on  each  other  for 

That  devices  adapted  to  each  other,  their  operation,  cannot  be  joined,  see 
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Since  in  these  cases  the  dependent  invention  cannot  be  con- 
templated by  the  mind  as  complete  and  practically  operative 
unless  in  connection  with  the  other,  and  cannot  be  examined 
and  passed  upon  by  the  Patent  Office  without  inquiring  into 
and  determining  it«  limits  with  respect  to  the  other,  their 
joinder  is  not  inconsistent  with  the  division  of  duties  in  the 
Office,  though  the  spirit  of  its  regulations,  as  well  as  of  the 
law  itself,  still  demands  a  separate  patent  and  a  separate  ap- 
plication for  each  invention.  In  judging  of  inventions  with 
reference  to  this  general  rule,  their  dependency  or  independ- 
ency is  determined  by  the  scope  and  relation  of  the  concrete 
inventions,  not  by  the  unity  or  diversity  of  the  ideas  of  means 
as  they  were  developed  in  the  mind  of  the  inventor.^  That 
the  inventions  pertain  to  the  same  subject,  or  belong  to  the 
same  genus,  or  are  by  nature  adapted  to  a  common  use  should 

Ex  parte  Dieterich  (1877),  11  0.  6.  may  thus  be  predicable  of  either  or  both 

195.  of  the  conjoined  inventions,  —  the  in- 

That    inTentions  which   co-operate  vention  being  single  for  the  purposes 

neither  in  function  nor  result  cannot  of  an  appb'cation  or  a  patent  whenever 

be  joined,  see  Ex  parte  Westcott  (1876),  any  of  its  component  or  subordinate  or 

10  0.  G.  546.  resultant  arts  or  instruments  could  not 

That  independent  inventions,  whether  exist  as  operative  means  without  the 

arts  or  instruments,  cannot  be  joined,  others.    This  limitation  of  "insepara- 

see  JEe  parte  McDougall  (1880),  18  O.  Ijility"  serves  to  reconcile  with  each 

G.  130.  other  all  the  discordant  positions  which, 

In  examining  the  foregoing  cases,  by  their  too  comprehensive  language, 
or  any  others  upon  this  subject,  it  the  decisions  appear  to  have  maintained, 
should  be  borne  in  mind  that  inven-  ^  In  Ex  parte  Murray  (1878),  3 
tions  are  here  regarded  as  "inseper-  0.  G.  659,  Leggett,  Com.  :  (660)  "It 
able"  whenever  either  one  of  them  is  might  be  supposed,  because  the  incep- 
necessarily  dependent  on  the  other.  Hon  and  perfection  of  a  process  and  the 
A  product  which  can  be  created  only  product  to  be  treated  and  improved  by 
by  a  specific  process  is  "  inseparable  "  it,  or  of  a  machine  and  its  product,  are 
from  that  process,  although  the  process,  often  coi^oined  in  the  mind  of  the  in- 
being  capable  of  an  application  which  ventor,  that  in  this  is  to  be  found  a 
does  not  result  in  that  product,  is  not  reason  why  the  two  ought  to  bo  regarded 
"  inseparable  "  therefrom.  An  appara-  as  constituting  one  subject  of  invention 
tus  which  has  no  other  use  than  in  to  be  embraced  in  a  single  patent.  But 
performing  a  certain  art  may  also  be  this  is  not  the  proper  criterion  by  which 
"  inseparable  "  from  that  art,  whUe  the  to  judge  of  them.  The  inventions  are 
art  itself  may  be  entirely  separable  from  to  be  contemplated  when  completed, 
the  apparatus  and  as  easily  performed  and  if  they  are  then  distinct,  it  is  im- 
by  many  others.  "  Inseparability  "  or  material  how  intimately  they  may  have 
"  dependence,"  as  a  ground  of  joinder,  been  blended  in  their  production." 
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any  one  desire  so  to  employ  them,  does  not  constitute  such 
dependence  as  to  justify  their  joinder.®  But  where  the  ulti- 
mate end  for  which  one  was  created  cannot  be  reached  with- 
out the  employment  of  the  other,  or  where  the  operation  of 
the  one  results  in  the  production  of  the  other,  or  where  the 
use  of  one  involves  the  concurrent  or  co-operating  use  of  all 
the  rest,  or  where  one  is  generic  and  the  other  a  particular 
species  of  that  genus,^  this  dependence  exists  and  the  inven- 
tions may  be  joined. 

'  That  distinct  inventions  cannot  be  particular  species  illnstratiye  or  typical 

joined  thoagh  they  pertain  to  the  same  of  the  genus." 

things,    see   Ex  parte  Van    Matteson         In  Ex  parte  Kook  (1879),  16  0.  Q. 

(1883),  24  0.  G.  389  ;  ExparU  Hamil-  543,  Paine,  Com. :  (544)  **  While  it  is 

ton  (1877),  13  O.  G.  122.  easy  to  distinguish  theoretically  between 

That  distinct  inventions  cannot  be  those  cases  in  which  several  different 

joined,  thoagh  they  belong  to  the  same  forms  constitute  different  species  of  one 

genus,   see  Ex  parte  Stow   (1873),  8  genus  and  those  in  which  they  consti- 

O.  G.  322.  tate  only  a  single  species,  the  practical 

That  the  capability  of  use  by  appli-  discrimination  between  the  two  classes 

cation  to  some  outside  article  does  not  of  cases  is  not  always  easy.    The  prin- 

warrant  a  joinder  where  there  is  no  ciple  is  this  :  When  the  different  fonns 

mutual  dependence  and  intercommuni-  are  such  that  the  substitution  of  one  for 

cation,  see  Ex  parte  Law   (1877),   12  another  involves  invention,  the  differ- 

O.  G.  940.  ences  are  patentable,  and  the  several 

^  In  j^ajfMcrteEent  (1880),  17  0.  G.  forms    constitute   different   species   of 

686,  Doolittle,  Act  Com.  :  (686)  "It  the  genus,  all  subject  to  one  generic 

is  true  that  a  discoverer  of  a  genus  in  patent,  but  each  legally  patentable  in 

mechanics  is  entitled  to  a  Claim  in  a  a  distinct  and  specific  patent.     On  the 

patent  co-extensive  with  the  genus,  and  other  hand,  when  the  substitution  of 

to   which    all  subsequent   Claims    for  one  for  the  other  involves  no  invention, 

species  of  that  genus  must  be  subordi-  but  only  mechanical  skill,  the  differ^ 

nate.    As  each  genus,  however,  consti-  ences  are  not  patentable,  and  the  forms 

tutes  a  separate  invention,  but  one  can  do  not  constitute  several  species  of  the 

be  claimed  in  the  same  application.    A  genus,  bat  are  all  modifications  of  a 

genus  is  defiued  as  '  a  precisely  defined  single  species." 

and  exactly  divided  class,'  and  as  *an  In  Ex  parte  Howland  (1877),  12 
assemblage  of  species  possessing  certain  O.  G.  889,  Doolittle,  Act.  Com.  :  (889) 
characteristics  in  common,'  but  not  as  "It  may  be  stated,  in  brief,  that  when- 
including  different  classes  of  objects  ever  a  generic  Claim  can  be  predicated 
having  simply  general  resemblances  and  which  b  good  in  view  of  the  state  of  the 
functions  ;  and  in  a  Claim  for  a  genus  art,  and  which  will  include  the  modifi- 
those  common  characteristics  must  be  cations  or  specific  devices  described  or 
distinctly  pointed  out.  .  •  .  In  addition  exhibited  in  the  drawings,  then  these 
to  a  gpneric  Claim,  one  who  has  in-  may  all  be  retained  in  a  single  applica- 
vented  the  genua  may,  under  the  estab-  tion'^;  for  it  is  manifest,  from  the  fact 
lished  practice  of  the  Office,  claim  a  that  the  Claim  applies  with  equal  apti- 
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§  472.   Joinder  of  InTentioiiB :  CombinatloiiB :  Bab-comblnationB : 
Elements. 

Out  of  the  application  of  these  general  rules  to  the  various 
classes  of  inventions  have  grown  certain  special  rules  bj 
which  the  joinder  of  two  or  more  inventions  of  the  same 
class  or  of  different  classes  is  also  governed.  Before  discuss- 
ing those  special  rules,  however,  a  peculiar  doctrine  relating 
to  combinations,  which  are  found  in  all  these  classes,  may 
properly  be  stated.  A  combination,  its  sub-combinations,  and 
the  elements  of  which  each  sub-combination  is  composed  are 
dependent  inventions  whenever  such  elements  and  sub-com- 
binations are  considered  in  reference  to  the  principal  com- 
bination in  which  all  unite.  Although  this  principal  combi- 
nation is  a  true  invention,  distinct  in  law  as  well  as  in  fact 
from  all  the  subordinate  inventions  which  enter  into  it,  no  idea 
of  it  can  be  formed  in  the  mind,  no  embodiment  of  that  idea 
can  be  made  practically  operative  in  the  arts,  and  no  examina- 
tion as  to  its  novelty  or  utility  can  take  place  in  the  Patent  Of- 
fice, without  embracing  in  this  idea,  in  its  embodiment,  and  in 
this  examination  each  of  the  elements  and  sub-combinations  of 
which  it  consists.  Hence,  whenever  any  of  these  sub-combina- 
tions or  their  elements  have  been  invented  by  the  inventor  of 
the  principal  combination  and  have  not  been  previously  pat- 
ented in  this  country,  they  may  be  joined  in  one  application 

tade  to  each,  that  there  are  generic  le  0.  G.  630  ;  Expa/rU  Cowper  (1879), 

features  of  identity  which  indicate  the  16  O.  G.  499. 

same  basis  of  invention.    On  the  other         That  two  or  more  distinct  species 

hand,  where  no  Claim  of  the  character  nnder  the  same  genus  cannot  be  joined, 

indicated  can  be  maintained,  it  is  equally  see  Ex  parte  Ewart  (1880),  17  0.  G. 

true  that  there  is  such  diversity  as  wiU  448  ;  Expoaie  Heaton  (1879),  15  0.  G. 

require  a  division  of  the  application  ;  1054 ;   Ex  parU  Dinkelbilher  (1879), 

this   restriction    being    pureued    until  16  0.  G.  810  ; -Ec  parte  Cowper  (1879), 

the  matter  retained  in  any  single  case  16    0.   G.    499 ;   Ex  parte    Morrison 

can  be  safely  said  to  relate  to  but  one  (1879),  16  O.  G.  359. 
invention,  or,  in  other  words,  can  be         That  two  distinct  species  under  the 

contained  in  the  broadest   patentable  same  genus,  if  requiring  different  in- 

Claim  that  is  capable  of  being  drawn  ventive  acts,  cannot  be  joined,  though  aU 

to  it' "  will  be  covered  by  a  piJtent  for  the  genus. 

Further,   that  a  generic  invention  see  Ex  parte  Kook  (1879),  16  O.  G.  543. 
and  one  species  under  the  genus  may         For  an  excellent  discussion  of  joinder 

be  joined,  see  Ex  parte  Heaton  (1879),  and  kindred  subjects,  see  ExparU  Herr, 

15  0.  G.  1054  ;  ExparU  Smith  (1879),  (1887),  41  0.  G.  463. 
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with  the  principal  combination.^  And  this  is  equally  true 
whether  these  elements  and  sub-combinations  are,  in  their  own 
nature  as  separately  considered,  similar  or  dissimilar  to  each 
other  either  in  name,  in  class,  or  in  mode  of  operation.  This 
doctrine  applies,  however,  only  to  cases  where  the  principal 
combination  is  itself  the  subject-matter  of  the  application. 
It  is  this  combination  which  constitutes  the  link  between  the 
different  .sub-combinations  and  their  elements,  and  thus  forms 
the  ground  of  their  dependence  on  each  other.  Apart  from 
this  combination  these  subordinate  members  may  or  may 
not  be  wholly  independent  of  one  another,  and  may  be  joined 
or  not  joined  according  to  the  rules  which  govern  simple  in- 
ventions of  their  peculiar  class.^  Different  combinations  of 
the  same  group  of  elements,  combinations  of  one  or  more 

§472.  ^  In   Stevens    v.    Pritchard  inventions  in  one  application  are  as  good 

(1876),  2  Bann.  &  A.  890,  Clifford,  J.  :  as  if  made  in  several  applications ;  but 

(890)    "Cases  arise  where  a  patentee,  the  Claims  mnst  be  separate,   and  it 

having  invented  a  new  and  nsefal  com-  wonld  follow  that  if  the  patentee,  by 

bination,  consisting  of  several  elements,  inadvertence,     accident,    or    mistake, 

which  in  combination  compose  an  organ-  should  fail  to  claim  any  one  of  the  de- 

ized  machine,  also  claims  to  have  in-  scribed  combinations,   he   might   sur- 

vented  new  and  useful  inventions,  con-  render  the  original  patent,  and  have  a 

sistiug  of  fewer  members  of  the  same  re-issue  not  only  for  the  combinations 

elements  ;  and  in  such  cases  the  law  is  claimed  in   the  original   specification, 

well  settled  that,  if  the  several  combi-  but  for  any  which  were  so  omitted  in 

nations  are  new  and  useful,  and  will  the  Claims  of  the  original  patent."    4 

severally  produce  new  and  useful  results,  Clifford,  417  (418);  10  0.  G.  505  (505). 

the  inventor  is  entitled  to  a  patent  for  See  also  Banks  v.  Snediker  (1880),  17 

the  several  combinations,  provided  he  0.  Q.  508  ;   Gill  v.  Wells  (1874),  22 

complies  with  the  requirements  of  the  Wall.  1 ;  6  0.  G.  881. 

patent  act,  and  files  in  the  Patent  Office  That  the  elements  of  a  combination 

a  written  description  of  each  of  the  al-  may  be  joined  with  it  unless  they  have 

leged  new  and  useful  combinations,  and  become  known  in  the  arts  as  separate  in- 

of  the  manner  of  making,  constructing,  ventions  and  possess  utility  in  other  re- 

and  using  the  several  inventions.     He  lations,  see  J^  parte  SarteU  (1888),  42 

may,  if  he  sees  fit,  give  the  description  O.  G.  295. 

of  the  several  combinations  in  one  speci-  That  elements  already  in  general  use 

fication,  and  in  that  event  he  can  secure  in  other  connections  cannot  be  joined 

the  full  benefit  of  the  exclusive  right  to  with  the  combination,  see  Ex  parte  La 

each  of  the  several  inventions  by  sepa-  Borde  (1888),  44  0.  G.  700. 

rate  Claims,  referring  to  the  specification  '  That  aggregated  devices  cannot  be 

for  the  description  of  the  inventions,  joined   unless   the   joinder  would   be 

without  the  necessity  of  filing  separate  proper  when  they  are  considered  as  dis- 

applications  for  each  of  the  inventions,  tinct  inventions,  see  Ex  parte  Cardwell 

Separate  descriptions  of  the  respective  (1878),  15  0.  G.  298. 
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elements  with  several  different  groups  of  additional  ele- 
ments,^ a  single  element  and  several  different  combinations 
into  which  it  enters,  a  combination  and  distinct  improvements 
in  its  different  elements  not  affecting  the  operation  of  the 
combination  as  a  whole,  one  improvement  in  one  element  and 
another  improvement  in  a  different  element,^  —  all  these  are 
also,  for  the  same  reason,  outside  this  peculiar  doctrine.  An 
application  in  which  such  a  joinder  should  be  made  would 
embrace  no  separate  subject-matter  which  could  bring  them 
into  relations  of  dependence.  Whenever,  therefore,  they  are 
capable  of  being  joined  in  any  application  which  does  not 
embrace  the  principal  combination,  it  must  be  on  the  ground 
that  they  are  in  their  own  nature  dependent  on  each  other 
and  mutually  contribute  to  produce  a  single  result,  —  a  state 
of  facts  which  allows  their  joinder  under  the  general  rule. 

§  473.    Joinder  of  Inventioiis  :  Arts :  Apparatmi :  Product. 

The  special  rules  which  govern  the  joinder  of  arts  or  pro- 
cesses with  each  other  or  with  related  inventions  of  a  differ- 
ent class,  are  more  stringent  in  the  Patent  Office  than  in  the 
courts.  The  decisions  of  the  courts  permit  two  processes  to 
be  covered  by  one  patent  when  they  are  so  related  to  each 
other  that  they  are  capable  of  being  used  for  the  attainment 
of  a  common  end.  They  also  allow  a  process  to  be  embraced 
in  the  same  patent  with  the  apparatus  by  which  it  is  per- 
formed and  the  product  in  which  it  results,  where  all  originate 
in  the  inventive  genius  of  the  same  inventor,  although  the 
process,  the  apparatus,  and  the  product  are  so  far  separable 
from  each  other  that  the  process  might  be  otherwise  per- 
formed, the  apparatus  otherwise  employed,  and  the  product 
otherwise  produced.^    But  in  the  Patent  Office  arts  cannot  be 

*  That  different  oombmations  of  the  That  a  Claim  for  a  process  cannot  be 

nine  elements  cannot  be  joined,  nor  joined  with  a  Claim  for  a  machine  where 

combinations  of  the  same  invention  with  the  process  consists  in  the  operation  of 

different  elements,  see  &jEKif<0  Shepard  the  machine,  there  being  in  such  case 

(1872),  8  0.  Q.  522.  bnt  one  invention,  viz:  the  machine,  see 

«  See  S  478  and  notes,  pod.  Gage  v.  Kellogg  (1885),  28  Fed.  Rep. 

§  478.  1  That  the  statute  aUows  the  891 ;  82  0.  G.  881. 

joinder  of  Claims  for  an  art  and  its  ap-  In  United  States  v.  Butterworth  (1884) 

pantos,  see  Ex  parU  Tonng  (1885),  88  27  0.  G.  717,  it  is  doubted  whether  the 

0.  G.  1890.  process  performed  by  apparatus  can  be 
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joined  merely  because  they  relate  to  the  same  subject,  or  can 

be  used  for  the  promotion  of  a  single  ultimate  result.    Either, 
one  must  be  in  its  own  nature  dependent  on  the  other,  or  taken 

together  they  must  constitute  a  combination-process  which 

is  also  made  the  subject-matter  of  the  application.^    Nor  can 
a  process  be  joined  with  the  apparatus  that  performs  it,^  nor 

patented  as  a  aeparate  invention  from  tion  is  a  well-settled  one,  and  is  alike 
the  apparatus.  Thisdoabtmust  be  solved  applicable  whether  such  inventions  be 
in  the  affirmative,  if  the  process  can  be  improvements  in  processes  or  in  ma- 
performed  by  other  apparatus  or  the  ap-  chinery.  .  .  .  Each  of  the  several  'acts' 
paratus  can  be  used  for  other  purposes  ;  of  '  the  series  of  acts '  constituting  the 
in  the  negative,  if  they  are  so  related  process  may  be  capable  of  performing 
that  the  process  is  the  function  of  this  separately  its  own  peculiar  function,  and 
apparatus  and  of  this  apparatus  only.  may  be  used  independently  of  the  others; 
That  one  patent  may  cover  the  process  but  if  together  they  co-act  in  producing 
and  another  the  apparatus,  see  Philips  the  final  result  they  may  be  joined  in  a 
V.  Eochert  (1887),  40  0.  G.  1841 ;  81  single  application.     In  such  a  case  a 
Fed.   Rep.  89  ;    Tilghman   v.    Proctor  Claim  can  be  made  to  the  process  as  an 
(1880),  102  U.  8.  707  ;  19  0.  G.  859  ;  entirety,  and  separate  Claims  can  also  be 
Cochrane  v,  Deener  (1876)  94  XT.   S.  made  to  the  sub-processes  which  go  to 
780  ;  11  0.  G.  687;  Corning  v.  Burden  make  up  the  same.    So,  also,  where  one 
(1858),  15  How.  252.  has  discovered  that  a  desired  result  can 
That  a  process  and  its  product  may  be  attained  by  a  process  consisting  of  a 
be  joined,  see  Sewall  v.  Jones  (1875),  91  series  of  steps  or  acts,  and  that  certain 
U.   S.    171  ;   9  0.  G.   47  ;  MerriU  v,  of  the  steps  in  such  process  may  be  re- 
Yeomans  (1874),  5  0.  G.  267  ;  Holmes,  placed  by  others  which  wiU  operate  in 
881 ;  1  Bann.  &  A,    47  ;  Goodyear  v.  an  equivalent  manner  in  attaining  the 
Providence  Rubber  Co.  (1864),  2  Fisher,  same  end,  these  several  modifications 
499  ;  2  Clifford,  85L  can  be  embraced  in  one  application,  for 
That  a  process  and  its  product  may  be  they  cannot  be  regarded  as  distinct  in* 
joined  if  the  specification  shows  that  the  ventions.    In  such  case  the  applicant 
inventor  had  both  results  in  his  mind,  would  be  entitled  to  a  broad  or  generic 
see  Welling  v.  Rubber  Coated  Harness  Claim,  which  would  include  all  the  modi- 
Trimming  Co.  (1875),  2  Bann.  &  A.  1 ;  fications,  and  would  also  be  aUowed  to 
7  0.  G.  608.  claim  separately  any  one  of  these  modi- 
»        That  if  a  process  and  product  are  fications  or  species." 
I  joined  each  must  be  fully  described,  see  That    several    processes   cannot   be 
I  Eelleher  v.  Darling  (1878),  4  Clifford,  jcnned  merely  because  they  relate  to  the 
'  424 ;  14  0.  G.  673  ;  8  Bann.  &  A.  488.  same  subject,  see  Sx  parte  McDougall 
That  processes  and  their  products  are  (1880),  18  0.  G.  180. 
to  be  joined  or  not  as  the  Patent  Office  *  That  a  process  and  its  apparatus 
may   decide,    see    Goodyear   v.    Wait  cannot  be  joined,  see  &  parte  Hen 
(1867),  3  Fisher,  242  ;  5  Blatch.  468.  (1887),  41  O.  G.  468. 

^  In  ^  parte  McDougall  (1880),  18  That  the  process  and  the  apparatus 

0.  G.  130,  Marble,  Com.  :  (181)  *'  The  that  performs  it  may  be  joined,  though 

rule  that  several   distinct   inventions  other  apparatus  will  perform  it,  if  the 

cannot  be  included  in  a  single  applica-  apparatus  is  inseparable  from  the  process 

§473 
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either  of  these  with  the  product  in  which  thej  result,  unless 
they  are  to  such  an  extent  inseparable  that  the  existence  of 
some  one  of  them  is  dependent  upon  that  of  the  others.^ 

and  cannot  be  used  except  in  perfoiming  which  can  do  nothing  except  perform  a 

the  process,  see  Ex  parte  Tyne  (1880),  specific  process  is  inseparable  from  that 

17  0.  G.  56.  process,  though  the  process  may  not  be 

That  a  process,  the  apparatus,  and  inseparable  from  the  apparatus  ;  and  if 

the  product  can  be  joined  if  inseparable,  the  jirocess  and  apparatus  are  both  new 

not   otherwise,   see    E»  parte    Dailey  inventions  they  may  be  joined  in  one  ap- 

(1877),  13  0.  G.  228.  plication,  not  on  the  ground  that  the 

In  Ex  parte  Simonds  (1888)  44  0.  G.  process  is  the  function  of  the  apparatus, 
445,  it  is  held  that  where  the  process  but  because  the  apparatus  cannot  be  in- 
and  the  apparatus  are  inseparable  the  Tented,  examined,  nor  adjudged  apart 
former  must  be  the  mere  function  of  from  the  single  process  it  performs, 
the  latter.  This  is  true  where  the  pro-  «  In  Ex  parU  Tyne  (1880),  17  0.  G. 
cess  can  be  performed  only  by  the  appa-  56,  Doolittle,  Com.  :  (56)  "  It  is  a 
latus  in  question,  not  where  other  settled  practice  of  the  Office  that  a  pro- 
apparatus  can  be  employed  in  the  pro-  cess  and  its  product  or  a  machine  and  its 
cess,  although  the  apparatus  in  question,  product  may  be  united  in  the  same  ap- 
being  capable  of  no  other  use  than  in  plication  and  patent  when  the  product 
this  process,  may  be  truly  inseparable  is  the  necessary  result  of  the  process  or 
therefrom.  machine,  and  can  only  be  produced  in 

That  an  art  and  its  apparatus  cannot  that  way,  or  where  distinct  machines 
be  joined  in  one  patent,  being  separable  are  associated  and  are  necessary  to  pro- 
inventions  wherever  the  art  is  not  the  dnce  a  single  result  The  connection, 
mere  function  of  the  apparatus,  see  jEe  in  aU  cases,  between  the  means  and  re- 
paid Blythe  (1884),  80  0.  G.  1321.  suit  must  be  inseparable.  Ex  parte 
But  see  preceding  case  and  remarks.  Cobb,  16  O.  G.  175  ;  Wintherlich,   16 

Where  a  process  can  be  performed  by  O.  G.  404;   16  0.    G.    808.      Now  a 

different  apparatus  it  is  a  separate  pat-  mechanical  process,  which  is  only  an- 

entable  entity  from  the  apparatus  which  other  name  for  an  art,  is  inseparable 

|ierforms  it,  and  therefore  must  be  sepa-  from  the  means  by  which  it  is  operated, 

rately  patentable.      But  it  does  not  fol-  These  means  may  vary,  but  if  the  same 

low  from  this  that  if  any  one  appara-  improvement  in  the  art  is  produced  in 

tus  can  be  used  for  no  other  purpose  substantially  the  same  way  the  different 

than  the  performance  of  this  process,  means  are  necessarily  equivalents,  just 

'  the  process  is  the  mere  function  of  such  as  two  machines  producing  the  same 

apparatus,  and  consequently  not  a  pat-  product  in  substantially  the  same  way 

entable  art.     Every  process  may  be  re-  are  equivalents.    And  it  is  no  objection 

garded  as  a  function  in  its  relation  to  to  joinder  in  the  same  application  of 

the  apparatus  which  performs  it,  though  inseparably  connected  distinct  inven- 

it  be  a  means  in  its  relation  to  the  ob-  tions  that  some  other  equivalent  inven- 

ject  acted  on,  and  where  it  is  capable  of  tion  may  be  substituted  in  place  of  one 

existence  apart  from  one  specific  appa-  of  the  former." 

ratus,  t.  e.  where  it  can  be  performed  by         In  Ex  parte  Murray  (1878),  8  0.  G. 

various  apparatus,  it  is  a  separately  pat-  659,  Leggett,  Com.  :  (660)  "  A  machine 

entable  invention.     But  an  apparatus  is  a  distinct  subject  of  invention,  and 

§473 
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Thus  a  process  may  be  joined  with  its  inevitable  product  or 
with  the  apparatus  by  which  alone  it  can  be  performed,  or  a 
product  may  be  joined  with  the  process  on  which  it  depends 
for  its  production,  or  an  apparatus  with  the  process  whose 
performance  constitutes  the  sole  method  in  which  it  can  be 
used;  and  when  either  the  process  or  the  apparatus  or  the 
product  are  so  connected  with  the  other  two  that  its  exist- 
ence as  a  concrete  invention  is  derived  from,  or  results  in, 
theirs  an  application  for  a  patent  for  the  former  may  include 
the  others  also. 

§  474.  Joinder  of  ZnTentions  :  MachinM  :  ProoesBes :  Products. 
A  similar  difference  between  the  Patent  Office  and  the 
courts  obtains  in  reference  to  the  rules  relating  to  the  joinder 
of  machines.  Under  the  decisions  of  the  courts,  two  machines 
can  be  covered  by  one  patent  whenever  they  are  kindred  in 
their  nature  and  capable  of  a  connected  use  toward  a  common 

its  product,  or  the  article  which  it  is  takes  in  the  issue  of  patents,  requires 
employed  to  make,  is  another  distinct  that  processes,  machines,  and  their  pro- 
subject  of  inrention,  if  new  in  itself,  ducts  be  presented  for  patent  in  separate 
They   are  classified  separately  in  the  applications." 

portfolios  of  the  Office,  and  require  sep-        That  a  product  and  process  may  be 

arate  examinations,  and  to  grant  both  joined,  see  Ex  parte  Stow  (1878),  8  0. 

in  the  same  patent  complicates  and  in-  G.  822. 

creases  the  work  of  examiners  and  That  where  a  process  and  its  product 
greatly  augments  the  danger  of  making  are  inseparable,  and  the  sub-process  and 
mistakes  and  improperly  duplicating  its  product  are  also  inseparable,  all  may 
patents.  .  .  .  The  same  is  true  of  a  be  joined,  and  if  these  constitute  a  gen- 
process  and  the  article  produced  by  it.  eric  invention,  one  species  under  the 
The  two  are  entirely  independent.  The  genus  may  be  added,  see  Ex  parte  Du 
process  may  be  new  and  the  product  Hotay  (1879),  16  0.  6.  1002. 
old,  or  both  may  be  new,  and  yet  the  That  a  process  and  product  cannot 
product  be  capable  of  being  produced  by  be  joined  unless  inseparable,  see  Ex 
other  processes.  .  .  .  Notwithstanding  parU  O'Neill  (1879),  16  0.  G.  1049. 
the  precedents  which  exist,  and  admit-  That  where  a  process  and  product  are 
ting  that  such  a  practice  as  they  indicate,  inseparable  they  should  be  joined,  see 
if  not  strictly  correct,  is  not  fatal  to  the  Ex  parU  Young  (1885),  83  O.  G.  1390  ; 
validity  of  patents,  I  think  the  time  has  Ex  parte  O'Neill  (1879),  16  0.  G. 
come  when,  leaving  out  of  consideration  1049. 

the  perspicuity  of  the  patents  them-         That  a  process  and  a  product  which 
selves,  and  the  revenue  to  be  derived  requires  another  process  to  complete  it 
under  the  law  for  examinations,  a  proper  cannot  be  joined,  see  Ex  parte  Cham- 
classification  in  the  Office,  so  as  to  fa.  berlin  (1874),  6  0.  G.  544. 
cilitate  examinations  and  prevent  mis- 
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end.^  Machines  and  their  integral  parts,  or  a  machine  and 
the  product  in  which  its  use  results,  or  a  machine  and  the 
process  it  performs,  are  also  proper  subjects-matter  for  a  single 
patent.2  ^he  Patent  OflSce  rules,  however,  require  a  separate 
application  for  each  machine  unless  one  cannot  be  contem- 
plated as  an  operative  instrument  without  the  other,  or  unless 
they  constitute  the  elements  or  sub-combinations  of  a  prin- 
cipal machine  which  is  also  the  subject-matter  of  the  applica- 
tion.' A  machine  and  its  product,  a  machine  and  its  process, 
or  a  machine  with  both  its  process  and  its  product,  may 
be  joined  when  either  one  cannot  exist  as  a  concrete  and 
practical  invention  without  the  others.^ 

§  474.  ^  That  two  distinct  machines  ented,  its  process  and  prodnct  may  be 

cannot   be  joined,   see    Root   v.   Ball  separately  patented  at  any  subsequent 

(1846),  4  McLean,  177  ;  2  Robb,  513.  period  unless  barred  by  two  years'  pub- 

That  machines  capable  of  a  common  lie  use,  see  McKay  v.  Dibert  (1881),  19 

use  may  be  joined,  see  Wyeth  v.  Stone  0.  G.  1851  ;  5  Fed.  Rep.   587.     But 

(1840).  1  Story,  273  ;  2  Robb^  23.  see  McKay  v.  Jackman  (1882),  12  Fed. 

*  That  a  machine  and  its  integral  Rep.  615 ;  20  Blatch.  466  ;  22  O.  G. 

parts  may  be  joined,  see  Wheeler  v.  85. 

McCormick  (1873),   4  0.  G.  692  ;  11  *  That  subordinate  devices  may  be 

Blatch.  334  ;   6  Fisher,  551 ;   Foss  v.  joined  with  the  principal  device,  see 

Herbert  (1856),  1  BisseU,  121  ;  2  Fish-  Ex  parU  Bigelow  (1878),   13    0.   G. 

er,  31.  913. 

That  the  parts  may  be  separately  That  all  parts  of  a  machine  which 

patented,  see  Jones  v.  SewaU  (1873),  co-operate  to  produce  a  single  result  may 

3  O.  G.  630  ;  6  Fisher,  343  ;  3  Clifford,  be  joined,  see  Ex  parte  Cauhape  (1880), 
563  ;   Wheeler  v,  McCormick  (1878),  17  O.  G.  327. 

4  0.  G.  692  ;  11  Blatch.  334 ;  6  Fish-  That  where  two  machines  together 
er,  551.  produce  a  result  which  they  could  not 

That  if  the  parts  are  separately  pat-  separately  produce  they  may  be  joined, 

ented,  each  patent  may  describe  the  see  Burke  v.  Partridge  (1878),  58  N.  H. 

whole,   see  McMUlin  v.   Bees  (1880),  349;  Ex  parU  Lones  (1878),  4  O.  G. 

1  Fed.  Rep.   722  ;  17  0.  G.   1222  ;  6  582. 
Bann.  &  A.  269.  That  machines  used  as  elements  of  a 

That  where  the  product  of  a  ma-  combination  may  be  joined,  see  Ex  parte 

chine  is  new  it  may  be  claimed  in  a  Holub  (1880),  17  0.  G.  854;  Ex  parte 

patent  for  the  machine,  see  Excelsior  Shippen  (1875),  8  0.  G.  727. 
Needle  Co.  v.  Union  Needle  Co.  (1885),         ^  In  Ex  parU  Bancroft  (1881),   20 

32  Fed.  Rep.  221.  0.    G.    1893,    Marble,    Com.  :   (1894) 

That  a  machine,   its   process,  and  "  Various  opinions  have  been  expressed 

product  are  separately  patentable,  see  by  my  predeceasora  as  to  what  consti- 

McKay  v.  Dibert   (1881),    19    0.   G.  tutes  a  single  invention  or  discovery. 

1351  ;  5  Fed.  Rep.  587.  It  has  been  held,  and  as  I  think  prop. 

That  a  machine  having  been  pat-  erly,  that  a  die  and  its  product,  a  [)io- 
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§  475.    Joinder  of  Inventions :    Manuf aoturea :    Proceaaea  :    Ap- 
paratua.  ^ 

The  courts  permit  two  manufactures  to  be  joined  whenever 
they  are  appropriate  for  use  in  the  same  article  to  serve  a 
common  purpose,  or  when  they  stand  to  each  other  in  the 
relation  of  a  combination  and  its  elements,  or  when  they  are 
the  elements  of  a  combination  which  is  itself  embraced  in 
the  same  patent.  When  any  new  manufacture  is  the  result 
of  a  new  process,  or  is  made  by  a  new  machine,  these  also 
may  be  joined,  although  the  manufacture  might  be  otherwise 
produced.  The  Patent  OflSce,  however,  applies  here  the  same 
restrictions  as  in  the  cases  of  a  process  or  machine.  One  of 
the  two  manufactures  must  be  intrinsically  dependent  upon  the 
other  and  co-operate  with  it  to  some  unitary  result,  or  one 
must  represent  the  genus  of  which  the  other  is  a  species,  or 

cess  and  its  product,  tbe  different  parts  so  embraced  only  becanse  they  help  to 
of  the  same  machine  co-operating  to  make  np  one  entire  whole.  In  all  the 
produce  a  unitary  result,  and  a  machine  ca.ses  decided  by  my  predecessors  which 
and  its  product  are  respectively  some-  I  have  been  able  to  find,  the  idea  of  a 
times  one  and  the  same  invention,  and  single  invention  was  always  kept  in 
therefore  may  be  included  in  the  same  view.  Different  opinions  have  been 
patent.  The  true  rule  in  the  latter  expressed  as  to  what  constitutes  a 
case,  I  think,  was  properly  stated  by  single  invention  ;  but  I  have  been  nn- 
my  predecessor,  Mr.  Commissioner  Paine,  able  to  find  that  it  has  been  held  that 
in  the  case  of  Ex  parte  Wintherlich  (16  two  distinct  and  independent  inventions 
O.  G.  404),  as  follows  :  '  If  the  machine  can  be  embraced  in  one  patent." 
and  the  manufacture  are  so  related  that  That  a  machine  and  its  produr't  can- 
the  former  cannot  operate  without  pro-  not  be  joined,  see  Ex  parte  Murray 
ducing  the  latter,  and  the  latter  can  (1873),  8  0.  G.  659. 
only  be  produced  by  the  former,  both  That  a  machine  and  its  product  can- 
may  be  united  in  one  patent ;  but  this  not  be  joined  unless  they  are  insepar* 
is  an  exception  to  the  general  rule,  able,  see  Ex  parte  Wintherlich  (1879), 
which  forbids  the  joinder  of  the  ma-  16  0.  G.  404,  808. 
chine  and  its  product  in  one  applica-  That  when  the  machine  and  its  pro- 
tion.'  The  rule  above  stated  also  applies  duct  are  so  related  that  the  former  can- 
in  the  case  of  a  die  and  its  product  or  a  not  operate  without  producing  the  lat- 
process  and  its  product.  It  is  only  ter,  and  the  latter  can  only  be  produced 
when  the  product  can  be  produced  by  by  the  former,  they  can  be  joined,  see 
the  die  or  the  process  that  the  die  and  Ex  parte  Wintherlich  (1879),  16  O.  G. 
its  product  or  the  process  and  its  pro-  404,  808. 

duct  can  be  considered  one  and  the         That  if  the  product  can  be  made 

same  invention.     In  a  case  where  dif-  only  by  the  machine  they  may  be  joined, 

ferent  parts  of  a  machine  may  be  em-  see  Ex  parte  Cobb  (1879),  16  0.  G. 

braced  in  the  same  patent  they  may  be  175. 


CH.  I.]  OP  THE  GRANT  OP  LETTERS-PATENT.  65 

they  must  be  members  of  a  combination  which  is  covered  by  the 
same  application.^  The  manufacture  and  the  process  or  the 
machine  which  produces  it  must  be  inseparable  as  concrete 
inventions ;  so  that  either,  on  one  hand,  the  manufacture 
implies  the  process  or  machine,  or,  on  the  other  hand,  the 
process  or  machine  implies  the  manufacture,  and  the  inves- 
tigation of  the  one  thus  necessarily  involves  that  of  the 
otiier.^ 

§  476.   Joinder  of  Zmrentlons  :  Composltiomi ;  IngredientB  :  Txo- 
oasses:  Apparatwi. 

Compositions  of  matter  are  subject  to  the  same  rules  as 
manufactures,  both  in  the  Patent  Office  and  before  the  courts. 
When  wholly  independent  they  cannot  be  joined ;  when  capa- 
ble of  co-operating  to  a  common  end  the  courts  sanction  their 
joinder,  although  the  rules  of  the  Patent  Office  forbid  it  un* 
less  one  is  dependent  on  the  other  and  their  co-operation  is 
inevitable.^  As  every  composition  is  a  true  combination, 
its  elements  and  sub-combinations  may  be  joined  with  it  in 
an  application  for  a  patent ;  ^  and  where  it  stands  toward  a 
process  or  machine  in  the  relation  of  a  product,  the  courts 
permit  it  to  be  joined  with  them  as  in  the  case  of  any  other 
product,  while  the  Office  limits  such  a  joinder  to  instances 
in  which  the  composition  and  machine  or  process  are  in- 
separable.' 

§  477.   Joinder  of  InTantlons  :  Designs. 

Owing  to  the  peculiar  character  and  functions  of  a  design, 
it  is  scarcely  conceivable  that  any  two  designs  could  be  de- 

§  475.  1  That  a  nuuiitiactiire   may  (1879),  16  0.  G.  682.    This  is  not  tnie 

he  joined  with  a  eombtnation  into  which  where  one  composition  is  a  sub-combina- 

it  enters,  see  Ex  parte  Adams  (1878),  tton  of  the  other. 
8  O.  Q.  150.  >  That  the  joinder  of  Claims  for  the 

*  See  notes  in  {§  478, 474,  anUe^  as  to  associations  of  ingredients  in  a  compo- 

joinder   of  product  with  processes  or  sition  is  proper,  if  they  contribute  to 

machines.  the  single  lesalt  and  are  not  in  different 

§  476.  1  That  two  oomposittons  can-  classes,  see  Sx  parte  Hentz  (1884),  26 

not  he  joined  where  one  contains  all  the  0.  Q.  487. 

ingredients  of  the  other  with  additional         *  See  §|  478,  474,  and  notes,  ante^ 

ingredients,  see  £x  parte   lippincott  oovering  joinder  of  prodaet 

VOL.  n. 
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pendent  on  each  other  or  capable  of  acting  toward  a  common 
end  except  as  elements  in  a  combination ;  and  therefore  but 
one  separate  design  can  be  included  in  a  patent,  although 
where  several  subordinate  designs  unite  to  form  a  new  one 
the  application  for  a  patent  for  the  new  design  may  embrace 
all  the  elements  and  sub-combinations  of  which  it  consists.^ 
It  is  equally  foreign  to  the  idea  of  a  design  that  it  should  be 
dependent  on,  or  inseparably  connected  with,  those  qualities 
in  its  object  which  make  that  object  a  new  manufacture ;  and 
hence  although  the  object  be  the  same  it  cannot  be  protected 
by  one  patent  both  as  a  manufacture  and  as  a  design. 

§  478.    Joinder  of  Inventions  :  ImprovemantB. 

The  joinder  of  improvements  is  also  regarded  by  the  Patent 
Office  and  the  courts  from  different  points  of  view.  Two  im- 
provements may  be  related  either  directly  through  the  de- 
pendence of  one  upon  the  other  or  indirectly  through  their 
individual  dependence  upon  the  same  original  invention. 
Where  neither  of  these  relations  exists,  the  improvements 
cannot  be  joined.  Distinct  improvements  in  distinct  arts  or 
machines  are  as  independent  of  each  other  as  any  two  inven- 
tions of  the  same  class  can  ever  be,  and  all  the  rules,  both  of 
the  Office  and  the  courts,  require  for  each  of  these  a  separate 

§  477.  ^  That  the  joinder  of  designs  proper  in   the  courts   if  the    Patent 

is  governed  by  the  usual  mles,  see  Ex  Office  will  permit  it,   see   Dobson  v. 

parte  Patitz  (1888),  25  0.  G.  980.  Hartford  Carpet  Co.  (1885),   114  U.  S. 

That  two  independent  designs  can-  489  ;  81  0.  O.  787  ;   Ex  parte  Pope 

not  be  joined,  see  Sz  parte  Seattle  (1888)»  25  O.  O.  290  ;  jE^  parte  Beattie 

(1879),  16  0.  G.  266.  (1879),  16  0.  G.  267  ;  Ex  parU  Rogers 

That  the  capability  of  being  associ-  (1878),  18  0.  G.  596. 
ated  does  not  make  two  designs  depend-         That  in  the  Patent  Office  the  ele- 

ent,  see  Ex  parte  Patitz  (1888),  25  O.G.  ments  of  a  design  cannot  be  joined  with 

980.  the  design,  see  Ex  parte  Gerard  (1888), 

That  a  design  patent  can  corer  but  48  0.  G.  1285. 
one  design  and  such  modifications  of  it         That  in  an  application  for  a  design 

as  do  not  affect  its  identity,  aee  Ex  &  Claim  for  a  separable  part  of  it,  which 

parte  Gerard  (1888),  48  0.  G.  1240.  is  not  a  complete  design,   cannot  be 

That  sereral  aggregated  designs  can-  inserted,  see  Ex  parte  Pope  G^^X  25 

not  be  joined,  see  Ex  parte  Gerard  (1888),  0.  G.  290. 
48  0.  G.  1285.  That  the  relation  of  genus  and  species 

That  a  joinder  of  a  combination  does  not  exist  in  designs,  see  Ex  parte 

design   and   its   elemental   designs  is  Gerard  (1888),  48  0.  G.  1240. 
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application.^  But  two  improvements  in  the  same  art  or  ma- 
chine, though  as  improvements  merely  they  may  be  wholly 
independent  of  each  other,  are  so  connected  through  the 
original  invention  that  they  are  capable  of  serving  a  common 
end,  and  hence,  according  to  the  doctrine  of  the  courts,  may 
be  covered  by  the  same  patent  and  joined  in  the  same  appli- 
cation.^   An  improvement  in  a  given  art  or  machine  may  not, 

S  478.  ^  In  Emerson  V.  Hogg  (1845),  form  of  the  qnestion.    No  one  of  the 

2  Blatch.  1,  Betts,  J.  :  (7)  "In  Erans  cases  demanded  a  judgment  upon  the 

V.  Eaton  (8  Wheat.  454,  506),  and  in  specific  point.     In  Wyeth  v.  Stone  (1 

Barrett  v.  HaU  (1  Mason,  447,  475),  Story,    278,    292)    the   court    TCviews 

doubts  are  started  whether,  under  the  those  cases,  and  restricts  their  applica- 

general  Patent  Law,  improvements  on  tion  to  such  inventions  as  are  neces- 

different   machines    can   regularly    be  sarily  distinct  from  each  other,  and  not 

comprehended  in  the  same  patent,  so  contemplated  to  be  used  in  connection, 

as  to  give  a  right  to  the  exclusive  use  and  holds  that  a  patent  for  several  ma- 

of  the  several  machines  separately,  as  chines,  each  being  a  distinct  and  inde- 

well  as  a  right  to  the  exclusive  use  pendent  invention^  is  valid  where  they 

of  them    in   combination.      But   the  have  a  common  purpose  and  are  auxil- 

spedal  statute  (6  U.  S.  Stat,  at  Large,  iary  to  the  same  common  end.     (Phillips 

70)  applicable  to  the  first  case   fur-  on  Pat  216,  217  ;  Pitts  v.  Whitman, 

nished  a  rule  in  itself,  and  the  doctrine  2  Story,  609,  620,  621.)    The  principle 

intimated  by  the  court  must  accord-  seems  to  be,  that  the  inventions  should 

ingly  be  accepted  as  put  hypothetically,  be  capable  of  being  used  in  connection, 

and  not  laid  down  as  a  settled  prin-  and  to  subserve  a  common  end  (Wyeth 

eiple    to   govern    the    construction  of  v.  Stone,  1  Story,  278,  289,  290),  though 

specifications.     The  case  of  Barrett  v.  their  actual  employment  together  does 

Hall  attempts  a  generalization  of  the  not  seem  to  be  required  to  sustain  the 

doctrines  of  the  Patent  Law,  and,  in  the  validity  of  the  patent  in  which  they 

particular  now  under  inquiry,  the  defi-  may  be  united." 

nition  there  adopted  has  no  necessary  See  also  Evans  v,   Eaton   (1818),  8 

connection  with  the  case  decided.  Judge  Wheat.  454  ;  1  Robb,  248. 

Story,  in  Moody  V.  Fiske  (2  Mason,  112,  That  Claims  covering   several  and 

119),  enters  a  caveat  against  his  reason-  distinct  improvements  relating  to  one 

ing  in  that  case  being  held  to  authorize  article  are  not  allowed,  and  all  but  one 

the  including  in  one  specification  several  may  be  ordered  disclaimed  by  the  court 

improvements   in    separate    machii^es,  as  a  condition  of  granting  relief  as  to 

having  distinct  and  independent  opera-  the   others,   see  Sessions  v.   Romadka 

tions  ;  much  less  the  claiming  in  the  (1884),  28  0.  G.  721 ;  21  Fed.  Rep.  124. 

same  patent  a  combination  of  different  *  That  several  improvements  on  the 

machines,  and  distinct  improvements  in  same  original  machine  may  be  joined, 

etch.    The  suggestions  advanced  in  all  see  Burke  v.  Partridge  (1878),  58  N.  H. 

these  cases  were  by  way  of  caution,  and  849  ;  Lee  v.  Blandy  (1860),   1  Bond, 

were  probably  designed  to  avoid  the  861  ;   2  Fisher,   89  ;   Adams  v.  Jones 

conclusion  that  the  court  had  prejudged  (1859),  1  Fisher,  527  ;  Morris  v.  Barrett 

or  was  committed  upon  that  particular  (1859),  1  Fiaher,  461;  1  Bond,  254; 
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however,  always  be  applicable  to  that  original  alone,  or  be  use- 
ful only  in  connection  with  the  other  improvements  which 
may  be  made  by  the  same  inventor  on  the  same  original  in- 
vention, but  may  be  equally  operative  for  different  purposes 
apart  from  them.  Under  the  general  rules  of  the  Office,  such 
improvements  cannot  be  joined  in  the  same  application;  a 
joinder  of  improvements  being  forbidden  unless  one  so  de- 
pends upon  the  other  that  they  mutually  co-operate  to  produce 
a  given  result.^  Distinct  and  independent  improvements  in  sep- 
arate parts  of  the  same  original  invention  therefore  cannot  be 
joined;^  but  several  improvements  in  the  different  elements 
of  a  combination  affectiug  the  action  of  the  combination  as  a 
whole,  or  improvements  which  so  operate  upon  each  other  as 
to  increase  their  joint  efficiency,  may  be  united  in  one  appli- 
cation and  be  protected  by  the  same  patent.^ 

§  479.   Joinder  of  InTentions :  Application  of  tiiese  Rules  often 
Difflcnlt. 

Although  these  various  rules  are  reasonable  in  theory  and 
clear  in  statement,  their  application  to  practical  inventions  is 
often  difficult,  from  the  obscurity  which  may  exist  in  regard 
to  the  actual  relations  of  the  inventions  to  each  other.  Dif- 
ferences of  opinion  frequently  arise  between  inventors  and 
the  Patent  Office  on  this  subject ;  and  as  the  authority  of  the 
Office  is  supreme  and  finally  determines  what  is  a  single  in- 

Pitts  V.  Whitman  (1848),  2  Story,  609 ;         That  seTeral  improTementB  in  the 

S  Robb,  189  ;  Wyeth  v.  Stone  (1840),  parts  of  a  derioe  may  be  joined  if  they 

1  story,  278  ;  2  Robb,  23  ;  Moody  v,  oo-operate  to  improve  it  as  a  whole,  and 

Fiske  (1820X  2  Kason,  112  ;  1  Robb,  the  improrements  are  not  distinct  sab- 

812.  jects  of  invention  or  roanufiictare»  see 

*  That  doTices,  improving  a  machine  JBx  parte  Herr  (1887),  41  0.  G.  468. 
as  a  whole,  may  be  joined,  see  Ex  parte        *  That  independent  improvements  on 

Clinton  (1876),  9  0.  G.  249.  the  different  parts  of  a  machine  cannot 

That  two  or  more  improvements  on  be  joined,  see  Ex  parte  Van  Hattesou 

a  machine,  each  contributing   to  the  (1888),  24  0.  G.  889. 
common  result,  may  be  joined,  see  &        *  That  improvements   in   the  ele- 

parte  Hergeant  (1876),  9  0.  G.  968.  ments  of  a  combination  may  be  joined 

That  improvements  in  the  separate  if  the  elements  co-operate  in  the  original 

parts  of  a  machine  cannot  be  joined  un-  oombination,  though  there  are  other  ele- 

less  they  cooperate  in  the  new  inven-  ments,  see  Ex  parte  Moller  (1879),  16 

tion,  see  Ex  parte  GiUies  (1876),  10  0.  G.  858. 
O.  G.  416. 
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vention  and  whether  or  not  an  attempted  joinder  is  permis- 
sible, an  application  may  be  found  defective  on  account  of  an 
improper  joinder,  and  a  patent  upon  it  may  be  refused.  In 
such  cases  the  inventor  may  amend  his  application  by  striking 
out  such  of  the  inventions  as  it  has  been  decided  cannot  be 
joined  with  the  others,  and  may  then  make  them  the  subjects- 
matter  of  separate  applications,  inserting  into  each,  where  the 
inventions  all  relate  to  a  conmion  object,  specific  disclaimers 
of  tlie  inventions  severally  covered  by  the  others.^  When  this 
amendment  appears  necessary  on  the  face  of  the  original  ap- 
plication, it  may  be  ordered  before  any  action  on  the  merits ; 
otherwise,  at  any  time  before  the  final  issue  of  the  patent. 


SECTION  V. 

OF  THE  APPUCATION  :    THE  DESCRIPTION  OF  THE  INVENTION. 

§  480.    The  Bpeoifloation  :  its  Importanoa. 

The  specification  is  the  most  important  portion  of  the  appli- 
cation. Not  only  does  it  serve  as  the  basis  of  all  the  proceed- 
ings in  the  Patent  Office  and  thus  determine  the  right  of  the 
inventor  to  a  patent,  it  also  becomes  a  portion  of  the  patent 
when  granted,  and  as  such  fixes  and  defines  the  rights  of  th  - 
inventor  and  the  public  as  against  each  other.  In  view  of  its 
importance,  and  in  order  to  secure  to  it  such  characteristics 
as  shall  enable  it  to  perform  its  proper  functions  both  before 
and  after  the  issue  of  the  patent,  numerous  rules  have  been 
established  concerning  its  form  and  contents  which  must  be 
strictly  observed.^ 

S  479.  1  That  where  distinct  inven-  (1888),  26  0.  O.  278.    See  also  §  467» 

tions  are  emhraoed  in  the  same  applica-  note  2,  anU. 

tion  the  application  mnst  he  divided*  That  a  division  heing  once  made  the 

see  E»  parte  Preston  (1880),  17  0.  G.  exclndedmattercannot  he  reinstated,  see 

868  ;  Ex  parte  Siemens  (1877),  11  0. 6.  Ex  parte  Preston  (1880),  17  0.  O.  858. 

969.  §  480.  1  That  the  roles  of  the  Patent 

That  on  a  division  of  the  appUca*  Office  assume  that  all  parts  of  the  speci- 

tion   disclaimers   mnst   be   filed  with  fication  will  conform  to  the  st&tntes  and 

each  division,  ezclnding  the  matter  not  mles,  see  Bx  parte  CrandaU  (1886),  86 

claimed  therein,  see  Ex  parte  Finch  O.  G.  625. 
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§  481.    The  Speoifloation  Seta  Forth  the  Contract  between  the 
Pnblio  and  the  Patentee  :  ita  Twofold  Object. 

The  functions  of  a  specification  and  the  propriety  of  the 
rules  which  govern  it  are  evident  from  the  nature  of  a  patent. 
A  patent  is  a  contract  between  the  inventor  and  the  public, 
by  which  the  inventor,  in  consideration  that  the  exclusive  use 
of  his  invention  is  secured  to  him  for  a  limited  period  of  time, 
confers  upon  the  public  the  knowledge  of  the  invention  dur- 
ing that  period  and  an  unrestricted  right  to  use  it  after  that 
period  has  expired.^  The  public,  on  the  other  hand,  acting 
through  the  government,  agree  with  the  inventor  that,  in  con- 
sideration of  his  immediate  bestowal  upon  them  of  a  full 
knowledge  of  the  invention  and  of  the  entire  right  to  use  it 
after  the  term  named  in  his  patent  is  at  an  end,  they  will  pro- 
tect him  in  its  exclusive  use  during  the  life  of  his  patent.  In 
this  contract  resides  the  whole  force  and  benefit  of  the  patent 
to  both  parties.  The  specification  is  the  instrument  in  which 
the  terms  of  these  mutual  considerations  and  promises  are 
declared,  and  on  its  completeness  and  accuracy  depends  the 
validity  and  the  value  of  the  contract  itself.  Its  object  is 
thiiR  twofold:  (1)  To  place  the  invention  fully  within  the 
knowledge  of  the  public;  (2)  To  define  the  exact  limits  of 
that  exclusive  use  which  the  public  has  undertaken  to  protect. 
All  the  rules  into  whose  discussion  we  are  now  about  to 
enter  are  intended  to  secure  the  accomplishment  of  these 
two  objects.* 

§  481.  ^  In  Page  v.  Ferry  .(18^7),  1  factaree,  bat  also  embraces  the  public 
Fisher,  298,  Wilkins,  J. :  (806)  "Tlyo  benefit"  See  also  Wiutermate  v.  Red- 
patent  may  be  considered  in  the  light  of  ington  (1856),  1  Fisher,  239;  Gibson  v. 
a  deed  from  the  government,  the  con-  Brand  (1842),  1  Web.  627;  Walton  v. 
aideraticm  of  which  is  the  invention  Potter  (1841),  1  Web.  686. 
specified  ;  and  the  patentee  is  boand  to  'In  Tucker  v.  Tucker  Mfg.  Co. 
communicate  it,  by  so  full,  clear,  and  (1876),  4  Clifford,  397,  Clifford,  J.  : 
exact  a  description,  with  drawings  and  (400)  "Exactitude  in  the  description 
models,  that  it  shall  be  within  the  com-  of  an  iuYention  is  required  for  three 
prehension  of  the  public  at  the  expira-  reasons  :  1.  That  the  goyemment  may 
tion  of  the  patent ;  for  at  that  period  his  know  what  they  hare  granted,  and 
invention  becomes  public  property,  what  will  become  public  property  when 
The  exclusive  privilege  is  not  conferred  the  term  of  the  monopoly  expires  ; 
merely  as  a  reward  of  genius,  and  for  2.  That  licensed  persons  desiring  to 
the  encouragement  of  useful  inventions  practise  the  invention  may  know  during 
and  improvements  in  arts  and  manu-  the  term  how  to  make,  construct,  and 
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§  482.    The  Spaoifioation  :   its  Two  Divisioiui      the  Description 
and  the  Claim. 

Having  these  two  objects  to  fulfil,  a  specification  is  natur- 
ally divided  into  two  parts,  not  wholly  independent  of  each 
other,  but  sufficiently  distinct  to  be  capable  of,  and  to  require, 
a  separate  consideration.  These  two  parts  are  known  as 
the  Description,  and  the  Glaim.^  It  is  the  office  of  the  De- 
scription to  communicate  to  the  public  the  knowledge  of  the 
invention.  It  is  the  office  of  the  Claim  to  define  the  limits 
beyond  which  the  public  cannot  pass  without  invading  the  ex- 
clusive rights  of  the  inventor.  These  two  parts  are  not  simple 
repetitions  of  each  other.^    While  the  Description  necessai*ily 

use  the  inyention  ;  8.  That  other  and        That  whether  a  Claim  can  also  answer 

anbseqaent  inventors  may  know  what  the  purpose  of  a  Description  is  doubtful, 

part  of  the  field  of  invention  is  unoccu-  see  Smith  v.  Murray  (1886),  27  Fed. 

pied."    10  0.  O.  464  (464);  2  Bann.  &  Rep.  69  ;  86  0.  G.  1045. 
A.  401  (408).  <  In  JS^  parte  Holt  (1884),  29  0.  0. 

See  also  Mabie  v.  Haskell  (1865),  2  171,  Dyrenforth,  Act.  Com. :  (178)  <*The 

Clifford,  507  ;  Forbes  v,  Barstow  Stove  description  of  an  invention  by  a  specifi- 

Co.  (1864),  2  Clifford,  879 ;  Judson  v.  cation  alone  is  not  now,  as  formerly, 

Moore  (1860),  1  Bond,  285  ;  1  Fisher,  aU-sufficient ;  but  the  Description  must 

544  ;  Wayne  v.  Holmes  (1856),  2  Fisher,  be  supplemented  by  a  specific  and  weU- 

20  ;  1  Bond,  27  ;  Morton  v.  Middleton  defined  Claim  to  the  part,  improvement, 

(1863),  1  Cr.  8.  8d  Series,  725  ;  Hills  or  combination  which  the  inventor  re- 

V.  London  Gas  Light  Co.  (1860),  5  H.  gards  as  his  property.    The  aim,  end, 

k  N.  312  ;  Holmes  V.  London  &  N.  W.  and  purpose  of  the  specification,  under  the 

R.  R.  Co.  (1852),  Macrory,  P.  C.  13  ;  present  statute,  is  to  describe  the  inven- 

Neilaon  v,  Thompson  (1841),  1  Web.  tiou  sought  to  be  covered  by  the  patent, 

278  ;  Homblowerv.  Boulton  (1799),  8  and  the  manner  of  making,  construct- 

T.  R.  95  ;  1  Abb.  P.  C.  98  ;  Arkwright  ing  and  using  the  same.    The  aim,  the 

r.  Nightingale  (1785),  1  Web.  60  ;  1  end,  the  purpose  of  the  Claim  is  to  point 

Abb.  P.  C.  24.  out  particularly  and  distinctly  define  the 

f  482.  ^  That  the  applicant  for  a  pat-  invention  to  be  secured  to  the  individual, 

ent  must  fully  describe  and   exactly  The  Claim  is  the  measure  of  the  patent, 

claim  his  actual  invention  ;  and  when  and  the  day  has  passed  whetf  the  courts 

he  has  done  this  the  requirements  of  the  will  search  through  the  specification  for 

law  are  satisfied,  see  Ex  parte  Skinner  information  which  it  is  the  very  office  of 

(1881),  19  0.  G.  662  ;  Wyeth  v.  Stone  the  Claim  to  impart** 
(1840),  1  Story,  278  ;  2  Robb,  23.  The      words      *'  description "     and 

That  the  primary  object  of  a  specific  "  claim  "  being  used  in  Patent  Law  not 

cation  is  to  describe  the  invention,  see  only  to  denote  the  two  parts  of  the 

Anltman  v.  HoUey  (1878),  II  Blatch.  specification  but  also  in  their  common 

817  ;  6  Fisher,  584  ;  5  0.  G.  3.  acceptation,  and  the  rules  applied  to 

That  both  Description  and  Claims  are  them  in  these  different  uses  lieing  in 

re«|nired  in  a  specification,  see  Ex  parte  many  respects  dissimilar,  an  endeavor 

Cnindall  (1886),  85  0.  G.  625.  is  made  in  this  work  to  avoid  the  con- 
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contains  allusions  to  and  delineations  of  many  other  arts  or 
instruments  besides  the  real  invention,  in  order  to  enable  the 
latter  to  be  clearly  understood,  the  Claim  states  the  invention 
only,  enumerating  its  essential  characteristics  and  excluding 
everything  for  which  the  protection  of  the  patent  is  not  de- 
sired, with  an  implied  or  express  reference  to  the  Description 
for  a  fuller  explanation  of  such  features  of  the  invention  as 
the  brevity  of  the  Claim  may  leave  obscure.  The  purposes  of 
the  two  parts  being  thus  distinct,  their  form  and  nature  will 
be  found  to  differ  in  a  corresponding  manner. 

§  483.  The  Desoription :  its  Object  and  Oeneral  Requisites. 

The  Description  is  intended  to  render  the  invention  acces- 
sible to  the  public.  By  this  is  meant  that  the  knowledge  of 
the  invention  communicated  through  the  Description  must 
be  so  complete  and  accurate  that  during  the  life  of  the  pat- 
ent the  scope  of  the  protected  invention  shall  be  clearly  dis- 
cernible, and  that  after  the  patent  has  expired  the  public  can 
make  it  available  for  immediate  practical  use  without  the 
further  exercise  of  inventive  skill.^  A  Description  failing 
in  any  respect  to  accomplish  this  purpose  is  defective,  and 
if  the  defect  is  incurable  the  patent  based  on  the  specifica- 
tion which  embraces  it  is  void.*  The  rules  which  have  been 
established  by  the  statutes,  the  courts,  and  the  Patent  Office 
for  securing  this  completeness  and  accuracy  in  the  Descrip- 

fosion  which  would  otherwise  resalt  by  right   of  the  Gommissioiier  to  grant 

begiiming  the  words  with  a  capital  letter  such  an  application."    17  0.  G.  1080 

whenever  they  are  employed  in  their  (1090). 

technical  sense,  as  signifying  parts  of  See  also  Sullivan  v.  Redileld  (1825)» 

the  specification.  1  Paine,  441 ;  1  Robb^  477. 

§  483.  1  In  Parks  v.  Booth  (1880),  That  the  patent,  by  its  very  term«, 

102  U.  S.  96,  Clifford,  J.  :  (101)   "In-  must  confer  a  useful  invention  on  the 

venters  ...  are  required,  before  they  public,  seeCarrv.  Rice  (1866),  1  Fisher, 

secure  a  patent,  to  deliver  a  written  De-  198  ;  Opinion  Atty.  Gen.  (1796),  1  Op. 

scription  of  the  improvement,   and  of  At.  Gen.  64. 

the  manner  and  process  of  making,  con-  That  the  entire  invention  must  be 

structing,  and  using  the  same,  in  such  specified  in  the  most  unequivocal  and 

full,  clear,  and  exact  terms  as  to  enable  unambiguous  language,  see    Eb  parU 

one  skilled  in  the  art  or  science  to  make,  Williams  (1876),  10  0.  G.  748. 

constnict,  and  use  the  invention.  .  .  •  «  That  an  imperfect  Description  makes 

Requirements  of  the  kind  may  be  re-  a  patent  void,  see  Wayne  p.   Holmes 

gaixied  as  conditions  precedent  to  the  (1856),  1  Bond,  27  ;  2  Fisher,  20. 


CH.  I.]  OF  THE  GRANT  OP  LETTERS-PATENT.  78 

tion  relate  to  its  substance,  or  what  it  most  contain,  and  to 
its  form,  or  the  mode  in  which  what  it  contains  must  be  ex- 
pressed. These  are  now  to  be  examined  in  detail  in  their  order, 
—  first,  in  reference  to  inventions  in  general ;  and  second,  in 
reference  to  each  of  the  particular  classes  of  inventions. 

§  484.  The  Deaczliytion  must  DIaoIom  the  Attributes  of  the  In- 
▼ention. 

According  to  the  statutes,  the  Description  must  contain  full 
explanations  of  three  different  subjects  :  the  invention  itself ; 
the  manner  of  making  it ;  and  the  mode  of  putting  it  to  prac- 
tical use, — a  complete  knowledge  upon  all  these  points  being 
necessary  to  render  the  invention  available  to  the  public  with- 
out further  experiment  or  exercise  of  inventive  skill.^  In  de- 
scribing the  invention  itself,  each  of  its  essential  parts  must 
be  clearly  and  exactly  delineated,  and  the  relation  of  each  to 
the  others  definitely  portrayed.^    That  some  are  to  be  found 

I  484.  1  That  the  Description  mast  Whitney  (1872),  14  Wall.  620  ;  1  0.  6. 

explain  the  principle  of  the  invention  492  ;  5  Fisher,  494. 
and  state  the  hest  known  mode  of  con-         That  a  description  of  the  mode  of  ns- 

structing  and  operating  it,  see  Qrier  v.  ing  an  inyention  is  not  a  description  of 

Castle  (1883),  17  Fed.  Rep.  623  ;  24  the  invention  itself,  see  Ex  parU  Doten 

0.  G.  1176  ;  Union  Sugar  Refinery  ».  (1877),  12  0.  G.  841. 
^tthiesflon  (1865),  2  Fisher,  600  ;  3         That  the  description  of  a  result  does 

Clifford,  639 ;   Page  v.   Ferry  (1857),  not  describe  the  means  by  which  it  is 

1  Fisher,  298  ;  Teese  v.  Phelps  (1855),  attained,  see  Burrall  o.  Ramsey  (1877), 

1  McAllister,   48 ;  Thomas  v.   Welch  18  0.  G.  123. 

(1866),  L.  R.  1  C.  P.  192  ;  Moigan  v.         That  the  Description  of  an  invention. 

Seaward  (1836),  1  Web.  170  ;  2  Abb.  P.  whose  utility  isdependent  on  some  proper- 

C.  262;  Bninton  v.  Hawkes  (1821),  4  tyofmatter,  must  describe  that  property, 

B.  k  Aid.  541;  1  Abb.  P.  C.  336.  see  Andrews  v.  Hovey(1883),  5  McCraiy, 

That  the  invention  described   and  181;  16  Fed.  Rep.  387;  0.  G.  1011. 
claimed  most  correspond  in  principle,         That  the  patentee  is  not  bound  by 

if  not  in  form,  with  the  actual  inven-  the  qualities  of  the  article  described  as 

tion,  see  Weir  v.  North  Chicago  Rol-  the  result  of  his  process,  but  by  those 

ling  MiU  Co.  (1888),   23  0.  G.  191 ;  which  actually  exist  in  it  when  pro* 

9  BisseU,  508  ;  14  Fed.  Rep.  42.  duced,  see  Goodyear  v.  New  York  Gutta 

*  That   the    exact    new   invention  Percha  ft  India  Rubber  Vulcanite  Co. 

must  be  described,  see  £x  parU  ComeU  (1862),  2  Fisher,  812. 
(1872),  1  0.  G.  673.  That  the  principle  to  be  expkined  is 

That  the  description  of  the  invention  the  idea  of  means,  not  the  scientifio 

varies  in  definiteness  according  to  its  principle  of  the  invention,  see  Eames  v. 

nature,  but  must  be  sufficient  to  inform  Andrews  (1887),  122  U.  S.  40  ;  39  O.  O. 

those  skilled  in  the  art,  see  Mowry  v.  1319 ;  Andrews  v.  Cross  (1881),  8  Fed. 
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in  the  Description,  and  others  in  the  drawings  or  models 
referred  to  in  the  Description,  does  not  satisfy  the  require- 
ments of  this  rule.  The  written  Description  must  be  com- 
plete in  itself,  although  its  language  maj  be  illustrated  and 
applied  by  means  of  a  model  or  the  drawings  which  accom- 
pany it.^  Whatever  features  of  the  invention  are  indispen- 
sable to  its  performance  of  the  functions  which  it  was  intended 
to  discharge  are  to  be  described  in  words  as  accurately  as  the 
nature  of  the  case  admits ;  while  features  not  thus  indispen- 
sable, although  in  the  inventor  s  mind  inextricably  connected 
with  the  others,  may  safely  be  omitted.*  Hence  details  of 
shape,  size,  quality,  proportion,  arrangement,  and  materials 
require  delineation  when  essential  to  the  operation  of  the  art 
or  instrument  described,  but  otherwise  are  superfluous  except 
so  far  as  their  mention  may  become  necessary  in  order  to  set 
forth  its  essential  characteristics.  Besides  this  delineation 
of  the  pai*ts  of  the  invention  and  their  mutual  relations,  the 
state  of  the  art  to  which  it  belongs  must  be  sufficiently  de- 

Bep.  269;  19  Blatch.  294;  19  0.  G.  1705;         That  drawings    cannot   supply  the 
StLouisStamphigCk).  v.Quinby  (1879),  place  of  a  written  Description  to  such 
4  Bann.  ii  A.  192  ;  16  O.  6.  135.  an   extent  that  a  Claim  can  be  con- 
That  the  theory  on  which  the  in-  strued  to  cover  matter  indicated  only  by 
vention  operates  need  not  be  explained,  the  drawings,  see  Gunn  v.  Savage  (1887), 
see  Eames  v.  Andrews  (1887),  122  U.  S.  80  Fed.  Rep.  866. 
40  ;  89  0.  G.  1319.  That  a  model  showing  the  invention 
'  That  it  is  not  enough  that  the  in-  cannot  supply  the  place  of  a  written 
vention  appears  in  the  drawings, — it  Description,   see  Barry  v.   Gugenheim 
must  also  appear  in  the  written  Descrip-  (1872),  1  0.  G.  882  ;  5  Fisher,  452. 
tion  and  Claim,  —  see  Gunn  v.  Savage         ^  That  the  faUure  to  describe   an 
(1887),  30  Fed.  Rep.  366  ;  Roemer  v,  essential    element    renders  the  patent 
Keumann  (1885),   26  Fed.  Rep.  102  ;  useless  to  the  public  and  void,  see  Carr 
Tinker   v.    Wilber    Eureka  Mower    &  v.  Rice  (1856),  1  Fisher,  198. 
Reaper  Mfg.  Co.   (1880),  1   Fed.  Rep.         That  the  means  described  must  be 
138  ;  5  Bann.  &  A.  92;  Ex  parte  Fox  the  essential  necessary  means,  not  mere 
(1812),  1  Web.  431;  1  Abb.  P.  C.  185.  accidental  adjuncts,  see  Russell  v.  Dodge 
Contra,  Poupardv.  FardeU  (1869),  18  W.  (1876),  98  U.  8.  460  ;  11  0.  G.  161. 
R.  127;  Brunton  v,  Hawkes  (1820),  1         That  a  failure  to  describe  an  element 
Caip.  P.  C  410;  1  Abb.  P.  C.  336.  embraced  in  the  inventor's  conception 
That  drawings  may  show  the  form  of  his  invention,  but  still  without  which 
and  position  of  parts  of  the  invention  the  new  machine  will  work,  is  not  fatal 
where  the  Description  fails  to  do  so,  to  the  patent,  see  Can  v.  Rice  (1856), 
see  Banker  v.  Bostwick  (1880),  18  0.  G.  1  Fisher,  198. 
61 ;  3  Fed.  Rep.  517  ;  5  Bann.  &  A.  468. 
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scribed  to  show  its  real  place  in  the  art,  and  to  disclose  the 
precise  points  in  which  it  differs  from  all  inventions  previously 
known,  —  thus  distinguishing  the  new  matter,  to  be  covered  by 
the  patent,  from  the  old  which  is  already  in  the  possession 
of  the  public*  When  several  inventions  are  joined  in  one 
application,  the  same  particularity  of  description  is  necessary 
in  regard  to  each ;  and  where  the  invention  is  generic,  at  least 
one  species  of  the  genus  must  be  delineated  in  the  manner 
here  prescribed. 

§  485.   The  Description  must  Disolose  the  Maimer  of  Making 
the  Invention. 

The  manner  of  making  the  invention  is  the  method  by 
which  the  idea  of  means  conceived  by  the  inventor  is  re- 
duced to  practice.  While  this  idea,  which  is  the  principle 
of  the  invention,  is  a  unit  and  invariable,  the  modes  of  its 
embodiment  in  the  concrete  invention  may  be  numerous  and, 
in  appearance,  very  different  from  each  other.  The  applicant 
is  not  required  to  describe  all  possible  forms  in  which  this 
principle  may  be  reduced  to  practice,  or  even  all  such  forms 
as  he  may  have  himself  adopted.  These  belong  to  the  skill  of 
the  mechanic,  not  the  inventor  ;  and  having  one  embodiment 
before  them,  the  public  are  presumed  to  be  able  to  construct 
such  others  as  they  may  desire.  But  one  mode  of  reducing  the 
idea  to  practical  utility  must  be  described,  and  this  must  be 
the  best  one  known  to  the  inventor,  since  to  withhold,  for  Iiis 
own  use  or  that  of  his  licensees,  a  better  form  than  that  which 
he  bestows  upon  the  public  would  be  a  fraud  upon  them  and 
render  the  patent  void.^    This  description  of  the  manner  of 

*  That  the  Description   muBt   dis-  Price  (1842),  4  M.  &  G.  580  ;  1  Web. 

tinguish   the   new  from  the  old,   see  898;  Carpenter  v.  Smith  (1841),  1  Web. 

Grier  p.  Castle  (1888),   17  Fed.  Rep.  580;  Manton  v,  Manton  (1815),  Day. 

628  ;  24  0.  G.  1176 ;  Sawyer  v,  MiUer  P.  C.  838  ;  1  Abb.  P.  C.  189. 
(1882),  12  Fed.  Rep.  725  ;   4  Woods,         §  486.  i  That  the  specification  must 

472;  Phillips  1^.  Page  (1860),  24  How.  describe  some  practicable    method    of 

164 ;  Teese  v.  Phelps  (1855),   1   Mc-  carrying  the  invention  into  effect,  see 

AUister,     48  ;    Dangerfield    v.    Jones  Ex  parte  Schoonmaker  (1878),  18  0.  G. 

(1865),  13  L.  T.  Rep.  N.  8. 142  ;  Newall  595  ;   Union   Sugar  Refinery  v.   Mat- 

V.  Elliott  (1864),  10  Jur.  N.  8.  964 ;  thiesson  (1865),  2  Fisher,  600 ;  8  Qif- 

Holmes  v.  London  &  N.  W.  R.  R.  Co.  ford,  689. 
(1852),  Macrory,  P.  C.  13 ;  Crane  v.         That  the  specification  must  describe 
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making  must  embrace  such  a  statement  of  the  idea  or  prin- 
ciple of  the  invention,  and  of  its  application  to  the  materials 
employed  in  the  practice  of  the  concrete  art  or  the  construc- 
tion of  the  concrete  instrument,  that  the  public,  following  its 
directions,  may  produce  from  it  alone  a  practically  operative 
invention,  performing  in  the  best  method  known  to  the  in- 
ventor the  functions  which  it  was  intended  to  discharge.' 
Abstract  or  theoretical  principles,  however,  being  mere  truths 
of  science  or  speculative  methods  of  accounting  for  results, 
need  not  be  mentioned.^  The  inventor  himself  is  not  required 
to  understand  them,  nor  is  an  acquaintance  with  them  ne- 
cessary to  enable  the  public  to  reap  the  entire  benefits  of 
his  invention. 

§  486.   The  Desoription  must  Disclose  the  Mode  of  Use  of  the 
Znyention. 

The  modes  of  putting  an  invention  to  practical  use  are  also 
often  numerous  and  varied.  They  belong  to  the  mechanical 
rather  than  the  inventive  side  of  the  invention,  although  some 
mode  of  use  must  inevitably  be  contemplated  by  the  inventor 
while  employed  in  the  development  of  his  idea  of  means,  and 
must,  for  the  same  reasons,  be  stated  to  the  public  in  order 
that  their  knowledge  of  the  invention,  as  a  practically  opera- 
tive art  or  instrument,  may  be  complete.^    But  having  ez- 

the  best  mode  of  applying  the  principle  *  That  the  scientific  principle  need 

of  the  invention,  see  Grier  v.  Castle  not  be  stated,  see  Eames  v.  Andrews 

(1888),  17  Fed.  Bep.  628 ;  24  0.  G.  (1887),  122  U.  S.  40  ;  89  0.  G.  1819  ; 

1176.                                          ^  Andrews   r.   Cross  (1881),    19  0.   G. 

That  to  conceal  the  best  mode  for  1705 ;   8  Fed.   Rep.   269  ;   19  Blatch. 

the  benefit  of  the   inventor  and    his  294  ;  St.  Louis  Stamping  Ca  v.  Quinb^ 

licensees  avoids  the  patent,  see  Dyson  (1879),  4  Bann.  &  A.  192  ;  16  O.  G. 

V.  Danforth  (1865),  4  Fisher,  188.  185  ;  Woodward  v.  Diusmore  (1870),  4 

'  That  the  Description  is  sufficient  if,  Fisher,  163. 

from  it  alone,  a  competent  mechanic  can  That  the  reason  given  by  the  inven- 

constnict  the  invention,  see  Wayne  v,  tor  for  the  operation  of  his  invention  is 

Holmes(l856),  2Fisher,  20;  IBond,  27.  not  conclusive,  see   Stow  v.  Chicago 

That  the  statement  in  the  Descrip-  (1877),  8  Bann.  &  A.  83  ;  8  Bissell,  47. 

tion  of  each  different  method  of  doing  §  486.  ^  That  the  Description  must 

a  thing  must  be  so  clear  that  it  can  be  disclose  a  method  of  putting  the  inven- 

done  in  each  way  by  those  skiUed  in  tion  to  practical  use,  see  American  Hide 

the  art,  and  if  any  such  way  is  vaguely  ft  Leather  Splitting  &  Dressing  Mach. 

stated  it  must  be  erased,  see  JEx  parte  Co.   v.   American    Tool  &  Mach.   Co. 

Howe  (1888),  24  0.  G.  1090.  (1870),  4  Fisher,  284;  Holmes,  508; 
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plained  one  mode,  all  other  possible  modes  are  assumed  to  be 
suggested  by  it,  unless  they  depend  upon  the  further  exercise 
of  inventive  skill,  in  which  case  they  become  new  and  separate 
inventions.'  The  mode  explained  must  be  the  best  within 
the  knowledge  of  the  applicant ;  ^  and  must  be  described,  not 
by  asserting  that  a  given  result  can  be  obtained  by  using  the 
invention,  but  by  prescribing  certain  fixed  and  definite  rules 
of  action  by  following  which  the  given  result  will  be  ac- 
complished.^ 

§  487.   The  Desoriptlon  to  be  Confined  to  these  Three  Points. 

To  these  three  subjects  the  Description  ought  to  be  con- 
fined. Whatever  matters  of  narration  or  assertion  pass  be- 
yond these  limits  are  surplusage,  and  if  they  do  not  render  the 
delineation  fatally  ambiguous,  are  at  least  unnecessary  and  ob- 
jectionable. Especially  is  this  true  of  all  expressions  praising 
the  art  or  instrument  described,  and  disparaging  competing 
inventions.  The  sole  object  of  the  Description  is  to  confer 
knowledge  upon  the  public  concerning  the  intrinsic  character  of 
the  new  device  or  process  and  the  mode  of  making  it  available 
in  practice ;  and  no  argument  as  to  its  merits,  either  actual  or 
comparative,  can  be  appropriate  in  such  an  instrument.^ 

Pitts  r.  Wemple  (1855),  2  Fisher,  10  ;  tainlDgit,  see  Burrall  v.  Knmsey  (1877), 

1  Bissell,  87;  Felton  v.  Gnves  (1829),  18  0.  O.  128. 

8  C.  ft  P.  611 ;  1  Abb.  P.  C.  416  ;  R.        §  487.  ^  In  Anltman  v.  Holley  (1878), 

«.  Wheeler  (1819),  2  B.  &  Aid.  845  ;  1  11  Blatch.  317,  Woodruff,  J.  :  (825) 

Abb.  P.  C.  817.  *'  The  object  of  a  specification  is  to  de- 

'  That  having  described  one  mode  scribe  the  thing  inyented,  so  as  to  en- 
others  need  not  be  mentioned,  see  Pike  able  a  mechanic  of  ordinary  skill  to  con- 
«.  Potter  (1859),  8  Fisher,  55  ;  Derosne  struct  it  and  apply  it  to  practical  use  ; 
V.  Fairie  (1885),  1  Web.  154;  2  Abb.  and  the  Claim  declareswhat  the  patentee 
P.  C.  78.  claims  as  his  invention.    Beyond  this, 

>  That  the  mode  described  mnst  be  all  essays  eulogistic  of  its  utility,  and 

tb»  best  mode  known  to  the  inventor,  assertions  of  its  capacity,  are  immaterial 

flee  Lorillard  v.  McDowell  (1877),  11  0.  and  useless."    6  Fisher,  584  (548) ;  5 

0. 640;  2  Bann.&  A.  581;  13  Phila.  461.  0.  6.  8  (7). 

That  the  patent  is  valid  if  the  inven-         In  Eao  parte  Williams  (1872),  1  0. 

tion  serves  any  use,  though  it  will  not  G.   225,   Leggett,  Com. :  (226)  "  It  is 

fulfil  all  the  uses  dsimed  for  it  in  the  proper  and  desirable  that  an  applicant 

patent,  see  Phillips  v.  Bisser  (1885),  26  should  briefly,  and  in  a  well-condensed 

Fed.  Rep.  808.  form,  set  forth  clearly  the  present  state 

*  That   the   Description   must  not  of  the  art  to  which  his  invention  relates  ; 

state  merely  a  result  but  a  mode  of  at-  but  in  doing  so  he  should  not  ask  the 
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§  48&   The  Deflcription  is   Sufficient  if   Suffloient   for   Penonp 
SkiUed  in  the  Art 

The  language  and  the  methods  of  statement  employed  in 
the  description  of  these  three  subjects  must  be  such  as  to 
place  the  invention  fully  in  the  possession  of  the  public.  To 
render  an  invention  accessible  to  the  public,  it  is  not  neces- 
sary that  it  should  be  so  described  as  to  be  understood  by  all 
the  individuals  of  whom  the  public  is  composed.  Probably 
no  implement,  however  simple  and  however  long  in  use,  can 
be  comprehended  and  applied  in  practice  without  some  pre- 
vious knowledge,  on  the  part  of  him  who  uses  it,  as  to  the  end 
which  it  is  designed  to  accomplish  and  the  general  modes  in 
which  such  ends  must  be  attained.  Every  invention  is  a  single 
step  forward  in  the  progress  of  the  industrial  arts,  and  cannot 
be  intelligible  except  to  those  who  are  familiar  with  the  steps 
already  taken  and  with  the  object  which  this  new  advance  is 
intended  to  subserve.  It  would  be  impossible  as  well  as  use- 
less for  the  inventor,  in  his  application  for  a  patent,  to  furnish 
to  the  general  public  such  a  complete  knowledge  of  all  past 
achievements  in  the  arts  as  would  enable  them  to  understand 
the  precise  place  occupied  by  his  invention,  and  thus  perceive 
its  character,  its  method  of  construction,  and  its  mode  of  use. 
Each  of  these  arts  has  its  especial  votaries,  men  whose  lives 
are  spent  in  acquiring  information  concerning  the  appliances 
which  relate  to  their  own  industry,  and  in  putting  them  in 
practical  operation  both  for  their  personal  and  the  public 
good.  The  possession  of  an  invention  by  these  artisans  is  its 
possession  by  the  public  for  all  beneficial  purposes,  and  the 
inventor  who  renders  it  accessible  to  them  makes  it  as  avail- 
able to  the  community  at  large  as,  in  the  nature  of  things,  it 
could  ever  be.  It  is  to  these  persons,  skilled  in  the  art  to 
which  the  invention  appertains,  that  the  Description  of  it  in 
the  specification  is  addressed.^    The  inventor  has  a  right  to 

Office  to  indorse  his  claim  to  superiority  such  a  discossion  may  be  proper  in  an 
over  other  inventions  by  name,  nor  to  argument,  it  ia  out  of  place  in  a  specifi- 
disparage  patents  granted  to  others.  A  cation.  A  specification  should  be  de- 
discussion  of  the  merits  or  demerits  of  scriptive,  not  argumentative." 
other  patents  or  inventions  in  the  body  §  488.  ^  In  Plimpton  v,  Malcolmson 
of  a  specification  is  improper,  and  should  (1876),  L.  R.  8  Ch.  581,  Jessel,  M.  R.: 
not  be  indulged  by  the  Office.    While  (568)  "Now  what  is  the  meaning  of  it 
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assume  that  all  those  who  have  recourse  to  his  patent  for 
their  knowledge  of  his  invention  bring  with  them  such  an 

acquaintance  with  the  state  of  the  art  as  the  ordinary  prac- 

being  a  sufficient  specification  T     Upon  edge  or  power  of  invention  which  would 

thai  there  has  been  a  very  great  deal  of  enable  him  by  himself,  unaided,  to  sup- 

anthority.      Judges  have  stated  it  in  plement  a  defective  description  or  cor- 

different  ways,  no  donbt,  but  I  do  not  rect  an  erroneous  description.    Now,  as 

think  there  is  much  difference  in  sub-  I  understand,  to  be  a  good  specification 

stance.     In  the  first  place,  it  is  plain  it  must  be  intelligible  to  the  third  class 

that  the  specification  of  a  patent  is  not  I  have  mentioned,  and  that  is  the  result 

addressed  to  people  who  are  ignorant  of  of  the  law.     It  will  be  a  bad  specifica- 

the  subject-matter.     It  is  addressed  to  tion  if  the  first  two  classes  only  under- 

people  who  know  something  about  it.  stand  it,  and  if  the  third  class  do  not. 

But  then  there  are  various  kinds  of  peo-  1  do  not  think,  when  the  cases  come  to 

pie  who  know  something  about  it.    If  it  be  examined,  there  is  reaUy  any  differ- 

is  a  mechanical  invention,  as  this  is,  you  ence  between  the  judges  on  this  point. 

have,  first  of  all,  scientific  mechanicians  Their  language  differs,   but  t  do   not 

of  the  first  class,  —  eminent  engineers  ;  think  the  cases  differ." 

then  you  have  scientific  mechanicians  In  Mowry  v.   Whitney   (1871),   14 

of  the  second  class, — managers  of  great  Wall.   620,   Strong,   J.  :   (644)    "The 

manufactories,  great  employers  of  labor,  specification,   then,  is  to  be  addressed 

persons  who  have  studied  mechanics  —  to  those  skilled  in  the  art,  and  is  to  be 

not  to  the  same  extent  as  the  first  class,  comprehensible  by  them.       It  may  be 

the  scientific  engineers,  but  still  to  a  sufficient,   though  the   unskilled  may 

great  extent  —  for  the  purpose  of  con-  not  be  able  to  gather  from  it  how  to  use 

ducting  manufactories  of  complicated  the  invention."     5  Fisher,  494  (502); 

and  unusual  machines,  and  who  therefore  1  O.  6.  492  (495). 

must  have  made  the  subject  a  matter  of  That  the  Description  of  the  invention 

very  considerable  study;  and  in  this  class  is  addressed  to  persons  skilled  in  the 

I  should  include  foremen,  being  men  art,  see  Roberts  v.  Schreiber  (1880),  5 

of  superior  intelligence,  who  like  their  Bann.  &  A.  491 ;  18  O.  G.  125  ;  2  Fed. 

masters  would  be  capable  of  invention,  Rep.  855  ;  Klein  v.  Russell  (1873),  19 

and  like  the  scientific  engineers  would  Wall.    488  ;    Woodward   v.    Morrison 

be  able  to  find  out  what  was  meant  even  (1872),  6  Fisher,  867;  2  O.  G.  120; 

from  slight  hints,  and  still  more  from  Holmes,    124 ;    Tilghman  v.   Mitchell 

imperfect  descriptions,  and  would  be  (1871),   4  Fisher,  699  ;  9  Blatch.   1 ; 

able  to  supplement,  so  as  to  succeed  Whitney  v.  Mowry  (1867),  8  Fisher,  157; 

even  from  a  defective  description,  and  2  Bond,  45  ;  Forbes  v,  Barstow  Stove 

even  more  than  that,  would  be  able  to  Co.  (1864),  2  Clifford,  879. 

oorrect  an  erroneous  description.    That  That  if  the  Description  is  sufficient  to 

is  what  I  would  say  of  the  two  first  enable  those  skilled  in  the  art  to  make 

classes,  which  I  will  call  the  scientific  and  use  the  invention  the  requirement 

classes.    The  other  class  consists  of  the  of  the  law  is  satisfied,  see  Loom  Co.  v. 

ordinary  workman,  using  that  amount  Higgins  (1882),  105  U.  S.  580  ;  21  0. 

of  skiU  and  intelligence  which  is  fairly  G.  2081  ;  Roberts  v,  Schreiber  (1880), 

to  be  expected  from  him,  —not  a  care-  6  Bann.  k  A.  491 ;  18  O.  G.  126  ;  2 

leas  man,  but  a  careful  man,  though  not  Fed.  Rep.  866  ;  St.  Louis  Stamping  Co. 

possessing  that  great  scientific  knowl-  «.  Quinby  (1879),   16  0.  G.  135 ;   4 
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tical  workmen  in  that  art  possess ;  ^  and  if  he  affords  to  them 
such  information  as  enables  them  to  practise  his  invention,  he 
satisfies  all  the  requirements  of  the  law,  although  to  the  un- 
skilled his  statements  may  be  wholly  unintelligible. 

Bann.  k  A.  192 ;  CalkisB  v.  Bertnnd  Wood  «.  Underliill  (1847),  6  How.  1 ; 

(1875),  6  BiaieU,  494 ;  9  0.  G.  796  ;  2  2  Robb,  688 ;  Brooks  v.  Jenkins  (1848)^ 

Bann.  k  A.   216  ;    Ives  «.   Hamilton  8  McLean,  260  ;  2  Robb,  118. 

(1876),  92  U.  S.  426  ;  10  0.  G.  836  ;  That  persons  "skiUed  in  the  ait" 

Dorsey  Harvester  Kake  Co.  v.  Marsh  are  those  of  ordinary  and  fair  informa- 

(1878),  6  Fisher,  887  ;  Singer  v.  Walms-  tion,  not  of  special  excellence,  see  Ex 

ley  (1860),  1  Fisher,  658  ;  Judson  «.  parte  Kerr  (1884),  28  0.  G.  95  ;  FozweU 

Moore  (1859),  1  Bond,  286 ;  1  Fisher,  «.  Bostock  (1864),  10  L.  T.  Bep.  N.  a. 

644  ;  Wayne  v.  Holmes  (1856),  1  Bond,  144  ;  Househill  Co.  v.  Neilson  (1842), 

27;    2  Fisher,  20;   Allen  v.   Hunter  1  Web.  678  ;  Neilson «.  Harford  (1841), 

(1856),  6  McLean,  808  ;  Hogg  «.  Emer-  1  Web.  296  ;  Morgan  v.  Seaward  (1836), 

son  (1850),  11  How.  687  ;  Brooks  v.  1  Web.  170  ;  2  Abb.  P.  C.  262 ;  Starts 

Jenkins  (1843),  8  McLean,  250;  2  Robb^  «.  De  La  Rue  (1828),  5  Buss.  822  ;  1 

118  ;  Whitney  v,  Emmett  (1881),  Bald-  Web.  88  ;  1  Abb.  P.  C.  899 ;  Manton  v. 

win,  803 ;  1  Robb,  667  ;  Heath  «.  Un-  Manton   (1815),    Day.  P.  C.  888 ;    1 

win  (1852),   2  Web.  286  ;   Neilson  v.  Abb.  P.  C.  189. 

Harford  (1841 ),  1  Web.  296  ;  Btckford  *  That  the  inventor  has  a  right  to  as- 

V.  Skewes  (1841),  1  Web. 214  ;  Elliotts,  some  that  those  who  read  his  Descrip* 

Aston  (1840),  1  Web.  222 ;  Galloway  tion  have  a  knowledge  of  the  art,  see 

V.  Blerden  (1889),  1  Web.  621;  Morgan  Boyer  v.  Coupe  (1886),  29  Fed.  Bep. 

V.  Seaward  (1836),  1  Web.  170  ;  2  Abb.  868  ;  89  O.  G.  289  ;  Tompkins  v.  Gage 

P.  C.  262  ;  Crossley  v.  Beverly  (1829),  (1866),  2  Fisher,  677  ;  5  Blatch.  268. 

1  Web.  106 ;  1  Abb.  P.  C.  409 ;  Sturts  That  though  the  Description  is  t4> 

V.  De  La  Rne  (1828),  6  Ross.  322 ;  1  be  read  by  persons  skilled  in  the  art, 

Web.  88  ;  1  Abb.  P.  C.  899  ;  Manton  yet  only  known  equivalents  are  covered 

«.  Manton  (1815),  Dav.  P.  C.  888  ;  1  by  it,  see  Woodward  w.  Morrison  (1872), 

Abb.  P.  C.  189  ;    Hannar  v.   Playne  2  0.  G.  120 ;  Holmes,  124  ;  6  Fisher, 

(1809),  Dav.  P.  C.  811 ;  11  East,  101 ;  867  ;  Heath  v.  Unwin,  (1865),  26  L.  T. 

1  Abb.  P.  C.  171 ;  Homblower  v.  Boul-  C.  P.  19. 

ton  (1799),  8  T.  R,  95  ;  1  Abb.  P.  C.  That  if,  on  the  assumption  that  cer- 

98  ;  Boulton  «.  Bull  (1795),  2  H.  BL  tain  matters  are  known  to  those  skilled 

463  ;  1  Abb.  P.  C.  69  ;  R.  v,  Arkwright  in  the  art,  the  specification  is  intelli- 

(1785),  1  Web.  64 ;  1  Abb.  P.  C.  29 ;  gible,  it  is  sufficient,  see  Hancock  In- 

Arkwright   v.    Nightingale   (1785),    1  spirator  Co.  v.  Lally  (1886),  27  Fed. 

Web.  60  ;  1  Abb.  P.  C.  24.  Rep.  88  ;  86  0.  G.  1001. 

That  the  Description  must  be  suffi-  That  the  specification  of  a  pioneer  in« 
eient  to  enable  persons  skilled  in  the  art  vention  is  addressed  to  persons  skilled 
to  construct  and  use  the  invention  from  in  the  art  as  the  art  existed  at  the  date 
it  alone,  see  Downton  «.  Yaeger  Milling  of  the  invention,  and  it  cannot  be  sup- 
Co.  (1879),  17  0.  G.  906  ;  1  Fed.  Bep.  plemented  by  a  knowledge  uf  subsequent 
199  ;  1  McCrary,  26  ;  6  Bann.  k  A.  events  or  of  another's  invention  of  the 
112  ;  Keith  v.  Hobbs  (1878),  69  Mo.  same  thing,  see  Yoelker  v.  Gray  (1886), 
84  ;  Jenkins  v.  Walker.(1872),  1  0.  G.  80  0.  G.  1091. 
869 ;  5  Fisher,   847 ;   Holmes,    120  ;  That  if  a  Description  is  sufficient  at 
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§  489.    The  Deaoription  Snffloieiit  if  Suffioient  when  Conatnied 
with  the  other  Parte  of  the  Application. 

The  inventor  also  has  a  right  to  assume  that  those  who 
Beek  for  information  in  his  patent  will  examine  it  in  the  man- 
ner usually  employed  in  reference  to  other  legal  documents. 
Every  instrument,  whether  it  be  a  statute,  a  grant,  or  a  con- 
tract, is  construed  as  a  whole,  not  by  detached  passages ;  and 
the  imperfections  and  obscurities  of  one  part  are  thus  re- 
moved or  interpreted  by  the  others.  The  same  method  must 
be  followed  in  reading  the  specification  of  a  patent.^    Lan- 

the  date  of  the  patent  snbaequent  dia-  withoat  inveution  of  his  own,   which 

coveries  cannot  make  it  less  so,  see  Cel-  would  attain  the  result  claimed  for  it  in 

Inloid  Mfg.  Co.  v.  American  Zylonite  the  said  patent,  then  the  said  patent  is 

Co.  (1887),  40  0.  G.  145S  ;  80  Fed.  Rep.  good  although  there  may  be  a  mistake  in 

4S7.  describing  the  action  of  some  part  of  the 

{  489.  1  In  Howes  v.  Nute  (1870),  4  machinery,  but  which  mistake  could  be 
Clifford,  178,  Clifford,  J.  :  (174)  "  £vi-  easily  discovered  by  the  mechanic  when 
dently  the  question  as  to  the  sufficiency  he  came  to  examine  the  same.*' 
of  the  Description  and  specification  must  In  Whitney  v,  Emmett  (1881),  Bald- 
be  determined,  like  a  question  of  con-  win,  808,  Baldwin,  J.  :  (814)  "In  de- 
struction, from  what  is  written,  aided  ciding  on  its  sufficiency,  the  court  in- 
by  the  drawings,  and,  if  need  be,  by  spect  the  whole  description  as  one  paper, 
the  Patent  Office  model.  Particular  which  they  assume  to  be  true  in  fact, 
passages  in  the  Description  must  not  be  and  if  found  to  be  in  conformity  with 
•eparated  from  what  precedes  or  follows  the  requisitions  of  the  law,  so  that  it 
them  in  the  same  connection,  but  one  appears  with  reasonable  certainty,  either 
part  of  the  instrument  must  be  com-  from  the  words  used  or  by  necessary  im- 
pared  with  another,  and  the  whole  con-  plication,  in  what  the  invention  or  im- 
ridered  together,  in  order  to  determine  provement  consists,  as  claimed  by  the 
whether  it  is  incomplete  and  ambigu-  patentee,  they  will  adjudge  it  sufficient, 
ous,  or  sufficient  to  uphold  the  Claim  of  1  Mason's  Rep.  188,  189.  A  descrip- 
the  patent"    4  Fisher,  268  (265).  tion,  though  in  some  respects  obscure. 

In  Singer  v.  Walmsley  (1860),  1  imperfect,  or  not  so  intelligible  as  to 
Fisher,  558,  Giles,  J.:  (582)  "  In  exam-  fully  answer  all  the  objects  of  the  law, 
ining  the  question  the  jury  are  to  look  is  good  if  it  enables  the  court  to  specify 
at  the  drawings  as  well  as  the  specifi-  the  improvement  or  invention  patented, 
cations,  for  they  are  a  part  of  the  de-  from  the  face  of  the  patent  and  accom- 
•cription  of  the  thing  patented  ;  also  to  panying  papers.  It  is  enough  if  there 
the  state  of  the  art  at  the  time  of  the  in-  is  a  substantial  description  of  the  thing 
vention,  and  the  knowledge  of  previous  patented,  though  defective  in  form  or 
improvements  in  sewing-machines  which  mode  of  explanation.  In  this  respect 
were  then  in  general  use.  But  if,  from  the  papers  will  be  viewed  in  the  same 
the  specifications  and  drawings  taken  light  as  a  declaration  in  a  suit  at  law  ; 
as  a  whole,  any  person  skilled  as  afore-  the  court, looking  on  them  as  a  state- 
said  could  construct  and  use  the  sewing  ment  of  the  patentee's  right  and  title, 
machine  or  device  therein  described  will  overlook  aU  defects  in  the  mode  of 
VOL  II.  —  6 
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guage  is  to  be  considered  in  connection  with  its  context ;  one 
clause  of  description  with  others  relating  to  the  same  subject ; 
delineations  of  the  parts  of  the  invention  with  directions  for 
its  construction,  or  its  use ;  the  written  Description  with  the 
drawings  and  the  model ;  the  entire  specification  and  its  ad- 
juncts with  the  petition,  oath,  and  other  portions  of  the  appli- 
cation ;  and  if  from  them,  all  together,  the  necessary  knowledge 
can  be  gained  by  those  to  whom  the  specification  is  addressed, 
the  Description  is  sufficient.^ 

§  490.    The  DeBoriptioii  rnuBt  be  Correot :  Correctness  Defined. 

Having  regard  to  the  persons  to  whom  the  specification  is 
addressed,  and  the  interpretation  which  it  may  receive  from 
accompanying  documents,  the  description  of  each  one  of  its 
Diree  subjects-matter  must  be  correct,  complete,  and  intelli- 
gible.^   A  description  is  correct  when  the  idea  expressed  by 

setting  it  oat,  if  it  contains  a  snbetan-  2S5 ;  Foss  v.  Herbert  (1856),  2  Fisher, 

t:al  averment  of  such  matter  as  suffices  81 ;   1   Bissell,   121  ;  Earle  v.   Sawyer 

in  law  to  make  out  a  cause  of  action.  (1825),  4  Mason,  1 ;  1  Kobb,  490  :  Daw 

This  is  a  question  of  Uw  which  the  v.  Eley  (1867),  18  L.  T.  Rep.  N.  8.  899  ; 

court  decides ;  it  is  a  question  for  the  Hastings  v.  Brown  (1858),  1  £.  &  B. 

jury  to  decide,  whether  the  statements  450  ;  Morgan  v.  Seaward  (1838),  1  Weh. 

are  tnie  in  fact;  the  court  does  not  look  170  ;  2  Abb.  P.  C.  262  ;  Bloxam  v.  £1- 

l)eyond  the  patent  and  the  other  papers,  see  (1825),  1  C.  &  P.  558  ;  1  Abb.  P. 

but  the  jury  decide  from  the  papers,  the  C.  878. 

evidence  of  the  witnesses,  an  inspection        That  an  imperfect  Description  coupled 

of  the  old  and  new  machine  and  the  with  incomplete  drawings  does  not  dis- 

model,  to  ascertain  whether  in  point  of  close  the  invention,  see  New  Process 

fact  the  specification,  as  made  out  at  the  Fermentation  Co.  «.  Kooh  (1884),  20 

trial,  is  sufficient"    1  Bobb,  567  (588).  0.  O.  535 ;  21  Fed.  Bep.  580. 

That  the  Description  is  sufficient  if       That  a  mistake  in  copying  the  speci- 

from  it,  aided  by  the  drawings,  model,  fication  in  a  re-issue  which  is  corrected 

and  other  parts  of  the  application,  the  by  the  other  parts  of  the  description  is 

invention  can  be  fully  ascertained,  see  of  no  consequence,  see  Eendrick  v.  Em- 

Judson  V,  Moore  (1860),  1  Fisher,  544  ;  mons  (1875),  2  Bann.  &  A.  208  ;  9  0. 

1   Bond,   285;    Goodyear  9.    Bailroad  G.  201. 

.  (1858),  2  Wall.  Jr.  856;  1  Fisher,  626 ;        That  a  caveat  not  recited  in  the  speci- 

Kneass  V.  Schuylkill  Bank  (1820),  4  fication  belongs  to  the  history  of  the  in* 

Wash.  9  ;  1  Robb,  803.  vention,  not  to  its  description,  see  Ek 

That  the  drawings  may  aid  the  De-  parU  Chubb  (1872),  2  O.  G.  519. 
scription,  see  Bankers.  Bostwick  (1880),         ^  See  further  as  to  the  interpretation 

18  O.  G.  61 ;  8  Fed.  Rep.  517  ;  5  Bann.  of  the  Description,  etc.,  §§  785-745  and 

&  A.  468  ;  Swift  «.  Whisen  (1867),  2  notes,  post. 

Bond,   115  ;  8  Fisher,  848;  Judson  v,        §  490.  ^  In  O'Reilly  v.  Morse  (1858), 

Moore  (1860),  1  Fisher,  544  ;  1  Bond,  15  How.  62,  Taney,  C.  J. :  (119)  "  Who- 
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the  words  of  which  it  consists  corresponds  exactly  with  the 
real  nature  of  the  thing  described.  The  law  requires  this 
correspondence  between  the  actual  invention,  or  the  acts  by 
which  it  is  constructed  or  put  into  practical  use,  and  the  lan- 
guage in  which  these  several  matters  are  portrayed.^    The 

ever  discoTexn  that  a  certain  useful  Jenkins  (1844),  3  McLean,  482  ;  Park  v. 
result  will  be  produced,  in  any  art,  Little  (1813),  3  Wash.  196 ;  1  Bobb^  17. 
machine,  manufacture,  or  composition  '  In  Lowell  v,  Lewis  (1817),  1  Ma- 
of  matter,  by  the  use  of  certain  means,  son,  182,  Story,  J.  :  (188)  "  A  patent 
is  entitled  to  a  patent  for  it ;  provided  is  grantable  only  for  a  new  and  useful 
he  specifies  the  means  he  uses  in  a  invention  ;  and,  unless  it  be  distinctly 
manner  so  fuU  and  exact  that  any  one  stated  in  what  that  invention  specifi- 
skilled  in  the  science  to  which  it  apper-  cally  consists,  it  is  impossible  to  say 
tains  can,  by  using  the  means  he  s{»eci-  whether  it  ought  to  be  patented  or  not ; 
fies,  without  any  addition  to  or  subtrac-  and  it  is  equally  difficult  to  know 
tion  from  them,  produce  precisely  the  whether  the  public  infringe  upon  or 
result  he  describes.  And  if  this  can-  violate  the  exclusive  right  secured  by 
not  be  done  by  the  means  he  describes,  the  patent.  The  jiatentee  is  clearly  not 
the  patent  is  void.  .  .  .  And  it  entitled  to  include  in  his  patent  the  ex* 
makes  no  difference,  in  this  respect,  elusive  use  of  any  machinery  already 
whether  the  effect  is  produced  by  chemi-  known,  and  if  he  does,  his  patent  wiU 
cal  agency  or  combination,  or  by  the  ap-  be  broader  than  his  invention,  and  con- 
plication  of  discoveries  or  principles  in  sequently  void.  If,  therefore,  the  de- 
natural  philosophy  known  or  unknown  scription  in  the  patent  mixes  up  the  old 
before  his  invention,  or  by  machinery  and  the  new,  and  does  not  distinctly  as- 
acting  altogether  upon  mechanical  prin-  certain  for  which,  in  particular,  the  pat- 
ciples.  In  either  case  he  must  describe  ent  is  claimed,  it  must  be  void  ;  since 
the  manner  and  process  as  above  men-  if  it  covers  the  whole  it  covers  too 
tioned,  and  the  end  it  accomplishes.  much,  and  if  not  intended  to  cover  the 

The  present  statute  declares  that  the  whole/  it  is  impossible  for  the  court  to 

Description  must  be  in  terms  that  are  saj  what,  in  particular,  is  covered  as  the 

*'faU,  clear,  eondse,  and  exact"    The  new  invention.     The  language  of  the 

act  of  1886  prescribed  that  the  language  patent  act  itself  is  decisive  on  this  point, 

•hall  be  "  full,  clear,  and  exact,  with-  ...  It  is,  however,  sufficient  if  what 

out  unnecessary  prolixity."    The  act  of  is  claimed  as  new  appear  with  reasonable 

1793  simply  required  terms  "  full,  clear,  certainty  on  the  face  of  the  patent, 

and  exact"    The  qualities  intended  to  either  expressly  or  by  necessary  impli* 

be  seenred  in  the  Description  by  these  cation.    But  it  ought  to  appear  with 

provisions  were  evidently  the  three  men-  reasonable  certainty,  for  it  is  not  to  be 

tioned  in  the  text,  viz.  :  correctness,  left  to  minute  inferences  and  conjectures 

completeness,  and  intelligibility.  fW)m  what  was  previously  known  or  un- 

That  the  Description  must  be  correct,  known  ;  since  the  question  is  not,  what 
complete,  and  intelligible,  see  Parks  v,  was  before  known,  but  what  the  pat- 
Booth  (1880),  102  U.  8.  96  ;  17  0.  G.  entee  ckims  as  new ;  and  he  may,  in 
1089;  Schneider  V.  Thill  (1880),  5  Bann.  fact,  claim  as  new  and  patentable  what 
k  A.  665 ;  Judson  v.  Moore  (1860),  1  has  been  long  used  by  the  public. 
Fisher,  544 ;  1  Bond,  285 ;  Brooks  v.  Whether  the  invention  itself  be  thus 
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difficulty  of  framing  such  a  Description  does  not  dispense  with 
its  production.  As  no  inventive  act  is  perfonned  until  the 
inventor  so  fully  comprehends  his  own  invention  that  he  is 
able  to  communicate  its  essential  characteristics  to  other  men, 
so  nothing  can  be  said  to  be  invented  unless  it  can  also  be  do- 
scribed.8  This  rule  is,  however,  satisfied  when  the  Descrip- 
tion corresponds  substantially  with  the  necessary  attributes 
of  the  subject  delineated.  Absolute  precision,  even  in  essen- 
tials, is  not  possible,  owing  in  part  to  the  various  senses  in 
which  the  same  words  may  be  employed,  and  in  part  to  the 
different  impressions  made  by  the  same  object  upon  different 
minds>  Slight  errors  in  essential  points  and  grave  mistakes 
on  immaterial  points  are  therefore  overlooked  unless  they 
would  mislead  a  cautious  reader  of  the  whole  Description. 
Wrong  names  applied  to  subjects  or  their  qualities ;  errone- 
ous theories  as  to  the  causes  which  produce  a  given  effect ; 

specificaUy  described  with   reasonable  processes  in  langaage  free  from  ambigu- 

certainty  is  a  question  of  law  upon  the  ity  or  misconstruction.    Different  per- 

construction  of  the  terms  of  the  patent,  sons,  looking  at  it  from  different  points 

of  which  the  specification  is  a  part."    1  of  view,  would  describe  it  in  different 

Robb,  181  (136).     See  also  Tucker  v.  terms.    In  the  present  case,  one  would 

Tucker  Mfg.  Co.  (1876),  4  Clifford,  897  ;  describe  it  as  *  the  art  of  curing  India 

10  O.  G.  464 ;  2  Bann.  &  A.  401 ;  Lang-  rubber  ;  *  another,  '  the  art  of  rendering 

don  9.  De  Groot  (1822),  1  Paine,  203  ;  caoutchouc,  and  manufactures  in  which 

1  Robb,  438.  ^t  is  used,  insensible  to  heat  or  cold,  or 

That  failure  to  describe  an  essential  the  action  of  most  of  its  known  sol* 

element  ayoids  tlie  patent,  see  Schneider  vents  ;  *  another,  as  a  *  fabric,  manu£ac- 

».  Thill  (1880),  6  Bann.  &  A.  665  ;  Carr  ture,  or  new  composition  of  matter,  hav- 

V,  Rice  (1856),  1  Fisher,  198  ;  Liardet*.  ing  qualities  never  before  combined  in 

Johnson  (1778),  1  Web.  68  ;  1  Abb.  P.  anyother  known  substance,  being  elastic, 

C.  22.  water-proof,  insensible  to  acids,  to  heat, 

<  That  nothing  can  be  patented  un-  or  to  cold.' "    2  Wall  Jr.  366  (863). 
less  it  can  be  described,  and  that  a  pat-         That  the  description  of  the  subject- 

entee  cannot  have  invented   what  he  matter  must  vary  in  definiteness  acoord- 

cannot  describe,  see  Smith  v.  Downing  ing  to  its  nature,  see  Mowiy  v,  Whitney 

(1850),  1  Fisher,  64.  (1872),  14  WalL  620 ;  6  Fisher,  494  ; 

«  In  Goodyear  v.  Railroad  (1858),  1  1  O.  G.  492. 
Fisher,  626,  Grier,  J.:  (684)  "On  ac-  That  absolute  precision  is  not  re* 
count  of  the  great  vagueness  and  in-  quired,  see  Dorsey  Harvester  Rake  Co. 
definiteness  of  the  language  used  in  v.  Marsh  (1878),  6  Fisher,  887. 
describing  the  various  arts,  machines.  That  immaterial  errore  are  not  re- 
manufactures,  and  compositions  of  mat-  garded,  see  McKesson  v,  Camrick  (1881X 
ter,  it  is  almost  impossible  to  describe  19  Blatch.  158  ;  21  0.  G.  187 ;  9  Fed. 
the  real  nature  of  many  discoveries  or  Rep.  44. 
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unfounded  statements  in  regard  to  the  results  which  the  in- 
vention will  accomplish ;  defects  which  are  apparent  to  those 
Bkilled  in  the  art  and  which  their  ordinary  mechanical  infor- 
mation would  enable  them  to  remedy,  —  all  these  inaccuracies, 
and  others  of  a  similar  character,  are  consistent  with  that 
substantial  correctness  in  essentials  without  which  a  knowl- 
edge of  the  invention  cannot  be  communicated  to  the  public.^ 

§  491.    The    Description     must    be    Complete :      Completeneee 
Defined. 

A  description  is  complete  when  it  embraces  every  essential 
part  and  attribute  of  the  thing  described.  The  Description  in 
a  specification  is  complete,  within  the  meaning  of  the  law,  when 
by  following  it  precisely  as  it  reads,  without  addition  or  sub- 
traction, a  person  skilled  in  the  art  could  make  and  use  the 
invention.  But  here,  also,  a  perfect  agreement  between  the 
language  employed  by  the  inventor  and  the  facts  and  acts 
which  it  endeavors  to  express  is  not  always  attainable.  Im- 
material parts  are  often  so  connected  with  the  material  that 
the  description  of  the  latter  inevitably  draws  after  it  the  de- 
lineation of  the  former ;  and  on  the  other  hand,  many  ma- 
terial objects  and  operations  are  so  familiar  to  the  inventor 

*  That  the  Description  is  sufficient^  sufficient,   see   Blanchard  Gnn   Stock 

in  spite  of  technical  defects,  if  the  in-  Taming  Factory  v.  Warner  (1S48),  1 

vention  clearly  appears,  see  Adams  v,  Blatch.  258. 

Joliet  Mfg.  Go.  (1877),  12  O.  0.  98  ;  8        That  the  omission  to  state  that  a  oer- 

Bann.  &  A.  1.  tain  function  is  the  leading  feature  of 

That  mistakes  in  naming  the  inyen-  the  invention  is  not  fatal,  see  Burden  v. 

tion,  or  in  assigning  it  to  its  proper  Coming  (1864),  2  Fisher,  477. 
class,  as  by  calling  it  a  product  when  it        That  defects  which  those  skilled  in 

is  a  process,  do  not  render  the  Descrip-  the  art  would  remedy  from  their  own 

tion  insufficient,  see  Foye  v,  Nichols  knowledge  are  not  fatal,  see  Whitney  v. 

(1882),  8  Sawyer,  201 ;  22  0.  G.  2243  ;  Mowry  (1867),  8  Fisher,  157  ;  2  Bond, 

13  Fed.  Rep.  125  ;  Goodyear «.  Bailroad  45  ;  Swift  v.  Whisen  (1867),  8  Fisher, 

(1853),  2  WalL  Jr.  856  ;  1  Fisher,  626  ;  848  ;  2  Bond,  115  ;  Singer  v.  Walmsley 

Keilson  v.  Harford  (1841),  1  Web.  831 ;  (1860),  1  Fisher,  558. 
Hinter  9.  Mower  (1885),  1  Web.  138  ;        That  the  Description  is  sufficient  if 

2  Abb.  P.  C.  178 ;  Derosne  v.  Fairie  it  corresponds  in  principle,  though  not 

(1835),   1  Web.   154 ;  2  Abb.  P.   C.  in  form,  with  the  actual  invention,  see 

78.  Weir  v.  North  Chicago  Rolling  Mill  Co. 

That  though  the  Description  states  (1883),  28  0.  G.  191 ;  9  Bissell,  508 ; 

that  the  invention  will  do  some  trifling  14  Fed.  Bep.  42. 
thing  which  it  will  not  do,  it  is  still 
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and  his  readers  that  their  specific  description,  or  even  an 
allusion  to  them,  would  be  superfluous.  The  law  recognizes 
these  difficulties  in  the  way  of  an  absolutely  complete  Descrip- 
tion, and  overlooks  the  defects  which  they  occasion.  Though 
the  Description  is  excessive  it  is  still  sufficient,  unless  the 
redundancy  is  fraudulent  or  renders  the  essential  parts  of  the 
Description  uncertain  and  obscure.  Though  it  omits  appli- 
ances, modifications,  or  processes  which  persons  skilled  in  the 
art  would  know  were  necessary  and  would  themselves  supply ; 
though  it  fails  to  describe  implements  and  materials  that  are 
in  common  use,  or  methods  of  construction  generally  practised 
in  the  arts,  —  it  may  still  be  complete  enough  to  put  before  the 
already  trained  and  informed  intelligence  of  the  reader  an 
accurate  and  entire  picture  of  the  invention,  from  which  he 
can  understand  it,  construct  it,  and  use  it  as  easily  as  if  all 
these  familiar  acts  and  objects  were- particularly  described.^ 

§  491.  ^  That  the  Description  need  tion  all  that  is  necessary  to  secure  the 

not  describe  what  is  in  common  use,  see  best  effect  if  a  good  effect  can  be  secured 

Thompson  v.   Gildersleeve   (1888),   48  by  what  is  described,  see  Sewall  9.  Jones 

0.  G.  886  ;  Burrall  v,  Jcwett  (1880).  (1876),  91  U.  S.  171 ;  9  0.  G.  47. 
2  Paige  (N.  Y.)  184 ;  Kneass  v.  Schuyl-         That  unless  a  good  effect  can  be  ob- 

kill  Bank  (1820),  4  Wash.  9  ;  1  Bobb,  tained  by  using  what  is  described,  the 

SOS.  patent   is   Yoid,    see  Sewall  v.  Jones 

That  modifications   and   appliances  (1876),  91  U.  S.  171 ;  9  O.  G.  47. 
which  would  suggest  themselves  to  oidi-         That  if  persons  skilled  in  the  art  can 

nary  mechanics  need  not  be  mentioned,  practise  the  invention  from  the  descrip- 

see   Union  Paper  Bag  Co.  «.   Nixon  tion  given  the  omission  of  minor  details 

(1878),  4  0.  G.  81  ;   6  Fisher,  402  ;  is  not  important,  see  Burrall  9.  Jewett 

Wayne  v.  Holmes  (1866),  2  Fisher,  20  ;  (1830),  2  Paige  (N.  Y.),  184. 
1  Bond,  27.  That  the  Description  must  show  a 

That  if  a  process  can  be  performed  new   invention  in    fact,   see  Head  v» 

by  those  skilled  in  the  art  by  following  Stevens  (1888),  19  Wend.  411. 
the  directions  given  in  the  Description,        That  the  Description  must  be  so  com- 

using  their  own  knowledge  of  the  art,  it  plete  that  one  skilled  in  the  art  can 

is  sufficient,  see  Lawthei  v.  Hamilton  practise  the  invention  from  it  alone,  see 

(1888),  42  0.  G.  487.  Webster  Loom  Co.  «.  Higgins  (1879X 

That  well-known  processes  and  de-  16  O.  G.  676  ;  16  Blatch.  446  ;  4  Bann. 

vices  need  not  be  described,  see  Mulford  ^  a.  88. 

V.   Pearce  (1876),   9  0.  G.  204  ;   13         That  the  Description  need  not  men- 

BUtch.  178.  tion  all  things  that  may  be  used  if  those 

That  it  is  not  necessary  to  describe  which  are  named  will  answer  the  pur- 
all  the  uses  of  the  invention,  see  Pike  pose,  see  Bickford  v.  Skewes  (1841), 
«.  Potter  (1869),  3  Fisher,  66.  i  Web.  214 ;  2  Abb.  P.  C.  628. 

That  the  Description  need  not  men* 
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§  492.  The  Desoriptioii  must  be  Intelligible :  Intelligibility 
Defined. 
A  description  is  intelligible  when  the  language  and  the 
methods  of  statement  which  it  employs  convey  to  the  mind 
of  the  reader  the  exact  ideas  embodied  in  the  subject  or  the 
act  described.  A  Description  may  be  correct  and  complete 
and  yet  not  be  intelligible,  either  becaase  of  its  undue  brev- 
ity, or  its  excessive  prolixity,  or  the  strangeness  of  its  words, 
or  the  confused  arrangement  of  its  sentences.  Such  a  De- 
scription in  a  specification  is  not  permissible.^  It  must  not 
only  be  correct  in  what  it  states,  and  state  completely  the 
entire  invention,  but  its  phraseology  and  the  collocation  of  its 
Bentences  must  make  these  statements  clear  and  plain  to  those 
skilled  artisans  to  whom  it  is  addressed.*  The  inventor  may 
assume  that  they  will  understand  the  technical  terms  peculiar 
to  their  art,  and  that  they  will  be  able  to  follow  such  direc- 

§  492.  ^  That  if  the  Description  is  qaiaite  of  the  statute  (§  3),  and  it  is 

unintelligible  the  patent  is  void,  see  foonded  npon  the  best  reasons.     The 

Sawyer  v.  Miller  (1882),  4  Woods,  472  ;  law  confers  an  exclusive  patent-right  on 

12  Fed.  Itep.  725  ;  Hovey  v.  Steyens  the  inventor  of  anything  new  and  use- 

(1846),  3  W.  &  M.  17  ;  2  Robb,  567;  fal,  as  an  encouragement  and  reward  for 

Hovey  v.  Stevens  (1846),  1  W.  &  M.  his  ingennity,  and  for  the  expense  and 

290  ;  2  Robb,  479  ;  Kneass  «.  Schnyl-  labor  attending  the  invention.   But  this 

kiU  Bank  (1820),  4  Wash.  9  ;  1  Robb,  monopoly  is  granted  for  a  limited  term 

803  ;  Newberry  v.  James  (1817),  1  Carp,  only,  at  the  expiration  of  which  the  in- 

P.  C.  868  ;  1  Abb.  P.  C.  282.  vention  becomes  the  property  of  the 

That  vagueness  of  language  in  the  public.  Unless,  therefore,  such  a  speci- 
Description  does  not  defeat  the  patent,  fication  was  made  as  would  at  all  events 
if  the  real  invention  can  be  known  by  enable  other  persons  of  competent  skill 
it,  see  (Goodyear  v.  Railroad  (1853),  1  to  construct  similar  machines,  the  ad- 
Fisher,  626  ;  2  WalL  Jr.  856.  vantage  to  the  public  which  the  act 

*  In  Lowell  v.  Lewis  (1817),  1  Ma-  contemplates  would  be  entirely  lost, 
son,  182,  Story,  J.  :  0.S9)  "  A  question  and  its  principal  object  would  be  de- 
nearly  allied  to  the  foregoing  is  whether  feated.  It  is  not  necessary,  however, 
(supposing  the  invention  itself  be  truly  that  the  specification  should  contain  an 
and  definitely  described  in  the  patent)  explanation,  level  with  the  capacities  of 
the  specification  is  in  such  full,  clear,  every  person  (which  would,  perhaps,  be 
and  exact  terms,  as  not  only  to  distin-  impossible)  ;  but,  in  the  language  of  the 
gnish  the  same  from  all  things  before  act,  it  should  be  expressed  in  such  full, 
known,  but  'to  enable  any  person  clear,  and  exact  terms,  that  a  person 
skilled  in  the  art  or  science  of  which  it  skilled  in  the  art  or  science  of  which  it 
is  a  branch,  or  with  which  it  is  most  is  a  branch  would  be  enabled  to  con- 
nearly  connected,  to  make,  compound,  structthe  patented  invention.*'  IRobb^ 
and  use  the  same.'    This  is  another  re-  131  (137). 
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tions  as  a  master-workman  would  give  to  his  subordinates ; ' 
but  he  must,  in  any  event,  bring  the  terms  of  his  Description 
down  to  the  level  of  their  understanding,  and  in  it  give  to 

«  In  Mowry  v.  Whitney  (1871),  14  644,  Leavitt,  J.:  (548)  "The  statute 
Wall.  620,  Strong,  J. :  (644)  "  And  it  is  must  have  a  fair  and  reasonable  con- 
evident  that  the  definiteness  of  a  speci-  struction  ;  and  if  the  jury  believe,  from 
fication  must  vary  with  the  nature  of  the  evidence  before  them,  that  this  in- 
its  subject  Addressed  as  it  is  to  those  vention  can  be  constructed  by  the  exer- 
akilled  in  the  art,  it  may  leave  some-  cise  of  skill  and  judgment  on  the  part  of 
thing  to  their  skill  in  applying  the  in-  a  mechanic,  they  will  come  to  the  con- 
vention, but  it  should  not  mislead  them,  elusion  that  these  specifications  are  snffi- 
The  objection  here  is  that  in  describing  cient  in  the  aspect  of  the  case  to  which 
the  degree  of  heat  to  be  applied  after  the  I  now  refer.  It  may  be  remarked  that 
wheels  have  been  deposited  in  the  heated  in  carrying  out  any  invention  the  exer- 
chamber  the  patentee  states  it  to  be  such  cise  of  some  skill  and  judgment  on  the 
that  the  temperature  of  all  parts  of  the  part  of  the  mechanic  called  to  construct 
wheels  *  may  be  raised  to  the  same  it  will  always  be  required.  Something 
point,  say  a  little  below  that  at  which  must  necessarily  be  left  to  him.  If 
fusion  commences,*  and  the  defendant  with  the  exercise,  therefore,  of  ordinary 
insists  that  this  amounts  to  a  direction  intelligence  and  skill,  the  jury  believe 
to  raise  the  heat  to  a  degree  that  must  that  the  invention  could  be  constructed 
destroy  the  chill  of  the  tread,  and  thus  from  the  information  given  by  the  pat- 
render  the  casting  valueless  as  a  railroad  ent,  there  would  be  no  doubt  that  the 
car-wheel.  But  it  is  obvious  that  only  specifications  answered  the  requisites  of 
vague  and  uncertain  directions  could  the  statute."  1  Bond,  285  (290). 
have  been  given  respecting  the  extent  That  if  the  Description  uses  terms 
to  which  the  heat  is  necessary  to  be  intelligible  to  persons  skilled  in  the  art 
raised.  It  must  differ  with  the  differ-  it  is  sufficient,  see  Loom  Co.  v,  Higgins 
ence  in  the  progress  of  cooling  which  (1881),  105  U.  S.  580  ;  21  0.  6.  2031  ; 
has  taken  place  before  the  wheels  are  re-  Anilin  v.  Higgin  (1878),  15  Blatch. 
moved  from  the  moulds.  The  process  290  ;  14  O.  G.  414 ;  SBann.  &  A.  462 ; 
requires  tliis  removal  before  they  have  Monce  v.  Adams  (1874),  12  Blatch.  1 ; 
become  so  much  cooled  as  to  produce  7  Q.  Q.  177  ;  1  Bann.  &  A.  126  ; 
such  inherent  strain  on  any  part  as  to  Singer  v.  Walmsley  (1860),  1  Fisher, 
impair  its  ultimate  strength.     Precisely  553. 

when  such  a  strain  begins  cannot  be         That  a  Description  is  to  be  read  as  if 

known.   Cooling  commences  the  instant  the   invention   were  present  and  the 

the  casting  is  made,  and  with  cooling  reader  skilled  in  the  art,  see  Loom  Co. 

commences  contraction,  and  strain  must  v.  Higgins  (1881),  105  U.  S.  580;  21 

soon  follow.    Plainly  it  is  impossible  to  O.  G.  2031. 

describe  the  point  of  time  when  the        That  the  Description,  being  addressed 

strain  has  proceeded  so  &r  as  to  impair  to  persons  skilled  in  the  art,  is  to  be 

the  ultimate  strength  of  any  part  of  the  modified  as  they  would  modify  it,  see 

wheel.    That,  in  the  nature  of  things,  Klein  v.  RusseU  (1873),  19  Wall.  488. 
must  be  left  to  the  judgment  of  the         That  the  ability  of  the  inventor  or 

operator."      5  Fisher,  494  (508) ;  1  0.  his  attorney  to  understand  the  Descrip- 

G.  492  (495).  tion  is  no  proof  of  its  intelligibility. 

In  Judsou  V.  Moore  (1860),  1  Fisher,  see  Ex  pctrU  Ken  (1884),  28  0.  G.  95. 
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them  a  practical,  intelligible,  and  reliable  guide  to  the  char- 
acter of  his  invention,  and  the  best  method  of  constructing 
it  and  employing  it  in  the  arts. 

§  493.    The  Deaorlption :  Ambiguity,  when  Fatal. 

When  a  Description  fails  in  either  of  these  requisites  of 
correctness,  completeness,  and  intelligibility,  it  is  said  to  be 
ambiguous ;  and  where  this  ambiguity  exists  to  any  consider- 
able degree  it  is  fatal  to  the  patent.^  The  courts  are  properly 
inclined  to  protect  the  inventor  in  spite  of  any  errors  into 
which  he  may  have  fallen  through  his  own  unskilfulness  in 
the  use  of  language,  or  through  a  too  great  dependence  on  the 
supposed  knowledge  of  others.  Early  decisions  in  this  coun- 
try, indeed,  went  so  far  as  to  declare  his  patent  valid  even 
where  his  Description  was  so  imperfect  as  to  be  practically 
useless  as  a  guide  to  the  public,  unless  its  imperfection  was 
intentional  and  fraudulent;^  and  though  this  doctrine  has 

§  493.  ^  That  no  ambignonsoreqixiYO-  pose  of  misleading  the  public,  which  is 

cal  Description  can  be  pennitted,  see  wilful  fraud  clearly  proved  ;  but  the 

JBr  parte  Gould  (1876),  10  0.  Q.  208.  court  cannot  bring  within  this^defini- 

That  when  the  Description  is  ambign-  tion  a  patent  with  a  specification  defeo- 

oas  and  calculated  to  mislead,  the  pat-  tive  on  other  grounds,  still  less  act  upon 

ent  is  void,  see  Carlton  v,  Bokee  (1872),  the  English  principle,  that  the  specifi- 

17  Wall.  463  ;  2  0.  6.  520  ;  6  Fisher,  cation  is  for  the  purpose  of  giving  the 

40;  Walton  v.  Potter  (1841),  1  Web.  public  the  benefit  of  the  invention  after 

685  ;  1  Abb.  p.  C.  845  ;  Campion  v.  the  expiration  of  the  patent,  as  that 

Benyon  (1821),  6  Koore,  71 ;  1  Abb.  would  be  in  contradiction  to  the  act  of 

P.  C.  345.  Congress     expressly    assigning    other 

That  the  consequences  of  uncertainty  reasons.     Such  has  been  the  uniform 

in  the  Description  must  faU  on  the  construction  of  the  law  in  the  circuit 

plaintiff,    see    Poppenhusen    ».    Falke  courts,  that  a  patent  can  be  declared 

(1861),  2  Fisher,  181  ;  4  Blatch.  498.  void  for  no  other  defect  in  the  specifica- 

•  In  Whitney  v.  Emmett  (1881),  tion  than  fraudulent  concealment  or  ad- 
Baldwin,  803,  Baldwin,  J.  :  (821)  dition.  1  Peters  C.  C.  Rep.  401  ;  1 
"Here  the  patent  contains  no  proviso  Wash.  171  ;  8  Wash.  198 ;  1  Mason, 
declaring  it  void,  if  the  specification  is  189,  190  ;  1  Gall.  484  ;  7  Wheat.  429, 
not  in  conformity  with  the  law  ;  this  is  480.  No  discretion  is  left  to  the  circuit 
provided  for  in  the  sixth  section  as  a  courts  to  annul  a  patent  for  any  reason 
substitute  for  the  proviso,  and  defines  not  contained  in  the  acts  of  Congress ; 
the  causes  for  which  a  circuit  court  can  they  have  not  left  us  free  to  infer  mo- 
adjudge  a  patent  void,  in  a  civil  suit,  tives,  objects,  and  grounds  of  supposed 
for  defects  in  the  specification.  These  policy  for  requiring  specifications ;  the 
are  concealment  or  addition,  fully  ap-  third  section  of  the  act  of  1793  defines 
peering  to  have  been  made  for  the  pur-  them  without  any  declaration  that  the 
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been  overruled  by  sounder  judgments,  indulgence  is  still 
shown  to  the  mistakes  of  inventors  so  far  as  a  due  regard 

patent  shall  be  void  if  the  specification  should  fally  appear  ;  bat  still  it  may  be 

is  defectiye.    English  decisions,  there-  presumed  from  circamstances  entirely 

fore,  founded  on  the  assumed  reason  for  to  the  satisfaction  of  the  jury,  whicli 

the  grant  of  a  patent,  are  not  of  author-  would  be  suflBcient  to  authorize  them  to 

ity  here  where  the  Constitution  and  laws  find  the  fact.    As  if  the  parts  concealed 

give  other  reasons,  and  omit  the  one  are  so  essential  and  so  obviously  neces- 

founded  on  the  public  benefit  to  result  sary  to  be  disclosed  that  no  mechanic 

from  the  disclosure  after  the  expiration  skilled  in  the  art  could  reasonably  be 

of  the  privilege.    You  will  therefore  not  expected  to  understand  the  subject,  so 

make  that  a  subject  of  deliberation,  for  as  from  the  description  given  to  make 

it  is  not  material  whether  the  public  can  the  machine,  it  would  be  difficult  to 

profit  by  the  invention  during  or  after  impute  the  omission  of  the  patentee  to 

the  term  of  the  patent     The  true  in-  a  fair  motive.      But  this  presumption 

quiry  is  whether,  in  the  spirit  of  the  would  seem  to  be  much  weakened  in  a 

law,  the  plaintiffs  have  made  such  a  de-  case  like  the  present,  where  so  many 

scription  of  the  thing  patented  as  to  practical  mechanics  have  testified  that 

distinguish  it  from  all  others   before  they  could  not  hesitate  in  supplying  the 

known,  and  to  enable  others  skilled  in  omissions  in  this  specification.''  iBobb,' 

the  matter  to  make,  compound,  or  use  120  (128). 

it,  and  to  explain  the  principle  and  In  Whittemore  v.  Cutter  (1818),  1 
mode  of  application  by  which  it  can  be  Gallison,  429,  Story,  J. :  (485)  *'  It  is 
so  distinguished  from  other  inventions,  therefore  ai)3;ued  that  if  the  specification 
If  from  the  patent,  specification,  draw-  be  materially  defective,  or  obscurely  or 
ings,  model,  and  old  machine,  clear  so  loosely  worded  that  a  skilful  work- 
ideas  are  conveyed  to  men  of  mechani-  man  in  that  particular  art  could  not 
cal  skill  in  the  subject-matter,  by  which  construct  the  machine,  it  is  a  good  de- 
they  could  make  or  direct  the  making  fence  against  the  action,  although  no 
of  the  machine  by  following  the  direc-  intentional  deception  has  been  practised, 
tions  given,  the  specification  is  good  And  this  is  beyond  all  question  the  doc« 
within  the  act  of  Congress."  1  Bobb,  trine  of  the  common  law  ;  and  it  is 
667  (591).  founded  in  good  reason  ;  for  the  mo- 
In  Gray  v,  James  (1817),  Peters,  C.  nopoly  is  granted  upon  the  express  con- 
C.  894,  Washington,  J.  :  (401)  '*But  dition  that  the  party  shall  make  a  full 
if  the  jury  should  be  of  opinion  that  the  and  explicit  disclosure,  so  as  to  enable 
specification  is  materially  defective,  the  the  public,  at  the  expiration  of  his 
objection  will  not  be  sufficient  to  invali-  patent,  to  make  and  use  the  invention 
date  the  plaintiff's  patent,  unless  they  or  improvement  in  as  ample  and  bene- 
should  also  be  satisfied  that  the  conceal-  ficial  a  manner  as  the  patentee  himself, 
ment  of  the  circumstances  not  described  If,  therefore,  it  be  so  obscure,  loose,  and 
was  intended  to  deceive  the  public,  imperfect  that  this  cannot  be  done,  it 
What  degree  of  evidence  ought  to  be  re-  is  defrauding  the  public  of  aU  the  con- 
quired  to  prove  such  fraudulent  inten-  sideration  upon  which  the  monopoly  is 
tion  must  rest  with  the  juiy  to  decide,  granted.  And  the  motive  of  the  paity, 
Positive  evidence  can  seldom  be  ex-  whether  innocent  or  otherwise,  becomes 
pected,  nor  is  it  necessary.  The  law,  immaterial,  because  the  public  mischief 
it  is  true,  requires  that  such  intention  remains  the  same.    It  is  said  that  the 

§483 
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to  the  rights  of  the  public  will  permit.'  However  vague  may 
be  the  representation  of  his  invention  given  by  the  Descrip- 
tion, if  from  it,  taken  in  connection  with  its  accompanying 
drawings  and  model,  a  person  skilled  in  the  art  to  which 
it  belongs  can  by  the  exercise  of  his  mechanical  powers  and 
information  alone  construct  and  use  the  invention,  the  ambi- 
guity is  not  fatal.^    But  if  experiment  or  inventive  skill  on 

law  is  the  same  in  the  United  States,  seal  is  affixed  to  them.  In  point  of 
notwithstanding  the  wording  of  the  practice,  this  mnst  unavoidably  be  a 
cixth  section,  for  there  is  a  great  dis-  very  insufficient  secnrity,  and  the  policy 
tinction  between  a  concealment  of  ma-  of  the  provision  that  has  changed  the 
terial  parts,  and  a  defective  and  am-  common  law  may  be  very  doubtful, 
biguous  description  of  all  the  parts  ;  This,  however,  is  a  consideration  proper 
and  that  in  the  latter  case,  although  before  another  tribunal.  We  must  ad- 
there  may  be  no  intentional  conceal-  minister  the  law  as  we  find  it.  And, 
ment,  yet  the  patent  may  be  avoided  without  going  more  at  laige  into  this 
for  uncertainty  as  to  the  subject-matter  point,  we  think  that  the  manifest  in- 
of  it  There  is  considerable  force  in  the  tention  of  the  Legislature  was,  not  to 
distinction  at  first  view ;  and  yet,  upon  allow  any  defect  or  concealment  in  a 
more  dose  examination,  it  will  be  diffi-  specification  to  avoid  the  patent,  unless 
cult  to  support  it.  What  is  a  defective  it  arose  from  an  intention  to  deceive  the 
description  but  a  concealment  of  some  public.  There  is  no  ground,  therefore, 
parts  necessary  to  be  known  in  order  to  on  which  we  can  support  this  objection." 
present  a  complete  view  of  the  mechan-  1  Bobb,  28  (34). 
ism  f  In  the  present  case  the  material  In  Park  v.  Little  (1818),  8  Wash, 
defects  were  stated,  among  other  things,  196,  Washington,  J.  :  (198)  "  It  is  true 
to  consist  in  a  want  of  a  specific  descrip-  that  the  thing  for  which  the  patent  is 
tion  of  the  dimensions  of  the  component  granted  should  be  truly  and  fully  de- 
parts, and  of  the  shapes  and  position  of  scribed  in  the  specification  ;  but  if  this 
the  various  knobs.  Were  these  a  con-  is  done,  so  as  clearly  to  distinguish  it 
c«alment  of  material  parts,  or  a  defective  from  all  other  things  before  known,  and 
and  ambiguous  disclosure  of  them  T  so  as  to  enable  any  person  skilled  in  the 
Could  the  Legislature  have  intended  to  art  of  which  it  is  a  branch,  or  with 
pronounce  that  the  concealment  of  a  which  it  is  most  nearly  connected,  to 
material  spring  should  not,  unless  made  make  and  use  the  same,  it  is  sufficient,  — 
with  design  to  deceive  the  public,  avoid  the  matters  not  disclosed  must  appear 
the  patent,  and  yet  that  an  obscure  de-  to  have  been  concealed  for  the  purpose 
■cription  of  the  same  spring  should  at  of  deceiving  the  public,  to  invalidate 
all  events  avoid  it!  It  would  be  some-  the  patent.''  1  Robb,  17  (19). 
what  hazardous  to  attempt  to  sustain  *  That  ambiguity  in  the  Description  ' 
BQch  a  proposition.  It  was  probably  is  fatal  irrespective  of  the  intent  of  the 
with  a  view  to  guard  the  public  against  inventor,  see  Blake  v.  Stafford  (1868), 
the  injury  arising  from  defective  specifi-  8  Fisher,  294  ;  6  Blatch.  195  ;  also 
cations  that  the  statute  requires  the  §§  969,  970,  972, 1085,  1087  and  notes, 
letters-patent  to  be  examined  by  the  at-  post. 

tomey  general,  and  certified  to  be  in        *  In    Ames   v.    Howard    (1838),   1 

conformity  to  the  law,  before  the  great  Sumner,  482,  Story,  J.  :  (485)  "  The 
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the  part  of  the  constructor  or  the  user  is  necessary  to  render 
the  invention  available  in  practice,  the  Description  is  fatally 
ambiguous,  and  the  patent  granted  on  the  specification  which 
contains  it  is  invalid.^ 

Constitntion  of  the  United  States,  in  take  the  whole  in  connection."  IBobh^ 

giving  authority  to  Congress  to  grant  689  (692). 

such  patents  for  a  limited  period,  de-  Ttiat  ambiguity  is  not  fatal  unless 

clares  the  object  to  be  to  promote  the  the  Description  is  rendered  unintelli- 

progress  of  science  and  useful  arts,  an  giUe,  see  Swift  v.   Whisen   (1867),   2 

object  as  truly  national,  and  meritorious,  Bond,  115  ;  8  Fisher,  848  ;   Jndson  v. 

and  well-founded  in  public  policy  as  Moore  (1860),  1  Fisher,  644  ;  1  Bond, 

any  which  can  possibly  be  within  the  285. 

scope  of  national  protection.     Hence  it  That  ambiguity  may  be  removed  by 

has  always  been  the  course  of  the  Amer-  the  oath  or  other  parts  of  the  applica- 

ican  Courts  (and  it  has  latterly  become  tion,  see  Pettibone  v.  Derringer  (1818), 

that  of  the  English  courts  also)  to  con-  4  Wash.  216 ;  1  Robb,  152. 

strue  these  patents  fairly  and  liberally.  That  if  the  Description  has  no  appar- 

and  not  to  subject  them  to  any  over-  ent  meaning  when  construed  by  the 

nice  and  critical  refinements.    The  ob-  court,  the  patent  is  void,  see  Emerson 

ject  is  to  ascertain  what,  from  the  fair  o.  Hogg  (1845),  2  Blatch.  1. 

sense  of  the  words  of  the  sfiecification.  That  any  ambiguity,  which  is  suffi* 

is  the  nature  and  extent  of  the  invention  clent  to  perplex  persons  skilled  in  the 

claimed  by  the  party  ;  and  when  the  art,  is  fatal,  see  Page  v.  Ferry  (1857),  1 

nature  and  extent  of  that  claim  are  ap-  Fisher,  298. 

parent,   not  to  fritter  away  his  rights  See  also  §§  969,  970,  1084,  1085  and 

upon  formal  or  subtile  objections  of  a  notes,  poaL 

purely  technical  character.  Now  let  us  *  That  the  Description  must  so  dis* 
see  what  is  the  invention,  as  claimed  by  close  the  invention  that  no  further  ex- 
the  plaintiff  in  the  specification  in  this  ercise  of  inventive  skill  ia  necessary  ia 
case.  I  agree  that  if  he  has  left  it  order  to  practise  it,  see  Neilson  v.  Har- 
wholly  ambiguous  and  nncertain,  so  ford  (1841),  1  Web.  881  ;  Moigan  v. 
loosely  defined,  and  so  inaccurately  ex-  Seaward  (1886),  1  Web.  170  ;  2  Abb. 
pressed  that  the  court  cannot,  upon  P.  C.  262 ;  B.  v,  Arkwright  (1785),  1 
a  fair  interpretation  of  the  words  and  Web.  64  ;  1  Abb.  P.  C.  29. 
without  resorting  to  mere  vague  conjee-  That  no  further  experiment  must 
ture  of  intention,  gather  what  it  is,  then  be  needed  to  practise  the  invention,  sea 
the  patent  is  void  for  this  defect  But  Lockwood  v.  Faber  (1886),  27  Fed.  Rep. 
if  the  court  can  clearly  see  what  is  the  68  ;  Simpson  v,  Holliday  (1865),  12 
nature  and  extent  of  the  claim*  by  a  L.  T.  Rep.  N.  8.  99  ;  Muntz  v.  Foster 
reasonable  use  of  the  means  of  interpre-  (1844),  2  Web.  96  ;  McNamara  v.  Hulse 
tation  of  the  language  used,  then  the  (1842),  2  Web.  128  ;  1  Coll.  477  ;  Neil- 
plaintiff  is  entitled  to  the  benefit  ofit»  son  v.  Harford  (1841),  1  Web.  881 ; 
however  imperfectly  and  inartificially  R.  v.  Wheeler  (1819),  2  B.  &  Aid.  345  ; 
he  may  have  expressed  himself.  And  1  Abb.  P.  C.  817 ;  B.  v.  Arkwright 
for  this  purpose  we  are  not  to  single  out  (1785),  1  Web.  64  ;  1  Abb.  ^P.  C. 
particular  phrases  standing  alone,  but  to  29. 
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§  494.   The  Deaoription :  False  Suggeation  Fatal. 

A  wilful  false  suggestion  or  concealment,  in  any  point  ma- 
terial to  the  invention  or  to  the  mode  of  making  or  using  it, 
is  also  fatal  to  the  interests  of  the  inventor.  He  is  obliged 
to  keep  faith  with  the  public ;  and  as  he  seeks  to  obtain  the 
widest  protection  which  it  is  in  their  power  to  bestow,  he  is, 
in  his  turn,  bound  to  confer  on  them  his  entire  secret  in  its 
most  available  and  beneficial  form.  If  for  the  purpose  of 
misleading  them  and  securing  some  advantage  to  himself,  he 
states  in  his  Description  less  than  the  whole  truth,  or  asserts 
that  things  are  necessary  to  produce  the  desired  effect  when 
he  knows  that  they  are  not  so,  the  fact  that  some  degree  of 
benefit  may  be  derived  from  what  he  has  described  will  not 
prevent  the  forfeiture  of  all  right  to  any  patent  for  the  inven- 
tion.^ Such  wilful  fraud  is  never  presumed  from  any  defect 
in  the  Description  which  can  be  otherwise  accounted  for,  but 
is  to  be  established  by  direct  or  circumstantial  evidence.^ 

§  495.   The  Description  :  its  Form. 

Subject  to  the  foregoing  rules,  the  Description  is  left  to  the 
judgment  and  choice  of  the  inventor.  No  particular  form  of 
words  is  prescribed  to  him,  though  where  two  or  more  phrases 

§  494.  >  That  a  false  snggestion  in  a  Web.  170  ;  2  Abb.  P.  C.  262 ;  Lewis  v. 

material  part  of  the  specification  avoids  Marling  (1829),  1  Web.  498 ;  1  Abb. 

the  patent,  see  Delano  v.  Soott  (1884),  P.    C.    421  ;    Oompton    v.    Ibbotson 

GUpin,  489  ;  1  Robb,  700  ;  Simpson  v.  (1828),  1  Web.  88 ;  1  Abb.  394  ;  Bovill 

Holliday  (1864),  20  Newt  L.  J.  n.  8.  v,  Moore  (1816),   Bar.  P.  G.  861 ;  1 

108 ;    Galloway  v.  Bleaden  (1839),  1  Abb.   P.  C.   231 ;   Wood   v.   Zimmer 

Web.  521  ;  Bloxam  v.  Elseo  (1825),  1  (1815),  1  Web.  82 ;  1  Abb.  P.  C.  202  ; 

C.  k  P.  558  ;  1  Abb.  P.  C.  878.  Turner  v.  Winter  (1787),  1  Web.  77  ; 

That  if  the  patent  describes  a  false  1  Abb.   P.   C.    48 ;   R.  v.   Arkwright 

principle  while  the  tme  one  is  disclosed  (1785),  1  Web.  64  ;  1  Abb.  P.  C.  29. 
to  licensees,  the  patent  is  fraudulent         That  if  the  Description  asserts  that 

and  yoid,  see  Dyson  V.  Danforth  (1865),  things   are   necessary   when  they  are 

4  Fisher,  133.  known  to  the  patentee  to  be  useless,  the 

That  a  concealment  by  which  the  pat-  patent  is  void,   see  Lewis  v.  Marling 

en  tee  obtains  an  advantage  over  the  (1829),  1  Web.  498;  1  Abb.  P.  0.  421; 

public,  if  wilful,  avoids  the  patent,  see  Huddart  v.  Grimshaw  (1808),  1  Web. 

Heath  v.  Unwin  (1852),  2  Web.  236  ;  85  ;  1  Abb.  P.  G.  128  ;  R  v.  Arkwright 

Tetley  «.  Easton  (1852),  Macrory,  P.  G.  (1785),  1  Web.  64  ;  1  Abb.  P.  G.  29. 
48  ;  Walton  v.  Bateman  (1842),  1  Web.         See  also  §  969  and  notes,  post. 
613  ;  Neilaon  v,  Harford  (1841),  1  Web.        >  See  §  1034  and  notes,  pasi. 
295;   Morgan  v.   Seaward    (1886),   1 
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are  open  to  his  use  the  clearest  and  most  easily  understood 
is  to  be  selected.^  His  modes  of  definition  may^vary  accord- 
ing to  the  nature  of  the  subject  to  which  they  relate,  stating 
the  characteristics  and  qualities  of  his  invention  in  express 
language,  or  causing  them  to  appear  by  necessary  implica- 
tion.^ At  the  outset  he  should  specify  the  particular  art  to 
which  the  invention  appertains,  and  may  then  describe  it 
either  by  concrete  illustrations  or  the  enumeration  of  its 
peculiar  properties.^  The  old  and  the  new  may  be  distin- 
guished from  each  other  by  separate  delineations,  or  both  may 
be  embraced  in  one  general  Description  and  the  line  be  sub- 
sequently drawn  between  them  by  the  Claim ;  and  in  describ- 
ing the  old,  if  patented,  the  prior  patent  may  be  referred  to 
and  be  incorporated  by  such  reference  into  the  new  specifica- 
tion.^ Words  of  recommendation  may  be  used  instead  of 
words  of  direction,  and  will  be  regarded  as  essential  parts  of 

§  495.  ^  In  Wyeth  v.  Stone  (1840),  machine,    article,    or   composition   to 

1  Story,  273,  Story,  J. :  (286)  **  I  agree  which  the  invention  relatea,  in  order 

that  the  patentee  is  hound  to  deecrihe,  that  the  whole  specification  may  he  read 

with  reasonahle  certainty,  in  what  his  as   applicable   thereto,    see  Ex    parU 

invention  consists,  and  what  his  partica-  Thompson  (1879),  16  O.  G.  588. 
lar  claim  is.     But  it  does  not  seem  to         That  concrete  and   illustratiye  de* 

me  that  he  is  to  he  bound  down  to  any  acriptions  are  as  proper  as  abstract  ones, 

precise  form  of  words ;  and  that  it  is  see  Goodyear  v.  Railroad  (185S),  2  WalL 

sufficient,  if  the  court  can  clearly  ascer-  Jr.  856  ;  1  Fisher,  626. 
tain,  by  fair  interpretation,  what  he  in-        *  That  old  parts  may  be  distinguished 

tends  to  claim,  and  what  his  language  from  new  by  describing  all  and  claiming 

truly  imports,  even  though  the  expree-  the  whole  when  so  constructed  as  to 

sions   are   inaccurately  or  imperfectly  produce  the  given  effect,  see  Gottfried  v, 

drawn."    2  Bobb,  28  (36).  PhilUp  Best  Brewing  Go.  (1879),  17  0. 

That  where  there  is  a  choice  of  ex-  G.  675  ;  5  Bann.  k  A.  4. 
pressions  the  inventor  must  select  the        That  it   is   proper  to  describe  the 

dearest,  see  Ex  parte  Gould  (1876),  10  whole  invention  and  point  out  what  is 

O.  G.  203.  new  and  what  old,  see  Wintermute  v, 

>  That  the  language  and  definitions  Redington  (1856),  1  Fisher,  289. 
of  a  Description  vary  with  the  subject-         That  in  distinguishing  the  new  from 

matter,  see  Mowry  V.Whitney  (1872),  14  the  old  the  patentee  is  bound  by  the 

Wall.  620  ;  5  Fisher,  494  ;  1  0.  G.  492.  description  as  he  gives  it,  see  Goodyear 

That  the  ordinary  meaning  of  words,  v.  Railroad  (1858),  1  Fisher,   626 ;  2 

such  as  "tempering,"  is  governed  by  Wall.  Jr.  356. 

the  general  language  of  the  specification.         That  a  prior  patent  may  be  referred 

see  Clary  v.  Lowell  Mfg.  Co.  (1887),  40  to  in  the  Description  to  show  differences 

'O.  G.  1239 ;  31  Fed.  Rep.  844.  between  it  and  the  present  invention, 

s  That  the  Description  ought  to  point  see  Ex  parte  Chubb  (1872),  2  O.  G. 

out,  at  the  beginning,  the  particular  art,  519. 

495 


CH.  I.]                  OF  TH£  GBANT  OF  LETTEBS-PATENT.  95 

the  Description  or  not,  as  the  actual  nature  of  the  invention 
may  require.^  The  application  of  a  new  natural  force  may 
be  described  either  by  describing  the  result  with  the  mode  of 
obtaining  it,  or  by  describing  the  means  employed  to  produce 

it.*    But  indirect  methods  of  description  should  not  be  re- 

*  In  Sewall  v.  Jones  (1875),  91  U.  S.  it  is  claimed  constitntes  the  discovery  or 
171,  Hunt,  J.  :  (185)  **  Farther  on,  the  invention  of  Colonel  Green,  as  described 
patentee,  Winslow,  says,  '  I  recommend  in  the  re-issaed  patent,  is  that  the  pro- 
the  following  method.*  This  is  not  of  daction  of  a  yacanm  in  the  earth  by 
the  substance  of  the  patent.  A  recom-  means  of  an  air-tight  tube  driven  into 
mendation  is  quite  different  from  a  re-  the  earth,  to  which  is  attached  a  suction 
qnirement.  The  latter  is  a  demand,  an  pump,  will  greatly  increase  the  supply 
essential,  a  necessity.  The  former  is  a  of  water.  To  produce  this  vacuum  it 
choice  or  preference  between  different  is  necessary  that  the  tube  forming  the 
modes  or  subjects,  and  is  left  to  the  lining  of  the  well  should  be  in  such 
pleasure  or  the  judgment  of  the  oper-  close  contact  with  the  surrounding  earth 
ator.  He  may  adopt  it.  He  will  do  as  to  be  air-tight ;  and  it  is  claimed 
weU  if  he  does.  But  he  may  reject  it,  that  driving  the  tube  into  the  ground, 
and  still  accomplish  his  object  by  means  whether  with  or  without  originally  per- 
of  the  patent.  The  principle  is  this  :  forating  the  earth  with  a  rod,  consti- 
The  omission  to  mention  in  the  specifi-  tutes  a  mode  of  constructing  a  weU 
cation  something  which  contributes  only  which  practically  results  in  producing  a 
to  the  degree  of  benefit,  providing  the  well  whose  lining,  —  to  wit,  the  tube  — 
apparatus  would  work  beneficiaUy  and  is  in  air-tight  connection  with  the  earth. 
be  worth  adopting  without  it,  is  not  In  other  words,  in  order  to  successfuUy 
fatal,  while  the  omission  of  what  is  apply  the  principle,  it  is  absolutely  es- 
known  to  be  necessary  to  the  enjoyment  sential  that  the  tube  forming  the  lining 
of  the  invention  is  fatal.  Curtis,  sect,  of  the  weU  should  be  in  such  close  con- 
248.  An  excess  of  description  does  not  tact  with  the  earth  that  the  air  cannot 
injure  the  patent,  unless  the  addition  be  pass  down  around  the  outside  of  the  tube, 
fraudulent.  Id.  sect.  250.  Accord-  and  the  pump  used  in  drawing  up  the 
iugly,  when  the  inventor  says,  '  I  recom-  water  must  also  be  attached  to  the  end 
mend  the  following  metliod,'  he  does  of  the  tube  by  an  air-tight  connection. 
not  thereby  constitute  such  method  a  Unless  both  of  these  conditions  are  ful- 
portion  of  his  patent.  His  patent  may  filled  it  is  impossible  to  create  a  vacuum 
be  infringed  although  the  party  does  in  the  tube,  and  about  the  portion  of  it 
not  follow  his  recommendation,  but  ac-  inserted  in  the  water-bearing  stratum  ; 
complishes  the  same  end  by  another  and  as  the  creation  of  this  vacuum  is 
method."  9  O.  Q.  47  (49).  the  esseLtial  and  only  means  of  apply- 
That  the  phrase   "it   is  desirable,  ing  the  principle  which  it  is  claimed 

etc.,"  may  make  the  thing  referred  to  a  constitutes  the  chief  merit  of  Colonel 

part  of  the  invention,  see  Klein  v.  Bus-  Green's  invention  or  discovery,  it  fol- 

aeU  (1873),  19  Wall.  43S.  lows  that  in  order  to  protect  such  a  dis- 

*  In  Andrews  v.  Hovey  (1883),  5  oovery  by  a  patent  it  must  be  included 
McCrary,  181,  Shiras,  J.:  (198)  <*It  within  the  specifications.  This  may  be 
is  not  necessary  to  extend  these  quota-  done  by  either  a  proper  description  of 
tions  to  show  that  the  principle  which  the  result  to  be  obtained,  with  the  mode 
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sorted  to  where  the  same  degree  of  correctness  and  complete- 
ness is  not  attainable  by  them  as  might  be  reached  by  the 
directJ  General  words  describing  an  effect  do  not  describe 
the  cause,  unless  the  cause  and  the  effect  are  indissolubly 
connected  and  are  commensurate  with  each  other.^  The 
description  of  a  class  of  substances  as  an  element  in  the  in- 
vention is  not  correct  except  when  each  substance  in  the 
class  will  serve  the  purpose.^  A  device  is  not  portrayed  by 
the  delineation  of  its  mode  of  use,  nor  is  the  use  itself  de- 
scribed unless  a  practical  rule  is  given  by  following  which 
the  desired  result  can  be  obtained.^^    In  describing  a  generic 

or  means  to  be  employed  in  producing  sach  a  description  of  the  means  em- 

the  same,  or  by  simply  describing  the  ployed  as  will,  if  followed,  necessarily 

means  employed  to  accomplish  the  re-  produce  a  result  which  embodies  the 

suit ;  that  is  to  say,  it  would  be  suffi-  practical  application  of  the  principle 

cient  if  it  was  stated  that,  by  the  use  of  involved."      16  Fed.  Bep.  387  (395) ; 

certain  prescribed  means,  a  vacuum  in  26  O.  G.  1011  (1014). 

and  about  the  tube  would  be  created.  That  it  is  not  enough  to  describe  a 

and  thereby  the  supply  of  water  would  result,  — its  mode  of  attainment  must  be 

be  increased,  or  if  it  was  stated  that  the  shown,  —  see  Burrall  v,  Rumsey  (1877), 

tubing  of  the  well  was  so  driven  as  to  18  O.  G.  128. 

be  made  air-tight  by  contact  with  the  That  a  product  may  be  described  by 

surrounding  earth,  and  the  pump  to  be  describing  its  mode  of  production  if  no 

used  was  affixed  to  the  tube  by  an  air*  clearer  way  exists,  see  Anilin  u,  Higgin 

tight  connection.     In  the  latter  case  the  (1878),  15  Blatch.  290  ;  14  0.  G.  414  ; 

result  reached  or  the  principle  put  into  3  Bann.  ft  A.  462. 

operation  would  not  be  described  ;  but  ^  That  a  Description  is  sufficient  if 

as  the  means  described  must  necessarily  it  contains  a  proper  designation  of  the 

produce  the  result,  or  apply  the  priu-  invention,  a  clear  statement  of  its  parts, 

ciple,  it  is  held  sufficient  to  describe  the  its  operation,  and  its  relation  to  surround- 

means    employed,    without   si)ecifying  ing  matters,  a  distinct  separation  of  the 

the  principle  which  is  thereby  brought  new  from  the  old,  and  is  followed  by 

into  play.     Indeed,  it  is  not  necessary  well-defined  Claims,  see  fa; jvart^Xhomp- 

that  the  inventor,  to  be  entitled  to  a  son  (1879),  16  0.  G.  588. 

patent,  should  himself  understand  the  *  That  general  words  indicating  an 

abstract  principle  which  his  invention  effect  become  descriptive  of  the  cause 

brings  into  use.    It  is  sufficient  if  he  is  only  when  the  cause  invariably  produces 

the  inventor  of  a  means  whereby  a  new  the  effect,  see  Ex  parte  Oarlock  (1875), 

and  useful  application  of  the  abstract  8  O.  G.  191. 

principle  is  brought  about.  Still,  as  al-  *  That  if  a  class  of  substances  be  de- 
ready  remarked,  it  is  necessary  that  in  scribed  as  forming  an  element  in  the  in- 
the  patent  and  specifications  the  new  vention,  the  patent  is  void  if  any  sub- 
and  useful  application  of  the  principle  stance  of  the  class  wiU  not  answer  the 
must  be  described,  either  by  setting  purpose,  see  Schneider  v.  Thill  (1880), 
forth  the  result  obtained,  with  the  5  Bann.  k  A.  565. 
means  of  its  accomplishment,  or  else  by  ^  That  to  describe  a  mode  of  use  is 
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invention,  one  species  of  the  genus  must  be  also  described, 
and  more  may  be,  though  but  one  species  can  be  claimed  and 
covered  by  the  patent.^ 

§  496.   The  Description  when  the  Xn^entlon  is  a  Combination. 

The  general  rules  already  stated  are  appropriate  to  the 
Description  of  all  classes  of  inventions.  Their  application 
to  particular  classes  has  resulted  in  the  establishment  of  sub- 
ordinate rules  in  reference  to  each  class,  with  the  view  of 
securing  in  its  Description  the  necessary  correctness,  com- 
pleteness, and  intelligibility.  These  we  shall  now  consider, 
commencing  with  those  which  relate  to  combinations.  The 
essential  features  ^of  a  combination  are  its  several  elements 
and  their  co-operative  law.  Each  of  these  must,  therefore, 
be  specifically  described,  and  the  drawings  as  well  as  the 
written  matter  must  represent  the  elements  in  combination. 
This  is  no  less  imperative  where  the  elements  which  enter 
into  the  combination  are  old  and  well  known  than  where  they 
are  original  with  the  inventor  of  the  combination  and  have 
never  been  communicated  to  the  public.^  But  beyond  these 
essential  features  the  Description  need  not  go.  The  mechan- 
ism by  which  the  elements  of  the  combination  are  connected 

not  a  description  of  the  thing  used,  mans  (1877),  94  U.  S.  568  ;  11  0.  6. 

see  3xi  parU  Doten  (1877),  12  0.  G.  970. 

841.  That  a  vagae  description  of  a  corn- 
That  the  Description  must  give  a  bination  element  or  its  total  omission 
ilzed  rale  which  can  be  suecessfnlly  fol-  are  vital  defects  of  form,  see  Ex  parte 
lowed,  though  variations  from  it  may  Mill  (1887),  40  0.  O.  918. 
be  possible  in  practice,  see  Tilghman  p.  That  a  class  of  objects  cannot  be 
Werk  (1802),  1  Bond,  611 ;  2  Fisher,  described  as  an  element  unless  eveiy 
229.  object  of  that  class  will  answer  the  pur- 
u  That  a  specification  for  a  generic  pose,  see  Schneider  v.  Thill  (1880), 
fnvention  need  describe  but  one  species,  5  Bann.  ft  A.  565  ;  Turner  v.  Win- 
though  it  may  describe  more,  see  ^  ter  (1787),  1  Web.  77 ;  1  Abb.  P.  C. 
parte  Ewart  (1880),  17  O.  O.  448.  48. 

That  constractions  illustrating  generic        That  where  a  specification  confines 

Claims,  but  not  themselves  the  basis  of  the  invention  to  one  article  as  an  ele- 

any  Claim,  may  be  described,  see  Bx  ment  in  a  combination  and  says  or  im- 

parU  Howe  (1888),  25  O.  G.  1189.  plies  that  no  other  article  will  answer, 

I  496.  ^  That  the  specification  of  a  no  other  article  can  be  its  equivalent, 

combination  of  old  elements  must  de-  see  Schillinger  v.  Cranford  (1885),   4 

scribe  the  old  elements  and  the  mode  Mackay,  450  ;  87  O.  G.  1849. 
of  combuiing  them,  see  Merrill  v.  Teo* 
VOL.  n.  — 7 
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with  each  other,  those  parts  of  the  entire  device  which  are 
either  useless  or  serve  incidental  purposes  not  within  the 
scope  of  the  co-operative  law,  and  the  general  invention  of 
which  the  present  combination  might  be  a  subordinate  factor, 
may  be  omitted,  except  when  its  description  is  required  in 
order  to  render  that  of  the  new  invention  sufficiently  in- 
telligible.a 

§  497.    The  Desoription  when  the  Xnvention  is  an  Art. 

The  essential  characteristics  of  an  art  reside  in  the  acts  of 
which  it  is  composed.  These  acts  must,  therefore,  be  cor- 
rectly, completely,  and  intelligibly  described.  Physical  means 
of  some  kind  being  required  for  the  performance  of  these  acts, 
such  means  and  the  mode  of  using  them  must  also  be  partic- 
ularly delineated,  unless  from  the  nature  of  the  acts  described 
they  are  sufficiently  obvious  to  those  to  whom  the  specificar 
tion  is  addressed.^  But  the  Description  need  not  include  all 
the  different  physical  means  by  which  the  art  may  be  exer- 
cised, nor  declare  all  the  modes  in  which  such  means  may  be 
employed,  provided  the  art  can  be  successfully  practised  by 
using  the  apparatus  actually  described  according  to  the  rule 
laid  down  by  the  inventor.* 

3  That  useless  parts  of  a  oombina-  sacb  means  are  obvioas,  see  The  Tele- 
tlon  are  not  elements,  see  £x  parte  phone  Cases  (1888),  126  U.  S.  1 ;  43 
West  (1872),  2  0.  G.  80.  See  also  0.  G.  877 ;  Tilghman  v.  Proctor  (1881), 
§  278  and  notes,  arUe,  102  U.  S.  707  ;  19  0.  G.  859  ;  Down- 
That  a  Description  is  good  though  ton  v,  Yaeger  Milling  Co.  (1880),  6 
it  includes  useless  parts,  if  it  does  not  Bann.  &  A.  112  ;  1  McCrary,  26  ;  I 
state  that  they  are  essential,  see  Lewis  Fed.  Rep.  199  ;  17  0.  G.  906  ;  Ex  parte 
V.  Marling  (1829),  1  Web.  49S ;  4  C.  Elbers  (1877),  12  0.  G.  2;  Booth  v. 
&  P.  56  ;  1  Abb.  P.  C.  421.  Kennard  (1837),  2  H.  &  N.  84  ;  Rex  v. 
That  where  the  elements  of  a  com-  Wheeler  (1819),  2  B.  &  Aid.  345;  1  Abb. 
bination  are  clearly  pointed  out,  other  P.  C.  317  ;  Boulton  v.  Ball  (1795),  2  H. 
])articular8  of  construction  do  not  be-  Bl.  463 ;  1  Abb.  P.  C.  59. 
long  in  it  as  an  invention,  see  Temple  That  the  Description  of  a  chemical 
Pump  Co.  V.  Goes  Pump  ft  Rubber  process  is  not  addressed  to  persons 
Bucket  Mfg.  Co.  (1887),  39  O.  G.  467 ;  ignorant  of  chemistry,  see  Allen  v. 
80  Fed.  Rep.  440  ;  31  Fed.  Rep.  292.  Hunter  (1855),  6  McLean,  803  ;  Heath 

§  497.  t  That  the  Description  of  an  v.  Unwin  (1852),  2  Web.  236. 
art  must  disclose  the  means,  by  which         '  That  where  the  Description  of  a 

it  can  be  successfully  practised,  with  process  gives  a  fixed  rule  which  can  be 

sufficient  clearness  to  enable  those  skilled  successfully  followed   it   is    sufficient, 

iu  the  art  to  carry  it  into  effect,  unless  though  variations  from  it  are  possible, 
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§  498.    The  Description  when  the  Invention  is  a  Machine. 

A  machine  is  a  mode  of  operation  embodied  in  tangible 
materials.  Its  essence  or  principle  is  its  structural  law,  and 
this  must,  therefore,  be  correctly  and  intelligibly  explained. 
As  this  principle  can  be  made  available  for  use  only  by  its 
expression  in  some  actual  mechanism,  the  best  mode  of  con- 
structing and  employing  such  a  mechanism  must  also  be 
described.  Every  integral  part  of  the  machine,  with  its 
position  and  relation  to  the  other  parts,  and  with  all  those  de- 
tails of  shape,  proportion,  and  materials  which  are  essential  to 
the  operation  of  the  mechanism  as  a  whole,  should  be  deline- 
ated in  such  a  manner  as  to  distinguish  the  principle  of  this 
machine  from  those  which  underlie  and  govern  all  previous 
machines.^  Other  matters  serve  only  the  purposes  of  illustra- 
tion, and  may  be  omitted  if  the  machine  and  its  principle  can 
be  fully  understood  without  them.^ 

see  TUghman  v.  Werk  (1862),  1  Bond,  tion  of  its  prodact,  see  Western  Electric 

511 ;  2  Fiaher,  229.  Co.  v.  Ansonia  Co.  (1885),  114  U.  S. 

That  a  rale  requiring  heat  "  not  less  447  ;  31  0.  G.  1805. 
than  dlO<>"  does  not  limit  the  iuren-         $^498.  ^  That  the  Description  of  a 

tion  to  that  degree  if  the  process  is  the  machine  is  sufficient  when  it  contains  a 

same,  see  Buchanan  v.  Howland  (1868),  proper   designation    of  the  invention, 

2  Fisher,  341.  a  clear  description  of  its  parts,  its  opera- 

That  where   the  Description  of  a  tion,  and  its  relation  to  surrounding 

chemical  process  uses  terms  applicable  matters,  a  distinct  separation  of  the  new 

to  sereral  substances  only  one  of  which  and  old,  and  is  followed  by  weU-defined 

will  answer,  it  is  insufficient,  see  Anilin  Claims,  see  Ex  parte  Thompson  (1879), 

V.  Levinstein  (1884),  L.  R.  29  Ch.  866.  16  O.  6.  588. 

That  where  some  heat  is  needed  and        That  a  Description  of  the  mode  of 

no  exact  degree  can  be  given  because  using  a  machine  is  not  a  Description  of 

dependent  on  the  condition  of  the  sub-  the  machine  itself,  see  Ex  parte  Doten 

stance  treated,  if  a  maximum  and  mini'  (1877),  12  0.  G.  841. 
mum  are  stated,  the  rest  may  be  left  to        That  the  failure  to  describe  an  essen- 

the  judgment  of  the  operator,  see  Mowry  tial  element  renders  the  whole  Descrip- 

V.  Whitney  (1871),  14  Wall.  620;  5  tion  defective,  see  Carr  o.  Rice  (1856),  1 

Fisher,  494  ;  1  0.  G.  492.  Fisher,  198  ;  Felton  v.  Greaves  (1829), 

That  a  process  may  be  described  8  C.  &  P.  611 ;  1  Abb.  P.  C.  416. 
by  describing  either  the  result  with  the  That  a  failure  to  describe  an  ele- 
mode  of  obtaining  it,  or  the  means  em*  ment  embraced  in  the  idea  of  the  in- 
ployed  to  produce  it,  see  Andrews  v,  ventor,  but  without  which  the  new 
Hovey  (1883),  16  Fed.  Rep.  887  ;  5  machine  will  work,  is  not  a  fatal  defect, 
McCnry,  181  ;  26  O.  G.  1011.  see  Carr  v.  Rice  (1856),  1  Fisher,  198. 

That  a  process  cannot  be  inferred  by        'In  Page  v.  Ferry  (1857),  1  Fisher, 

the  court  or  the  public  from  a  descrip-  298,  Wilkins,  J.  :  (307)  "Where  the 
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§  499.    The  Description  when  the  Invention  is  a  Bffanufactnre. 

A  manufacture  is  the  most  iiidefiiiite  of  all  the  different 
classes  of  inventions.  Its  essential  qualities  are,  of  course^ 
those  without  which  it  would  cease  to  be  the  particular  in- 
vention that  it  now  is;  but  what  these  qualities  are  it  is 
often  difficult  to  ascertain  and  to  declare.  Various  methods 
of  describing  manufactures  have  therefore  been  adopted,  to 
suit  the  varying  character  of  these  inventions.  Where  its 
essential  qualities  are  discernible  these  may  be  enumerated, 
and  if  this  can  be  so  clearly  and  precisely  done  as  not  only 
to  give  a  complete  knowledge  of  the  new  manufacture,  but 
also  to  distinguish  it  from  all  others,  it  is  the  best  mode  of 
describing  it.  Where  this  is  impossible,  the  process  by  which 
the  manufacture  is  produced  may  be  particularly  delineated 
and  the  manufacture  described  as  the  result  of  that  peculiar 
process.  If  the  manufacture  is  obtained  by  using  chemicals, 
the  substances  employed  and  their  mode  of  use  may  be  stated 
and  the  nature  of  their  product  thus  defined.^  But  in  all  cases 

object  of  the  patent  may  be  obtaiDed  by  or  smaU,  its  motioa  slow   or   qaick, 

a  competent  mechanic  of  ordinary  skill,  makee  no  difference  in  the  principle  of 

one  acquainted  with  the  stmcture  of  it."    See  also  Temple  Pump  Co.  «.  Gosa 

similar  machines,  or  structures  involy-  Pump  &  Rubber  Bucket  Mfg.  Co.  (1887), 

ing  the  same  principle,  by  fairly  follow-  39  0.  G.  467  ;  30  Fed.  Rep.  440  ;  Singer 

ing  out  the  specifications  and  drawings,  «.  Walmsley  (1860),   1  Fisher,   558  ; 

without  other  inventions  or  additions  Crossley  v.  Beverly  (1827),  1  Web.  106 ; 

or  experiment,  the  patent  is  valid  and  1  Abb.  P.  0.  409. 

unimpeached,  and  the  rule  of  law  is  That  the  Description  of  a  machine 

sufficiently  met.**  need  not  include  modifications  and  ap< 

In  Brooks  p.  Jenkins  (1844),  3  Mc-  pliances  which  practical  use  or  their 

Lean,  432,  the  court  say  :  (447)   *'  The  general  knowledge  would  suggest  to  me> 

utmost  precision  in  the  Description  of  chanics,  see  Union  Paper  Bag  Co.   v. 

the  machine  is  not  to  be  expected,  nor  Nixon  (1873),  4  0.  G.  31 ;  6  Fisher, 

is  it  essential.     Parts  of  machinery  and  402. 

processes  generally  known  need  not  be  That  the  phrase  ''  vertical  or  nearly 
described.  A  wedge,  pulleys,  rollers,  so"  is  certain  enough  for  skilled  me- 
rack  and  pinion,  and  other  things,  chanics,  see  Swift  v,  Whisen  (1867),  2 
known  to  all  mechanics,  wUl  be  supplied  Bond,  115  ;  3  Fisher,  848. 
by  the  mechanist  without  stating  their  §  499.  ^  That  a  manufacture  may  be 
size  or  structure.  Nor  is  it  essentisl  to  described  by  describing  its  mode  of  pro- 
state the  proportionate  parts  of  a  ma-  duction,  if  no  better  way  exists,  see 
chine,  nor  the  velocity  of  its  operations.  Anilin  v,  Higgin  (1878),  15  Blatch. 
These  are  matters  of  adjustment  for  the  290 ;  14  0.  G.  414  ;  8  Bann.  &  A.  462. 
eye  and  judgment  of  the  constructor.  That  a  product  may  be  described  and 
Whether  a  machine  be  large  in  its  parts  claimed  as  the  result  of  a  described  pro- 
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the  manufacture  must,  in  some  way,  be  fully  explained  and  be 
distinguished  from  all  other  inventions,  and  this  being  done, 
other  assertions  regarding  it  are  immaterial.  Thus  when  the 
manufacture  can  be  understood  without  it,  the  process  or  ma- 
chine by  which  it  is  produced  need  not  be  mentioned ;  ^  and 
if  their  description  is  attempted,  a  defect  therein  will  not  impair 
the  validity  of  that  by  which  the  manufacture  is  explained.^ 

§  500.   The  Doficriptlon  when  the  Invention  la  a  Composition  of 


A  composition  of  matter  is  a  group  of  ingredients  inter- 
mingled in  a  specific  manner  and  producing  a  specific  result 
which  has  new  properties  of  its  own.  Thus  it  presents  three 
essential  subjects  for  description :  the  ingredients,  their  mode 
of  intermixture,  and  the  resulting  composition.  Each  of  the 
ingredients  must  be  completely  and  exactly  described,  either 
by  the  name  given  to  it  in  the  arts  or  by  an  enumeration  of 
its  qualities,  or  in  some  other  way  intelligible  to  those  who 
are  to  use  it.  Nothing  must  be  left  to  experiment  either  as 
to  their  nature  or  their  number,  and  no  substance  should  be 
specified  as  an  ingredient  unless  it  is  essential  to  the  compo- 
sition, since  the  inventor  will  be  so  far  concluded  by  it  that 
he  cannot  claim  that  any  composition  is  identical  with  his  uur 


or  "  any  process  which  wiU  produce  need  not  describe  the  mode  of  producing 

*  like  result,"  see  Pickhardt  v,  Packard  it,  see  McCloskey's  Application  (1879), 

<18S4),  23  Blatch.  28 ;  SO  0.  G.  179 ;  8    MacArthur,   14 ;    Cohn   v.    United 

Anilin  v,  Hi^n  (1878),    15    Blatch.  States  Corset  Co.  (1876),  98  U.  S.  866  ; 

290 ;  14  0.  G.  414 ;  8  Bann.  k  A.  462.  11  0  G.  457  ;  Cohn  «.  United  States 

That  unless  a  product  is  so  described  Corset  Co.  (1874),  12  Blatch.  225;  1 

that  it  can  be  recognised  apart  from  the  Bann.  &  A.  840  ;  6  0.  G.  259. 
description  of  the  process  of  making  it        *  That  a  specification  may  be  suffi- 

the  patent  will  coyer  it  only  when  made  cient  for  a  product  when  it  would  not 

by  that  process,  see  Cochrane  v.  Ani-  suffice  if  the  invention  were  a  machine, 

lin  (1884),  111  U.  S.  293  ;  27  O.  G.  see  Brass  Co.  v.  MUler  (1871),  5  Fisher, 

813.  48  ;  9  Blatch.  77. 

That  if  the  manufacture  as  disclosed        That  if  the  product  be  fully  described 

by  the  Description  is  useful  it  is  suffi-  and  also  the  machine  for  making  it,  the 

eient,  though  if  better  described  it  could  description  of  the  product  wUl  be  snffi- 

be  made  to  be  more  useful,  see  McNa-  dent  though  the  machine  prove  useless, 

mara  «.  Hulse  (1842),  Car.  &  M.  471 ;  see  Magic  Ruffle  Co.  v.  Dongkas  (1863), 

2  Web.  129.  2  Fisher,  830. 
'  That  a  Description  of  a  manufiuture 
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less  it  employs  such  substance  or  its  equivalent.^  In  descrilv 
ing  the  mode  of  intermixture,  the  quantity  and  proportions 
of  the  several  ingredients,  and  the  process  of  compounding 
them,  must  be  correctly  and  precisely  stated.  Here,  also, 
nothing  mu^t  be  left  open  to  be  determined  by  experiment.^ 
Where  quantities  and  proportions  must  be  exact  in  order  to 
produce  the  composition,  the  Description  must  furnish  this 
exact  rule.*    Where  variations  in  proportions  or  quantity  are 

§  500.  1  That  ingredients  must  be  the  result  intended  to  be  obtained.   The 

80  described  that  no  further  experiment  specification  must  be  in  such  full,  clear, 

>to  discover  them  will  be  needed,  see  and  exact  terms  as  to  enable  any  one 

Tyler  v.  Boston  (1868),  7  Wall.  827  ;  skilled  in  the  art  to  which  it  appertains 

Woodv.  Underbill  (1847),  5  How.  1;  2  to  compound  and  use  the  invention  ; 

Robb,  688.  that  is  to  say,  to  compound  and  use  it 

That  the  general  description  of  a  without  making  any  experiments  of  his 

class  of  objects  as  ingredients  is  insuf-  own."    1  O.  G.  359  (861) ;   6  Fisher, 

ficient  if  one  member  of  the  class  will  847  (351). 

not  answer,  see  Bickford  v.  Skewes  In  Tyler  v,  Boston  (1868),  7  WalL 
(1839),  1  Web.  214  ;  Turner  v.  Winter  827,  Grier,  J.  :  (830)  "  Now  a  machine 
(1787),  1  Web.  77  ;  1  Abb.  P.  C.  48.  which  consists  of  a  combination  oi 
That  where  "water"  is  mentioned  as  devices  is  the  subject  of  invention, 
an  ingredient  any  water  must  answer  and  its  effects  may  be  calculated  a 
the  purpose,  see  Keith  V.  Hobbs  (1878),  priori,  while  a  discovery  of  a  new 
69  Mo.  84.  substance  by  means  of  chemical  corn- 
That  ingredients  must  be  caUed  by  binations  of  known  materials  is  em- 
their  usual  names  so  as  not  to  mislead,  pineal  and  discovered  by  experiment, 
see  Strutz  v,  De  La  Rue  (1828),  1  Web.  Where  a  patent  is  claimed  for  such  a 
83  ;  6  Russ.  823  ;  1  Abb.  P.  C  899  ;  discovery,  it  should  state  the  component 
Savory  ».  Price  (1823),  1  Ry.  &  Ma  1 ;  parts  of  the  new  manufacture  claimed 
1  Web.  88 ;  1  Abb.  P.  C.  366.  with  clearness  and  precision,  and  not 
«  In  Jenkins  r.  Walker  (1872),  leave  the  person  attempting  to  use  the 
Holmes,  120,  Shepley,  J. :  (128)  **  When  discovery  to  find  it  out  *  by  experiment.' 
the  specification  of  a  new  composition  The  law  requires  the  applicant  for  a 
of  matter  gives  only  the  names  of  the  patent  right  to  deliver  a  written  De- 
substances  which  are  to  be  mixed  to-  scription  of  the  manner  and  process  of 
gether,  without  stating  any  relative  making  and  compounding  his  new-dis- 
proportion, undoubtedly  it  would  be  covered  compound.  The  art  is  new  ; 
the  duty  of  the  court  to  declare  the  and  therefore  persons  cannot  be  pre- 
patent  to  be  void ;  and  the  same  rule  sumed  to  be  skilled  in  it,  or  to  antici- 
would  prevail  when  it  was  apparent  liate  the  result  of  chemical  combinations 
that  the  proportions  were  stated  am-  of  elements  not  in  daily  use." 
biguously  or  vaguely  ;  for  in  such  cases  That  the  proportions  of  ingredients 
it  would  be  evident  on  the  face  of  the  must  be  so  described  that  no  further 
specification  that  no'  one  could  use  the  experiment  will  be  needed  to  discover 
invention  without  first  ascertaining  by  them,  see  Wood  v.  Underbill  (1847),  6 
experiment  the  exact  proportions  of  the  How.  1  ;  2  Robb,  588. 
different  ingredients  required  to  produce  *  That    the  phrase   '^  about "  in  a 
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consistent  with  the  attainment  of  the  desired  result,  the  limits 
of  such  variations  must  be  definitely  given^  If  differences  in 
the  quality  or  strength  of  the  ingredients  as  commonly  found 
existing  in  the  arts  require  differences  of  proportion,  this  must 
be  disclosed  and  a  rule  given  which  can  be  practically  followed. 
The  intermixture  of  ingredients  is  an  art  or  process,  and  must 
be  described  in  the  same  manner  as  any  other  art,  each  act 
with  the  physical  means  for  performing  it  being  specified  un- 
less already  obvious  to  those  skilled  in  the  art.^  The  compo- 
sition itself  may  be  described  in  the  same  method  as  a  manu- 
facture, either  by  enumerating  its  essential  qualities,  or, 
where  it  is  inseparably  connected  with  the  mode  of  produc- 
tion, by  stating  it  as  the  result  of  the  particular  intermingling 
of  the  ingredients  before  described.^    In  these  descriptions 

Description  is  uucertain,  and  the  quan-  one  skilled  in  the  art  to  mix  the  in« 

tity  or  degree  named  wiU  he  taken  as  gredients,  and  produce  the  composition, 

exact,  the  word  *'ahoat"  heing  disre-  without  farther  experiment,  see  Jenkins 

garded,  see  Davis  v.  Palmer  (1827),  2  «.  Walker  (1872),   5  Fisher,  847  ;   1 

Brock.  298  ;  1  Robb,  618.  0.  G.  859  ;  Holmes,  120. 

^  That  it  is  sufficient  to  describe  the         ^  In  Goodyear  v.  RaUroad  (1858),  1 

proportions  of  ingredients  as  lying  with-  Fisher,  626,  Grier,  J.  :  (635)  ")f  the 

in  certain  limits  (e.  g.,  "  from  J  lb.  to  patentee  has  set  forth  fully  the  mate- 

1  lb.*')  if  any  quantity  within  these  lim-  rials,  their  rarions  proportions,  and  the 

its  will  answer,  see  Goodyear  v.  Wait  processes  necessary  to  the  production  of 

(1867),  5  Blatch.  468  ;  8  Fisher,  242.  this  composition  of  matter,  he  has  done 

That  where  the  Description  says  that  all  that  the  law  requires,  and  should  be 

the  proportions  of  ingredients  may  be  entitled  to  its  protection.    The  patent 

varied,  it  does  not  cover  all  proportions,  should  be  carefully  examined  to  find  the 

bat  only  those  within  proximate  limits,  thing  discovered,  and  if  it  be  clearly  set 

see  Francis  v.  Mellor  (1871),  5  Fisher,  forth,  the  patentee  should  not  suffer  for 

153  ;  1  0.  G.  48.  the  imperfection  or  vsgueness  of  the  Ian- 

That  the  Description  need  not  pre-  guage  used  in  describing  its  true  extent 

scribe  exact  and  unvarying  proportions  and  nature."    2  Wall.  Jr.  356  (364). 
of  ingredients,  nor  state  that  all  the         That  a  composition  may  be  de8cril)ed 

substances  employed  for  collateral  pur-  by  enumerating  its  qualities,  see  JS^/yarto 

poses  (as  coloring  matter,  etc.),  if  not  Tweddle(1876),  10  0.  G.  747. 
true    ingredients,   must  invariably  be         That  a  composition  may  be  described 

used,  see  Klein  v.  Russell  (1873),  19  as  the  result  of  a  described  process  when 

Wall.  438.  there  is  no  clearer  way  of  delineating 

That  if  the  Description  states  what  it,   see  Anilin  v.   Higgin    (1878),   15 

the  inventor  considers  the  best  proper-  Blatch.  290  ;  14  0.  G.  414  ;  3  Bann.  & 

tions  it  is  sufficient  though  others  will  A.  462;  Exparte  Tweddle  (1876),   10 

answer,  see  Patent  Type  Founding  Co.  0.  G.  747  ;  Goodyear  v.  Railroad  (1853) 

9.  Sichard  (1859),  6  Jur.  N.  8.  39.  1  Fisher,  626  ;  2  Wall.  Jr.  856. 

*That  the  Description  roust  enable         That  the  patentee  is  not  bound  by 
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and  directions  the  inventor  may  employ  such  technical  terms 
as  are  customary  in  the  art  to  which  the  composition  belongs, 
however  narrow  may  be  the  circle  of  persons  familiar  with 
that  art ;  7  a  general  rule,  indeed,  but  one  especially  applicable 
to  this  class  of  inventions. 

§  501.   The  Description  when  the  Invention  ie  a  Design. 

A  design  is  an  appearance  imposed  upon  some  physical 
substance  for  the  purpose  of  making  a  given  impression  on 
the  eye.  Being  addressed  particularly  to  the  sense  of  sight, 
it  would  hardly  be  expected  that  a  correct  and  complete  idea 
of  this  invention  could  be  conveyed  to  the  mind  through  words, 
which,  though  perhaps  read  by  the  eye,  are  really  addressed 
to  the  ear.  Still,  so  far  as  practicable,  the  written  Description 
of  a  design  must  point  out  its  characteristic  qualities  and 
accurately  distinguish  between  what  is  claimed  as  new  and 
what  is  conceded  to  be  old.*  Taken  in  connection  with  the 
drawings,  it  must  impart  to  the  public  a  knowledge  of  the  de- 
sign and  of  the  method  of  producing  it,  as  complete  and 
available  as  is  required  respecting  other  classes  of  inventions. 
Where  the  design  embraces  two  configurations,  as  in  the  ob- 
verse and  the  reverse  of  the  same  article,  both  may  and  ought 
to  be  described.^  But  if  the  shape  impressed  upon  the  sub- 
stance endows  it  with  new  mechanical  properties,  as  well  as 
with  a  new  appearance,  only  the  latter  should  be  embraced  in 
the  Description ;  ^  the  former,  when  constituting  a  new  inven- 

the  qualities  of  his  composition  as  given  be  dear,  exact,  and  particular,  see  Ex 

in  the  Description,  but  as  they  actually  parte  Niedringhaus  (1874),  7  0.  G.  171. 

exist  in  the  composition  when  produced  *  That  boUi  the  obverse  and  rererse 

according  to  his  method,  see  Ooodyear  of  a  design  may  be  described,  see  Ex 

V.  N.  Y.  Gutta  Percha  &  India  Rubber  parU  Diffenderfer  (1872),  2  0.  G.  57. 

Vulcanite  Oo.  (1862),  2  Fisher,  812.  *  That  the  Description  of  a  design 

T  That  the  Description  of  a  chemical  ought  not  to  set  forth  the  mechanical 

composition  is  not  addressed  to  persons  functions  of  the  invention,  see  Ex  parte 

ignorant  of  chemistry,  see  AUen  v,  Hun-  Norton  (1 882),  22  0.  G.  1205 ;  Exparle 

ter  (1855),  6  McLean,  808.  Diffenderfer  (1872),  2  O.  G.  57. 

f  501.  ^  That  a  design  can  be  de-  That  a  design  application  must  oon- 

lineated  on  paper,  and  known  forms  fine  itself  to  the  characteristics  of  a 

can  be  expressed  in  words,  see  Ex  parte  design,  not  inserting  those  of  a  useful 

Traitel  (1888),  25  0.  G.  788.            '  article,  see  Ex  parte  Traitel  (1888),  25 

That  the  Description  of  a  design  must  0.  G.  788. 
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tion,  as  it  sometimes  may,  belonging  to  the  class  of  manufac- 
tures, not  designs. 

§  502.  The  Description  when  the  ZnTention  la  an  Improvement. 
An  improvement,  although  a  complete  invention  in  itself, 
is  always  dependent  upon  some  original  invention,  without  a 
knowledge  of  which,  and  of  its  relation  to  the  improvement, 
the  latter  cannot  be  understood.  The  improvement  in  itself 
must,  therefore,  be  described  in  all  its  essential  characteristics 
like  any  other  invention  of  its  class ;  and  in  addition  to  this, 
the  original  invention,  of  whose  idea  of  means  this  is  a  new 
development,  must  be  delineated  sufficiently  to  show  the 
nature  of  the  whole  invention  as  improved.^    With  what 

§  502.  ^  In  Merrill  v.  Yeomans  (1876),  ent  is  for  an  improTement  on  the  hori- 
94  U.  &  568,  Miller,  J.  :  (570)  **  When  zontal  wheel  inyented  by  the  plaintiif. 
a  man  suppoeea  he  has  made  an  inren-  But  what  the  nature  of  the  invention 
tion  or  discoveiy  useful  in  the  arts,  and  was,  upon  which  this  is  alleged  to  be  an 
therefore  the  proper  subject  of  a  patent,  improvement,  is  not  stated.  Was  it 
it  is,  nine  times  out  of  ten,  an  improve-  patented ;  and  if  not,  is  there  any  other 
ment  on  some  existing  article,  process,  source  of  information  to  which  others 
or  machine,  and  is  only  useful  in  con-  can  resort  in  order  to  find  it  out,  so  as 
section  with  it.  It  is  necessary,  there-  to  enable  them  to  distinguish  the  im- 
fore,  for  him,  in  his  application  to  the  provement  from  the  original  invention. 
Patent  Office,  to  describe  that  upon  and  in  that  way  to  discover  in  what  the 
which  he  engrafts  his  invention,  as  weU  improvement  consists  ?  Neither  the 
as  the  invention  itself ;  and,  in  cases  patent  or  specification  affords  the  slight- 
where  the  invention  is  a  new  combina-  est  information  upon  those  points, 
tion  of  old  devices,  he  is  bound  to  de-  The  invention  alluded  to  may,  for  aught 
scribe  with  particularity  aU  these  old  that  appears,  be  known  to  no  other  per- 
devices,  and  then  the  new  mode  of  com*  son  than  the  plaintiff.  How,  then,  can 
bining  them,  for  which  he  desires  a  pat-  any  human  being,  however  skilful  in 
ent.  It  thus  occurs  that,  in  every  ap-  the  art,  find  out  with  certainty  or  even 
plication  for  a  patent,  the  descriptive  coigecture  in  what  the  improvement 
part  is  necessarily  largely  occupied  with  consists  from  the  patent  itself,  or  from 
what  is  not  new,  in  order  to  an  under-  the  records  in  the  Patent  Office  ?  If  the 
standing  of  what  is  new."  11  0.  G.  original  invention  had  been  patented, 
970  (971).  the  specification  should  at  least  have  re- 
in Isaacs  V.  Cooper  (1821),  4  Wash,  ferred  to  and  plainly  described  it  If 
259,  Washington,  J. :  (261)  '<The  last,  it  was  not,  it  should  have  stated  what 
and  by  no  means  the  least  fatal,  objec-  that  invention  was,  and  in  what  the  im- 
tion  is  to  the  patent  and  specification,  provement  consists.  As  the  matter 
which  are  so  manifestly  defective  that  stands,  the  nature  of  the  improvement 
the  court  ought  not  to  interpose  until  is  altogether  unintelligible."  1  Robb, 
the  plaintiff  shall  have  established  his  332  (385). 
right  at  law,  if  he  can  do  so.    The  pat-        Further,  that  a  specification  for  an 
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particularity  the  old  invention  is  to  be  portrayed  depends 
upon  the  knowledge  which  those  skilled  in  the  art  already 
have  concerning  it,  and  the  obviousness  of  the  relation  which 
subsists  between  it  and  the  new  improvement.  To  put  the 
entire  invention,  old  and  new,  before  the  public,  and  at  the 
same  time  to  distinguish  clearly  between  the  old  and  the  new, 
in  order  that  it  may  appear  that  the  claims  of  the  inventor  to 
an  exclusive  right  are  limited  to  the  improvement,  is  the  ob- 
ject to  be  accomplished.^    This  must  be  done  by  the  Descrip- 

improvement  mast  describe  the  original  the  defendant,  and  sanctioned  by  the 

sufficiently  to  distinguish  the  iraproTe-  Supreme  Court,  in  the  case  of  Evans  v. 

ment  from  it,  see  Wintennute  v.  Red-  Eaton  f   The  answer  is,  an  improvement 

ington  (I806),   1   Fisher,  289;  Hovey  on  the  hopperboy,  or  an  improved  hop- 

V,  Stevens  (1846),  3  W.  &  M.  17  ;  2  perboy,  which  that  court  have  declared 

Robb,  567  ;  Brooks  v.  Jenkins  (1844),  to  be  substantially  the  same.    If  this  be 

8  McLean,   432  ;  Peterson  v.   Wooden  so,  then  the  section  of  the  law  before 

(1843),  3  McLean,  248 ;  2  Robb,  116  ;  mentioned  has  declared  that  he  must 

Sullivan  v.  Bedfield  (1825),  1  Paine,  specify  this  improvement  in  full,  clear, 

441  ;  1   Robb,   477  ;   Dixon  v,  Moyer  and  exact  terms.    If  he  has  not  done  so 

(1821),    4   Wash.   68  ;    1   Robb,   824  ;  he  has  no  valid  patent  on  which  he  can 

Kneass  r.  SchuylkiU  Bank  (1820),  4  recover.    The  English  decisions  corres- 

Wash.  9  ;  1  Robb,  303 ;  Evans  v.  Het-  pond  with  the  iiyunctions  of  our  law. 

tick  (1818),  3  Wash.  408  ;  1  Robb,  166  ;  The  American  decisions,  so  far  as  we 

Evans  v,  Eaton  (1818),  8  Wash.  443  ;  have  any  report  of  them,  maintain  the 

1  Robb,  193  ;  Barrett  v.  Hall  (1818),  1  same  doctrine.     Mr.  Justice  Story,  in 

Mason,  447  ;  1  Kobb,  207  ;  Lowell  v.  the  case  of  Lowell  v,  Lewis,  lays  it  down 

Lewis  (1817),  1  Mason,  182  ;  1  Robb»  that,  *if  the  patent  be  for  an  improve' 

131.  rnerU  in  an  existing  machine,  the  patcn- 

That  the  exact  new  feature  must  be  tee  must  in  his  specification  distinguish 

described,    see    Dangerfield    v.    Jones  the  new  from  the  old,  and  confine  his 

(1865),  13  L.  T.  Rep.  N.  8.  142.  patent  to  such  parts  only  as  are  new  ; 

That   the    Description    must   show  for,  if  both  are  mixed  together,  and  a 

wherein  the  improvement  consists  and  patent  is  taken  for  the  whole,   it  is 

not  merely  the  device  as  improved,  see  void.*    What  is  the  reason  for  all  this  f 

Head  v.  Stevens  (1838),  19  Wend.  411  ;  In  the  first  place,  it  is  to  enable  the 

Bovill  V.   Moore  (1816),   Dav.    P.    C.  public  to  enjoy  the  full  benefit  of  the 

861  ;  1  Abb.  P.  G.  231  ;  McFarlane  v.  discovery,  when  the  patentee's  monopoly 

Price  (1816),  1  Web.  74  ;  1  Abb.  P.  C.  is  expired,  by  having  it  so  described  upon 

227  ;  HomWower  v.  Boulton  (1799),  8  record,  that  any  person  skilled  in  the 

T.  R.  95  ;  1  Abb.  P.  C.  98  ;  Williams  art  of  which  the  invention  is  a  branch 

V.    Brodie  (1785),  Dav.  P.   C.  96  ;   1  may  be  able  to  construct  it     The  next 

Web.  75.  reason  is  to  put  every  citizen  upon  his 

>  In   Evans   v,    Hettick    (1818),   8  guard,  that  he  may  not  through  igno- 

Wash.    408,    Washington,    J.  :    (425)  ranee  violate  the  law,  by  infringing  the 

"  What  then  is  the  plaintiff's  invention,  rights  of  the  patentee,  and  subjecting 

as  asserted  by  the  plaintiff,  conceded  by  himself  to  the  consequences  of  litigation. 
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tion  and  Claim  in  connection  with  the  drawings  and  model, 
for  it  is  not  sufficient  tliat  by  comparing  the  old  and  the  im- 

The  investor  of  the  original  machine,  if  pay  him  for  it  in  derogation  of  the  rights 
he  has  obtained  a  patent  for  it,  and  all  of  the  inventor  of  the  original  machine.** 
persons  claiming  under  him,  may  law-  1  Robb,  166  (184). 
fully  enjoy  the  full  benefit  of  that  dis-  In  Evans  v,  Eaton  (1818),  8  Wash, 
covery,  notwithstanding  the  improve-  448,  Washington,  J.:  (462)  "8.  Anim- 
nient  made  upon  it  by  a  subsequent  provement  on  a  former  machine.  This 
discoverer.  If  he  has  not  chosen  to  is  a  fair  subject  for  a  patent,  and  the 
ask  for  a  monopoly,  but  abandons  it  to  plaintiff  has  laid  before  you  strong  evi- 
the  public,  then  it  becomes  public  dence  to  prove  that  his  hopperboy  is  a 
property,  and  any  person  has  a  right  to  more  useful  machine  than  the  one  which 
use  it.  The  inventor  of  the  improve-  is  alleged  to  have  been  previously  dis- 
ment  may  also  obtain  a  patent  for  his  covered  and  in  use.  If,  then,  you  are 
discovery,  which  cannot  legally  be  in-  satisfied  of  this  fact,  the  point  of  law 
vaded  by  the  inventor  of  the  original  which  has  been  raised  by  the  defendant's 
machine,  or  by  any  other  person.  The  counsel  remains  to  be  considered  ;  which 
rights  of  each  are  secured  by  law,  and  is,  that  the  plaintiff's  patent  for  an  im- 
there  is  no  incompatibility  between  provement  is  void,  because  the  nature 
them.  But  if  a  man,  wishing  to  use  and  extent  of  his  improvement  are  not 
the  original  invention,  and  honestly  dis-  stated  in  his  specification.  The  patent 
|)osed  to  avoid  an  infraction  of  the  im-  is  for  an  improved  hopperboy,  as  de- 
praver's right,  is  unable  to  ascertain  scribed  in  the  specification  which  is  re- 
from  any  certain  and  known  standard  ferred  to  and  made  part  of  the  patent, 
where  the  original  invention  ends  and  Now,  does  the  specification  express  in 
where  the  improvement  commences,  what  his  improvement  consists  ?  It 
how  is  it  possible  for  him  to  exercise  his  states  all  and  each  of  the  parts  of  the 
own  acknowledged  right,  freed  from  the  entire  machine,  — its  use  and  mode  of 
danger  of  invading  that  of  another  f  —  operating ;  and  claims  as  his  invention 
and  to  what  acts  of  oppression  might  the  machine,  the  peculiar  properties  or 
not  this  lead  ?  Might  not  the  jMitentee  principles  of  it,  vis.  the  spreading,  turn- 
of  this  mysterious  improvement  obtain  ing,  and  gathering  the  meal,  and  the 
from  the  ignorant,  the  timid,  and  even  raising  and  lowering  of  its  arm  by  its 
the  prudent  members  of  society,  who  motion  to  accommodate  itself  to  the 
wish  to  use  the  original  discovery,  the  meal  under  it.  But  does  this  descrip- 
price  he  chooses  to  ask  for  a  license  to  tion  designate  the  improvement,  or  in 
use  his  improvement,  and  in  this  way  what  it  consists  ?  Where  shall  we  find 
compel  them  to  purchase  it  rather  than  the  original  hopperboy  described,  either 
incur  expenses  and  inconveniences  far  as  to  its  construction,  operation,  or  use, 
greater  thait  the  sum  demanded  would  or  by  reference  to  anything  by  which  a 
pay  for  or  compensate  f  If  this  may  knowledge  of  it  may  be  obtained  ? 
happen,  then  the  improver  ei\joys  in  a  Where  are  the  improvements  on  such 
di^ree  the  benefit  ol  a  discoverer  both  original  stated  f  The  undoubted  truth  is 
of  the  original  machine  and  also  of  the  that  the  specification  communicates  no 
improvement.  In  short,  the  patentee  of  infonnation  whatever  upon  any  of  these 
the  improvement  may,  to  a  certain  ex-  points.  This  being  so,  the  law  as  to 
tent,  keep  all  others  at  arm's  length  as  ordinary  cases  is  clear  that  the  plaintiff 
to  the  original  inventiony  or  make  them  cannot  recover   for   an  improvement. 
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proved  inventionB,  as  they  exist  practicallj  in  the  arts,  the 

The  first  section  of  the  general  Patent  acquainted  with  the  original  which  he 
Law  speaks  of  an  improvement  as  an  in-  supposes  he  has  improved,  he  must  talk 
vention,  and  diiects  the  patent  to  issue  idly  when  he  calls  his  invention  an  im- 
for  his  said  invention.  The  third  section  provement.  If  he  knows  nothing  of  an 
requires  the  applicant  to  swear,  or  af-  original,  then  his  invention  is  an  origi- 
firm,  that  he  believes  himself  to  be  the  nal,  or  nothing  ;  and  the  subsequent 
true  inventor  of  the  art,  machine,  or  im-  appearance  of  an  original,  to  defest  his 
provement  for  which  he  asks  a  patent ;  patent,  is  one  of  the  risks  which  every 
and  further,  that  he  shall  deliver  a  patentee  is  exposed  to  under  our  law. 
written  Description  of  his  invention,  in  As  to  the  supposed  distinction  between 
such  full,  clear,  and  exact  terms  that  an  improvement  on  a  machine  patented 
any  person  acquainted  with  the  art  may  and  one  not  so,  there  is  nothing  in  it. 
know  how  to  construct  and  use  the  In  both  cases  the  improvement  must  be 
same,  etc  That  it  is  necessary  to  the  described,  but  with  this  difierence,  — 
validity  of  a  patent  that  the  specifics-  that  in  the  former  case  it  may  be 
tion  should  describe  in  what  the  im-  sufficient  to  refer  to  the  patent  and 
provement  consists  is  decided  by  Mr.  specification  for  a  description  of  the 
Justice  Story,  in  the  cases  referred  to  original  machine,  and  then  to  state  in 
in  the  appendix  to  3  Wheatoo,  and  in  what  the  improvements  on  such  origi- 
the  Engli^  cases  of  Boulton  v.  Bull,  nal  machine  consist  —  whereas  in  the 
BoviUe  V,  Moore,  McFarlane  v.  Price,  latter  case  it  would  be  necessaiy  to  de- 
Harmar  v.  Playne,  and  perhaps  some  scribe  the  original  machine  and  also 
others.  What  are  the  reasons  upon  the  improvement.  The  reason  for  this 
which  this  doctrine  is  founded  ?  They  distinction  is  too  obvious  to  require  ex- 
are  to  guard  the  public  against  uninten-  planation."  1  Robb,  193  (203). 
tional  infringements  of  the  patent  during  That  the  specification  of  an  improve* 
its  continuance,  and  to  enable  an  artist  ment  need  not  describe  the  original 
to  make  the  improvement  by  a  refer-  further  than  is  necessary  to  understand 
ence  to  some  known  and  certain  author-  the  new  matter,  see  Many  v.  Jagger 
ity,  to  be  found  among  the  records  in  (18*8),  1  Blatch.  872 ;  £merson  v.  Hogg 
the  office  of  the  Secretary  of  State,  after  (1845),  2  Blatch.  1 ;  Harmar  v.  Playne 
the  patent  has  run  out.  But  it  is  con-  (1809),  11  East,  101 ;  1  Abb.  P.  C.  171. 
tended  by  the  plaintiff's  counsel,  that  That  if  the  original  is  well  known  it 
the  law  would  be  unreasonable  to  re-  need  not  be  particularly  described,  nor 
quire,  and  therefore  that  it  does  not  re-  even  the  mode  of  attaching  the  improve- 
quire,  this  to  be  done,  unless  the  im-  ment  to  it  if  this  is  apparent  without 
provement  is  upon  a  patented  machine,  description,  see  Loom  Co.  v.  Higgins 
a  description  of  which  can  be  obtained  (1882),  105  U.  S.  580 ;  21  0.  G.  203L 
by  a  reference  to  the  records  of  the  That  the  Description  must  distinguish 
office  of  the  Secretary  of  State,  —  that  the  old  from  the  new,  and  binds  the 
it  might  often  be  impossible  for  the  patentee  as  he  makes  it,  see  Goodyear  v. 
patentee  to  discover,  and  consequently  Railroad  (1853),  1  Fisher,  626 ;  2  WalL 
to  describe,  the  parts  of  a  -machine  in  Jr.  356. 

use,  perhaps,  only  in  some  obscure  part  That  in  order  to  distinguish  old  parts 

of  the  world.     The  answer  to  this  is  from  new  the  specification  may  describe 

that  an  improvement  necessarily  implies  each  and  all  the  parts  and  then  claim 

an  original,  and  unless  the  patentee  is  the  whole  when  so  constructed  as  to 
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nature  of  the  latter  and  its  characteristic  differences  from  the 
former  could  be  ascertained.' 

§  503.   The  Desoiiption :  ita  Snffloiency  a  Question  of  Fact. 

The  sufficiency  of  the  Description  is  a  question  of  fact,  to 
be  investigated  by  experience,  elucidated  by  evidence,  and 
decided  by  a  jury.^  Only  persons  skilled  in  the  art  are 
usually  capable  of  judging  whether  its  delineations  are  cor- 
rect, complete,  and  intelligible,  and  whether  from  it  alone 
they  could  construct  and  use  the  invention.  The  inventor, 
having  adopted  it  as  his  method  of  communicating  his  dis- 
covery to  the  public  as  represented  by  such  persons,  is  bound 
by  it  and  must  abide  the  result  of  their  endeavors  to  make  the 
art  or  instrument  available  for  practical  use  by  following  the 
directions  he  has  given.    But  where  a  Description  is,  upon 

produce  the  given  effect,  see  Gottfried  v.  end  a  question  of  law  for  the  coart  on 

Phillip  Best  Brewing  Co.  (1879),  17  O.  the  conatmction  of  the  patent.  Cnr.  on 

O.  675  ;  6  Bann.  &  A.  4.  P.  i  180,  p.  180.    But  whether  he  has 

That  an  application  for  an  improve-  described  the  invention  in  such  full, 

ment  must  distinguish  it  from  the  origi-  clear,  and  exact  terms  as  to  enable  the 

nal  but  need  not  disclaim  the  original,  public  to  practise  it  from  the  specifica- 

aeeExparUFirm  (1887),  89  O.  G.  1199.  tion  is  in  general  a  question  of  fact  to 

*  That  the  specification  for  an  im-  be  determined,  in  common-law  cases,  by 

provement  must  describe  its  nature  and  a  jury.    The  act  of  Congress  does  not 

extent,  and  it  is  not  sufficient  that  by  require  the  patentee  to  address  himself 

comparing  the  old  and  the  improved  to  the  uninfonned  upon  the  particular 

machines  the  difference  might  be  de-  subject,  but  allows  him  to  speak  to  per- 

tected,  see  Evans  v.  Eaton  (1823),  7  sons  of  competent  skill  in  the  art ;  and 

Wheat.  856  ;  1  Robb,  836  ;  Foxwell  v.  it  only  requires  him  to  use  such  full, 

Bostock  (1864),  10  L.  T.  Rep.  N.  8.  olear,  and  exact  terms,  as  will  enable 

144.  that  class  of  persons  to  reproduce  the 

§  508.  ^  In  Forbes  «.  Barstow  Stove  thing  described  from   the  description 

Co.  (1864),  2  aifford,  879,  Clifford,  J.:  given  in  the  specification." 
(392)  "The  specifications  are  required        See  also  Page  v.   Ferry  (1857),  1 

for  two  principal  purposes :  first  to  in-  Fisher,     298  ;    Reutgen   v,    Eanowrs 

form  the  public  what  the  thing  is  of  (1804),  1  Wash.  168  ;  1  Robb,  1 ;  Mor- 

which  the  patentee  claims  to  be  the  in-  ton  v,  Middleton  (1868),  1  Cr.  S.  3d 

ventor;  and,  secondly,  to  enable  the  Series,  721 ;  Wellington  v.  Dale  (1852), 

public,  after  the  expiration  of  the  patent,  7  Exch.  888 ;  Beard  v.  Egerton  (1848), 

to   practise   the  invention   from   the  19  L.  J.  C.  P.  38  ;  Walton  v,  Bateman 

specification,     as    therein    described.  (1842),  1  Web.  618 ;  Neilson  v,  Har- 

Whether  the  patentee  has  described  the  ford  (1841),  1  Web.  295  ;  Bickford  v. 

subject-matter,  or  what  he  chums  to  Skewes  (1839),  1  Web.  214  ;   Hill  v, 

have  invented,  so  as  to  enable  the  pub-  Thompson  (1817),  1  Web.  235  ;  1  Abb. 

lie  to  know  what  his  claim  is,  is  in  gen-  P.  C.  299. 
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its  face,  so  incomplete  or  unintelligible  as  to  be  evidently 
useless  for  purposes  of  public  information,  the  court  may 
decline  to  hear  the  testimony  of  witnesses  and  on  its  own 
judgment  declare  the  patent  void.^ 


SECTION  VL 

OF   THE   APPLICATION:    THE   CLAIM. 

§  504.    The  Claim  :  its  Objects  and  General  Requisites. 

It  is  the  office  of  the  Claim  to  define  the  limits  of  that  ex- 
clusive use  which  is  secured  to  the  inventor  by  the  patent, 
and  thus  to  draw  the  line  between  those  arts  or  instruments 
that  are  open  to  the  public,  and  those  whose  employment  by 
it  is  forbidden  until  the  patent  has  expired.  The  Claim  is, 
therefore,  an  essential  part  of  the  specification ;  and  without 
it  one  of  the  two  great  purposes  of  that  instrument  would 
remain  unfulfilled.^  Hence  tire  statutes  require  not  only  that 
the  inventor  shall  fully  describe  his  invention  in  the  specifi- 
cation, so  that  any  person  skilled  in  the  art  can  practise  it, 
but  also  that  he  shall  "  particularly  point  out  and  distinctly 
claim  the  part,  improvement,  or  combination  which  he  claims 
as  his  invention  or  discovery."  And  the  rules  of  the  Patent 
Office  prescribe  that  the  specification  shall  conclude  with  a 
specific  and  distinct  Claim  or  Claims  of  every  separate  sub- 

'  In  Wood  V.  IJnderbiU  (1847),   6  dare  the  patent  to  be  void.     And  the 

How.  1,  Taney,  C.  J. :  (4)  "In  patents  same  rale  would  prevail  where  it  was 

for  machines  the  sufficiency  of  the  De-  apparent  that  the  proportions  were  stated 

Bcription  most,  in  general,  be  a  question  ambiguously  and  vaguely.*'     2  Robb^ 

of  fact  to  be  determined  by  the  jury.  588  (598). 

And  this  must  also  be  the  case  in  com-         See  also  Brooks  «.  Jenkins  (1844),  8 

^  positions  of  matter  where  any  of  the  McLean,  432. 

ingredients  mentioned  in  the  specifica-         §  504.    ^   That  where  there  is  no 

tion  do  not  always  possess  exactly  the  Claim  there  is  no  application,  see  Ex 

same  properties  in  the   same   degree,  parte  Lasscell  (1884),  28  O.  O.  1274  ; 

But  when  the   specification  of  a  new  29  O.  G.  861 ;  Ex  parte  Holt  (1884), 

I  composition  of  matter  gives  only  the  29  0.  O.  171. 

names    of  the  substances   which    are         That  a  thing  is  not  claimed  when 

to  be  mixed  together,  without  stating  shown  only  in  the  drawings  and  not 

!  any  relative  proportion,  undoubtedly  it  in  the  Description  or  Claim,  see  Couse 

would  be  the  duty  of  the  court  to  de-  v.  Johnson  (1879),  16  0.  G.  719. 
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ject-matter  that  the  applicant  desires  to  protect  by  the  patent 
for  which  he  has  applied.^ 

§  505.    The  Claim  the  Idfe  of  the  Patent  and  the  Measure  of 
the  Patent  PrlTllege. 

The  Claim  is  thus  the  life  of  the  patent  so  far  as  the  rights* 

of  the  inventor  are  concerned,  and  by  it  the  letters-patent,  as 
a  grant  of  an  exclusive  privilege,  must  stand  or  fall.^    The 

*  That  each  Claim  is  an  independent  See  also  Keystone  Bridge  Co.  v.  Phoenix 

patent,  see  Celluloid  Mfg.  Co.  v,  Zylo-  Iron  Co.,  95  id.  274,  278.    In  view, 

nite  Brash  &  Comb  Co.  (1886),  27  Fed.  therefore,  of  the  statute,  the  practice 

Kep.  291 ;    85    O.   6.   1228 ;    United  of  the  Patent  Office,  and  the  decisions 

Kickel  Co.  v.  California  Electrical  Works  of  this  court,  we  think  that  the  scope 

(1885),  25  Fed.  Rep.  475  ;  11  Sawyer,  of  letters-patent  should  be  limited  to 

250.  the  invention  covered  by  the  Claim, 

S  505.  ^  In  Railroad  Co.  v.  Mellon  and  that  though  the  Claim   may  be 

(1881),  104  U.  S.  112,  Woods,  J.:  (117)  illustrated,   it  cannot  be  enlarged  by 

"  The  act  of  July  4,  1886,  c.  857  (5  the  language  used  in  other  parts  of  the 

Stat.   117),  under  which  this  patent  specification."    20  0.  G.  1891  (1892). 
was  issued,  requires  that  an  applicant         In  Masnry  v.  Anderson  (1873),  11 

for  a  patent  shall  not  only  '  deliver  a  Blatch.    162,    Blatchford,    J.  :    (165) 

written  description  of  his  invention  or  "  The  rights  of  the  plaintiff  depend 

discovery,'  but  '  shall  also  particularly  upon  the  Claim  in  his  patent,  according 

specify  and  point  out  the  part,  improve-  to  its  proper  construction,  and  not  upon 

ment,  or  combination  which  he  claims  what  he  may  erroneously  suppose   it 

as   his   own   invention  or  discovery.'  covers.    If  at  one  time  he  insists  on 

This  provision  is  substantially  re-enacted  too  much,  and  at  another  on  too  little, 

in  the  act  of  July  8,  1870,  c  280  (16  he  does  not  thereby  work  any  prejudice 

Stat.  198),  Rev.  Stat.  sect.  4888,  and  to  the  rights  actually  secured  to  him." 

remains  in  force.     As  a  rule,  therefore,  6  Fisher,  457  (460)  ;  4  0.  G.  55  (56). 
the  specification  filed  with  the  applica-         In  Pitts  v.  Wemple  (1855),  1  Bis- 

tion  for  letters-patent  contains  a  general  sell,  87,  Drummond,  J.:   (90)  "The 

Description  of  the  invention  sought  to  Patent  Law  requires  the  inventor  to 

be  patented,  which  is  followed  by  what  set  forth  the  nature  and  extent  of  his 

is  technically  called  the  'Claim.'    In  discovery,  so  that,  by  referring  to  his 

Teference  to  this  latter  part  of  the  sped-  letters-patent,  a  mechanic  of  competent 

fication  this   court,   speaking  by  Mr.  skill  may  be  able,  in  the  state  of  the 

Justice  Bradley,  has  said :  '  It  b  well  art  as  then  understood,   to  construct 

known  that  the  terms  of  the  Claim  in  the  machine  or  improvement,  if  the 

letters-patent  are  carefully  scrutinized  invention  relate  to  a  machine.     And 

in  the  Patent  Office.    Over  this  part  he  must  particularly  specify  and  point 

of  the  specification  the  chief  contest  out  the  part,  improvement,  or  combina- 

generally  arises.     It  defines  what  the  tion  which  he  claims  as  his  own  inven- 

Office,  after  a  full  examination  of  pre-  tion  or  discovery.     He  is  restricted  to 

vious  inventions  and  the  state  of  the  this  Claim.    It  is  true  that  the  whole 

art,  determines  the  applicant  is  entitled  patent,    including    specifications    and 

ta'    Bums  v,  Meyer,  100  IT.  S.  671.  drawings  i^  to  be  taken  into  considera- 
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thing  patented  is  the  thing  claimed,  whatever  the  patentee 

may  suppose  or  assert  that  he  has  invented ;  and  though  the 
statement  of  the  Claim  comes  short  of  the  true  limits  of  the 
invention,  the  inventor  must  abide  by  them,  as  he  has  described 
and  published  them  in  this  written  definition  of  its  character 
and  scope.^    The  courts  will  not  go  into  the  history  of  the  art 

tioD,  bat  we  look  at  them  only  for  the  1278  ;    1   Fed.  Rep.    851 ;    Ex  parte 

purpose  of  placing  a  proper  constniction  Emerson  (1880),  17  0.  G.  1451  ;  Conse 

npou  the  Claim. '    2  Fisher,  10  (18).  v.  Johnson  (1879),  4  Bann.  &  A.  501  ; 

That  a  patent  most  stand  or  fall  by  16  0.  G.  719  ;  £x  parte  Locke  (1879), 

its  Claims,  see  Meissner  r.  Devoe  Mfg.  16  0.  G.  1140  ;  Keystone  Bridge  Co. 

Co.   (1872),   2  0.  G.  545;  5  Fisher,  v.  Phoenix  Iron  Co.  (1877),  95  U.S. 

285  ;  9  Blatch.  863  ;  Parker  v.  Sears  274  ;  12  O.  G.  980 ;  Welling  v,  Rub- 

(1850),  1  Fisher,  98.  her    Coated    Harness   Trimming   Co. 

That  where  the  only  patentable  feat-  (1875),  2  Bann.  &  A.  1 ;  7  0.  G.  608  ; 

nre  in  the  invention  is  dormant  and  Fullerv.  Yentzer  (1874),  6  BisseU,  208; 

unclaimed  the  patent  is  invalid,   see  1   Bann.  &  A.  520  ;  Wheeler  v.  Mc- 

Ingham  v.  Pierce  (1887),  81  Fed.  Rep.  Comiick  (1878),  4  0.  G.  692  ;  6  Fisher, 

822  ;  42  0.  G.  1062.  551  ;  11  Blatch.  884  ;  Brown  v.  Hink- 

That  the  scope  of  a  patent  is  governed  ley  (1873),  3  0.  G.  384  ;  6  Fisher,  870  ; 

by  the  Claim,   see  Yale  Lock  Co.  v,  Bich  v.   Close  (1870),  4  Fisher,  279  ; 

Greenleaf  (1886),  117  U.  S:  555;   85  8  Blatch.  41;  Haseldenv.  Ogden  (1868), 

O.  G.  386  ;  Ex  parU  Holt  (1884),  29  8  Fisher,  378  ;  Blake  9.  Staffonl  (1868), 

O.  G.  171.  8  Fisher,  294 ;  6  Blatch.  195  ;  Hayden 

That  if  the  Claim  does  not  define  v.  Suffolk  Mfg.  Co.  (1862),  4  Fisher, 

the  invention  the  courts  can  give  no  86 ;  Morris  v.  Barrett  (1859  ,  1  Bond, 

relief,  see  Delaware  Coal  k  Ice  Co.  v.  254 ;  1  Fisher,  461  ;  Johnson  r.  Root 

Packer  (1880),  24  0.  G.  1278  ;  1  Fed.  (1858),  1  Fisher,  851  ;  Sickels  «.  Glon- 

Rep.  851 ;  5  Bann.  &  A.  296.  cester  Mfg.  Co.  (1856),  1  Fisher,  222  ; 

That  the  identity  of  patents  is  de-  Rich  v.  Lippincott  (1853),  2  Fisher,  1 ; 

termined  by  their  Claims,  see  Adams  O'Reilly  v.  Morse  (1853),  15  How.  62  ; 

V.    Bellaire  Stamping   Co.   (1886),   28  Eneass  v.   Schuylkill  Bank  (1820),   4 

Fed.  Rep.  360  ;  36  O.  G.  567  ;  McMil-  Wash.  9  ;  1  Robb,  303. 

lin  V.  Rees  (1880),  17  0.  G.  1222  ;  1  That  the  claimed  invention  alone  is 

Fed.  Rep.  722  ;  5  Bann.  &  A.  269.  covered  by  the  patent,  though  it  be  less 

That  where  a  Claim  sets  forth  a  cer^  than  the  real  invention,  see  Brass  Co. 

tain  arrangement  as  essential,  no  other  v.  Miller  (1871),  5  Fisher,  48  ;  9  Blatch. 

arrangement  is  the  same  invention,  see  77  ;  Eidd  «.  Spence  (1859),  4  Fisher, 

Tate  r.  Thomas  (1885),  80  0.  G.  845.  87  ;  Detmold  v.  Reeves  (1851),  1  Fish- 

*  That  the  invention  patented  is  the  er,  127. 

invention  set  forth  in  the  Claim,  and  that  That  parts  which  are  indispensable 

only,  see  Toohey  v.  Harding  (1880),  to  the  invention  are  not  covered  by  the 

4  Hughes,  258  ;  1  Fed.  Rep.  174  ;  Mo-  patent  unless  mentioned  in  the  Claim, 

Millin  V.  Rees  (1880),  5  Bann.  &  A.  see  McMillin  v.  Rees  (1880),  5  Bann. 

269  ;  17  0.  G.  1222  ;  1  Fed.  Rep.  722  ;  &  A.  269  ;  17  0.  G.  1222  ;  1  Fed.  Rep. 

Delaware  Coal  &    Ice  Co.   v.   Packer  722. 

G880),  5  Bann.  &  A.  296 ;  24  0.  G.  That  if  a  patentee  inserts  an  unes- 

505 
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to  ascertain  what  he  has  really  discovered  and  what  he  might 
have  patented  if  he  had  chosen,  but  will  take  him  at  his  word 
and  protect  him  according  to  the  terms  in  which  he  has  him- 
self demanded  such  protection.^  Even  where  he  confines  the 
language  of  his  Claim  to  a  mere  reference  to  the  letters  affixed 
to  the  drawings,  the  rigidity  of  the  rule  is  not  relaxed,  and 
only  the  devices  shown  in  the  drawings  thus  referred  to  are 
regarded  as  constituting  his  invention.^ 

aential  feature  in  his  Claim  he  cannot  ited,  and  made  to  confonn  to  what  he 
afterwards  deny  its  materiality,  see  Le  is  entitled  to.  If  the  Office  refuses  to 
Fever  v.  Remington  (1882),  21  Blatch.  allow  him  all  that  he  asks,  he  has  an 
SO ;  22  O.  G.  1587  ;  18  Fed.  Rep.  86.  appeal.  But  the  courts  have  no  right 
*  In  Keystone  Bridge  Co.  v.  Phoenix  to  enlarge  a  patent  beyond  the  scope 
Iron  Co.  (1877),  95  U.  S.  274,  Brad-  of  its  Claim  as  allowed  by  the  Patent 
ley,  J.  :  (278)  "  When  a  Claim  is  so  Office,  or  the  appellate  tribunal  to  which 
explicit,  the  courts  cannot  alter  or  en-  contested  applications  are  referred. 
laig^  it.  If  the  patentees  have  not  When  the  terms  of  a  Claim  in  a  patent 
claimed  the  whole  of  their  invention,  are  clear  and  distiuct  (as  they  always 
and  the  omission  has  been  the  result  should  be),  the  patentee,  in  a  suit 
of  inadvertence,  they  should  have  sought  brought  upon  the  patent,  is  bound  by 
to  correct  the  error  by  a  surrender  of  it.  Merrill  v,  Teomans,  94  U.  S.  568. 
their  patent  and  an  application  for  a  He  can  claim  nothing  beyond  it.  .  .  . 
re-issue.  They  cannot  expect  the  courts  (279)  As  patents  are  procured  ex  parte, 
to  wade  through  the  history  of  the  art,  the  public  is  not  bound  by  them,  but 
and  spell  out  what  they  might  have  the  patentees  are.  And  the  latter  can- 
claimed,  but  have  not  claimed.  Since  not  show  that  their  invention  is  broader 
the  act  of  1836,  the  patent  laws  require  than  the  terms  of  their  Claim  ;  or,  if 
that  an  applicant  for  a  patent  shall  not  broader,  they  must  be  held  to  have 
only,  by  a  specification  in  writing,  fully  surrendered  the  surplus  to  the  public." 
explain  his  invention,  but  that  he  12  0.0.980(981). 
'  ahaU  particularly  specify  and  point  That  the  court  will  not  go  into  the 
out  the  part,  improvement,  or  combi-  history  of  the  art,  but  will  abide  by  the 
nation  which  he  claims  as  his  own  in-  Claims,  see  James  v.  Campbell  (1882), 
ventiott  or  discovery.'  This  provision  104  U.  S.  356  ;  21  0.  0.  887. 
was  inserted  in  the  law  for  the  purpose  That  the  court  will  not  enlarge  the 
of  relieving  the  courts  from  the  duty  Claim  by  the  Description,  see  Yale  Lock 
of  ascertaining  the  exact  invention  of  Co.  v.  Greenleaf  (1886),  117  U.  S.  554  ; 
the  patentee  by  inference  and  coi^jec-  35  0.  G.  386  ;  liehigh  Valley  R.  R.  Co. 
tare,  derived  from  a  laborious  exami-  v,  Mellon  (1881),  104  U.  S.  112  ;  20 
nation  of  previons  inventions,  and  a  0.  G.  1891. 

comparison  thereof  with  that  claimed  by  *  That  if  a  Claim  is  a  mere  reference 

him.    This  duty  is  now  cast  upon  the  Pat-  to  the  drawings,  only  the  device  shown 

ent  Office.    There  his  Claim  is,  or  is  sup-  in  the  drawings  is  protected,  see  JSis 

poaed  to  be,  examined,  scrutinized,  lim-  parte  Marsh  (1872),  2  O.  G.  197. 

a  §605 
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§  506.    The  Claim :  its  Effect,  as  an  Abandonment  or  otherwise^ 
upon  the  Matter  not  Claimed. 

As  a  consequence  of  ihis  limitation  of  the  patent  to  the 
matter  claimed,  all  matters  not  claimed  are  considered  as  ex- 
cluded from  the  particular  invention  which  forms  the  subject 
of  the  application.  It  has  been  sometimes  stated  that  a  fail- 
ure to  claim  an  art  or  device  admits  it  to  be  old ;  ^  or,  if  it  is 
really  new,  that  the  omission  to  protect  it  abandons  it  to  the 
public.^  These  statements  need  qualification.  From  the  na- 
ture of  the  invention  itself  all  that  is  essential  to  it  must  be 
new,  and  it  can  properly  be  claimed  only  by  excluding  all  that 
is  old.  But  it  does  not  follow  that  other  features,  described 
in  the  specification  and  omitted  from  the  Claim,  are  already 
known  to  the  public ;  for  it  may  often  happen  that  each  one 
of  several  new  inventions  can  be  understood  only  by  describ- 
ing it  in  connection  with  the  others.  Nor  is  it  true  that  by 
thus  describing  and  not  claiming  any  one  of  them,  the  in- 
ventor, ipso  facto,  dedicates  it  to  the  public  use.  He  is  at 
liberty  to  patent  each  of  them,  if  he  desires  to  do  so,  either 
in  separate  patents,  or  in  the  same  patent  when  their  joinder 
would  be  consistent  with  the  rules  relating  to  that  subject ; 
and  the  patenting  of  one  before  he  makes  an  application  for 
the  others  cannot  be  regarded  as  abandoning  the  rest  unless 
this  be  his  intention,  as  shown  by  all  the  circumstances  of 

§  506.  1  That  to  describe  and  not  Sawyer,  508  ;  4  Fed.  Rep.  720 ;  Batten 

claim  admits  the  unclaimed  matter  to  v.  Taggert  (1851),  2  Wall.  Jr.  101. 
be  old,  see  Rowell  v,  Lindsay  (1881),         That  the  claiming  of  one  specific  de- 

19  0.  G.  1565  ;  10  Bissell,  217  ;  6  Fed.  vice,  and  the  omission  to  claim  others 

Rep.  290  ;  Com  Planter  Patent  (1874),  which  are  apparent  on  the  face  of  the 

28  Wall.  181  ;  6  O.  G.  892  ;  Kirby  v,  specification,  is  an  abandonment  of  the 

Dodge  &  Stevenson  Mfg.   Go.   (1872),  latter,  see  Hill  v.  Commissioner  (1885), 

10  Blatch.  307  ;  6  Fisher,  156  ;  3  0.  G.  38  O.  G.  757 ;  4  Mackay,  266. 
181 ;  Conover  v.  Roach  (1857),  4  Fisher,         That  the  claiming  of  a  specific  device, 

12  ;  Winans  v.  N.  Y.  &  Erie  R.  R.  Co.  and  an  omission  to  claim  other  devices 

(1856),  1  Fisher,  218.  apparent  on  the  face  of  the  Description, 

^  That   failure   to   claim  described  is  a  dedication  of  the  latter,  unless  the 

matter  dedicates  it  to  the  public,  see  patentee  surrenders,    proves  inadvert- 

Swift  V.  Jenks  (1884),   19  Fed.  Rep.  ence,  etc.,  and  re-issues  with  due  dili- 

641 ;  27  O.  G.  621 ;  Miller  v.  Brass  Co.  gence,  see  Combined  Patents  Can  Co.  o. 

(1881),  104  U.  S.  350  ;  21  O.  G.  201  ;  Lloyd  (1882),  15  PhUa.  481  ;  21  O.  G. 

Giant  Powder  Co.  p.  California  Vigorit  713  ;  11  Fed.  Rep.  149  ;  Miller  t>.  Brass 

Powder  Co.  (1880),  18  O.  G.  1339  ;  6  Co.  (1881),  104  U.  S.  350  ;  21  0.  G.  201. 
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the  case  or  by  that  public  use  or  sale  from  which  the  law  pre- 
sumes such  an  abandonment.  To  describe  and  not  to  claim 
is  a  proper  method  of  admitting  that  to  be  old  which  really  is 
old.  It  is  also  a  proper  method  of  abandoning  new  inventions 
to  the  public,  when  such  is  the  evident  intention  of  the  in- 
ventor. It  is  also  a  proper  method  of  distinguishing  the  new 
invention,  which  forms  the  subject-matter  of  the  present  appli- 
cation, from  other  new  inventions  which  are  to  be  the  subjects- 
matter  of  future  applications.'  The  sole  inevitable  conclusion 
iwm  the  omission  is  that  the  omitted  features  do  not  enter 
into  the  essence  of  the  present  invention,  and  are  not  claimed 
as  protected  by  the  present  patent.^  What  further  conclusions 
may  be  drawn  from  it  depends  on  other  considerations,  relat- 
ing either  to  the  novelty  of  the  omitted  feature  in  itself,  or  to 
its  actual  or  presumed  abandonment  by  its  inventor. 

§  507.   The  Claim:  its  Form  and  Contents  Oovemed  by  Strict 
Rules. 

The  paramount  importance  of  the  Claim,  and  the  ne- 
cessity for  such  exactness  and  completeness  in  its  statements 
as  will  precisely  define  the  invention  to  be  protected  by  the  pat- 
ent, have  led  to  the  establishment  of  numerous  rules  for  fram- 
ing it,  some  of  which  are  common  to  all  classes  of  inventions, 
while   others  have  reference  to  particular  classes.     These 

*  That  to  describe  and  not  claim  is  a  described  but  not  claimed  in  the  present 

method  of  postponing  the   unclaimed  application,  he  must  expressly  reserve  in 

matter  for  a  future  patent,  see  Ex  parte  this  one  the  right  to  do  so,  and  apply 

Emerson  (1S80),  17  O.  6.  1451 ;  Giant  for  the  other  within  a  reasonable  time, 

Powder  Co.  «.  California  Vigorit  Powder  see  Ex  parte  Roberts  (1887),  40  0.  G. 

Co.  (1880),  18  O.  G.  1339  ;  6  Sawyer,  573 ;  Adams  v.  Bellaire  Stamping  Co. 

508 ;  4  Fed.  Rep.  720 ;  Com  Pknter  (1886),  28  Fed.  Rep.  360  ;  36  O.  G. 

Pitent  (1874),  23  WaU.  181 ;  6  O.  G.  567  ;  Ex  parte  Derby  (1884),  26  O.  G. 

S92.  1208 ;  James  v,  Campbell  (1882),  104 

That  the  description  of  a  process  in  U.  S.  356  ;  21  0.  G.  837. 
an  application  for  a  machine  patent  *  That  a  failure  to  claim  described 
does  not  abandon  the  process  to  the  matter  simply  excludes  it  from  the  pat- 
public  if  the  process  patent  be  applied  ent,  learing  it  to  be  covered  by  a  sub- 
for  within  two  years,  see  Eastern  Paper  sequent  patent  or  not,  at  the  option  of 
Bag  Co.  V.  Standard  Paper  Bag  Co.  the  inventor  without  any  previous  reser- 
(1887),  80  Fed.  Kep.  63  ;  41  O.  G.  231.  vation,  see  Corn  Planter  Patent  (1874), 

That  where  an  applicant  intends  to  23  Wall.  181  ;  6  0.  G.  392  ;  and  cases 

obtain  a  future  patent  for  the  matter  dted  in  the  notes  to  JJ  465,  466,  anU. 
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general  rules  relate  to  the  contents,  the  form,  the  joinder, 
and  the  construction  of  Claims.  Those  which  govern  the 
contents  of  a  Claim,  prescribing  what  it  must  include,  what 
it  must  omit,  and  what  may  be  included  or  omitted  at  the 
option  of  the  inventor,  will  be  first  discussed. 

§  506.    The  Claim  most  Claim  a  Practically  Operative  Means. 

Every  Claim  must  set  forth  and  claim  a  practically  op- 
erative means.^  An  inventor  is  not  obliged  to  claim  all  that 
he  may  have  invented.^  His  idea  of  means  may  be  suscepti- 
ble of  different  stages  of  development,  the  more  advanced  of 
which  it  may  not  yet  seem  proper  to  him  to  disclose.  Or  his 
invention  may  embrace  subordinate  inventions,  which  he  may 
determine  either  to  surrender  to  the  public  or  to  reserve  for 
the  protection  of  future  patents.  But  he  must,  at  least,  so 
far  describe  and  claim  what  he  has  invented  as  to  place  be- 
fore the  public,  and  to  ask  protection  for,  some  art  or  instru- 
ment capable  of  practical  use.'  Nothing  less  than  this  is  a 
patentable  invention,  and  no  Claim  can  be  sustained  unless 

§  508.  ^  That  a  Claim  must  be  for  an  will  be  taken  as  covering  all  that  is  de« 

operative  means,  see  Ex  parte  Cornell  scribed  as  entering  into  the  invention 

(1872),  1  O.  G.  678 ;  American  Pin  Co.  unless  the  Claim  itself  shows  the  con- 

e.  Oakville  Co.  (1854),  8  Blatch.  190.  trary,  see  Evans  «.  Kelly  (1880),  5  Bann. 

That  a  Claim  for  certain  devices  as  &  A.  71  ;  9  Bissell,  251 ;  28  0.  G.  192 ; 

the  means  for  producing  a  certain  result  18  Fed.  Rep.  903;   Tetley  v.  Easton 

is  proper,  though  under  some  circum-  (1888),  Macrory's  P.  C.  82. 
stances  they  will  not  so  operate,  see         '  That  the  Claim  must  be  for  matter 

Wheeler  ».  Clipper  Mower  &  Reaper  Co.  so  described  that  any  one  skilled  in  the 

(1872),  10  Blatch.  181  ;  6  Fisher,  1 ;  art  can  use  it,  see  Vogler  •.   Semple 

2  0.  G.442.  (1877),  11  0.  G.  928;  7  BisseU,  882; 

*  That  the  Claim  may  be  as  narrow  2  Bann.  k  A.  556. 
as  the  patentee  chooses,  if  it  covers  an        That  an  article  patentable  only^hen 

operative  means,  see  Ex  parte  Emerson  used  in  certain  connections  must  be 

(1880),  17  0.  G.  1451 ;  Russell  &  Er-  claimed  only  as  to  such  connections, 

win  Mfg.  Co.  V,  MaUory  (1872),  2  O.  G.  see  Stewart  «.  Mahoney  (1879),  5  Fed. 

495  ;  5  FiBher,  682  ;  10  Blatch.  140.  Rep.  802  ;  4  Bann.  k  A.  84. 

That  the  inventor  need  not  chiim  all        That  the  occasional  accidental  opera- 

he  describes,  though  new,  provided  that  tion  of  a  device,  varying  from  its  usual 

which  he  claims  wUl  operate  apart  from  operation,  and   inconsistent   with    its 

the  rest,  though  thereby  he  may  secure  principle,  is  not  a  basis  for  a  Claim  for 

the  whole,  see  E»  parte  Sturges  (1872),  a  device  uniformly  producing  similar 

1  0.  G.  204.  effects,  see  Yoelker  v.  Gray  (1885),  30 

That  a  Claim  for  an  entire  invention  O.  G.  1091. 
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the  exclusive  privilege  which  it  endeavors  to  define  is  one 
which  can  lawfully  be  granted. 

§  509.   The  Claim  moBt  Claim  a  Concrete  Art  or  Instrument. 

Again,  every  Claim  must  be  for  a  concrete  invention.  Pat- 
ents are  not  granted  for  the  protection  of  abstract  ideas  or 
scientific  theories,  but  for  practical  arts  to  be  performed,  or 
for  physical  instruments  available  for  use  on  physical  objects.^ 
Underlying  every  invention  is  the  idea  of  means  of  which 
the  operative  art  or  instrument  is  the  tangible  embodiment ; 
and  ultimately  this  idea  of  means  receives  complete  protec- 
tion from  the  patent.  But  the  thing  patented  is  the  concrete 
expression  of  this  idea,  the  art  or  mechanism  or  product  in 
which  the  idea  is  reduced  to  practice ;  and  it  is  this  which 
must  be  set  forth  in  the  Claim,  in  distinction  from  the 
discovery  or  conception  which  it  embodies. 

§  510.   The  Claim  muat  Claim  a  Single  and  Diatinot  Invention. 

Again,  every  Claim  must  be  confined  to  some  single  and 
distinct  invention.  Two  arts  or  instruments  cannot  be  em- 
braced in  one  Claim.^  Where  a  general  invention  is  capable 
of  modifications  which  differ  substantially  from  each  other, 
embodying  different  ideas  of  means  or  the  same  idea  in  dif- 
ferent stages  of  development,  each  one  of  these  is  a  distinct 
invention,  and  if  claimed  at  all  must  be  claimed  separately 

§  509.  ^  That  the  Claim  must  state  a  to  all  men,  and  cannot  be  claimed,  see 

concrete  invention,  not  an  abstraction,  Opinion  Atty.  Gen.  (1856),  8  Op.  At 

see  Ex  parU  DesignoUe  (1877),  13  0.  Gen.  269  ;  Detmold  v.  Beeves  (1851),  1 

G.  227 ;  Burr  v.  Duryee  (1868),  1  WalL  Fisher,  127. 

681.  See  §§  183-148  and  notes,  ante. 

That  the  Claim  must  not  cover  a  J  ^10*  ^  That  but  one  invention  can 

principle,  see  JSbsparto  Fairbanks  (1878),  be  embraced  in  a  single  Claim,  see  ^ 

8  O.  6.  65  ;  Burr  v.  Daryee  (1868),  1  parte  Bland  (1879),  15  O.  G.  775. 

WalL  531  ;  Walton  v,  Bateman  (1842),  That  a  process  and  its  product  can- 

1  Web.  618.  not  be  embraced  in  a  single  Claim,  see 

That  a  Claim  for  the  use  of  a  natural  Bx  parte  Bates  (1879),  16  O.  G.  266  ; 

force  for  a  special  purpose  is  improper,  Merrill  v.  Yeomans  (1874),  1  Bann.  & 

—  the  special  method  of  using  it  for  A.  47 ;  5  0.  G.  267 ;  Holmes,  381. 

such  purpose  must  alone  be  claimed,  —  That  a  machine  and  its  product,  an 

see  O'Reilly  v.  Morse  (1858),  15  How.  art  and  its  apparatus,  etc.,  cannot  be 

62.  covered  by  one  Claim,  see  Sx  parte  Bates 

That  general  truths  and  forces  belong  (1879),  16  0.  G.  266. 
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from  the  rest.  When  the  parts  of  a  device,  as  well  as  the 
device  itself,  are  new  inventions,  the  device  as.  a  whole  and 
each  subordinate  part  of  it  must  be  made  the  subject  of  as 
many  separate  Claims.  Thus  every  Claim  becomes  complete 
within  itself;  exactly  commensurate  with  the  single  invention 
it  purports  to  cover,  and  capable  of  being  allowed  or  disal- 
lowed in  the  Patent  Office,  and  sustained  or  defeated  in  the 
courts,  without  prejudice  to  any  other  invention  than  the  one 
therein  specifically  described. 

§  511.   The  Claim  miiBt  Indicate  the  Class  of  Patentable  Inven- 
tions to  which  the  Claimed  Invention  Belongs. 

Again,  every  Claim  must  define  the  invention  it  includes  in 
such  a  manner  as  to  indicate  the  class  of  inventions  to  which 
it  belongs.  While  the  Claim  need  not  state  in  terms  whether 
the  invention  claimed  is  an  art,  a  machine,  a  manufacture,  a 
composition  of  matter,  a  design,  or  an  improvement,  it  must 
be  apparent  to  which  of  these  great  classes  the  invention  does 
pertain.^  Thus,  if  the  real  invention  is  an  art  or  process,  it 
must  be  claimed  as  such  and  not  as  the  means  by  which  the 
art  is  practised,  nor  as  the  product  in  which  it  results.'  If  it 
is  a  machine,  the  mechanism,  not  the  mode  of  operating  it, 
is  the  true  subject-matter  of  the  Claim.^ 

§  512.    The  Claim  must  Precisely  Define  the  Invention  Claimed. 

Again,  every  Claim  must  precisely  define  the  exact  limits  of 

the  invention  claimed.^    This  may  be  done  by  the  enumeration 

(511.  1  That  tHe  Claims  of  a  pateDt  sach,  not  as  a  "mode  of  operation," 

most  clearly  show  whether  the  claimed  see  Hatch  v.  Moffitt  (1888),  15  Fed. 

inyentlon  is  an  art,  machine,  manofac-  Bep.   252  ;  Burr  v,  Daryee  (1868),   1 

tare,  composition,  design,  or  improve-  Wall.  581. 

ment,  see  Ex  parte  Mayall  (1873),  4  0.  That  where  an  eifect  is  produced  by 

G.  210.  mechanical  means,  the  means  should 

*  That  an  apparatus  must  be  claimed  ordinarily  be  claimed  as  a  machine  or 
as  such,  not  as  a  means  for  practising  manufacture,  not  as  a  process,  see  Piper 
the  art,  see  Ex  parte  Bates  (1879),  16  v.  Brown  (1870),  4  Fisher,  175  ;  Holmes, 
0.  0.  266.  20.     See  also  J  529  and  notes,  post. 

That  the  exact  invention,  not  the  art  J  512.  ^  That  the  claimed  invention 

of  using  it,  must  be  claimed,  see  Ex  must  be  precisely  and  completely  cov- 

parte  GomeU  (1872),  1  0.  G.  578.  ered  by  the  Claim,  see  Ex  parte  Thomp- 

*  That  a  machine  must  be  claimed  as  son  0^79),  16  0.    G.    588 ;  Ex  parte 
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of  its  essential  characteristics,  or,  when  these  are  fully  stated 
in  the  Description,  by  such  a  delineation  of  the  invention 
claimed  as  identifies  it  with  the  one  described.^  When  the 
invention  is  a  complete  art  or  instrument,  new  and  patentable 
in  itself  without  relation  to  other  things,  it  must  be  claimed 
as  such  without  any  reference  to  the  objects  or  the  purposes 
for  which  it  may  be  employed.'    On  the  other  hand,  where 

Fnnck  (1878),  14  O.  O.   158;  Scott  Claim,  aee  jBb /xzr^  Kitson  (1881),  20 

V.  Ford  (1878),  14  O.  G.  418;  MerriU  0.  G.  1760;  Ex  parte  Farrow  (1872), 

V.  Yeomans  (1877),  94  U.  S.  568;  11  2  0.  G.  57  ;  Farbash  v.  Cook  (1857), 

O.  G.  970  ;  Ex  parte  Hopper  (1872),  2  2  Fisher,  668. 

O.  G.  4 ;  Daris  v.  Bell  (1837),  8  K.  H.         That  when  the  new  invention  does 

500 ;  Whittemore  v.  Cutter  (1813),  1  not  embrace  the    entire    concrete    art 

Gallison,  478 ;  1  Robb,  40 ;  Roshton  or  instrument  only  the  new  parts  in- 

V.  Crawley  (1870),  L.  R.  10  Eq.  522 ;  vented  must  be  stated  by  the  Claim, 

Gibson  «.  Brand  (1842),  1  Web.  613;  see  Seymour  v.    Osborne    (1870),    11 

Carpenter  v.  Smith  (1841),  1  Web.  530.  Wall.  516. 

That   each    substantiaUy    different         That  when  a  device  as  claimed  is 

modification  of  the   invention    which  useful  only  as  part  of  a  whole,  the  other 

the  inventor  intends  to  protect  must  parts  will  be  understood  as  implied  in 

be  definitely  described,  see  Saigent  v.  the  Claim,  see  Ex  parte  West  (1872),  2 

Carter  (1857),  1  Fisher,  277.  O.  G.  30. 

That  if  the  patentee  intends  to  claim         That  elements  which  are  described 

only  a  part  of  what  he  has  described  as  essential  to  the  invention  are  not 

as  entering  into  the  invention  the  Claim  covered  by   the  patent  unless  stated 

must  show  it,  or  all  will  be  considered  or  implied  in  the  Claim,  see  McMillin 

as  claimed,  see  Evans  v,  Kelly  (1880),  v.  Rees  (1880),  5  Bann.  &  A.   269 ;  17 

5  Bann.  &  A.  71  ;  9  Bissell,  251  ;  23  O.  G.  1222 ;  1  Fed.  Rep.  722. 
O.  G.  192  ;  18  Fed.  Rep.  908 ;  Tetley        *  That  a  Claim  must  not  include  any 

V,  Easton  (1857)  2  C.  B.  n.  s.  706.  parts,   features,   or  other  matters   not 

That   where   the    invention   is  de-  embraced   in   the   invention   intended 

Kribed  as  consisting  in  the  peculiar  to  be  claimed,  see  Ex  parte  Skinner 

construction  of  one  or  more  parts  only  (1881),  19  0.  G.  662 ;  Ex  parte  Wheat 

such  construction  can  be  claimed,  see  (1879),  16  O.  G.  860;  Ex  parte  Wilber 

Phcsniz  Caster  Co.  v.  Spiegel  (1886),  26  (1872),  1  0.  G.  379. 
Fed.  Rep.  272.  That  if  new  devices  are  claimed  as 

That  the  a4jnnctive  devices  referred  specifically  arrai^^ed,  the  Claim  covers 

to  in  all  the  Claims  for  an  invention  them  only  when   thus   arranged,    see 

must  be  the  same  in  themselves  and  in  Tate  v.  Thomas  (1885),  30  O.  G.  345  ; 

their  relation  to  the  invention,  see  Ex  Carlton  v.  Bokee  (1873),  17  WalL  463 ; 

parU  Stanbridge  (1888),  43  O.  G.  1345.  6  Fisher,  40 ;  2  0.  G.  520. 

*  That   the   enumeration   of    such         That  what  is  described  as  merely 

elements  as  constitute  the  operative  in-  auxiliary  must  not  be  claimed,  see  Ek 

vention  is  a  proper  mode  of  claiming  it,  parte  Wheat  (1879),  16  0.  G.  360. 
■ee  Sx  parte  Farrow  (1872),  2  O.  G.  57.         That  a  Claim  covering  useless  things 

That  elements  not  essentia]  to  the  is  not  void  unless  they  are  claimed  as 

invention  ahoold  not  be  stated  in  the  essential  to  the  invention,  see  Lewis  v. 
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the  invention  is  new  and  patentable  only  when  considered 
with  reference  to  certain  purposes  or  objects,  it  must  be 
claimed  only  in  connection  with  such  purposes  or  objects,  and 
a  Claim  for  it  without  this  limitation  would  be  void.^  The 
importance  of  this  rule  becomes  especially  evident  in  cases 
where  the  real  invention  consists  in  the  new  use  of  some  art 
or  instrument  already  known.  A  Claim  for  the  art  or  in- 
strument itself  would  be  improper,  since  the  new  use  docs 
not  change  its  character  as  a  patentable  invention.  The  use 
itself  must  be  set  forth  and  claimed,  this  being  the  only 
new  product  of  inventive  skill ;  and  in  the  Claim  for  this 
new  use,  the  objects  upon  which  the  art  or  instrument  is  now 
to  be  employed,  or  the  mode  of  operation  in  which  it  is  now 
to  be  applied,  must  be  particularly  described. 

§  513.    The  Claim  must  DistingalBli  the  Invention  Claimed  from 
aU  Known  Inventions. 

Again,  every  Claim  must  distinguish  the  art  or  instrument 
which  it  embraces  from  every  art  or  instrument  already  known«^ 

Marling  (1829),  1  Web.  498  ;  1  Abb.  P.  coi^*oint  function  with  the  old  parts,  or 

C.  421.  by  sabetantial  re>organization  in  which 

That  a  Claim  for  certain  dencea  as  a  new  elements  may  or  may  not  enter  as 

means   to   produce  certain  results  is  co-operatiye  factors,  in  either  event  the 

good,   thongh  under  peculiar  circum-  Claim  should  express  no  more  and  no 

stances  the  results  would  not  follow,  less  than  is  necessary  to  convey  an  ac* 

see  Wheeler  v.  Clipper  Mower  &  Reaper  curate  understanding  of  the  actual  in* 

Co.  (1872),  10  Blatch.  181 ;  6  Fisher,  vention  which  had  been  made.     If,  for 

1  ;  2  O.  O.  442.  example,  an  additional  feature,  valuable 

*  That  if  the  invention  is  patent-  in  its  way,  and  yet  entirely  independent 

able  only  when  used  in  certain  connec-  of  the  old  elements,  so  far  as  co-acting 

tions,  it  must  be  claimed  only  in  such  with  them,  is  incorporated  in  a  device^ 

connections,  see  Stewart  «.   Mahoney  it  must  be  manifest  that  the  Claim 

(1879),  6  Fed.  Rep.  802 ;  4  Bann.  &  A.  should  cease  when  it  had  specified  the 

84.  single  feature.      To  continue  beyond 

§  518.  ^  In  Ex  parte  Funck  (1878),  this,  and  enumerate  other  parts  belong- 

14  0.   G.   158,    Spear,    Com. :    (159)  ing  to  the  old  structure  improved  upon, 

"The  office  of  the  Claim  is  to  clearly  is  as  much  an  offence  against  clearness 

and  distinctly  set  forth  what  an  appli-  and  precision  as  to  state,  as  elements  of 

cant  regards  to  be  peculiarly  his  own  a  combination  Claim,  parts  i^hich  have 

invention.     If  the  improvement  consLsts  no  office  whatever  to  perform  in  accom- 

in  some  addition  to  or  alteration  of  an  plishing  the  specific  result.    The  reten- 

existlng  structure,  whether  it  be  by  the  tion  of  the  old  elements  in  the  Claim, 

introduction  of  new  features  having  no  when  there  is  nothing  in  common  be- 
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A  Claim  including  any  matter  before  patented,  or  in  possefr- 
sion  of  the  public,  is  fatally  defective.  Such  matter  should 
not  be  mentioned  in  the  Claim  if  the  invention  claimed  can 

be  sufficiently  defined  without  it,  and  if  mentioned  must  be 
expressly  disclaimed.^     Though  the  invention  is  worthless 

tweeu  them  and  the  one  newly  added  to  cation,  including  the  summary  Claim  at 

the  machine,  is  a  misstatement  of  the  its  close,  points  out  and  distingoishee 

invention,  giving  a  fictitious  importance  what  he  claims  as  his  own  invention,  it 

to  the  improvement,  and  defeating  any  is  all  that  is  required.     That,  if  we  can 

accurate  judgment  of  its  merit  because  find  it  without  difficulty  or  embarrass- 

of  the  obscurity  resulting  from  the  erro-  ment,  is  what  he  claims  as  new ;  the  rest 

neons  association."  he  impliedly,  if  he  does  not  expressly. 

In  the  Com  Planter  Patent  (1874),  disclaims  as  old.    No  particular  form  of 

83  Wall.  181,  Bradley,  J.:  (223)    <*It  words  is  necessary  if  the  meaning  is 

is  objected  to  severed  of  the  patents  clear."    6  O.  G.  392  (400). 

under  consideration  that  they  do  not  That  the  Claim  must  clearly  distin* 

state  what  parts  of  the  machine  patented  guish  between  the  new  matter  and  the 

are  new  and  what  parts  are  old,  and  old,  see  Terry  Clock  Co.  v.  New  Haven 

that  they  are  therefore  void.     There  is  Clock  Co.    (1878),  17  0.   6.   908  ;   3 

nothing  in  the  Patent  Law  which,  in  Bann.  k  A.   832  ;   Ex  parte   Hobeon 

terms,  requires  the  patentee  to  do  this.  (1872),  1  0.  G.  141  ;  Brown  v.  Selby 

The  language  of  the  act  of  1836,  under  (1871),  2  Bissell,  457  ;  4  Fisher,  363 ; 

which  these  patents  were  drawn,  is  that  Bray  v.  Hartshorn  (1860),  1  Clifford, 

be{pre  any  inventor  shall  receive  a  patent  688  ;  Hovey  v.  Stevens  (1846),  3  W.  & 

for  his  invention  or  discovery  he  shall  M.  17  ;   2  Robb,  667  ;   Dangerfield  v 

deliver  a  description  thereof,  and  of  the  Jones  (1866),  13  L.  T.  Rep^  N.  8. 142  ; 

manner  and  process  of  making,   con>  Newall  v,  Elliott  (1864),  10  Jur.  n.  s. 

stmcting,  using,  and  compounding  the  964  ;  Booth  v.  Kennard  (1857),  2  H.  & 

tame,   in  such  full,   clear,  and  exact  N.  84;  Holmes  v.  London  &N.W.  R.  R. 

tenns  as  to  enable  a  person  skiUed  in  Co.  (1852),  Macrory's  P.  C.  13  ;  Crane 

the  art  to  reproduce  it ;  and  the  act  di-  v.  Price  (1842),  4  M.  &  G.  680  ;  Car- 

rects  that  the  inventor  shall  'particu-  penter  v.  Smith  (1841),  1  Web.  630; 

Urly  specify  and  point  out  the  part,  McFarlane  p.  Price  (1816),  1  Web.  74  ; 

improvement,  or  combination  which  he  1  Abb.  P.  C.  227  ;  Manton  «.  Manton 

claims  as  his  own  invention  or  discovery.'  (1815),  Dav.  P.  C.  333  ;  1  Abb.  P.  C. 

This^  of  course,  involves  an  elimination  189. 

of  what  he  claims  as  new  from  what  he  That  the  new  and  old  may  be  dis- 

admits  to  be  old.      But  what  can  be  a  tlnguished    by    describing    both    and 

more  explicit  dedaration  of  what  is  new  claiming  only  the  former,  see  Rowell  v, 

and  what  is  old  than  the  summary  of  Lindsay  (1881),  19  0.   G.   1565  ;  10 

the  patentee's  claim  at  the  close  of  the  Bissell,  217  ;  6  Fed.  Rep.  290  ;  Gott- 

specification,  if  that  is  made  in  clear  fried  v.  Phillip  Best  Brewing  Co.  (1879), 

and  distinct  terms,  or  in  terras  so  clear  17  0.  G.  676  ;  6  Bann.  &  A.  4  ;  Com 

and  distinct  as  to  be  fairly  understood.  Planter  Patent  (1874),  23  Wall.  181 ;  6 

It  implies  that  all  the  rest  is  old,  or,  if  0.  G.  392  ;  Winans  v,  N.  T.  &  Erie 

not  old,  that  the  applicant  does  not  R.  R.  Co.  (1866),  1  Fisher,  213 ;  and 

claim  it  so  far  as  that  patent  is  con-  other  cases  cited  in  §  506,  note  1,  ante. 

cemed.     If  the  patentee  by  his  specifi-  *  That  a  Claim  including  old  matter 
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apart  from  certain  other  arts  or  instruments  before  communi- 
cated to  the  public  the  Claim  should  not  describe  them,  for  to 
whatever  extent  its  utility  may  be  dependent  upon  its  con- 
nection with  them  they  form  no  portion  of  its  essence  as  a 
patentable  invention. 

§  514.    The  Claim  must  Set  Forth  the  Invention  Claimed  in  its 
Most  Perfect  Concrete  Form. 

Again,  every  Claim  must  set  forth  the  invention  it  purports 
to  describe  in  that  form  which,  according  to  the  judgment  of 
the  inventor,  the  most  perfectly  embodies  it.  An  inventor 
who  seeks  protection  for  his  invention  from  the  public  is 
obliged  to  place  it  before  the  public  in  the  form  best  fitted 
for  practical  use,  and  both  in  his  Description  and  his  Claim 
it  is  his  duty  to  disclose  his  conception  through  that  concrete 

IB  void,  see  Milligan  «.  Lalance  &  Gros-  1  Abb.  P.  C.  281 ;  Huddart  v.  Grim- 
jean  Mfg.  Co.  (1884),  29  0.  G.  867  ;  21  shaw  (1803),  1  Web.  85  ;  1  Abb.  P.  C. 
Fed.  Bep.  570  ;  Magaire  v.  Eamea  128  ;  B.  v.  Else  (1786),  1  Web.  76  ;  1 
(1880),  18  Blatch.  821  ;  8  Fed.  Bep.  Abb.  40. 

761;  Scott  V.  Ford  (1878),  14  0.  G.  413;  That  a  Claim  covering  old  matter  is 

E»  parte  Funck  (1878),  14  0.  G.  158  ;  void,  though  the  applicant  haa  invented 

Com  Planter  Patent  (1874),  23  Wall,  a  new  part  which  is  useless  without  the 

181 ;  6  0.  G.  892  ;  Blake  v.  Stafford  old,  see  Winans  v.  N.  T.  k  Erie  B.  B. 

(1868),  8  Fisher,  294  ;  6  Blatch.  195  ;  Co.  (1856),  1  Fisher,  218. 

Phillips  V.  Page  (1860),  24  How.  164 ;  That  a  Claim  for  the  whole  device, 

HoUiday  v.  Bheem  (1852),  18  Pa.  St  where  the  invention  is  merely  an  im« 

465  ;  Hovey  v.  Stevens  (1846),  8  W.  &  provement,   claims  old  matter  and  is 

M.  17  ;  2  Bobb,   567  ;   Davis  v,  BeU  void,  see  Maguire  v.  Eames  (1880),  18 

(1887),  8  N.  H.  500  ;  "Whitney  «.  Em-  Blatch,  821  ;  8  Fed.  Bep.  761 ;  Sulli- 

mett   (1831),  Baldwin,   803;  1  Bobb,  van  v.  Bedfield  (1825),  1  Paine,  441; 

567  ;  Wat8on  v.  Bladen  (1826),  4  Wash.  1  Bobb,  477. 

580  ;  1  Robb,  510  ;   Sullivan  v.  Red-  That  a  Claim  covering  three  things, 

field  (1825),  1  Paine,  441 ;  1  Robb,  477  ;  one  being  old,  is  void,  see  Heinrich  v. 

Eneass  o.  Schuylkill  Bank  (1820).  4  Luther  (1855),  6  McLean,  845. 

Wash.   9 ;    1   Robb^  808 ;  Thomas  v.  That  a  Claim  covering  old  matter 

Foxwell  (1858),  5  Jur.  N.  8.  87  ;  Gamble  is  curable  by  disclaimer,  see  Hovey  p. 

V.  Kurtz  (1846),  8  C.  B.  425  ;  Minter  Stevens  (1846),  8  W.  &  M.  17  ;  2  Robb, 

«.  Mower  (1837),  1  Web.  138  ;  2  Abb.  567.     See  also  $!  637,  642-646,  and 

P.  C.  178  ;  Campion  v,  Benyon  (1821),  notes,  past, 

6  Moore,  71 ;  1  Abb.  P.  C.  845 ;  Bnin-  That  a  disclaimer  in  a  pending  ap- 

ton  V.  Hawkes  (1821),  4B.  &  Aid.  541  ;  plication  must  explain,  not  contradict, 

1  Abb.  P.  C.  886  ;  Hill  v,  Thompson  the  Claim,  and  distinguish  the  new  from 

(1817),  1  Web.  235  ;  1  Abb.  P.  C.  299  ;.  the  old,  see  Ex  parU  Hoboon  (1872),  1 

Bovill  V,  Moore  (1816),  Dav.  P.  C.  861  ;  0.  G.  141. 
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art  or  instrument  which  most  accurately  expresses  his  idea. 
Having  done  this,  all  other  forms  are  presumed  to  be  embraced 

in  the  one  claimed,  unless  they  are  disclaimed.^  Thus  a  Claim 
for  the  ^making  of  an  instrument  or  the  doing  of  an  act,  de- 
scribing the  best  mode  of  making  the  one  or  doing  the  other, 
covers  all  modes  in  which  the  former  can  be  made  or  the 

§514. 1  In  Murphy  v.Eastham  (1872),  153.     See  also  §§  180,   237-244,   and 

2  O.  G.  61,  Shepley,  J. :  (62)    "  The  notes,  avU, 

patentee  does  not,  as  is  sometimes  done,  xhat  all  qualities  of  the  invention 

claim  in  tenna  the  thing  patented,  how-  ^xt  covered  by  the  Claim,  though  they 

ever  its  form  and  proportions  may  be  are  not  specially  stated,  see  Ex  parte 

varied  ;   but  the  law  so  interprets  his  Tweddle  (1876),  10  0.  G.  747. 

Claim  without  the  addition  of  these  That  a  Claim  for  a  device  as  an  "  at- 

words.     In  contemplation  of  law,  after  tachment "  to  something  else  is  a  Claim 

he  has  fully  described  his  invention  and  for  the  device  however  used,  see  Mc- 

shown  its  principles,  and  cUimed  it  in  ckin  v,  Ortmayer  (1888),  42  O.  G.  724. 

a  form    which  perfectly  embodies  it,  That  additional  Claims  for  different 

unless  he  disclaims  other  forms  he  is  forms  of  the  invention  are  unnecessary 

deemed  to  claim  every  form  in  which  and  improper,  see  Ex  parte  McDougaU 

his  invention  may  be  copied."    6  Fisher,  (1880),  18  O.  G.  180  ;  Carver  v.  Brain- 

S06  (809) ;  Holmes,  118  (116).  tree  Mfg.  Co.  0848),  2  Story,  482  ;  2 

In  Winans  v.  Denmead  (1868),  15  Robb,  141. 

How.  880,  Curtis,  J. :  (848)    "  Paten-  That  a  Claim  for  a  material  having 

tees  sometimes  add  to  their  Claims  an  certain  qualities  does  not  cover  subse- 

express  declaration,   to  the  effect  that  qaently  discovered  material  having  the 

the  Claim  extends  to  the  thing  patented*  same  qualities,  see  Goodyear  v.  Berry 

however  its  form  or  proportions  may  be  (1868),  2  Bond,  189  ;  8  Fisher,  489  ; 

varied.    But  this  is  unnecessary.    The  Tetley  v,  Easton  (1852),  Maciory's  P. 

law  so  interprets  the  Claim  without  the  C.  48. 

addition  of  these  words.    The  exclusive  That  a  Claim  for  a  chemical  compo- 

right  to  the  thing  patented  is  not  se-  gition  covers  only  the  same  use  of  the 

cured  if  the  public  are  at  liberty  to  make  same   or   equivalent    ingredients,    see 

substantial  copies  of  it,  varying  its  form  Goodyear  v.  Berry  (1868),  2  Bond,  189 ; 

or  proportions.      And,   therefore,  the  8  Fisher,  489. 

patentee,  having  described  his  inven-  That  the  Claim  of  an  invention  in 
tion,  and  shown  its  principles,  and  one  form  does  not  cover  other  forms 
claimed  it  in  that  form  which  most  per-  when  these  are  disclaimed,  see  Union 
fectly  embodies  it,  is,  in  contemplation  Paper  Bag  Mach.  Co,  v.  Pultz  &  Walkley 
of  law,  deemed  to  claim  every  form  in  Co.  (1878),  15  0.  G.  428 ;  15  Blatch. 
which  his  invention  may  be  copied,  nn-  160  ;  8  Bann.  &  A.  408 ;  Murphy  r. 
leas  he  manifests  an  intention  to  dis-  Eastham  (1872),  5  Fisher,  806  ;  2  0. 
daim  some  of  those  forms."  G.  61 ;  Holmes,  118 ;  Winans  v,  Den- 
That  a  Claim  to  the  invention  in  one  mead  (1858),  15  How.  880. 
form  covers  it  in  all  forms,  see  Grier  v.  That  colorable  variations  may  be 
Castle  (1883),  17  Fed.  Bep.  628  ;  24  0.  covered  by  the  Claim  by  using  language 
O.  1176  ;  McComb  v.  Brodie  (1872),  2  sufficiently  broad,  see  JSe parte  Demming 
O.  G.  117 ;  5  Fisher,  884 ;  1  Woods,  (1884),  26  O.  G.  1207. 
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latter  can  be  done.'  Or  where  the  invention  consists  in  the 
new  shape  given  to  an  object,  such  shape  expressing  an  idea 
of  means,  all  other  shapes  embodying  the  same  idea  are  pro- 
tected by  the  Claim  for  that  alone.^  In  this  manner  the  pro- 
tection of  the  patent,  though  not  granted  directly  to  the  idea 
of  means  conceived  by  the  inventor,  as  fully  embraces  it  as  if 
it  were  distinctly  and  expressly  stated  in  the  Claim. 

§  515.    The  C#lalm  mnst  Correspond  wltb  tbe  Description. 

Finally,  as  the  Claim  is  the  request  of  the  inventor  for  the 
protection  of  the  invention  communicated  to  the  public  in 
the  Description,  it  must  entirely  correspond  with  the  Descrip- 
tion and  be  based  upon  the  matter  therein  contained.^  No 
invention  can  be  claimed  in  any  specification  unless  it  has 

'  That  a  Claim  for  the  making  of  a  of  the  described  matter  as  constitnte 

thing  or  the  doing  of  an  act  covers  aU  the  invention  to  be  patented,  see  Mer- 

modes  of  making  or  doing  it,  although  rill  v.  Veomans  (1877),  94  U.  S.  568  ; 

only  one  mode  is  described,  see  Union  11  0.  G.  970. 

Paper  Bag  Mach.  Co.  v.  Nixon  (1876),  That  the  Ckim  may  be  illnstrated 

1  Flippin,  491 ;  9  0.  0.  691 ;  2  Bann.  but  not  enlarged  by  tiie  Description, 

&  A.  244.  see  Yale  Lock  Co.  v.  Greenleaf  (1886), 

*  That  a  Claim  for  a  new  shape  of  an  117  U.  S.  555  ;  35  0.  G.  886  ;  Railroad 

object  covers  all  other  shapes  expressing  Co.  v.  Mellon  (1881),  104  U.  S.  112; 

the  same  idea  of  means,  see  Winans  v,  20  0.  G.  1891. 

Denmead  (1853),  15  How.  830.  That  the  Claim  can  neither  save  a 

See  also  §  288  and  notes,  ante,  bad  Description  nor  invalidate  a  good 

§  515. 1  That  the  invention  claimed  one,  see  Kay  v.  Marshall  (1886),  2  Web, 

must  be  identical  with  the  invention  89. 

described,    see    Knox    v.    Quicksilver  That  a  Claim  cannot  cover  means 

Mining  Co.  (1880),  4  Fed.   Hep.  809  ;  substantially  different  from  those  de- 

Ek  parte  Designolle  (1877),  13  0.  G.  scribed,  though  they  produce  substan* 

227;  Ex  parte  Gould  {IS7 6),  10  0.   G.  tially  the  same  results,  see  £x  part$ 

203  ;  ExparU  Fairbanks  (1873),  8  O.  Demming  (1884),  26  0.  G.  1207. 

G.  65  ;  Page  v.  Ferry  (1857),  1  Fisher,  That  when  the  Description  and  Claim 

298 ;    Coming  v.  Burden  (1853),    15  disagree,  the  Claim  controls,  see  Mc- 

How.  252 ;  Seed  v,  Higgins  (1860),  8  Kesson  v.  Camdick  (1881),  21  O.  G. 

£.  &  B.  755.  187  ;  19  Blatch.  158 ;  9  Fed.  Rep.  44. 

That  the  Claim  and  Description  are  That  when  the  Claim  and  Descrip* 

distinct,  and  each  must  be  complete  and  tion  are  repugnant  the  whole  invention 

exact,  and  the  Claim  must  be  more  must  be  found  in  one  or  the  other,  and 

than  a  mere  reference  to  the  Descrip-  the  two  may  so  contradict  each  other 

tion,  see  E»  parte  Rice  (1874),  5  0.  as  to  make  the  whole  void,  see  Smith  p. 

G.  522.  Murray  (1886),  27  Fed.  Bep.  69 ;  86 

That  the  Claim  is  distinct  from  the  O.  G.  1045. 
Description,  and  represents  such  parts 
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been  previouslj  described  in  such  a  manner  that  any  person 
skilled  in  the  art  could  practise  it  from  such  Description, 
without  experiment  or  the  exercise  of  his  own  inventive 
skill.^  Features  of  the  invention  not  delineated  in  the  De- 
scription cannot  be  inserted  in  the  Claim,  even  though  a 
mechanic  in  endeavoring  to  construct  or  employ  the  inven- 
tion would  inevitably  discover  them.^  Matter  described  as 
auxiliary,  but  not  essential  to  the  invention,  cannot  be  stated 
in  the  Glaim>  A  Claim  for  what  has  been  described  as  a 
ne^  part  of  an  existing  invention  should  not  mention  any 
other  parts  of  such  invention,  unless  they  are  necessarily  con- 
nected with  or  related  to  the  new,  and  when  thus  mentioned 
it  must  be  apparent  from  the  Claim  itself  that  it  does  not 
attempt  to  cover  them.^  A  Claim  for  all  modes  of  effecting 
a  result  when  the  invention  has  been  previously  described  as 
a  single  mode  of  effecting  it,^  or  which  embraces  the  natural 

s  That  the  inyention  claimed  must  parU  Skinner  (1881),  19  0.  G.  662; 

have   been  so  deecribed  that  any  one  ExparU  Kitaon  (1881),  20  0.  G.  1760; 

skilled  iu  the  art  could  practise  it,  see  Ex  parU  Wilber  (1872),  1  0.  G.  879  ; 

Vogler  V.  Semple  (1877),  7  Bissell,  882  ;  Furbush  v.  Cook  (1857),  2  Fisher,  668. 

11  O.  G.  923  ;  2Bann.  k  A.  656.  •  In  O'Reilly  v.   Morse  (1868),  15 

That  a  Claim  based  on  an  insufficient  How.   62,    Taney,  C.  J. :   (112)  "We 

Description  is   void,   see    Simpson    «.  perceive  no  well-founded  objection  to 

HoUiday  (1865),  12  L.  T.   Bep.  N.  8.  the    description    which    is    given    of 

99.  the  whole  invention  and  its  separate 

*  That  a  Claim  for  a  method  not  parts,  nor  to  his  right  to  a  patent  for 
shown  in  the  Description  is  void,  see  the  first  seven  inventions  set  forth  iu 
Needhamv.  Wsahbum  (1874),  4  Clif-  the  specification  of  his  claims.  The 
ford,  254  ;  7  0.  G.  649  ;  1  Bann.  &  A.  difficulty  arises  on  the  eighth.  It  is  in 
587.  the  following  words  :    '  Eighth,  I  do  not 

That  a  Claim  for  features  not  de-  propose  to  limit  myself  to  the  specific 
scribed,  but  which  a  maker  of  the  machinery  or  parts  of  machinery  de- 
article  might  discover  by  using  it,  is  scribed  in  the  foregoing  specification 
invalid,  see  Kelleher  v.  Darling  (1878),  and  Claims  ;  the  essence  of  my  inven- 
14  O.  G.  678  ;  4  Clifford,  424 ;  8  Banu.  tion  being  the  use  of  the  motive  power 
&  A.  438.  of  the    electric    or   galvanic    current, 

^  That  the  Claim  must  not  contain  which  I  call  electro-magnetism,  however 

matter  described  as  auxiliary,  see  JSs  developed,  for  marking  or  printing  in- 

parU  Wheat  (1879),  16  0.  G.  860.  telligible  characters,  signs,  or  letters,  at 

*  That  where  the  described  inven-  any  distances,  being  a  new  application 
tion  is  a  new  part  of  an  existing  inven-  of  that  power  of  which  I  claim  to  be 
tion,  the  other  parts  should  be  omitted  the  first  inventor  or  discoverer.'  It  is 
from  the  Claim  if  the  new  can  be  in-  impossible  to  misunderstand  the  extent 
telligibly  stated  without  them,  see  &  of  this  ClaiuL     He  claims  the  exclusive 
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force  applied  when  the  invention  is  a  method  of  applying  it, 
or  which  claims  a  principle  of  operation  apart  from  the  mech- 
anism through  which  the  operation  is  performed  or  the  process 
in  which  it  is  employed,  also  violates  this  rule,  since  in'  each 
case  the  invention  claimed  is  broader  than  the  one  described.^ 
The  Claim  may,  however,  be  narrower  than  the  invention  set 
forth  in  the  Description,  provided  the  subject-matter  of  the 
Claim  is  a  practically  operative  art  or  instrument.^    Thus,  if 

right  to  every  improvement  where  the  and  altogether  different  from  it.  And 
motive  power  is  the  electric  or  galvanic  if  he  can  secnre  the  exclusive  nse  hy 
current,  and  the  result  is  the  marking  his  present  patent  he  may  vary  it  with 
or  printing  intelligible  characters,  signs,  every  new  discovery  and  development 
or  letters  at  a  distance.  If  this  Claim  of  the  science,  and  need  place  no  de- 
can  be  maintained,  it  matters  not  by  scription  of  the  new  manner,  process, 
what  process  or  machinery  the  result  is  or  machinery,  upon  the  records  of  the 
accom]>lished.  For  aught  that  we  now  Patent  Office.  And  when  his  patent 
know,  some  future  inventor,  in  the  expires  the  public  must  apply  to  him 
onward  march  of  science,  may  discover  to  learn  what  it  is.  In  fine,  he  claims 
a  mode  of  writing  or  printing  at  a  dis-  an  exclusive  right  to  use  a  manner  and 
tance  by  means  of  the  electric  or  gal-  process  which  he  has  not  described, 
vanic  current  without  using  any  part  of  and  indeed  had  not  invented,  and  there- 
the  process  or  combination  set  forth  in  fore  could  not  describe  when  he  obtained 
the  plaintiffs  specification.  Uis  inven-  his  patent.  The  court  is  of  opinion 
tion  may  be  less  complicated,  less  liable  that  the  Claim  is  too  broad,  and  not 
to  get  out  of  order,  less  expensive  in  warranted  by  law." 
construction  and  in  its  operation.  But  That  all  modes  of  effecting  an  end 
yet  if  it  is  covered  by  this  patent  the  cannot  be  claimed,  see  Lawther  v. 
inventor  could  not  use  it  nor  the  public  Hamilton  (1884),  29  O.  G.  449 ;  21 
have  the  benefit  of  it  without  the  per-  Fed.  Rep.  811  ;  Bk  parte  Demming 
mission  of  this  patentee.  Nor  is  this  (1884),  26  0.  G.  1207  ;  Marsh «.  Dodge 
all ;  while  he  shuts  the  door  against  &  Stevenson  M^.  Co.  (1878),  5  0.  G. 
inventions  of  other  persons,  the  patentee  898  ;  6  Fisher,  562  ;  Stone  v.  Sprague 
would  be  able  to  avail  himself  of  new  (1840),  1  Story,  270;  2  Robb,  10; 
discoveries  in  the  properties  and  powers  Wyeth  v.  Stone  (1840),  1  Story,  278 ; 
of  electro-magnetism    which    scientific  2  Robb,  28. 

men  might  bring  to  light     For  he  says         '  That  the  Claim  must  not  cover  a 

he  does  not  confine  his  claim  to  the  force  of  nature,  see  Detmold  v.  Reeves 

machinery  or  parts  of  machinery  which  (1851),  1  Fisher,  127. 
he  sx^cifies ;  but  claims  for  himself  a         That  the  Claim  must  not  cover  a 

monopoly  in  its  use,  however  developed,  principle,  see  Ex  parte  Fairbanks  ( 1 873), 

for  the  purpose  of  printing  at  a  dis-  8  O.  G.  65 ;  Burr  v.  Duryee  (1868),  1 

tance.     New    discoveries    in    physical  Wall.  581  ;  Walton  v.  Bateman  (1842), 

science  may  enable  him  to  combine  it  I  Web.  613. 
with  new  agents  and  new  elements,  and         See  §5  183-143  and  notes,  ante, 
by  that  means  attain  the  object  in  a         •  That  the  invention  claimed   may 

manner  superior  to  the  pi^esent  process  be  narrower  than  that  described  if  it  be 
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a  single  new  element  in  the  described  invention  be  a  complete 
operative  means  it  may  be  claimed  alone,  and  if  it  is  essential 
to  the  operation  of  the  invention  as  a  whole,  the  entire  inven- 
tion may  be  indirectly  protected  by  this  restricted  Claim.^ 
Wlien  the  different  parts  of  a  device,  as  well  as  the  device 
itself,  have  been  described  as  new,  the  inventor  may  claim  one 
part  alone,  or  all  parts  separately,  or  the  device  alone,  or  both 
the  parts  and  the  device,  as  he  deems  best ;  ^^  and  where  he 
has  described  certain  features  of  his  invention  as  capable  of 
being  omitted  without  impairing  its  practical  efficiency,  these 
may  be  either  inserted  in  the  Claim  or  omitted  from  it  with- 
out affecting  its  validity. 

§  516.    The  Claim  :  no  Partloolar  Form  Required. 

No  particular  form  of  words  is  required  for  the  statement 
of  the  Claim.^  The  language  used  must  be  sufficiently  clear 
and  accurate  to  define  the  invention  to  the  mind  of  the  reader 
and  convey  to  him  a  precise  idea  of  its  essential  character, 

an  operative  means,  see  Ex  parte  Emer-  with  each  other,  see  Wells  v.  Jacqnes 

son  (1880),  17  0.  0.  1451 ;  RusseU  k  (1874),  5  O.  6.  364 ;  1  Bann.  &  A.  60. 
Erwin  Mfg.  Co.  v.  Mallorj  (1872),  2         See  also  §  472  and  notes,  aiUe. 
0.  0.  495  ;  10  Blatch.  140  ;  5  Fisher         That  where  the  Description  restricts 

632.  the  invention  to  a  certain  arrangement 

*  That  where  a  part  of  the  descrihed  of  parts,  the  Ckim  for  the  union  of 

invention  is  practically  operative  alone,  sach  parts  must  he  correspondingly  lim* 

it  may  be  clMmed  alone ;  and  if  essen-  ited,  see  Ex  parte  Marsh  (1872),  2  O. 

tial  to  the  operation  of  the   rest,    a  O.  197. 

Claim  for  it  alone  will  protect  the  whole         §  516.  ^  That  no  particular  form  of 

invention,  see  Ez  parte  Sturges  (1872),  Claim  is  required,  see  Ex  parte  Desig- 

1  0.  O.  204.  nolle  (1877),  13  O.  G.  227  ;  Ex  parte 

i«  That  where  the  Description  shows  Dahne  (1875),  7  O.  G.  1095  ;  Wyeth 

several  ways  of  applying  a  substance  to  v.  Stone  (1840),  1  Story,  273  ;  2  Robb, 

new  uses  the  Claim  may  cover  all,  see  28. 
Ex  parU  Floyd  (1874),  6  0.  G.  541.  That  the  Claim  is  a  whole  and  must 

That  where  the  parts  of  an  inven-  stand  or  fall  as  such,  being  incapable 

tion  are  separately  operative,  a  Claim  of  partial  acceptance  or  rejection,  see 

for  each  may  be  inserted  with  that  for  Ex  parte  Smith  (1872),  1  0.  G.  403. 
the  inrention  as  a  whole,  9/&d^  parte         That  differences  in  the  language  of 

Smith  (1872),  2  0.  G.  117.  Claims  do  not  necessarily  show  a  dif- 

That  a  Claim  for  each  subordinate  ference  in  the  inventions,  see  Sharp  v. 

part  is  proper  in  connection  with    a  Tifft  (1880),  18  Blatch.  132  ;  17  0.  G. 

Claim  for  the  whole,  though  the  parts  1282  ;  2  Fed.  Rep.  697  ;  5  Bann.  &  A« 

are   inoperative   except  in  connection  899. 


128         TREATISE  ON  THE  LAW  OF  PATENTS.     [BOOK  HI. 

neither  exceeding  the  limits  of  the  invention  actually  made, 
nor  falling  short  of  that  operative  means  which  the  inventor 
intends  to  secure.  A  general  and  ambiguous  Claim,  leaving 
it  uncertain  what  the  inventor  really  wishes  to  protect,  is  void, 
but  inartificial  and  ungrammatical  expressions,  not  producing 
such  uncertainty,  do  not  render  it  invalid.*  Useless  words 
should  not  be  inserted  nor  synonymous  words  be  multiplied  ; 
since  the  former  tend  to  create  unnecessary  ambiguity,  while 
the  latter  are  calculated  to  mislead  the  reader  by  suggesting 
to  him  that  each  word  may  be  used  by  the  inventor  to  express 
a  different  idea  from  that  denoted  by  the  others.*  Equivocal 
words  are,  of  course,  never  permitted ;  for  by  their  employ- 
ment the  meaning  of  the  Claim  is  at  once  rendered  doubtful.^ 

^  That  any  tenns  properly  qualified  Albany  Steam  Trap  Co.  v.  Feltlioiisen 

may  be  used  in  a  Claim,  see  Ex  parU  (1884),  22  Blatch.  169 ;  20  Fed.  Bep. 

Holt  (1884),  29  0.  O.  171.  633. 

That  every  element  claimed  mnat  be  That  where   an  invention   consists 

clearly  stated,  not  merely  inferred,  see  in  the  peculiar  arrangement  of  certain 

Ex  parte  Holt  (1884),  29  0.  6.  171.  parts,  a  Claim  sUting  the  parts  in  a 

That  a  Claim  must  assert,  not  rest  geneml    manner  and  referring  to  the 

in  doubtful  implications,  see  Fricke  v.  Description    as   showing   the  arrange- 

Hum  (1877),  22  Fed.  Rep.  302.  ment,    is  not  sufficient,   see  Ex  parte 

That  vague  Claims  are  not  aUowable,  Kerr  (1884),  28  O.  6.  95. 

see  Ex  parte  Paige  (1887),  40  0.  O.  807.  That  tbe  casnal  misuse  of  words  does 

That  an  ambiguous  Claim  is  void,  not  make  a  Claim  defective,  if  it  can  be 

see  Edgarton  v.  Fnrst  &  Bradley  Mfg.  cured  by  examining  the  Description,  see 

Co.  (1881),  9  Fed.  Rep.  450  ;  21  0.  G.  Reed  v.  Street  (1885),  84  0.  G.  339. 

261 ;  10  Bissell,  402  ;  Merrill  v,  Yeo-  That  a   Claim  will    be    sustainetl, 

mans  (1877),  94  U.  S.  568  ;  11  O.  G.  though  inaccurately  expressed,  if  the 

970  ;  Sai-gentv.  Burge  (1877),  11  0.  G.  court  can  see  what  the  invention  really 

1055  ;  Blake  v.  Stafford  (1868),  3  Fish-  is,  see  Stover  v.  Halsted   1875),  8  O. 

er,  294  ;  6  Blatch.  195  ;  Rich  v.  Lip-  G.  558  ;  13  Blatch.  95 ;  Ames  t;.  How- 

pincott  (1853),  2  Fisher,  1.  ard  (1838),  1  Sumner,  482  ;  1  Robb.  689. 

That  a  Claim  cannot  use  such  indefi-  *  That  the  repetition  of  synonymous 

nite  expressions  as   "means,"  "mech-  words  is  improper  in  a  Claim,  see  Ex 

anism,"     etc.,     see    Ex    parU     Holt  parte  Smith  (1872),  2  0.  G.  117. 

(1884),  29  O.  G.  171 ;  Ex  parte  Wil-  *  That  equivocal  words  must  not  be 

kin  (1884),  29  0.  G.  950  ;  Ex  parte  used,  see  Ex  parU  Designolle   (1877), 

Demming  (1884),  26  O.  G.  1207.  13  0.  G.  227. 

That  a  Claim  must  set  out  the  in-  That  the  words  "means,"  '<mechaii« 

vention,   not  merely  refer  to  the  De-  ism,"  **  connections,"  are  proper  when 

scription,  see  Ex  parte  Demming  (1884),  used  to  denote  appliances  'which  are 

26  O.  G.  1207.  not  part  of  the  invention,  but  arc  not 

Tbat  a  Claim  to  what  is  described  to  be  used  with  reference  to  essential 

in  the  specification  is  too  vague,  see  elements  of  the  patentable  subject-mat- 
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Of  this  character  is  the  word  "  equivalent ; "  for  as  a  true 
**  equivalent,"  in  the  sense  of  the  Patent  Law,  is  always  covered 
by  the  Claim,  though  not  mentioned,  the  insertion  of  the  word 
in  the  Claim  implies  matter  outside  its  ordinary  meaning  and 
appears  to  widen  the  scope  of  the  invention,  while  leaving  its 
actual  limits  undefined.^ 

§  517.    The  Claim :  Teohnlcal  Phrases. 

In  stating  Claims  certain  phrases  are  frequently  employed 
to  which  a  special  importance  seems  to  be  attached  by  appli- 
cants. Among  these  are  the  phrase*  ^^  substantially  as  de- 
ter, see  Ex  parte  Stonghton  (1888),  43  bended  in  every  Claim,  whether  speci- 
O.  O.  1345  ;  Ex  parte  Stanbridge  fied  or  not,  and  that  the  use  of  the 
(1888),  43  0.  O.  1345.  word  in  a  Claim  cannot  enlaige  its  kgal 

*  In  Ex  parte  Haaaz  (1878),  4  0.  G.  scope.    Wherever  its  use  would  merely 

610,   Leggett,  Com.  :  (611)  "I  know  serve  to  convey  a  magnified  idea  of  the 

of  no  rule  or  reason  for  prescribing  or  scope  of  the  patent  to  the  uninformed, 

proscribbg  the  use  of  any  particular  it  surely  ought  not  to  be  allowed." 

word  or  phrase  in  connection  with  a  That  a  Claim  covers  all  equivalents, 

specification  or  Claim.      Anything  of  see  Burden  v.  Coming  (1864),  2  Fisher, 

the  sort  would  necessarily  be  arbitrary  477,  and  notes  to  §  257,  ante, 

and  unreasonable.     All  the  words  of  That  equivalents  are  covered  though 

oar  language  are,  of  course,  as  free  to  the  inventor  never  thought  of  them,  see 

the  intelligent  and  appropriate  use  of  McNamara  v.   Hulse  (1842),  2  Web. 

inventors  in   their   specifications   and  128. 

Claims  as  to  anybody  else ;  but  there  That  a  Claim  cannot  cover  matters 

are  some  words  and  phrases  which  are  subsequently  discovered,  see  Tetley  r. 

capable  of  being  used  equivocally,  and  Easton  (1852),  Macrory*s  P.  C.  48. 

perhaps  the  words  equivalent  and  egui-  That  equivalents  should  not  be  ex- 

vaUnU  are  the  most  conspicnous  ex-  pressly   claimed,  see   Ex  parte   Reid 

amples.     Whenever  they  occur  in  such  (1879),  15  O.  G.  882  ;  Ex  parte  Bogart 

a  connection  as  to  have  an  equivocal  sig-  (1876),  10  O.  G.  113. 

nification,  their  employment  in  that  con-  That  the  words  "or  equivalent  de- 

nection  must  be  inhibited.    This  is  as  vices  "  must  not  be  used  in  a  Claim  un- 

far  as  a  rule  of  practice  in  the  matter  less  the  equivalents  are  described  in  the 

can  go.    Under  this  rule  judicious  care  specification,  or  unless  a  patent  for  one 

must  be  exercised  in  the  consideration  would  be  a  complete  bar  to  a  patent  for 

of  each    particular  case,   where  these  the  other,  see  Ex  parte  Dolph  (1887), 

words  recur,  to  the  end  that  the  Claims  89  0.  G.  289. 

shaU  clearly,  definitely,  and  correctly  That  the  examiner  may  require  the 
comprehend  the  alleged  subject-matter  words  "or  equivalents"  to  be  erased, 
of  invention  and  nothing  more.  No  and  the  applicant  cannot  then  amend 
ambigaous  or  useless  word  or  phrase  by  inserting  a  particular  Claim  for  the 
ought  ever  to  be  aUowed  in  a  Chum,  alleged  equivalent,  see  Ex  parte  John- 
It  is  well  known  to  those  versed  in  son  (1888),  43  O.  G.  507. 
Patent  Law,  that  equivalents  are  compre- 
TOL  n.  —  9 
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scribed,"  and  others  of  the  same  meaning.  These  phrases 
import  the  same  thing  when  used  in  a  Claim  as  when  else- 
where employed.  They  are  neither  necessary  nor  technical. 
The  reference  they  make  to  the  Description  is  always  implied, 
and  relates  only  to  the  essential  features  of  the  invention  as 
therein  delineated.  They  add  nothing,  therefore,  to  the  cer- 
tainty of  the  Claim,  nor  do  they,  detract  from  it  unless  the 
claimant  carelessly  inserts  them  as  a  substitute  for  a  more 
clear  and  definite  statement  of  his  invention.^  When  used, 
the  word  "  described  "  refers  to  the  Claim  as  well  as  the  De- 
scription, and  either  may  thus  aid  in  the  interpretation  of  the 
other.*    Whether  expressed  or  implied,  they  limit  the  general 

§  517.  1  In  Mitchell  v.  Tilghman  terms  either  with  or  without  them,  he- 

(187S),  19  Wall.  287,  Clifford,  J.:  (891)  cause  either  with  or  without  them  its 

"  Usually  the  Claim  contains  the  words  meaning  and  effect  are  to  be  determined 

'  as  described '  or  '  substantially  as  de-  in  the  courts  by  the  light  of  the  specifi- 

scribed,'  or  words  of  like  import,  which  cation." 

are  everywhere  understood  as  referring  That  Claims  always  refer  to  the  De- 
back  to  the  descriptive  parts  of  the  scription,  whether  so  expressed  or  not, 
specification.  Words  of  such  import,  see  Westinghouse  v.  Gardner  &  Ranson 
if  not  expressed  in  the  CUaim,  must  be  Air  Brake  Co.  (1875),  9  0.  G.  588  ;  2 
implied,  else  the  patent  in  many  cases  Bann.  k  A.  55. 

would  be  invalid  as  covering  a  mere         That  the  phrase   "substantially  as 
function,  principle,  or  result,  which  is  described "  has  no  efficacy  unless  the 
obviously  forbidden  by  the  Patent  Law,  Description  is  clear,  see  Ex  parte  Skinner 
as  it  would  close  the  door  to  all  subse-  (1881),  19  0.  G.  662. 
quent  improvements."     5  O.  G.  299         That   a   Claim    depending   on  the 
(803).  phrase  "  mechanism  substantially  as  de- 
In  Ex  parte  Collins  Co.  (1872),  2  0.  scribed  '*  is  too  vague,  see  Ex  parte  Wil- 
G.  617,  Leggett,  Com.  :  (617)  "  These  kin  (1884),  29  O.  G.  950. 
words  should  be  regarded  precisely  as         That  where  the  Description  is  spe- 
other  words  should  be, — that  is,   as  cific  the  words  "substantially  as  de- 
having  their  ordinary  meaning,  —  when  scribed,"    render    the   Claim    specific, 
used  in  a  Claim,    as   elsewhere,   and  see  Ec  parte  Ewart  (1880),  17  0.  G. 
nothing  more.     There  is  no  artificial  448. 

significance  to  be  set  up  for  them  by         That  the  phraae  "substantially  as 

which  they  are  to  be  considered  either  described  and  shown  "  reUtes  only  to  the 

as  desirable  or  dangerous.     There  is  no  material  features  of  the  invention,  see 

objection  whatever  to  their  use  where  "Waterbuiy  Brass  Co.  v.  Miller  (1871), 

they  make  sense  ;  but  they  have  no  legal  9  Blatch.  77  ;  5  Fisher,  48. 
effect  either  to  enlarge  or  limit  a  Claim         '  That  the  word  "  described  "  refers 

properly  drawn,  and,  so  far  as  the  grant  to  the  Claim  as  well  as  the  Description, 

of  a  patent  is  concerned,  they  should  see   Pearl   v.    Ocean  Mills  (1877),   2 

haye  no  influence  one  way  or  the  other.  Bann.  &  A.  469  ;  11  0.  G.  2. 
The  Claim  should  be  sufficient  in  its 
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terms  of  the  Claim  to  the  specific  features  set  out  in  the 
Description,  though  neither  these  phrases,  nor  the  one  '^  as 
specified,"  confines  the  Claim  to  that  mode  of  using  the 
invention  which  has  been  previously  described.'  The  phrase 
'*  substantially  as  and  for  the  purposes  set  forth "  is  of  a 
different  character.  These  are  words  of  limitation,  and 
should  not  be  used  unless  they  are  intended  to  have  their 
special  signification.  They  refer  to  the  Description  for  a 
qualification  of  the  general  statements  of  the  Claim,  and  con- 
fine the  invention  within  the  purposes  and  operations  there 
specifically  named.^ 

§  518.   The  Claim  mnst  not  Claim  a  Mere  Fnnotlon. 

One  of  the  most  objectionable  forms  in  which  a  Claim  can 
be  stated  is  that  of  a  Claim  for  the  function  of  the  invention. 
A  functional  Claim  is  one  which  claims  the  producing  of  an 
effect  as  distinguished  from  the  means  by  which  it  is  pro- 
duced.^ Such  a  Claim  is  void,  since  it  neither  covers  a  patent- 
able invention  nor  corresponds  with  the  Description  pi'eviously 
given.'    The  language  of  a  functional  Claim  is  usually  parti- 

*  That  a  Claim  for  a  combination  §  618.  ^  In  Bx  parie  Hahn  (1875), 
'^ftnbatantiaUy  as  described"  is  limited  8  0.  G.  597,  Spear,  Act  Com.  :  (597) 
to  the  elements  described  as  composing  "  It  is  clear  from  the  numerous  de- 
it,  see  Hailee  v,  Yan  Wonuer  (1873),  20  dsions  of  the  courts  and  Office  on  that 
Wall.  858 ;  5  O.  G.  89.  point  that  what  is  known  as  a  func* 

That  the  phrase   "in  the  manner  tional  Claim  is  one  that  has  for  its  sub- 

•  .  .  mentioned,"  limits  the  process  to  ject  the  performance  of  an  act  merely, 

the  manner  described,  see  Barker  v*  and  not  the  means  by  which  that  act 

Grace  (1847),  1  Exch.  839.  is  executed.    It  is  not  for  a  substan- 

That   in  a  Claim   the   words   "as  tive  thing,  but  for  the  result  which 

specified "  do  not  limit  the  Claim  to  that  thing  accomplishes.     Its  language 

the  described  mode  of  using  the  in-  is   usually  in  the  participial  form,  as 

▼ention,    see    Lorillard   v.   McDowell  'producing,* 'operating,' 'determining,' 

(1877),  2  Bann.  &  A.  531;  11  0.  G.  so  combining,'  '  so  constructing,' etc." 
640 ;  IS  Phila.  461  ;  Betts  v.  Menzies        '  That  a  Claim  for  a  function   is 

(1861),  10  H.  L.  Cas.  117.  void,    see   Matthews   v.   Schoneberger 

«  That  the  words  "  substantially  as  (1880),  4  Fed.  Rep.  685;  18  Blatch. 

and  for  the  purposes  set  forth  "  refer  to  357  ;  18  0.   G.   1464  ;  Ex  parte  Ives 

the  Description  for  a  limitation  of  the  (1878),  15  0.  G.  885  ;  Ex  parte  Arnold 

general    words    employed,    see    Com  (1874),    5    0.    G.    553 ;    Wheeler  v. 

Planter  Patent  (1874),  28  WalL  181 ;  6  Simpson  (1874),  1  Bann.  &  A.  420  ;  6 

O.  G.  892;  Ex  parU  Sperry  (1872),  2  O.  G.  485  ;  Slckels  v.  Falls  Co.  (1861). 

O.  G.  387.  4  Blatch.   508  ;  2  Fisher,  202 ;  Opin- 


182         TREATISE  ON  THE  LAW  OP  PATENTS.     [BOOK  III. 

cipial;  and  if  construed  according  to  its  terms  the  matter 
claimed  would  be  the  operation  of  the  invention  on  its  object, 
not  the  invention  itself.  In  order  to  sustain  the  patent  the 
courts  construe  such  Claims,  if  possible,  as  Claims  for  the 
means  by  which  the  act  is  performed,  and  not  for  the  per- 
formance of  the  act  itself.*  Thus  a  Claim  for  the  "  so  form- 
ing ''  a  thing  is  treated  as  a  Claim  for  the  thing  formed ;  a 
Claim  for  the  application  of  means  by  which  a  certain  thing 
is  done  is  held  to  be  a  Claim  for  the  means  applied ;  a  Claim 
for  producing  a  given  effect,  by  means  of  a  peculiar  arrange- 
ment of  the  instruments  employed,  is  considered  as  a  Claim 
for  the  instruments  as  so  arranged;  and  a  Claim  for  the 
^^ doing"  of  an  act  is  interpreted  to  be  a  Claim  for  the  means 
or  apparatus  by  which  the  act  is  done.^  But  where  the  Claim 
is  unequivocally  functional, — as,  for  example,  where  it  claims 
the  "  operating  of  "  a  machine,  or  the  "  imparting  motion  "  to 
an  object,  —  it  is  fatally  defective.*    It  must  not  be  forgotten, 

ion  Atty.  Gen.  (1856),  8  Op.  At.  Gen.  mechanism    described,    see    Ex   parte 

269.  Holmes  (1874),  6  0.  G.  360. 

See  also  §§  144-146  and  notes,  mvU,  *  That  a  Claim  for  the  ''so  form- 
That    participial    Claims    are   im-  ing,"  etc,  is  not  functional,  bat  claims 
proper,  see  Ex  parte  Cox  (1873),  8  0.  the  thing  formed,  see  Parham  v.  Amen- 
G.  2.  can  Buttonhole,  Overseaming,  &  Sewing 

That   an   apparatus   must   not   be  Mach.  Co.  (1871),  4  Fisher,  468. 
claimed  as  a  "  means  of  doing,"  but  as         That  a  Claim  for  the  application  of 

a  specific  device,  see  Ex  parte  Bates  means  by  which   an  effect  is  acoom- 

(1879),  16  0.  G.  266.  plished  is  a  Claim  for  the  means  ap- 

That  a  Claim  for  a  design  must  not  plied,  see  Hitchcock  v.  Tremaine  (1871), 

cover  a  mere  function,  see  Ex  parte  4  Fisher,  508 ;  8  Blatch.  440. 
Diifenderfer  (1872),  2  O.  G.  57.  That  a  Claim  for  such  an  arrange- 

*  That  a  Claim,  when  functional  in  ment  of  elements  as  will  produce  a  cer- 

form,  IS  treated,  if  possible,  as  a  Claim  tain  effect  is  a  Claim  for  the  elements  as 

for  the  means  performing  the  function,  so  arranged,  not  for  the  function,  see 

see  Royer  v.  Schultz  Belting  Co.  (1886),  Renwick  v.  Pond  (1872),  2  0.  G.  392  i 

28  Fed.  Rep.  850  ;  88  0.  G.  898  ;  Coffin  5  Fisher,  569  ;  10  Blatch.  39. 
V.  Ogden   (1869),   3  Fisher,    640;    7         That  a  Claim  for  "  doing "  an  act  or 

Blatch.  61;    Minter  v.  Wells  (1834),  thing  is  treated  as  a  Claim  for  the  means 

1  Web.  134  ;  2  Abb.  P.  C.  47.  of  doing  it,  see  Fuller  v.  Yentrer  (1876), 

That   the   courts   do   not  sanction  94  U.  S.  288  ;  11  0.  G.  551  ;  Seymour 

functional  Claims  by  relieving  paten-  v.  Osborne  (1869),  8  Fisher,  555. 
tees  from   their  consequences,  see  &         '  That  a  Claim  for  the  "  operating 

parte  Ives  (1878),  15  0.  G.  885.  of,**  etc.,  is  void,   see  Ex  parte  Ives 

That  functional  Claims  may  often  be  (1878),  15  0.  G.  885. 
cured  by  inserting  a  reference  to  the         That  a  Claim  for  "imparting  mo- 
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however,  that  the  function  of  one  invention  may  be  itself  a 
different  invention,  as  an  art  may  stand  in  the  relation  of 
function  to  the  apparatus  by  which  it  is  performed.  Where 
such  an  invention  is  the  one  described,  it  may  be  claimed  in 
any  language  suitable  for  its  definition,  although  the  same 
Claim,  if  based  on  a  Description  of  the  instruments  employed, 
would  be  clearly  functional  and  void.  In  a  Claim  properly 
defining  the  real  invention,  its  functions  may  be  referred  to 
and  its  operation  set  forth  without  impairing  the  validity  of 
the  Claim.* 

§  519.   The  daim  mnst  not  Clalzn  a  Mere  Bffect. 

Another  objectionable  form  of  Claim  is  that  which  claims 
the  result  accomplished  by  the  use  of  the  invention,  instead 
of  the  invention  by  whose  use  the  result  is  attained.  Where 
a  result  is  a  new  product  and  constitutes  the  real  invention, 
it  is,  of  course,  the  proper  subject  of  the  Claim.^  But  where 
it  is  a  mere  effect  of  the  means  devised  by  the  inventor,  it 
cannot  be  claimed  in  his  patent.  It  is  not  in  its  nature  a  pat- 
entable invention,  nor,  if  it  were,  could  it  be  monopolized  by 
an  inventor  who  had  simply  discovered  one  means  of  pro- 
ducing it.^    Such  Claims  are,  therefore,  void,  although,  as  in 

lion,"  etc.,  is  void,  see  Sickels  v.  Falls  '  That  a  Claim  for  a  result  as  aD  ef- 

Ca  (1861),  2  Fisher,  202;  4  BUtch.  feet  is  void,  see  ^  parte  BeaTis(  1879), 

608.  16  O.  G.  1283  ;  Marsh  v.  Dodge  k  Ste- 

That  in  a  machine  patent  a  Cbiim  Yenson  Mfg.  Co.  (1874),  5  0.  G.  898 ; 

for  the  ''  mode  of  operation "  is  void,  6  Fisher,    562 ;    Wheeler  v.   Simpson 

see  Hatch  v.   Moffitt  (1888),  15  Fed.  (1874),  6  0.  G.  485  ;  1   Bann.  &  A. 

Bep.  252.  420  ;    Bailey    Washing   &    Wringing 

That  a  Claim  for  a  mechanical  pro-  Mach.  Co.  v.  Lincoln  (1871  )t  4  Fisher, 

ceas,  which  is  a  mere  function  of  the  879  ;  Sickels  v.  Falls  Co.   (1861),   4 

described  devices,  is  void,  see  Case  «.  Blatch.  508  ;  2  Fisher,  202. 

Hastings  (1875),  7  O.  G.  557.  See  also  §§  147-149  and  notes,  avlt. 

*  That  a  Claim  for  the  means  does  That  a  Claim  for  aU  means  of  accom- 
not  become  a  functional  Claim  by  stat-  plishing  a  result  is  a  Claim  for  the 
ing  the  operation  of  the  means,  if  it  is  result  itself  and  therefore  void,  see  Law- 
otherwise  sufficient,  see  Ex  parte  Gray  ther  v.  Hamilton  (1884),  29  0.  G.  449  ; 
(1877),  11  O.  G.  829  ;  £x  parte  Kieth  21  Fed.  Rep.  811  ;  Ex  parte  Demming 
0876),  9  O.  G.  744.  (1884),  26  0.  G.  1207 ;  Marsh  v.  Dodge 

§  519.  1  That  a  Claim  for  a  result  as  &  Stevenson  Mfg.  Co.  (1874),  5  0.  G. 

a  product  is  valid,  see  Anilin  v,  Higgin  898  ;  6  Fisher,  562  ;  O'Reilly  v.  Morse 

(1S7S),  15  Blatch.  290  ;  14  O.  G.  414  ;  (1853).  15  How.  62  ;  Stone  v.  Sprague 

3  Bann.  k  A.  462.  (1840),  1    Stoiy,    270  ;   2  BobK  10  ; 
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the  case  of  functional  Claims,  the  courts  construe  them,  if 
possible,  as  Claims  for  the  art  or  instrument  by  which  the 
effect  is  accomplished.'  Thus  a  Claim  for  so  forming  an  ob- 
ject that  a  certain  result  is  attained,  or  for  the  production 
of  an  effect  by  arranging  certain  devices  in  the  manner  de- 
scribed, is  regarded  as  a  Claim  for  the  object  so  formed,  or 
the  devices  so  arranged.^ 

§  520.   The  Claim  miut  not  be  Alternative. 

A  Claim  stated  in  the  alternative  is  invalid  when  the  lan- 
guage of  the  Claim  either  covers  nothing  positively,  or  leaves 
it  uncertain  which  of  several  things  the  inventor  intends  to 
claim.^  The  use  of  the  disjunctive  conjunction  does  not,  of 
itself,  render  a  Claim  uncertain.  Where  the  essential  char- 
acteristics of  the  invention  are  properly  set  forth,  and  some 
of  its  connections  or  modes  of  use  are  described  in  the  alter- 
native, the  Claim  is  good,  since  the  matters  described  in  the 
alternative  form  no  part  of  the  invention,  and  may  be  elim- 
inated from  the  Claim  without  impairing  the  completeness  of 
its  statement  of  the  real  invention.  Or  where  in  setting  f ortli 
the  invention  itself  the  disjunctive  conjunction  is  employed  in 
its  enumerative  sense,  and  the  Claim  thus  becomes  the  equiva- 

Wyeth  V.  Stone  (1840),  1  Story,  278  ;  (1877),  12  0.  G.  4 ;  2  Bann.  &  A.  604  ; 

2  Bobb,  23.  Fuller  v.  Yentzer  (1876^  94  U.  S.  299  ; 

That  a  Claim  for  the  use  of  a  natural  11  0.  G.    597  ;  Com   Planter  Patent 

force  for  a  special  purpose  is  too  broad,  (1874),  28  Wall.   181;  6  O.  G.   892 ; 

being  equivalent  to  a  Claim  for  the  pur-  Evarts  v.  Ford  (1873),  6  O.  G.  58  ;  6 

poee  thereby  effected,  see  O'ReiUy  v.  Fisher,  587. 

Morse  (1853),  15  How.  62.  ^  That  a  Claim  for  the  <'so  forming 

That  where  a  structure  produces  re-  .  .  .  that "  a  given  result  is  attained  is 

suits  the  Claim  must  be  for  the  struo-  a  Claim  for  the  means,  not  the  result, 

ture,  not  the  result,  see  Ex  paHe  Rolo-  see  Lull  v.  Clark  (1882),  22  0.  G.  1585  ; 

son  (1879),  15  0.  G.  471.  18  Fed.  Rep.  456  ;  21  Blateh.  95. 

*  That  where  a  Claim  in  torms  is  for  §  520.  ^  That  alternative  Claims  are 

a  result  it  will  be  construed,  if  possible,  not  aUowable,  see  Ex  parte  Holt  (1884), 

to  cover  the  means  by  which  the  result  29  O.  G.   171  ;   ^  parte  McDongall 

is   effected,   see    Coes  v.   Collins  Co.  (1880),  18  O.  G.  130  ;  ^  parU  Beid 

(1882),  22  0.  G.  417  ;  20  Bktoh.  221 ;  (1879),  15  0.  G.  882 ;   Union  Paiper 

9  Fed.  Rep.   905  ;  Palmer  v.  GatUng  BagMach.  Co.  v.  Nixon  (1878),  4  O.  G. 

Gun  Co  (1881),  19  Bktoh.  892  ;  20  O.  81 ;  6  Fisher,  402  ;  Carr*.  Riee(1858X 

G.  815  ;  8  Fed.  Bep.  513  ;  Henderson  1  Fisher,  825. 
V.  Cleveland  Co-operative   Stove  Co. 
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lent  for  as  many  separate  Claims  as  it  contains  enumerative 
clauses,  the  Claim,  although  irregular  in  form,  is  still  allow- 
able. Thus  to  claim  both  of  two  alternatives,  or  to  claim 
different  arrangements  of  the  same  elements  in  a  combina- 
tion where  each  arrangement  is  an  operative  means,  has  been 
permitted.^  But  the  danger  of  ambiguity  in  all  uses  of  the 
disjunctive,  and  the  ease  and  security  with  which  each  of 
several  devices  or  arrangements  may  be  stated  in  separate 
Claims,  causes  alternative  Claims  to  be  disfavored  by  the 
Patent  OflSce,  although  the  courts  may  manifest  a  disposition 
to  sustain  them  where  the  language  is  capable  of  an  intel- 
ligible construction. 

§  521.    The  Claims  mnst  not  be  UnneoeBBarlly  MnltipUed. 

The  law  prescribes  no  limit  to  the  number  of  Claims  which 
may  be  inserted  in  a  jingle  specification.  But  a  repetition  of 
the  same  Claim,  or  the  multiplication  of  Claims  for  the  same 
invention,  is  not  allowed  except  in  cases  where  the  nature  of 
the  invention  renders  it  necessary  to  describe  it  in  different 
methods,  in  order  to  make  it  clear  or  to  state  alii  that  can 
rightfully  be  claimed.  Claims  are  not  like  counts  in  a  declara- 
tion, varied  in  terms  to  meet  the  possible  phases  of  evidence 
or  legal  interpretation ;  they  are  conclusions  from  the  speci- 
fication, and  must  neither  be  fictitious,  nor  redundant,  nor 
appear  to  cover  more  than  fairly  can  be  claimed.^    The  need- 

'  That  a  Claim  to  both  of  two  alter-  set  up  in  other  Claims,  see  Ex  parte 

natires  is  valid,  see  Union  Paper  Bag  Holt  (1884),  29  O.  G.  171. 
Mach.  Ca  v.  Nixon  (1878),  4  0.  0. 31 ;         §  521.  ^  In^x/Kirto  Woodruff  (1880), 

6  Fisher,  402.  17  O.  G.   458,   Doolittle,  Act.  Com.  : 

That  an  alternative  Claim  is  good  (458)  "  The  general  doctrine  heretofore 
only  when  it  is  the  equivalent  of  two  in  vogue  in  the  Office  that  it  is  admis- 
Claims,  one  for  each  alternative,  see  sible,  under  proper  restrictions,  for  par- 
Tuck  V.  Bramhill  (1868),  8  Fisher,  ties  to  put  their  Claims  in  different 
400  ;  6  Blatch.  95.  forms  to  prevent  misconstruction  of 
That  a  patent  cannot  claim  alterna-  them  by  the  public  or  the  courts  must 
tive  forms  of  a  combination  unless  each  be  construed,  as  the  £zaminer  oon< 
is  an  operative  machine,  see  Brown  v,  tends,  to  have  reference,  not  to  un- 
Whittemore  (1872),  5  Fisher,  624 ;  2  necessary  repetition  of  Claims  for  the 
0.  G.  248.  same  thing,  but  to  those  cases  which 

That  Claims  cannot  be  for  indepen-  are  difficult  of  definition,  and  where  one 

dent  alternative    constructions  or   for  set  or  form  of  words  would  be  inade- 

mere  modifications  of  the  construction  quate  to  clearly  cover  the   invention 
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less  repetition  of  the  same  matter  in  different  Claims  tends  to 
mislead  by  conveying  the  idea  that  some  substantial  difference 
exists  between  the  subjects  of  the  several  Claims ;  and  if  this 
is  carried  to  such  an  extent  as  to  create  ambiguity,  or  cover 
more  than  is  really  invented,  the  entire  patent  may  be  ren- 
dered void/^  Where  one  Claim  will  be  sufficient  no  others 
should  be  made ;  and  where  two  or  more  are  inserted,  with- 
out necessity,  the  one  which  best  protects  the  invention  will 
be  retained  and  the  others  will  be  rejected.^    But  several 

and  prevent  miBConstrnction.    Another  to  great  labor  in  scrutinizing  them,  and 

difficulty  arises  from  the  inability  of  an  to  doubt  and  annoyance  as  to   their 

applicant  to  set  forth  in  a  single  Claim  limitations  and  construction." 
the  device  broadly,  so  that  it  will  cover         That  the  duplication  of  Claims  does 

aU  other  devices  which  are  the  same  in  not    necessarily   avoid   a    patent,    see 

principle  of  operation,   and    therefore  Tompkins  v.  Gage  (1865),   5  Blatch. 

equivalents,  and,  at  the  same  time,  th^  268  ;  2  Fisher,  577. 
specific  device  he  has   invented   and         That  divided  and  multiplied  Claims 

described  to  carry  out  the  improvement  are  disapproved,  see  Bostock  r.  Good- 

in  the  art  of  manufacture.     But  where  rich    (1884),   21    Fed.   Rep.   S16  ;    29 

the  invention  is  simple  in  nature  and  0.  G.  278. 

can  be  clearly  stated  in  simple  language  That  Claims  for  the  same  thing  may 
and  in  one  Claim,  there  is  no  justifica-  be  repeated  in  different  language  in 
tiou  for  setting  out  the  invention  in  a  order  to  prevent  misunderstanding,  see 
series  of  Ckims  which  all  mean  the  same  Ex  parte  Hahn  (1875),  8  0.  G.  597; 
thing.  Claims  are  not  like  counts  in  Ex  parU  Shippen  (1875),  8  0.  G.  727. 
pleadings,  which  are  often  repetitions  *  In  Carlton  v.  Bokee  (1878),  17  WaU. 
of  the  same  cause  of  action  in  different  468,  Bradley,  J.  :  (471)  "  We  think  it 
forms  of  language  to  provide  against  proper  to  reiterate  our  disapprobation 
the  hazard  of  the  proofs  varying  mateii-  of  these  ingenious  attempts  to  expand 
ally  from  the  statement  of  the  cause  of  a  simple  invention  of  a  distinct  device 
action,  but  they  are  the  conclusion  of  into  an  all-embracing  Claim,  calculated 
the  specification,  and  their  object  is  to  by  its  wide  generalizations  and  am- 
set  forth  distinctly  and  concisely  just  biguous  language  to  discourage  further 
what  the  invention  is  which  the  appli-  invention  in  the  same  department  of 
cant  asks  to  be  secured  to  him  by  his  industry  and  to  cover  antecedent  in- 
patent,  and  they  should  not  consist  of  ventions.  Without  deciding  that  a 
fictitious,  redundant,  or  amplified  alle-  repetition  of  substantially  the  sama 
gations  of  matters  by  which  it  is  hoped  Claim  in  different  words  will  vitiate 
to  secure  prot-ection  for  something  more  a  patent,  we  hold  that  where  a  specifi- 
than  the  applicant  has  actually  invented  cation  by  ambiguity  and  a  needless 
or  contemplated.  Where  the  terms  oi  multiplication  of  nebulous  Claims  is 
a  Claim  in  a  patent  are  clear  and  dis-  calculated  to  deceive  and  mislead  the 
tinct,  as  they  always  should  be,  no  public,  the  patent  is  void."  2  0.  G. 
necessity  arises  for  repeating  such  520  (523)  ;  6  Fisher,  40  (48). 
Claim  in  different  forms  of  language,  *  That  two  Claims  for  the  same 
and  subjecting  the  Office  and  the  courts  thing  are   improper,   and  that   which 
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Claims  for  the  same  art  or  instrmnent  as  serving  different 
purposes,  or  as  employed  in  different  modes,  or  as  accomplish- 
ing different  results,  may  be  properly  made,  since  such  a  separ 
ration  tends  to  prevent  confusion  and  to  preserve  the  essential 
characteristics  of  the  invention  distinct  from  those  of  its 
objects  and  its  uses> 

§  522.    The  Claim:  Joinder  of  Claims  for  Different  Inventions. 

The  joinder  of  several  Claims  for  different  inventions  in 
the  same  specification  is  governed  by  the  rules  heretofore 
considered  in  reference  to  the  joinder  of  inventions.^  The 
Claims,  being  the  life  of  the  patent,  the  central  point  to  which 
all  the  other  parts  converge  and  from  which  they  derive  their 
value  to  the  inventor,  may  embrace  every  invention  for  whose 
protection  he  may  lawfully  apply;  and  must  embrace  all  those 
which  his  patent  is  destined  to  secure.  A  Claim  may,  there- 
fore, be  inserted  in  the  specification  for  each  of  the  described 
inventions  whose  nature  and  dependence  on  the  principal  in- 
vention  is  such  as  to  permit  its  joinder  in  the  same  application* 
The  Claims  for  each  of  these  inventions  must  possess  all  the 
characteristics,  and  fulfil  all  the  requirements  which  would  be 
necessary  to  their  validity  were  it  the  sole  invention  claimed. 

§  523.    The  Claim  Interpreted  by  other  Parts  of  the  Application. 

While  the  rules  governing  the  scope  and  language  of  the 

Claim  are  thus  numerous  and  rigid,  the  attitude  of  the  courts 

toward  the  inventor,  in  its  interpretation,  is  just  and  liberal. 

beat  protects  the  invention  will  be  re-  *  That  sevenil  Claims  for  the  same 

tained,  the  other  rejected,  see  Dederick  device  as  accomplishing  several  resnlts 

V.  Cassell  (1881),  20  O.  G.   1288  ;  9  may  be  inserted,  see  Ex  parte  Smith 

Fed.  Rep.  806 ;  14  Phila.  503.  (1880),  17  0.  6.  271. 

That  a  Claim  embracing  only  a  feature  §522.  ^  That   Claims   for  separate 

or  quality  which  is  covered  by  another  but  dependent  inventions  may  be  joined. 

Claim,  as  inseparable  from  its  particu-  see  Ex  parte  Smith  (1872),  2  0.   G. 

lar  subject-matter,  is  void,  see  Combined  117. 

Patents  Can  Co.  v,  Lloyd  (1882),  15  That  a  second  Claim  for  an  insepar- 

Phila.  485  ;  11  Fed.  Rep.  153.  able  feature  of  the  invention  previously 

That  a  Claim  cannot  be  so  changed  claimed  is  not  proper,   see  Combined 

by  construction  as  to  make  it  the  same  Patents  Can  Co.  v,  Lloyd  (1882),   11 

as  another  Claim  of  the  same  patent.  Fed.  Rep.  153 ;  15  Phila.  485. 

see  Filley  v.  Littlefield  Stove  Co.  (1887)»  See  also  §§  468-479  and  notes,  ante., 
89  O.  G.  1203  ;  30  Fed.  Rep.  434. 
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In  construing  the  Claim  the  whole  specification  is  taken  to- 
gether, and  if  the  terms  in  which  the  Claim  is  stated  are 
consistent  with  those  of  the  Description,  the  latter  with  its 
accompanying  drawings  is  treated  as  an  amplification  and 
explanation  of  the  former,  illustrating  and  applying  its  more 
concise  and  definite  expressions.  Thus,  though  the  Claim  is 
distinct  from  the  Description  and  as  such  must  be  complete 
in  itself  and  not  merely  refer  to  the  Description  for  a  state- 
ment of  the  invention  claimed,  yet  every  feature  of  the  inven- 
tion which  the  Description  has  declared  to  be  essential,  and 
all  the  modes  of  using  it  therein  prescribed,  are  covered  by 
the  Claim,  whether  or  not  they  are  particularly  mentioned.^ 
Without  departing  from  the  rule  that  the  Claim  must  clearly 
limit  and  define  the  exact  invention  for  which  a  patent  is 
desired,  or  assuming  the  power  to  alter  or  enlarge  a  Claim, 
the  courts  sustain  it  whenever  in  connection  with  its  proper 
exponent,  the  Description,  and  in  view  of  the  state  of  the  art, 
it  renders  the  nature  of  the  claimed  invention  evident  to  those 
to  whom  the  specification  is  addressed.^ 

S  623.  1  That  the  Claimii  are  inter-  v.  Greenleaf  (1886),  117  U.  S.  554;  85 

preted  and  limited  by  the  Description,  0.  G.  886  ;  Lehigh  Valley  B.  R.  Co.  9. 

see  Snow  v.  Lake  Shore  &  Mich.  South-  Mellon  (1881),  lOi  U.  S.  112  ;  20  0. 

em  R.  K.  Co.  (1887),  121  U.  S.  617 ;  6.  1891. 

89  0.  G.  1081 ;  Ex  parU  Holt  (1884),  That   where   the    Description   and 

29  0.  G.  171 ;  Fuller  v.Yeutzer  (1874),  Claims  disagree,   the  Claims   control, 

6  Bissell,  208  ;  Ex  parte  Marsh  (1872),  see  McKesson  v.  Camdick  (1881 ),  21  O. 

2  O.  G.  197.  G.  187;  19  Blat«h.l58  ;  9  Fed.  Rep.  44. 

That  parts  shown  in  the  Descrip-  *  That  whenever  the  nature  of  the 
tion  to  be  essential  to  the  invention  invention  can  be  ascertained  by  con- 
roust  be  understood,  though  not  men-  struing  the  specification  in  view  of  the 
tioned  in  the  Claim,  see  Ex  parte  Rich-  state  of  the  art,  the  Claim  will  be  con- 
ardson  (1875),  7  0.  G.  1058.  strued  to  cover  it,  if  its  language  wiU 

That  a  Claim  may  be  limited  by  the  permit,  see  Andrews  v.  Carman  (1876), 

drawings,  where  it  describes  the  device  9  0.  G.  1011 ;  18  Blatch.  807  ;  2Bann. 

only  by  lett^irs  referring  to  them,  see  &  A.  277  ;  Turrill  v.  R.  R.  Co.  (1868), 

Ex  parU  Marsh  (1872),  2  0.  G.  197.  1  Wall.  491  ;  Whipple  v.  Middlesex  Co. 

That  drawings  cannot  so  far  supply  (1859),  4  Fisher,  41 ;  Le  Roy  v.  Ta- 

the  place  of  a  written  Description  that  tham  (1852),  14  How.  156  ;  Haworth 

a  Claim  can  be  construed  to  cover  matter  v,  Hardcastle  (1854),  1  Web.  480;  2 

shown  only  in  the  drawings,  see  Gunn  Abb.  P.  C.  19. 

V.  Savage  (1887),  80  Fed.  Rep.  866.  That  a  Claim  for  a  device  which  is 

That  the  Claim  cannot  be  enlarged  useless  in  itself,  but  is  useful  in  connec- 

by  the  Description,  see  Yale  Lock  Co.  tion  with  other  things  mentioned  in 
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§  524.    The    Claim  for  a  Combination:   Combinations  not  Cov- 
ered by  Claima  for  their  Elemente. 

Bj  the  application  of  these  general  rules  to  Claims  for 
different  classes  of  inventions  many  special  rules  have  been 
developed,  to  which  from  time  to  time  new  rules  are  added 
as  new  cases  are  presented  for  determination.  In  examining 
these  attention  must  be  first  directed  to  the  rules  concerning 
combinations.  A  combination  is  the  union  of  several  ele- 
ments under  one  co-operative  law.  It  is  an  invention  dis- 
tinct both  from  the  elements  of  which  it  is  composed  and 
from  the  law  bj  which  their  co-operation  is  controlled.  It 
must,  therefore,  be  claimed  as  an  invention  by  itself,  not  be- 
ing covered  by  a  Claim  for  each  of  the  elements  separately, 
nor  by  a  Claim  for  all  of  them  collectively,  nor  by  a  Claim 
for  all  of  them  co-operatively  under  a  different  co-operative 
law.* 

§  525.    The  Claim  for  a  Combination :  its  Oeneral  Requiiites. 

A  Claim  for  a  combination  must  include  all  its  essential 
characteristics,  and  embrace  enough  to  produce,  a  distinct  and 
useful  residt,  but  must,  at  the  same  time,  be  confined  to  that 
union  of  one  element  with  another  which  the  inventor  has 
created  and  described.*    It  must  distinguish  clearly  between 

the  Description,  is  good,  see  Wells  v.  Littell  (1878),  18  0.  G.  1009  ;  8  Bann. 

Jacques  (1874),  1  Bedii.  &  A.  60  ;  5  &  A.  812. 

O.  O.  864.  That  a  patent  for  a  combination  of 

That  where  the  specification  describes  old  elements  cannot  claim  any  other 
seveFal  ways  of  applying  a  sabstance  onion  of  the  elements  than  the  one  in- 
to new  uses,  the  Claim  will  be  so  con-  vented  and  described,  see  Larabee  v, 
■traed  as  to  cover  all,  see  iScjMirte  Floyd  Cortlan  (1851),  8  Fisher,  5;  Taney, 
(1S74),6  0.  O.   541.  180. 

S  624.  1  That  a  Claim  for  the  ele-  That  a  patent  cannot  claim  altema- 
inents  alone  does  not  cover  the  combina-  tive  combinations  unless  both  are  opera- 
tion, see  Delaware  Coal  &  Ice  Co.  v.  tive  means,  see  Brown  v.  Whittemore 
Packer  (1880),  5  Bann.  &  A.  296 ;  1  (1872),  5  Fisher,  524 ;  2  O.  G.  248. 
Fed.  Rep.  851 ;  24  0.  G.  1278.  See  That  where  a  Claim  for  a  combina- 
•Iso  S  527  and  notes,  pod,  tion  attributes  to  it  a  certain  motion,  it 

S  525.  ^  That  a  Claim  inclnding  an  is  the  means  by  which  the  motion  is 

element  not  oo-acting  as  part  of  the  com-  produced   and    not   the   motion    that 

bination  is  invalid,  see  Van  Camp  v.  forms  the  subject  of  the  patent,   see 

Maryland  Pavement  Co.  (1888),  48  0.  Royer  v.  Schultz  Belting  Co.  (1886),  28 

G.  884 ;  Kerosene  Lamp  Heater  Co.  v.  Fed.  Bep.  850  ;  88  0.  G.  898. 
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the  new  and  tlie  old,  either  by  expressly  disclaiming  the 
latter  or  by  totally  omitting  it;*  and  if  the  real  invention 
consists  only  in  the  new  arrangement  of  an  existing  combina- 
tion, improving  its  operation  or  effect,  the  Claim  must  point 
out  the  new  arrangement  as  the  limit  of  its  request  for  pro- 
tection, or  the  Claim  will  be  too  broad.*  Features  not  essen- 
tial to  the  combination  should  not  be  introduced  into  the 
Claim.^  If  the  new  combination  forms  merely  a  part  of 
some  art  or  instrument  of  wider  scope,  the  other  portions 
of  the  art  or  instrument  should  not  be  mentioned,  where  the 
new  combination  can  be  adequately  set  forth  without  them ; 
and  when  their  statement  becomes  necessary  they  should  be 
disclaimed.  Nor  should  the  Claim  embrace  the  connecting 
mechanism  by  which  the  new  combination  is  united  to  the 
principal  invention,  except  under  the  same  necessity  and 
coupled  with  a  similar  disclaimer.^ 

3  In  The  Com  Planter  Patent  (187i),  *  That  where  the  Claim  covers  a 

23    Wall.     181,    Bradley,    J.  :    (224)  combination  which  in  its  general  char- 

"  Where  a  patentee,  after  describing  a  acter  is  old,  the  special  construction  in 

machine,  claims  as  his  invention  a  cer-  which    the   novelty  consists  mast  be 

tain  combination  of  elements,  or  a  cer-  pointed  out  or  it  will  be  too  broad,  sea 

tain  device,   or  part  of  the  machine,  Terry  Clock  Co.  v.  New  Haven  Clock 

this  is  an  implied  declaration,  as  con-  Co.  (1878),  17  0.  G.  908  ;  8  Bann.  k 

elusive,  so  far  as  that  patent  is  con-  A.  882. 

cerned,  as  if  it  were  expressed,  that  the  *  That  a  Claim  for  a  combination 

specific  combination  or  thing  claimed  is  should  not  cover  non-essential  elements, 

the  only  part  which  the  patentee  regards  see  Rapid  Service  Store  R.   R.  Ca  v. 

as  new.    True,  he  or  some  other  person  Taylor  (1887),  42  0.  G.  721 ;  Royer  v. 

may  have  a  distinct  patent  for  the  por-  Schultz  Belting  Co.  (1886),   28  Fed. 

tions  not  covered  by  this  ;  but  that  will  Rep.  850  ;  88  0.  G.  898  ;  Hancock  In- 

speak  for  itself.    So  far  as  the  patent  in  spirator  Co.  v,  Jenks  (1884),  21  Fed. 

question  is  concerned,   the  remaining  Rep.  911 ;  Ex  parte  Ritson  (1881),  20 

}>arts  are  old,  or  common  and  public."  O.  G.  1750  ;  Furbushv.  Cook  (1857),  2 

6  0.  G.  892  (400).  Fisher,  668. 

That  all  unclaimed  elements  of  the  That  an  unessential  part  is  not  an 

described  combination  are  thereby  con-  element    unless   claimed  as  such,   see 

ceded  to  be  old,  see  Bowell  v.  Lindsay  Bradley  v.  Dull  (1884),  27  0.  G.  625  ; 

(1881),  10  Bisseli,  217  ;  19  0.  G.  1565  ;  19  Fed.  Rep.  918.     See  also  §  278  and 

6  Fed.  Rep.   290  ;   Conover  v.   Roach  notes,  ante. 

(1857),  4  Fisher,  12  ;  Batten  v.  Taggert  *  That  a  Claim  for  a  combination 
{ 1 851 ),  2  Wall.  Jr.  101.  This  concession  should  not  include  the  connecting  mech- 
relates  only  to  the  patent  in  question ;  anlsm  unless  it  is  an  element  in  th« 
the  unclaimed  matter  in  itself  may  really  combination  or  is  essential  to  the  com- 
be new  and  reserved  for  a  future  patent,  prehension  of  what  is  claimed,  see  £x 
See  §  506  and  notes,  anU.  parU  Skinner  (1881),  19  O.  G.  662. 
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§  526b   Tbe    Claim  for  a  Combination  may   be   Stated  in  any 
Intelligible  Form. 

Any  fonn  of  words  may  be  employed  in  a  Claim  for  a 
combination  provided  it  accurately  describes  the  real  inven- 
tion. To  enumerate  the  elements,  and  to  state  explicitly  the 
method  of  their  combination  and  the  law  of  their  co-opera-* 
tion,  constitutes  a  perfect  Claim  ;  but  such  a  statement  is  not 
always  possible.  The  inventor  is  not  obliged  to  understand, 
sufficiently  to  formulate  in  words,  the  mode  in  which  these 
elements  unite  and  act  upon  each  other  or  upon  their  com- 
mon object.  It  is  enough  that  he  has  actually  combined  them 
and  thereby  produced  a  new  and  useful  operative  means ;  and 
any  language  in  which  he  can  make  his  invention  so  far  in- 
telligible to  the  public  that  they  can  practise  it  themselves, 
and  can  perceive  the  limits  of  the  exclusive  privilege  he 
claims,  answers  the  requirements  of  the  law.^  Thus  a  Claim 
for  the  described  elements  in  such  a  combination  as  will 
achieve  a  certain  result,  or  a  Claim  for  such  an  arrangement 
of  the  elements  as  will  produce  a  given  effect,  or  a  Claim  for 
so  much  of  the  mechanism  described  as  accomplishes  a  par- 
ticular purpose,  —  have  been  allowed,  where  the  Description 
indicated  to  those  skilled  in  the  art  such  combinations,  ar- 
rangements, or  portions  of  the  mechanism  as  gave  clearness 
and  precision  to   the  Claim.^    No  such  Claim  can  be  con- 

§  526.  ^  That  a  Claim  for  a  combi-  respectiye  of  the  means  prodncing  it. 

nation  mufit  embrace  enough  to  produce  The  means   alone   are    claimed,    and 

a  distinct,  definable,  and  unitary  result,  claimed  only  when  speciaUy  arranged 

though  not  necessarily  enough  to  pro-  to  produce  a  given  result.    This  is  very 

duce  the  entire  result  aimed  at,  see  Ex  far  from  claiming  a  function."    2  0.  G. 

parU  Rheutan  (1874),  5  0.  G.  521  ;  Ex  392  (396)  ;  5  Fisher,  569  (579). 
parte  Farrow  (1872),  2  O.  G.  57.  In  Silsby  v.  Foote  (1852),  14  Mow. 

That  a  Claim  for  an  inoperative  com-  218,  Curtis,  J.  :  (226)  "  When  a  Claim 

Innation  is  void,  see  Torrant  v.  Duluth  does  not  point  out  and  designate  the 

Lumber  Co.  (1887),  89  0.  G.  1425  ;  80  particular  elements  which   compose  a 

Fed.  Bep.  880.  combination,   but  only  declares,  as  it 

*  In  Benwick  v.  Pond  (1872),  10  properly  may,  that  the  combination  is 

Blatch.      39,     BUtchford,     J. :     (49)  made  up  of  so  much  of  the  described 

"Claiming  the  arrangement  of  a  com-  machinery  as  effects  a  particular  result, 

bination,  when  the  arrangement  is  such  it  is  a  question  of  fact  which  of  the  de- 

as  to  produce  a  given  mechanical  result  scribed  parts  are  essential  to  produce 

of  the  combination,  is  not  a  Claim  to  a  that  result ;  and  to  thui  extent,  not  the 

function.    The  result  is  not  claimed  ir-  constmction  of  the  Claim,  strictly  speak- 
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Btrued  to  extend  beyond  the  matter  previouslj  described. 
Whether  it  contains  the  phrase  ^^  substantially  as  described '' 
or  not,  it  must  be  limited  to  the  elements  and  mode  of 
union  already  set  forth  at  length  in  the  Description.^ 

§  527.   The  Claim  for  a  Combination  Coven  only  the   Precise 
Combination  Claimed. 

A  Claim  for  a  combination  covers  the  exact  combination 
claimed  and  nothing  more.  It  does  not  protect  the  elements 
of  the  combination,  nor  their  mode  of  union,  nor  their  co- 
operative law,  separately  considered.^  It  does  not  embrace 
any  other  union  of  the  same  elements  with  each  other,  or 
with  additional  elements,  nor  a  combination  of  a  portion  of 
these  elements  among  themselves.^    Where  it  omits  certain 

ing,  bat  the  application  of  the  Claim  soffieiently   certain,    see    Babcock    St 

ahould  be  left  to  the  jniy."  Wilcox  Co.    v.    Pioneer   Iron  W^orks 

That  the  Claim  may  state  that  the  (1888),  48  O.  G.  756. 
combination  consists  of  the  described        §  527.  ^  That  a  Claim  for  a  oombi- 

elements  when  so  constructed  as  to  pro-  nation  does  not  coyer  its  elements,  see 

dace  the  given  effect,  see  Gottfried  v,  Evans  v,  Kelly  (1880),  18  Fed.  Eep. 

Phillip  Best  Brewing  Co.   (1879),   17  908  ;  23  0.  G.  192  ;  9  BisseU,  251 ;  6 

0.  G.  675  ;  5  Bann.  &  A.  4.  Bann.  &  A.  71 ;   Mowry  v,  Whitney 

That  a  Claim  for  the  combination  as  (1871),  14  WalL  620  ;  6  Fisher,  494  ; 

a  whole  may  be  stated  as  covering  the  1  0.  G.  492  ;  Lister  v.  Leather  (1858), 

described  elements  in  combination,  see  8  E.  &  B.  1031. 

Wicke  V,   Ostrum   (1881),  108  U.  S.         <  That  a  Claim  for  a  combination  of 

461  ;  19  0.  G.  867.  old  elements  does  not  cover  any  oombi- 

That  '*  means,"  "  mechanism,"  and  nation  in  which  one  element  is  new  and 

similar  comprehensive  terms  are   not  essentially  different,  see  Babcock  v.  Jadd 

proper  in  Claims  for  combinations  for  (1880),  17  0.  G.  1351;  1  Fed.  Bep.  408; 

the  purpose  of  pointing  oat  the  inven-  5  Bann.  &  A.  127. 
tion,  see  Ex  parte  Paige  (1887),  40  0.  G.         That  a  Claim  for  snch  a  combinatioii 

807 ;  Ex  parte  Wilkin  (1884),  29  0.  G.  of  the  described  elements  as  will  pro- 

950 ;  Ex  parte  Holt  (1884),  29  0.  G.  dace  a  given  result  covers  only  the 

171  ;  Ex  parte  Kerr  (1884),  28  0.  G.  combination  actaally  stated  in  the  De- 

95  ;  Ex  parte  Demming  (1884),  260.  G.  scription,  see  Case  v.  Brown  (1864),  2 

1207.  WaU.  320. 

*  That  a  Claim  for  a  combination         That  a  patent  for  a  combination  of 

"  substantially  as  described  "  will  be  old  elements  cannot  claim  any  union  of 

limited  to  the  elements  described  as  one  element  with  another  except  the 

composing  it,  see  Hailes  v.  Van  Wormer  anion  invented  and  described,  see  Lara- 

(1873),  20  Wall.  853  ;  5  0.  G.  89.  bee  v.  Cortlan  (1851),   8  Fisher,   5; 

That  the  words  "or  other  part"  in  Taney,  180. 
a  Claim  for  a  oombinalion  of  elements         That  the  Claim  must  be  limited  to 

means  other  equivalent   part  and  Is  the  airangement  described  in  the  Claim, 
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elements  it  excludes  them  from  the  combination,  though  they 
are  in  fact  essential  to  it  as  an  operative  means  ;  and  where 
it  treats  certain  elements  as  necessary  they  cannot  afterwards 
be  declared  by  the  inventor  to  be  unnecessary,  although  his 
real  invention  was  complete  without  them.^ 

§  528.    The    daim    for   a    Combination   may   b«    Joined    with 
Claims  for  its  Elements  and  Sub-combinations. 

The  specification  of  a  combination  may  contain  several 
different  Claims.  Besides  the  Claim  for  the  combination  as 
a  whole,  each  of  its  elements  and  sub-combinations,  if  new 
and  patentable  inventions,  may  be  also  claimed,  even  where 
ihey  are  useless  except  as  portions  of  the  principal  invention.^ 
But  Claims  for  the  same  element  or  sub-combination,  as  per- 
forming functions  not  relating  to  the  combination  as  a 
whole,  and  Claims  for  different  combinations  though  com- 
posed of  the  same  elements,  cannot  be  inserted,  unless 
they  come  within  the  general  rules  concerning  the  joinder  of 
inventions.* 


Tate  9.  Thomas  (1885),  80  0.  O.  That   a   Claim   for   a  comhination 

846 ;  &e  parU  Manh  (1872)»  2  0.  G.  makes   essential   all   parts  which  are 

197.  named  as,  or  must  be  necessarily  inferred 

*  That  elements  omitted  from  the  to  be,  elements,  bat  not  parts  used  as 

Claim  are  thereby  exdaded  from  the  connecting  or  moving  factors  alone,  see 

combination,  see  S  l^^^*  note  2,  and  §§  Thompson  v.  Gildersleeve  (1888),  iS  0. 

878,  282  and  notes,  ante,  G.  886. 

That  when  deyioes  are  described  as  $  528.  ^  That  the  elements,  if  new, 

useful  only  in  combination  with  other  may  be  separately  claimed,  see  Stevens 

devices  a  Claim  for  the  former  as  a  com-  v,  Pritchard  (1876),  2  Bann.  &  A.  890  ; 

bination  includes  the  Utter  also^  see  £^  4  Clifford,  417  ;  10  0.  G.  505.     See 

parU  West  (1872),  2  0.  G.  80.  also  §  472  and  notes,  anU, 

That  a  Claim  including  non-essential  That  the  elements  may  be  claimed, 

elements  makes  them  essential,  and  the  though  useless  out  of  the  combination, 

patentee  cannot  afterwards  assert  that  see  Henderson  v.  Cleveland  Co-operative 

they  are  unnecessary,  see  Yan  Camp  i;.  Stove  Co.  (1877),  12  0.  G.  4  ;  2  Bann. 

Maryland  Pavement  Co.  (1888),  48  0.  &  A.  604. 

G.  884  ;  Boyer  v.  Schultz  Belting  Co.  *  That  different  combinations  of  the 

(1886),  28  Fed.  Bep.  850;  88   0.  G.  same  elements  cannot  be  covered  by  one 

898 ;  Fay  v.  Cordesman  (1888),  109  U.  patent,  see  Ex  parte  Shepard  (1872), 

&  408 ;  25  0.  G.  1277  ;  Le  Fever  v,  8  0.  G.  522. 

Remington  (1882),  22  0.  G.  1587  ;  18  That  different  combinations  of  the 

Fed.  Rep.  86  ;  21  Blatch.  80  ;  Coolidge  same  elements  as  performing  different 

V.  McCone  (1874),  2  Sawyer,  571 ;  5  functions,  cannot   be  claimed  in  one 

O.  G.  458.  patent,  see  Pattee  v.  Moline  Plow  Co. 
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§  529.  Tbe  Claim  for  an  Art:    its  Gtoneral  Reqniaitas. 

A  Claim  for  an  art  should  enumerate  the  acts  in  which  its 
essential  character  resides,  and  set  them  forth  in  such  a  man- 
ner as  to  identify  them  with  the  acts  delineated  in  the  De- 
scription. The  mode  of  doing  this  is  left  to  the  discretion  of 
the  inventor,  and  to  the  peculiar  nature  of  the  process  he  at- 
tempts to  claim.  But  in  claiming  this  class  of  inventions 
there  is  especial  danger  of  a  departure  from  the  terms  of  the 
Description.  A  Description  relating  to  the  production  of  an 
effect  by  the  use  of  mechanism  should  conclude  with  a  Claim 
for  the  machine  only,  not  for  the  art  of  using  it,  unless  its  use 
for  the  purpose  named  is  a  distinct  invention  and  has  been  so 
described.^  On  the  other  hand,  a  Description  setting  forth  a 
new  process,  and  referring  to  the  apparatus  employed  in  prac- 
tising it  merely  as  illustrating  and  explaining  the  new  art, 
should  be  followed  by  a  Claim  for  the  art  only,  not  for  the 
apparatus  so  employed.^  Where  an  effect  is  produced  by  new 
chemical  forces,  or  by  the  new  application  of  some  natural 
force,  the  effect  though  new  is  not  the  proper  subject  of  a 
Claim;  the  use  of  the  new  forces  and  the  new  use  of  the 
natural  force  are  arts  and  must  be  so  claimed.^    A  Claim  for 

(1881),  22  0.  G.  173  ;  9  Fed.  Rep.  821;  machines  will  perform  it,  see  &  parU 

10  Bissell,  877.  WintherUch  (1879),  17  0.  G.  66.     See 

That  each  Claim  most  corer  a  com-  alao  §  172  and  notes,  anU. 
plete  and  operative  combination  in  the         That  a  Claim  for  a  process,  consisting 

general  direction  of  the  invention,  see  in  the  operation  of  a  machine,  is  only  a 

Ex  parte  Holt  (1884),  29  0.  G.  171.  Claim  for  the  machine,   see  Dederick 

S  529.  1  That  a  Claim  for  a   me-  v,  CasseU  (1881 ),   20  0.  G.  1233 ;  9 

chanical  process,  which  is  a  mere  fhnc-  Fed.  Rep.  306  ;  14  Phila.  603. 
tion  of  the  described  machine,  is  not         See  also  §S  466,  473,  474,  and  notes, 

proper,  see  Ex  parte  Simonds  (1888),  ante, 

44  0.  G.  445  ;  Case  p.  Hastings  (1875),         *  That  where  a  new  process  is  de- 

7  0.  G.  557  ;  Piper  v.  Brown  (1870),  scribed  but  the  Claim  is  limited  to  the 

4  Fisher,  175  ;  Holmes,  20.  apparatus  which  performs  it,  the  patent 

That  a  Claim  for  a  combination  of  is  void  unless  the  apparatus  is  also  new 

mechanical   elements   cannot   be  con-  and  patentable,  see  Boston  Elastic  Fab- 

strued  to  cover  a  process,  but  must  be  rics  Co.  v.  East  Hampton  Rubber  Thread 

limited  to  the  mechanical  parts   and  Co.  (1874),  5  0.  G.  696  ;  Holmes,  372  ; 

equivalents,  see  Grier  v.  Wilt  (1887),  1  Bann.  k  A.  222. 
120  U.  S.  412  ;  38  0.  G.  1365.  •  That  where  the  effect  is  obtained 

That  when  the  functions  of  a  ma-  by  the  new  use  of  natural  forces,  tbe 

chine  constitute  a   new   process,    the  new  use  should  be  claimed  as  an  art, 

process  may  be  claimed  though  no  other  see  Piper  v.   Brown  (1870),  4  Fisher, 
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an  art  coTers  all  ways  of  practising  it,  and  if  its  elements 
possess  equivalents,  a  general  Claim  may  cover  it  under  every 
form;  and  a  specific  Claim,  following  the  particular  method  of 
performing  it  laid  down  in  the  Description,  will  cover  it  under 
tlie  method  thus  described.^  But  the  Claim  for  a  process 
does  not  embrace  the  product,  although  no  other  mode  of 
producing  it  is  yet  discovered ;  nor  does  a  Claim  for  several 
arts  in  combination  protect  these  arts  except  as  thus  co-op- 
erating to  a  common  end.'^  A  Claim  for  each  step  of  an  art 
may  be  joined  with  the  Claim  for  the  art  itself  whenever  such 
steps  are  true  sub-processes  and  are  complete  inventions  in 
themselves,  but  not  where  they  are  incapable  of  use  as  opera- 
tive means  when  severed  from  each  other.^ 

§  530.  The  Claim  for  a  Maohlne :  Its  Gtoneral  Requisites. 

A  machine  must  be  claimed  as  a  specific  piece  of  mechan- 
ism, not  as  a  mode  of  operation,  a  principle,  an  idea,  a  means 
of  producing  an  effect,  or  an  effect  produced.^    If  the  inven- 

175  ;    Holmes,  20  ;    O'Reilly  v,  Morse  protect  the  product  if  tlie  product  can 

(1853),  15  How.  62.  be  made  in  any  other  way,  see  Good- 

That  where  an  effect  is  produced  by  year  v.  Railroad  (1853),  1  Fisher,  626  ; 

ehemical  action  the  Claim  should  be  for  2  WalL  Jr.  856. 
a  process,  see  Piper  v.  Brown  (1870),         That  the  product  and  process  cannot 

4  Fisher,  175  ;  Holmes,  20.  be  expressly  embraced  in  one  Claim, 

That  a  Claim  for  the   "process  of  tee  Ex  parte  Bates  (1879),  16  0.  6.  266  ; 

constructing"  by  doing  certain  acts  is  Merrill  v.  Yeomans  (1874),  1  Bann.  k 

a  Claim  for  a  process,  see  Andrews  v,  A.  47  ;  6  0.  G.  267  ;  Holmes,  831. 
Cross  (1881),   8  Fed.   Rep.   269;    19         «  That  each  stage  of  a  process,  if  a 

Blatch.  294  ;  19  0.  O.  1705.  true  sub-process,  may  be  also  covered 

*  That  a  general  Claim  for  a  process  by  a  separate  Claim,  see  Ex  parte 
covers  all  ways  of  performing  it,  see  Wilson  (1879),  16  0.  G.  95  ;  ^  parte 
Tilghman  «.  Proctor  (1880).  102  U.  8.  Smith  (1879),  16  0.  O.  680. 

707 ;  19  0.  G.  859 ;  Bridge  v.  Brown         That  different  steps  of  an  entirety 

(1871),  Holmes,  53.  process  cannot  be  covered  by  separate 

That  a  Claim  for  a  process  to  what-  Claims,  see  Ex  parte  Wheat  (1879),  16 

ever  substance,   known    or   unknown,  0.  G.  360. 

it  may  be  applied  is  too  broad,   see         That  a  Claim  for  a  process  does  not 

Bailey  Washing  k  Wringing  Mach.  Co.  cover  either  the  separate  steps  or  the 

V.  Lincoln  (1871),  4  Fisher,  379.  materials  used  unless  they  are  clearly 

*  That  a  Claim  for  the  process  does  pointed  out  and  described  in  the  speci- 
not  necessarily  cover  the  product,  see  fication,  see  Western  Electric  Co.  v, 
Goodyear  V.  Wait  (1867),  5  Bktch.  468  ;  Ansonia  Co.  (1885),  114  U.  S.  447  ;  81 

5  Fisher,  242.  0.  G.  1305. 

That  a  Claim  for  a  process  does  not         J  530.  ^  That   a  machine   must   be 
VOL.  II. — 10 
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tion  does  not  embrace  an  entire  machine,  the  parts  invented 
must  be  clearly  pointed  out  and  claimed,  and  the  parts  not 
invented  must  not  be  mentioned,  or  if  mentioned. must  be  dis- 
claimed.^ The  function  of  the  machine  must  not  be  claimed, 
nor  its  mode  of  operation ;  though  if  this  function  constitutes 
a  new  process  it  is  patentable  as  an  art,  and  a  Claim  for  it  may 
be  joined  with  those  for  the  machine  unless  the  general  roles 
regarding  the  joinder  of  inventions  would  be  thereby  in- 
fringed.^ Claims  for  each  subordinate  piece  of  mechanism 
may  be  joined  with  those  for  the  principal  machine,  though 
not  capable  of  use  in  any  other  known  connection.^ 

§  531.  Tbe  Claim  for  a  Manufaoture :  its  Qeneral  Reqniaitefti 

A  manufacture  must  be  claimed  as  a  new  product,  apart 
from  any  Claim  for  the  process  of  making  it  or  for  the  pur- 
claimed  as  auch,  and  not  as  a  principle,  operation  of  a  macliine,  the  Claim 
a  mode  of  operation,  or  an  idea,  see  must  be  for  the  machine,  not  the  pro- 
Burr  V,  Duryee  (1863),  1  Wall.  581.  cess,  see  Dederick  v.  CasseU  (1881),  20 

That  an  apparatus  should  not  be  0.   G.   1288 ;    9  Fed.   Rep.  806 ;    14 

claimed  as  a  "means  of  doing,"  but  as  Phila.  603  ;  Piper  v.  Brown  (1870),  4 

a  distinct   instrument,    see   3jb  parte  Fisher,  176  ;  Holmes,  20. 

Bates  (1879),  16  0.  G.  266.  That  where  the  Description  covers  a 

>  That  if  the  invention   does   not  process  and  the  Claim  covers  only  a 

embrace  an  entire  machine,  the  parts  machine,  unless  the  machine  is  new  the 

invented  must  be  distinctly  claimed,  see  patent   is   void,    see    Boston    Elastic 

Seymour  v.  Osborne  (1870),  11  WalL  Fabrics  Co.  v.  East  Hampton  Rubber 

616.  Thread   Co.    (1874),    6    0.    G.    696; 

That  the  new  parts  must  be  distinctly  Holmes,  372  ;  1  Bann.  &  A.  222. 

claimed,  and  if  claimed  only  in  connec-  That  when  the  functions  of  a  machine 

tion  with  other  parts  they  are  protected  are  a  new  process  the  latter  may  be 

only  in  such  connection,  see  Graham  v.  claimed  as  a  process,  though  no  other 

Mason  (1869),  6  Fisher,  1 ;  4  Clifford,  machine  will  perform  it,  see  &  parU 

88.  Wintherlich  (1879),  17  0.  G.  65.    See 

That  a  Claim  for  a  device  having  also  §§  473,  474,  and  notes,, an^ 
certain  capabilities  covers  only  the  in-  «  That  several  Claims  for  the  same 
strumentalities  by  which  the  effect  is  device,   as   accomplishing   several   re- 
produced, see  Anders  V.  Gilliland  (1880),  suits,  may  be  made  in  the  same  patent, 
19  0.  G.  177.  see  Ex  parU  Smith  (1880),  17  O.  G. 

»  That  in  a  machine  patent  a  Claim  271. 

for  the  •*  mode  of  operation "  is  void.  That   each  subordinate  mechanism 

see  Hatch  v.  Moffitt  (1883),  16  Fed.  may  be  separately  claimed,  though  not 

Rep.  252.  ^weful  by  itself,  see  Wells  v.  Jacques 

That  when  an  effect,  not  in  itself  (1874),  6  0.  G.  864 ;  1  Bann.  &  A. 

a  new  invention,  is  produced  by  the  60. 
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pose  for  which  it  is  employed.^  If  the  product  is  new  in  itself,  » 
it  should  be  set  forth  in  the  Claim  by  a  simple  enumeration 
of  its  essential  qualities,  without  reference  to  the  mode  in 
which  it  is  produced ;  but  where  such  a  statement  is  impossi- 
ble it  may  be  defined  as  the  product  resulting  from  a  described 
process,  or  in  any  other  sufficient  manner.^  When  the  char- 
acter of  the  product  depends  upon  its  method  of  production, 
it  must  be  claimed  only  as  produced  by  that  specific  process, 
and  the  same  form  of  Claim  must  be  employed  when  the  pro- 
cess and  the  product  are  inseparable.^  The  words  ^^  article  of 
manufacture  "  have  no  particular  significance  in  a  Claim,  and 
do  not  aid  nor  impair  its  validity.^  The  name  of  the  product 
claimed  refers  to  it  as  it  is  delineated  in  the  Description,  not 
as  it  is  in  itself  or  may  become  known  in  the  arts.^  A  Claim 
for  a  new  product  resulting  from  the  use  of  substances  having 
certain  described  qualities  does  not  cover  a  product  resulting 
from  the  use  of  subsequently  discovered  substances  having  the 

S  531.  1  That  a  new  prodact  may  are  inseparable   the    product   may  be 

be  churned  by  itself,  see  Glue  Co.  v,  claimed  as  the  result  of  employing  the 

Upton  (1874),  4  Clifford,  237  ;  6  0.  G.  process,  see  Glue  Co.  v.  Upton  (1874), 

837  ;  1  Banu.  &  A.  497.  4  Clifford,  287  ;  6  0.  G.  837  ;  1  Baun. 

That    the    manufacture    must    be  &  A.  497. 
claimed  independently  of  the  process,         That  the  Claim  may  be  for  the  pro- 
see  Ex  parte  Mayall  (1873),  4  0.  G.  duct  however  made,  or  as  the  result  of 
210.  a  given  process,  see  Merrill  v.  Yeomans 

That  a  CUim  for  the  manufacture  (1874),  1  Bann.  &  A.  47 ;  Holmes,  331 ; 

should  not  explain  nor  set  forth  the  6  0.  G.  267. 

process  by  which  it  is  made,  see  JSs  That  a  Claim  for  a  product  as  pro- 
ps]^ Shalters  (1879),  16  0.  G.  970;  duced  by  any  process  which  will  produce 
£x  parte  Cobb  (1874),  5  O.  G.  751 ;  a  like  result  covers  it  only  when  made 
JEs  parte  MayaU  (1873),  4  0.  G.  210.  by  equivalent  processes,  see  Pickhardt 

^  That  a  product  may  be  claimed  by  v,  Packard  (1884),  22  Fed.  Bep.  530  ; 

enumerating  its  qualities,  and  setting  23  Blatch.  23  ;  30  0.  G.  179. 
forth  the  mode  of  its  production,  in  the         *  That  the  phrase  "  article  of  mann* 

Description  and  referring  to  these  in  the  facture  "  has  no  special  significance  in  a 

Claim,  see  £c  jMtr^e  Tweddle  (1876),  10  Claim,  see  Bx  parte  Adams  (1873),  3 

O.  G.  747.  O.  G.  150  ;  Ex  parU  Wattles  (1873), 

That  a  product  may  be  claimed  by  8  0.  G.  291. 
describing  it,  and  the  mode  of  making  ^  That  the  name  of  the  product 
it»  and  stating  it  to  be  new,  see  United  claimed  refers  to  it  as  described,  not  as 
Nickel  Co.  v.  Pendleton  (1883),  15  it  actually  exists,  see  Anilin  v.  Cam- 
Fed.  Bep.  789;  24  O.  G.  704;  21  mins  (1879),  4  Bann.  &  A.  489  ;  Aui- 
Blatch.  226.  lin  o.   Hamilton  Mfg.   Co.   (1878),   3 

*  That  where  product  and  process  Bann.  k  A.  235  ;  13  0.  G.  273. 
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same  qualities ;  ®  nor  is  any  product  so  embraced  in  the  pro- 
cess which  produces  it  that  a  Claim  for  the  process  will  protect 
the  product  when  produced  in  any  other  mannerj  Claims 
for  a  new  manufacture  and  the  means  of  making  it,  whether 
the  means  be  an  art  or  a  machine,  may  be  joined  subject  to 
the  limitations  of  the  general  rules  already  stated.^ 

§  532.    The    Claim   for   a  Composition   of  Matter:    Its  Qeneral 
Requisites. 

A  single  composition  of  matter  requires  only  a  single  Claim, 
in  which  the  invention  is  set  forth,  like  any  other  combina- 
tion, by  enumerating  its  elements,  and  stating  the  mode  of 
their  union,  and  the  essential  qualities  of  the  resulting  compo- 
sition.^ If  such  a  Claim  cannot  be  framed,  whatever  defines 
and  distinguishes  the  composition  from  all  others  will  suffice, 
—  as  where  it  describes  the  compound  as  the  result  of  mixing 
certain  ingredients  in  a  certain  manner.  A  Claim  for  a  com- 
position formed  of  specific  known  ingredients  should  mention 
each  of  them,  and  if  it  states  no  definite  proportions,  or  mode 
of  intermixture,  those  named  in  the  Description  are  presumed 
to  be  referred  to  in  the  Claim.'  A  Claim  for  a  chemical  com- 
position covers  only  the  same  use  of  the  same  or  equivalent 
chemical  ingredients.^  A  Claim  for  any  union  of  less  than 
the  whole  group  of  ingredients  employed  in  the  production  of 

*  That  a  Claim  for  a  product  formed  §  582.  ^  That  a  composition  of  mat- 
of  certain  described  snbstances  having  ter  requires  but  a  single  Claim,  see  Ea 
certain  qualities  does  not  cover  products  jparU  Wheat  (1879),  16  O.  6.  860  ;  JSk 
formed  of  subsequently  discovered  sub-  parte  Loeser,  (1876),  9  0.  6.  887. 
stances  having  the  same  qualities,  see  '  That  if  the  composition  consists 
Goodyear  v.  Berry  (1868),  2  Bond,  189  ;  of  weU-known  ingredients  the  Claim 
8  Fisher,  489.  must  enumerate  them,  see  JSv  porie  Wil* 

7  That  a  Oaim  for  the  process  does  liams  (1876),  10  0.  G.  74a. 

not  cover  the  product,  if  it  can  be  made  That  a  general  Claim  for  a  composi* 

in  any  other  manner,  see  Goodyear  v.  tion  of  certain  ingredients  is  a  Claim 

Wait  (1867),  5  Blstch.  468 ;  8  Fisher,  for  them  in  the  proportions  previously 

242;  Goodyear  v.  Railroad  (1868),  ]  described,  see  l^utrel  v.  MeUor  (1871), 

Fisher,  626  ;  2  Wall.  Jr.  856.  1  0.  G.  48 ;  5  Fisher,  158. 

*  That  the  article  and  the  means  of  *  That  a  Claim  for  a  chemical  com* 
producing  it  may  be  separately  claimed,  position  covers  only  the  same  use  of  the 
see  Merrill  v.Yeomans  (1877),  94  U.  S.  same  or  equivalent  ingredients,  see 
568  ;  11  0.  G.  970.  Goodyear  v.  Berry  (1868),  %  Bond,  189  ; 

See  also  §  475  and  notes,  ofUs.  8  Fisher,  489. 
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the  principal  composition  is  a  Claim  for  a  different  invention, 
and  can  be  inserted  in  the  same  application  only  when  so 
related  to  the  former  that  a  joinder  is  permitted.^ 

§  533.    The  Claim  for  a  Design :  its  Gtoneral  Requisites. 

A  Claim  for  a  design  must  be  as  distinct  and  specific  as  a 
Claim  for  any  other  invention,  if  the  nature  of  the  design  will 
permit.  Nothing  beyond  the  configuration  or  ornamentation, 
which  constitutes  the  inyention,  must  be  mentioned  in  the 
Claim;  neither  the  qualities  of  the  substance  upon  which 
the  design  is  imposed,  nor  the  mechanical  functions  which 
the  substance  may  thus  be  enabled  to  perform,  being  any  part 
of  the  design  itself.^  The  Claim  may  consist  either  of  a  verbal 
description  of  the  essential  features  of  the  design,  or  of  such 
references  to  the  drawings  as  indicate  the  lines  and  figures 
characterizing  the  invention.^  Different  designs  cannot  be 
embraced  in  a  single  Claim ;  and  Claims  for  distinct  designs 
cannot  be  joined  unless  so  dependent  on  each  other  as  to 
come  within  the  usual  rules.^ 

§  534.  The  Claim  for  an  ZmproTement :  its  General  Requisites. 
An  improvement  is  an  invention  essentially  distinct  from  the 
original  art  or  instrument  to  which  it  pertains ;  and  a  Claim  for 
an  improvement  must,  therefore,  not  only  define  the  improve- 
ment, like  any  other  new  invention,  but  also  fully  and  accu- 
rately distinguish  between  it  and  the  old  invention.^    In  order 

*  That  a  second  Claim  for  a  com-  tion  of  the  design  herennto  annexed 

position  of  fewer  or  different  ingredients  when  applied  to  carpeting  "  is  proper, 

is  a  Claim  for  a  different  invention,  and  see  Dobeon  v,  Doman  (1886),  118  U. 

is  improper  unless  the  two  inyentions  S.  10  ;  85  0.  G.  750. 
may  be  joined  in  one  patent,  see  ^         '  That  there  can  be  no  joinder  of 

parte  Loeser  (1876),  9  0.  G.  837.  separate  designs,  see  Ex  parte  Gerard 

See  also  {  476  and  notes,  arUe,  (1888),  43  O.  G.  1240. 

i  588.  ^  That  the  Claims  of  a  design         See  also  J  477  and  notes,  ante, 
patent  should  contain  the  phrase  '*as         S  ^^4.  ^  That  a  Claim  for  an  im- 

shown  and  described  "  so  as  to  limit  the  proyement  must  clearly  state  the  exact 

patent  to  the  exact  design,  see  Bx  parte  improvement  made,  see  Ex  parte  Mc- 

Gerard  (1888),  48  O.  G.  1234.  Murray  (1875),  8  O.  Q.  943  ;  Whitte- 

That  a  Claim  for  a  design  must  not  more  v.  Cutter  (1818),  1  Gallison,  478  ; 

cover  a  mere  function,   see  Ex  parte  1  Robb,  40 ;  Hill  v.  Thompson  (1818), 

Biffenderfer  (1872),  2  0.  G.  57.  1  Web.  239  ;  1  Abb.  P.  C.  304. 

>  That  a  Claim  for  "  the  coniignra-         That  the  Claim  for  an  improvement 
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to  accomplish  this,  such  a  Claim  should  confine  itself  entirely 
to  the  characteristics  of  the  improvement  made«  embracing 
nothing  which  is  not  necessarily  connected  with  or  related  to 
it,  although  the  part  or  group  of  parts  of  which  the  improve- 
ment consists  will  not  operate  except  in  union  with  the  orig- 
inal invention.^  If  it  is  requisite  to  the  precise  definition 
of  the  improvement  that  mention  should  be  made  of  any 
features  of  the  original  invention,  it  must  be  apparent  from 
the  language  used  that  these  features  of  the  original  are 
not  claimed.^  Two  or  more  distinct  improvements  cannot  be 
joined  in  the  same  Claim,  though  Claims  for  distinct  improve- 

mnst  distingaiBh  the  new  from  the  old,  tion  woald  be  to  defeat  the  veiy  object 

see  Brown  v,  Selby  (1871),  2  BisseU,  for  which  he  seeks  a  patent,  and  would 

457  ;  4  Fisher,  868  ;  Bray  v.  Hartshorn  be  plainly  against  reason.     But  to  how 

(1860),  1  Clifford,  588.  smaU  a  nnmber  of  elements  he  shall 

That  an  appUcant  for  an  improvement  reduce  his  Claim  is  not  so  easy  to  de* 

may  be  required  to  explicitly  distin-  termine  ;  but  each  case  must  be  judg^ 

guish  the  old  and  the  new,  but  not  to  in  a  great  measure  by  itself^  care  only 

acknowledge  the  old  to  be  old  or  make  being  taken  that  the  Claim  do  not  mis- 

any  other  admission,  see  Ex  parte  Mas-  lead." 
sicks  (1887),  88  0.  G.  1489.  *  That  a  Claim  to  improrements  must 

*  In  JSk  parte  McMunay  (1875),  8  be  limited  to  them  by  express  terms  or 

O.G.  948,  Spear,  Act.  Com.:  (948)  ''It  fair   construction,    see    Troy  Laundry 

is  always  a  very    difficult   and   deli-  Mach.  Co.  v.  Bunnell  (1886),  27  Fed. 

cate  question  to  determine .  how  sub-  Bep.  810  ;  28  Blatch.  558. 
ordinate  Claims  for  an  improTement  in        That  it  is  not  sufficient  that  persons 

a  mechanism  of  any  considerable  nnm-  skilled  in  the  art  can  distinguish  the 

ber  of  parts,  or  in  any  respect  compli-  improvement  from  the  original  inven- 

cated,  should  be  limited,  and  no  exact  tion,  but  the  Claim  itself  must  show  it, 

rule  can  be  laid  down  for  such  cases,  see  Foxwell  v.  Bostock  (1864),  10  L.  T. 

Unquestionably,  an   applicant   having  Bep.  K.  s.  144. 

made  an  improvement  upon  a  previously         That  a  Claim  for  an  improvement 

existing  machine  may  lay  claim  to  the  must  be  limited  to  the  new  arrangement, 

specific  part  which  he  has  improved,  or  and  cannot  embrace  substitutes  different 

to  any  reasonably  well-defined  group  in  character  and  form,  merely  because 

of  parts  thus  improved,  even  although  they  perform  the  same  functions  and 

that  part  or  that  group  of  parts  do  not  effect  the  same  results,  see  Dyer  v.  Na- 

alone  operate  to  produce  any  beneficial  tioual  Hod  Elevating  Co.   (1885),  24 

result.    No  one  is  misled  by  any  such  Fed.  Bep.  182. 

Claim,  but  understands  readily,  even  if         That  a  Claim  for  one  of  a  series  of 

it  be  not  specifically  stated,  that  the  improvements  must  be  restricted  to  the 

improvement  is  upon  a  specified  part  of  precise  form  and  arrangement  described, 

the  machine  to  which  it  reUtes.    To  see  Bragg  v.  Fitch  (1887),  121  U.  a 

require  the  applicant  to  specify  all  the  478  ;  89  0.  G.  829. 
parts  necessary  to  the  complete  opera- 
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ments  maj  be  joined  in  the  same  application.^  Where  several 
parts  of  the  original  have  been  improved,  and  such  improve- 
ments can  be  so  far  treated  as  but  one  invention  as  to  be 
properly  included  in  a  single  Claim,  the  entire  Claim  is  void 
if  either  of  the  alleged  improvements  happens  to  be  old.'^  A 
Claim  for  the  whole  invention,  when  the  advance  is  only  an 
improvement,  is  invalid,  though  limited  to  the  invention  ^'  as 
improved.^  "  In  construing  a  Claim  for  an  improvement  the 
original  is  always  kept  in  view,  and  such  an  interpretation 
given  to  the  Claim,  if  possible,  as  will  protect  the  actual  im- 
provement madeJ 

§  535.   The  Claim  for  a  Gtoneiio  Invention :  its  Soope. 

Several  distinct  inventions  often  occupy  toward  some  other 
invention  the  relation  of  species  to  a  genus.  A  generic  in- 
vention is  one  in  which  are  represented  the  essential  charac- 
teristics of  a  group  of  arts  or  instruments,  each  of  which,  in 
addition  to  the  characteristics  common  to  the  group,  possesses 
other  specific  characteristics  which  distinguish  it  from  all  the 
rest.  The  same  invention  may  be  generic  to  the  individuals  of 
it«  own  genus,  and  specific  in  its  relations  to  some  wider  in- 
vention representing  the  group  to  which  itself  belongs.  Thus 
an  invention  consisting  in  the  use  of  a  class  of  substances  for 
a  certain  purpose  is  generic  as  to  an  invention  consisting  in 
the  use  for  the  same  purpose  of  some  particular  substance  of 
that  class;  and  the  latter  is,  in  its  turn,  generic  toward  an 
invention  consisting  in  the  use  for  the  same  purpose  of  some 
specific  quality  of  that  particular  substance.^    A  patent  for 

*  See  S  478  and  notes,  anie.  1  GaUiaon,  488  ;   1  Robb,  87  ;  contra^ 

*  That  when  the  Claim  coven  sey-  Goodyear  v,  Matthews  (1814),  1  Paine, 
eral  associated  improyements  it  is  yoid  800  ;  1  Robb^  60.    See  also  §§  518  and 
if  either  be  old,  see  Heinrich  v.  Luther  notes,  anU,  and  587  and  notes,  poti, 
(1855),  6  McLean,  845  ;  Moody  v.  Fiske  ^  That  if  a  fair  interpretation  shows 
(1820),  2  Mason,  112 ;  1  Sobb,  812.  that  only  the  improvement  is  claimed 

*  That  where  the  invention  is  an  the  patent  is  valid,  see  McAlpine  v. 
improvement  it  alone  can  be  patented,  Mangnall  (1846),  8  C.  B.  496. 

and  a  Claim  for  the  whole  art  or  instni-        §  585.  ^  That  a  patent  for  the  nse 

ment  is  void,  see  Johnston  Baffler  Co.  of  a  substance  in  a  process  Ib  generic  in 

9.   Avery  Mach.  Co.  (1886),  28  Fed.  relation  to  a  patent  for  the  use  of  that 

Bep.  198 ;  Phillips  «.  Page  (1860),  24  substance  when  of  a  certain  quality,  see 

How.  164  i  Woodcock  v.  Parker  (1818),  Slade  i;.  Bhiir  (1880),  17  O.  G.  261. 
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the  genus  always  covers  the  species,  and  hence  every  subse- 
quent inventor  of  a  specific  invention,  though  entitled  to  pro- 
tection for  what  he  has  himself  conceived,  holds  his  exclusive 
privilege  subject  to  the  general  rights  of  the  inventor  of  the 
generic  invention.^  As  the  creation  of  each  one  of  the  spe- 
cific inventions  includes  the  creation  of  all  the  characteristics 
common  to  the  group,  the  inventor  of  any  of  the  species  may 
obtain  a  patent  covering  the  genus,  unless  some  other  inventor 
has  previously  conceived  the  same  fundamental  idea,  and  is 
using  due  diligence  in  reducing  it  to  practice.^  These  rela- 
tions between  inventions  and  the  rights  which  grow  out  of 
them  require  attention  when  the  Claims  of  patents  are  to  be 
stated  or  construed. 

§  536.    The  Claim  for  a  Gtonerio  ZnTention  may  be  Joined  with  a 
Claim  for  One  Speoies. 

Where  an  invention  possesses  only  the  characteristics  com- 
mon to  the  group,  it  represents  the  genus  as  distinguished 
from  the  species,  and  its  description  will  support  only  a  gen- 
eric Claim.^  If  in  addition  to  these  common  characteristics 
it  has  special  qualities  of  its  own,  it  represents  one  species  as 
well  as  the  genus,  and  its  description  will  support  a  specific 
as  well  as  a  generic  Claim.  In  this  case  a  generic  Claim 
alone  would  leave  the  peculiar  characteristics  of  the  species 
unprotected;  while  a  specific  Claim  alone  would  limit  the 
patent  to  an  invention  having  both  the  common  qualities  of 

^  That  a  patent  claiming  the  genos  That  no  patent  with  generic  Claims 

ooTers  all  anbseqnent  patents  claiming  can  he  granted  after  one  with  a  Claim 

only  the  species,  see  Ex  parte  £wart  for   the   species,    see  Ex  parte  Upton 

(1880),  17  0.  G.  448.  (1884),  27  0.  G.  99. 

That  a  specific  Claim  is  always  snb-  That  a  generic  patent  most  descrihe 

ject  to  the  generic,  see  Walsh  v.  Shinn  one  or  more  species,  see  Ex  parte  Wilson 

(1879),  16  0.  G.  1006.  (1879),  16  0.  G.  96. 

That  generic  Claims  do  not  cover  S  ^36.  ^  That   a    generic   Descrip* 

functions  and  results,  see  Ex  parte  Bea-  tion  will  support  only  a  generic  Claim, 

▼is  (1879),  16  0.  G.  1288.  see  Ex  parte  McClintock  (1880),  17  0. 

*  That   an   inventor   of   a   species  G.  267. 

before  any  one  else  invents  the  genus.  That  generic  Claims  do  not  cover 

or  any  other  species,  may  claim  the  effects,  see  &^rt<tBeavi8(  1879),  16  0. 

genus  also,  see  Ex  parte  Gardner  (1880),  G.  1238. 
17  0.  G.  626 ;  Ex  parte  Ewart  (1880), 
17  0.  G.  448. 
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the  genus  and  the  particular  qualities  of  the  species,  the  genus 
being  thus  left  open  to  the  public.^  The  description  of  both 
genus  and  species  will  not  prevent  this  result  in  the  absence 
of  a  proper  Claim  for  each;  and  where  the  description  is 
either  generic  alone  or  specific  alone  the  phrase  '^  substan- 
tially as  described ''  in  the  Claim  confines  the  Claim  to  the 
generic  or  specific  invention  thus  described,^  Where  the  com- 
mon characteristics  of  the  genus  constitute  an  operative  means 
the  genus  and  each  one  of  its  species  are  distinct  inventions, 
and  every  member  of  the  group  is  also  an  invention  by  itself, 
apart  from  and  independent  of  the  others.^  The  joinder  of 
Claims  for  two  or  more  of  these  must  depend  on  their  connec- 
tion with  each  other  under  the  usual  rules  upon  that  subject ; 
though  where  the  same  invention  represents  the  genus  and 
one  species,  both  a  generic  and  a  specific  Claim  may  be  in- 
serted. That  several  species  are  described  as  embraced  under 
the  genus  does  not  extend  this  power  of  joinder,  nor  does  the 
statement  in  the  Description  that  one  of  two  described  spe- 
cies is  the  best  deprive  the  inventor  of  the  right  to  claim  the 
other  and  leave  that  unclaimed.^ 

*^That  no   specific    Claim    can   be  of  them  be  set  forth  in  a  generic  Claim, 

made  unless  the  species  is  described,  see  Both  cannot  appear  in  separate  specific 

BxparU  McClintock  (1880),  17  O.  G.  Claims  in  one  patent,  for  that  would 

267.  admit    two    distinct  and  independent 

That  a  Claim  for  a  species  limits  inyentions  into  one  patent.     Both  can* 

the  patent  to  that  species,  though  the  not  appear  in  one  Claim,  for  that  would 

Description  covers  a  generic  invention,  make  the  Claim  as  weU  as  the  patent 

see  Hawes  v.   Gage  (1871),  5  O.   G.  double.     One  cannot  be  so  shown  in  a 

494.  generic  Claim,  for  that  would  transform 

>  That  when   the    Description    is  it  into  a  specific  Claim.     Both  cannot 

specific  the  Claim  for  the   invention  appear  in  a  generic  Claim,  for  they 

"  substantially  as  described  "  covers  the  would  make  the  Claim  double  as  well  as 

species  only,  see  Ex  parte  Ewart  (1880),  specific.     A  Claim  cannot  be  framed  to 

17  0.  G.  448.  cover  generically  several  specific  inven- 

^  That  a   genus   and   each    of  its  tions  by   merely   aggregating   specific 

species  are  distinct  inventions,  see  E»  Claims  for  those  inventions.     Its  terms 

jparU  McClintock  (1880),  17  0.  G.  267.  must  be  broad  enough  to  cover  both 

*  In  ^  parte  Ewart  (1880),  17  0.  without  specifically  claiming  either,  and 

G.  448,  Paine,  Com. :  (449)  "  While  two  yet  not  broad  enough  to  trench  upon 

species  can  be  set  forth  by  way  of  illus-  any  distinct  genua." 

tration  in  one  Description,  they  cannot  See  also  Ex  parte  McClintock  (1880), 

both  be  set  forth  either  in    separate  17  0.   G.    267  ;    Ex  parte   Morrison 

specific  Claims  in  one  patent  or  in  one  1879),  16  0.  G.  859. 

specific  Claim ;  nor  can  both  or  either  That  when  the  steps  of  an  entirety 
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§  537.   The  daim,  when  Defective. 

A  Claim  is  defective  when  it  fails  to  define  the  real  in- 
vention with  sufficient  completeness  and  precision,  or  when  it 
claims  more  than  belongs  to  the  invention.  In  the  former 
case  the  discovery  of  the  inventor  is  not  properly  protected.^ 
In  the  latter  case  the  Claim  is  absolutely  void.'  Both  these 
defects  may  be,  however,  remedied  by  a  re-issue,  and  the  latter 
one  is  also  curable  by  a  disclaimer.^  When  several  Claims  are 
inserted  in  the  specification,  the  presence  of  a  void  Claim  does 
not  affect  those  which  are  good,  unless  there  is  an  evident 
intention  to  mislead  the  public  or  an  unreasonable  delay  in 
filing  a  disclaimer.^ 

process  have  equivalents,  a  generic  Claim  808  ;  1  Robb,  667  ;  Watnon  v.  Bladen 

may  cover  it  under  any  form,  and  a  (1826),   4  Wash.  580  ;   1  Rohb,  510 ; 

specific  Claim  may  cover  the  specific  Kneass  v.  Schuylkill  Bank  (1820),  4 

form,  see  Ex  parte  McDougall  (1880),  Wash.  9 ;  1  Bobb,  SOS. 

18  0.  6.  180.  '  That  an  excessive  Claim  is  curable 

That  several  devices  constructed  on  by  re-issue  or  disclaimer,  see  Silsby  v. 

the  same  principle  may  be  described  in  Foote  (1857),  20  How.  878 ;  Hovey  v. 

one  application  and  covered   by   one  Stevens  (1846),  8  W.  &  M.  17  ;  2  Robb, 

generic  Claim,  but  only  one  device  can  567;    Peterson  ».  Wooden   (1848),   3 

be  specifically  claimed,  see  Ex  parte  McLean,  248  ;  2  Bobb,  116  ;  Stanley  v. 

Howland  (1877),  12  0.  G.  889.  Whipple  (1889),  2  McLean,  85  ;  2  Robb^ 

That  the  designation  of  one  of  two  1.    See  also  §§  642-646  and  notes,  post. 

species  as  the  best  does  not  debar  the  That  an  incomplete  or  inexact  Claim 

patentee  from  claiming  the  other,  see  may  be  cured  by  re-issue,  see  §§  656, 

Ex  parte  McCUntock  (1880),  17  0.  G.  note  8,  668,  notes  5  and  6,  and  698  and 

267.    See  also  §  471,  note  4,  ante.  notes,  post. 

§  587.  1  That  the  Claim  may   be  That  a  disclaimer  in  a  pending  ap- 

valid  for  what  it  claims,  though  it  does  plication  must  not  contradict  but  ex- 

not  claim  the  full  invention,  see  Wilson  plain  and  limit  the  Claim,  see  Ex  parte 

V.  Coon  (1880),  19  0.  G.  482  ;  6  Fed.  Hobson  (1872),  1  0.  G.  141. 

Rep.  611 ;  18  Blatch.  582  ;  and  §  508,  *  That  the  presence  of  void  Claims 

note  2,  ante.  in  a  patent  does  not  impair  the  effect 

«  That  a  Claim  exceeding  the  limits  of  good  Claims,  see  Tyler  v.  Galloway 

of  the  actual  invention  is   void,   see  (1882),  22  0.  G.  2072  ;  12  Fed.  Rep. 

Milligan  v,  Lalance&  Grosjean  Mfg.  Co.  567  ;   20  Blatch.  445  ;    Christman   v. 

(1884),  29  0.  G.  867  ;  21  Fed.  Rep.  Rumsey  (1879),  58  How.  Pr.  114  ;  17 

570  ;  Scott  r.  Ford  (1878),  14  0.  G.  Blatch.  148  ;  17  O.  G.  908  ;  4  Bann.  & 

418  ;  Winans  v.  N.  Y.  &  Erie  R.  R.  A.  506  ;  Burdett  v.  Estey  (1878),  15 

Co.  (1856),  1  Fisher,  218  ;  Heinrich  v.  O.  G.  877  ;  15  Blatch.  849  ;  Russell  v. 

Luther  (1855),  6  McLean,  845  ;  HoUi-  Place  (1876),  94  U.  S.  606  ;  12  O.  G. 

day  V.  Rheem  (1852),  18  Pa.  St  465  ;  58  ;  Carlton  v.  Bokee  (1878),  17  Wall. 

Davis  V.  Bell  (1887),  8  N.  H.  500 ;  468  ;  2^0.  G.  520  ;  6  Fisher,  40  ;  Ca- 

Whitney  v.  Emmett  (1881),  Baldwin,  hart  v.  Austin  (1865),  2  Fisher,  548  ; 
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§  538.   Tbe  Claim,  as  Corrected  or  Allowed  in  the  Patent  Office^ 
Determines  the  Validity  and  Scope  of  the  Patent 

It  is  the  duty  of  the  Patent  Office  to  secure  the  correct 
statement  of  the  Claims  before  it  allows  the  issue  of  a  patent.^ 
That  the  courts  might  sustain  a  defective  Claim,  in  order  to 
prevent  the  defeat  of  a  granted  patent,  is  no  reason  for  per- 
mitting such  a  Claim  to  pass  the  scrutiny  of  the  department.^ 
The  Claim  is  to  define  what  the  Patent  Office,  after  due  ex- 
amination, has  ascertained  to  be  the  real  discovery  of  the  in- 
ventor, and  it  must  be  amended  or  withdrawn  according  to 
the  judgment  of  the  officers  to  whom  this  duty  is  committed. 
Once  settled  in  its  terms  by  their  decision,  the  courts  will  not 
disturb  it,  either  by  interfering  with  its  language  or  by  nar- 
rowing or  enlarging  it  by  construction.^ 

§  539.  The  Specification :  its  Signature:  Xbrasnres  and  Corrections. 

The  specification  must  be  signed  by  the  inventor,  or  by  his 

executor  or  administrator,  and  the  signature  must  be  attested 

2  Clifford,  528  ;    Singer  v.  Walmslej        That  though  the  coarts  may  sustain 

(1860),  1  Fisher,  558.  defectiye  Claims  the  Patent  Office  has 

That  Toid  Claims  may  be  disclaimed,  no  right  to  permit  them,  see  Ex  parte 

see  Tyler  v.  GaUoway  (1882),  22  0.  G.  McDoiigaU  (1880),  18  0.  G.  180. 
2072;  12  Fed.  Rep.  567;  20Blatch.  445.         *  In  Bums  v,  Meyer  (1879),  100  U. 

That  where  of  two  Claims  one  is  too  S.  671,  Bradley  J.  :  (672)  "  It  is  well 

broad  under  one   interpretation,    and  known  that  the  terms  of  the  Claim 

nnder  another  is  a  mere  repetition  of  a  in  letters-patent   are   carefully  scruti« 

former  C^laim,   it  is  void  and  must  nized  in  the  Patent  Office.    Over  this 

be  disclaimed,  see  Tyler  v.  Galloway  part  of  the  specification  the  chief  con- 

(1882),  22  O.  G.  2072 ;  12  Fed.  Rep.  test  generally  arises.    It  defines  what 

567  ;  20  Blatch.  445.  the  Office,  after  a  full  examination  of 

That  unreasonable  delay  in  disclaim-  previous  inventions  and  the  state  of 

ing  void  Claims  wiU  vitiate  the  entire  pat-  the  art,  determines  the  applicant  is  en- 

ent,  see  McCormick  v,  Seymour  (1854),  titled  to.    The  courts,  therefore,  should 

8  Blatch.  209  ;  Hall  v.  Wiles  (1851),  2  be  careful  not  to  enkrge,  by  constnic- 

Blatch.  194  ;  and  notes  to  §  646,  post.  tion,    the    Claim    which    the    Patent 

§  588.  1  That  it  is  the  duty  of  the  Office  has  admitted,   and   which   the 

Patent  Office  to  see  that  Claims  are  patentee  has  acquiesced  in,  beyond  the 

correct,    see   Keystone    Bridge   Co.  «.  fidr  interpretation  of  its  terms." 
Pheeniz  Iron  Co.  (1877),  95  U.  8.  274  ;        See  also  |§  788-748  and  notes,  pod. 
12  O.  G.  980.  That  a  Claim  cannot  be  dissected 

*  That    the    courts    may    sustain  and  accepted  or  rejected  piecemeal,  but 

Claims  which  the  Patent  Office  ought  must  stand  or  fall  together,  see   JSx 

not  to  allow,    see   Bx  patU   Cornell  parte  Smith  (1872),  1  0  G.  408. 
(1872),  1  0.  G.  578. 
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by  two  witneases,  each  signing  his  full  name,  legibly  written.^ 
The  Description  and  Claims,  and  all  amendments  thereof, 
must  be  written  in  a  clear  and  readable  hand  on  one  side  of 
the  paper  only ;  and  all  interlineations  and  erasures  must  be 
marked  in  marginal  or  foot  notes  written  on  the  same  sheet 
of  paper,  for  which  purpose  a  wide  margin  should  be  reserved 
on  the  left-hand  side  of  the  page.  Legal-cap  paper,  with  the 
lines  numbered,  is  recommended  by  the  Office. 


SECTION  vn. 

OF  THE  APPUCATION:    the  drawings  and  MODEL. 

§  540.  Drawings,  Modal,  and  Specimens :  when  Required. 

In  order  to  secure  still  greater  accuracy  and  completeness 
in  the  description  of  that  art  or  instrument  for  which  the 
inventor  claims  the  protection  of  a  patent,  the  law  requires 
him  to  furnish  drawings,  and  a  model  or  specimens,  illustrat- 
ing its  distinctive  characteristics,  whenever  in  the  judgment 
of  the  Patent  Office  the  case  demands  them.  The  requirement 
of  the  statute  in  reference  to  drawings  is  positive,  and  the 
applicant  must  file  them  if  the  nature  of  the  invention  permits.^ 
Th6se  in  reference  to  the  model  and  specimens  are  conditional 
upon  the  order  of  the  Commissioner,  and  the  applicant  is  not 
obliged  to  furnish  them  unless  especially  directed.  But  as 
the  question  whether  the  nature  of  the  case  admits  of  draw- 
ings is  finally  determined  by  the  Commissioner,  and  his 
decision  as  to  their  sufficiency,  as  well  as  that  of  the  speci- 
mens or  model,  is  conclusive,^  the  practical  difference  in  this 
respect  between  these  several  requirements  is  insignificant, 
affecting  merely  the  order  of  proceedings  in  the  Office. 

§  539.   1  That  the  applicant  most  '  That  the  decision  of  the  Commis- 

sigD  his  first  name  in  full,  see  Ex  parte  sioner   that  drawings  were  duly  pre* 

Gentry  (1888),  44  0.  G.  822.  sented  is  final  except  on  proceedings  to 

§  540.  1  That  a  drawing  must   be  avoid  the  patent,  see  Hoe  v.  Cottrell 

filed  whenever  the  nature  of  the  inven-  (1880),  17  Blatch.  546  ;  18  0.  G.  59  ; 

tion  permits,  see  J^z/Ktrfe  Chase  (1879),  1  Fed.  Rep.  597  ;  5  Bann.  &  A.  256. 

16  O.  G.  809.  See  also  §  428  and  notes,  aide. 
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§  5tiL.  Drawings  mnat  Correspond  with  Spaclfioation. 

The  drawings  filed  must  correspond  with  the  specification 
in  all  the  essential  characteristics  of  the  invention.^  They 
are  but  another  method  of  portraying  the  same  art  or  instru- 
ment therein  described  in  words,  and  a  discrepancy  between 
the  two  delineations  may  give  rise  to  such  an  ambiguity  in  the 
entire  description  as  renders  the  patent  void.^  They  are  con- 
nected with  the  specification  by  means  of  figures  afiixed  to 
each  drawing,  and  letters  or  figures  affixed  to  each  of  its  sev- 
eral parts,  and  so  referred  to  in  the  language  of  the  Description 
and  the  Claim  that  the  verbal  and  pictorial  representations 
will  serve  to  illustrate  and  explain  each  other.' 

§  542.    Drawings   to   be    so    Clear   and   Fall  as  to  Supply  the 
Place  of  a  ModeL 

The  drawings  filed  must  be  so  full  and  clear  that,  if  the 
invention  is  a  simple  one,  no  model  will  be  needed.^  The 
model,  being  retained  in  the  Patent  Office  after  the  patent 
issues,  is  inaccessible  to  the  public  without  recourse  to  the 
place  of  its  deposit.  The  drawings,  on  the  contrary,  through 
the  copies  annexed  to  the  patent,  and  published  in  the  ^^  Ga- 
zette,^' or  supplied  on  application  by  the  Office,  circulate  in 
every  direction  and  are  open  to  inspection  by  all  persons  in- 
terested in  the  art  to  which  the  invention  may  belong.  In 
pursuance  of  its  duty  to  disseminate  in  the  widest  degree  im- 
mediate information  concerning  all  inventions,  the  Patent 

§  541.  1  That  the  drawings  most  cor-  Singer  v,  Brannsdorf  (1870),  7  Blatch. 

respond  in  all  essential  points  with  the  521. 

specification,  see  Ex  parte  VlTitty  (1884),  That  an  imperfect  description  conpled 

29  0.  6.  862 ;  Ex  parte  Schoonmaker  with   incomplete  drawings   make   the 

(1878),  18  O.  G.  595.  patent  Toid,  see  New  Process  Fennenta- 

That  the  drawings  mnst  show  every  tion  Co.   v.   Koch  (1884),   29  0.  G. 

featni«  claimed,  see  Ex  parU  Crandall  585  ;  21  Fed.  Bep.  580. 

(1886),  85  0.  6.  625.  '  That  nnder  the  act  of  1798,  the 

^  That  the  drawings  may  show  the  drawings  need  not  have  heen  referred 

invention  where  the  specification  fsils  to  in  the  specification,  see  Emerson  v. 

to  do  so,  see  Banker  v.  Boetwick  (1880),  Hogg  (1845),  2  Blatch.  1. 

18  O.  G.  61.  §  542.  1  That  in  simple  inventions 

That  all  patentable  matter  shown  the  drawings  mnst  be  sufficient  to  sup- 
in  the  specification,  drawings,  or  mod-  ply  the  place  of  a  model,  see  Ex  parte 
d  is  oovered  by  the  application,  see  Jov6  (1880),  17  O.  G.  801. 
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OfTiec  properly  requires  that  the  drawings  shall,  as  far  as  pos- 
sible, supply  the  place  of  a  model ;  and  this  in  simple  inven- 
tions, with  the  present  facilities  for  pictorial  representation, 
they  are  fully  competent  to  do.  In  complicated  structures, 
incapable  of  complete  perspective  reproduction  on  a  plane 
surface,  a  model  becomes  necessary. 

§  543.  Drawingi :  Okeneral  ReqtiUltM  In  aaoh  Class  of  Inventions* 

The  drawings  must  exhibit  every  feature  of  the  invention 
covered  by  the  Claims ;  otherwise  the  language  of  the  specifi- 
cation would  set  forth  a  different  art  or  instrument  from  that 
depicted  in  the  drawings,  resulting  in  an  ambiguity  which 
might  be  fatal  to  the  patent.  In  the  drawings  which  accom- 
pany the  specification  for  an  art,  every  stage  or  sub-process 
capable  of  illustration  by  a  drawing  must  be  shown ;  but  the 
different  steps  of  a  sub-process  do  not  require  such  delinea- 
tion.^ In  a  machine  or  manufacture,  the  drawing  must  dis- 
close all  the  essential  parts  in  their  proper  places,  as  they 
would  appear  in  the  practically  operative  instrument.*  The 
drawings  of  an  improvement  must  exhibit,  in  one  or  more 
views,  the  improvement  itself  disconnected  from  the  old  struc- 
ture, and  also  in  another  view  so  much  only  of  the  old  struc- 
ture as  will  suffice  to  show  the  connection  of  the  improvement 
therewith.'  A  design  must  be  shown  by  a  drawing  or  a  pho- 
tograph, in  which  all  the  distinctive  characteristics  of  the  new 
configuration  or  ornamentation  are  depicted.  But  while  the 
drawings  must  thus  present  every  feature  of  the  claimed  in- 
vention to  the  eye,  they  need  not  be  working-drawings  nor  on 
an  operative  scale.^    They  are  not  intended  as  a  guide  to  the 

§  548.  ^  That  in  an  application  coy-  the  improvement  are  necemary,  see  Bor- 

ering  an  art  every  claimed  stage  or  snb-  rail  v,  Jewett  (1880),  2  Paige  (N.  Y.), 

process  mnst,  if  possible,  he  iUustrated  18i. 

by  drawings,  but  not  the  several  steps  That  in  an  application  covering  an 

of  each  sub-process,  see  Ex  parte  Carter  improvement,  the  improvement  must  be 

(1879),  16  0.  6.  809.  shown  by  a  model  and  drawings,  but  not 

s  That  a  drawing  most  accompany  the  original  when  it  is  well  known  to 

an  application  covering  an  article  of  the  public  or  its  description  is  accessible^ 

manufacture,  see  Ex  parte  Chase  (1879),  ae>eExparU  Tracy  (1875),  8  0.  O.  144. 

16  0.  G.  809.  *  That  the  drawings  need  not .  be 

*  That  in  a  patent  covering  an  im-  working-drawings  nor  on  an  operative 

provement  in  machineiy,   drawings  of  scale,  see    American  Hide  &  Leather 


CH.  I.]       OF  THE  GRANT  OF  LETTESS-PATENT.         159 

mechanic  in  constructing  the  invention  further  than  that,  in 
connection  with  the  written  specification,  they  put  him  in  pos- 
session of  such  knowledge  of  the  essential  attributes  of  the 
iuTcntion  that  through  his  own  skill  in  the  art  he  can  practi- 
cally create  it  and  employ  it 

§  544.    Drawings :    Special  Rules  GkoTeming  their  Artiatio  Per- 
fection. 

To  render  the  drawings  suitable  for  the  various  uses  of  the 
Patent  Office  they  are  required  to  attain,  in  their  execution,  to 
a  uniform  standard  of  excellence ;  and  for  this  purpose  they 
must  conform  to  certain  rules  from  time  to  time  prescribed  by 
the  department.  These  rules  relate  chiefly  to  the  size,  mate- 
rials, arrangement,  and  lettering  of  the  several  views  given  of 
the  invention,  and  may  be  found  stated  at  length  in  the  pub- 
lished regulations  of  the  Office.  These  rules  are  rigorously 
enforced,  since  unless  it  conforms  to  them  a  drawing  is  practi- 
cally worthless ;  and  until  complied  with  by  the  applicant  his 
case  will  not  receive  consideration.  The  drawing  must  be 
signed,  like  the  specification,  by  the  inventor  or  his  attorney 
in  fact,  and  attested  by  two  witnesses ;  ^  their  full  names  being 
given  and  legibly  written. 

§  545.  Model  not  Filed  until  Ordered  by  the  Patent  Office. 

A  model  is  not  required  until  an  examination  of  the  appli- 
cation in  the  Patent  Office  shows  it  to  be  necessary  to  the  full 
disclosure  of  the  essential  characteristics  of  the  invention. 
'When  thus  required,  notice  to  that  effect  is  sent  to  the  appli- 
cant and  proceedings  on  his  application  are  suspended  until  it 
is  furnished.  A  model  filed,  when  not  required,  is  returned  to 
the  inventor.  No  model  of  a  design  is  requisite  where  it  can 
be  sufficiently  represented  by  photographs  or  drawings. 

§  546.  Model:  its  General  Reqnisitea. 

A  model  must  clearly  exhibit  every  feature  of  the  invention 
which  forms  the  subject  of  a  Claim,  but  should  not  include 

Splitting   ft    Dresring    Mach.   Co.   v.  the  act  of  1886,  could  be  signed  either 

American  Tool  ft  Mach.   Co.   (1870),  by  the  inventor  or  his  authorized  agent, 

4  Fisher,  28i ;  Holmes,  608.  see  Opinion  Atty.  Gen.  (1859),  9  Op. 

§  544.  ^  That  the  drawings,  under  At  Gen.  878. 
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anv  other  matter  than  that  covered  bv  the  actual  invention, 
unless  it  be  necessary  to  the  representation  of  the  invention  in 
a  working  model.^  A  working  model  is  often  desirable  iu 
order  to  enable  the  examiner  to  understand  the  precise  opera* 
tion  of  the  new  invention.  The  model  must  be  neatly  and 
substantially  made  of  durable  material,  metal  being  preferred, 
unless  the  material  is  an  essential  feature  of  the  invention,  in 
whicli  case  the  model  must,  of  course,  conform  to  this  as  well 
as  to  the  other  characteristic  attributes  of  the  idea  of  means. 
The  size  and  finish  of  the  model,  with  various  other  minor  re- 
quisites, must  correspond  with  the  regulations  from  time  to 
time  established  by  the  Patent  Office,  by  whose  decision  the 
sufficiency  of  the  model  is  conclusively  determined.^ 

§  547.  Modal :  its  Final  DUposltion. 

When  an  application  is  rejected  in  the  Patent  Office,  and 
more  than  two  years  have  elapsed  since  such  rejection,  the 
model  will  be  returned  to  the  applicant  upon  demand,  at  his 
expense,  unless  it  is  deemed  necessary  to  preserve  it  in  the 
Office.  When  an  applicant  formally  abandons  a  pending  ap- 
plication and  fileq  a  certificate  to  that  effect,  duly  signed  by 
him,  the  model  will  be  restored.  Where  a  patent  is  granted, 
the  model  remains  permanently  in  the  Patent  Office,  and  can- 
not be  removed  therefrom  except  in  the  custody  of  some 
sworn  employee  of  the  Office,  authorized  for  that  purpose  by 
the  Commissioner. 

§  54a  Modal:  its  Relation  to  other  Parts  of  the  Application. 

The  filing  of  a  model  does  not  constitute  the  filing  of  an 
application,  nor  is  it  any  evidence  that  the  application  is  com- 
plete.^   Each  portion  of  the  application  must  be  judged  by 

§  546.  ^  That  the  model  most  cor-  seuted  is  conclusiye  except  on  proceed- 

respond    with    the    specification   and  ings  to  set  the  patent  aside,  see  Hoe  v. 

drawings   in  aU   essential  particnlars,  Oottrell  (1880),  17Blatch.  646;  180.  G. 

see  Ex  parU  Schoonmaker  (1878),  18  59  ;  1  Fed.  Rep.  597  ;  5  Bann.  &  A. 

0.  G.  595.  256. 

That  the  model  must  clearly  show         §  548.  ^  That  the  filing  of  a  model 

every  feature   claimed,  see   Ex  parte  is  not  the  filing  of  an  application,  see 

Crandall  (1886),  85  0.  G.  625.  Henry  v.  Francestown  Soapstone  Stove 

s  That  the  decision  of  the  Commis-  Co.  (1880),  17  O.  G.  569  ;  5  Bann.  &  A. 

sioner  that  the  model  was  duly  pre-  108 ;  2  Fed.  Rep.  78 ;  Draper  v,  Wat- 


CH.  I.]       OP  THE  GRANT  OP  LETTERS-PATENT.  161 

itself  80  far  as  regards  its  correspondence  with  established 
rules,  although  on  questions  of  interpretation  the  entire  appli- 
cation is  considered.  A  sufficient  model  does  not  validate  an 
imperfect  Description  nor  an  improper  Claim,  nor  supply  the 
place  of  an  accurate  drawing.  Only  when  the  complete  aj)- 
plication  is  presented  to  the  Patent  Office,  with  every  part 
perfect  in  itself,  has  the  applicant  any  standing  before  the 
department  or  any  right  to  have  his  application  duly  ex- 
amined and  adjudged. 

§  549.  Speoimens,  Instead  of  Drawings  or  Model,  Required  in 
Applications  Covering  Compositions  of  Matter. 

A  composition  of  matter  not  being  capable  of  representation 
by  drawings  or  model,  the  law  requires  the  applicant  to  for- 
ward to  the  Patent  Office,  on  the  request  of  the  Commissioner, 
such  specimens  of  the  ingredients  and  of  the  composition  as 
will  be  sufficient  for  the  purpose  of  experimentally  showing 
the  essential  features  of  the  invention.^  In  all  cases  where 
the  article  is  not  perishable,  a  specimen  of  the  composition 
claimed,  put  up  in  proper  form  to  be  preserved  by  the  Office, 
must  be  furnished. 


SECTION  vra. 

OP  THE  APPLICATION:    PILING  AND   FEES. 

§  550.    Filing  of  Application  the   Commencement  of   Proceed- 
ings to  Obtain  a  Patent. 

The  act  by  which  the  attention  of  the  Patent  Office  is  di- 
rected to  the  claims  of  the  inventor,  and  his  right  to  an 
examination  of  those  claims  is  secured,  is  the  filing  of  the 
application  with  the  Commissioner  of  Patents.    This  may  be 

ties  (1878),  16  0.  G.  629  ;  8  Bann.  &  ingredients  shall  be  filed  with  an  appli- 

A«  618.  cation  is  for  the  Pntent  Office  to  de- 

That  the  filing  of  a  model  does  not  cide,  see  Anilin  v.  Cochrane  (1879),  16 

show  that  the  application  is  complete,  Blatch.  155  ;  4  Bann.  &  A.  215  ;  Tarr 

see  Draper  v.  Wattles  (1878),  16  O.  Q.  v.  Folsom  (1874),  Holmes,  812  ;  5  0. 

629  ;  8  Bann.  ft  A.  618.  G.  92  ;  1  Bann.  ft  A.  24. 

§  549.  ^  That  whether  specimens  of 

TOL  n.  — 11 
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done  at  any  time  after  the  invention  is  completed,  provided  no 
abandonment  has  taken  place ;  ^  but  until  it  is  done  the  Office 
can  take  no  notice  of  the  invention  further  than  to  allow  the 
inventor  access  to  its  library,  records,  and  models,  and  to  sup- 
ply him  with  such  copies  of  them  as  he  may  desire. 

§  551.  Filing  of  Application:  in  Wliat  it  ConsiBts. 

An  application  is  filed  when  the  petition,  oath,  and  specifi- 
cation are  presented  in  writing  to  the  Commissioner,  accom- 
panied by  such  drawings  as  the  nature  of  the  case  admits, 
and  by  such  model  or  specimens  as  the  Commissioner  may 
himself  require.^  Neither  the  filing  of  a  model,  nor  the  writ- 
ing of  an  application,  nor  the  placing  of  the  case  in  the  hands 
of  an  attorney  with  instructions  to  apply  for  a  patent,  consti- 
tutes the  filing  of  an  application.^  Nor  is  an  application  filed 
until  all  its  parts  have  been  received.  It  is  desirable  that 
these  should  be  presented  at  the  same  time,  and  that  all  the 
papers  embraced  in  the  application  should  be  attached  to- 
gether. If  this  is  not  done,  each  part  must  be  accompanied 
by  a  letter  accurately  and  clearly  connecting  it  with  the  parts 
previously  forwarded.  An  application  not  completed  by  the 
presentation  of  all  its  parts  within  two  years  from  the  lodgment 

§  550.  1  That  the  application  may  filing   it,   see    Henry   o.  Francestown 

be  filed  at  any  time  after  the  invention  Soapetone  Stove  Co.  (1880),  5  Bann.  & 

is  completed,  unless  it  has  been  aban-  A.  108  ;  17  0.  O.  569  ;  2  Fed.  Bep.  78. 

doned,  see  Shaw  v.  Cooper  (1838),   7  That  placing  the  invention  in  the 

Peters,  292  ;  1  Robb,  648.  hands  of  solicitors  to  have  an  applica- 

See  also  §  351  and  notes,  ante,  tion  filed  is  not  filing  it,  see  Graham 

§  551.  1  That  the  application  is  filed  v.  McCormick  (1880),  10  Bissell,  39  ; 

when  presented  to  the  Commissioner,  11  Fed.  Rep.  859 ;   21  0.  6.  1583 ;  5 

see  Henry   v.    Francestown  Soapstone  Bann.  &  A.  24i. 

Stove  Co.  (1880),  5  Bann.  &  A.  108  ;  That  to  sign  a  blank  application  and 

17  O.  G.  569  ;  2  Fed.  Rep.  78  ;  Graham  forward  it  to  solicitors  to  be  filled  out 

V.   McCormick  (1880),  5  Bann  &  A.  and  filed,  and  their  filing  it  is  not  such 

244  ;  10  Bissell,  89  ;  21  0.  G.  1533  ;  11  filing  as  the  law  requires,  see  Ex  parU 

Fed.  Rep.  859.  Benton  (1882),  28  0.  G.  841. 

3  That  filing  a  model  is  not  filing  an  That  the  decision  of  the  Commissioner 

application,  see  Henry  v.  Francestown  that  the  application  is  properly  filed 

Soapstone  Stove  Co.   (1880),  5  Bann.  cannot  be  collaterally  attacked,  see  Hoe 

&  A.  108 ;  17  0.  G.  569;  2  Fed.  Rep.  v.  Cottrell   (1880),   18  O.   G.  59  ;  17 

78  ;  Draper  v.  Wattles  (1878),  16  0.  G.  Bktch.  546 ;  1  Fed.  Bep.  597  ;  5  Bann. 

G.  629  ;  8  Bann.  &  A.  618.  &  A.  256. 

That  writing  an  application  is  not  See  also  §  428  and  notes,  ante. 
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of  the  petition  in  the  Patent  Office  is  regarded  as  abandoned, 
unless  the  delay  is  shown  to  have  been  unavoidable.^ 

§  552.    Application,  onoe  FUed,  thereafter  Known  by  Date  and 
Number. 

When  all  the  required  parts  of  an  application  have  been 
thus  presented,  it  is  placed  on  file  for  examination  and  a  serial 
number  given  it,  notice  of  which  is  sent  to  the  applicant. 
Thenceforth  the  application  is  known  both  to  the  Office  and 
to  the  inventor  by  its  number,  as  well  as  by  the  title  of  the 
invention,  and  in  all  his  correspondence  with  the  Office  con- 
cerning it,  the  inventor  or  his  attorney  must  define  the  sub- 
ject-matter of  his  communication  by  stating  the  name  of  the 
applicant,  the  title  of  the  invention,  the  serial  number  of  the 
application,  and  the  date  when  it  was  filed. 

§  553.    Application,  onoe  FUed,  not  "Withdrawn :  Preserved  In 
Seoreoy. 

After  an  application  is  completed,  the  specification  cannot 
be  withdrawn  from  the  Patent  Office  for  any  purpose  what- 
ever, though  the  model  or  the  drawing  may  be  returned  to  the 
applicant  for  such  corrections  as  are  deemed  necessary.  A 
copy  of  the  specification  may,  however,  be  obtained  by  the 
inventor  or  his  attorney.  From  all  other  persons  outside  of 
the  department  every  part  of  the  application  is  preserved  in 
secrecy,^  and  no  information  is  given  concerning  it  to  any 
one  without  due  authority  from  the  inventor,  except  in  inter- 
ference cases,  or  when  the  application  has  been  rejected  or 

s  That  nnder  the  act  of  1861  (Sec         That  an  invention  ia  not  abandoned 

4894,  Key.  Stat),  providing  that  aU  ap-  whUe  the  application  lies  unfiled  in  the 

plications  mnst  be  completed  within  two  hands  of  the  attorney,  unless  the  in- 

years  unless  the  Commissioner  is  satis-  ventor  knows  of  the  neglect,  see  Bird- 

fied  that  the  delay  uinnavoidable,  if  the  sail  v.  McDonald  (1874),  1  Bann.  k  A. 

sppUcation  is  delayed  longer  than  two  165  ;  6  O.  G.  682. 
years  and  is  then  aUowed,  the  decision         §  653.  ^  That  pending  applications 

of  the  Commissioner  in  allowing  it  is  must   be   kept   secret,   see   £x  parte 

conclusive  on  the  question  of  the  reason-  Neale  (1879),  16  O.  6.  511. 
ableness  of  the  delay,  see  McMiUin  v.         That  the  rule  requiring  secrecy  is 

Barclay  (1872),  6  Fisher,  189  ;  4  Brews,  reasonable  and  should  be  enforced,  see 

(  Pa.)  275.  See  also  §  578  and  notes,  post.  Dec.  Sec.  Int.  (1888),  28  0.  6.  629. 
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abandoned,  and  in  the  judgment  of  the  Commissioner  its 
disclosure  may  be  necessary. 

§  554.    Payment  of  Fees. 

The  payment  of  the  fees  required  by  law  is  made  by  statute 
a  condition  of  the  issue  of  the  patent,  and  the  rules  of  the 
Patent  Office  prescribe  their  payment  in  advance,  though  when 
a  patent  issues  before  compliance  with  this  requisite,  it  is  not 
on  that  account  invalid.^  The  fees  may  be  paid  to  the  Com- 
missioner, or  to  the  Treasurer  or  an  Assistant  Treasurer  of 
the  United  States,  or  to  any  of  the  depositaries,  national  banks, 
or  receivers  of  public  money  designated  by  the  Secretary  of 
the  Treasury  for  that  purpose,  whose  receipt,  transmitted  to 
the  Patent  Office,  will  be  accepted  as  sufficient  evidence  of 
payment.  Payment  may  also  be  made  by  postal  order,  or  by 
money  mailed  to  the  Department.  Money  paid  by  mistake,  or 
in  excess  of  the  required  amount,  will  be  refunded. 


SECTION  IX. 

OP  THE  APPUCATION  :   PROCEDURE  IN  THE  PATENT  OFFICE  IN 

UNCONTESTED  CASES. 

§  555.   Examination  of  AppUoation :  ObJeotionB  to  Its  Form. 

All  cases  in  the  Patent  Office  are  divided  into  certain 
classes  for  the  purpose  of  examination  and  decision ;  those  in 
the  same  class  being  examined  and  disposed  of  as  far  as  prac* 
ticable  in  the  order  in  which  the  respective  applications  are 
completed,  unless  the  invention  is  deemed  of  peculiar  impor- 
tance to  some  branch  of  the  public  service,  and  the  head  of  a 
department  of  the  government  requests  immediate  attention 
to  it  upon  that  account.  On  the  receipt  of  any  application  in 
the  Office,  and  the  payment  of  the  fee,  it  is  assigned  to  its 
proper  class,  and  when  its  turn  arrives  is  first  subjected  to  an 
examination  to  determine  whether  it  is  in  all  respects  in  proper 

§  55i.  ^  That  a  patent  issaed  with-  Crompton  v.  Belknap  Mills  (1869),  8 
out  payment  of  the  fees  is  yalid,  see    Fisher,  586. 
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f orm.^  If  found  to  be  formallj  sufficient,  an  examination  into 
the  merita  of  the  application,  and  the  patentability  of  the  in- 
vention therein  claimed,  is  instituted.  But  if  decided  to  be 
insufficient  the  applicant  is  notified  of  the  defect,  and  such 
information  is  given  to  him  as  will  enable  him  to  judge  of  the 
propriety  of  the  decision,  and  if  possible  to  correct  his  error.' 
Upon  this  notice  he  may  either  supply  the  alleged  defect,  or 
he  may  insist  upon  the  sufficiency  of  the  application  and  file  a 
written  request  for  a  reconsideration,  distinctly  and  specifi- 
cally pointing  out  the  errors  in  the  finding  of  the  examiner. 
From  an  adverse  decision  of  the  examiner,  after  such  recon- 
sideration, the  applicant  may  appeal  to  the  Commissioner  in 
person.  Where  the  faults  in  the  form  of  the  application  are 
not  vital  the  examiner  may,  if  he  chooses,  withhold  the  an- 
nouncement of  his  decision  upon  those  points,  and  proceed 
to  consider  the  application  on  its  merits ; '  but  must  then,  in 

§  555.  ^  That  the  examiner  may  in-  defects  are  shown  by  "  pencil  notes  **  in 

sist  on  having  the  specification  corres-  the  specification  is  not  sufficient,   see 

pond  with  the  forms  given  in  the  rules,  Ex  parte    Wilkins   (188S),   24  0.   G. 

if  he  does  so  when  the  application  is  first  1270  ;  Ex  parte  Evarts  (1874),  5  0.  G. 

filed,  see  JEr  parU  Bate  (1879),  15  0.  G.  429. 

1013.  That  an  applicant  may  insist  on  an 

That  an  examiner  ought  not  to  aUow  examination  of  his  application  on  its 

cases  when  the  papers  are   defective,  merits,  in  spite  of  defects  in  its  form, 

whether  the  defect  is  mentioned  in  the  unless  the  examiner  gives  him  such  in- 

mlesor  not,  see  Ex  parte  Benton  (1882),  formation  as  wUl  enable  him  to  remove 

23  O.  G.  841.  the  defects,   see  Ex  parte  Templeton 

That  where  there  is  a  vital  defect  of  (1880),  17  O.  G.  910. 

form,  such  as  the  omission  of  an  ele-  *  That  the  examination  of  an  applica- 

ment,  etc,  the  application  cannot  be  tion  on  its  merits  is  not  conclusive  on 

examined  on  its  merits,   see  Ex  parte  the  Patent  Office  as  to  its  correctness  of 

Hill  (1887),  40  O.  G.  918 ;  Ex  parU  form,  see  Ex  parU  Farquharson  (1876), 

SUliman  (1886),  84  0.  G.  1889.  10  0.  G.  702. 

*  That  the  Patent  Office  must  act  as  That  where  a  design  patent  is  ap- 
the  friend,  not  the  adversary,  of  an  ap-  plied  for  when  a  mechanical  patent 
plicant,  and  its  examiners  must  aid  him  alone  is  proper,  the  examiner,  if  the 
to  secure  his  actual  invention,  see  Ex  case  is  clear,  should  hold  the  applica- 
parU  Donovan  (1888),  44  0.  G.  698.  tion  and  notify  the  applicant ;  but  if 
That  the  objections  of  examiners  the  case,  being  doubtful,  is  examined 
must  be  definitely  stated  to  the  appli-  and  rejected,  a  new  application  must  be 
cant  and  the  mode  of  avoiding  them  be  fUed  and  a  new  fee  paid,  see  Ex  parte 
pointed  out,  see  Ex  parU  WUkins  Bailey  (1886),  87  0.  G.  781. 
(18S3),  24  O.  G.  1270.  That  an  application  for  a  design  pat- 
That  for  an-examiner  to  say  that  the  ent  should  be  r^ected  if  the  examiner 
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his  first  letter  to  the  applicant,  state  all  his  formal  objections 
with  their  reasons,  and  until  these  are  disposed  of  no  judg- 
ment can  be  passed  upon  the  merits,  without  an  order  of  the 
Commissioner.^ 

§  556.   ObjectioDB  on  the  Ground  of   Misjoinder :   DiviBion   of 
the  Application. 

When  a  single  application  embraces  several  independent 
inventions  in  violation  of  the  rules  regarding  the  joinder  of 
inventions,  the  applicant  will  be  required  to  limit  his  present 
application  to  some  one  of  them,  and  may  then  file  separate 
applications  for  the  others.^  If  the  independence  of  the  in- 
ventions is  clear  on  the  face  of  the  application,  this  division 
must  be  ordered  before  any  examination  on  the  merits ;  if  not 
clear,  the  division  may  be  required  at  any  time  when  its  neces- 
sity becomes  evident  before  final  action.^  Whether  a  division 
shall  be  made  restB  entirely  within  the  judgment  of  the  Patent 
Office,'  but  none  should  be  ordered  unless  each  of  the  alleged 

considers  that  the  subject-matter  is  not  JEx  parte  Siemens  (1877),  11  0.   O. 

a  design,  and  from  snch  rejection  an  ap-  969. 

peal  lies  to  the  Board  of  Examiners,  see  See  also  §§  46S-479  and  notes,  ante. 

Ex  parte  Harris  (1886),  88  O.  G.  104.  That  if  a  combination  does  not  co- 

*  That  the  first  letter  of  the  exam-  operate  a  division  between  the  elements 

iner  mast  advise  the  applicant  of  aU  is  necessary,  see  Ex  parte  Herr  (1887), 

formal  requirements,  cite  all  references,  41  0.  G.  468. 

and  instruct  him  that  actipn  on  the  That  a  division   must   be  ordered 

merits  is  postponed  until  the  objections  when  two  independent  inventions  are 

are  removed,  see  Ex  parte  Mill  (1887),  covered,  whether  the  divided  inventions 

40  0.  G.  918 ;  Ex  parte  SiUiman  (1886),  would  come  under  any  Office  class  or 

84  0.  G.  1889.  not,   see  Ex  parte  Martin  (1883),  25 

That  all  formal  matters  must  be  0.  G.  502. 
settled  before  any  Claim  is  rejected  on  '  That  if  an  application  is  to  be  di- 
the  merits,  and  no  rejection  on  the  vided,  it  should  be  done  before  an  ex- 
merits  should  be  made  in  terms  until  all  amination  on  the  merits,  see  Ex  parte 
formal  questions  are  determined,  see  Ex  SiUiman  (1886),  84  0.  G.  1889  ;  Ex 
parte  Mill  (1887),  40  0.  G.  918  ;  Ex  parte  Young  (1885),  83  O.  G.  1890  ; 
parU  SiUiman  (1886),  34  O.  G.  1389.  ExparU  Rice  (1874),  5  O.  G.  522. 

§  556.  ^  That   where   separate   and  That  division  should  not  be  ordered 

independent  inventions  are  embraced  in  without  sufficient  examination  to  show 

one  application,  it  must  be  divided,  see  its   necessity,    see   Ex  parte   Sanders 

Ex  parU  Mill  (1887),   40  0.  G.  918  ;  (1878),  13  0.  G.  818. 

Ex  parte  Young  (1885),  83  0.  G.  1390  ;  *  That  whether  a  division  is  neces- 

Ex  parte  Martin  (1883),  25  0.  G.  502  ;  sary  is  a  question  for  the  Patent  Office 

JBr  parte  Preston  (1880),  17  0.  G.  853;  alone,  see  Ex  parte  Herr  (1887),   41 
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independent  inventions  would  be  a  proper  subject-matter  for  a 
separate  patent;^  and  the  examiner,  in  comn^unicating  the 
order  to  the  applicant,  must  clearly  point  out  to  him  the  na- 
ture and  extent  of  the  required  division,  to  enable  him  to 
file  such  separate  applications  if  he  so  desires.^  The  division 
is  effected  by  an  amendment  of  the  original  application,  con- 
fining its  Claims,  and  so  far  as  practicable  its  Description,  to 
a  single  invention,  and  the  filing  of  such  additional  applica- 
tions for  the  other  inventions  as  may  be  deemed  advisable.^ 
These  additional  applications  are  so  far  independent  of  the 
original  that  each  must  be  attested  by  a  new  oath,  and  possess 
all  the  other  prerequisites  of  a  complete  application;*^  but 

O.  G.   463  ;  McEaj  v.  Dibert  (1881),  original  after  filing,  see  £x  parU  Baell 

6    Fed.   Rep.  687  ;    19  0.   G.  1S51  ;  (1884),  26  0.  G.  487. 

Ex  parte  Mnrray  (1873),  8  0.  G.  659.  ^  That  in  notifying  the  applicant  to 

See  also  §  469  and  note  2,  awU.  divide   Mb   application,   the  examiner 

That  the   Patent  Office  requires  a  must  (loint  out  clearly  the  nature  and 

diviuon  not  merely  for  its  own  sake  extent  of  such  division,  see  Ex  parte 

bat  in  order  that  the  patent  may  be  Knott  (1875),  8  O.  G.  288. 
Talid,    see    Ex    parte    Van    Matteson         That  in  ordering  a  division  between 

(1883),  24  O.  G.  389.  a  process  and  a  product  on  the  ground 

*  That  no  division  can  be  required  un-  that  the  product  can  be  produced  by 

leas  each  invention  would  be  separately  other  processes,   such  other   processes 

patentable,  see  Ex  parte  Pintsch  (1877),  must  be  pointed  out  by  the  examiner, 

11  O.  G.  597.  see  Ex  parte  Pastor  (1887),  42  0.  G. 

That  in  dividing  applications   the  95. 
distinction  between  separable  inventions         *  That  where  a  division  is  ordered 

must  be  regarded,  not  the  mere  distine*  and   matter   is   eliminated   from    the 

lions  between  words,  see  Ex  parte  Holt  specification  it  must  be  removed  from 

(1884),  29  O.  G.  171.  the  drawings  also  unless  necessary  to 

That  where  the  Claims  of  two  di-  the  comprehension  of   what   remains, 

visions  must  overlap  each  other   the  see  Ex  parte  Simonds  (1888),  44  0.  G. 

division  is  improper,  see  Ex  parte  Holt  449. 
(1884),  29  O.  G.  171.  That  where  a  division  is  required  an 

That   no   division    can  be  ordered  amendment  which  simply  reduces  the 

where  the  process  and  product  are  in-  number  of  the  inventions,  without  re- 

separable,  see  Ex  parte  Holt  (1884),  29  moving  the  objections  raised,  should  not 

O.  G.  171.    See  also  §  478  and  note  3,  be  received,  and  if  admitted  only  limits 

ante.  the  right  of  the  applicant  to  elect  what 

That  divisions  between  parts  of  the  inventions  shall  be  covered  by  the  ap- 

same  machine  must  not  cover  the  same  plication,  see  Ex  parte  Maxim  (1888), 

ground,  see  Ex  parte  Holt  (1884),  29  48  O.  G.  506. 
O.  G.  171.  ^  That  each  additional  application 

That  a  divisional  application  cannot  for  the  divided  inventions  must  be  sup- 
be  based  on  new  matter  added  to  the  ported  by  a  new  oath  and  possess  the 
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when  the  patents  are  allowed,  the  date  of  the  original  applica- 
tion  is  regarded  as  the  date  of  all  the  others,  in  reference  to 
the  questions  of  priority  and  public  use,  in  order  that  the 
rights  of  the  inventor  to  his  entire  invention,  as  first  applied 
for,  may  be  fully  preserved.®  Where  all  the  inventions  so  di- 
vided relate  to  the  same  general  subject-matter,  and  each  of  the 
applications  thus  describes  the  whole  though  claiming  but  a  sin* 
gle  part,  each  should  disclaim  all  other  portions,  with  proper 
references  to  the  applications  in  which  they  are  claimed.^ 

§  557.  Model  and  Specimens  Ordered  when  Found  Necesaaxy. 

No  preliminary  examination  of  the  application  is  made  in 
the  Patent  Office  to  ascertain  whether  or  not  a  model  will  be 
necessary.  The  application,  if  complete  in  other  respects, 
is  subjected  to  an  examination  on  its  merits,  and  if  in  the 
course  of  this  examination  it  appears  to  the  examiner  that  a 
model  will  be  useful,  an  order  to  furnish  one  is  sent  to  the 
applicant,  and  proceedings  are  suspended  until  the  order  is 
obeyed.  The  same  rule  applies  to  specimens  of  a  composition 
and  of  its  ingredients. 

other  requisites  of  an  independent  ap-  must  disclaim  what  they  do  not  c1airo» 

plication,  see  Ex  parte  Tieman  (1877),  see  Ex  parte  Clarke  (1884),  26  O.  G. 

11  O.  G.   1  ;   JSr  parte  Heginbotham  824. 
(1875),  8  O.  G.  237.  That  the  rules  requiring  crofls-dla- 

That  where  an  application  is  filed  claimers  in  two  pending  applications 

as  a  division  of  a  former  application,  for   the   same  general   invention     re' 

the  first  duty  of  the  examiner  is  to  see  strictly   enforced,   see    Drawbaugh   «. 

whether  it  is  a  legal  continuation  of  the  Blake  (1888),  28  0.  G.  1221. 
other,  see  Ex  parte  BueU  (1884),  26         That  the  rules  requiring  disclaimers 

O.  G.  487.  in  pending  applications  are   directoiy 

*  That  where  seyeral  divisions  repre-  only,  and  the  issue  of  one  patent  is  no 

sent  different  parts  of  the  same  whole,  bar  to  a  second  unless  the  matter  is 

to  which  all  the  parts  are  necessary,  aU  inseparable,  see  Ex  parte  Boberts  (1887)» 

the  divisions  should  be  pending  at  one  40  O.  G.  578. 

and  the  same  time,  see  Ex  parte  Holt         That  where  an  application  is  onoe 

(1884),  29  0.  G.  171.  divided,  the  separated  matter  can  never 

That  all  the    divided   applications  be  re-instated,   see  Ex  parte  Preston 

bear  the  date  of  the  original,  see  Graham  (1880),  17  O.  G.  858. 
r.   Geneva    Lake   Ci-awford   Mfg.    Co.         That  no  election   binding   on   the 

(1880),  11  Fed.   Rep.  138  ;  21   O.  G.  applicant  is  made  untU  he  has  complied 

1586  ;  Graham  v.  McCormick   (1880),  with  the  order  for  a  division  and  his 

11  Fed.  Rep.  859  ;  10  Bissell,  89  ;  21  action  has  been  accepted  by  the  Office, 

O.  G.  1533  ;  5  Bann.  &  A.  244.  see  Ex  parU  Maxim  (1888),  48  O.  6. 

^  That    all    divisional  applications  506. 
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§  558.  Bzamlnatioii   of  Applioation   on  its  Ifferite:  Two  Que*- 
tions  InTolved:  their  Deoision. 

When  an  application  is  complete  in  form  it  is  entitled  to  an 
examination  on  its  merits.  This  examination  consists  in  an 
inquiry  into  the  legal  right  of  the  applicant  to  a  patent  for  the 
invention  described  and  claimed  in  the  application.  It  in- 
Tolves  two  questions :  (1)  Whether  the  subject-matter  of  the 
application  is,  in  itself,  a  patentable  invention ;  (2)  Whether 
the  applicant  or  his  decedent  was  its  true  and  first  inventor.  In 
uncontested  cases  the  latter  question  is  answered  affirmatively 
by  the  oath  of  the  applicant,  and  requires  no  further  investi- 
gation unless  the  examiner  has  some  knowledge  to  the  con- 
trary.^ The  former  question  is  divisible  into  five  subordinate 
ones:  (1)  Whether  the  subject-matter  of  the  application  is 
the  result  of  a  true  and  complete  inventive  act ;  (2)  Whether 
it  is  embraced  in  either  one  of  the  six  classes  of  inventions 
which  are  made  patentable  by  the  act  of  Congress;  (3) 
Whether  it  is  new,  or,  on  the  contrary,  has  been  known 
or  used  in  this  country,  or  patented  or  published  at  home 
or  abroad,  before  the  date  of  the  present  application;  (4) 
Whether  it  is  useful ;  (5)  Whether  it  has  been  abandoned  to 
the  public.  In  making  this  investigation  the  examiner  is  not 
compelled  to  observe  the  strict  rules  of  evidence,  but  must  as- 
certain, as  best  he  can,  from  the  publications,  patents,  and 
general  knowledge  at  his  command,  whether  the  application 
should  be  rejected  or  allowed.^  He  is  not  bound  by  any  con- 
clusions of  his  predecessors,  though  he  must  follow  the  deci- 

S  558.  ^  That  the  application-oath  ia  experts   in   the  OflSce,   Bee   Ihs  parte 

prima  facie  proof   of  the  applicant's  Gerard  (1888),  48  0.  G.  1235. 
priority,  see  Ex  parte  HiU  (1879),  16         That  matters  of  pnhlic  notoriety,  af- 

O.  G.  765.  fecting  the  right  of  the  applicant  to  a 

See  also  §  457  and  notes,  ante,  patent  will  he  taken  notice  of,  see  Anson 

s  That  the  mles  of  evidence  do  not  v.  Woodhary  (1877),  12  O.  G.  1. 
apply  to  uncontested  cases,  see  Hedges         That  if  the  examiner  sees  that  the 

«•  Daniels  (1880),  17  0.  G.  894.  invention  is  impracticable  he  should  re* 

That  the  examiner  must  ascertain,  ject  the  application  for  want  of  utility, 

as  best  he  can,  whether  the  invention  see  Ex  parte  De  Bansset  (1888),  48  0. 

is  patentable,  see   Hedges  v,  Daniels  G.  1583. 
<1880),  17  0.  G.  894.  That  a  patent  should  not  be  allowed 

That  the  identity   of  two  designs  merely  because  it  can  do  no  harm,  see 

nmat  be  decided  liom  inspection  by  the  Ex  parte  Mixer  (1872),  1  0.  G.  48. 
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sioas  of  the  Commissioner  both  on  matters  of  law  and  fact, 
whatever  may  be  his  own  judgment  concerning  their  propri- 
ety.^ He  is  also  required  to  conform  to  the  rules  laid  down 
by  the  courts  for  determining  the  patentability  of  inventions. 
If  it  appears  to  him,  as  the  result  of  his  investigation,  that  the 
subject-matter  of  the  application  is  patentable  and  that  the 
applicant  or  his  decedent  .was  its  true  and  first  inventor,  it 
is  his  duty  to  allow  the  application ;  if  the  contrary  appears, 
it  is  his  duty  to  reject  it.*  Where  the  investigation  leaves 
him  in  doubt,  it  is  still  incumbent  on  him  to  decide  either 
for  or  against  the  applicant,  in  order  that  the  patent  may  be 
granted,  or  else  an  opportunity  be  given  for  further  inquiry 
on  a  reconsideration  or  an  appeal. 

§  559.  Rejection  of  Application :  Notice  and  Referenoea. 

When  an  application,  or  one  of  the  Claims  in  an  applica- 
tion, is  rejected  upon  any  ground  whatever  the  examiner  is 
required  to  notify  the  applicant  of  such  rejection,  stating  all 
his  reasons  therefor  fully  and  precisely,  and  giving  him  such 
information  and  references  as  may  assist  him  in  judging  of 
the  advisability  of  prosecuting  his  application  or  of  altering 
his  specification.^  •  If  the  ground  of  the  rejection  be  that  the 
applicant  is  not  the  true  and  first  inventor  of  the  art  or  in- 
strument described,  the  examiner  must  cite  references  estab- 
lishing his  assertion,  or  himself  make  oath  to  it,  to  overcome 
the  presumption  arising  from  the  oath  of  the  alleged  inventor.' 

*  That  the  conclusions  of  an  exam-  jecting  an  application,  should  cite  refer- 

iner  do  not  bind  his  successor,  unless  ences,  not  give  his  own  didum,  see  Ex 

embodied  in  a  formal  judgment,  see  Ex  parte  Fairbanks  (1878),  8  0.  G.  US, 
parU  Buell  (1884),  26  0.  G.  487  ;  Ez         That  all  the  examiner's  reasons  for 

parte  Starr  (1879),  15  O.  G.  1053.  rejecting  the  application  must  be  given 

That  the  former  erroneous  decision  at  once,  see  Ex  parte  Proudfit  (1876), 

of  an  examiner  is  to  be  departed  from,  10  0.  G.  585. 

see  Ex  parte  Traitel  (1888),  25  O.  G.         That  all  references  and  objections  are 

788.  to  be  cited  and  uiged  by  the  examiner 

^  That  the  primary  examiner  when  on  or  before  final  rejection,  though  if  he 

considering  the  merits  of  the  applica-  overlooks  a  reference  he  may  urge  it  as 

tion  must  look  to  the  language  of  the  soon  after  final  rejection  as  he  discovers 

application  alone,  see  Faure  v*  Bradley  it,  aa  e,  g,  in  his  appeal -statement,  see 

(1888),  44  O.  G.  945.  Ex  parU  Parker  (1886),  36  O.  G.  119. 

§  559.  ^  That  an  examiner,  in  re-         *  That  if  the  examiner  denies  the 
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If  the  ground  of  the  rejection  be  the  absence  of  novelty  in  the 
subject-matter  of  the  application,  the  examiner  must  disclose 
to  the  applicant  all  his  own  information  on  the  subject,  citing 
the  best  references  at  his  command.  When  these  references 
arc  prior  patents,  each  must  be  designated  by  its  date  and 
number,  and  by  the  naAie  of  the  patentee  and  the  class  of  the 
invention.  When  the  reference  is  a  prior  publication,  its  title, 
date,  page  or  plate,  and  place  of  publication  or  place  where  a 
copy  may  be  procured,  must  be  given.  When  the  reference  is 
a  fact  within  the  knowledge  of  the  examiner  or  the  Patent 
Office,  the  data  mentioned  must  be  as  precise  as  the  nature  of 
the  case  admits,  and  the  reference  must  be  supported  by  the 
affidavit  of  the  person  to  whom  the  fact  is  known.  The  perti- 
nence of  the  reference  cited,  if  not  obvious  on  inspection, 
must  be  clearly  explained  and  the  anticipated  Claim  particu- 
larly specified ;  and  where  a  reference  shows  or  describes  in- 
Tentions  other  than  that  claimed  by  the  applicant,  the  part 
relied  on  to  defeat  his  Claim  must  be  as  accurately  designated 
as  possible.  Devices  cited  as  references  need  not  have  com- 
mercial value,  nor  be  identical  in  form,  material,  or  mode  of 
use  with  that  described  in  the  application ;  substantial  corres- 
pondence constituting  them  the  same  invention.^  An  aban- 
doned or  rejected  application  is  not  a  public  document,  and 
cannot  be  referred  to  as  disclosing  prior  knowledge  of  the  in- 
vention.^   In  all  cases,  pertinent  references  only  should  be 

priority  of  the  applicant  and  cannot  cite  cannot  be  cited  as  a  reference,  see  "Web- 

a  reference,  he  must  support  his  denial  ster  v,  Sanford  (1888),  44  0.  G.  567  ; 

by  an  affidavit,  see  ExparU  Hill  (1879),  ExparU  Borden  (1884),  26  0.  G.  439  ; 

16  O.  Q.  765.  Com  Planter  Patent  (1874),  23  Wall. 

*  That  devices,  cited  as  references,  181  ;  6  0.  G.  892. 

need  not  have  commercial  value,   see  That  a  rejected  application  cannot  be 

Saigent  v,  Buiige  (1877),  11  0.  G.  1056.  cited  as  a  reference,  see  Webster  v.  San- 

That  the  device,  cited  as  a  reference,  ford  (1888),  44  0.  G.  567  ;  Blades  v, 

need   not    be   identical  with  the  one  Rand,  McNally,  &  Ca  (1886),  27  Fed. 

claimed  in  the  application,   either  in  Rep.  98  ;  87  0.  G.  99  ;  Northwestern 

mateiia],  shape,  or  mode  of  use,  see  Ea&  Fire  Extinguisher  Co.  v.  Philadelphia 

parU  ChatiUon  (1872),  2  0.  G.  115.  Fire  Extinguisher  Co.  (1874),   6  0.  G. 

That   a   drawing  without  printing  84. 

may  be  cited  as  a  reference,  see  ExparU  That  an  abandoned  or  rejected  appli- 

Borden  (1884),  26  0.  G.  489.  cation  can  be  cited  as  a  reference,  see 

*  That   an    abandoned   application  ^parte  Gordon  (1874),  6  0.  G.  548. 
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mentioned,  and  the  best  references  should  be  cited  first^  The 
examiner  is  under  no  obligation  to  embody  in  his  notice  any 
suggestions  as  to  the  proper  Claims  to  be  inserted  in  the 
application,  —  this  being  a  matter  for  the  applicant  upon  the 
information  afforded  to  him  by  the  Patent  Office.^ 

§  560.    Action   of .  Applicant   after   Rejeotion :    Ziudstenoe   and 
Second  Rejeotion. 

On  the  receipt  of  this  notice  of  rejection,  the  applicant  may 
either  insist  on  the  allowance  of  his  application  as  it  stands, 
or  he  may  amend  it,  or  he  may  withdraw  it  altogether.  If  he 
insists,  he  may  controvert  by  argument  the  position  taken  by 
the  examiner  upon  matters  of  law  or  upon  the  identity  of  hia 
invention  with  the  references  cited,  or  he  may  deny  the  exist- 
ence of  the  facts  contained  in  the  reference  itself.  To  facts 
stated  and  sworn  to  by  the  examiner  as  within  his  personal 
knowledge,  he  may  oppose  his  own  affidavit  or  those  of  other 
persons,  and  these  may  be  met  by  counter-proofs  on  the  part  of 
the  examiner.  If  the  reference  is  a  domestic  patent,  or  if  it  is 
a  foreign  patent  or  a  publication,  the  applicant  may  avoid  the 
reference  by  an  affidavit  showing  his  completion  of  the  inven- 
tion before  the  filing  of  the  application  for  the  domestic  patent, 
or  before  the  date  of  the  foreign  patent  or  the  publication, 
and  averring  that  he  does  not  know  or  believe  that  the  inven- 
tion has  been  in  public  use  or  on  sale  in  this  country  for  more 
than  two  years  prior  to  his  application,  and  that  he  has  never 
abandoned  the  invention.^    A  rejection  upon  such  references 

'  Tlmt   pertinent    references     only  20  0.  G.  892  ;  Ex  parte  Gaaser  (1880), 

should  be  cited,  see  Ex  parte  Brownlie  17  O.  6.507. 
(1873),  8  0.  G.  212.  That  in  order  to  overcome  a  prior 

That  the   best  references  must  be  patent  or  publication  the  applicant  mast 

cited  first,  see  Ex  parte  Sanders  (1878),  show  by  competent  legal  proof  that  he 

13  0.  G.  818.  had  disclosed  the  invention  to  others,  as 

<  That  the  examiner  need  not  suggest  fully  as  the  patent  or  publication  does, 

proper  Claims,  this  being  the  duty  of  the  before  the  patent  was  granted  or  the 

applicant,  see  Ex  parte  Eyarts  (1874),  publication  made,  see  Ex  parte  HsixaideTS 

5  0.  G.  429.  (1883),  23  O.  G.  1224. 

§  560.  1  That  the  applicant  need  That  an  affidavit,  under  the  rule  re- 
show  only  such  facts  as  will  carry  the  quiring  an  affidavit  of  prior  invention 
date  of  his  invention  back  of  the  refer-  after  rejection  on  a  patent  or  publica- 
ences  cited,  see  j&^  parte  Lanfrey(  1881),  tion,  must  set  out  the  facts  on  which. 
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to  domestic  patents  showing  but  not  claiming  the  invention, 
or  to  foreign  patents,  or  to  publications,  or  on  the  ground  of 
public  use  or  sale,  or  that  the  device  referred  to  is  capable  of 
performing  the  same  operation  in  the  same  manner,  or  that 
the  invention  is  inoperative  or  frivolous  or  injurious  to  public 
health  or  morals,  opens  the  whole  question  of  fact  to  investi- 
gation upon  affidavits  or  depositions,  denying  or  supporting 
these  objections.^  Upon  the  statement  of  the  applicant  that 
he  insists  on  the  allowance  of  his  application  in  its  original 

the  applicant  baaes  his  claim  and  if  he         '  That  the  Patent  Office  may  receive 

asserts  that  he  had  made  drawings  or  the  affidavits  of  third  persons  in  nncon- 

models,  sach  drawings  and  models,  or  tested  cases,  hut  care  most  he  taken  to 

copies  of  them,  most  be  produced,  see  Ex  goard  against  fraud,  and  the  applicant 

parte  Saunders  (1888),  28  0.  G.  1224.  must  have  an  opportunity  to  examine 

That  the  applicant,   in   his  proof,  them  and  offer  counter-proof,  see  Hedges 

must  set  forth  the  facts  which  show  v.  Daniels  (1880),  17  0.  G.  894. 
that  his  inventive  act  preceded  the  filing         That  the  Commissioner  may  act  on 

of  the  application  named  in  the  refer-  his  personal  knowledge  of  public  use, 

ence,  though  they  need  not  be  partica-  see  Alteneck's  Appeal  (1882),  28  0.  G. 

larly  stated  nor  need  he  allege  that  he  269. 

made  the  invention  before  the  inventor        That  the  inquiry  of  the  Commissioner 

whose  patent  has  been  cited  against  him,  into  the  knowledge  of   others   as   to 

«ee£];jmffeGasser(1880),  17  O.G.  507.  an   alleged   public   use   is   a  judicial 

That  the  applicant's  proof  must  show  inquiry,  and  there  must  be  due  notice 

a  reduction  to  practice  or  reasonable  and   legal  evidence,  see  Ex  parte  Bar^ 

diligence  in  reducing,  before  the  filing  ricklo  (1886),  88  0.  G.  417  ;  Alteneck's 

of  the  application  for  the  patent  cited  Appeal  (1882),  23  0.  G.  269. 
against  him,  see  £b  parte  Gasser  (1880),         That  the  right  and  opportunity  to 

17  O.  G.  507.  offer  rebutting  evidence  on  the  question 

That  foreign  inventors  may  show  of  public  use  is  no  substitute  for  cross- 
that  their  inventions  were  known  in  examination  of  adverse  witnesses,  see 
this  country  before  the  dates  of  their  ap-  Alteneck's  Appeal  (1882),  23  0.  G.  269. 
plications,  but  cannot  show  use  abroad  That  a  rejection  on  the  ground  of 
prior  to  the  dates  of  their  patents,  see  public  use  or  sale  on  mere  ex  parte  affi- 
£lx  parte  Lanfrey  (1881 ),  20  0.  G.  892.  davits,  without  notice  or  examination,  is 

That    affidavits    claiming    priority  improper,  see  Oporto  Barricklo  (1886), 

against  an  existing  patent  are  secret,  see  88  O.  G.  417;  Alteneck's  Appeal  (1882), 

JBb  parU  Gasser  (1880),  17  O.  G.  507.  28  O.  G.  269. 

In  cases  where  the  patent  cHed  as  a  That  affidavits,  averring  that  the  in* 
reference  claims  the  invention  covered  vention  was  in  public  use  two  years  be- 
by  the  rejected  application,  and  is  an  fore  the  application  was  filed,  authorize 
unexpired  domestic  patent,  an  interfer-  the  Commissioner  to  call  on  the  appli- 
ance arises  upon  the  filing  of  the  affidavit  cant  to  show  cause  why  he  should  not 
described  in  the  text,  and  the  proceed-  prove  the  contrary,  see  Ex  parte  Bar- 
ings thenceforth  follow  the  rules  die-  ricklo  (1886),  87  0.  G.  672 ;  88  O.  G. 
enssed  in  {§  586-616,  post.  417. 
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form,  and  the  completion  of  the  proofs  and  counter-proofs 
upon  the  disputed  questions  of  fact,  when  such  exist,  the 
examiner  is  required  to  re-examine  the  case  and  communicate 
the  result  of  this  examination  to  the  applicant.  If  he  again 
rejects  the  application,  his  notice  of  such  second  rejection 
must,  like  that  of  the  first,  specifically  and  exhaustively  allege 
the  grounds  of  his  adverse  decision. 

§  561.  Amendment  of  Application. 

Amendments  to  the  application  may  be  offered  at  any  time 
after  it  is  taken  up  for  examination  and  before  final  disposi- 
tion of  it  has  been  made.^  Amendments  in  form  are  optional 
with  the  applicant  to  any  extent,  and  may  be  required  by  the 
Patent  Office  when  necessary  to  correct  inaccuracies  of  state- 
ment or  undue  prolixity,  or  to  secure  correspondence  between 
the  Claim  and  the  Description.  Amendments  in  substance 
can  be  made  only  within  certain  limits,  and  under  certain 
prescribed  conditions.^  No  new  matter  can  under  any  circum- 
stances be  introduced  by  amendment.^  New  matter  is  that 
which  is  not  found  in  the  specification,  drawings,  or  model,  as 
first  filed,  and  which  involves  a  departure  from  the  original 
invention.^    Such  matter  must  necessarily  be  a  distinct  art  or 

§  561.  1  That  an  inventor  may  amend  parte  Lamb  (1879),  16  0.  G.  406  ;  Bx 

or  enlarge  his  Claims  at  any  time  pend-  parte  Temple  (1877),  12  O.  G.  795. 

ing  his  application,  in  order  to  embrace  That  the  phrase  "new  matter  "  ap- 

everything  which  was  specified  at  the  plies  to  re-issues  rather  than  amend- 

outset,  see  Railway  Register  Mfg.  Co.  ments,   see  JBx  parte  Holt  (1884),  29 

V,  North  Hudson  Co.  R.  Co.  (1885),  24  0.  G.  171. 

Fed.  Rep.  798  ;  38  0.  G.  855.  *  That  any  amendment  containing 

That  an  amendment  may  be  made  at  features  not  found  in  either  the  speci- 

any  time  within  two  years  from  the  fication,   the  drawings,  or  the  model, 

date  of  the  *'  last  action,"  see  Ex  parte  when  the  invention  is  capable  of  illus- 

Reynolds  (1883),  24  O.  G.  998.  tration  by  model  or  drawings,  intro- 

^  That   an  amendment  cannot  be  duces  new  matter  and  must  be  made 

made  unless  a  good  reason  for  allowing  as  a  separate  application,  see  Ex  parte 

it  appears,  see  Ex  parte  Winchester  Crandall  (1886),  85  0.  G.  625  ;   Ex 

(1880),  17  0.  G.  458.  parU  Temple  (1877),  12  O.  G. 

'  That  new  matter,  changing  the  char-  That  no  material  amendment  can  be 

acter  of  the  invention,  cannot  be  Intro-  allowed,  see  Chicago  &  Northwestern 

duced  by  amendment,    see  Ex  parte  R.  R.  Co.  v.  Sayles  (1878),  97  U.  S. 

Wharton   (1887),  40  0.  G.  917;  ^  554;  15  0.  G.  248. 

parte  Dunn  (1879),  16  0.  G.  1004  ;  Ex  That  amendments  enlarging  the  in- 
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inBtmment,  or  a  new  and  separately  patentable  improvement 
on  the  old,  and  can  be  now  presented  only  in  a  separate  appli- 
cation.^ Amendments  changing  the  construction  or  mode  of 
operation  of  the  invention,  or  describing  a  di£ferent  embodi- 
ment of  the  idea,  or  re-instating  Claims  which  have  been  elim- 
inated to  avoid  certain  references  cited  or  to  comply  with  an 
order  for  a  division  of  the  application,  are  all  open  to  this  ob- 
jection and  cannot  be  permitted.^    Amendments  not  intro- 

Tention  are  sQspiciouSi  see  Chicago  &  That  Claims  strack  out  because  in- 
Northwestern  R.  R.  Co.  V.  Sayles  consistent  with  other  Claims  cannot  be 
(1878),  97  IT.  S.  554  ;  15  0.  O.  243.  re-inserted  by  amendment,  after  such 

That  an  amendment  cannot  insert  other  Claims  have  been  defeated  in  an 

into  the  application  matter  which  has  interference,  see  Ex  parte  Cobb  (1879), 

beeoQ  in  public  use  more  than  two  years,  16  0.  6.  175.               \ 

see  Kittle  o.  Hall  (1887),  89  0.  G.  707  ;  *  That  a  Claim  once  voluntarily  erased 

29  Fed.  Bep.  508  ;  24  Blatch.  184.  ■  cannot  be  restored,  but  may  be  made 

That  amendments  enlarging  the  scope  the  subject  of  a  new  application,  see 

of  the  application  are  not  allowable,  see  Ex  parte  Johnston  (1887),  40  0.   G. 

Eagleton  Mfg.  Co.  v.  West,  Bradley,  k  574. 

Gary  Mfg.  Co.  (1880),  18  Blatch.  218  ;  That  matter  eliminated   by   a  di- 

17  O.  G.  1504  ;  2  Fed.  Rep.  774.  vision  of  the   application    cannot   be 

That  an  amendment  cannot  intro-  re-instated  by  amendment,  see  Ex  parte 

dnce  a  different  invention  but  only  set  Preston  (1880),  17  O.  G.  853. 

forth  more  fully  the  one  already  applied  That  an  applicant  having  elected  to 

for,  see  Ex  parte  Snyder  (1882),  22  0.  claim  one  species  cannot  change  though 

G*  1975.  he  finds  it  unpatentable,  see  Ex  parte 

That  amendments  may  illustrate  but  Wharton  (1887),  40  O.  G.  917. 

cannot  alter  the  invention  applied  for,  see  That  when  an  application  contains  a 

£viNir<e  Howe,  (1883),  25  0.  G.  1189.  generic    Claim    and    several    specific 

That  an  applicant  cannot  change  his  Claims,  of  which  one  is  imperfect,  the 

ground  and  secure  successive  examina-  applicant   may    amend    his    imperfect 

tions  for  a  single  fee,  see  Ex  parte  Holt  Claim  and  then  elect   which  specific 

(1884),  29  0.  G.  171.  Claim   he   will   retain,   see  Ex  parte 

*  That  where  an  amendment  is  not  Johnston  (1887),  40  0.  G.  574. 
permitted  a  new  application  may   be  That  when  an  examiner  is  in  doubt 
filed,  see  Ex  parte  Thurmond  (1886),  as  to  want  of  identity  in  the  amended 
37  O.  G.  217.  application  he  should  examine  it  on  the 

*  That  the  essential  character  of  the  merits,  and  if  he  rejects  it  cite  his 
invention,  as  originally  set  forth,  cannot  references,  see  Ex  parte  Bennett  (1886), 
be  changed  by  amendment,  see  Ex  parte  85  O.  G.  1003. 

Dodge  (1872),  8  0.  G.  179.  That  where  an  amended  application 

That  Claims  rejected  to  meet  objec-  shows  want  of  identity,  it  should  be 

tions  of  the  examiner  cannot  be  re-in-  rejected  by  the  examiner  and  an  appeal 

serted  by  amendment,  either  in  the  same  taken  if  desired,  see  Ex  parte  Bennett 

or  a  different  mode  of  statement,  see  Ex  (1886),  85  0.  G.  1003. 
parU  Andrews  (1879),  16  O.  G.  1056. 
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ducing  new  matter  may  be  made  without  a  new  oath  when 
the  features  of  the  invention  therein  described  or  claimed  are 
already  apparent  in  the  application  as  originally  filed,  and  the 
ejffect  of  the  amendment  is  merely  to  supply  suitable  connec- 
tions, add  subordinate  devices,  remedy  manifest  defects,  cor- 
rect clerical  errors,  or  declare  further  uses  for  which  the  art 
or  instrument  may  be  employed.^  Where  drawings  and  a 
model  accompanied  the  original  specification,  such  amend- 
ments must  conform  to  at  least  one  of  them  as  they  were  first 
filed ;  but  if  the  invention  does  not  admit  of  model  or  drawing 
the  specification  may  be  amended  on  proof  satisfactory  to  the 
Commissioner  that  the  proposed  matter  was  part  of  the  origi- 

7  In  Ex  parte  Snyder  (1882),  22  0.  or  replace  a  well-described  bnt  inferior 

G.  1975,  Marble,  Com.:  (1975)    "The  arrangement  by  a  preferable  form  of 

appUcant     wiU     not     be     permitted,  his  inveAtion*" 

under   the   guise   of  an   amendment.  That  any  amendment,  within  the  orig« 

to     introduce    into    his     appUcation  inal  sworn  statement,  may  be  made  with- 

a  whoUy  different  inyention,   nor   to  ontanewoath,  etc.,  see  Railway  Register 

change  the  construction  and  operation  iiig,  Co.  v.  North  Hudson  Co.  R.  Co. 

of  an  invention  which  has  been  fuUy  (1885),  24  Fed.  Bep.  793 ;  88  O.  O. 

described  and  shown,  nor  to  present  a  855  ;  Ex  parte  Eaton  (1873),  4  0.  G. 

different  or  preferable  form  of  his  inven*  525. 

tion.     He   may   be   permitted,    upon  That  an  amendment  may  introduce 

proper  occasion,  to  supply  suitable  con-  a  part  of  a  Claim  covering  an  element 

nections,  to  add  a  spring  to  a  pawl,  a  additional  to  the  combination  in  which 

handle  to  a  crank,  a  belt  to  a  pulley,  the  invention  was  said  to  consist,  if  this 

teeth  to  a  wheel,  an  outlet  to  a  closed  element  is  shown  in  the  specification  or 

receptacle,  or  other  manifest  defects  or  drawings,  see  Hoe  v.  Cottrell  (1880), 

omissions  in  features  essential  to  the  18  O.  G.  59  ;  17  Blatch.  546  ;  1  Fed. 

operation  of  the  invention  or  to  the  Bep.  597 ;  5  Baun.  &  A.  256. 

completeness   of    the   disclosure,    and  That  an  amendment  may  claim  the 

which  were  caused  by  a  clerical  error  of  process  as  composed  of  certain  sub-proc- 

the  draftsman  or  the  unfamiliarity  of  esses  if  the  specification  describes  them, 

the  inventor  with  official  forms.    These  see  Ex  parte  Wohltmann  (1879),  16  0. 

amendments,  supplemental  in  their  na-  G.  728. 

ture,  may  be  made  as  completing  the  That  where  the  specification  de- 
invention  imperfectly  shown  and  de-  scribes  the  old  elements  of  a  combina- 
scribed.  They  add  to  the  invention  tion  as  new,  an  amendment  distinguish- 
disclosed  some  part  or  feature  which  ing  the  new  elements  from  the  old  must 
agrees  with  the  construction  and  opera-  be  filed,  see  Ex  parte  Gilbert  (1879), 
tion  already  presented.    An  applicant  16  O.  G.  768. 

cannot  be  permitted,  however,  to  erase  That  an  amendment  may  be  made 

the  lines  of  his  drawing  and  delineate  showing  that  the  invention  is  appli- 

anew  the  construction  and   operation  cable  to  additional  uses,  see  Ex  parte 

of  a  part  fully  shown  and  described,  Sdotterbeck  (1875),  8  0.  G.  1078. 

661 
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nal  inyention.^  Amendments  not  introducing  new  matter,  but 
containing  features  which  are  not  substantially  represented  in 
the  application  as  originally  filed,  and  yet  which  might  have 
been,  and  are  claimed  to  be,  a  part  of  the  original  invention, 
must  be  accompanied  by  a  new  oath,  averring  that  the  subject 
of  the  amendment  was  a  portion  of  the  invention  and  was  in- 
vented before  the  original  application  was  presented  ;^  and  the 

*  That  if  the  matter  of  an  amendment  Claims  just  presented,  —  matters  of  sub- 
can  be  found  either  in  the  specification,  stance  bein>(  such  as  change  the  char- 
drawing,  or  model  it  suffices,  see  Ex  acter  of  the  invention,  not  merely  the 
parte  Huck  (1879),  16  0.  G.  1052  ;  Ex  modes  of  describing  it,  -—see  Ex  parte 
parte  Dorman  (1876),  9  0.  0.  1061.  Winchester  (1880),  17  O.  G.  453. 

That  amendments  to  the  specification         That  an  amendment  not  fairly  covered 

must  be  baaed  on  the  drawing  or  model  by  the  original  oath  must  be  duly  veri- 

if  any ;  and  if  none,  then  they  must  fied,   see  Ex  parte  Foster    (1885),  88 

be  shown  by  proper  proof  to  have  been  0.  G.  118. 

embraced  in  the  original  invention,  see         That  where  Claims  are  enlaiged  in 

Sx  parte  McDougall  (1882),  21  0.  G.  subject-matter  by    an    amendment    a 

1783;  £b /Mir^  Shalters  (1879),  15  0.  supplemental   oath   is    necessary,    see 

O.  970.  Ex  parte  Crandall  (1886),  85   O.   G. 

That  an  invention  not  shown  in  the  625  ;  Ex  parte  Clarke  (1886),  86  0.  G. 

drawing  or  model,  when  capable  there-  120. 

of^  cannot  be  inserted  in  an  amendment,         See  also  §  455  and  note  S,  ante. 
and   an   amendment    embracing   such         That  an  amendment  introducing  a 

matter  should  not  be  received,  see  Ex  part  of  the  invention  as  originally  made, 

parte  Vaile  (1886),  87  O.  G.  568 ;  Ex  but  not  appearing  in  the  specification 

parte  Bennett  (1886),  35  O.  G.  1003.  as  first  filed,  must  be  supported  b^  an 

That  drawings  must  not  be  changed  oath  that  it  belonged  to  the  ori^al 

or  erased  in  the  Patent  Office,  being  invention,     see   Ex  parte   McDougall 

lecords  of  an  important  character,  see  (1882),  21  0.  G.  1783. 
Ex  parte  Wharton  (1887),   40  0.  G.         That   an    amendment    introducing 

917.  what  was  before  shown  only  in    the 

That  where  there  are  neither  draw-  model  requires  a  new  oath,  see  Ex  parte 

ings  nor  model  the  amendment  must  Eaton  (1873),  4  0.  G.  525. 
still  be  confined  to  the  original  inven-         That  an  amendment  filed  by  an  ad- 

tion,  see  Ex  parte  Crandall  (1886),  35  ministrator  after  the  death  of  the  orig- 

O.  G.  625.  inal  applicant  requires  a  new  oath  when 

That  in  cases  not  admitting  of  model  the  matter  introduced  covers  more  than 

or  drawing  an  amendment  must  be  ac-  the  original  application,  and  a  patent 

companied  by  proof  that  the  new  mat-  issued  on  such  amendment  without  a 

ter  is  part  of  the  original  invention,  new  oath  is  void,  see  Eagleton  Mfg. 

and  in  the  absence  of  such  proof  the  Co.  v.  West,  Bradley,  &  Gary  Mfg.  Co. 

amendment  will  not  be  considered,  see  (1883),  111  U.  S.  490  ;  27  0.  G.  1237  : 

Ex  parte   Bennett    (1886),   35    O.    G.  Eajrleton  Mfg.  Co.  t^.  West,  Bradley,  & 

1003.  Gary  Mfg.  Co.  (1880),  18  Blatch.  218  ; 

>  That  Claims  amended  in  matters  17  0.  G.  1504  ;  2  Fed.  Rep.  774. 
of  substance  are  to  be  treated  as  new         That  the  decision  of  the  Patent  Office 

VOL.  n.  — 12  §  581 
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date  of  this  oath  is  then  entered  on  the  papers  and  is  there^ 
after  regarded  as  the  true  date  of  the  amended  application.^^  • 
By  this  mode  of  amendment  a  specific  Claim  may  be  inserted 
in  an  application  for  the  generic  invention,  or  the  description 
of  a  mode  of  making  a  certain  manufacture  may  be  introduced 
into  an  application  for  the  manufacture  itself;  or  features 
essential  to  the  invention,  but  not  embraced  within  the  origi- 
nal  sworn  statement,  may  be  added  to  the  Description  and 
Claim  already  filed.^  No  amendment  can  be  permitted  to 
enlarge  a  specification  to  the  prejudice  of  intermediate  inven- 
tors;^ and  long  delay  in  filing  such  amendments  raises  a 
strong  presumption  that  the  original  application  correctly 
limited  the  scope  of  the  invention  then  made,  and  that  the 
additions  or  variations  disclosed  by  the  amendment  are  of  late 
discovery.^ 

that  an  attorney  has  been  appointed  an  amendment  showing  such  a  mode 

with  anthcrity  to  amend  is  final,  see  can  he  made  with  a  new  oath,  see  Ex 

Hoe  V.  Cottrdl  (1880),  17  Blatch.  546 ;  parte  Benson  (1879),  15  O.  6.  512. 

18  p.  G.   59 ;   1  Fed.  Bep.  597  ;   5  ^  In  Railway  Co.  v.  Sayles  (1878), 

Bann.  &  A.  256.  97  U.  S.  554,  Bradley,  J.  :  (563)  "The 

10  That  when  an  amendment  which  law  does  not  permit  such  enlai^gementa 
requires  a  new  oath  is  filed,  the  date  of  an  original  specification,  which 
of  the  application  is  changed  to  that  of  would  interfere  with  other  inventors 
the  new  oath,  see  Ex  parte  McDougall  who  have  entered  the  field  in  the  mean 
(1882),  21  O.  6.  1788.  time,   any  more  than  it  does  in  the 

That  when  an  amendment  introduces  case  of  re-issues  of  patents  previously 

matter  evidently  just  thought  of  by  the  granted.      Courts  should  regard  with 

inventor,  the  date  of  his  amendment  jealousy  and  disfavor  any  attempts  to 

is  taken  as  the  date  of  the  invention,  enlaige  the  scope  of  an  application  onoe 

see  Hull  v.  Lowden  (1881),  20  0.  O.  filed,  or  of  a  patent  onoe  granted,  the 

741.  effect  of  which  would  be  to  enable  the 

That  applications  amended  by  order  patentee  to   appropriate   other  inven- 

of  the  Patent  0£Sce  are  continuous,  see  tions  made  prior  to  such  alteration,  or 

International  Tooth  Crown  Co.  v.  Rich-  to  appropriate  that  which  has,  in  the 

mond  (1887),  89  0.  G.  1550  ;  80  Fed.  mean  time,  gone  into  public  use."    15 

Rep.  775.  O.  G.  248  (246). 

11  That  when  an  application  con-  i'  That  the  insertion  of  an  amend* 
tains  generic  Claims  only,  and  the  oath  ment  broadening  the  Claims  of  the 
avers  that  the  applicant  invented  the  applicant  after  long  delay  tends  to 
things  claimed,  a  new  specific  Claim  show  that  the  real  invention  was  prop> 
cannot  be  inserted  by  amendment,  see  erly  presented  in  the  original  applica* 
Ex  parU  Heaton  (1879),  15  0.  G.  1054.  tion,  see  Chicago  &  Northwestern  R.  R. 

That  where  a  Claim  for  a  mannfac-    Co.  v.  Sayles  (1878),  97  U.  8.  554  ;  15 
ture  is  rejected  because  no  mode   in    0.  G.  248. 
which  it  could  be  made  is  described. 
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§  562.  Amendments  :  when  Made. 

Though  amendments  may  be  made  at  any  time  when  their 
neceBsity  becomes  apparent,  they  should  be  completed  as  far 
as  possible  before  the  Claims  are  passed  upon  by  the  exam- 
iner.^  Amendments  in  substance  cannot  be  filed,  as  of  course, 
ou  or  after  an  appeal  from  the  examiner  to  the  examiners-in- 
chief,^  nor  after  a  notice  of  the  allowance  of  the  patent  has 
been  given  to  the  applicant ;  ^  since  in  the  first  case  the  amend- 

§  562.  ^  That  amendments  should  That  where  an  amendment,  received 

be  completed   hefore   the   Clauns  are  by  the  examiner  under  order  of  the 

passed  on  by  the  examiner,  bat  may  be  Commissioner,   contains  matter  which 

made  at  any  later  time  if  necessary,  see  he  regards  as  not  embraced  in  the  origi* 

Ex  parte  Dodge  (1872),  8  0.  6.  179.  nal  invention,  he  must  reject  it,  see  Ex 

That   the   application   is   open    to  parte  Vaile  (1886),  87  0.  G.  663  ;  Ex 

amendment  and  addition,  within  the  parte  Bennett  (1886),  85  0.  G.  1008. 

limits  fixed  by  the  drawings  and  model,  ^  That  Claims  filed  after  au  appeal  to 

until  it  is  finally  disposed  of,  see  Ez  the  examiners-in-chief  cannot  be  con- 

parte  Dodge  (1872),  8  O.  G.  179  ;  Singer  sidered  unless  sanctioned  by  the  Com- 

V.  Braunsdorf  (1870),  7  Blatch.  521.  missioner,  see  Ex  parte  Dodge  (1872), 

That  after  a  rejection  the  applicant  8  0.  G.  179. 

cannot  amend  by  claiming  a  different  in-  That  an  amendment  cannot  be  made 

▼ention,  see  Ex  parte  Zahel  (1888),  48  in  taking  an  appeal  to  the  examiners* 

O.  G.  627.  in-chief,  see^  Ex  parte  Hammond  (1872), 

That  after  a  second  r^ection  an  ap-  2  0.  G.  57. 

plicant  cannot  amend  as  a  matter  of  That   a  primary  examiner  cannot 

eonrse,  but  must  satisfactorily  explain  open  a  case  for  amendment  after  appeal 

why  he  did  not  earlier  offer  the  correc-  and  affirmance  by    the  examiners-in- 

tion,  see  Ex  parte  Donovan  (1888),  44  chie(  on  a  mere  suggestion  of  such  ex- 

O.  G.  698.  aminers,  but  only  on  a  dear  recommen- 

That  the  filing  of  another  application,  dation,  see  Ex  parte  Peterson  (1887), 

claiming  the  same  invention,  does  not  40  O.  G.  692. 

prevent  the  prior  applicant  or  patentee  That  jurisdiction  over  such  amend- 

from  amending  his  application  or  pat-  ments  is  in  the  examiner  with  right  of 

ent  or  doing  any  other  rightful  act,  see  appeal,  see  &s  parte  Peterson  (1887), 

Ex  parte  Zay  (1881),  19  0.  G.  1496.  40  0.  G.  692 ;  ExparU  Pearson  (1887), 

That  the  object  of  limiting  amend-  40  0.  G.  244. 
ments  is  to  determine  when  the  applica-  That  an  amendment  of  the  specifica- 
tion is  complete,  see  Ex  parte  Temple  tion,  after  the  decision  of  the  appellate 
(1877),  12  0.  G.  795.  tribunal,  should  be  forwarded  to  the  ex- 

That  when  the  examiner  refuses  to  aminer,  who  will  pass  on  its  admissi- 

receive  an  amendment,  the  applicant  bility  and  merits,  see  Ex  parte  Reynolds 

may  petition  the   Commissioner,  and  (1883),  24  0.  G.  998 ;  Ex  parte  Hitt 

then  unless  it  is  dearly  improper,  the  (1883),  25  0.  G.  192. 

examiner  may  be  ordered  to  receive  it,  *  That   an   application   which  has 

see  Ex  parte  Vaile  (1886),  87  0.  G.  568  ;  passed  to  issue  in  the  form  selected  by 

Ex  parte  Bennett   (1886),   85  O.   G.  the  applicant  will  not  be  withdrawn  for 

1008.  amendment  unless  great  damage  would 
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ment  would  change  the  issue  presented  by  the  appeal,  and  in 
the  second  case  would  cause  the  patent  to  protect  a  subject- 
matter  not  allowed  by  the  examiner.  Amendments  in  form 
may  be  made  after  the  patent  is  ordered  to  issue,  and  after 
payment  of  the  final  fee,  on  recommendation  of  the  examiner, 
approved  by  the  Commissioner. 

§  563.  AmeDdments :  their  Form. 

Every  amendment  must  be  written  in  a  fair  and  legible 
hand,  on  one  side  of  the  paper,  and  on  a  separate  sheet.  No 
erasures  can  be  made  in  the  original  application,  but  the  exact 
word  or  words  to  be  stricken  out  must  be  indicated  in  the 
amendment,  and  the  substitutions,  if  any,  with  the  place  of 
their  insertion,  must  be  distinctly  stated.^  When  an  amenda- 
tory clause  is  amended  it  must  be  wholly  rewritten  so  that 
no  erasure  or  interlineation  may  appear  when  the  amendments 
are  completed.  If  amendments  are  numerous  or  difficult  to  ar- 
range, the  examiner  or  Commissioner  may  require  the  entire 
specification. to  be  rewritten.  The  specification  cannot  be  taken 
from  the  Patent  Office  for  the  purpose  of  alteration,  nor  caa 
the  drawing  and  model  both  be  withdrawn  at  the  same  time. 

§  564.    Amendments  Dependent  on  Original  Applioation :  tbeir 
Soope. 

An  amendment,  however  extensive  in  substance  or  com- 
plete in  form,  must  always  be  subordinate  to,  and  connected 

otherwise  resnlt,  see  Ex  parte  Gaboory  Hudson  Co.   R.  Co.  (1885),  84  Fed. 

(1886),  87  0.  G.  217.  Rep.  793  ;  33  0.  G.  855. 

That  a  petition  to  amend  and  have  a  That  an  attorney  has  no  right  to 

new  hearing,  after  the  patent  has  passed  snbstitute  a  clean  draft  of  a  specification 

to  issue,  will  be  denied,  and  the  claimant  for  the  one  signed  and  sworn  to  by  tho 

left  to  file  a  new  application,  unless  ir-  applicant,  and  if  he  does  so  it  must  be 

lepai-able  injury  would  result,  see  Ex  erased,  see  Sheridan  v.  Latos  (1883), 

parU  Page  (1888),  43  0.  G.  1455.  25  0.  G.  501. 

§  563.  ^  That  if  a  cancelled  Claim  is  That  where    the   examiner  decides 

to  be  restored  by  amendment  it  must  be  that  the  invention  is  a  mere  aggregation 

done  as  a  separate  amendment,  not  by  and  the  appUcant  acquiesces  and  erases 

merely  erasing  the  cancellation,  see  ^  his  Claim,  he  should  also  cancel  all  refer- 

parU  Mumler  (1888),  24  0.  G.  1090.  ence  thereto  from  his  specification  and 

That  amended  Claims  may  be  inserted  drawings,  and  cannot  afterward  restore 

into  an   application    by   the  attorney  his  Claim  by  an  amendment,  see  Ex 

without  the  signature  of  the  applicant,  parte  GiUette  (1888),  44  0.  G.  81ft. 
see  Railway  Register  Mfg.  Co.  v.  North 
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withy  the  original  application.  Two  distinct  applications  can- 
not qualify  or  support  each  other.^  Where  a  later  application 
bj  the  same  inventor  describes  the  same  invention  as  an 
earlier  one,  and  either  claims  it  more  precisely  or  alone 
claims  it,  the  later  application  is  not  regarded  as  an  amend- 
ment to  the  earlier,  but  is  allowed  or  rejected  on  its  own 
merits.^  The  earlier  application  stands  also  unaffected  by 
the  filing  of  the  later,  and  may  be  amended  and  allowed 
without  reference  thereto.  An  amendment  of  one  portion  of 
the  application  does  not  always  change  the  rest,  except  so 
far  as,  by  construing  the  whole  together,  the  meaning  of  the 
unaltered  portions  may  be  modified  by  the  interpretation 
given  to  that  which  is  amended.^  A  Claim  may  thus  be 
amended  without  affecting  the  Description,  or  the  Descrip- 
tion without  influencing  the  Claims,  or  the  drawings  or  model 
without  revising  the  language  of  the  specification.^ 

§  565.   TlTami  nation  of  Amended   Applioation :    its   Rejection : 
Appeal. 

In  offering  an  amendment  for  the  purpose  of  removing  any 
of  the  grounds  on  which  an  application  has  been  rejected  by 
the  examiner,  the  applicant  must  point  out  all  the  patentable 
novelty  which  he  thinks  the  case  presents  in  view  of  the  state 
of  the  art,  as  disclosed  by  the  references  cited  or  objections 
made,  and  must  show  how  his  amendment  avoids  such  refer- 
ences or  objections.^    As  often  as  the  examiner  produces  new 

§  564.  ^  That   each  application,  by         '  That  Claims  not  affected  by  an 

whomsoeYer  filed^  is  regarded  as  that  of  improper  amendment  must  be  examined 

an  independent  inventor,  and  is  in  no  on  their   merits,   see  JBx  parte  Vaile 

manner  affected  by  any  other,  see  Ex  (1886),  87  O.  6.  563. 
parte  Langlois  (1878),  14  0.  G.  84.  ^  That  a  Claim  may  be   amended 

*  That  a  later  application  for  the  without  altering  the  Description  if  the 

same  invention  by  the  same  Inventor  new  Claim  is  warranted  by  the  drawings 

neither    amends    nor    abandons    the  and  present   Description,   see  Hoe  v, 

former,  see  Sx  parU  Langlois  (1878),  Cottrell  (1880),  1  Fed.  Rep.  597  ;  18  0. 

14  O.  G.  84.  G.  59  ;  17  Blatch.  546  ;  5  Bann.  &  A. 

That  a  later  application  by  the  same  256. 
inventor,    claiming  an   invention   de-         That  where  two  applications  describe 

flCTibed  but  not  claimed  in  a  former  and  the  invention,  but  only  one  claims  it, 

still  pending  application,  cannot  be  re-  the  patent  issues  on  the  latter,  see  Ex 

ceived  as  an  amendment  of  the  former,  parte  Emerson  (1880),  17  0.  G.  1451. 
•ee  Ex  parte  Emerson  (1880),  17  0.  G.         §  565.  ^  That  after  a  rejection  on 

1451.  the  merits  a  case  cannot  be  reconsidered 
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references  or  arguments,  the  same  process  of  amendment 
and  explanation  maj  be  repeated.  But  after  the  final  rejec- 
tion of  all  the  Claims  no  amendments  are  allowable,  unless 
good  cause  is  shown  for  permitting  them,  and  satisfactory 
reasons  are  given  for  the  delay  in  their  presentation.  From 
the  refusal  of  the  examiner  to  allow  amendments  an  appeal 
lies  to  the  Commissioner.^  Upon  the  filing  of  any  amend- 
ment to  meet  the  references  and  objections  of  the  examiner, 
it  is  his  duty  to  examine  the  case  presented  by  the  amended 
application  in  the  same  manner  as  if  it  were  an  original  appli- 
cation, and  if  he  rejects  it  to  communicate  his  rejection  with 
its  reasons  to  the  applicant,  to  which  reasons  the  applicant 
may  reply  by  argument  or  amendment  as  before.  After  a 
second  rejection  of  the  Claims  as  originally  filed,  or,  if 
amended  in  substance,  of  the  amended  Claims,  the  right  of 
the  applicant  to  a  hearing  before  the  examiner  ceases,  and 
any  further  action  must  be  taken  by  an  appeal  from  the 
decision  of  the  examiner  to  the  examiners-in-chief.' 

§  566.    Appeal  in  XJnoonteBted  Cafles :  Matters  of  Form  and  of 
Substance. 

Appeals  in  uncontested  cases  in  the  Patent  Office  are  based 
either  upon  the  decisions  of  the  examiner  as  to  some  matter 
of  form,  or  upon  his  decision  as  to  some  matter  of  substance. 

on  mere  fonnal  amendments   of  the  applicant  cannot  amend  again  withont 

Claims  and  titles,  but  from  the  refasal  showing  good  reason  for  it»  and  why  he 

of  the  examiner  to  consider  snch  amend-  did  not  sooner  amend,   see  Ex  parte 

ments  an  appeal  lies  to  the  Commis-  Thurmond  (1886),  37  0.  G.  217. 
doner,  see  Ex  parte  Hitt  (1888),  25         That  the  rejection  of  Claims  may 

0.  G.  192.  he  appealed  from,  but  the  rejected  mat* 

*  That  from  the  refusal  of  an  ex-  ter  cannot  be  made  the  subject  of  a  new 
aminer  to  consider  an  amendment  ap-  application,  see  Exparte  Ransom  (1884), 
peal  lies  to  the  Commissioner,  see  Ex  89  O.  G.  119. 

parte  Bennett  (1886),  85  0.  G.  1003.  That  a  rejected  applicant  must  ap- 

*  That  after  a  second  rejection  the  peal  within  reasonable  time  or  he  will 
examiner  is  not  obliged  to  reconsider  not  be  permitted  to  stand  in  the  way 
a  Claim  unless  he  thinks  he  has  made  of  other  applicants,  see  Ex  parte  Lorn- 
a  mistake,  see  Ex  parte  Starr  (1879),  bard  (1888),  43  0.  G.  1347. 

15  O.  G.  1053.  That  by  taking  an  appeal  from  tii6 

That  all  the  Claims  of  an  application  rejection  of  one  Claim  the  applicant 

having    been    twice   rejected   on   the  forfeits  no  rights  as  to  the  others,  see 

same  references,  and  no  material  inter-  Ex  parte  Gillette  (1888),   44   O.  Q. 

Tening  amendment  being  made^  the  819. 
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An  appeal  upon  a  question  of  form  lies  to  the  Commissioner 
in  person.  An  appeal  upon  a  question  of  substance  lies  to 
the  board  of  examiners-in-chief.^  A  matter  of  form  is  one 
that  relates  to  the  fitness  of  the  application  for  an  examina- 
tion on  its  merits,  or  involves  merely  some  rule  of  Office 
practice.^  A  matter  of  substance  is  one  that  pertains  to  the 
patentability  of  the  invention  as  described  and  claimed  in  the 
application,  or  to  the  right  of  the  inventor  to  a  patent  upon 
the  application  as  presented  bj  him.^  Thus,  whether  a  com- 
bination is  a  true  combination  or  a  mere  aggregation,  whether 
the  Claims  cover  operative  constructions,  whether  the  inven- 
tion is  practicable,  whether  it  is  new  and  useful,  whether  it 
has  been  abandoned  to  the  public,  whether  an  amendment  is 
a  departure  from  the  original  application  or  whether  it  affects 
the  form  or  the  substance  of  the  application,^  —  all  these  and 

I  566.  1  That  an  interlocutory  ap-  That  matters  of  Office  practice  are 

peal  to  the  Commiaaioner  U  not  based  appealable  onlyto  the  Commissioner,  see 

on  the  merits  of  the  application,  ->  such  Ex  parte  Proudfit  (1876),  10  0.  O.  586. 

appeals  are  taken  to  the  ezaminers-in-  That  whether  an  appeal   from   an 

chief,  —  see  &  parte  Edward  (1876),  9  examiner  ordering  a  division  is  to  be 

0.  G.  794.  made  to  the  Commissioner  or  the  ez- 

That  petitions  and  motions  are  ad-  aminers-in-chief  is   a   matter  for  the 

dressed  to  the  Commissioner,  see  Ex  Patent  Office  to  decide,  see  U.  S.  v. 

parte  Baker  (1886),  86  0.  G.  1149.  Butterworth  (1884),  27  0.  G.  717. 

That  interlocutory  appeals  to  the  *  That  the  question  of  the  patenta- 
Commissioner  are  really  petitions  for  bility  of  the  invention  is  one  of  sub- 
orders, see  Ex  parte  Baker  (1886),  86  stance,  and  from  an  adverse  decision 
0.  G.  1149.  thereon  appeal  lies  to  the  examiners-in- 

*  That  matters  of  form  are  those  chief,  see  Barney  v,  Kellogg  (1880),  17 

which  put  the  application  into    con-  0.  G.  1096  ;  Ezparte  Pressprich  (1877), 

dition  to  be  examined  on  its  merits,  11  O.  G.  195 ;  ^  parte  Ellis  (1876), 

see  Ee  parte  Kitson  (1881),  20  0.  G.  9  O.  G.  1110. 

1750.  *  That  whether  an  invention  is  a 

That  a  question  of  Joinder  is  a  quea-  true  combination  is  a  question  of  sub- 

tbn   of   form,  see  Ex  parte    GiUette  stance,  see  Ex  parte  Gillette  (1888),  44 

(1888),  44  O.  G.  819  ;  Ex  parte  Mill  O.  G.  819  ;  ^  parte  BarceUos  (1880), 

(1887),  40  O.  G.  918.  17  0.  G.  110. 

That  whether  a  Claim  is  intenigible  That  whether  an  Invention  is  opera- 
is  a  question  of  form,  see  Ex  parte  tive  is  a  question  of  substance,  see 
Doten  (1877),  12  O.  G.  841 ;  Ex  parte  Ex  parte  Kitson  (1881),  20  O.  G.  1750  ; 
Beynolds  (1874),  6  0.  G.  641.  Ex  parte  Muhl  (1880),  17  O.'G.  744  ; 

That  whether  a  Claim  is  functional  Ex  parte  Keith  (1876),  9  O.  G.  798. 

is  a  question  of  form,  see  Ex  parte  Bar-  That  whether  an  invention  is  a  de- 

rstt  (1888),  45  O.  G.  125.  sign  or  a  mechanical  invention  is   a 
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others  of  the  same  character  are  questions  inyolving  the  merits 
of  the  application,  from  an  adverse  decision  upon  which  an 
appeal  lies  to  the  examiners-in-chieL 

§  567.    Appeal,  on  Matter*  of  Fonn,  to  Commissioner. 

An  appeal  to  the  Commissioner  from  an  adverse  decision  of 
an  examiner  upon  a  matter  of  form,  once  repeated,  is  taken 
by  a  written  petition,  setting  up  the  decision  complained  of 
and  the  reasons  for  the  appeal,  and  signed  by  the  applicant  or 
his  attorney.^  The  examiner  is  then  required  to  file  a  written 
statement  disclosing  the  grounds  of  bis  decision  ;  ^  and  upon 
hearing  had,  either  orally  or  by  written  argument,  the  Com- 
missioner affirms  or  reverses  or  modifies  the  action  of  the 
examiner  as  his  judgment  may  direct.  This  decision  is  final, 
and  can  be  reviewed  or  reconsidered  only  by  the  Conunis- 
sioner  himself.^ 

question   of  sabetance,    see  Ex  parte  ings  are  sufficient  is  one  of  substance, 

Schulie-Beif^  (1888),  42  0.  6.  298.  see  Ex  parte  Kitson  (ISSl),  20  O.  G. 

That  whether  the  invention  is  new  1750. 

is  a  question  of  substance,  see  Ex  parte  That  whether  a  Claim  distingaishes 

Nagel  (1880),  17  0.  G.  198  ;  Ex  parte  the  new  from  the  old  is  a  question  of 

Buchanan  (1879),  16  O.  G.  1049  ;  Ex  substance,  see  iSvporfe  Reynolds  (1874), 

parte  Proudfit  (1876),  10  0.  G.  585.  6  0.  G.  641. 

That  whether  a  cited  reference  is  That  objections  to  the  insertion  of 

pertinent  is  a  question  of  substance,  distinct  Claims  for  non-separable  parts 

see  Ex  parte  Kerr  (1884),  28  0.  G.  95  ;  go  to  the  merits  and  appeal  lies  to  the 

Ex  parte  Borden  (1884),  26  0.  G.  439.  examiners-in-chief,  see  Ex  parte  Gerard 

That  whether  an  invention  is  useful  (1888),  48  O.  G.  1235. 
is  a  question  of  substance,  see  Ex  parte  That  whether  a  re-issue  application 
Buchanan  (1879),  16  0.  G.  1049.  covers  new  matter  is  a  question  of  sub- 
That  whether  the  invention  has  been  stance,  see  Ex  ptirte  Keith  (1876),  9 
abandoned  is  a  question  of  substance,  0.  G.  744. 

see  Jenkins  v.  Barney  (1878),  8  0.  G.  |  567.  ^  That  under  the  rule  oon- 

119.  oeming  interlocutory  appeals,  the  prin- 

That  whether  an  amendment  departs  cipal  examiner  must  act  twice  before 

from  the  original  by  inserting  new  mat-  review  by  the  Commissioner,   see  Ex 

ter  is   a   question    of  substance,    see  parte  Bennett  (1886),  85  O.  G.  1008. 

£^0;  par^  Lanstrom  (1880),  17  0.  G.744.  ^  That  where  the  examiner  requires 

That  where  a  feature  is  struck  out  a  model  and  an  ap{)eal  is  taken,  the  ex- 

of  one  Claim  and  inserted  in  another,  aminer  must  show  in  his  answer  why  a 

the  question  whether  the  latter  Claim  model  is  needed,  see  Ex  parte   Jov^ 

now  shows  a  true  combination  is  one  of  (1880),  17  0.  G.  801. 

substance,  see  Ex  parte  Wenzel  (1880),  *  That  examiners  must  abide  by  the 

17  0.  G.  512.  decisions  of  the  Commissioner,  see  Ex 

That  the  question  whether  the  draw-  parU  Kitson  (1881),  20  0.  G.  1750. 
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§  56a    Appeal,  on  Matter  of  Subetance,  to  Examiners-ln-Chief . 

An  appeal  to  the  examiners-in-chief  from  an  adverse  de- 
cision of  an  examiner  upon  a  matter  of  substance  can  be 
taken  only  after  an  original  or  amended  Claim  in  the  appli- 
cation has  been  twice  rejected  by  the  examiner,  and  after  all 
the  Claims  have  been  passed  upon  and  all  questions  of  form 
conclusively  settled  in  the  manner  before  stated.^  This  ap- 
peal is  instituted  by  a  written  petition,  signed  by  the  applicant 
or  his  authorized  attorney,  setting  forth  the  points  of  the  de- 
cision from  which  the  appeal  is  taken  and  reciting  the  reasons 
for  the  appeal.  The  petition,  having  been  duly  filed,  is  sub- 
mitted to  the  examiner,  who,  if  he  finds  it  to  be  regular  in 
form,  must  thereupon  furnish  to  the  examiners-in-chief  a 
written  statement  of  the  grounds  of  his  decision  on  all  the 
points  involved  in  the  appeal,  with  copies  of  the  rejected 
Claims  and  the  references  applicable  thereto.  If  he  finds  the 
petition  irregular  in  form,  the  appellant  may  amend  it,  or 
may  appeal  from  this  finding  to  the  Commissioner  as  upon 
any  other  question  of  form.  The  appellant,  previous  to  the 
day  of  hearing  before  the  examiners-in-chief,  must  file  a  brief 
of  the  authorities  and  arguments  on  which  he  will  rely  to 
maintain  his  appeal ;  and  if  he  wishes  to  be  heard  orally,  he 
must  indicate  it  at  the  time  of  filing  his  petition,  when  a  day 
of  hearing  will  be  fixed  and  proper  notice  given  him  ;  other- 
wise the  case  will  be  considered  and  decided  by  the  examiners- 
in-chief  upon  the  brief  presented.  The  examiners-in-chief  can 
affirm  or  reverse  the  decision  of  the  examiner  only  upon  the 

§  568.  ^  That  appeals  on  matters  of        That  an  application  must  be  perfect 

mbstance  must  be  taken  to  the  exam-  in  form  before  an  appeal  can  be  allowed 

iners'ln-chief,  see  ^par^  Baker  (1886),  on   its   merits,    see  Ex  parte   Mewes 

36  0.  G.  1149.  (1872),  2  0.  G.  617. 

That  the  right  of  appeal  from  a  second         That  the  jurisdiction  of  the  examiner 

rejection  is  absolute,  whatever  be  the  ceases  on  appeal,  see  JBx  parte  Brunner 

cause  of  rejection,  see  JSx  parte  Bennett  (1872),  1  0.  G.  308. 
(1886),  35  0.  G.  1008.  That  ex  parU  casee  appealed  to  the 

That  an  applicant  having  an  option  examiners-iu-chief  are  within  the  juris- 

of  two  or  more  modes  of  procedure,  must  diction  of  the  primary  examiner  as  soon 

elect  one  and  abide  by  it,  as  where  he  as  the  appeal  is  decided,  see  Ex  parte 

can  appeal  or  amend  and  chooses  the  Pearson  (1887),  40  0.  G.  244. 
latter,  see  Ex  parU  Williams  (1887), 
40  0.  G.  1387. 
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points  on  which  the  appeal  is  taken ;  ^  but  if  they  discoyer 
any  apparent  grounds,  not  involved  in  the  appeal^for  granting 
or  refusing  letters-patent  in  the  form  claimed  or  in  any  other 
form,  they  must  annex  to  their  decision  a  written  statement 
of  these  grounds,  with  such  recommendations  to  the  examiner 
in  regard  to  his  future  action  as  they  may  deem  proper.' 
These  new  grounds  must  then  be  considered  by  the  exam* 
iner;  and  from  his  adverse  decision,  upon  any  question  of 
substance  therein  presented,  another  appeal  lies  to  the  ex« 
aminers-in-chief ,  or  on  questions  of  form  to  the  Commissioner, 
as  in  other  cases.^ 

§  569.   Appeal  from  Bacaminers-ln-Chief  to  Commissioner. 

From  an  adverse  decision  of  the  examiners-in-chief  the 
applicant  may  appeal  to  the  Commissioner  in  person.    This 

<  That  in  ex  parte  cases  the  juris-  iners-in>chief  is  not  a  recommendations 

diction    of  the   examinen-in-chief    is  see  £x  parte  Holt  (1886),   38  0.   O. 

limited  to  adverse  decisions  of  the  ex«  229. 

aminers, — all  other  objections  they  may  *  That  primary  examiners  may  re- 
discover must  be  referred  to  the  Com-  fuse  to  act  on  the  recommendation  of 
missioner, — see  JSepar^Smoot  (1877),  the  examiners-in-chief,  but  an  appeal 
11  0.  G.  1010.  lies  from  the  refusal,  see  Ex  parte  Pear* 

*  That  the  examiners-in-chief  must  son  (1887),  40  0.  6.  244. 
suggest  anything  they  deem  important         That  where  the  examiners-in-chief 

either  to  the  Office  or  the  applicant,  see  make  a  "  recommendation,*'  the  party 

Ex  parte  Dodge  (1872),  8  O.  G.  179.  may  propose  the  recommended  matter 

That  the  examiners-in-chief  can  make  to  the  primary  examiner,  and  if  he  re- 
no  recommendation  as  to  points  not  fuses,  the  commissioner  may  order  it  or 
within  their  jurisdiction,  see  Ex  parte  the  party  may,  after  acceptance  of  the 
Gillette  (1888),  44  O.  G.  819.  matter  and  a  new  rejection  of  the  appli- 

That  if  the  examiners-in-chief  are  of  cation,  appeal,  tiee  Ex  parte  Holt  (1887), 

opinion  that  a  different  form  of  Claim  88  0.  G.  229. 

horn  that  rejected  should  be  allowed  That  if  new  references  are  cited  by 
they  ^ould  annex  to  their  decision  a  an  examiner  after  appeal  to  the  exam- 
statement  to  that  effect,  with  such  iners-in-chief,  the  applicant  may  again 
recommendation  as  they  think  best,  but  appeal  without  a  new  fee,  unless  the 
the  examiner  is  not  bound  by  such  new  references  are  based  on  his  amend- 
recommendation,  see  Ex  parte  Dysart  ment,  see  Ex  parte  Dysart  (1886),  84  0. 
(1886),  84  0.  G.  1890.  G.  1890. 

That  the  examiners-in-chief  are  not        That  a  mandamus  will  not  lie  to 

required  to  absolutely  determine  any  compel  the  Commissioner  to  allow  an 

form  of  Claim  to  be  passed  on  by  the  append  from  a  decision  of  the  examiner 

examiner,  see  Ex  parte  Dysart  (1886),  to  the  examiners-in-chief  on  a  question 

84  0.  G.  1890.  of  abandonment,  pending  an  interfer- 

That  a  mere  suggestion  of  the  exam*  ence,  it  being  a  matter  of  his  discretion, 
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appeal,  like  the  fonner,  is  taken  by  written  petition,  setting 
np  the  judgment  complained  of  and  the  reasons  of  appeal. 
If  the  Commissioner,  in  revising  the  decision  of  the  exam- 
iners-in-chief,  discoyers  any  apparent  grounds  for  granting  or 
withholding  a  patent  which  are  not  presented  by  the  appeal, 
he  may  at  any  time,  either  before  or  after  final  judgment, 
when  in  his  opmion  substantial  justice  requires  it,  give  rea- 
sonable notice  to  the  applicant,  and  if  any  amendment  or 
other  action  based  thereon  shall  be  proposed,  he  will  remand 
the  case  to  the  examiner  for  his  consideration.^  He  may  also 
at  any  time  return  the  case  to  the  examiner  for  further  in- 
quiry when  any  amendment  is  filed,  or  other  action  taken,  in 
pursuance  of  the  recommendation  of  the  examiners-in-chief. 
From  the  decision  of  the  examiner  in  remanded  cases  appeal 
lies  to  the  examiners-in-chief  upon  matters  of  substance  and 
to  the  Commissioner  upon  matters  of  form,  according  to  the 
usual  rule.' 

§  570.   Appeal   from   Commissioner  to  Supreme   Court   of  the 
District  of  Colombia. 

From  an  adverse  decision  of  the  Commissioner  on  an  appeal 
from  the  examiners-in-chief  in  ex  parte  cases,  a  further  appeal 
may  be  had  to  the  Supreme  Court  of  the  District  of  Colum- 
bia.^ This  appeal  is  taken  by  a  written  petition,  duly  signed 
and  filed  with  the  clerk  of  the  court,  accompanied  by  certified 
copies  from  the  Patent  Office  of  all  the  original  papers  and 
evidence  in  the  case.    On  taking  this  appeal  the  appellant 

we  JSb  rel,  Bigelow  v.  Thacher  (1875),  the  Snpreme  Court  of  the  District,  see 

8  MacArthnr,  24  ;  7  0.  G.  608.  Eirk  v.  Commisnoner  (1886),  87  0.  G. 

I  569.   ^  That    the   Commissioner  451 ;  5  Mackay,  229. 
most  take  notice  of  an  objection  to  pat-         That  the  power   to   hear  appeals, 

entability,  however  it  may  be  brought  formerly  rested  in  the  Circuit  Court  of 

to  bis  notice,  see  3b  parte  Smoot  (1877),  the  District,  now  resides  in  the  Supreme 

11  O.  G.  1010.  Court,  see  Opinion  Atty.  Gen.  (1869), 

*  That  the  primaiy  examiner  may  18  Op.  At.  Gen.  79. 
rafose  to  act  on.  the  recommendation  of        That  an  appeal  lies  from  the  Com- 

the  Commissioner  and  an  appeal  will  lie  missioner  to  the  Supreme  Court  of  the 

from  such  refusal,  see  Ex  parte  Pearson  District  of  Columbia  before  suit  brought 

(1887),  40  O.  G.  244.  in  equity,  except  in  interference  cases, 

I  570.  1  That  in  ex  parte  cases  an  see  Butler  v.  Shaw  (1884),  21  Fed.  Bep. 

appeal  lies  from  the  Commissioner  to  821. 
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must  give  immediate  notice  thereof  to  the  Commissioner  in 
writing,  and  file  in  the  Patent  Office  a  written  statement  of 
his  reasons  of  appeal,  which  should  be  full  and  explicit  and 
constitute  a  brief  of  the  appellant's  argument  in  support  of 
his  claims.  The  Commissioner  must  also  furnish  to  the  court 
the  grounds  of  his  decision,  fully  set  forth  in  writing,  touching 
all  points  embraced  in  the  reaso^is  of  appeal.  Notice  of  the 
time  and  place  of  hearing  will  be  given  by  the  court  to  the 
Commissioner  and  by  him  to  the  parties  in  interest,  and  upon 
the  hearing  the  Commissioner  or  the  examiner  may  be  called 
upon  to  testify  concerning  the  principles  of  the  invention  for 
which  a  patent  is  demanded.  In  reviewing  the  action  of  the 
Commissioner,  the  court  must  confine  itself  to  the  points  set 
forth  in  the  reasons  of  appeal,^  and  after  judgment  must  re- 
turn to  the  Commissioner  a  certificate  of  its  proceedings  and 
decision,  which  will  be  entered  of  record  in  the  Patent  Office, 
and  will  govern  its  further  conduct  of  the  case.*  This  deci- 
sion does  not,  however,  preclude  any  person  from  contesting 
the  validity  of  the  patent  thus  awarded,  in  any  court  wherein 
it  may  be  called  in  question. 

§  571.  Remedy  of  Applicant  in  Bqnity  after  Final  Rejection  of 
his  AppUcation  in  the  Patent  Office. 

Where  the  Supreme  Court  of  the  District  of  Columbia 
decides  against  the  applicant  on  this  appeal,  he  may  pursue 
his  remedy  by  bill  in  equity  in  the  Circuit  Court  of  the  Dis- 
trict.^   A  copy  of  the  bill  must  be  served  on  the  Commis- 

*  That  in  other  caaes  than  interfer-  nsed,  see  Batler  v,  Shaw  (1884),  21 

ence  cases  the  Snpreme  Court  of  the  Fed.  Rep.  821. 

District  is  a  mere  court  of  appeal,  and  *  That  the  certificate  of  the  decision 

is  confined  to  the  issues  raised  in  the  of  the  Supreme  Court  of  the  District  of 

reasons  of  appeal  and  to  the  evidence  Columbia  on  an  appeal  should  be  made 

produced  before  the  Commissioner,  see  and  certified  during  the  term  of  the 

Batler  v.  Shaw  (1884),  21  Fed.  Rep.  justice,  but  may  be  forwarded  to  the 

821  ;  In  re  Conklin  (1874),  5  0.   G.  Commissioner  after  the  justice  retires 

235  ;  1  MacArthur,  875.  from   office,   see  Opinion    Atty.    Gen. 

That  an   appeal   to  the  Supreme  (1870),  18  Op.  At.  Gen.  265. 

Court  of  the  District  from  a  decision  on  §  571.  ^  Bemedy  by  bUl  in  equity 

a  Claim  for  apparatus  is  not  affected  by  to  obtain  a  patent  exists  in  ex  parte 

the  intermediate  issue  of  a  patent  for  cases  after  an  appesl  to  the  Supreme 

the  process  in  which  the  apparatus  is  Court  of  the  District  baa  been  advezaely 
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sioner,  and  the  court  having  cognizance  thereof,  after  due 
hearing  according  to  the  usual  course  of  equity  proceedings, 
may  adjudge  that  the  applicant  is  entitled  to  a  patent  for  the 
whole  invention  claimed,  or  for  some  separable  part  of  it,  as 

the  facts  may  appear.^    Such  an  adjudication  will  authorize 

decided.    It  also  exists  where,  on  an  ap-  It  has  been  held  that  a  bill  in  equity 

peal  to  the  Commissioner  in  an  inter-  to  obtain  a  patent  could  be  brought  in 

ference  proceeding,  the  applicant  has  any  circuit,  and  that  the  Commissioner 

been  defeateiL     The  doctrine  and  notes  might  bind  himself  and  hU  successors 

of  this  paragraph,  (§571)  apply  chiefly  by  appearing  or  accepting  service.   Ver- 

to  the  former  case.     The  latter  is  con-  mont    Farm    Mach.    Co.    v.    Marble 

sidered  in  §  604  and  notes,  post.  1884),  22  Blatch.  128  ;  27  O.  G.  622  ; 

That  under  Sec.  4915  a  bill  in  equity  20  Fed.  Rep.  117.     But  the  contrary 

lies  upon  the  refusal  of  a  patent  by  the  has  been  decided  by  the  Supreme  Court 

Commissioner  or  the  Supreme  Court  of  of  the  United  States  in  Butterworth  v, 

the  District,  see  In  re  Squire  (1877),  3  HUl  (1884),  114  U.  S.  128  ;  31  O.  G. 

Bann.  &  A.  133.  1043 ;   where  it  is  declared  that  the 

That  the  remedy  in  equity  to  obtain  Commissioner's  official  residence  is  at 

a  patent  under  Sec.  4915,  applies  only  Washington ,  that  he  can  be  sued  only 

where  the  Commissioner  or  Court  decides  in  the  District  of  Columbia,  and  that 

to  reject  an  appUcation  on  the  ground  he  cannot  waive  the  question  of  juris- 

that  the  applicant  is  not,  on  the  mer-  diction  by  appearance,  consent,  or  de- 

it%   entitled  to  it,  see  Butterworth  v.  fault.    Further,  that  a  bill  to  obtain 

Hoe   (1884),    112  U.  S.  50  ;  29  0.  G.  a  patent  must  be  brought  in  the  Circuit 

615.  Court  for  the  District  of  Columbia,  the 

That  an  applicant  in  an  ex  parte  case  courts  of  other  districts  having  no  power 

is  not  entitled  to  a  bill  in  equity  until  to  enforce  decrees  against  the  Commis- 

be  has  exhausted  his  remedies  by  ap-  sioner,  see  Prentiss  v.  Ellsworth  (1846), 

peal,  see  Kirk  v.  Commissioner  (1886),  27  0.  G.  623. 

87  0.  G.  451  ;  5  Mackay,  229.  >  For  the  form  of  a  bill  to  obtain  a 

That  where  the  Patent  Office  rejects  patent  after  rejection  by  the    Patent 

an  application  the  remedy  is  by  bill  in  Office,  and  other  proceedings,  see  ^ 

equity,  not   mandamus,    see    Hull   «.  parte  Greely  (1873),  6  Fisher,  575. 

Commissioner  (1875),  7  O.  G.  559  ;  2  That  the   Commissioner   is   not   a 

MacArthur,  90.  necessary  party  to  a  bill  in  equity  to 

That  where  a  patent  is  allowed  by  obtain    a    patent,    under    Sec.    491 5, 

the  Office,  but  the  Commissioner,  with-  where  there  is  an  opposing  party,  but 

out  denying  the  right  of  the  applicant,  a  patentee  who  has  transferred  his  in- 

refoses  to  issue  it,  mandamus  will  lie,  terest  must  be  made  a  party,  see  Gia- 

see  Butterworth  v.  Hoe  (1884),  112  U.  ham  v.  Teter  (1885),    25    Fed.   Rep. 

8.  50  ;  29  O.  G.  615 ;  and  cases  cited  555. 

under  §  583,  note  3,  poU,  That  in  a  bill  in  equity  against  the 

That  the  power  of  the  Circuit  Court  Commissioner  the  Secretary  is  not  a 

to  grant  a  patent  upon  a  petition  is  party,  see  Kirk  v.  Commissioner  (1886), 

independent  of  the  powers  of  the~Patent  87  0.  G.  451 ;  5  Mackay,  229. 

Office,  see  Whipple  v.  Miner  (1883),  15  That  a  bill  in  equity  to  obtain  a 

Fed.  Bep.  117  ;  23  0.  G.  2236.  patent  may  be  heard   on  any   issues 
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the  Commissioner  to  issue  a  patent  to  the  applicant,  upon  his 
filing  in  th^  Patent  Office  a  copy  of  the  judgment,  and  other- 
wise  complying  with  the  requirements  of  the  law.^ 

§  572.    Appeals  in   the  Patent  Office :  their  General  Character 
and  Effect. 

An  appeal  in  the  Patent  Office  is  not  like  a  writ  of  error,  or 
a  motion  for  a  new  trial,  but  resembles  an  appeal  in  equity  or 
admiralty,  and  does  not  require  for  its  justification  that  the 
judgment  appealed  from  should  contradict  the  evidence.^ 
Only  questions  that  were  properly  within  the  jurisdiction  of 
the  inferior  tribunal  can  be  presented  on  appeal,  and  decisions 
affecting  matters  not  within  the  cognizance  of  the  Patent 
Office,  such  as  matters  of  title,  are  not  reviewable  in  any 
manner,  but  are  simply  void.^  No  appeal  lies  from  a  judg- 
ment wholly  in  favor  of  the  appellant,  nor  from  any  judg- 
ment until  it  has  been  duly  rendered  in  the  required  official 
form.^    The  decisions  of  all  inferior  tribunals  must  be  so  ex* 

and  with  any  evidence,  see  Butler  v.  4915,  the  plaint^  pays  the  coets,  but 

Shaw  (1884),  21  Fed.  Bep.  821.  where  there  are  contesting  parties  costs 

That  equity  will  not  aid  the  inven-  follow  the   usual   rule,   see  Butler  v. 

tor  in  procuring  a  patent  under  Sec  Shaw  (1884),  21  Fed.  Rep.  821. 
4915,  in  violation  of  his  agreement  with         §  572.  ^  That  an  appeal  in  the  Pat« 

others,     see    Runstetler    «.    Atkinson  ent  Office  is  not  like  a  writ  of  error, 

(1888),  23  0.  G.  940.  but  like  an  appeal  in  equity  or  admi- 

That  delay  in  suing  in  equity  for  a  ralty,  see  Dickson  v.  Kinsman  (1880), 

patent  is  delay  in  prosecuting  an  appli>  18  0.  6.  1225;  Packard  v.  Sandford 

cation,  and  the  court  may  inquire  into  (1879),  16  0.  6.  1182. 
its  r«>asonahleness,  see  Gandy  v.  Marble         That  an  appeal  in  the  Patent  Office 

(1887),  122  U.  S.  482 ;  89  0.  G.  1423.  is  not  like  a  motion  for  a  new  trial. 

That  a  petitioner  on  a  bill  in  equity  and  the  judgment  below  need  not  con- 
to  obtain  a  patent,  after  a  delay  of  more  tradict  the  evidence,  see  Dickson  9. 
than  two  years  since  the  last  action.  Kinsman  (1880),  18  0.  G.  1225. 
must  allege  and  prove  that  the  delay  That  the  court  below  did  not  give 
was  unavoidable,  see  Gandy  v.  Mar-  due  weight  to  evidence  is  ground  of 
ble  (1887),  122  U.  S.  432 ;  39  0.  G.  appeal,  see  SUde  v.  Blair  (1879),  15 
1428.  O.  G.  830. 

«  That  a  judgment  in  equity  in  a         «  That  no  appeal  lies  from  the  re- 

suit  to  obtain  a  patent  binds  only  the  fiisal  of  the  Commissioner  to  x«cogniz« 

parties  and  those  who  derive  titie  from  an  assignee  as  entitled  to  the  patent,  or 

them,  see  Butler  v.  Shaw  (1884),  21  on   any  other   question   of  title,  see 

Fed.  Rep.  321.  .  Whitely  v.  Fisher  (1870),    4    Fisher, 

That  where  the  Commissioner  is  the  248. 
only  defendant  in  a  suit  under  Sec.         *  That  no  appeal  lies  from  a  judg- 
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plicit  that  the  subject  of  the  appeal  can  be  clearly  distin* 
guished.^  The  appeal  is  limited  to  the  issues  apparent  on  the 
record,  and  brings  up  only  the  particular  adjudications  of 
which  complaint  is  made.^  An  appeal  raising  no  issue  will 
be  summarily  dismissed.^  If  evidence  is  admitted  during  an 
appeal  to  support  the  claims  of  the  applicant  against  the  ref- 
erences and  objections  of  the  examiner,  or  to  vary  in  any 
manner  the  issues  of  fact  concerning  the  patentability  of  the 
invention,  the  vrhole  case  must  be  remanded  to  the  examiner 
that  he  may  pass  upon  it  in  its  new  condition.  In  an  appeal 
from  the  examiners-in-chief  to  the  Commissioner,  he  acts  only 
in  a  judicial  capacity  and  as  a  court  of  appellate  jurisdiction.^ 
Gases  decided  by  him  on  appeal  will  not  be  re-opened  except 
by  himself,  and  those  which  have  been  determined  by  his 
predecessors  will  not  be  reviewed  except  in  accordance  with 
the  rules  governing  the  granting  of  new  trials.®  Cases  de- 
cided by  the  examiners-in-chief  cannot  be  reheard  by  them, 
when  no  longer  pending  before  them,  without  the  written 
authority  of  the  Commissioner .• 

§  573.    IntervlewB    of   Applioanta   with    Examiners :    Motions : 
Procedure. 
The  rules  of  the  Patent  Office  generally  direct  that  the 
communications  between  the  Office  and  applicants  or  their 

ment  affinnmg  patentability,  see  Barney  aminen-in-chief,  the  Commissiouer  acts 

V.  Kellogg  (1880),  17  0.  O.  1096.  only  in  a  judicial  capacity,  and  as  an 

That  a  judgment  is   not   effective  appellate  tribunal,  see  Stone  v.  Greaves 

until  put  into  the  proper  official  form,  see  (1880),  17  0.  G.  897. 

JEx  parte  Starr  (1879),  15  0.  G.  1053.  b  xhat    one   Commissioner   cannot 

^  That  the  judgment  below  must  be  rehear  a  case  decided  by  his  predecessor 

explicit,  see  Jenkins  v.  Barney  (1878),  except  on  new  facts,  see  Gill  v.  Scott 

8  O.  G.  119.  (1884),  29  0.  G.  949. 

*  That  an  appeal  is  limited  to  the  *  That  the  Commissioner  has  power 
issues  apparent  on  the  record,  aee  Ex  to  reyise  the  decisions  of  the  examiners 
pnrle  Jones  (1874),  5  O.  G.  585  ;  Jen-  on  motions  for  rehearings,  but  is  less  in- 
kins  V.  Barney  (1878),  8  0.  G.  119.  elined  to  interfere  when  a  rehearing  is 

That  on  an  appeal  the  presumption  granted  than  when  it  is  denied,  see 

is  in  faror  of   the  decision  appealed  Loring  v.  Hall  (1879),  15  0.  G.  471. 
from,  see  Packard  v.  Sandford  (1879),         That  on  a  motion  for  rehearing*  the 

16  O.  G.  1182.  question  is  whether  the  former  findings 

*  That  an  appeal  raising  no  issue  are  unsupporte4  by>  or  are  in  conflict 
will  be  dismissed,  see  Ex  parte  Evarts  with,  the  evidence,  see  Gardner  v, 
(1874),  5  0.  G.  429.  Dudley  (1880),  18  0.  G.  683. 

^  That  on  an  appeal  from  the  ex* 
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attorneys  should  take  place  in  writing.  Interviews  with  ex- 
aminers concerning  applications  and  other  pending  matters 
may,  however,  be  had  at  the  examiner's  rooms,  during  office 
hours,  or  at  any  other  time  and  place  specially  authorized  by 
the  Commissioner,  although  no  personal  discussion  of  a  pend- 
ing application  is  allowed  until  after  the  first  official  action 
thereon.  Motions  proper  to  be  made  at  all  must  be  made 
and  determined  by  the  tribunal  before  which  the  case  is  pend- 
ing at  the  time ;  ^  cases  being  regarded  as  pending  before  a 
given  tribunal  until  an  appeal  from  its  decision  has  been  taken, 
or  until  the  time  for  an  appeal  has  expired.  An  appeal  from 
an  adverse  decision  on  a  motion  must  be  taken  to  the  Com- 
missioner if  the  motion  involves  only  matters  of  form,  but  to 
the  examiners-in-chief  if  it  relates  to  matters  of  substance. 
A  motion  once  made  and  determined  without  appeal  cannot 
be  renewed  on  the  same  facts.^  The  conduct  of  each  case  is 
governed  by  the  rules  in  force  at  its  inception,  unless  new 
rules  are  adopted  which  can  be  followed  without  prejudice 
to  the  applicant,  in  which  event  the  latter  rules  prevail.' 
Changes  in  the  nature  or  jurisdiction  of  any  of  the  tribunals 
in  the  Patent  Office  do  not  interrupt  the  progress  of  pending 
applications,  though  the  mode  of  their  procedure  may,  to 
some  extent,  be  changed.^ 

§  574.    Abandonment  of  Application :  not  Abandonment  of  the 
Invention. 

The  law  requires  the  applicant  to  prosecute  his  application 
with  reasonable  diligence.  After  completing  the  invention 
he  may  delay  the  filing  of  his  application  at  his  pleasure; 

§  57S.  ^  That  a  motion  based  on  a  cannot  be  repeated  without  lea^e,  aee 

statutory  bar  to  the  granting  of  a  patent  Clemson  v.   Fowler  (1886),   87  O.  G. 

may  be  made  to  the  tribunal  having  671. 

charge  of  the  application,  when  no  other         •  That  where  a  rule  is  changed  pend« 

mode  for  taking  the  objection  has  been  ing  an  application,  the  proceedings  wiU 

provided,  see  Barney  v.  Kellogg  (1880),  be  governed  by  the  new  rule  unless  the 

17  0.  O.  1096.  applicant  would  be  injured  thereby,  see 

. «  That  a  motion  once  decided  with-  Fowler  v,  Benton  (1880),  17  0.  G.  266. 
out  appeal  cannot  be  renewed  on  the         *  That  a  change  in  the  jurisdiction 

same  facts,  see  Little  «.  LUUe  (1876),  of  a  tribunsl  does  not  necessitate  a  be- 

10  0.  G.  543.  ginning  de  nova,   see  Colt  v.   Young 

That  a  motion  once  absolutely  denied  (1852),  2  Bktch.  471. 
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but  having  filed  it  he  cannot  suffer  it  to  lie  indefinitely  in  the 
Patent  Office,  unacted  on,  without  abandoning  it.  This  aban- 
donment of  the  application  is  not,  however,  an  abandonment 
of  the  invention.^  By  an  abandonment  of  the  invention  the 
inventor  loses  all  right  to  apply  for  and  obtain  a  patent  to 
protect  it.  By  the  abandonment  of  the  application  the  inven- 
tor is  placed  in  the  same  situation  as  if  he  had  never  filed 
one  ;  and  while  he  may  again  apply,  his  later  application  may 
be  subject  to  objections  which  could  not  have  been  urged 
against  the  former,  and  in  this  manner  indirectly  his  right 
to  a  patent  may  be  lost.  Thus  a  public  use  or  sale,  which 
would  not  have  defeated  the  prior  application,  because  not 
preceding  it  at  least  two  years,  may  on  account  of  the  greater 
lapse  of  time  become  a  bar  to  the  latter ;  or  a  claim  of  want 
of  novelty  or  of  inventive  skill,  which  could  not  have  been 
sustained  by  the  state  of  the  art  when  the  first  application 
was  filed,  may  be  made  good  by  the  advanced  stat'C  of  the  art 
at  the  date  of  the  new  application.^    The  abandonment  of  an 

§  574.  ^  That  an  abandonment   of  jected,  was  not  abandonment   of  the 

the  application  does  not  ipso  facto  aban-  invention  before  the  act  of  1870,  see  I^ 

don  the  invention,  see  Lindsay  o.  Stein  parte  Stewart  (1873),  4  0.  G.  665. 
(1832),  20  Blatch.  870;  10  Fed.  Rep.  >  That  an  application,  filed  after  the 

907  ;  21  0.  G.  1613  ;  Ex  pirte  Living-  abandonment  of  a  prior  one,  is  open  to 

Bton  (1881),  20  O.  G.  1747  ;  Clark  v.  all  objections  ariung  since  the  prior  ap- 

Soott  (1872),  2  0.  G.   4  ;   9  Blatch.  plication  was  filed,  see  Ex  parte  Living- 

801;    5   Fisher,    245;    Bevin   «.    East  ston  (1881),  20  0.  G.  1747. 
Hampton  Bell  Co.  (1871),  9  Blatch.  50;;         The  effect  of  changes  in  the  state  of 

5  Fisher,  28  ;  also  §  853  and  notes,a9i^e.  the  art  between  the  filing  of  the  original 

That  Sec.  4894  does  not  apply  to  the  and   the    renewed   application    is,     of 

same  cases  as  Sec  4897,  the  former  re-  course,  important  only  while  the  date  of 

lating  only  to  the  abandonment  of  the  the  application  is  regarded  as  the  date 

application,  see  JSb;fXzr(0Golding  (1875),  of  the  applicant's  inventive   act.      If 

8  O.  O.  141 ;  JSb  parte  McCuUy  (1874),  publications,    patents,    or    inventions, 

6  0.  G.  153.  which  have  come  into  existence  since 

That  Congress  can  anthorize  the  re-  his  former   application  was  filed,  are 

rival  of  an  old  application  long  after  it  cited  against  him,  he  may  carry  the 

is  abandoned  and  a  patent  may  then  be  date  of  his  inventive  act  back  of  such 

granted  thereon,   the  invention  being  advances  in  the  art  by  extraneous  proof, 

examined  in  view  of  the  state  of  the  art  and  thus  maintain  the  patentability  of 

when   the   application   was  originally  his  invention,  so  far  as  its  novelty  is 

filed,  see  Grriuun  v.  Johnston  (1884),  concerned.    The  objection  of  an  inter* 

21  Fed.  Rep.  40.  mediate  public  use  or  sale  cannot,  how* 

That  a  delay  in  prosecnting  an  ap-  ever,  be  thus  obviated,  and  may  prove 

plication,  after  it  was  erroneously  re-  fatal  to  his  claims. 

TOL.  11. — 13 
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application,  therefore,  can  result  in  an  abandonment  of  the 
invention  only  by  the  occurrence  of  circumstances,  after  it  is 
filed  and  before  the  filing  of  a  new  one,  which  would  have 
been  fatal  to  any  application  had  they  transpired  before  it 
had  been  made;  and  the  risk  incurred  by  the  inventor  de- 
pends upon  the  fact  that  by  the  abandonment  the  date  of  the 
application  on  which  his  patent  rests  is  transferred  from  the 
day  on  which  the  original  application  was  filed  to  the  day  on 
which  the  new  one  was  presented  to  the  Patent  Office.  In 
the  absence  of  such  Ihtervening  circumstances,  the  trouble 
and  expense  of  making  the  new  application  is  the  sole  con- 
sequence of  abandoning  the  former.* 

§  his.    Application  Abandoned  by  Unreasonable  Delay:  Delay 
of  Two  Tears  from  "  Last  Action  "  Unreasonable. 

Prior  to  the  act  of  1861  this  question  of  the  abandonment 
of  the  application  by  delay  was  determined  upon  general  prin- 
ciples regarding  diligence  and  good  faith  with  the  public. 
By  that  act,  however,  it  was  provided  that  all  applications 
must  be  completed  and  prepared  for  examination  within  two 
years  after  the  filing  of  the  petition,  and  in  default  thereof 
should  be  considered  as  abandoned  by  the  applicants,  unless 
the  Commissioner  were  satisfied  that  the  delay  was  unavoid- 
able. This  provision  was  re-enacted  in  the  act  of  1870,  and 
appears  in  the  Revised  Statutes,  with  the  addition  that  a  fail- 
ure to  prosecute  the  application  within  two  years  after  any 
action  thereon,  of  which  notice  has  been  given  to  the  appli- 
cant, shall  also  work  its  abandonment.^    It  is  thus  made  the 

*  If  the  doctrine  of  estoppel  is  to  it  the  law  that  because  an  inventor  files 

be  applied   to   a   negligent  inventor,  his  application,  which  is  refused  by  the 

either  in  favor  of  the  public  or  a  rival  Office,  he  may  sleep  upon  his  rights  in- 

inventor,  under  the  circumstances  dls-  definitely,  and  that  at  any  period  in  his 

cussed  in  §§  346  note  1,  857  note  8,  and  lifetime,  or  that  of  his  representatives, 

890  note  8,  ante^  any  unreasonable  de«  the  application  may  be  revived  against 

lay  in  prosecuting  a  pending  applica-  the  public  f   I  think  not.    Prima  faciei 

tion,  which  can  affect  adverse  interests,  I  think  he  would  have  to  show  a  reason 

may  properly  be  brought  within  the  why  he  should  be  so  permitted.    The 

same  rule,  and  forfeit  his  right  to  any  judgment  of  condemnation  by  the  Office 

further  consideration  of  his  claims.  advertises  to  the  conntry,  at  least,  that 

§  575.  1  In  Goodyear  v.  Hills  (1866),  he  stands  in  no  better  position  than  be- 

8  Fisher,  134,  Cartter,  J.:  (138)    "Is  fore  the  application  was  made.     The 
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duty  of  the  applicant  to  complete  his  application  oy  the  pre- 
sentation of  all  its  parts  to  the  Patent  Office,  and  to  prepare 
it  for  examination  within  two  years  after  he  files  his  petition, 
and  also  to  take  some  active  steps  in  prosecuting  it  within 
two  years  after  the  last  action  of  the  Office  concerning  it  of 
which  he  has  notice,  under  pain  of  having  his  application 
treated  as  abandoned,  unless  he  can  affirmatively  satisfy  the 
Commissioner  that  the  delay  could  not  have  been  avoided/'' 
But  this  provision  of  the  statutes  does  not  confer  upon  the 
applicant  a  right  to  two  years  of  inaction  between  each  action 
of  the  Patent  Office.  Unreasonable  delay  for  any  period  is 
still  abandonment.  These  statutes  merely  declare  that  a  de- 
lay of  two  years  is  prima  facie  unreasonable,  and  thus  throw 

conntTj  is  adyised,  by  the  deliberation  reWve  applications  that  were  abandoned 

of  the  only  tribunal  provided  by  law  for  under  it,  see  Da  vies  v,  Hartman  (1876), 

the  ascertainment,  at  that  stage  of  the  0  0.  G.  851. 

invention,  of  his  right,  that  he  has  none.         That  an  assignee  is  bound  to  the 

More  especially  is  he  himself  advised  of  same  diligence  as  an  inventor,  see  Fire 

that  fact,  for  he  is  a  party  to  the  pro-  Extinguisher    Mfg.     Co.    v.    Graham 

ceedings,  and  more  immediately  damni-  (1888),  24  0.  G.^798;  16  Fed.  Rep. 

fied  by  the  rejection  of  the  application.  548. 

That  rejection  would  at  least  be  re-         *  That  under  Sec.  4894  (Sec  82,  Act 

garded,  in  the  logic  of  equity,  as  a  no-  1870),  a  rejected  application  is  aban- 

tice  to  him  to  proceed  with  diligence  to  doned  if  not   prosecuted   within  two 

traverse  and  reverse  the  judgment  of  years,  but  a  new  one  may  be  filed  which 

the  Office."  will  stand  alone,  unaided  by  the  other 

That  under  Sec.   4894  a  failure  to  on  questions  of  abandonment,  see  Lind- 

prosecute  an  application  for  two  years  say  v.  Stein  (1882),  20  Blatch.  870  ;  21 

abandons  it,  see  ScpcurU  Klenha  (1884),  0.  G.  1618  ;  10  Fed.  Rep.  907. 
28  O.  G.  1272.  That  eight  years'  delay  after  the  re- 

That  under  the  provision  in  Sec.  85,  jection  of  an  application  without  renew- 
tct  of  1870,  allowing  six  months  after  ing  it,  other  patents  for  substantially 
the  date  of  that  act  for  the  renewal  of  the  same  invention  being  granted  mean- 
withdrawn  or  rejected  applications,  an  while,  operates  as  an  abandonment,  see 
application  filed  in  1845,  withdrawn  in  United  States  Rifle  &  Cartridge  Co.  v, 
1847,  and  not  subsequently  acted  on,  Whitney  Arms  Co.  (1886),  118  U.  S. 
became  dead,  see  £x  parte  Cryer  (1880),  22  ;  85  0.  G.  878. 
17  O.  G.  452.  That  a  rejected  application  leaves  the 

That  this  saving  clause  of  the  act  of  applicant  where  he  waq  when  the  appU- 
1870  could  be  made  available  to  the  re-  cation  was  made,  but  notifies  him  to 
jected  applicant  only  by  filing  a  formal  proceed  with  due  diligence,  see  Good- 
renewal  of  the  old  application,  see  &b  year  v.  Hills  (1866),  3  Fisher,  134. 
parte  Gordon  (1874),  6  O.  G.  548.  That  an  abandoned  application  is  not 

That  the  omission  of  Sec.  85,  act  of  further  noticed  by  the  Patent  Office,  see 

1870,  from  the  Bevised  Statutes  did  not  Bx  parU  Casilear  (1875),  8  0.  G.  474. 
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upon  the  applicant  the  burden  of  proving  that  in  his  particu- 
lar  case  the  delay  was  justified.^  In  discussing  them  it  will 
be  sufficient  to  inquire  what  is  meant  by  the  ^^  last  action  "  of 
the  Patent  Office ;  what  degree  and  duration  of  inactivity  on 
the  part  of  the  applicant  will  abandon  his  application ;  and 
what  reasons  are  sufficient  to  excuse  delay.  Whatever  con- 
cerns the  completion  of  the  application  and  its  preparation 
for  examination  has  been  already  considered  in  its  proper 
place. 

§  576.    "  Last  Action  "  Defined. 

The  "  last  action,"  from  which  the  period  of  two  years 
dates,  is  the  last  interlocutory  action  of  the  Patent  Office 

'  In  Planing  Machine  Oo.  v.  Keith  concluded  that  he  has  acquiesced  in  the 
(1879),  101  U.  8.  479,  Strong,  J.:  (485)  rejection  and  abandoned  any  intention 
"The  Patent  Law  favors  meritorious  in-  of  prosecuting  his  claim  further.  Such 
▼entors  by  conditionally  conferring  upon  a  conclusion  is  in  accordance  with  com- 
them  for  a  limited  period  exclusive  rights  mon  observation.  Especially  is  this  so 
to  their  inventions.  But  it  requires  when,  during  those  years  of  his  inac* 
them  to  be  vigilant  and  active  in  com-  tion  he  saw  his  invention  go  in  to  common 
plying  with  the  statutory  conditions,  use,  and  neither  uttered  a  word  of  corn- 
It  is  not  unmindful  of  possibly  inter-  plaint  or  remonstrance,  nor  was  stimn* 
▼ening  rights  of  the  public.  The  in-  lated  by  it  to  a  fresh  attempt  to  obtain 
Tention  must  not  have  been  in  public  a  patent.  When  in  reliance  upon  his 
use  or  on  sale  more  than  two  years  be-  supine  inaction  the  public  has  made  use 
fore  the  application  for  a  patent  is  made,  of  the  result  of  his  ingenuity,  and  has 
and  all  applications  must  be  completed  accommodated  its  business  and  its  ma- 
and  prepared  for  examination  within  chinery  to  the  improvement,  it  is  not 
two  years  after  the  petition  is  filed,  un-  unjust  to  him  to  hold  that  he  ahaU  be 
less  it  be  shown  to  the  satisfaction  of  regarded  as  having  assented  to  the  ap- 
the  Commissioner  that  the  delay  was  propriation,  or,  in  other  words,  as  hav- 
nnavoidable.  All  this  shows  the  inten-  ing  abandoned  the  invention.  There 
tion  of  Congress  to  require  diligence  in  may  be,  it  is  true,  circumstances  which 
prosecuting  the  claims  to  an  exclusive  will  excuse  delay  in  prosecuting  an  ap- 
right.  An  inventor  eanrutt  trithtnU  plication  for  a  patent  affcer  it  has  been 
catiae  hold  his  application  pending  dnr-  rejected,  —  such  as  extreme  poverty  of 
ing  a  long  period  of  years,  leaving  the  the  applicant,  or  protracted  sickness.** 
public  uncertain  whether  he  intends  17  0.  G.  1081  (1033). 
ever  to  prosecute  it,  and  keeping  the  That  no  unreasonable  delay  in  pros- 
field  of  his  invention  closed  against  ecuting  the  application  can  be  per^ 
other  inventors.  It  is  not  unfair  to  him,  mitted,  see  Planing  Mach.  Ca  v,  Keith 
after  his  application  for  a  patent  has  (1879),  101  U.  S.  479  ;  17  O.  G.  1081 ; 
been  rejected,  and  after  he  has  for  many  Hanscom  v.  Latham  (1876),  9  O.  O. 
years  taken  no  steps  to  re-instate  it,  to  1157  ;  Marsh  v,  Sayles  (1872),  2  O.  G. 
renew  it,  or  to  appeal,  that  it  should  be  840  ;  5  Fisher,  610. 
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affecting  the  progress  of  the  application,  followed  by  the 
mailing  of  a  notice  of  such  action  to  the  applicant.^  Sach 
mere  ministerial  acts  as  sending  a  letter  in  reply  to  a  request 
for  information,  or  for  the  return  of  papers  or  a  model,  do 
not  constitute  the  action  mentioned  in  the  statute.'  Every 
application  pending  in  the  Patent  Office  is  presumed  to  be 
awaiting  some  act,  either  on  the  part  of  the  Office  or  of 
the  applicant,  which  will  advance  it  to  the  next  stage  of  the 
proceedings ;  and  the  action  performed  by  the  Office  in  its 
turn,  and  rendering  it  necessary  for  the  applicant  to  act  in 
order  that  further  progress  may  be  made,  is  the  ^^  last  action  " 
from  which  the  period  of  his  delay  must  be  computed.  A 
'^  suspension  of  action "  by  the  Office  implies  further  action, 
and  does  not  constitute  the  ^^  last  action  "  here  described.^ 

§  577.    "  Inaction  "  of  Applicant  Defined. 

The  "inaction"  of  the  applicant  is,  correspondingly,  his 
failure  to  perform  the  act  devolving  upon  him  in  order  to 
advance  his  case.  Whatever  else  he  may  do  is  of  no  con- 
sequence in  reference  to  this  question.  Letters  of  general 
inquiry,  the  presentation  of  unimportant  amendments,  and 
other  similar  acts  do  not  prevent  the  two  years  from  running 
against  his  application.^  His  action  must  be  one  which  ren- 
ders it  incumbent  on  the  Office  to  take  action  in  its  turn,  or 

§  576.  1  That  in  a  rejected  applica-  §  577.  ^  That  after  final  rejection, 

tion  the  "laat  action"  of  the  Patent  without   appeal,    unimportant  amend- 

Office  ia  the  mailing  of  the  laat  letter  of  ments   will  not  keep  the  application 

rejection  to  the  applicant,  and  unless  he  alive  in  the  Patent  Office,  see  Ex  parte 

takes  further  action,  within  two  years  Jenks  (1878),  14  O.  G.  747. 

from  that  date,  the  application  is  aban-  That  irregular  and  illegal  modes  of 

donedy  see  JS»  parte  Blake  (1873),  8  0.  procedure  do  not  keep  an  application 

G.  2.  alive  and  prevent  its  abandonment,  see 

<  That  "  last  action  "  is  some  action  Kirk  v.  Commissioner  (1886),  87  O.  G. 

affecting  the  merits  of  the  case,  not  mere  451  ;  5  Mackay,  229. 

ministerial  action,  see  Ex  parte  Graham  That  the  suspension  of  an  application 

(1873),  8  0.  G.  211.  at  the  request  of  the  applicant,  and  at 

That  an  answer  to  a  request  to  return  his  option  to  proceed  with  it,  is  *'  inac- 

a  model  is  not  "  last  action,"  see  Ex  tion,"  and  unless  taken  up  within  -two 

parte  Lee  (1874),  5  0.  G.  58.  years  it  is  abandoned,  see   Ex  parte 

*  That  *< suspcoision  of  action"  im-  Norton  (1888),  42  0.  G.  296. 
plies  further  action,  see  Ex  parte  Hull 
(1875),  9  O.  G.  1. 
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the  delay  is  clearly  imputable  to  him  and  he  must  bear  the 
loss  which  it  entails.^  In  computing  the  two  years  of  his 
inactivity,  the  day  on  which  the  "  last  action "  of  the  Patent 
Office  was  performed  is  excluded.^ 

§  57&   Unavcddable  Delay  not  Unreasonable. 

The  inaction  of  the  applicant,  however  protracted,  cannot 
prejudice  his  application  if  the  delay  was  unavoidable.  Of 
this  the  Commissioner  is  made  the  final  judge,  though  the 
question  as  to  an  abandonment  of  the  invention  itself  by  an 
unreasonable  delay  of  the  application  in  the  Patent  Office  may 
always  be  raised  and  adjudicated  in  the  courts.^  No  applicant 
can  justly  be  regarded  as  responsible  for  a  delay  which  he 
could  not  avoid.  If  he  is  urging  his  application  as  rapidly  as 
under  all  the  circumstances  he  is  able  to  do,  he  cannot  be 
considered  as  abandoning  it.^    Thus  poverty  or  sickness,  or 

>  That  a  bUl  in  equity  to  obtain  tL  see  Ex  parU  Chapman  (1884),  29  0.  G. 

patent,  though  not  a  technical  appeal  950. 

from  the  Patent  Office  but  a  true  suit        That  "  unavoidable  delay  "  must  be 

in  equity,  is  still  a  part  of  the  applica-  clearly  proved,   see  Ex  parte  Klenha 

tion  for  a  patent,  see  Gandy  v.  Marble  (1884),  28  O.  G.  1272. 
(1887),  122  U.  S.  432 ;  89  O.  G.  1428.  That  under  Sec.  4894  the  evidence 

That  delay  in  filing  a  bill  in  equity  is  to  be  heard  by  the  Commissioner  in 

to  obtain  a  patent  for  more  than  two  person,  see  Smith  v.  Dimond  (1881), 

years  since  the  last  action  must  be  shown  20  O.  G.  742. 

to  be  unavoMable,  or  it  will  work  an         That  too  great  leniency  to  delaying 

abandonment,    see   Gandy    r.    Marble  applicants,  to  the  prejudice  of  the  pub- 

(1887),  122  U.  S.  432  ;  39  0.  G.  1428.  lie,  must  not  be  allowed,  see  Ex  parte 

s  That  in  computing  the  two  years  Klenha  (1884),  28  O.  G.  1272. 
the  day  of  "last  action"  is  excluded.         That  the  decision  of  the  Commis- 

see  Ex  parte  Muaser  (1879),  16  O.  G.  gioner,  that  the  invention  has  not  been 

858.  abandoned  by  delays  in  the  application, 

§  578.  ^  That  the  decision  of  the  Com-  is  not   conclusive  on  the  courts,   see 

missioner,  that  delay  in  prosecuting  an  Planing  Mach.  Co.  v.  Keith  (1879),  101 

application  was  unavoidable,  is  final,  U.  S.  479  ;  17  0.  G.  1031 ;  U.  8.  Rifle 

see  U.  S.  Rifle  k  Cartridge  Co.  v.  Whit-  k  Cartridge  Co.  v.  Whitney  Arms  Co. 

ney  Arms  Co.   (1877),  14  Blatch.  94  ;  (1877),  14  Bktch.  94  ;  11  O.  G.  373 ; 

11  0.  G.  373  ;  2  Bann.  &  A.  493  ;  Mc-  2  Bann.  &  A.  493. 
Millin  V. '  Barclay  (1871),    6    Fisher,         >  That  if  the  applicant  is  proseeut- 

189  ;  4  Brews.  (Pa.)  275.  ing  his  case  as  rapidly  as  he  is  able. 

That   under   Sec.    4894  the   Com-  no  delay  will  abandon  it,  see  JSs  parte 

missioner's  discretion  is  judicial,   not  Bamitz  (1887),  41  O.  G.  575  ;  Good- 

a  mere  whim,  and  the  evidence  must  year  Dental  Vulcanite    Co.  v.   Smith 

show  that  the  delay  was  unavoidable,  (1874),  5  0.  G.  585 ;  Holmea,    854 ; 
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inevitable  absence  from  tbe  United  States,  or  legal  inability  to 
pursue  his  rights,  have  been  held  sufficient  to  relieve  fiim  from 
the  consequence  of  his  delay.*  Where  the  inaction  is  not 
truly  his  own  but  is  ultimately  due  to  the  errors  or  misconduct 
of  other  persons,  either  without  his  knowledge  or  beyond  his 
control,  he  ought  not,  and  is  not  compelled,  to  suffer  its  re- 
sults. Hence  delays  in  the  Patent  Office  not  attributable  to 
him  nor  acquiesced  in  by  him,^  mistakes  in  the  Patent  Office 
which  induce  him  not  to  act  where  a  correct  decision  would 
have  led  him  to  exercise  due  diligence,^  and  the  neglect  of 
his  attorney  to  obey  his  orders,^  have  been  accepted  as  excuses 

1  Bann.  &  A.  201  ;  Me  parte  Leavitt  acquiesced    in   by    the    applicant,   see 

(1873),  3  O.  G.  212.  Colgate  v.   Western  Union   Telegraph 

That  "  onavoidable  "  delay  in  prose-  Co.  (1878),  14  0.  G.  943  ;  4  Bann.  & 
eating  an  application  is  such  delay  as  A.  36  ;  15  Blatch.  865  ;  Smith  v.  Good- 
prudent  and  diligent  men,  using  the  year  Dental  Vulcanite  Co.  (1876),  93 
ordinary  af^encies,  would  not  have  over-  U.  S.  486  ;  11  0.  G.  246  ;  Jones  v, 
come,  for  the  law  does  not  compel  par-  Sewall  (1873),  6  Fisher,  343  ;  3  0.  G. 
ties  to  resort  to  unusual  methods,  see  630  ;  3  Clifford,  563  ;  Johnsen  v.  Fass* 
BzparU  Pratt  (1887),  89  O.  G.  1549.  man  (1872),  1  Woods,  138  ;  5  Fisher, 

That   *'  unavoidable  delay "  means  471  ;  2  0.  G.  94  ;  Singer  v.  Brauns- 

hindrauce  by  circumstances  over  which  dorf   (1870),   7   Blatch.   521 ;    Dental 

the  inventor  had  no  control,  see  Ex  Vulcanite  Co.  v.  Wetherliee  (1866),  2 

jmtU  Klenha  (1884),  28  0.  G.  1272.  Clifford,  555  ;  3  Fisher,  87  ;  Sayles  v. 

That  delay  unaccompanied  by  any  Chicago    &    Northwestern  R.   R.    Co. 

effort  to  avoid  it  is  not  unavoidable,  see  (1865),  1  Bissell,  468  ;  2  Fisher,  523  ; 

Smith  V.  Dimond  (1881),  20  0.  G.  742.  Adams  v.  Jones  (1859),  1  Fisher,  527  ; 

That  *' unavoidable "  delay  in  prose-  Bell  v,  Daniels  (1858),  1  Bond,  212; 

outing  an  application  means  unavoid-  1    Fisher,    372 ;    Rich    v.    Lippincott 

able  during  the  entire  two  years,  see  (1853),  2  Fisher,  1. 
Ex  parte  Root  (1887),  40  0.  G.  811.  That  if  the  applicant  acquiesces  in  a 

*  That  poverty,  sickness,  and  other  delay  of  the  Patent  Office,  his  applica- 

cauaes  may  excuse  delay,  and  save  the  tion  may  thereby  be  abandoned,   see 

application,  see  Planing  Mach.  Co.  v,  Bevin  v.  East  Hampton  Bell  Co.  (1871), 

Keith  (1879),  101  U.  S.  479  ;  17  O.  G.  5  Fisher,  23  ;  9  Bktch.  50. 
1031.  That  a  delay  while  an  interference 

That  poverty,  etc.,  is  an  excuse  only  is  pending  is  not  abandonment,  see  Tay- 

when  it  prevents  action,  see  Ex  parti  lor  v.  Shreffler  (1883),  24  0.  G.  1175. 
Klenha  (1884),  28  0.  G.  1272.  «  That  a  mistake  in  the  Patent  Of- 

That  involuntary  absence  from  the  fice,  inducing  inaction,  does  not  aban* 

country  excuses  delay,  see  Weston  v.  don    the    application,    see    Colgate  v. 

White  (1876),  13  Blatch.  447  ;  2  Bann.  Western  Union  Telegraph  Co.  (1878), 

k,  A.  364.  14  0.  G.  943  ;  15  Blatch.  365  ;  4  Bann. 

See  also  §  353  and  notes,  ante.  &  A.  36  ;  Weitling  v.  Cabell  (1872), 

«  That  delays  in  the  Patent  Office  do  2  0.  G.  223. 
not   abandon    the    application,   unless         *  That  delay  caused  by  the  attor- 
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for  an  luaction  which  otherwise  would  have  been  fatal  to  his 
application.  But  where  he  has  been  led  to  his  delay  by 
motives  of  personal  interest,  or  even  by  mere  indifference 
to  the  rights  of  others,  he  must  be  held  strictly  to  its  pen* 
altiesJ  He  cannot  be  relieved  upon  the  ground  that  his 
pecuniary  interests  would  not  have  been  advanced  by  his 
compliance  with  the  law,  nor  that  other  voluntary  occupa- 
tions, however  profitable  to  himself  or  others,  have  engrossed 
his  capital  or  his  time.^ 


§  579.    Abandonment  of  Applloation  by  Xbcpresa  Declaration  of 
the  Applicant. 

An  application  may  be  abandoned  not  only  by  unreasonable 
delay  in  completing  or  prosecuting  it,  but  by  the  express  act 
of  the  applicant^  Such  an  abandonment  must  be  in  writing, 
describing  the  application  by  the  title  of  the  invention  and 
the  date  of  the  filing,  signed  by  the  applicant  in  person,  and 
filed  in  the  Patent  OflBce.^  The  presentation  of  a  new  appli- 
cation for  the  same  invention  does  not  withdraw  or  abandon 
the  original,  but  each  is  accepted  and  treated  by  the  0£Bce  as 
independent  of  the  others,  unless  the  later  be  offered  as  an 
amendment  to,  or  a  substitute  for,  the  former.'    An  aban- 

ney,  and  not  acquiesced  in  by  the  ap-  qoire  an  abandonment  to  be  stated  in 

plicant,  does  not  abandon  the  applica-  terms,  and  in  default  thereof  an  amend- 

tion,  see  Howes  v.  McNeal  (1878),  15  ment  cancelling  all  Claims  may  be  re- 

0.  G.  608  ;  15  Blatch.  103  ;  8  Bann.  k  jected  by  the  examiner,  see  B»  parU 

A.  876  ;  Weston  v.  White  (1876),  18  Lasscell  (1884),  29  O.  G.  861. 

Blatch.  447  ;  2  Bann.  &  A.  864.  That  a  power  of   attorney,  giving 

That  a  party  may  rely  on  trustworthy  him  fnU  authority  to  amend,  does  not 

employees,  and  if  they  fail  unezpect-  authorize  him  to  withdraw  all  the  Claims 

edly,  it  is  "  unavoidable,"  see  &s  parte  and  so  destroy  the  application,  see  B» 

Pratt  (1887),  89  0.  G.  1349.  parU  Lasscell  (1884),  28  O.  G.  1274. 

V  That  the  present  pecuniary  worth-  *  That  a  pending  application  is  not 

lessness  of  an  invention  does  not  excuse  affected  by  a  subsequent  application  for 

delay  in  prosecuting  the  application,  see  the  same  invention  by  the  same  inven* 

Ex  parte  Woodbridge  (1879),  15  0.  G.  tor,   nor  does  the  later  abandon    the 

564.  earlier  application,  see  Ex  parte  Lang* 

8  See  §  887  and  notes,  anU,  lois  (1878),  14  0.  G.  84. 

§  679.  ^  That  the  cancellation  of  all  That  the  filing  of  a  second  applica* 

the  Claims  is  abandonment,  see  JScjMxrte  tion,  describing  but  not  claiming  the 

Lasscell  (1884),  29  0.  G.  861 ;  28  0.  G.  improvement   claimed   in    the   former 

1274.  application,  does  not  abandon  such  im* 

*  That  the  Patent  Office  may  re*  provement  to  the  pi^blic  nor  affect  the 
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doned  application  has  no  legal  existence  or  validity  for  any 
purpose.  It  cannot  aid  a  subsequent  one  by  carrying  back 
the  date  of  application,  nor  is  it  further  noticed  by  the  Patent 
Office.* 

§  580.  "Withdrawal  and  Snbatitntion  of  Applications.     * 

At  any  time  before  the  final  rejection  or  allowance  of  an 
application  it  may  be  withdrawn  by  the  applicant,  and  a  new 
application  may  be  filed  containing  a  new  specification,  oath, 
and  drawing,  and  accompanied  by  a  new  fee.^  Also,  after  the 
final  rejection  of  an  application,  a  new  one  may  be  filed  in 
the  same  manner,  though  the  rejected  application  cannot  be 
withdrawn.  In  both  these  cases,  the  relation  of  the  new 
application  to  the  old  depends  upon  the  question  of  abandon- 
ment. If  the  original  application  were  abandoned  it  can 
never  be  revived  ;^  and  in  that  case,  or  when  the  filing  of  the 

prior  application,  see   Suffolk  Co.   v.  15  Blatch.  865  ;  14  0.  6. 943  ;  4  Bann. 

Haydeu  (1865),  3  Wall.  815.  k  A.  86. 

That  after  a  rejected  application  has         ^  That  an  application    once   aban- 

lain  unnoticed  for  several  years,  and  a  doned  can  never  be  revived,  aee  Ex  parte 

new  and  independent  application  for  the  Mayor  (1878),  18  0.  G.  912;   Marsh 

invention  is  filed,  the  later  In  regarded  v.  Sayles  (1872),  5  Fisher,  610  ;  2  0.  Q. 

as  a  final  abandonment  of  the  former,  840. 

see  Ex  parte  Gordon  (1874),  6  0.  G.         That  an  abandonment  of  the  inven* 

548.  tion  by  a  final  withdrawal  of  the  appli- 

*  That  an  abandoned  application  is  cation  is  an  abandonment  to  the  public, 

no  longer  noticed  by  the  Patent  Office,  not  to  rival  inventors,  see  Consolidated 

see  Ex  parte  Casilear  (1875),  8  0.  G.  Fruit  Jar  Co.  v.  Bellaire  Stamping  Co.« 

474.    See  also  §  559,  note  4,  atUe.  (1886),  27  Fed.  Rep.  877  ;  85  O.  G. 

§  580.  1  That  under  the  act  of  1886  627. 
a  request  for  the  return  of  the  fee  was         That  on  a  question  of  abandonment 

not  of  itself  a  withdrawal  of  the  appli-  of  the  invention  by  the  withdrawal  ot 

cation,  see  Colgate  v.  Western  Union  the  application  the  lapse  of  time  is  of 

Telegraph  Co.  (1878),  15  Blatch.  865  ;  great   weight,  if  not    conclusive,    see 

14  0.  G.  948 ;  4  Bann.  &  A.  86  ;  ^  Consolidated  Fruit  Jar  Co.  v.  Bellaire 

por^  Sexton  (1876),  9  0.  G.  251.  Stamping  Co.    (1886),   27   Fed.   Rep. 

That  the  filing  of  a  second  applica-  877  ;  85  0.  G.  627. 
tion  is  not  necessarily  a  withdrawal  of        That  a  delay  of  fifteen  years  after  the 

the  first,  see  Colgate  v.  Western  Union  withdrawal  of  an  application  is  aban- 

Telegniph  Co.  (1878),  15  Blatch.  865  ;  donment  of  the  invention,  see  Consoli- 

14  O.  G.  948  ;  4  Bann.  &  A.  86.  dated  Fruit  Jar  Co.  v.  Bellaire  Stamping 

For  a  review  of  the  cases  on  the  Co.  (1886),  27  Fed.  Rep.  877  ;  85  0.  G. 

withdrawal  of  applications,  see  Colgate  627. 
V.  Western  Union  Telegraph  Co.  (1878),         That  where  eight  years  have  elajKied 
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new  has  been  unreasonably  delayed  or  delayed  beyond  the  two 
years  named  in  the  statute  without  an  excuse  satisfactory  to 
the  Commissioner,  the  later  application  must  stand  wholly 
upon  its  own  merits  on  all  points,  including  those  of  the  nov- 
elty and  the  abandonment  of  the  invention.^  If  the  original  ap- 
plications were  not  abaindoned,  and  if  the  new  ones  have  been 
filed  without  unreasonable  delay  and  within  the  two  years  lim- 
ited  by  law,  they  are  regarded  as  substitutes  for  and  as  contin- 
uations of  the  former,  and  on  all  questions  of  novelty  and  aban- 
donment their  dates  relate  back  to  the  dates  of  the  originals.^ 

siDce  the  fonner  application  waa  with-  cation,  and  the  applicant  muat  stand, 

drawn,  and  others  have  meanwhile  pat-  as  to  defences  in  suits  on  the  |>ateut,  as 

ented  the  same  thiug  and  the  applicant  if  the  new  application  were  the  first 

has  patented  other  things, the  application  application."    10  Fed.  Rep*  907  (918) ; 

is  abandoned,  see  U.  S.  Rifle  k  Car-  21  0.  G.  1618  (1615). 
tridge  Co.  v,  Whitney  Anns  Co.  (1877),         That  where  a  former  application  has 

14  Blatch.  94  ;  11  0.  G.  373  ;  2  Bann.  been  abandoned,  and  a  new  one  is  sub- 

&  A.  493.  stituted  for  it,  the  later  must  be  ei- 

Thatan  application  being  abandoned,  amined  on  its  own  merits  by  the  state 

a  new  one  may  be  filed,  see  Ex  parte  of  the  art  at  its  date,  see  Bat  parte  Gor- 

Croropton  (1876),  9  0.  G.  5  ;  Davies  don  (1874),  6  0.  G.  548  ;   £x  parte  Le 

V.  Hartinan  (1876),  9  0.  G.  851  ;  Ex  Van  (1872),  1  O.  G.  226. 
parte  Golding   (1875),   8  O.  G.  141  ;         That  the  intention  of  an  applicant 

Ex  parte  Casilear  (1875),  8  0.  G.  474.  to  sever  his  applications  wUl  be   re* 

That  after  one  application  has  been  garded,  and  notice  taken  of  the  last 

rejected,  a  new  one  cannot  be  filed  ex-  only,  see  Ex  parte  Golding  (1875),  8 

cept  as  a  renewal  of  the  former,  see  0.  G.  141. 

Ex  parU  Sexton  (1878),  3  O.  G.  409  ;         «  In    Godfrey  v.    Eames  (1863),  1 

contra,     Ex   parU   Sexton    (1876),    9  Wall.  817,  Swayne,  J.  :  (325)  "In  our 

0.  G.  251.  judgment,  if  a  party  choose  to  withdraw 

That  after  the  rejection  of  an  appli-  his  application  for  a  patent,  and  pay 

cation  by  the  Supreme  Court  of  the  the  forfeit,  intending  at  the  time  of 

District  it  is  not  renewable,  though  a  such  withdrawal  to  file  a  new  petition, 

new  one  may  be  filed,  see  Ex  parte  Gor-  anil  he  accordingly  do  so,  the  two  pe- 

don  (1874),  6  0.  G.  548.  titions  are  to  be  considered  as  parts  of 

*  In  Lindsay  v.   Stein    (1882),   20  the  same  transaction,  and  both  as  con- 

Blatch.     370,    Blatchford,    J.  :    (376)  stituting   one    continuous  application, 

"The  defendant  contends  that  the  ef-  within  the  meaning  of  the  law." 
feet  of  the  act  of  1870  is,  that  when  an         That  an  application  filed  within  a 

application  is,  under  §  32,  to  be  re-  reasonable  time  after  a  prior  application 

^rded  as  abandoned,  no  new  applica-  has  been  withdrawn  or  rejected,  but 

tion  for  a  patent  for  the  same  thing  can  not  abandoned,  is  regarded  as  the  suc- 

be  subsequently  made.    There  is  noth-  oessor  to  and  continuation  of  the  orig- 

ing  to  prevent  a  subsequent  application,  inal  application,  see  Ex  parte  Living- 

When  made,  it  can  derive  no  aid,  as  to  ston  (1881),  20  O.  G.  1747  ;   Graham 

time,  from  the  prior  abandoned  appli-  v.  McCormick  (1880),  5  Bann.  &  A. 

§580 
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Whether  or  not  two  applications  are  continuous  is  a  question 
of  fact,  to  be  decided  by  the  circumstances  of  the  case.^ 

244  ;  10  Bissell,  39  ;  21  0.  G.  1583  ;  That  a  delay  of  eighteen  years  with- 

11   Fed.  Ke^x    859  ;  Ex  parte  Sexton  out  action,  after  rejection,  is  abandon- 

(1876),  9  0.  G.  251 ;  Weston  v.  White  ment,    see    Marsh   v.     Commissioner 

(1876).  13  Blatch.  4^7  ;  2  Bann.  &  A.  (1872),  8  Bissell,  821. 

364  ;  Goodyear  Dental  Vulcanite  Co.  t;.  That  an  application  filed  ten  years 

YTillis  (1874),  7  0.  G.  41  ;  1  Bann.  &  after  the  withdrawal  of  its  predecessor, 

A.  568  ;  1  Flippin,  388  ;  Goodyear  Den-  no  action  being  meanwhile  taken,  is  not 

tal  Vulcanite  Co.  v.  Root  (1874),  1  Bann.  a  continuation  of  the  original,  see  Bevin 

&  A.  384  ;  6  0.  G.  154  ;  Smith  v.  Prior  v.  East  Hampton  Bell  Co.   (1871),    9 

(1873),  2  Sawyer,  461  ;  6  Fisher,  469  ;  Blatch.  50  ;  5  Fisher,  28. 

4  0.  G.  633  ;  Blandy  v.  Griffeth  (1869),  That  the  continuity  of  two  applica- 

8  Fisher,  609  ;  Howe  v,  Newton  (1865),  tions    may  be    interrupted  without  a 

2  Fisher,  581;  Rich  v.  Lippincott(1858),  technical  withdrawal,  see  Bevin  v.  East 

2  Fisher,!;  Adams  v.  Edwards  (1848),  Hampton  Bell  Co.   (1871K  9   Blatch. 

1  Fisher,  1.  50  ;  5  Fisher,  28. 

That  though  twenty  years  elapse  in  That  when  applications  are  continu- 

making  successive  applications,  and  en-  ous   they  take  the  date  of  the  orig- 

deavoring  to  secure  a  patent,  the  ap-  inal  on  questions  of  novelty  and  aban- 

plications  may  be  continuations  of  the  ment,  see  Henry  v,  Franocstown  Soap* 

original,  see  Colgate  v.  Western  Union  Stone  Stove  Co.  (1876),  2  Bann.  &  A. 

Telegraph  Co.  (1878),  15  BUtch.  865  ;  221  ;  9  0.  G.  408  ;  Howard  v.  Christy 

14  O.  G.  948  ;  4  Bann.  &  A.  86.  (1876),   2  Bann.  &  A.  457  ;  10  O.  G. 

That  where  a  second  application  is  981  ;  £x  parte  Gordon  (1874),  6  0.  G. 

made  for  part  of  an  invention  disclosed  548. 

in  a  former  and  still  pending  appllca-  That  where  a  substituted  specifica- 
tion, the  later  is  a  continuation  of  the  tion  covers  a  different  invention  its 
former  so  &r  as  the  question  of  two  date  is  the  date  of  the  application,  as 
years'  public  use  is  concerned,  see  Gra-  compared  with  that  of  a  foreign  patent^ 
bam  V.  McCormick  (1880),  21  0.  G.  see  Globe  Nail  Co.  v.  Superior  Nail  Co. 
1538  ;  10  Bissell,  89  ;  11  Fed.  Rep.  (1886),  27  Fed.  Rep.  450. 
859  ;  5  Bann.  &  A.  244.  That  an  application,  substituted  for 

That  where  an  application  has  been  one  already  filed  at  the  instance  of  the 

withdrawn  and  the  attorney  is  directed  Patent  Office,  dates  from  the  filing  of 

to  file  a  new  one  but  fails  to  do  so  the  former  as  to  the  question  of  public 

within    reasonable  time,    and    one   is  use,  see  International  Tooth  Crown  Co. 

afterwards  filed  and  accepted  by  the  v.  Richmond  (1887),  SO  Fed.  Rep.  775  ; 

Patent  Office,  they  are  regarded  as  the  89  O.  G.  1550. 

same,  and  no  intermediate  public  use  ^  In  Weston  v.  White  (1876),   18 

will  work  abandonment  of  the  inven-  Blatch.  447,  Shipman,  J.  :  (452)  "The 

tion,  see  Howes  v.  McNeal  (1878),  15  continuity  of  the  two  applications  is  a 

Blatch.  108  ;  15  0.  G.  608 ;  8  Bann.  k  question  of  fact,  to  be  determined,  in 

A.  376.  each  case,  upon  an  examination  of  its 

That  applications  are  not  continuous  own  circumstances.     In  order  to  ascer- 

if  the  interval  of  delay  was  avoidable,  tain  this  fact,  the  trier  will  find  whether 

see  Smith  v.  Dimond  (1881),  20  O.  G.  the  inventor  has  abandoned  his  original 

742.  application,  either  by  his  own  will,  or 

§580 
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§  581.  SabBtituted  Applications  are  Continiiations  of  the  Orig- 
inal and  Bear  its  Date. 

It  is  immaterial  how  mauy  of  these  substituted  applications 
may  be  tiled,  or  for  how  long  a  period  such  efforts  to  obtain  a 
patent  may  be  continued.  The  patent,  when  granted,  will 
rest  on  the  original  application,  as  represented  in  its  various 
successors,  unaffected  by  the  intermediate  conduct  of  third 
parties  or  the  current  of  events,  unless  some  legislative  act, 
embracing  it  in  its  provisions,  has  been  passed.^  New  appli* 
cations,  after  rejection  or  withdrawal,  may  be  made  by  the 
original  applicant,  or  if  he  has  meanwhile  deceased,  by  his 
personal  representatives.^ 

§  582.  Allo'v^ance  of  Patent:  Notice  to  Applicant. 

Whenever  by  the  decision  of  the  examiner,  or  on  appeal,  it 
appears  that  the  applicant  is  entitled  to  a  patent,  a  notice  of 
its  allowance  is  sent  to  him,  calling  for  the  payment  of  the 
final  fee  within  the  period  of  six  months  as  required  by  the 
statute,  and  if  the  fee  is  paid  within  this  period  the  patent  is 
prepared  for  issue.  Until  such  notice  to  the  applicant  the 
patent  is  not  '^  allowed  "  within  the  meaning  of  the  law,  nor 
does  the  case  pass  beyond  the  examiner's  control,  nor  does  the 
six  montlis'  period  begin.^  After  notice  is  given  of  an  allow- 
by  his  acts,  and  whether  the  new  appli-  See  also  Bevin  v.  East  Hampton  Bell 
cation  is  substantially  for  the  same  in-  Co.  (1871),  5  Fisher,  23  ;  9  Blatch.  fiO. 
vention  which  was  originally  claimed.  §  581.  ^  That  in  a  aeries  of  applica- 
If  the  two  applications  are  found  to  be  tions  the  first  is  the  one  on  which  the 
continuous,  and  it  has  been  therefore  patent  depends,  see  Pelton  v.  Waters 
proved  that  the  delay  in  making  the  (1874),  7  O.  G.  425  ;  1  Bann.  &  A.  599. 
new  application,  after  the  rejection  of  '  That  when  an  inventor  dies  pending 
the  first,  has  not  been  unreasonable,  an  application,  his  administrator  or  ex- 
under  the  circumstances  of  the  ea^e,  ecutor  may  file  a  new  one,  if  such  course 
and  if  the  invention  has  not  been  aban-  does  not  affect  the  rights  of  third  par- 
doned to  the  public,  the  public  use,  in  ties,  see  Rice  v.  Burt  (1879),  16  O.  6. 
onler  to  invalidate  the  patent,  must  be    1050. 

a  use  prior  to  the  original  and  continu-  §  582.  ^  That  a  patent  is  not  **  passed 
ing  application.  Public  or  common  use  and  allowed  "  until  the  applicant  or  his 
subsequent  to  the  date  of  the  original  agent  is  so  notified  under  S«c  4885,  and 
application,  if  that  haa  been  a  continu-  up  to  that  date  the  case  is  still  controlled 
ill?  one,  and  the  two  petitions  are 'parts  by  the  examiner,  see  Ex  parte  Starr 
of  the  same  transaction,'  will  not  avoid  (1879),  15  0.  G.  1058. 
the  patent."    2  Bann.  &  A.  364  (368).  That  the  formal  judgment  of  the  ex- 
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ance  the  case  will  not  be  withdrawn  from  issue  except  on  the 
approval  of  the  Commissioner,  and  if  withdrawn  for  further 
action  on  the  part  of  the  Patent  Office,  and  then  allowed,  a 
new  notice  of  allowance  must  be  given.  After  the  final  fee 
has  been  paid,  and  the  case  has  received  its  date  and  number, 
it  cannot  be  withdrawn  for  any  purpose  except  on  account  of 
mistake  on  the  part  of  the  Office,  or  fraud  or  illegality  in  the 
application,  or  for  interference  proceedings.  For  these  pur- 
poses the  application  is  regarded  as  pending  until  the  letters- 
patent  are  delivered.' 

§  583.  AUowanoe  of  Patent  not  Binding  on  Commissioner  on- 
til  laetters-Patent  are  Issued:  Mandamus. 

The  allowance  of  an  application  by  the  examiner,  or  by  the 
examiners-in-chief  upon  appeal,  does  not  oblige  the  Commis- 
sioner to  grant  the  patent  for  which  it  prays.  The  law  em- 
powers him  to  withhold  a  patent  whenever  in  his  judgment  the 
invention  is  not  patentable,  or  the  issue  of  the  patent  is  for- 
bidden by  the  statutes,  or  the  patent  if  granted  would  probably 
be  held  invalid  by  the  courts.^    This  power  is  not  to  be  exer- 

aminer  is  expressed  by  signing  the  file-  determine  in  the  discbaige  of  your  offi- 

wrapper  snd  sending  it  to  the  Issue  cial  duty.    After  a  patent  is  regularly 

Division,  and  until  this  is  done  the  case  allowed  and  signed,  however,  this  right 

is  under  his  control,  see  JBx  parte  Buell  to  refuse  the  attaching  of  the  seal,  so  as 

(1884),  26  0.  6.  437.  to  give  the  patent  validity,  should  not 

That  until  the  file-wrapper  is  signed  be  exercised  except  in  extreme  cases, 

and  the  application  forwarded  to  the  where  to  attach  it  would  be  manifestly 

Issue  Division  the  case  is  not  decided  a  violation  of  your  duty  as  a  public 

by  the  examiner,  whatever  opinion  he  officer  ;  but  where,  as  in  this  case,  it  ap< 

may  have  expressed  or  whatever  advice  pears  that  the  patent,  erroneously  al- 

his  predecessor  may  have  given,  see  Ex  lowed  by  one  of  your  subordinates,  con- 

parU  Fredericks  (1887),  40  O.  G.  691.  tains  Claims  which  are  neither  novel  nor 

*  That   an   application   is  pending  meritorious  and  are  manifestly  old,  al- 

nntil  the  patent  is  actually  delivered,  though  no  fraud  has  been  practised,  I 

see  Ex  parte  Lawrence  (1879),  16  O.  G.  am  of  the  opinion  that  it  is  your  duty, 

955.  although   the  patent  may  have  been 

§  583.  "^  In  Ex  parte  Hunt  (1878),  signed,  to  withhold  the  seal  of  your 

13  O.  G.  771,    Schurz,    Sec:    (771)  *  Office." 

"  Until  the  seal  is  affixed  the  patent  is  In  Hull  v.  Commissioner  (1875),  7 

not  complete,  and  whether  it  shall  be  0.   G.   559,   Wylie,   J. :    (559)    "  The 

affixed  or  not  in  a  given  case,  or  in  any  first  question  for  the  court  to  determine 

case,  where  the  merits  of  the  application  in  the  present  case  is  this  :  Whether,  in 

are  directly  brought  to  your  attention,  an  ex  parte  application  for  a  patent, 

is  a  question  which  yon  must  judicially  the  Commissioner  possesses  any  author* 
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cised  unnecessarily,  nor  to  delay  the  patent  in  order  that  some 
collateral  controversy  may  be  judicially  determined.^  The 
remedy  of  the  applicant  against  the  Commissioner  for  an  im- 

ity,  under  the  law,  to  withhold  a  patent  he  should  withhold  it  even  when  the 
in  opposition  to  the  report  of  a  primary  application  has  been  allowed  by  the  ex- 
examiner,  or  the  report  of  the  Board  of  aminers  if  lie  considers  its  issue  unlaw- 
Examiners-in-Chief  in  its  favor  ;  in  ful,  see  Ex  parte  Neale  (1879),  15  O.  G. 
otlier  words,  whether,  in  such  a  case,  511;Smith  v.  Perry  (1875),  9  0.  G.  688. 
the  decision  of  the  primary  examiner.  That  the  knowledge  of  the  Commis- 
if  favorable  to  the  patent,  is  conclusive  sioner  that  the  patent  ought  not  to 
upon  the  Office,  and  if  unfavorable,  and  issue  must  be  legal  knowledge  derived 
the  applicant  has  carried  his  case  by  ap-  from  sources  recognized  as  evidence  by 
peal  before  the  Board  of  Examiners-in-  the  courts,  see  Smith  v.  Perry  (1875), 
Chief,  and  there  obtained  a  favorable  9  0.  G.  688. 

decision,  this  latter  decision  is  conclu-  That  after  the  Commissioner  has  de- 

sive,  fio  that  nothing  is  left  to  the  Com-  cided  that  an  applicant  is  entitled  to  a 

missiotier  except  the  ministeiial  act  of  patent  he  may  reconsider  his  decision 

counteraigning  and  affixing  the  seal  of  and  withhold  the  patent    for  reasons 

the  Office  to  the  parchment     The  pe-  satisfactory  to  himself,  and  no  manda- 

titioner  for  this  writ  claims  that,  accord-  mus  can  then  compel  him  to  issue  it, 

ing  t«  the  organization  of  the  Patent  see  United  States  v.  Butterworth  (1884), 

Office,  the  question  of  the  patentability  8  Mackay,  229  ;  27  0.  G.  519. 

of  an  alleged  invention  is  to  be  referred  *  That  the  Commissioner  should  not 

for  examination  first  to  one  of  the  pri-  withhold  a  patent  after  the  application 

mary  or  assistant  examiners.     If  his  de-  has  been  allowed  by  the  examiner,  un- 

cision  be  unfavorable,  the  applicant  has  less  he  deems  it  necessaiy,  see  Disston  v. 

the  right  to  appeal  to  the  examiners-in-  Frank  (1872),  1  O.  G.  805. 

chief.     If  their  decision  should  also  be  That  an  allowed  application  cannot 

unfavorable,  he  has  the  right  of  appeal  be  suspended  by  the  Office  unless  some 

to  the  Commissioner;  and  should  the  reference,   publication,   public  use,   or 

Commissioner's  decision  be  unfavorable,  interference  is  alleged,  see  Ex  parte  At- 

the  right  of  still  further  appeal  to  this  wood  (1888),  44  O.  G.  841. 

court.     In  all  this  the  petitioner's  views  That  the  Commissioner  should  not 

of  the  law  are   correct ;   but  he  also  withhold  a  patent  merely  to  allow  other 

claims  that  because  his  application  is  ex  proceedings  in  court  to  be  determined, 

parte,  and  no  one  can  take  the  appeal  see  Ex  parte  Sargent  (1877),  12  0.  G. 

but  himself,  and  nobody  will  ever  appeal  475. 

from  a  decision  in  bis  own  favor,  that  That  the  relation  between  a  process 

the  first  favorable  decision  he  obtains  at  and  its  apparatus  is  not  that  of  genus 

any  stage  of  the  proceedings  must  be  and  species,  and  an  application  for  the 

conclusive  on  the  Office,  since  the  case  former  cannot  be  suspended  after  allow- 

can  go  no  further  except  by  appeal,  ance  on  the  ground  of  an  interference 

This  view  of  the  law  we  think  is  not  between  an  application  for  its  apparatus 

correct."    2  MacArthur,  90  (102).  and  other  apparatus,  see  Ex  parte  At- 

See  also  Opinion  Atty.  Gen.  (1849),  wood  (1888),  44  0.  G.  841. 

5  Op.  At.  Gen.  220.  That  a  patent  cannot  be  withheld  on 

That  under  Sec.  4885  the  Commis-  moral  grounds,  see  Opinion  Atty.  Gen. 

sioner  alone  is  co  award  the  patent,  and  (1812),  1  Op.  At.  Gen.  170. 
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proper  exercise  of  this  power  is  by  a  writ  of  mandamus,  di- 
recting the  Commissioner  to  award  the  patent  A  mandamus 
will  not  be  granted  to  compel  the  Commissioner  to  perform  - 
acts  which  the  law  leaves  to  his  discretion.^  When  granted  it 
is  conclusive  only  on  the  Patent  Office  and  the  public,  not  on 
other  claimants  of  the  invention.^ 

§  584.    Application   Forfeited  by  Failure  of   Applicant   to   Pay 
Final  Fee:   Application  after  Forfeiture. 

The  failure  of  the  applicant  to  pay  the  final  fee  within  six 
months  after  the  notice  of  allowance  forfeits  the  application, 

*  That  where  the  Commissiouer  re-  the  Commissioner  nnless  he  refuses  to 
fnses  to  issae  a  patent  which  he  has  once  i&sue  the  patent  after  the  Secretary  of 
properly  allowed,  the  remedy  is  by  man-  the  Interior  has  signed  it,  see  Whitely 
damns  nnless  his  refusal  is  based  on  a  v.  Fisher  (1870),  4  Fisher,  248. 
matter  within  his  judicial  discretion,  That  a  mandamus  against  the  Corn- 
see  Butterworth  v.  Hoe  (1884),  112  missioner  pending  in  the  Supreme  Court 
U.  S.  50  ;  29  O.  G.  615  ;  Hull  v.  Com-  of  the  District,  to  which  the  Commis- 
miBsioner,  (1875),  7  O.  G.  559  ;  2  Mac-  sioner  has  duly  made  his  return,  is  not 
Arthur,  90.  affected  by  the  laches  of  the  petitioner. 

That  a  mandamus  will  not  lie  against  see  Withington  v.   Locke   (1878),   15 

the  Commissioner  when  the  matter  is  0.  G.  426. 

within  his  discretion,  see  United  States  That  the  resignation  of  the  Commis- 
V. 'Marble  (1882),  22  0.  G.  1365  ;  Bige-  sioner,  after  a  return  made  on  the  man- 
low  V.  Commissioner  (1875),  7  O,  G.  damns,  will  abate  it,  see  Withington  v. 
e03  ;  2  MacArthor,  24.  Locke  (1878),  15  O.  G.  426. 

That  if  the  Commissioner  having  de-        That  the  refusal  of  the  Commissioner 

€ided  to  issue  a  patent  does  not  change  to  award  a  patent,  on  grounds  within 

his  decision,  and  stiU  unreasonably  de-  his  discretion,  may  be  reviewed  by  a  bill 

lays  to  issue  the  patent,  a  mandamus  will  in  equity,   see  Hull  v.   Commissioner 

lie,  see  United  States  v.  Butterworth  (1875),  7  0.  G.  559  ;  2  MacArthur,  90. 
(1884),  3  Mackay,  229 ;  27  0.  G.  519.  That  on  a  bill  in  equity  the  courts 

That  the  delay  of  the  Commissioner  may  authorize  but  cannot  compel  the 

to  let  the  opinion  of  the  Secretary  of  the  Commissioner   to  issue   a  patent,  see 

Interior  be  taken  is  not  an  act  of  dis-  Vermont  Farm  Machine  Co.  v.  Marble 

cretion  but  of  deference,  and  a  manda-  (1884),  20  Fed.  Rep.  117  ;  22  Blatch. 

mns  will  lie,  see  United  States  v.  But-  128  ;  27  0.  G.  622. 
terworth  (1884),  3  Mackay,   229  ;   27         That  a  bill  in  equity  to  obtain  a  pat- 

O.  G.  519.  ent  is  not  a  substitute  for  a  mandamus. 

That  a  Commissioner,  having  made  see  United  States  r.  Butterworth  (1884), 

return  to  a  mandamus  that  he  withholds  8  Mackay,  229  ;  27  0.  G.  519. 
the  patent  merely  to  await  the  action  of        *  That  where  the  conrt  orders  the 

the  Secretary  of  the  Interior,  cannot  Commissioner   to   issue  a   patent  the 

afterwards  claim  that  he  desires  to  rehear  order  is  conclusive  only  against  the  pub- 

the  case  himself,  see  Gill  V.  Scott  (1884),  lie,   not  against  other  applicants,  see 

29  O.  G.  949.  Cruikahank  v.  Strong  (1880),  17  0.  G. 

That  proceedings  will  not  lie  against  511. 
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and  no  patent  can  be  issued  thereon.  At  any  time,  however, 
within  two  years  after  the  notice  of  allowance  has  been  given, 
the  applicant,  or  any  other  person  interested  in  the  invention 
as  its  inventor  or  assignee,  may  file  a  new  application  for  the 
same  invention,  using  the  original  oath,  petition,  specification, 
drawing  and  model,  if  he  pleases,  but  paying  a  new  fee.^  This 
second  application  is  not  considered  as  a  continuation  of  the 
former,  but  will  bear  date  from  the  time  of  the  renewal,  and 
will  be  examined  and  passed  upon  like  an  original  application.' 
In  its  examination  the  novelty  of  the  invention  will  be  deter- 
mined by  the  state  of  the  art  when  the  original  was  filed,  not  by 
its  present  state  as  in  the  case  of  an  application  wholly  new, 
and  the  question  of  abandonment  will  be  investigated  and  de* 

S  584.  ^  That  where  a  patent  has         That  the  renewal  of  an  application 

been  forfeited  for  non-payment  of  the  by  a  person  not  the  attorney  of  record, 

final  fee,  a  renewal  application  may  be  without  the  knowledge  of  the  applicant, 

filed  within  two  years,  bat  not  afterward,  is  void,  see  Ck>n8olidated  Fruit  Jar  Co. 

see  Ex  parU  Hardy  (1877),  12  0.  G.  v.  Bellaire   Stamping  Go.   (1886),   27 

1075  ;  Ex  parU  McCully  (1874),  6  0.  Fed.  Rep.  377  ;  85  0.  G.  627. 
G.  153.  That  the  ratification  of  an  unauthor- 

That  failure  to  pay  the  final  fee  is  an  izod  act  of  an  attorney  in  renewing  an 

incurable  forfeiture,   though    unavoid-  application   cannot   affect    interrening 

able,  see  Ex  parte  Bamitz  (1887),   41  rights,  see  Consolidated  Fruit  Jar  Co. 

O.  G.  575.  V.   Bellaire  Stamping    Co.  (1886),   27 

That  notwithstanding  Ex  parte  Bar-  Fed.  Rep.  377  ;  85  0.  G.  627. 
nitz  (41  0.  G.  575),  a  new  original  ap-         That  there  is  no  rule  or  statute  which 

plication  may  be  filed  after  two  years,  authorizes  an  applicant  to  forfeit   an 

see  Ex  parte  Bamitz  (1888),  42  0.  G.  allowed  application,  file  a  renewal  with- 

1061.     See   also   Thomson   v.  Water-  in  six  months,  and  pay  the  application 

house  (1884),  80  0.  G.  177.  fee,  as  if  a  forfeiture  had  already  oc* 

That  after  two  years'  delay  there  can  curred,  see  Ex  parte  Manny  (1888),  44 

be  no  renewal  application,  see  Thomson  O.  G.  700. 
V.  Waterhouse  (1884),  80  O.  G.  177.  *  That  a  renewal  application  within 

That  a  renewal  application  is  like  two  years  in  lien  of  a  forfeited  one, 

a   motion    to  revive  a  judgment,  see  under  Sec.  4897,  is  for  some  purposes 

Thomson  v.  Waterhouse  (1884),  80  0.  a  continuation  of  the  other  and  relates 

G.  177.  back  to  it,  taking  its  date,  see  Thorn- 

That  an  assignee  of  the  invention  son  v,  Waterhouse   (1884),   80  O.  G. 

before  patent  has  a  right  to  renew  an  ap-  177. 

plication  after  a  former  one  by  the  in-         That  where  an  application  was  at* 

Yen  tor  has  been  forfeited,  see  Ex  parte  lowed  Dec.  22,  1877,  and  forfeited  for 

Eveleigh  (1872),  1  0.  G.  303.  non-payment,  but  renewed  Feb.  4, 1879, 

That  an   assignee    may  make   and  the  renewal  was  regarded  as  a  new  ap- 

swear   to   a   renewal    application,   see  plication  and  stood  on  its  own  date,  as 

Thomson   v,    Waterhouse    (1884),    80  to  two  years'  public  use,  see  Weir  v. 

0.  G.  177.  Morden  (1884),  29  0.  G.  88. 
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cided  as  a  question  of  fact.'  While  an  application  remains 
forfeited  no  notice  is  given  to  the  applicant  of  any  subsequent 
applications,  and  neither  forfeited  nor  abandoned  applications 
arp  cited  as  references  to  defeat  a  later  applicants  Forfeited 
applications  remain  in  the  secret  archives  of  the  Patent  Office, 
open  to  the  inspection  only  of  the  applicants  or  their  attorneys, 
but  copies  of  them  may  be  given  to  other  persons  when  speci- 
fically ordered  by  the  Commissioner. 

§  585.    Final  Fees :  how  Paid  :  Delivery  of  Patent. 

The  final  fee  may,  like  the  entrance  fee,  be  paid  to  the 
Commissioner,  or  to  the  Treasurer  or  any  of  the  Assistant 
Treasurers  of  the  United  States,  or  to  any  of  the  depositaries, 
national  banks,  or  receivers  of  public  money  designated  by 
the  Secretary  of  the  Treasury  for  that  purpose,  whose  receipt 
may  be  transmitted  to  the  Patent  Ofiice.  The  patent  will  be 
delivered  or  mailed  on  the  day  of  its  date  to  the  patentee, 
unless  there  be  an  attorney  of  record,  in  which  case  it  will  be 
delivered  to  him  or  to  the  patentee  as  the  attorney  may 
require,  but  without  a  speci«d  request  to  that  effect  it  will 
not  be  given  to  an  associate  or  substitute  attorney. 

*  That  a  renewal  application  wiU  be  tion  is  not  conclusive  proof  of  abandon- 
examined  in  the  light  of  the  state  of  the  ment  of  the  invention,  see  U.  S.  Rifle 
art  at  the  time  the  original  was  filed,  &  Cartridge  Co.  v.  Whitney  Arms  Co. 
see  Ex  parU  Uvingston  (1881),  20  O.  (1877),  11  0.  G.  373 ;  14  Blatch.  94  ; 
6.  1747  ;  Ex  parte  Gk>idou  (1874),  6  2  Baun.  &  A.  493. 
O.  G.  543.  «  That  a  forfeited  applicatbn  is  dead 

That  a  new  application,  filed  more  and  is  not  in  the  way  of  other  applica- 

than  two  years  after  forfeiture,  is  de-  tions,  see  Opinion  Acting-Corn.  (1877), 

feated  by  any  matter  in  bar  arisiug  12  O.  G.  979. 

after  the  forfeiture,  see  Ex  parte  Living-         That  a  '*  withheld  appUcation  "  is 

aton  (1881),  20  0.  G.  1747.  one  held  in  abeyance  and  revivable  on 

That  a  delay  in  renewing  an  appli-  paying  a  new  fee,  but  is  abandoned 

cation  raises  a  susxncion  of  A>Miiidonment  after  two  years,  see  Ex  parte  Livingston 

and   the  oath  should  negative  it,  see  (1881),  20  O.  G.  1747. 
Thomson    v.    Waterhouse    (1884),    80         That  Sec.  35,  act  1870,  does  not  refer 

O.  G.  177.  to  applications  then  pending,  see  Ex 

That  delay  in  renewing  an  applica-  parte  Mygatt  (1877),  12  O.  G.  51. 

VOL.  11.  — 14 
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SECTION  X. 
OF  THE  APPLICATION  :   PROCEDURE  IN  INTERFERENCE  CASES. 

§  586.    Interference  Proceeding  Inetitated  to  Determine  Priority 
between  Rival  Inventors. 

The  procedure  heretofore  described  is  that  which  is  pur- 
sued iu  uncontested  or  ex  parte  cases.  Upon  all  questions 
relating  to  the  patentability  of  an  invention  and  the  fact  of 
its  discovery  by  the  alleged  inventor,  the  only  parties  in  in- 
terest are  the  public  on  one  side  and  the  inventor  on  the 
other;  and  the  examination  instituted  in  the  Patent  Office 
upon  the  filing  of  the  application  is  regarded  as  sufficient 
both  to  protect  the  public  rights  and  to  secure  the  lawful 
privileges  of  the  inventor.  But  when  there  are  rival  claim- 
ants for  the  same  invention,  to  neither  of  whose  applications, 
if  each  stood  alone,  could  any  effectual  objection  be  urged  in 
the  interest  of  the  public,  the  question  as  to  which  of  these 
inventors  is  entitled  to  a  patent  still  remains,  and  in  the  in- 
vestigation of  this  question  adverse  individual  interests  appear. 
The  law,  which  authorizes  the  grant  of  but  a  single  patent  for 
the  invention,  awards  it  to  that  one  of  the  claimants  who  first 
conceived  the  idea  of  the  art  or  instrument  described,  provided 
he  has  used  due  diligence  in  reducing  it  to  practice.  To  de- 
termine this  fact  a  judicial  proceeding  becomes  necessary,  in 
which  the  several  rivals  are  parties  adverse  to  each  other, 
having  a  right  to  be  heard  by  evidence  and  argument  in  vin- 
dication of  their  own  claims  and  in  opposition  to  the  claims 
of  their  antagonists,  and  which  results  in  a  judgment  in  favor 
of  some  one  of  them  as  the  lawful  patentee.^    This  judicial 

§  586.  ^  In  Hibbard  v.  Richmond  tion  upon  making  a  proper  application, 

(1880),  17  0.  6.  1155,  JDoolittle,  Act.  and  if  on  examination  of  sach  applica- 

Com.  :  (1156)  "The  first  and  original  tion  it  shall  appear  that  the  applicant 

inventor,  whose  invention  has  not  been  is  justly  entitled  to  a  patent  under  the 

in  public  use  or  on  sale  more  than  two  law,  and  that  the  same  is  sufficiently 

years  prior  to  his  application,  and  who  useful  and  important,  it  becomes  the 

has  not  abandoned  the  same  to  the  pub-  imperative  duty  of  the  Commissioner  to 

lie,  is  entitled  to  a  patent  for  his  inven-  grant  him  letters-patent.     The  whole 
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proceeding  forms  the  only  contested  case  now  known  in  the 
Patent  Office,  and  is  called  an  Interference.^ 

§  587.    History  of  Interference  ProceedingB. 

An  interference  is  a  proceeding  instituted  for  the  purpose  of 
determining  the  priority  of  the  inventive  act  between  two  or 
more  parties  who  claim  substantially  the  same  patentable  in- 
vention.^ This  proceeding  first  appeared  in  our  law  in  the 
act  of  1793,  which  provided  that  interfering  applications 
should  be  submitted  to  the  arbitration  of  three  persons, — 
two  chosen  by  the  applicants  and  the  third  appointed  by  the 
Secretary  of  State,  —  whose  award  should  be  final.^    The  act 

machinery  of  the  Office  under  the  law  That  disputes  between  patentees  and 

is  framed  for  this  purpose,  and  if  the  their  assignees  cannot  be  determined  in 

Commissioner  at  any  time  finds  that  he  an  interference  proceeding,  see  Swift  v, 

has  granted  a  patent  to  one  who  is  not  Rochow  (1880),  17  0.  G.  450. 

the  first  and  original  inventor,  but  that  That  an  interference  is  declared  be- 

the  firat  and  original  inventor  is  another  tween  applications  rather  than  appli- 

person  whose  application  is  pending  be-  cants,  and  is  intended  to  find  out  which 

fore  him,  it  is  his  duty  to  grant  a  sec-  invention  was  firat  produced,  not  who 

OQd  patent  to  such    applicant.     The  has  the  title,  and  want  of  title  may  ap- 

manner  of  trying  the  fact  as  to  whether  pear  without   a   statutory    bar   being 

an  applicant  in  any  given  case  is  the  proved,  see  Hicks  v,  Keating  (1887),  40 

first  and  original  inventor  when   his  0.  G.  848. 

application  conflicts  with  another  pend-  *  In  Little  r.  Lillie  (1876),  10  0.  G. 

ing  application  or  with  an  unexpired  643,  Duell,  Com.,  gives  the  foUowing 

patent  is  prescribed  by  section  4904,  short   history   of  interferences :    (544) 

Bevised  Statutes,  and  the  proceeding  "The  first  laws  relating  to  interfering 

ii  known  as  an  '  interference.' "  applications  were  passed  in  1798,  when, 

'  That  an  interference  is  now  the  under  the  system  then  in  practice,  pat- 
only  contested  case  in  the  Patent  Office,  ents  were  grantable  as  a  matter  of  course, 
see  Little  v.  Lillie  (1876),  10  0.  G.  543.  the  only  examination  being  to  determine 

§  687.  ^  That  in  an  interference  pro-  whether  the  invention  was  sufficiently 

ceeding  the  sole  question  is  that  of  the  useful  and  important  and  the  papere  in 

priority  of  the  inventive  act,  see  Hicks  proper  form.    Even  at  that  early  date  it 

V.  Keating  (1887),  40  0.  G.  343  ;  Swift  was  found  necessary  to  provide  a  means 

v.Bochow  (1880),  17  0.  G.  450;  Laverty  whereby  to  determine  which  of  two  or 

V.  Flagg(1879),  16  0.  G.  1141  \  Ex  parte  more  persons  was  the  first  and  origi- 

Knox  (1879),  16  0.  G.  1048  ;  Miller  v,  nal  inventor,  and  for  this  purpose  it  was 

Miles  (1877),  11  O.  G.  197;  Lagowitz  provided  that  the  matter  should  be  sub- 

9.  Topham  (1875),  9  0.  G.  742  ;  Dana  mitted  to  arbitratore.     The  act  of  1836, 

V.  Greenleaf  (1875),  9  0.  G.  198  ;  Smith  establishing  the   Patent   Office,  inaug- 

«.  Peny  (1875),  9  O.  G.  688  ;  Bigelow  urated  a  new  system,  which,  with  vari- 

9m  Commissioner  (1875),  7  0.  G.  603;  ousmodifications,  has  since  been  adopted. 

2  UacArthur,  24.  The  office  of  Commissioner  of  Patent9 
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of  1836  gave  to  the  Commissioner  the  authority  to  hear  and 
decide  these  controversies,  subject  to  an  appeal  to  the  board  of 

was  then  created,  and  his  powers  and  was  abolished,  and  the  Chief  Justice  of 
daties  were  defined  to  be  '  under  the  di-  the  District  substituted  as  the  app<fliate 
rection  of  the  Secretary  of  State  to  tribunal.  The  act  of  1852  gave  to  the 
superintend,  execute,  and  perform  all  assistant  judges  the  same  authority  to 
such  acts  and  things  touching  and  re-  hear  appeals  as  the  Chief  Justice.  Sec- 
specting  the  granting  and  issuing  of  tion  2  of  the  act  of  1861  created  the 
patents  for  new  and  useful  discoveries,  Board  of  £zaminers-in-Chief,  whose  duty 
inventions,  and  improvements,  as  here-  it  was  made  '  to  revise  and  determine 
in  provided  for,  or  shaU  hereafter,  by  upon  the  validity  of  decisions  made  by 
law,  be  directed  to  be  done  and  per-  examiners  when  adverse  to  the  grant  of 
formed.'  Section  6  of  said  act  pre-  letters-patent ;  and  also  to  revise  and 
scribed  the  conditions  upon  which  a  determine  in  like  manner  upon  the  va- 
patent  should  be  granted,  and  section  7  lidity  of  the  decisions  of  examiners  in 
required  the  Commissioner  to  cause  an  interference  cases.'  From  the  decision 
examination  of  each  application  to  be  of  this  Board  an  appeal  would  Ue  to 
made,  in  order  to  determine  whether,  the  Commissioner.  The  condition  of 
under  the  statute,  the  party  was  entitled  the  law  at  this  time  made  it  necessary 
to  a  patent,  and,  if  found  not,  then  he  that  interferences  be  declared  for  deter- 
was  to  refuse  the  grant.  As  a  matter  mining  the  question  of  priority  between 
separate  and  distinct  from  this  examina-  two  or  more  persona  in  order  that  the 
tion,  provision  is  made  in  section  8  for  first  and  original  inventor  might  be  dis- 
interferenoes,  as  follows :  '  That  when-  covered.  The  primary  examiners  were 
ever  an  application  shall  be  made  for  intrusted  with  the  decision  of  these 
a  patent,  which,  in  the  opinion  of  the  cases,  and,  like  ex  parts  cases,  their 
Commissioner,  would  interfere  with  any  action  could  be  appealed  from  to  the 
other  patent  for  which  an  application  Board  of  Examiners-in-Chief,  from  them 
may  be  pending,  or  with  any  unexpired  to  the  Commissioner,  and  thence  to  any 
patent  which  shall  have  been  granted,  of  the  justices  of  the  District  Court.  On 
it  shall  be  the  duty  of  the  Commissioner  the  8th  of  July,  1870,  the  laws  relating 
to  give  notice  thereof  to  such  applicants  to  patents  were  revised  and  the  Patent 
or  patentees,  as  the  case  may  be,  and  if  Office  reorganized,  several  marked  and 
either  shall  be  dissatisfied  with  the  de-  important  changes  being  made  in  the 
cision  of  the  Commissioner  on  the  ques-  practice.  The  provisions  for  interfer* 
tion  of  priority  of  right  or  invention  on  ences  were  contained  in  section  42  (R.  S. 
a  hearing  thereof,  he  may  appeal  from  4904),  as  follows  :  '  Whenever  an  appli- 
such  decision  on  the  like  terms  and  con-  cation  is  made  for  a  patent,  which,  in 
ditions  as  are  provided  in  the  preceding  the  opinion  of  the  Commissioner,  would 
section  of  this  act ;  and  the  like  pro-  interfere  with  any  pending  application, 
ceedinga  shall  be  had  to  determine  which  or  with  any  unexpired  patent,  he  shall 
or  whether  either  of  the  applicants  is  give  notice  thereof  to  the  applicants,  or 
entitled  to  receive  a  patent  as  prayed  applicant  and  patentee,  as  the  case  may 
for.'  The  appeal,  like  that  in  cases  be,  and  shall  direct  the  primary  ex- 
arising  from  a  second  rejection  under  aminer  to  proceed  to  determine  the 
sections  6  and  7,  was  to  be  taken  to  a  question  of  priority  of  invention.  And 
Board  of  Examiners  appointed  for  the  the  Commissioner  may  issue  a  patent  to 
purpose.    By  the  act  of  1889  this  Board  the  party  who  ia  adjudged  the  prior  in« 
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examiners.  In  1839  the  right  of  an  appeal  to  the  Chief  Jus- 
tice of  the  District  Court  of  the  United  States  for  the  District 
of  Columbia,  instead  of  to  the  board  of  examiners,  was  con- 
ferred on  the  defeated  party,  and  the  decision  of  the  Chief 
Justice  was  made  conclusive  as  to  all  further  proceedings  in 
the  case.  The  act  of  1861  intrusted  the  determination  of 
this  question  to  the  primary  examiners,  subject  to  appeal  to 
the  examiners-in-chief,  whose  judgment  in  its  turn  could  be 
revised  by  the  Commissioner.  The  act  of  1870  directed  that 
a  special  examiner  of  interferences  should  be  appointed  in 
the  Patent  Office,  before  whom  these  contested  cases  should 
be  heard,  and  from  whose  finding  an  appeal  might  be  taken 
to  the  examiners-in-chief  and  from  them  to  the  Commissioner, 
whose  decision  should  be  final.  The  latter  is  the  present  sys- 
tem of  procedure. 

§  588.    Interference  Proceedings  Instltated  only  between  Pend* 
ing  ApplicationB   or  between  a  Pending   Application 
-    and  an  Unexpired  Patent. 

An  interference  can  be  instituted  only  between  two  or 
more  pending  applications,  or  between  a  pending  application 

▼entor,  nnless  the  adverse  party  appeals  taken  to  the  Supreme  Court  of  the  Dis- 
from  the  decision  of  the  primary  exam-  trict,  and  the  latter  to  the  examiner  of 
iner,  or  of  the  Board  of  Examiners-in-  interferences,  whose  action  was  limited 
Chie(  as  the  case  may  be,  within  such  to  the  decision  of  the  question  of  priority 
time,  not  less  than  twenty  days,  as  of  invention,  of  which  the  Commissioner 
the  Commissioner  shall  prescribe.'  A  was  the  last  appellate  tribunal.  In 
spedal  examiner  was  provided  to  attend  order  to  facilitate  the  practice  of  tho 
to  interference  cases.  Appeal  to  the  Office,  the  present  rules  were  adopted. 
Board  and  the  Commissioner  was  allowed  They  require  that  the  primary  exam- 
as  in  OB  parte  cases,  but  here  the  former  iner  shall  settle  all  questions  relating  to 
practice  and  analogy  ceased.  While  ex  the  patentability  of  the  invention  before 
parte  cases  were  appealable  to  the  Su-  he  declares  the  preliminary  interference, 
preme  Court  of  the  District  of  Columbia  for  upon  doing  this  the  case  is  at  once 
sitting  in  bane,  instead  of  the  justices,  transferred  to  the  examiner  of  inter- 
interferences  could  not  be  taken  beyond  ferences.  The  jurisdiction  of  the  ex- 
the  Commissioner,  his  decision  being  aminer  of  interferences  extends  only  to 
final.  The  work  of  the  Office  was  then  the  determination  of  the  question  of 
divided  into  ex  parte  and  contested  priority  of  invention  and  matters  inci- 
cases,  the  former  to  be  considered  by  dental  thereto,  in  the  manner  prescribed 
the  primary  examiners,  from  whose  by  the  roles." 
artion  an  appeal  might  ultimately  be 
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and  an  unexpired  patent.  Where  patents  already  granted 
conflict  with  one  another,  the  Patent  Office  has  no  authority 
over  them,  and  the  rival  patentees  must  seek  the  solution  of 
their  difficulties  in  the  courts.^  Where  a  patent  has  expired 
the  patentee  has  no  longer  any  right  requiring  protection  or 
which  he  can  be  called  upon  to  vindicate  as  against  later 
applications.^  Forfeited  and  abandoned  applications  have 
no  standing  in  the  Patent  Office  as  the  basis  of  any  claim  or 
the  allegation  of  any  right  on  the  part  of  their  applicants, 
and  are  not  noticed  in  the  examination  of  other  applications.' 
The  jurisdiction  of  the  Patent  Office  extends  to  applications 
alone,  and  to  those  only  while  actually  pending  before  it.^ 
Its  judgment  upon  an  interference  can  affect  only  the  appli- 
cant to  whom  it  refuses  or  allows  a  patent,  a  rival  claimant 
who  has  previously  obtained  a  patent  continuing  to  hold  it 
until  it  is  declared  invalid  by  the  courts  although  the  later 
applicant  has  proved  his  own  priority  before  the  interference 
tribunal  and  received  his  patent.^ 

1 588.  1  That  an  interference  between  an  interference  with  an  nnezpired  do- 
two  or  more  patents  cannot  be  adjudi-  mestic  patent  tiU  he  has  been  r^ected 
catedin  the  Patent  Office,  see  Nichol-  thereon,  see  Ex  parte  Massicks  (1887), 
son  V.  Bennett  (1879),  16  0.  0.  681 ;  88  0.  6.  1489. 
Wilson  V.  Yakel  (1876),  10  0.  0.  944.  That  an  interference  should  be  de- 

^  That  an  interference  cannot  be  de-  clared  between  an  appUcation  and  an 

dared  against  an  expired  patent,  see  unexpired  patent,  although  the  appli* 

JBx  parte  Mason  (1876),  9  O.  G.  1196.  cant's  foreign  patents  are  older  than  the 

*  That  no  interference  can  be  de-  conflicting  patent,  see  JBx  parte  Bland 
clared  with  forfeited  or  abandoned  ap-  (1879),  16  0.  0.  47. 

plications,  see  Starr  v.  Fanner  (1888),         That  in  an  interference  it  is  no  ad- 

28  O.  G.  2825  ;  Opinion  of  Acting-Corn,  vantage  to  have  a  patent  unless  the 

(1877),  12  0.  G.  979  ;  Ex  parte  Spear  patentee  is  the  original  inventor,  see 

(1874),  6  0.  G.  201.  Ex  parte  Russell  (1874),  5  O.  G.  149. 

*  That  an  interference  is  declared  That  an  interference  becomes  neces- 
whenever  the  Claims  of  a  pending  appli-  sary  because  the  dates  of  conflicting 
cation  conflict  with  those  of  another  applications  are  not  conclusive  on  the 
application  or  an  unexpired  patent,  see  question  of  priority,  see  Thomas  v. 
Sawyer  v.  Edison  (1888),  25  0.  G.  597  ;  Reese  (1880),  17  0.  G.  195. 
Western  Electric  Light  Co.  v.  Chicago  ^  That  a  judgment  against  a  patent, 
Electric  Light  Mfg.  Co.  (1882),  11  Bis-  in  an  interference  case,  does  not  annul 
sell,  427  ;  14  Fed.  Rep.  691 ;  Little  v.  the  patent,  but  simply  awards  a  patent 
Lillie  (1876),  10  0.  G.  548.'  to  the  rival,  see  C.  A.  Yale  Cigar  Mfg. 

That  an  applicant  is  not  entitled  to    Co.  v.  Yale  (1884),  80  0«  G.  1183. 
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§  589.  Interferenoa  Prooaedings  iDstltated  only  batween  Con- 
fllotlng  Applioationa,  or  batween  an  Application  and 
a  Conflicting  Patent. 

An  application  does  not  conflict  with  another  application, 
or  an  unexpired  patent,  unless  the  invention  covered  by  each 
specification  is  substantially  the  same.^  Similarity  or  diver- 
sity in  name  and  appearance  are  of  no  consequence.^  Every 
invention  occupies  toward  every  other  the  relation  either  of 
identity  or  of  equivalence  or  of  specific  difference  or  of  generic 
difference.  Applications  for  identical  or  equivalent  inventions 
are  applications  for  the   same  invention.    Applications  for 

§  589.  ^  That  patents  or  applications  of  an  interference  until  after  the  conflict 

conflict  only  when  they  claim,  in  whole  appears  specifically  in  the  Claims.     The 

or  in  part,  the  same  invention,  see  Ex  foregoing  cases,  and  also  the  following, 

parte  Laascell  (1881),  28  0.  6.  1274 ;  should  be  read  in  view  of  this  change 

Sawyer  v.  Edison  (1888),  25  0.  G.  597;  in  the  rule. 

Drawbangh  v.  Blake  (1888),  23  0.  G.         *  That  an  interference  should  be  de- 
1221  ;  Gold  k  SUyer  Ore  Separating  Co.  clared   when    the   inventions   conflict 
V,  U.  S.  Disintegrating  Ore  Co.  (1869),  3  though  the  Claims  do  not,  see  Draw- 
Fisher,  489  ;  6  Blatch.  807  ;  Marvin  v.  baugh  v,  Bkke  (1885),  80  0.  G.  259. 
LiUie  (1867),  27  0.  G.  299.  That  immaterial  differences  in  the 

That  on  an  interference  the  Claims  Claims  of  conflicting  applications  will 

actually  made  are  considered,  but  the  be  disregarded,  and  an  interference  de- 

«examiner  must  have  regard  to  the  whole  clared,   if  the  matter  claimed  is  sub- 

speciflcation  and  to  the  Claims  which  stantially  the  same,  see  Drawbaugh  v, 

might  be  made,  see  J3x  parU  Wheeler  Blake  (1888),  28  0.  G.  1221. 
(1883),  23  0.  G.  1031.  That  the  subjects  of  an  interference 

That  the  rules  governing  interfer-  are   things  not  words,   see  JBx  parte 

ences  should  be  liberaUy  construed,  so  Upton  (1884),  27  0.  G.  99  ;  Greenough 

that  patents  may  be  restricted  to  such  v.  Drummond  (1879),  16  0.  G.  586  ; 

inventions  as  the  patentees  can  justly  Nicholson  v,  Bennett  (1879),  16  0.  G. 

claim,  see  Drawbaugh  v.  Blake  (1883),  681 ;  Drummond  v,  Greenough  (1879), 

23  0.  G.  1221.  16  0.  G.  959. 

That  if  an  applicant  claims  anything        That  an  interference  may  exist  though 

covered  by  a  prior  patent  the  patentee  the  inventions  have  different  names,  see 

must  be  notified,  and  have  a  chance  to  Hoe  v.  Scott  (1878),  14  0.  G.  447. 
contest  it,  see  Marvin  v.  lillie  (1867),         That  inventions  interfere  if  they  are 

27  0.  G.  299.  equivalents  for  each  other,  though  they 

Under  former  rules  of  the  Patent  differ  in  appearance,  see  Withington  v. 
Office,  an  interference  was  declared  liocke  (1877),  11  0.  G.  417. 
where  applications  might  be  amended  That  an  application  for  a  design  may 
■0  as  to  iuttlnde  conflicting  Claims,  interfere  with  one  for  a  mechanical  in- 
though  the  conflicting  matter  were  not  vention,  if  both  claim  the  same  subject- 
claimed  in  the  application  at  the  time  matter,  see  CoUender  v.  Griffith  (1873), 
the  interference  was  instituted.  At  8  O.  G.  91. 
present  the  roles  forbid  tlie  declarstion 
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inventions  generically  different  are  wholly  distinct  and  inde- 
pendent of  each  other.  Applications  for  inventions  specifically 
different  are  distinct  and  independent,  unless  the  inventor  of 
one  species  also  claims  the  genus  to  which  both  belong  and 
the  inventor  of  the  other  s{>ecies  fails  to  disclaim  it  in  his 
application.^  An  interference  can,  therefore,  be  properly  de- 
clared only  when  the  inventions,  as  described  and  claimed  in 
the  applications  or  the  patent,  are  identical  or  equivalent,  or 
where  being  specifically  different  they  do  involve,  or  may  in- 
volve, a  claim  to  the  generic  invention  in  which  both  are  em- 
braced.* It  is  not,  however,  necessary  that  the  scope  of  the 
Description  or  the  subject-matter  of  the  Claims,  as  presented 
in  each  patent  or  each  application,  should  be  the  same.  If 
that  which  is  described  in  one  is  contained  within  the  Descrip- 
tion of  the  other,  or  if  the  Claims  of  one  could  by  amendment 
be  lawfully  incorporated  in  the  other,  the  inventions  are  suflS- 
ciently  identical  to  warrant  this  proceeding.** 

'  In  Banks  v,  Snedlker  (1880),  17  plication  claiming  the  genus  is  pending, 

0.  G.  508,  Paine,  Com.  :  (510)   '*The  unless    after  an   interference  hearing, 

relation  of  two  interfering  inventions  to  see  Ex  pctrU  Upton  (1884),  27  0.  Q. 

each  other  must,  in  contemplation  of  99;  Ex  parte  Holt  (1884),   29  O.  Q. 

law,  always  be  either  that  of  (1)  iden-  171.                                                       • 

tity,  or  (2)  equivalence,  or  (8)  specific  That  where  one  Claim  includes  the 

difference,   or    (4)    generic    difference,  other  an  interference  should  be  declared. 

In  the  first  two  classes  of  cases  the  see  Ex  parte  Upton  (1884),  27  O.  G. 

earlier  is  absolutely  fatal  to  the  later  99. 

invention;  in  the  fourth,  it  presents  That  if  a  narrow  Claim  be  included  in 

no  obstacle  to  the  patentability  of  the  a  broad  Claim  an  interference  is  the 

later  invention  ;  in  the  third,  the  prior  proper  method  of  determining  who  is 

invention  is  no  bar  to  a  specific  patent  entitled  to  the  broad  Claim,  see  Ex  parte 

for  the  later  invention,   subject  to  a  Upton  (1884),  27  0.  G.  99. 

generic  patent  covering  both  species."  That  Claims  for  inventions  which  are 

*  That  no  interference  should  be  de-  mere  double  uses  interfere,  see  Draw- 

clared  unless  an  applicant  claims  what  baugh  v.  Blake  (1888),  23  0.  G.  1221. 

has  been  granted  to  or  applied  for  by  That  a  Claim  for  carrying  an  inven- 

another,  see  Ex  parte  Platts  (1879),  15  tion  into  use  in  a  specific  way  does  not 

0.  G.  827.  interfere  with  a  Claim  for  the  invention 

That  where  one  application  claims  itself,  see  Drawbaugh  v.  Blake  (1883), 

the  genus  and  another  the  species,  they  28  0.  G.  1221. 

mil  interfere  unless  the  latter  disclaims  That  a  single  Claim  in  one  appUca- 

the  genus,  see  i?a;/}arte  Gardner  (1880),  tion  may  interfere  with  several  Claims 

17  0.  G.  626.  collectively  in  another,  see  Drawbaugh 

That  a  patent  with  a  Claim  for  a  v.  Blake  (1883),  23  0.  G.  1221. 

species  will  not  be  granted  while  an  ap-  ^  That  applications  xxmflict  with  each 
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§  590.  Interferenoa  Prooeedings  Instltated  only  when  the  Later 
Applicant  Claims  Priority  of  InventiTe  Aot. 

An  interference  cannot  be  instituted  between  conflicting 
applications,  or  between  an  application  and  a  conflicting  pat- 
ent, unless  the  later  applicant  claims  that  his  own  inventive 
act  preceded  that  of  the  former  applicant  or  patentee.^ 
Where  a  conflicting  patent  has  been  issued  before  the  filing  of 
the  rival  application  this  claim  to  priority  must  be  explicitly 
stated.^  The  grant  of  letters-patent  raises  a  presumption  of 
priority  in  favor  of  the  patentee  against  all  future  applicants, 
and  tlieir  applications  are,  therefore,  rejected  by  the  Patent 
Office  on  a  reference  to  a  prior  patent,  unless  the  applicant 
avers  upon  his  oath  that  his  inventive  act  anticipated  the  filing 
of  the  application  upon  which  the  patent  was  allowed.  This 
presumption  extends  to  every  application  for  re-issue  based 

other  when  anything  that  is  shown  in  tions,  or  an  application  and  an  unexpired 

one  is  claimed  in  the  other,  see  Bell  v,  patent,  unless  the  later  applicant  claims 

Gray  (1879),  16  0.  O.  776.  priority    under    oath,   see   Thomas  v. 

That  an  application  conflicts  with  a  Reese  (1880),  17  0.  G.  195;  Ex  parte 

patent  when  it  claims  anything  shown  Nagel  (1880),  17  0.  G.  198. 

by  the  patent,  see  Bell  v.  Gray  (1879),  That  where  the  record  conclusiyely  es- 

15  O.  G.  776  ;  Marvin  v,  Lillie  (1867),  tabllshes  priority  no  interference  should 

27  O.  G.  299.  be  declared,  see  ExparU  Nagel  (1880), 

That  two  applications  for  combina-  17  O.  G.  198. 
tiona,  one  wanting  an  element  of  the  That  the  application-oath  has  noth- 
other  but  otherwise  identical  in  opera-  ing  to  do  with  priority,  see  Sellon  v. 
tion  and  effect,  interfere,  since  the  lesser  Hochhansen  (1885),  83  0.  G.  995. 
anticipates  the  larger,  and  the  interfer-  That  in  order  to  obtain  an  interfer- 
ence can  be  prevented  or  dissolved  only  ence  with  a  patent,  an  applicant  must 
when  the  applicant  for  the  lesser  dis-  make  oath  that  he  completed  his  inven- 
claims  the  larger,  see  Banks  v,  Snediker  tion  before  the  patentee's  application 
(1880),  17  0.  G.  508.  was  filed,  and  must  state  the  facts  which 

That  where  a  design  can  be  produced  prove  it,  and  not  merely  aver  that  he 

only  by  a  certain  device,  an  application  invented  before  the  patent  issued,  see 

for  the  latter  conflicts  with  a  patent  for  Ex  paHe  Gniydon  (1888),  25  0.  G.  192. 

the  former  and  an  interference  should  '  That  in  a  conflict  between  an  ap- 

be  declared,   see  CoUender  v.  Griffith  plication  and  a  patent,  the  patent  makes 

(1878),  8  O.  G.  91.  h  prima  facie  case  for  the  patentee,  see 

That  no  interference  will  be  declared  Paul  v.  Dorland  (1873),  4  0.  G.  552. 
with  an  improper  divisional  applica-  That  an  applicant  in  conflict  with  a 
tion,  see  ExparU  Holt  (1884),  29  0.  G.  prior  patent  must  show  that  he  was  the 
171.  first  to  conceive  and  used  reasonable  dil- 
I  590. 1  That  an  interference  will  not  igence  in  reducing  to  practice,  see  Ham- 
be  declared  between  pending  applica-  mond  o.  Laird  (1874),  7  0.  G.170. 
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upon  Buch  prior  patent,  which  must  prevail  over  all  other 
applications,  whether  original  or  based  on  later  patents,  un- 
less the  later  applicant  alleges  and  proves  his  own  priority. 
No  such  presumption,  however,  exists  in  favor  of  one  pending 
original  application  against  another,'  or  of  a  patent  granted  af- 
ter the  filing  of  its  rival  application,^  or  of  a  re-issue  applica- 
tion based  upon  a  patent  issued  after  the  antagonistic  applicar 
tion  had  been  filed.  Each  of  such  conflicting  applications  is 
regarded  as  hostile  to  the  others,  and  so  asserting  a  priority 
in  favor  of  its  own  individual  applicant  against  all  the  rest. 

§  591.    Interference    Prooeedingi    Instituted    in    Nine    Special 
Cases. 

In  accordance  with  these  principles  an  interference  can  be 
instituted  in  the  following  cases :  (1)  Between  two  or  more 
original  conflicting  applications;  (2)  Between  an  original 
application  and  an  unexpired  patent  granted  during  the  pen- 
dency of  such  original  application ;  (8)  Between  an  original 
application  and  an  application  for  the  re-issue  of  a  patent 
granted  during  the  pendency  of  such  original  application ;  (4) 
Between  two  or  more  applications  for  the  re-issue  of  patents 
granted  on  applications  pending  at  the  same  time ;  (5)  Be- 
tween an  original  application  and  an  unexpired  patent,  granted 
before  such  application  had  been  filed,  provided  the  applicant, 
after  the  rejection  of  his  application  upon  reference  to  the 
patent,  avers  on  oath  that  he  made  the  invention  before  the 
original  application  of  the  patentee  was  filed;  (6)  Between 
an  original  application  and  an  application  for  the  re-issue  of  a 
patent  granted  before  such  original  application  was  filed,  pro- 
vided the  applicant  avers  on  oath  that  he  made  the  invention 

^  That  an  interference  is  declared  That  an  ''unexpired  patent"  means 

whenever  the  oath  and  application  of  one  one  g^nted  before  the  conflicting  appU* 

claimant  is  neutralized  by  the  oath  and  cation  was  filed,  see  Ex  pcarU  Marston 

application  of  another,  see  Little  v.  Lil-  (1882),  21  0.  O.  688. 

lie  (1876),  10  O.  6.  548.  That  conflicting  applications  are  hos- 

*  That  where  one  of  two  contesting  tile,  whenever  filed,  and  the  prematare 

applicants  has  obtained  a  patent  an  in-  issue  of  a  patent  to  one  does  not  affect 

terference  may  be  declared  nunc  pro  the  rights  of  the  other,  see  Ex  parU 

tunc,  see  Ex  parte  Marston  (1882),  21  Marston,  (1882),  21  0.  Q.  688. 
0.  6.  688. 
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before  the  original  application  for  the  patent  sought  to  be  re- 
issued had  been  filed ;  (7)  Between  two  or  more  applications 
for  the  re-issue  of  patents  whose  original  applications  were  not 
pending  at  the  same  time,  provided  the  applicant  for  a  re-issue 
of  the  later  patent  avers  on  oath  that  he  made  the  invention 
before  the  original  application  on  which  the  earlier  patent 
issued  had  been  filed ;  (8)  Between  an  application  for  re-issue 
and  an  unexpired  patefit,  provided  the  original  applications 
for  each  patent  were  pending  at  the  same  time,  and  the  re-is- 
sue applicant  avers  on  oath  that  he  made  the  invention  before 
the  original  application  of  the  other  patentee  was  filed ;  (9) 
Between  an  application  for  the  re-issue  of  a  later  unexpired 
patent  and  an  earlier  unexpired  patent  which  was  granted  be- 
fore the  original  application  for  the  later  patent  had  been 
filed,  provided  the  re-issue  applicant  avers  on  oath  that  he 
made  the  invention  before  the  filing  of  the  original  application 
for  the  earlier  patent.  In  the  first  four  cases  it  will  be  per- 
ceived that  no  such  presumption  of  priority  exists  in  favor  of 
either  party  as  requires  an  express  averment  on  the  part  of  the 
other  to  authorize  an  interference,  while  in  the  last  five  cases 
such  a  presumption  does  arise  from  the  previous  action  of  the 
Patent  Office  in  favor  of  the  earlier  patentee,  which  can  be  re- 
butted only  by  a  distinct  claim  under  oath  to  a  priority  over 
the  opposing  applicant  or  patentee.^ 

§  591.  ^  In  Ex  parte  Kagel  (1880),  patentee's  original  application  was  filed. 

17  0.  6.   198»   Paine,    Com.  :    (199)  Again,  an  interference  will  be  declared 

"  An  original  application  wiU  be  placed  between  applications  for  the    re-issue 

in  interference  with  an  unexpired  pat-  of  patents  granted  on  applications  not 

ent  if  the  applicant  shall,  by  affidavit,  pending  at  the  same  time,  if  the  appli- 

show  his  ability  to  controvert  the  prima  cant  for  re-issue  of  the  later  patent  shall 

facie  proof  furnished  by  the  date  of  the  support  his  application  with  an  affidavit 

unexpired  patent  by  showing  that  he  showing  that  he  made  the  invention 

made  the  invention  before  the  patentee  before  the  application  on  which    the 

filed  his  application.     So  an  original  earlier  patent  issued  was  filed.      The 

application  may  be  placed  in  interfer-  same  principle  obtains  in  all  other  cases 

ence  with  a  re-issue  application,  not*  provided  for  by  the  rules.  .  •  .  (200) 

withstanding  the  prima  facie  evidence  It  is  provided  in  section  4904  of  the 

of  priority  afforded  by  the  date  of  the  Bevised  Statutes  that, '  whenever  an  ap- 

patent  of  which  a  re-issue  is  sought,  if  plication  is  made  for  a  patent  which,  in 

the  original  application  shall  be  fortified  the  opinion  of  the  Commissioner,  would 

by  an  affidavit  of  the  applicant  showing  interfere  with  any  pending  application, 

that  he  made  the  invention  before  the  or  with  any  unexpired  patent,  he  shaU 
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§  592.   Interferenoa  Proceedings:  Notloe  of  Interference  to  the 
Rival  Claimants.^ 

The  first  step  in  an  interference  is  to  secure  from  the  ad* 
verse  parties  an  exact  statement  of  their  conflicting  claims 

giye  notice  thereof  to  the  applicants  or  an  expired  patent,  see  Ex  pai'U  Mason 

applicant  and  patentee,  as  the  case  may  (1876),  9  O.  G.  1196. 
be,  and  shall  direct  the  primary  examiner        That  an  interference  may  be  declared 

to  proceed  to  .determine  the  question  of  between  a  re-issue  application  and  a|)- 

priority  of  invention.'    This  obviously  plications  filed  or  patents  granted  since 

does  not  mean  that  the  Commissibner  is  the  date  of  the  original  patent,  see  Sar- 

to  declare  an  interference  whenever  an  gent  v,  Buige  (1876),  10  O.  G.  285  ; 

application  is  filed  in  which  is  claimed  an  Mayall  v.  Murphy  (1874),  5  0.  G.  S39  ; 

invention  which  is  also  claimed  in  an  eaniray  Carroll  v.  Morse  (1876),  9  O.  G. 

tmexpired  patent.     On  the  contrary,  as  458  ;  Becker  v.  Throop  (1875),  8  O.  0. 

a  rule,  an  application  is  to  be  rejected  1  ;   Paris  v,  Bussey  (1876),   8  0.  G. 

if  it  contains  a  Claim  embraced  in  an  859. 

unexpired  patent.     It  is  only  when  the        That  one  of  two  joint  patentees  may 

applicant  makes  oath  that  he  made  the  subsequently  file  a  sole  application  and 

invention  before  the  filing  of  the  paten-  have  an  interference  declared  between 

tee's  application  that  an  interference  is  it  and  the  joint  patent,  whereupon  if  he 

declared  between  an  original  application  be  found  to  have  been  the  sole  inventor 

and  an  unexpired  patent    If,  instead  a  patent  will  be  granted  to  him  not- 

of  the  prima  facU  proof  furnished  by  withstanding  his  former  oath  as  joint 

the  date  of  the  patentee's  application  inventor,  see  Kohler  v.  Eohler  (1888), 

and  of  his  patent,  on  the  one  hand,  and  48  0.  G.  247. 

the  contradictory  proof  furnished  by  the        That  when,  between  two  saccessive 

affidavit  of  the  applicant,   the  record  applications  by  the  same  applicant,  an- 

presented  conclusive  proof  in  favor  of  other  application  is  filed  by  a  different 

either  party,  an  interference  would  be  inventor,   an  interference  will  be  de- 

a  frivolous  proceeding,  for  which  the  clared,  see  Ex  parte  Golding  (1875),  8 

Commissioner  would  be  able  to  find  no  0.  G.  141. 
excuse."  That  where  a  patent  issues  on  one  of 

That  no  prima  faeU  showing  of  pri-  two  pending  applications  without  an  in- 
ority  on  the  record  can  prevent  a  later  terference,  the  patentee  ?rill  have  no  ad- 
applicant  from  claiming  an  interference,  vantage  on  that  account  over  his  rival, 
upon  making  the  proper  averments  un-  but  an  interference  will  be  declared  as  if 
der  oath,  see  Ex  parte  Nagel  (1880),  17  no  patent  had  been  granted,see  Gordons. 
0.  G.  198.  Withrington  (1876),  9  0.  G.  1009  ;  Smith 

That  an  interference  should  be  de-  v.  Barter  (1874),  7  O.  G.  1  ;  Brookfield 

clared  between  an  application  and  an  v.  Brooke  (1878),  4  0.  G.  81 ;  Good- 

unexpired  patent  showing  the  same  in-  man  v.  Scribner  (1872),  2  0.  G.  673. 
vention,  although  the  applicant's  foreign        That  when  one  application  conflicts 

patents  are  older  than  the  patent  in  ques-  with  two  or  more  patents  only  one  in- 

tion,  see  Ex  parte  Bland  (1879)»  16  terference  should  be  declared  and  all 

0.  G.  47.  be  made  parties,  see  Wilson  v,  Yakel 

That  an  applicant  for  re-issue  is  not  (1876),  10  0.  G.  944. 
allowed  to  establish  his  priority  against        That  whether  an  interfennce  shall 
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in  such  a  form  that  the  Patent  Office  can  judicially  act  upon 
them.  For  this  purpose,  whenever  the  examiner  in  charge 
of  any  application  discovers  that  its  Claims  conflict  with 
those  of  any  other  application,  or  of  any  unexpired  patent, 
or  with  any  pending  caveat,  it  is  his  duty  to  notify  such 
applicants  or  patentees  or  caveators  and,  if  necessary,  to  re^ 
quire  them  to  state  their  Claims  in  such  a  manner  that  the 
nature  and  extent  of  their  antagonism  will  become  distinct 
and  unmistakable.^  Upon  the  receipt  of  this  notice  and 
within  the  time  therein  specified,  all  parties  must  put  their 
Claims  in  such  condition  that  no  further  change  in  them 
will  be  required  to  precisely  cover  their  respective  rights.  By 
this  method  the  jurisdiction  of  the  Patent  Office  over  all  the 
parties  and  the  subject-matter  in  controversy  is  rendered  as 
complete  as  possible,  and  the  issues  between  them  are  clearly 
and  specifically  defined.  Any  want  of  exactness  in  the  state- 
ment of  his  Claim,  on  the  part  of  either  of  the  contestants, 
is  a  sufficient  reason  for  requiring  him  to  further  amend  it, 
no  alteration  being  permitted  after  final  judgment  in  the  in- 
terference unless  the  testimony  adduced  upon  the  trial  neces- 
sitates or  justifies  the  change.  Parties  who  fail  to  comply 
with  the  requirements  of  this  notice  will  be  excluded  from 
the  interference,  but  without  prejudice  to  any  other  right 
than  that  of  being  heard  therein. 

§  593.    Interferanoa    Prooeedings :    Examination    of    Conflioting 
Applioationa  on  their  Merits. 

The  next  step  in  the  interference  is  to  ascertain  the  right 
of  each  claimant  to  a  patent  for  the  invention  as  against  the 

be  declared  is  a  matter  for  the  Commis-  the  rival  application  or  patent  claims 

rioner  to  decide  and  from  his  decision  the  same  subject -matter, 
there  is  no  appeal,  see  Ex  parte  Oower         That  the  primary  examiner  must  de- 

(1879),  15  0.  G.  828.  cide  whether  Claims  interfere,  see  Faure 

i  592.  ^  Under  former  rules  of  the  v.  Bradley  (1888),   44  0.  G.  945  ;  ^ 

Office  an  interference  could  be  instituted  parte  Saunders  (1883),  23  0.  G.  1224. 
between  claimants  where  patents  or  ap-         That  adverse  parties  in  interference 

plications  might  be  amended  to  claim  will  be  allowed  to  see  copies  of  interfer- 

the  same  patentable  matter,  see  Rules  ing  Claims  and  specifications,  but  no 

prior   to  1881,  and    J^   parte  Bland  other  persons  can  have  access  to  the  in- 

(1879),  16  0.  G.  47.    Under  present  terference  files,   see  Ex  parte  Fischer 

ndes  no  interference  is  declared  unless  (1887),  88  0.  G.  1237. 
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public  and  irrespective  of  the  question  of  priority.  No  appli- 
cant is  entitled  to  become  a  party  to  an  interference  unless 
his  right  against  the  public  is  complete.  He  must  have  per- 
formed an  entire  inventive  act,  not  only  conceiving  an  idea 
of  means  but  also  reducing  it  to  successful  practice,  and 
must  have  produced  an  art  or  instrument  belonging  to  one 
of  the  protected  classes,  possessing  novelty  and  utility,  and 
not  abandoned  to  the  public.^  In  this  inquiry  each  applicant 
stands  alone,  neither  aided  nor  obstructed  by  the  acts  or 
achievements  of  any  other  applicant ;  and  if  it  becomes  ap- 
parent that  on  his  individual  merits  he  could  not  lawfully 
receive  a  patent,  he  cannot  be  permitted  to  engage  in  any 
contest  for  priority  with  those  whose  applications  might  be 
properly  allowed.^  Upon  all  the  questions  thus  arising  the 
examiner  must  pass  as  in  ordinary  ex  parte  applications,  with 
the  same  rights  of  appeal  as  heretofore  described.^ 

§  594.    Interference  Proceedings  :  Definition  of  lesnes. 

The  third  step  in  the  interference  is  to  define  the  issues 
upon  which  the  judgment  of  the  Patent  Office  is  desired. 

§  593.  ^  That  all  questions  as  to  the  time  in  settling  that  of  priority,   see 

patentability  of  the  subject-matter  must  Voelker  v.  Gray  (1885),  80  O.  G.  1091. 
be  disposed  of  before  the  interference  is         ^  That  the  reduction  to  i)ractice  of 

formally  declared,  and  questions  not  one  of  the  conflicting  inventions  cannot 

then  raised  will  be  waived,  see  Ex  parte  be  inferred  from  that  of  the  other,  see 

Bland  (1879),  16  0.  G.  47 ;  Anson «.  Sai^nt   v.  Burge    (1877),   11  O.  G. 

Woodbury  (1876),  11  0.  G.  243.  1065. 

That  questions  as  to  novelty  must  be         Tliat  the  existence  of  a  patent  is 

settled   before  the  interference  is  de-  prima  facU  evidence  of  reduction  to 

clared,  see  Bennage  t?.  Phillippi  (1876),  practice,   though    no    practical  use  is 

9  O.G.  1159  ;  Wood  v.  Morris  (1873),  shown,  see  Busha  v.  Phelps  (1876),  9 

3  0.  G.  239.  0.  G.  1010. 

That  before  an  interference  is  declared         That  abandonment  by  one  inventor 

it  should  appear  that  both  inventions  does  not  affect  the  other,  see  Harmet  v. 

have  been  reduced  to  successful  prac-  Beese  (1882),  21  0.  G.  1875. 
tice,  see  Saigent  v.  Burge  (1877)»  11         ^  That  the  examiner  of  interferences 

O.  G.  1055.  has  no  jurisdiction  over  the  question 

That  a  declaration  of  interference  of  patentability  as  such,  though  he  may 

rests  upon  the  assumption  that  the  ap-  dispose  of  the  question  when  collaterally 

plications  or  patents  cover  operative  de-  raised  in  the  trial  of  the  interference, 

vices,  but  such  presumption  is  not  con-  see  Faure  v.  Bradley  (1888),  44  0.  G. 

elusive  and  the  question  of  operativeness  945. 
may  be  raised  and  determined  at  any 
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This  is  also  the  duty  of  the  examiner.^  These  issues  must 
be  based  upon  the  applications  and  patents  of  those  who  have 
been  found  by  him  to  be  entitled  to  become  parties  to  the  in- 
terference, and  must  represent  what  they  actually  claim,  not 
what  they  might  claim.^  They  must  contain  a  summary  of 
the  contested  matter,  and  point  out  the  conflicting  Claims.^ 
Hypothetical  issues  cannot  be  permitted.^  They  must  have 
the  same  meaning  as  to  all  the  claimants  ;  and  if  susceptible 
of  various  meanings  that  one  will  be  adopted  which  sus- 
tains the  interference  as  declared,  and  best  agrees  with  the 
specifications  of  the  parties.^  The  construction  placed  upon 
an  issue  by  the  Patent  Office  is  conclusive.^  The  issues  must 
embrace  only  those  applications  and  patents  which  conflict 
with  all  the  others,  and  the  various  cross-interferences  be- 
tween these  should  be  consolidated  by  presenting  them  in 
different  counts  in  the  same  issueJ  Notices  of  the  inter- 
ference are  then  prepared  by  the  examiner  for  all  the  parties, 
disclosing  the  name  and  residence  of  each  contestant  and 
those  of  his  attorney,  the  date  of  the  filing  of  his  application, 

§  594.  ^  That  there  are  no  formal  ^  Tliat  hypothetical  issues  cannot  be 

pleadings  in  interference  proceedings,  allowed,  see    Farnsworth    v.  Andrews 

see  Faoro  r.  Bradley  (1888),  44  0.  6.  (1875),  9  0.  G.  195. 

945.  ^  That  the  issne  mnst  have  the  same 

That  it  is  the  duty  of  the  examiner  to  meaning  as  to  all  the  parties,  see  Nich- 

see  that  the  subject-matter  put  in  issue  olson  «.  Bennett  (1879),  16  0.  6.  681 ; 

by  the  interference  is  properly  defined,  Dmmmond  v.   Greenough   (1879),   16 

see  Dod  v.  Cobb  (1876),  10  0.  G.  826.  0.  G.  959. 

That  the  primary  examiner  must  de*  .  That  when  the  issue  is  open  to  sev- 

dde  whether  Claims  interfere,  see  Ex  end  constructions  the  one  which  sus- 

parU  Saunders  (1888),  23  0.  G.  1224.  tains  the  interference  as  declared  and 

*  That  in  declaring  an  interference  best  agrees  with  the  specifications  of  the 

the  examiner  must  look  to  the  language  claimants  will  be  adopted,  see  Locke  v, 

of  the  application  alone,  see  Faure  v.  Levalley  (1881),  20  0.  G.  671. 

Bradley  (1888),  44  0.  G.  945.  *  That  the  construction  placed  by 

That  the  issue  in    an  interference  '  the  Patent  Ofiice  on  the  issue  is  conclu- 

niust  set  forth  what   the   parties  do  sive,  see  Locke  v,  Levalley  (1881),  20 

claim,  not  what  they  might  claim,  see  O.  G.  671. 

Nicholson  v.  Bennett  (1879),  16  0.  G.  "*  That  a  single  interference  can  em- 

331.  brace  only  such  applications  and  patents 

'  That  the  issue  must  point  out  the  as  conflict  with  all  the  others,  and  these 

conflicting  Claims  and  contain  a  sum*  may  be  consolidated  into  one  by  pre- 

mary  of  the  contested  matter,  see  Ste*  senting  them  in  difl'erent  counts,  see 

phen  V.  BaUey  (1877),  18  0.  G.  45.  Bell  v.  Gray  (1879),  15  0.  G.  776. 
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or  if  he  is  a  patentee  the  date  and  number  of  his  patent  and 
the  date  of  his  application  therefor,  the  ordinals  of  conflicting 
Claims,  and  the  invention  claimed,  —  clearly  and  concisely 
defining  them  in  as  many  counts  as  are  necessary  to  exhibit 
all  interfering  Claims  included  in  the  issue.  These  notices 
are  transmitted  with  the  files  to  the  examiner  of  interfer- 
ences, whose  duty  it  is  to  ascertain  whether  the  issues  are 
clearly  stated  and  the  notices  sufficient,  and  if  he  finds  them 
defective  in  any  material  point  to  return  them  with  his  objec- 
tions to  the  examiner  for  amendment.  Upon  the  refusal  of 
the  latter  to  amend  them  the  matter  is  referred  to  the  Com- 
missioner. These  notices  being  perfected,  the  interference  is 
formally  declared,  and  the  notices  are  sent  to  the  parties  in 
interest,  accompanied  by  an  order  to  each  to  file  a  prelimi- 
nary statement  of  the  facts,  on  which  his  claim  to  priority  is 
based,  within  a  time  mentioned  in  the  notice.  The  interfer- 
ence then  becomes  a  contested  case,  and  passes  under  the 
exclusive  jurisdiction  of  the  examiner  of  interferences,  unless 
some  questions  other  than  those  relating  to  priority  arise, 
and  thus  compel  its  temporary  return  to  the  consideration 
of  the  primary  examiner.® 

§  595.   Interferenoa  Prooeadings  :  Praliminary  Statemants. 

The  preliminary  statement  ordered  in  the  notices  of  inter- 
ference is  a  concise  written  recital,  under  oath,  of  the  date  of 
the  contestant's  original  conception  of  the  invention,  of  his 
construction  of  a  drawing  or  model,  of  the  disclosure  of  his 
invention  to  others,  of  its  reduction  to  practice,  and  of  the 
extent  of  its  use.^  If  the  invention  was  made  abroad,  the 
statement  must  declare  when  an|i  where,  if  ever,  it  was 
patented  or  described  in  a  printed  publication,  and  when 
it,  or  the  knowledge  of  it,  was  introduced  into  this  country  * 

s  That  the  examiner  of  interferences  plication  was  filed,  see  Dermody  v.  Pen- 
has  exclusiye  jurisdiction  of  the  issues  nock  (1878),  14  O.  G.  202. 
when  declared,  see  Faure  v.  Bradley         That  the  extent  of  the  use  of  the  in- 
(1888),  44  O.  O.  946.  vention  need  not  be  given  if  it  is  eri- 

I  595.  ^  That  the  preliminary  state-  dent  that  it  was  completed  within  two 

ment   must  declare  the  character  and  years   before  the  application,  see    Ex 

extent  of  the  use  of  the  invention  from  pcarte  Wheat  (1878),  14  O.  G.  787. 
the  time  of  its  perfection  until  the  ap-         *  That  an  applicant  for  an  invention 
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As  the  principal  object  of  these  statements  is  to  fix  the  rela- 
tive times  of  the  inventive  acts  of  the  several  contestants, 
the  dates  given  therein  are  considered  as  conclusive,  and  the 
evidence  afterwards  offered  must  confirm,  not  contradict, 
them.^  This  statement  must  also  embrace,  in  general,  all 
the  facts  which  the  applicant  intends  to  rely  on  to  support 
his  claim,  whether  they  are  to  be  proved  by  the  records  of 
the  Patent  Office  or  by  extrinsic  testimony.*  It  must  be 
sealed  up  before  filing,  and  cannot  be  opened  for  examina- 
tion by  the  opposing  parties  until  all  are  filed  or  the  time  for 
filing  has  expired,  and  until  the  examiner  of  interferences 
has  inspected  it  and  found  it  satisfactory.  Either  of  the  con- 
testants may  be  required  by  the  examiner  to  correct  defects 
in  his  statement  within  a  specified  period,  but  neither  the 
original  nor  the  amended  statement  can  be  returned  to  him 
after  it  has  once  been  filed.  The  time  for  filing  or  amending 
the  statements  may  be  extended  upon  motion  made  before  the 
expiration  of  the  interval  first  limited  for  that  purpose,  and 
after  proper  notice  to  the  adverse  parties.     Claimants  refus- 

ooDceived  abroad  may  claim  the  date  of  ,  That  a  claimant  fraudulently  misled 

the  arriyal  of  the  inventor  or  his  agent  ia  not  bound  by  his  statement,  see  Allen 

in  the  United  Stotes  as  that  of  his  dis-  v.  GUman  (1872),  2  0.  G.  298. 

covery,  see  Thomas  v,  Beese  (1880),  17  That  if  the  claimant   were  insane 

0.  G.  195.  when  he  made  his  statement  he  may 

*  That   the   preliminaiy   statement  amend  or   disavow  it,   see   Ex  parte 

need  not  fix  the  exact  date  of  the  inven-  Brooks  (1874),  6  0.  G.  296. 

tion,  nor  must  the  proof  necessarily  cor-  That  a  preliminary  statement  works 

respond  with  the  exact  date  fixed,  see  no  estoppel  in  the  courts,  see  Union 

Connor V. Williams  (1878),  16  0.  G.  887.  Paper  Bag  Mach.  Co.  v.  Crane  (1874), 

That  '*on  or  about"  such  a  date  6  0.  G.  801 ;  Holmes,  429 ;  1  Bann.  k 

means  that  exact  date,  not  an  earlier  A.  494. 

one,  see  Bering  i7.  Haworth  (1878),  14  4  That  where  the  later  applicant  had 

0.  G.  117.  filed  an  application  before  the  earliest 

That  the  earliest  dates  given  to  the  of  the  contesting  applicants,  his  later 

inventive  act  in  the  preliminary  state-  application  must  so  refer  to  it  as  to  con- 

ment  are  conclusive  on  the  claimant,  as  nect  the  two,  or  it  will  not  be  noticed, 

against  his  future  claim  for  an  earlier  gee  Huntley  v.  Smith  (1880),  18  0.  G. 

date,  see  Connor  v.  Williams  (1878),  795. 

15  0.  G.  886  ;  Walpuski  «.  Jacobsen  That  a  disclaimer  of  the  invention  in 
(1876),  9  O.  G.  964.  conflict    is  not  a  preliminary    state- 
That  a  statement  fixing  dates  by  ment,  see  Laverty  r.  Flagg  (1879),  16 
belief  only  may  be  corrected  by  evi-  Q.  G.  1141. 
dence,  see  White  v.  Farmer  (1874),  6 
O.  G.  838. 
VOL.  n.  — 16 
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ing  to  amend  their  statements  when  required  to  do  so,  will  be 
restricted  to  their  record  dates  during  the  further  proceedings 
in  the  case. 

§  596.    Interferenoa  Proceedings :  Effect  of  Failure  to  File  Pre- 
liminary Statement. 

The  failure  of  any  party  to  file  his  preliminary  statement 
within  the  time  prescribed  forfeits  his  right  to  be  further 
heard,  by  evidence  or  argument,  in  favor  of  an  earlier  date 
for  his  inventive  act  than  that  prima  facie  date  fixed  by  the 
filing  of  his  application.^  Hence,  if  he  is  the  later  of  two 
conflicting  applicants,  judgment  goes  against  him  at  once 
upon  the  record.  If  he  is  the  later  of  three  or  more  con- 
flicting applicants,  he  is  no  longer  recognized  as  a  party  to 
the  interference,  which  proceeds  in  its  regular  course  as  to 
the  others.*  If  his  antagonist  is  a  patentee  whose  patent  was 
granted  on  an  application  prior  to  his  own,  judgment  is  ren- 
dered forthwith  for  the  patentee.'  In  applications  for  re-issue, 
as  well  as  in  patents  put  in  interference,  the  date  of  the  origi- 
nal application  on  which  the  first  patent  issued  is  the  prima 
facie  date  of  the  inventive  act  of  the  patentee  or  re-issue 
applicant;  and  in  the  absence  of  his  preliminary  statement 
this  date  is  taken  as  the  true  date  of  his  conception  of  the 
idea  of  the  invention,  and  his  claim  to  priority  is  determined 
by  its  relation  to  the  dates  fixed  by  the  adverse  parties  in 
their  applications  or  by  their  preliminary  statements  and  the 
proof  that  may  be  afterward  adduced  in  their  support.  Thus 
if  an  applicant,  by  his  preliminary  statement,  fixes  the  date 
of  his  inventive  act  at  a  time  previous  to  the  filing  of  the 
original  application  for  a  conflicting  patent,  and  the  patentee 

§  596.  ^  That  failuro  to  file  a  prelim-  conflicting  applicants  fails  to  file  his 

inary  statement  leaves  the  party  to  the  statement  he  is  no  longer  a  party  to  the 

date  of  his  application,  see  Booth  v.  interference,  see  Ex  parte  Evans  (187S), 

Lyman  (1880),  17  0.  G.  898.  8  0.  G.  180. 

That  the  rule  requiring  a  prelimi-  *  That  a  prior  patentee  in  interfer- 
nary  statement  and  prescribing  its  form  ence  is  entitled  to  a  judgment  unless 
and  contents,  is  reasonable  and  must  be  the  contesting  applicant  files  his  state- 
obeyed,  see  Smith  v.  Cowles  (1885),  80  ment  and  offers  evidence,  see  Loring  o. 
O.  G.  848.  Hall  (1879),  15  0.  G.  471. 

^  That  if  the  later  of  three  or  more 
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presents  no  preliminary  statement,  the  applicant  is  entitled  to 
a  decision  in  his  favor  upon  showing  that  he  made  the  in- 
vention before  the  date  on  which  such  original  application 
was  filed.  Or  if  an  applicant  for  the  re-issue  of  a  later 
patent,  based  upon  a  later  original  application,  by  his  pre- 
liminary statement  carries  the  date  of  his  invention  beyond 
the  date  of  the  original  application  for  the  prior  patent,  and 
the  prior  patentee  fails  to  file  his  statement  as  required,  the 
former  will  be  found  to  be  the  prior  inventor  if  his  inventive 
act  is  proved  to  have  preceded  the  filing  of  the  application 
for  the  earlier  patent.  Where  no  preliminary  statement  is 
filed  by  any  of  the  parties,  priority  is  awarded  to  the  senior 
applicant.^ 

§  597.    Interference  Prooeedlngs :    Amendment   of   Preliminary 
Statement. 

The  allegations  of  a  preliminary  statement  are  presumed 
to  be  correct,  and  are  conclusive  upon  the  party  filing  it,  un- 
less he  has  been  fraudulently  misled.^  Evidence  offered  to 
support  them  must  conform  to  these  allegations  in  all  mate- 
rial points  or  it  will  be  disregarded.*  Corrections  in  the  pre- 
liminary statement,  especially  in  regard  to  dates,  thus  become 
of  vital  importance,  and  if  as  first  filed  it  contains  substantial 
errors  arising  from  inadvertence  or  mistake,  amendments  may 
be  made  on  motion  showing  to  the  satisfaction  of  the  Com- 
missioner that  they  are  essential  to  the  ends  of  justice.^ 

*  That  the  senior  applicant  wiU  re-  see  AUen  t;.  Oilman  (1872),  2  0.  0. 

ceive  the  patent  in  the  absence  of  any  298. 

preUminaiy  statement  from  either  party,         That  insanity  of  the  maker  avoids  a 

even  thongh  the  junior  applicant's  oath  preliminary   statement,    see   Ex  parte 

discloaes  that  he  receiyed  a  British  pat-  Brooks  (1874),  6  0.  0.  296. 
ent  before  the  senior  application  was        *  That  the  claimant  cannot  intro- 

filed,  see  Sellon  v.  Hochhansen  (1886),  dnce  evidence  contradicting  his  state- 

33  O.  6.  095.  ment,  see  Connor  v.  Williams  (1878),  16 

That  where  no  statement  is  filed,  the  0.  6.  887. 
janior  applicant  cannot  have  a  patent        *  That  a  preliminary  statement  may 

even  though  the  senior  applicant  for  the  be  amended  by  permission  of  the  Com- 

present  disclaims  the  invention,  if  his  missioner  in  proper  cases,  see  Clemson  v. 

application    coven   it,   see   Sellon    o.  Fowler  (1886),  87  0.  G.  671 ;  Moore  v, 

Hochhansen  (1886),  88  0.  G.  995.  Brown  (1882),  22  0.  G.  1882. 

S  597.  ^  That  a  preliminary  state-         That  an  error  in  a  preliminary  state- 
ment procured  by  fraud  is  not  binding,  ment  in  reference  to  a  date  may  be 
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Clerical  errors  may  be  corrected  at  any  time,  but  a  motion 
to  amend  in  material  particulars  must  be  made,  if  possible, 
before  the  taking  of  any  testimony  and  as  soon  as  practicable 
after  the  discovery  of  the  error>  Upon  this  motion  all  par- 
ties are  entitled  to  be  heard,  and  reasonable  notice  of  its 
pendency  must  be  served  upon  them.    No  amendment  can 

amended  on  satisfiustory  proof  that  it  ^  In  Hopkins  v.  Le  Roy  (1880),  18 

was  made  in  good  faith  and  that  the  0.0.  859;  Marble,  Com.  (859)  :  "When 

applicant  was  misled  or  acted  without  a  party  makes  and  files  his  preliminary 

n^ligence,     see    Clemson    v.    Fowler  statement  it  is  to  be  presumed  that  he 

(ISSd),  37  O.   O.  671 ;    Robinson  «.  has  fully  canvassed  aU  the  facts  in  his 

Seymour  (1885),  33  0.  0.  118.  case,  and  that  the  statement  as  filed,  as 

That  an  earlier  date,  if  inconsistent  far  as  is  necessary,  is  a  correct  statement 

with  the  proof,  cannot  be  inserted  by  of  such  facts.    Unless  the  party  having 

amendment,    see    Cutting    v.    Eaylor  made  such  statement  asks  to  amend  the 

(1872),  2  O.  0.  70i.  same  before  any  testimony  is  taken  in 

That  an  amendment  of  the  statement  the  case,  all  parties  have  a  right  to  pro- 
will  not  be  allowed  if  the  error  arose  ceed  on  the  issue  as  made  in  the  respec- 
through  negligence^  see  Clemson  «.  tire  statements.  It  may  be  that  a 
Fowler  (1886),  87  O.  G,  671  ;  Smith  v,  statement  made  contains  an  erroneous 
Cowles  (1885),  30  0.  G.  343.  date  as  is  claimed  in  this  case  ;  if  ao^ 

That  if  a  defect  in  a  preliminary  the  party  making  the  statement  should 

statement  occurs  through  failure  to  obey  correct  that  date  before  his  opponent 

orders,  or  neglect  in  finding  out  what  has  been  put  to  the  expense  of  taking 

the  applicant  ought  to  know,  no  amend-  testimony  to  sustain  his  own  case.     A 

ment  will    be  aUowed,   see  Smith  v,  party  has  no  right  to  wait  until  his  op- 

Cowles  (1885),  80  0.  G.  8i8.  ponent  has  fully  developed  all  the  facts 

That  a  party  who  protests  against  in  his  case  and  then  for  the  first  time 
the  adverse  statement  and  obtains  its  make  known  the  error  that  he  has  corn- 
amendment,  and  after  the  evidence  in  mitted  in  his  preliminary  statement, 
chief  is  taken  moves  to  amend  his  own  Proper  diligence  on  his  part  would  have 
statement  in  order  to  carry  his  dates  placed  him  in  possession  of  the  facts 
back  of  those  of  the  adversary,  cannot  upon  which  he  could  have  corrected  his 
be  aUowed  to  do  so,  being  guilty  of  statement  bef<»«  such  testimony  was 
laches,  see  Donnelan  v.  Berry  (1887),  41  taken.  If  through  carelessness  or  neg" 
0.  G.  1499.  ligence  he  has  failed  to  have  such  cor- 

That  a  party  filing  a  preliminary  rection  made,  other  parties  should  not 

statement,  which  he  knows  to  be  de-  be  injured  by  such  negligence." 

fective,  cannot  amend  it  after  he  has  That  clerical  errors  may  be  ooTrected 

become  familiar  with    his   adversary's  at  any  time,  if  no  injustice  will  result* 

case,  see  Donnehin  v.  Berry  (1887),  41  see  Allen  «.  Oilman  (1878),  2  0.  G. 

0.  G.  1499.  293. 

That  a  preliminary  statement  may  be  That  a  preliminary  statement  ought 

amended  before  evidence  is  taken  if  the  not  to  be  amended  after  the  evidence  is 

amendment  is  made  as  soon  as  possiUe  taken  or  published,  see  Hopkins  v.  I^ 

after  the  error  is  discovered,  see  Smith  Roy  (1880),  18  O.  G.  859 ;  Oliver  v. 

«.  Cowles  (1885),  80  O.  G.  843.  Zeller  (1876),  10  0.  G.  416. 
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be  permitted  after  the  reception  of  evidence  on  the  ground 
of  ignorance  of  law  or  of  the  neglect  of  an  attorney,  and 
when  permitted  on  any  ground,  at  this  stage  of  the  proceed- 
ings, ample  time  is  allowed  to  the  adverse  parties  to  contradict 
the  amended  allegations  by  additional  proof .^  No  defective 
preliminary  statement  ought  to  be  received  by  the  examiner  ; 
but  if  received,  and  not  objected  to  by  the  other  contestants, 
the  right  to  insist  on  its  exclusion  will  be  waived.^ 

§  596w  Interferenoe  Prooeedings :  Bxamination  of  Preliminary 
Statements. 
When  the  time  for  filing  the  preliminary  statements  has 
elapsed,  such  as  have  been  filed  are  subjected  to  examination 
and  are  compared  with  the  original  applications  on  which 
the  claims  of  the  contestants  rest.  If  it  appears  from  this 
examination  that  the  date  of  the  filing  of  the  earliest  applica- 
tion is  not  anticipated  by  the  dates  fixed  by  the  other  parties 
for  their  own  conception  of  the  invention,  priority  is  awarded 
to  the  earliest  applicant.^  Where  the  preliminary  statement 
of  a  later  applicant  fails  to  carry  the  date  of  his  inventive 
act  behind  the  date  when  earlier  applications  were  filed, 
judgment  is  entered  against  him.^  Only  in  cases  where  the 
date  claimed  for  his  inventive  act  in  the  preliminary  state- 
ment of  one  party  anticipates  the  filing  of  an  earlier  applica- 
tion by  some  other  party  does  the  interference  proceed  fur- 
ther, since  in  these  cases  alone  is  the  prima  facie  presumption 
of  priority  arising  from  the  dates  of  filing  the  respective  appli- 

*  That  ignorance  of  the  rules  of  the         §  598.  ^  That  where  an  examination 

Patent  Office  or  the  carelessnese  of  an  of  the  statements  shows  that  no  one  is 

attorney  are  no  reasons  for  allowing  an  earlier  than  the  first  applicant  jndg- 

amendment  after  the  evidence  is  in,  see  ment  will  be  rendered  in  his  favor  on 

Gnest  0.  Finch  (1876),  10  0.  6.  165.  notice  to  the  other  parties  ;  otherwise  a 

That  when  the  statement  is  amended  hearing  will  be  held,  see  Booth  v.  Lyman 

after  evidence  taken  the  adverse  party  (1880),  17  0.  6.  398. 
may  he  allowed,  on  motion,  to  take         '  That  anless  the  statement  of  a  later 

further  evidence,  see  Moore  v.  Brown  applicant  carries  his  date  of  conception 

(1382),  22  0.  G.  1882.  beyond  the  date  when  the  firfit  applica- 

'  That  a  defective  statement  ought  Hon  was  filed,  judgment  will  go  against 

not  to  be  received,  but  if  it  is  the  defect  him,  see  Huntley  v.  Smith  (1880),  18 

is  waived  unless  objected  to,  see  White  0.  G.  795. 
V.  Fsrmer  (1874),  5  0.  G.  838. 
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cations  rebutted,  and  additional  evidence  rendered  necessary 
in  order  to  determine  between  the  antagonistic  claimants. 

§  599.    Interferenoe  ProoeedingB  :  Taking  Testlmoiiy. 

If  the  interference  proceeds,  the  time  is  then  fixed  by  the 
examiner  for  the  taking  of  the  testimony  by  the  several  par- 
ties.^ A  period  is  limited  within  which  the  latest  applicant 
must  complete  his  evidence  in  chief,  followed  by  a  period  for 
the  adverse  party  to  finish  his  testimony  in  reply,  and  this  by 
a  third  period  for  the  rebutting  evidence  of  the  later  appli- 
cant. Where  there  are  more  than  two  contestants  their 
periods  for  taking  testimony  are  so  arranged  that  each  shall 
have  an  opportunity  to  prove  his  own  case  against  prior  appli- 
cants, and  to  rebut  their  evidence  when  offered  in  reply,  and 
also  to  answer  that  of  later  applicants.  The  time  for  taking 
evidence  may  be  extended  in  favor  of  either  party  upon  a 
motion  disclosing  under  oath  the  reasons  for  his  inability 
to  obtain  his  evidence  within  the  period  prescribed,  the  names 
of  the  witnesses  whose  testimony  he  desires,  the  facts  which 
he  expects  to  prove  by  them,  and  the  efforts  he  has  made 
already  to  secure  their  earlier  attendance.^  A  failure  to  com- 
plete his  testimony  within  the  period  assigned  to  any  party 
is  not  permitted  to  delay  the  final  hearing.  The  hearing  may 
be  postponed  for  sufiicient  reasons  by  the  examiner  in  charge, 
but  unless  thus  postponed  a  later  applicant,  whose  evidence 
has  been  completed  within  the  time  prescribed,  may  insist 
upon  a  hearing  and  judgment,  after  tiiat  time  has  elapsed, 
upon  the  evidence  as  it  then  appears. 

§  600.   Interferenoe  Proceedings :    Borden  of  Proof :   Zhrldence 
AdmlBsible. 

The  general  rules  of  evidence  apply  in  interference  cases  to 
the  same  extent  and  in  the  same  manner  as  on  similar  issues 

§  599.  ^  That  in  an  interference  with  that  the  facts  are  the  same,  see  Keith 

a  patent  the  time  for  taking  evidence  v.  Faure  (1888),  25  O.  G.  289. 
win    not   be   made    coincident    with        '  That  the  oonrts  are  liberal  in  ez- 

the  later  dates  fixed  in  another  inter-  tending  the  time  for  taking  testimony 

ference  with  the  same  patent,  unless  if  the  party  has  been  diligent,  see  Os- 

there  is  some  reason  for  it  other  than  good  v.  Badger  (1888),  44  O.  G.  1065. 
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in  the  courts.^  Priority  of  inventive  act  consists  in  the  prior 
conception  of  the  idea  of  means  and  the  prior  embodiment  of 
this  idea  in  some  practically  operative  ai*t  or  instrument,  or 
reasonable  diligence  in  perfecting  such  embodiment ;  and  the 
successful  claimant  must  establish  this  priority  by  a  clear  pre- 
ponderance of  evidence,  though  not  necessarily  beyond  reason- 
able doubt.^  In  order  to  do  this  he  must  not  only  overcome 
the  presumptions  against  him  arising  out  of  earlier  applica- 
tions and  patents  on  behalf  of  other  parties,  but  must  affirma- 
tively establish  his  right  to  priority  as  against  such  parties 
themselves,  by  proofs  sufficient  to  defeat  their  patents  in  the 
courts.^    Thus  he  must  show  that  his  conception  of  the  in- 

S  600.  1  That  the  same  roles  of  evi-  the  party  who  alleges  it,  see  Hockhausen 

dence  apply  in  interference  cases  as  in  v.  Weston  (1880),  18  0.  G.  857.' 
the  conrts,  see  Millward  v.  Barnes  (1877),         That  an  applicant  in  interference  with 

11  O.  G.  1060  ;  Palm  v,  Behel  (1876),  a  patent  need  not  prove  priority  beyond 

10  O.   G.    701 ;   Berry    v.    Stockwell  reasonable  doubt,  see  Fulgham  v.  West- 

(1876),  9  O.  0.  404.  cott  (1879),  16  0.  G.  1005. 

That  the  examiner  of  interferences        That  the  assertion  of  an  applicant 

has  the  exclusive  right  to  decide  as  to  that  he  **  invented  *'  at  a  certain  date 

the   competency,  construction,    scope,  is  of  little  weight  against  facts  showing 

and  legal  meaning  of  all  foreign  patents  the  conti'ary,  see  Slade  v.  Blair  (1880), 

or  other  evidence,   and  to   determine  17  O.  G.  261. 

whether  they  cover  the  same  invention        That  where  one  of  two  joint  paten- 

as  the  one  in  interference,  see  Faure  v.  tees  applies  for  a  sole  patent  he  <must 

Bradley  (1888),  44  0.  G.  945.  overcome  by  evidence  the  presumption 

*  That  on  an  interference  the  party  arising  from  his  oath  as  joint-inventor, 

having  the  burden  of  proof  must  show  as  well  as  the  prima  facie  case  presented 

that  he  first  completed  the  invention,  see  by  the  prior  patent,  or  judgment  on  the 

McKnight  v.  Wagenen  (1876),  9  O.  G.  interference  will  be  against  him,  see  Lov- 

1161.  rien  v.  Banister  (1880),  18  0.  G.  299. 

That  a  claimant  against  a  patent  has        *  That  in  an  interference  between  an 

the  burden  of  proof,  see  Donoughe  v.  application  and  a  patent,  the  applicant 

Hubbard  (1886),  27  Fed.  Rep.  742  ;  85  must  offer  such  evidence  of  priority  as 

O.G.  1561 ;  Cnshmanv.  Parham  (1876),  would  defeat  the  patent  in  the  courts, 

9  O.  G.  1108.  see  GiU  v.  Scott  (1883),  28  0.  G.  2511 ; 

That   where  the  prima  facie  proof  Withington  v,  Locke  (1877),  11  0.  G. 

arising  from  the  patent  is  outbalanced  417  ;  Palm  v.  Behel  (1876),  10  O.  G. 

by  evidence  of  prior  invention,  the  bur-  701 ;  Stoddard  v.  Perry  (1874),  6  0.  G. 

den  of  proof  shifts  to  the  patentee,  see  88. 

Hazelip  v.  Richardson  (1876),  10  0.  G.         That  if  a  junior  inventor,  using  due 

747.  diligence  in  reduction  and  application, 

That  on  interference  the  averment  obtains  a  patent  and  a  senior  inventor 

that  an  applicant  is  not  an  original  in-  afterward  applies,  the  latter  must  show 

ventor  must  be  conclusively  proved  by  entire  freedom  from  laches  or  a  patent 
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yention  antedated  that  of  every  other  claimant,  and  that  at 
the  date  of  their  conceptions  he  had  either  reduced,  or  was 
using  reasonable  diligence  in  reducing,  his  own  conception  to 
successful  practiced  In  proving  his  conception  of  the  inven- 
tion the  claimant  may  present  any  evidence  which  tends  to 
show  that  the  idea  of  means  was  fully  developed  in  his  own 
mind  at  the  date  alleged.  Verbal  descriptions,  drawings  or 
sketches,  models,  other  devices  equivalent  in  principle  or  em- 
bracing all  the  features  on  which  conflict  now  arises,  and  any 
other  manifestation  or  embodiment  of  his  idea  sufficient  for 
its  complete  expression  may  be  offered  to  support  his  claim.* 

will  be  denied  him  and  all  doubts  re-         *  That  on  an  interference  the  prima 

Bolred   in  favor  of  the  patentee,   see  fade  date  of  a  patented  invention  is  the 

Voelker  v.  Gray  (1885),  80  0.  G.  1091.  date  of  filing  the  application  on  which 

That  the  first  applicant  is  regarded  the  patent  issues,  though  other  records 

as  the  first  inventor  tiU  the  contrary  of  the  Patent  Office  may  be  consulted, 

appears,  see  Starr  v.  Farmer  (1883),  28  see  Booth  v,  Lyman  (1880),  18  O.  G. 

O.  G.  2325,  2327.  182. 

That  where  an  application  is  com-         That  the  uncontradicted  oath  of  the 

plete  and  duly  filed    the   subsequent  applicant  that  he  made  drawings  of  the 

applicant  must  show  that  he  invented,  invention  at  a  certain  time,  if  supported 

or  conceived  the  idea  and  was  diligently  by  one  other  credible  witness,  is  snffi- 

reducing  to  practice,  before  the  prior  cient  though  the  drawings  have  been 

application  was  filed,  see  Starr  V.  Farmer  destroyed,  see  Smith  v,  Edson  (1875), 

(1888),  23  0.  G.  2325,  2327.  7  0.  G.  827. 

That  if  one  of  the  applications  in  in-  That  the  production  of  sketches  pre- 
terference  is  a  division  of  one  previously  pared  for  the  occasion  profits  little  ex- 
filed,  the  date  of  the  original  will  be  cept  as  illustrating  other  evidence,  see 
regarded  in  determining  on  whom  is  the  McCuUough  v.  Watkins  (1875),  8  O.  Q. 
burden  of  proof,  see  Henderson  v.  Reese  1074. 
(1883),  25  O.  G.  191.  That  mere  descriptions  and  destroyed 

*  That  the  successful  claimant  must  drawings  are  not  of  much  weight  to 
show  that  he  was  the  fint  to  conceive  show  priority,  see  Ware  v,  Bullock 
and  used  reasonable  diligence  in  reduc-  (1874),  7  0.  G.  89. 
ing  to  practice,  see  Hammond  v.  Laird  That  a  machine  embracing  aU  the 
(1874),  7  0.  G.  170.  features  over  which  the  interference  con- 
That  where  two  persons  separately  test  has  arisen  may  serve  to  show  the 
make  the  same  invention  the  question  date  of  the  invention,  though  it  lacks 
is  which  is  the  first  inventor,  see  Hall  certain  improvements  found  in  pending 
V.  Johnson  (1883),  23  0.  G.  2411.  applications,  see  Hockhausen  «.  Wes* 

That  where  each  one  of  two  persons  ton  (1880),  18  O.  G.  857. 
who  united  in  reducing  the  invention  to         That  devices  produced  by  the  appli- 

practice  claims  to  be  the  inventor,  the  cant  which  are  equivalent  in  principle 

question  is  which  conceived  it,  see  Hall  may  fix  the  date  of  the  invention,  see 

r.  Jobnson  (1883),  23  O.  G.  2411.  Binl  v,  Walsh  (1878),  14  O.  G.  284. 

See  also  §  870-391  and  notes,  ante.  That  an  abandoned  application  is  not 

§600 
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In  proving  reduction  to  practice  he  must  establish  the  exist- 
ence of  an  operative  art  or  instrument,  capable  of  practical 
employment.^  Upon  this  point  models,  drawings,  and  de- 
scriptions have  but  little  weight.  Diligence  in  reducing  to 
practice  may  be  shown  by  any  testimony  applicable  to  the 
peculiar  circumstances  of  the  case.  No  claimant  is  allowed 
by  evidence  to  carry  the  date  of  his  conception  of  the  inven- 
tion behind  the  date  assigned  to  it  in  the  preliminary  state- 
ment ;  and  any  substantial  variation  between  such  statement 
and  the  evidence  on  any  point  renders  the  evidence  suspi- 
cious.7  Where  the  statement  fixes  its  dates  by  belief  and 
information  the  testimony  may  render  them  more   certain 

considered  in  fixing  the  harden  of  proof,  was  completed,  while  in  the  other  case 

aee  Henderson  v.  Reese  (1883),  25  0.  G.  there  was  only  progress,  however  near 

191.  that  progress  may  have  approximated 

That  an  ahandoned  experiment  can-  to  the  end  in  view." 
not  be  revived  so  as  to  secure  priority         See  also  Gardner  v,  Dudley  (1880), 

on    an    interference,   see    Sheridan    r.  17  0.  G.  801  ;  Halladie  v.  Paine  (1877), 

Latua  (1883),  25  O.  G.  501.  ^  12  0.  G.  1077  ;  Sargent  v.  Burge  (1877), 

See  also  §§  380,  881  and  notes,  ante.  11  O.  G.  1055. 

*  In  Stover V.  Clark  (1877),  12  0.  G.         That  a  patent  is  prima  facte  proof 

188,  Spear,  Com.:  (188)   "The  qnes*  that  the  patentee  had  completed  his 

tion  in  controversy  in  one  capable  of  invention,  though  its  practical  use  is 

easy  solution  if  the  bearing  of  the  Office  not  shown,  see  Busha  v,  Phelps  (1876), 

in  relation  to  interference  proceedings,  9  0.  G.  1010. 

in  which  one  of  the  parties  is  a  paten-         That  the  assertion  of  a  party  that  he 

tee,  is  kept  clearly  in  mind.     In  this  conceived  the  invention  at  a  certain 

class  of  cases  the  adverse  applicant  must  time  amounts  to  very  little  unless  he 

show  conclusively  that  prior  to  the  time  then  completed  it,  see  McCuUough  v. 

of  the  invention  by  the  patentee  he  (the  Watkins  (1875),  8  0.  G.  1074. 
applicant)  had  fully  reduced  it  to  a         ^  That  the  evidence  must  conform 

form  or  condition  capable  of  standing  to  the  statement  or  it  will  be  rejected, 

the  test  of  actual  practical  use.     An  see  Hovey  v,  Uufeland  (1872),  2  O.  G. 

experimental  reduction,  the  illustration  498. 

of  a  theory  by  a  model,  will  not  suffice         That   any  substantial  variance  be* 

of  itself  to  establish  that  completion  tween  the  statement  and  the  evidence 

which  is  alone  regarded  by  the  law  as  renders  the  evidence  suspicious,  see  Mc- 

Bufficient  to  impeach  the  title  of  the  pat-  CuUough  v.  Watkins  (1875),  8  0.  G. 

entee.     As  was  said  in  Coffin  v,  Ogden,  1074. 

18  Wall.  124,  '  If  the  thing  were  embry-         That  the  evidence  as  to  the  date  of 

otic  or  inchoate  ;  if  it  rested  in  specula-  the  invention  need  not  agree  with  the 

tion  or  experiment ;  if  the  process  pur-  statement,  but  must  not  show  it  to  be 

•ned  for  its  development  had  failed  to  earlier  than  the  one  therein  alleged,  see 

reach  the  point  of  consummation, — it  Connor  o.  Williams  (1878),  15  O.  G. 

cannot  avail  to  defeat  a  patent  founded  886;  Walpuski  v.   Jacobsen  (1876),  9 

npon  a  disooveiy  or  invention  which  0.  G.  964. 

§600 
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and  correct.^  A  foreign  patentee  cannot  prove  an  earlier 
date  for  his  invention  than  the  date  of  his  foreign  patent^ 
and  a  foreign  inventor  who  has  not  patented  his  invention 
abroad  cannot  anticipate  by  his  evidence  the  date  on  which 
the  knowledge  of  his  invention  was  first  brought  to  the  United 
States,  either  by  himself  or  by  his  confidential  agent.^  A  pre- 
liminary statement  is  not  admissible  in  evidence  in  favor  of 
the  party  making  it,  although  it  may  be  used  against  liim  as 
rebutting  or  limiting  the  other  evidence  which  he  presents.^^ 

§  601.  Interference  Prooeedings :  Rnlee  of  Xhrldenoe. 

The  statute  authorizes  the  Commissioner  to  make  rules  for 
taking  testimony  in  cases  pending  in  the  Patent  Ofiice,  and 
provides  for  the  issue  of  subpoenas  from  the  Federal  courts  in 
the  districts  where  the  witnesses  reside,  and  for  compelling 
the  attendance  of  those  witnesses  who  disregard  the  ordinary 

*  That  a  statement  fixing  dates  hy  plication  of  the  other,  and  also  poesiblj 
belief  only  may  be  corrected  by  the  his  own,  see  Thomas  v,  Reese  (1880), 
evidence,  see  White  v.  Fanner  (1874),     17  O.  O.  195. 

5  0.  G.  838.  That  Sec.  4887,  limiting  the  term  of 

*  That  an  applicant  for  an  invention  the  domestic  by  that  of  a  foreign  patent, 
conceived  abroad  may  carry  the  date  cannot  be  invoked  to  carry  the  date  of 
of  his  invention  back  to  the  arrival  of  invention  back  to  the  date  of  a  pre- 
the  inventor  or  his  agent  in  the  United  viously  issued  British  patent,  where  the 
States,  see  Thomas  v.  Reese  (1880),  17  two  patents  are  not  alike,  see  Gandy 
O.  G.  195.  V.  Main  Belting  Ck>.  (1886),  37  0.  G. 

That  a  foreign  inventor  cannot  carry  1357. 
the  date  of  his  invention  back  by  show-         For  a  discussion  of  the  value  of  an 

ing  acts  done  in  a  foreign  country,  st^e  English  specification  as  evidence,  see 

Boulton  p.  Illingworth  (1888),  43  O.  G.  Lauder  v.  Crowell  (1879),   16  O.  G. 

508.  405. 

That  whether  a  foreign  patentee  can        On  the  whole  matter  of  priority  in 
carry  his  date  back  to  that  of  his  foreign  reference  to  foreign  inventors  and  pat- 
patent  is  doubtful,  see  Thomas  v.  Beese  entees,  see  §  882  and  notes,  ante, 
(1880),  17  0.  G.  195.  ^  That  a  preliminary  sUtement  it 

That  a  foreign  patentee  cannot  go  not  affirmative  evidence  in  favor  of  the 

behind  the  date  of  his  patent  to  show  party  making  it,  see  Lauder  v.  Crowell 

the  time  of  his  invention,  see  Rumpff  v.  (1879),  16  O.  G.  405. 
Kohler  (1882),  28  O.  G.  1831,  1832 ;        That  the  original  stotement  and  the 

Chambers  v.  Duncan  (1876),  10  0.  G.  &ct  of  its  amendment  will  be  considered 

787.  on  the  merits  as  affecting  the  evidence 

That  evidence  that   one   applicant  concerning  the  actual  date,  see  Robinaon 

published  his  invention  abroad  before  v.  Seymour  (1885),  83  0.  G.  118. 
the  other  made  it  here  defeats  the  ap- 
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summons.^  In  the  exercise  of  tlie  authority  thus  conferred 
upon  him  the  Commissioner  has  established  certain  regulations, 
prescribing  that  all  evidence  offered  in  contested  cases  must 
be  presented  in  depositions,  taken  upon  due  notice  to  the  ad- 
verse parties  in  the  form  of  interrogatories  and  replies,  and 
sealed  up,  addressed,  and  forwarded  to  the  Commissioner  by 
the  officer  before  whom  they  were  given.*  Where  witnesses 
reside  abroad,  such  depositions  may  be  taken  before  an  Amer- 
ican consul,  or  other  proper  officer,  by  order  of  the  Commis- 
sioner,  based  upon  the  motion  of  the  claimant  and  his  sworn 
averment  that  the  motion  is  not  made  for  purposes  of  delay 
or  vexation  to  the  adverse  party  and  that  the  evidence  cannot 
be  otherwise  conveniently  obtained.^  After  these  depositions 
are  returned  to  the  Commissioner  and  duly  opened,  they  are 
subject  to  inspection  by  the  parties,  but  cannot  be  withdrawn. 
Unless  for  satisfactory  reasons  to  the  contrary  they  must  be 
printed  by  some  person  appointed  by  the  Office  for  that  pur- 
pose, and  copies  must  be  furnished  to  the  Office  and  to  each 
of  the  contestants.  Caveats  and  other  official  records,  and 
any  special  matter  contained  in  printed  publications,  may  be 
filed  and  used  as  evidence  upon  due  notice  to  the  adverse 
parties,  wlien  competent  and  pertinent  to  the  issue.  No  evi- 
dence toucliing  the  matters  in  dispute  can  be  considered  at 

§  601.  1  That  the  rules  of  evidence  od  this  point  as  well  as  that  of  priority 

in  interference  proceedings  are  those  of  before  his  opponent  can  be  obliged  to 

the  law  in  force  in  the  District  of  Co-  put  in  his  prooi^  see  Clark  r.  La  Dow 

lambia,  see  Marsh  v.  Bein  (1888),  48  (1888),  48  O.  6.  248. 

O.  6.  1453  ;  Koen  v.  Quint  (1883),  28  ^  That  a  notice  to  take  testimony 

O.  G.  1829.  after  so  short  an  interval  that  the  party 

That  witnesses  are  ander  the  control  must  travel  night  and  day  to  get  there 

of  the  courts,  not  of  the  Commissioner,  is  not  reasonable  notice,  see  Hoag  v. 

■ee  Osgood  v.  Badger  (1888),  44  0.  6.  Abbott  (1879),  15  0.  O.  471. 

1065.  That  a  failure  to  appear  to  take  a 

That  husband  and  wife  are  not  com-  deposition  after  reasonable  notice  is  a 

petent  witnesses  for   or   against  each  waiver  of  all  technical   irregularities, 

other  in  interference  proceedings,  see  see  Hoosier  DriU  Co.  v.  Ingels  (1879), 

Marsh  v.  Rein  (1888),  48  0.  G.  1458 ;  15  0.  G.  1018. 

omtra,  Koen  v.  Quint  (1888),  28  O.  G.  '  That  the  Commiasioner  may  order 

1829.  depositions  to  be  taken  abroad  before 

That  where  one  party  to  an  interfer-  consuls,  see  Lauder  v,  CroweU  (1879), 

ence  attacks  the  patentability  of  the  in-  16  0.  G.  405. 
ventioD  he  must  offer  all  his  evidence 
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the  hearing  unless  obtained  in  accordance  with  these  rules. 
But  merely  technical  objections,  not  working  any  substantial 
injury  to  the  party  raising  them,  will  not  be  regarded,  and 
where  such  injury  is  inflicted  the  injured  party  must  make 
his  objection  as  soon  as  he  becomes  aware  of  its  existence, 
and  notify  the  Office  and  the  adverse  party  that  unless  the 
objection  is  removed  it  will  be  urged  against  him  at  the 
hearing.* 

§  602.  Interferenoe  Proceedings:  Arguments  of  Contestants. 

The  rules  advise  that  arguments  and  briefs  in  all  contested 
cases  should  also  be  printed  and  filed  before  the  hearing,  and 
parties  neglecting  to  avail  themselves  of  this  advantage  in  due 
season  have  no  right  to  an  extension  of  time  for  that  pur- 
pose. Upon  the  day  named  for  the  hearing,  any  party  ap- 
pearing will  be  heard,  but  no  case  will  be  taken  up  for  oral 
argument  after  the  day  appointed,  except  by  the  consent  of  all 
parties.  After  the  arguments  have  been  completed,  no  further 
hearing  will  be  accorded  to  either  party  unless  at  the  request 
of  the  tribunal  having  jurisdiction  of  the  case. 

§  603.  Interference  Prooeedlngs :  Judgment  of  Priority. 

An  interference  having  been  once  declared,  it  cannot  be 
determined  without  a  formal  dissolution,  or  a  judgment  on 
the  is6ue  of  priority.^    This  judgment  may  be  rendered  either 

^  That  objections  to  the  evidence  denied,  except  in  extreme  cases,  if  the 

must  be  oiged  at  the  hearing,  under  party  moving   has  neglected  to  take 

the  rules,  see  Hoag  v.  Abbott  (1879),  16  proper   steps   for   his   protection,   see 

O.  0.  471.  Osgood   o.   Badger    (1888),  U  O.  0. 

That  a  deposition  improperly  taken  1065. 
may  be  objected  to  at  the  interference        That  a  motion  to  suppress  mnst  be 

hearing,    though    ordinary   objections  made  without  nn reasonable  delay,  see 

which  may  be  cured  by  a  new  commis-  MUIigan   v,   Niedringhans  (1886),    38 

sion  to  take  testimony,  or  formal  ob-  O.  G.  108. 

jections   merely,   should  be  taken  by         That  if  a  witness  in  an  interference 

motion   to  suppress,    see   MiUigan  v.  refuses  to  answer  a  proper  question  on 

Niedringhans  (1886),  88  0.  G.  103.  cross-examination  his  entire  testimony 

That  it  is  always  better  to  move  to  will  be  excluded,  see  MiUigan  v.  Nied- 

suppress  in  advance  of  the  hearing,  see  ringhaus  (1886),  88  0.  G.  108. 
MiUigan  v.    Nieilringhaus    (1886),  38        §  608.  ^  That  where  an  interference 

O.  G.  103.  exists  the  proceedings  cannot  terminate 

That  a  motion  to  suppress  will  be  without  a  judgment  on  account  of  the 
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upon  the  testimony,  or  upon  the  written  concession  of  the 
adverse  parties,  signed  by  the  parties  themselves  and  not 
merely  by  their  attorneys,  or  upon  the  written  declaration 
of  either  of  the  parties  that  he  has  abandoned  liis  application.^ 
Such  written  concession  must  be  consistent  with  the  facts, 
—  no  false  or  fraudulent  admission  of  priority  authorizing 
a  judgment  contrary  to  the  tnith.^  In  rendering  a  judg- 
ment on  the  testimony  the  examiner  of  interferences  must 
follow  the  same  rules  concerning  the  performance  and  com- 
pleteness of  the  inventive  act  which  are  recognized  as  bind- 
ing in  the  courts.  The  several  parties  are  presumed  to  have 
made  the  invention  in  the  chronological  order  in  which  they 
filed  their  original  applications,  and  the  burden  of  proof 
rests  on  those  who  endeavor  to  establish  any  different  order 
of  invention.^  Where  all  the  parties  are  American  inventors 
judgment  must  be  awarded  to  the  claimant  who  establishes 
the  real  priority  of  his  inventive  act.  Where  one  of  the 
parties  is  a  foreign  inventor  and  the  others  are  American,  the 
latter  is  entitled  to  priority  unless  the  invention  of  the  for- 
mer was  known  or  used  in  the  United  States,  or  patented 
or  published,  before  the  conception  of  the  invention  by  the 
latter.    If  one  of  two  foreign  inventors  has  obtained  a  for- 

abandonment  of  his  application  by  one  v.  Sandford  (1879),  16  0.  G.  1182 ;  Al- 

party,  if  the  other  party  claims  it,  see  len  v,  Gilman  (1872),  2  0.  G.  29S. 
Adler  v.  Van  Wagener  (1875),  8  0.  G.         See  also  §  363  and  notes,  ante. 
728.  ^  That  unless  a  contrary  right  ap- 

That  a  judgment  must  be  rendered  pears  priority  will  be  awarded  to  the 

except  in  cases  where  the  rules  other-  party  who  first  filed  a  complete  applica- 

wise    provide,   see    Hicks   v.  Keating  tion,  including  petition,  specification, 

(1887),  40  0.  G.  8i8.  drawings,  model,  and  fee,  see  Lapham 

*  That  an  agreement  conceding  pri-  v.  Bettendorf  (1879),  16  0.  G.  137. 
ority  IB  not  good  unless  signed  by  the         That  priority  cannot  be  awarded  to 
adverse  party  himself,  the  attorney  hav«  the  earliest  applicant,  who  has  merely 
ing  no  authority  to  sign  it,  see  Tucker  conceived  the  idea  and  filed  an  applica- 
9.  Kahler  (1879),  15  0.  G.  966.  tion,  against  one  who,  before  the  filing 

That  a  concession  of  priority  is  not  of  such  application,  had  reduced  the 

available  except  between  the  parties  and  idea  to  practice,  see  Gardner  v.  Dudley 

in  reference  to  pending  proceedings,  see  (1880),  17  0.  G.  801. 
Hammond  v,  Pratt  (1879),  16  0.  G.         That  priority  will  be  awarded  to  the 

1285.  first  perfecter  of  the  invention  though 

*  That  a  concession  of  priority  con*  the  other  party  were  the  first  to  prac- 
trsry  to  the  truth  is  void,  see  Hammond  tically  use  it,  see  Martin  v.  Bogle  ( 1877 ), 
V.  Pratt  (1879),  16  0.  G.  1235  ;  Packard  12  0.  G.  625. 
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eign  patent,  he  must  prevaU  over  his  adversary,  although 
the  other  was  in  fact  the  first  inventor ;  if  botli  have  obtained 
foreign  patents  the  earliest  patentee  has  the  superior  right ;  if 
neither  has  a  foreign  patent  the  earliest  introducer  into  the 
United  States  prevails.*  Where  the  decision  in  favor  of  one 
applicant  against  another  is  not  appealed  from,  or  is  sustained 
upon  appeal,  it  is  equivalent  to  a  rejection  of  the  defeated 
applications,  and  a  patent  is  awarded  to  the  victorious  appli- 
cant alone.^  But  when  an  applicant  establishes  his  own 
priority  against  a  patent,  the  patent  cannot  be  affected  by 
the  judgment,  and  the  sole  result  is  the  issue  of  another 
patent  to  the  applicant.  Where  neither  party  proves  priority 
judgment  is  rendered  against  both,  in  order  that  both  may 
be  enabled  to  appeal.^  The  wrongful  issue  of  a  patent  to  one 
applicant,  pending  an  interference,  does  not  warrant  the  issue 
of  another  to  his  rival  where  the  priority  of  the  latter  is  not 
proved.® 

*  That  an  invention  made  in  the  *  That  the  applicant  for  a  specific  in- 
United  States  has  priority  over  a  for-  vention,  having  been  defeated  in  an  in* 
eign  invention  unless  the  foreign  inven-  terference  with  the  applicant  for  the 
tion  were  used  in  the  United  States,  or  generic  invention,  cannot  have  a  patent 
were  published  or  patented,  before  the  for  the  species  subject  to  that  for  the 
domestic  invention  was  made,  see  Lau-  genus  unless  he  disclaims  the  genus  or 
der  V,  CroweU  (1879),  16  0.  O.  405.  takes  some  other  farther  action,  see  £» 

That  as  between  two  foreign  inven-  parte  Gardner  (1880),  17  0.  G.  626. 

tions  the  first  applicant  in  the  United  ^  That  if  neither  party  seems  to  ho 

States  has  priority,  if  he  is  an  original  the  original  and  first  inventor  judgment 

inventor,  see  Lauder  v.  Crowell  (1879),  should  run  against  both,  see  Wood  v. 

16  0.  G.  405.  Eames  (1880),  17  O.  G.  512. 

That  as  between  two  foreign  inven-  *  In  ^  parte  Frick  (1872),  1  0.  G. 

tors  who  are  applicants  in  the  United  574,    Leggett,    Com.;    (574)    "It   U 

States,  if  one  of  them  has  a  foreign  claimed  by  the  applicant  in  this  case 

patent  he  is  entitled  to  priority,  though  that  during  the  pendency  of  his  applica* 

the  other  was  the  first  inventor,  see  tion  a  patent  has  been  issued  to  other 

Lauder  v.  Crowell  (1879),  16  0.  G.405.  parties  for  substantially  the  same  things 

That  when  two  foreign  applicants  are  and  he  now  asks  that  a  patent  be  al- 

both  foreign  patentees,  the  earliest  pat-  lowed  him  without  being  called  upon  to 

entee  is  entitled  to  priority,  see  Lauder  prove  priority  of  invention  in  an  inter- 

V,  Crowell  (1879),  16  0.  G.  405.  ference  with  the  existing  patent.     If  it 

That  a  foreign  patentee  stands  like  be  true  (which  I  now  neither  admit  nor 

any  other  applicant  until  a  contest  be-  deny)  that  a  patent  has  issued  during 

gins,  and  must  then  prove  his  priority,  the  pending  of  this  application  with 

see  Lauder  v.  CroweU  (1879),  16  0.  G.  which  this  application  at  the  time  in- 

405.  terfered,  then  the  Office  has  committed 
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§  604.   Znteif erenoe   Prooeedings :    Appeal   from   Judgment    of 
Priority. 

Unless  appealed  from,  the  decision  of  the  examiner  of 
interferences  is  conclusive  upon  all  the  parties  to  the  inter- 
ference.^ Such  an  appeal  will  lie  only  on  some  question 
involved  in  the  issue  of  priority,  and  is  taken  in  the  first 
instance  to  the  examiners-in-chief  and  from  their  adverse 
judgment  to  the  Commissioner  in  person.^     An  appeal  in 

»  grave  error  ;  but  this  error  would  not  fereDce  on  the  ground  that  the  adverse 

be  corrected  by  granting  the  motion  applicant  had  no  right  to  make  the 

now    made    by    the  applicant.     Two  Claims,    no   party   having   any  other 

wrongs  would  not  make  one  right.     If  rights  against  his  adversary  than  the 

the  Office  has  committed  a  blunder  by  whole  public  has,  and  it  being  presumed 

illegally  issuing  one  patent,  it  cannot  that  the  Patent  Office  will  protect  these, 

now  correct  that  blunder  by  illegally  is-  see  Faure  o.  Bradley  (1887),  40  0.  O. 

suing  another.     The  action  now  must  243. 

have  reference  to  the  present  condition  That  in  an  interference  case  a  notice 

of  the  two  cases.    The  existing  patent,  to  the  defeated  party  of  the  adverse  de- 

though  prematurely  issued,  is  beyond  cision,  limiting  the  time  for  appeal  to 

the  control  of  the  Office,  and  cannot  be  ten  days,  means  ten  days  from  the  re- 

recaUed.     Another   patent   cannot  be  ceipt  of  the  notice,  and  is,  therefore, 

legally  issued  for  the  same  invention,  uncertain,  see  Pearson  v.  Lister  (1883), 

except   upon    interference    trial  it  be  24  0.  6.  1175. 

shown  that  the  applicant  is  the  prior  That  on  an  appeal  to  the  Gommis« 

inventor.     The  motion  of  the  applicant  sioner  in  an  interference  the  applicant 

must,  therefore,  be  refused."  is  entitled  to  have  his  case  considered 

S  604.  ^  That  an  interference  must  on  the  law  and  the  evidence,  see  Sellers 

first  be  heard  before  the  examiner  of  in-  v.  Walter  (1886),  87  0.  G.  1001. 

terferences,  see  Famsworth  v.  Andrews  That  if,  pending  an  appeal  to  the 

(1875),  9  0.  G.  195.  Commissioner  in  an  interference,  he  is 

That  the  decision  of  the  examiner  of  notified  that  the  applications  should  be 

interferences   is  conclusive  unless  ap-  rejected  on  the  ground  of  public  use, 

pealed  from,  see  Whitely  v,  McCormick  he  should  refer  that  question  to  the 

(1876),  10  0.  G.  826  ;  Jenkins  v.  Bar-  examiner,  see  Finch  v,  Bailey  (1883),  25 

ney  (1878),  3  O.  G.  119.  0.  G.  191. 

'  That  the  relation  of  the  examiner  That  where  the  Commissioner  is  or- 

of  interferences  and  of  the  examiners-  dered  by  mandamus  to  hear  an  interfer- 

in-chief  to  the  Commissioner  is  the  ence  in  person  the  patent  cannot  issue 

same  as  that  of  one  court  to  another,  until  the  mandamus  has  been  obeyed, 

see  Berry  o.  StockweU  (1876),  9  0.  G.  see  Withington  v.  Locke  (1878),  15 

404.  0.  G.  426. 

That  the  jurisdiction  of  an  examiner  That  on  an  appeal  the  concurrent 

terminates  upon  an  appeal,  see  Ex  parte  opinions  of  the  examiner  of  interferences 

Bninner  (1872),  1  0.  G.  808.  and  the  examiners-in-chief  on  a  question 

That  no  appeal  lies  from  the  refusal  of  fact  are  of  great  weight,  see  Berry  p. 

of  an  examiner  to  dissolve  the  inter-  StockweU  (1876),  9  0.  G.  404. 
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an  interference  case  must  be  accompanied  by  a  brief  state- 
ment of  the  reasons  therefor,  and  is  governed  by  the  same 
general  rules  that  are  applied  to  appeals  in  ex  parte  cases. 
From  the  decision  of  the  Commissioner  there  is  no  appeal, 
and  patents  issue  to  successful  applicants  without  further 
opposition  on  the  part  of  rival  claimants.^  But  a  defeated 
claimant  still  has  a  remedy  for  the  assertion  of  his  own  rights 
by  a  bill  in  equity  upon  which  all  adverse  parties,  whether 
applicants  or  claimants,  may  be  heard ;  and  if  he  tlien  obtains 
a  judgment  another  patent  will  be  issued  in  his  favor .^ 

§  605.    Interf erenoe  Proceedin£;B  :    Dissolution   of   the   Intezfer- 
enoe. 

If  it  becomes  apparent  during  the  course  of  an  interference 
that  its  further  prosecution  would  be  useless,  a  motion  to 
dissolve  it  may  be  made  before  the  examiner  of  interferences, 
by  whom  the  motion,  with  the  files  and  papers,  must  be  trans- 
mitted to  the  primary  examiner  for  his  decision  on  the  points 
involved.^    This  motion  may  be  offered  whenever  the  testi- 

*  That  no  appeal  wiU  lie  to  the  Su-  decisions  on  the  merits  of  an  applica- 

pieme  Court  of  the  District  of  Columbia  tion,  see  Butterwortb  r.  Hoe  (1884), 

from  a  decision  of  the  Commissioner  in  112  U.  S.  50  ;  29  0.  O.  615. 
an  interference  case,  the  only  remedy        That  the  successful  applicant  cannot 

being  by   bill   in   equity   under  Sec.  *be  enjoined  from  accepting  his  patent 

4915,  see  Kirk  v.  Commissioner  (1886),  on  the  ground  that  the  Commissioner 

87  O.  6.  451 ;  5  Mackay,  229  ;  Butler  was  mistaken  as  to  priority,  see  Whip- 

V.  Shaw  (1884),  21  Fed.  Rep.  821.  pie  v.  Miner  (1888),  28  0.  G.  2286  ;  15 

That  the  Secretary  of  the  Interior  Fed.  Rep.  117. 
has  no  power  to  revise  the  decision  of        That  the  power  of  the  Circuit  Court 

the  Commissioner  on  the  subject  of  pri-  to  grant  a  patent  is  independent  of  the 

ority,  see  Butterworth  v.  Hoe  (1884),  Patent  Office,  but  the  defeated  party 

112  U.  S.  50  ;  29  O.  G.  615  ;  United  cannot  decide  when  the  court  shall  act 

Statesr.  Butterworth  (1884),  8  Mackay,  by  injunction,  see  Whipple  v.  Miner 

229  ;  27  0.  G.  519.  (1888),  23  O.  G.  2236 ;  15  Fed.  Rep. 

^  That  a  decision  in  interference  is  117. 
not  final  except  in  the  Patent  Office,         That  the  filing  of  a  bill  in  equity  to 

and  a  bill  in  equity  to  annul  the  adverse  obtain  a  patent  by  the  defeated  party  to 

patent  will  lie  in  favor  of  the  defeated  an  interference  does  not  stay  proceed- 

party,  see  Union  Paper  Bag  Mach.  Co.  ings  in  the  Patent  Office  nor  justify  the 

V.  Crane  (1874),  1  Bann.  k  A.  494 ;  Commissioner  in  withholding  a  patent 

Holmes,  429  ;  6  0.  G.  801.  from  the  successful  party,  see  Wells  r. 

That  the  remedy  in  equity  provided  Boyle  (1888),  48  0.  G.  753. 
by  Sec.   4915  applies  to  decisions  in         §  605.  ^  That  an  examiner  of  intei^ 

interference  cases  as  weU  as  all  other  ferences  cannot  dissolve  an  interference 
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mony  introduced  or  the  arguments  urged  or  the  concession 

of  either  of  the  parties  renders  it  evident  that  the  interference 
cannot  lawfully  proceed  *  The  grounds  on  which  it  may  be 
based  are  the  non-patentability  of  the  invention,^  the  absence 

on  esB/KcrteaffidaYits  alleging  non-patent-  tion  of  the  advene  party,  see  Green  v. 

aUlity,  etc.,  thoogh  he  may  suspend  HaU  (1886),  87  0.  G.  1475. 

and  remand  to  the  primary  examiner.  That  if  the  later  applicant  disclaims 

see  Hedges  v.  Daniels  (1880),  17  O.  G.  the  invention  the  interference  will  be 

152.  dissolved,  see  Laverty  v.  Flagg  (1879), 

That  if  a  motion  to  dissolve  an  inter-  16  0.  G.  1141. 

ference  is  based  on  want  of  patentabil-  >  That  a  motion  to  dissolve  an  inter- 

ity,  etc.,  it  must  be  sent  to  the  primary  ference  must  be  based  on  the  applica- 

examiner,  see  Green  v»  Hall  (1886),  87  tion    alone,    not   on   the   preliminary 

O.  G.  1475.  statement  or  other  outside  matter,  see 

That  when  an  interference   is   re-  Faure  v.  Bradley  (1888),  44  O.  G.  945. 

manded  to  the  primary  examiner  for  That  an  interference  may  be  dissolved 

want  of  patentability,  etc,  the  inter-  on  the  ground  that  the  invention  is  not 

ference  is  dissolved  pro  hoc  vice^  the  patentable,  see  Stone  v.  Greaves  (1880), 

applications  become  e»  parte,  the  orig-  17  0.  G.  897;  Hockhausen  v,  Weston 

inal  jurisdiction  of  the  examiner  at-  (1880),  18  0.  G.  857. 

taches,  and  the  right  of  appeal  exists  That  on  proof  of  facts  showing  a  bar 

as  in  other  ex  parte  cases,  see  Faure  v.  to  the  patent,  as  distinguished  from  a 

Bradley  (1887),  40  0.  G.  248.  mere  want  of  title,  the  interference  may 

*  That  a  motion  to  dissolve  may  be  be   dissolved,    see    Hicks   v.   Keating 

made  at  any  time,  see  Banks  v,  Sne-  (1887),  40  0.  G.  843. 

diker  (1879),  16  0.  G.  1096.  That  want  of  novelty  is  a  ground  for 

That  if  a  motion  to  dissolve  the  in-  dissolution,  see  Ex  parte  Enox  (1879), 

terference  is  not  filed  within  twenty  16  O.  G.  1048. 

days  after  the  statement  is  approved  the  That  if  only  one  of  the  inventions  is 

delay  must  be  ex]>Iained,  or  the  exam-  useful  and  operative  a  dissolution  will 

iner  of  interferences  will  not  send  the  be  ordered,  see  Fuller  v.  Brush  (1879), 

case  to  the  primary  examiner,  though  16  0.  G.  1188. 

from  his  refusal  to  do  so  appeal  lies  to  That  where  abandonment  by  public 

the  Commissioner,  see  Green  v.  Hall  use  is  suspected  the  examiner  of  inter- 

(1886),  37  O.  G.  1475.  ferences  may  be  ordered  to  investigate 

That  a  motion  to  dissolve  an  inter-  it,  or  the  case  mav  be  remanded  to  the 

ference  must  state  the  reasons,  and  re-  primary  examiner,  from  whom  an  ap- 

cite  the  grounds,  and  show  all  the  facts  peal  lies,  see  Ex  parte  Finch  (1887),  40 

on  which  the  motion  is  based,  see  Green  0.  G.  1027. 

9.  Hall  (1886),  37  0.  G.  1475.  That  a  motion  to  dissolve  on  the 

That  adverse  parties  must  be  served  ground  of  non-patentability  should  be 

with  a  notice  of  a  motion  to  dissolve  an  made  at  the  outset,  see  Blinn  v.  Gale 

interference  and  with  the  reasons  there-  (1879),  16  0.  G.  459. 

for,  and  have  an  opportunity  to  be  heard.  For  the  practice  in  cases  where  a 

flee  Green  V.  Hall  (1886),  370.  G.  1475.  statutory    bar    appears,   see  Hicks  v. 

That  an  irregular  motion  to  dissolve  Keating  (1887),  40  0.  G.  348. 
an  interference  will  bo  dismissed  on  mo- 

voL.  n.  — 16 
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of  any  real  conflict  between  the  Claims  of  the  several  con- 
testants,^ the  failure  of  either  party  to  show  that  he  is  a  true 
inventor  of  the  invention  claimed,^  or  such  irregularity  in  the 
institution  of  the  interference  as  must  render  any  judgment 
therein  void.^  From  the  decision  of  the  primary  examiner 
upon  this  motion  an  appeal  lies  in  the  usual  manner  to  the 
examiners-in-chief ;  ^   but  if  no  appeal  is  taken  within  the 

^  That  anless  both  devices  are  em-  dered,  or  that  the  inyentiou  is  not  pet- 
braced  in  the  interference  it  shoald  be  entable,  or  that  the  applicant  has  ho 
dissolved,  see  Smith  v.  Winchell  (1878),  right  to  claim  it,  see  Edison  v.  Phelps 

15  0.  G.  1127.  (1887),  S8  O.  6.  689. 

That  if  both  parties  do  not  claim  the  That  on  hearing  a  motion  to  dissolve 

same   subject-matter   the   interference  an  interference  nothing  will  be  consid* 

wiU  be  dissolved,  see  Sawyer  v.  £dison  ered  but  what  appears  on  the  face  of  the 

(1888),  25  0.  G.  597  ;   Dod  r.  Cobb  motion,  and  the  papers  filed,  see  Green 

(1876),  10  0.  G.  826.  v.  Hall  (1886),  87  0.  G.  1475. 

That  where  two  machines  in  inter-  That  on  a  motion  to  dissolve  an 

ference  are  different,  and  only  one  is  interference  counter  affidavits  may  be 

operative,  the  difference  will  be  treated  filed  at  the  time  named  for  the  hearing 

as    essential,  see    Bradford  v,    Imlay  and  without  notice,  and  if  the  adverse 

(1879),  16  0.  G.  814.  party  be  taken  by  surprise,  a  oontinu* 

*  That  if  the  contestants  appear  to  ance  may  be  granted,  see  Green  v.  Hall 

be  joint  inventors  dissolution  will  be  (1886),  87  O.  G.  1475. 

ordered,  see  Taylor  v,  Martin  (1879),  That  on  a  motion  to  dissolve  an  in- 

16  O.  G.  188.  terference  affidavits  of  the  adverse  party. 
That  if  a  motion  to  dissolve  is  made  filed  without  leave,  will  not  be  noticed, 

on  the  ground  that  the  adverse  party  is  tee  Green  v.  HaU  (1886),  87  0.  G.  1475. 

not  an  original  inventor,  the  allegation  7  That  where  a  primary  examiner 

must  be  conclusively  proved,  see  Hock-  overrules  a  motion  to  dissolve,  and  af- 

hausen  v.  Weston  (1880),  18  0.  G.  857.  firms  his  previous  finding  of  patentabQ* 

That  if  it  appears  that  the  patentees  ity,  the  mover  may  make  protest  to  the 

in  a  joint  conflicting  patent  were  not  Commissioner  against  the  issue  of  the 

joint  inventors,  the  interference  will  be  patent,  see  Fowler  v.  Benton  (1880),  17 

dissolved,  see  Walton  v.  Dennis  (1879),  0.  G.  266. 

16  0.  G.  959.  That  no  appeal  lies  from  a  decision 

'  That  a  motion  to  dissolve  on  ac-  affinning  "the  right  of  the  applicant  to 

count  of  non-interference  or  irregularity  make  the  Claims,"  and  so  overruling  a 

in  the  proceedings  wiU  be  heard  by  the  motion  to  dissolve,  see  Faure  p.  Bradley 

tribunal  before  which  the  case  is  pend-  (1888),  44  0.  G.  945. 

ing,  see  Barney  v.  Kellogg  (1880),  17  That  an  appeal  from  the  order  to  dia* 

0.  G.  1096.  solve  for  want  of  patentability  lies  to 

That  no  motion  to  dissolve  an  inter-  the   examiners-in-chief,  see    Fuller  o. 

ference  should  be  sent  to  the  primary  Brush  (1879),  16  0.  G.  1188. 

examiner  unless  it  alleges  either  that  That  if  an  interference  is  dissolved, 

there  is  no  Interference  in  fact,  or  that  and  both  applications  are  rejected,  and 

the  interference  has  been  so  irregularly  one  party  appeals  to  the  Supreme  Court 

declared  that  no  judgment  can  be  ren-  of  the  District,  the  other  by  two  yean 
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time  limited  for  that  purpose,  or  if  the  right  to  an  appeal  is 
expressly  waived  by  the  party  entitled  to  it,  the  examiner 
returns  the  files  and  papers,  with  his  own  judgment  upon  the 
matters  embraced  in  the  motion,  to  the  examiner  of  interfer- 
ences, who  dissolves  or  continues  the  interference  in  accord- 
ance with  the  facts  found  by  the  primary  examiner.  Two 
motions  to  dissolve  on  the  same  ground  are  not  permitted, 
the  remedy  of  the  party  claiming  it  being  exhausted  by  one 
motion  with  the  privilege  of  an  appeal.^ 

§  606.   Interference  Prooeedings :  Suspension  of  the  Interference. 

Whenever  the  examiner  of  interferences  or  the  examiners- 
in-chief  upon  appeal  discover  any  fact  not  bearing  on  the 
question  of  priority,  but  showing  that  no  conflict  actually 
exists  between  the  inventions  of  the  several  claimants,  or 
that  the  invention  is  not  patentable  to  either  party,  or  that 
the  interference  was  irregularly  declared,  it  is  their  duty  to 
suggest  it  to  the  Commissioner,  in  order  that  he  may  suspend 
the  interference  and  remand  the  case  to  the  primary  exami- 
ner for  his  consideration  of  the  matters  thus  discovered.^ 

iiuliiie  to  prosecute  his  appUcation  may  sent  to  the  examiner,  see  Hedges  v. 

abandon  it,  see  Cmikshank  v.  Strong  Daniels  (1880),  17  0.  6. 152. 

(1880),  17  O.  G.  611.  That  an  interference  will  not  be  ar- 

*  That  two  motions  to  dissolve  can-  rested  by  the  Commissioner  before  an 

not  be  entertained  on  the  same  ground ;  appeal  and  referred  to  the  examiner  on 

one  motion  only  with  an  appeal  or  re-  a  question  of  public  use,  unless  the 

hearing  being  allowed,   see   Banks  v.  proof  is   clear,   see    Finch  v.   Bailey 

Snediker  (1880),  17  0.  G.  508.  (1883),  25  0.  G.  191. 

I  606.  ^  That  the  examiner  of  inter-  That  an  examiner  of  interferences 

ferances  has  no  jurisdiction  over  ques-  cannot  consider  affidavits  as  to  public 

taons  of  patentability,  see  Little  v.  Lillie  use,  and  on  that  ground  reject  an  ap- 

(1876),  10  0.  G.  543.  plication  and  dissolve  the  interference. 

That  when,  on  an  interference,  the  see  Hedges  v.  Daniels  (1880),  17  0.  G. 

patentabUtty  of  the   invention  seems  152. 

doubtful,   the   interference   should  be  That  an  examiner  of  interferences 

suspended  and  the   question   referred  may  be  directed  to  investigate  a  ques- 

to  the  examiner  for  decision,  see  L3rnch  tion  of  public  use,  see  Bx  parte  Finch 

V.  Dryden  (1878),  8  0.  G.  407  ;  Wood  (1887),  40  0.  G.  1027. 

V.  Morris  (1873),  4  0.  G.  131 ;  Ex  parte  That  the  examiner  of  interferences, 

Neuboeker  (1878),  4  0.  G.  819.  by  order  of  the  Commissioner,  may  fix 

That  if  the  invention  is  claimed  to  times  for  taking  evidence  on  the  ques- 

have  been  abandoned  by  public  use,  a  tion  of  public  use,  see  In  re  Alteneck 

suspension  wUl  be  ordeied  and  the  case  (1883),  23  0.  G.  2233. 
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An  interference  may  also  be  suspended  by  the  Commissioner, 
upon  the  request  of  the  primary  examiner,  for  the  purpose  of 
adding  new  parties  or  when  the  examiner  has  found  new 
references  which  seem  to  him  to  cast  a  doubt  upon  the 
patentability  of  the  invention.^  After  the  decision  of  the 
primary  examiner  upon  these  matters,  or  that  of  the  ex- 
aminers-in-chief on  an  appeal,  the  interference  will  be  dis- 
solved or  re-instated  as  the  character  of  such  decision  may 
require.*  Judgment  in  an  interference  case  which  is  other- 
wise ready  for  decision  will  not  be  suspended  in  order  that 
different  questions,  not  affecting  the  defeated  party  may  be 
first  determined.^  Hearings  before  the  primary  examiners 
upon  these  suspensions,  as  well  as  upon  motions  to  dissolve, 
and  appeals  from  their  judgments  to  the  examiners-in-chief 
or  the  Commissioner,  are  governed  by  the  rules  heretofore 
discussed  in  reference  to  ex  parte  cases. 

§  607.   Interference  Proceedings  :  Motions  :  Practice. 

During  the  proceedings  in  an  interference  any  other  proper 
motions  may  be  made  by  either  party  after  reasonable  notice 

*  That  where  the  evidence  on  inter-  of  the  issues  or  inspect  the  papers  now 

ference  shows  any  other  defects,  sos-  admitted, see  White*.  Demare8t(  1887), 

pension  may  be  ordered  and  the  case  41  O.  G.  1161. 

sent  hack  to  the  examiner,  see  Bigelow        *  That  if  the  decision  of  the  exam- 

V,  Commissioner  (1875),  7  0.  6.  603 ;  iner  denies   the    patentability  of  the 

2  MacArthnr,  24.  invention,  the  interference  will  be  dis- 

That  suspension  may  be  ordered  to  solved,  unless  appeal  is  taken,  see  Stone 

add  new  parties,  see  Maloney  v.  Kid  well  v.  Greaves  (1879),  17  0.  G.  260. 
(1879),  16  0.  G.  1139.  «  That  the  Commisdoner  wiU  not 

That  if,  pending  an  interference,  an  suspend  his  judgment  on  an  interference 

application  is  filed,  which  the  examiner  to  await  the  decision  of  other  questions 

thinks  should  be  included  therein,  he  not   affecting  the  defeated  party,  sea 

must  report  it  to  the  examiner  of  inter-  Smith  v.  Dimond    (1881),  20  0.  G. 

ferenoes,  who  must  ascertain  whether  742. 

any  evidence  has  been  taken ;  if  not,  That  ab  interference  with  a  patent 
he  may  suspend  the  interference  and  will  not  be  suspended  to  await  the  de- 
admit  the  new  party,  otherwise  report  cision  of  a  suit  as  to  its  ownership, 
to  the  Commissioner,  see  Reed  v.  Jor*  unless  the  interfering  applicant  is  coo- 
dan  (1887),  38  O.  G.  661.  nected  with  the  suit,  or  the  parties  to 

That  an  interfenaice  opened  by  the  the  suit  are  likely  to  be  iigured  by  the 
primary  examiner  to  let  in  new  parties  action  of  the  Patent  Office  and  are  try- 
stands  as  if  it  had  just  been  originally  ing  to  protect  their  rights,  see  Keith 
declared,  and  neither  party  has  a  right,  «.  Faure  (1888),  25  0.  G.  289. 
at  this  stage,  to  interfere  in  the  framing 
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to  the  adverse  claimants.^  Such  motions  are  addressed  to  the 
tribunal  having  immediate  jurisdiction  of  the  interference,  but 
an  appeal  from  the  decision  thereby  rendered  may  be  taken 
to  the  examiners-in-chief  on  questions  relating  to  the  merits 
of  the  case  and  on  other  questions  directly  to  the  Commis- 
sioner, as  provided  in  the  general  rules  which  govern  all 
appeals.  A  motion  does  not  necessarily  operate  as  a  stay 
of  the  proceedings.  To  effect  this  a  special  application  must 
be  made  to  the  same  tribunal,  which  may  upon  sufficient 
grounds  order  a  suspension  of  the  interference  until  the 
motion  is  decided.^  The  practice  upon  all  motions  in  con- 
tested cases,  where  not  particularly  indicated  by  the  niles  of 
the  Patent  Office,  follows  the  ordinary  course  of  equity  prac- 
tice in  the  courts  of  the  United  States. 

§  608b    Interference  Proceedlnc;8 :  Amendment  of  Application  by 
Diflolalming  Contested  Matter. 

Amendments  to  an  application  while  in  interference  can  be 
made  only  for  the  purpose  of  delivering  its  subject-matter, 
wholly  or  in  part,  from  the  conflict  in  which  it  is  apparently 
involved.  An  applicant  who  prefers  to  abandon  any  claim  to 
the  contested  matter  rather  than  incur  the  expense,  delay, 
and  risks  of  an  interference,  may  file  in  the  Patent  Office,  be- 
fore the  date  fixed  for  the  presentation  of  his  preliminary 
statement,  a  disclaimer  in  writing  over  his  own  signature  and 
attested  by  two  witnesses,  averring  that  he  does  not  claim  to 
be  the  inventor  of  the  particular  matter  in  issue.  This  dis- 
claimer must  be  accompanied  by  such  an  amendment  to  his 
specification  as  removes  the  contested  matter  from  his  Claims 
as  therein  stated.  Judgment  will  then  be  rendered  against 
him  in  the  interference,  and  his  disclaimer  and  amendment 
will  be  embodied  in  his  remaining  application,  which  will 

(  607.  ^  That  an  interference  is  a  patent  involyed  in  the  interference  is 

eooteated  case,  even  in  its  preliminaiy  hostile  to  all  the  rest,  see  Bell  v.  Gray 

stages,  and   motions  cannot  he  made  (1879),  15  0.  G.  776. 

without  notice  to  the  other  party ,  see  *  That  a  motion  does  not  stay  pro- 

Bell  V.  Gray  (1879),  15  0.  G.   776;  ceedings  in  interference  nnless  a  petition 

Gray  V,  Bell  (1878),  15  0.  G.  885.  to  that  effect  is  also  offered  and  jsjanted. 

That  notice  must  he  given  to  all  see  Dnhois  v,   McCloekey  (1880),   17 

other  parties,  since  every  application  or  0.  G.  1158. 
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thereafter  be  examined  and  determined  as  an  ex  'parte  case.^ 
This  disclaimer  has  no  relation  to  the  disclaimer  of  a  pat- 
entee, filed  for  the  purpose  of  amending  an  already  granted 
patent.*  Where  there'has  been  an  assignment  of  the  inven- 
tion before  or  pending  the  application,  such  disclaimer  must 
be  accompanied  by  the  written  consent  of  the  assignee. 

§  609.    Interference  Prooeedings :  Amendment  of  Application  by 
Withdrawing  Uncontested  Matter  for  New  Application. 

Where  an  application  covers  several  complete  inventions, 
and  an  interference  has  been  declared  between  it  and  another 
application  or  a  patent  embracing  less  than  all  the  inventions 
therein  claimed,  the  applicant  may  file  an  amendment  with- 
drawing from  his  application  the  uncontested  matters,  in 
order  to  make  these  the  subject  of  a  new  application,  while 
the  interference  proceeds  to  judgment  in  reference  to  the 
matters  in  dispute.^  In  such  new  application  no  Claim  can 
be  inserted  whose  language  includes  anything  still  claimed  in 
the  original  application,  though  the  devices  shown  in  the 
original  may  be  described  in  the  new,  so  far  as  may  be  ne- 
cessary to  render  the  subject-matter  of  the  new  intelligible  to 

§  608.  ^  That  "where  the  later  appli-         §  609.  ^  That  a  party  to  an  interfer- 

cant  disclairas  the  conflicting  invention  ence  may  remove  from  his  application 

the  interference  will  be  diBSolvecU  see  all  his  own  peculiar  separable  inven> 

Laverty  t;.   Flagg    (1879)»   16    0.  O.  tions  and  not  await  the  decision  in  the 

1141.  contest,  see  Ex  parte  Wheeler  (1^33), 

That  the  decision  of  the  Commis-  23  O.  6.  1031. 
sioner,  on  appeal^  that  an  amendment  That  a  party  to  an  interference  can- 
does  not  warrant  a  dissolution  of  an  in-  not  make  in  a  separate  application  any 
terference,  is  binding  until  duly  re*  Claim  which  the  adverse  party  might 
versed,  Ex  parte  Gardner  (1880),  17  also  make,  see  Exparte  Wheeler  (1888}» 
0.  0.  626.  28  0.  G.  1031. 

3  That   an  interference  is  not  dis-         That  where  in  an  interference  the 

solved  on  account  of  a  disclaimer  made  undisputed  matter  is  withdrawn,  and 

pendenJte  lite,  see  Waring  v,  Wilkerson  made  the  basis  of  a  separate  applica- 

(1878),  15  0.  G.  246.  tion,  and  a  patent  disclaiming  all  not 

That  where  a  defeated  party  to  an  claimed  therein  and  reserving  the  right 

interference     cancels    the    interfering  to  apply  for  the  disclaimed  matter  is- 

Claims  he  cannot  be  required  to  dis-  sues,  and  then  a  third  application  is 

claim  such  matter  though  his  Claims  filed  claiming  all  in  both  the  others, 

may  be  made  so  specific  as  not  to  im-  the  latter  is  treated  as  a  division  of  the 

pose  on  the  public,  see  Ex  parte  Firm  first,  see  Ex  parte  Clarke  (1884),   2^ 

(1887),  39  0.  G.  1199.  0.  G.  824. 
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persons  skilled  in  the  art.  The  new  application  will  be  then 
examined  and  proceeded  with  as  an  ex  parte  case,  unless  some 
other  interference  is  discovered. 

§  610.    Interference  Prooeedinc;8 :  DiscoTery  of  Kon-Patentabil« 
Ity  of  the  Invention  pending  the  Interference. 

In  rendering  their  decision  on  the  question  of  priority,  it  is 
the  duty  of  the  examiner  of  interferences,  or  of  the  examiners- 
in-chief  upon  appeal,  to  call  the  attention  of  the  Commis- 
sioner to  any  points  they  may  discover  relating  to  the  gen- 
eral merits  of  the  applications.^  The  Commissioner  may 
then  remand  the  case  to  the  primary  examiner  for  his  consid- 
eration, the  parties  having  the  same  rights  of  appeal  from  his 
determination  of  these  questions  as  in  other  cases.^  On  an 
appeal  from  the  examiners-in-chief  to  the  Commissioner,  upon 
the  issue  of  priority,  if  he  perceives  that  any  matter  relating 
to  the  patentability  of  the  invention,  or  to  the  rights  of  either 
of  the  claimants  as  against  the  public,  still  remains  undeter- 
mined, he  may  in  the  same  manner  provide  for  its  examina- 
tion and  decision.' 

§  611.    Interference  Proceedings  :  Effect  of  Judgment. 

A  judgment  in  an  interference,  if  not  appealed  from,  is 
conclusive  on  the  parties  to  the  interference  as  far  as  the 
action  of  the  Patent  Office  is  concerned,  and  a  second  inter- 
ference will  not  be  declared  between  the  same  parties  in  ref- 
erence to  the  same  invention,  either  upon  the  same  or  upon 

§  610.  1  That  all  questions  as  to  the  are  fonnd  not  to  interfere,  this  qnestion 

patentability  of  the  invention  ought  to  is  not  in  issue  but  may  be  noted  in  a 

be  settled  before  the  interference  is  de-  postscript  for  further  action,  see  Brown 

clared,  but  if  afterwards  arising  they  v,  JjO.  Dow  (1880),  18  0.  6.  1049. 
must  be  considered,  see  Wood  v.  Morris        *  That  a  hearing  on  an  interference 

(1873),  8  0.  6.  239.  wiU  be  opened  to  let  in  newly  discovered 

That  if  questions  as  to  patentability  evidence  as  to  the  novelty  of  the  inven- 

first  appear  on  the  interference  hearing  tion,  see  Wood  v.  Morris  (1878),  8  0. 0. 

they  may  be  noted,  and  afterward  passed  289. 

upon  by  the  primary   examiner,    see        *  That  the  Commissioner  must  take 

Anson  ».  Woodbury  (1876),  11  0.  G.  notice  of  an  objection  to  patentabUity, 

243.  however  it  may  be  brought  to  his  atten- 

That  on  an  appeal  to  the  examiners-  tion,  see  Ex  parte  Smoot(1877),  11  0.  G. 

in-chief  in  an  interference,  if  the  devices  1010. 
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eign  patent,  he  must  prevail  over  his  adversary,  although 
the  other  was  in  fact  the  first  inventor ;  if  both  have  obtained 
foreign  patents  the  earliest  patentee  has  the  superior  right ;  if 
neither  has  a  foreign  patent  the  earliest  introducer  into  the 
United  States  prevails.*  Where  the  decision  in  favor  of  one 
applicant  against  another  is  not  appealed  from,  or  is  sustained 
upon  appeal,  it  is  equivalent  to  a  rejection  of  the  defeated 
applications,  and  a  patent  is  awarded  to  the  victorious  appli- 
cant alone.^  But  when  an  applicant  establishes  his  own 
priority  against  a  patent,  the  patent  cannot  be  affected  by 
the  judgment,  and  the  sole  result  is  the  issue  of  another 
patent  to  the  applicant.  Where  neither  party  proves  priority 
judgment  is  rendered  against  both,  in  order  that  both  may 
be  enabled  to  appeal.^  The  wrongful  issue  of  a  patent  to  one 
applicant,  pending  an  interference,  does  not  warrant  the  issue 
of  another  to  his  rival  where  the  priority  of  the  latter  is  not 
proved.® 

^  That  an  inyention  made  in  the  *  That  the  applicant  for  a  specific  in- 
United  States  has  priority  over  a  for-  vention,  having  been  defeated  in  an  in- 
eign  invention  unless  the  foreign  inven-  terference  with  the  applicant  for  the 
tion  were  used  in  the  United  States,  or  generic  invention,  cannot  have  a  patent 
were  published  or  patented,  before  the  for  the  species  subject  to  that  for  the 
domestic  invention  was  made,  see  Lau-  genus  unless  he  disclaims  the  genus  or 
der  V.  Crowell  (1879),  16  0.  G.  405.  takes  some  other  further  action,  see  3s 

That  as  between  two  foreign  inven-  parte  Gardner  (1880),  17  0.  G.  626. 
tions  the  first  applicant  in  the  United         ^  That  if  neither  party  seems  to  be 

States  has  priority,  if  he  is  an  original  the  original  and  first  inventor  judgment 

inventor,  see  Lauder  v.  CroweU  (1879),  should  run  against  both,  see  Wood  v. 

16  0.  G.  405.  Eames  (1880),  17  0.  G.  512. 

That  as  between  two  foreign  inven-         ^  In  Ex  parte  Frick  (1872),  1  0.  G. 

tors  who  are  applicants  in  the  United  574,    Leggett,    Com. :    (574)    "It  is 

States,  if  one  of  them  has  a  foreign  claimed  by  the  applicant  in  this  case 

patent  he  in  entitled  to  priority,  though  that  during  the  pendency  of  his  applica- 

the  other  was  the  first  inventor,  see  tion  a  patent  has  been  issued  to  other 

Lauder  «.  Crowell  (1879),  16  0.  G.405.  parties  for  substantially  the  same  thin^ 

That  when  two  foreign  applicants  are  and  he  now  asks  that  a  patent  be  al- 

both  foreign  patentees,  the  earliest  pat-  lowed  him  without  being  called  upon  to 

entee  is  entitled  to  priority,  see  Lauder  prove  priority  of  invention  in  an  inters 

V.  Crowell  (1879),  16  0.  G.  405.  ferenoe  with  the  existing  patent.     If  it 

That  a  foreign  patentee  stands  like  be  true  (which  I  now  neiUier  admit  nor 

any  other  applicant  until  a  contest  be-  deny)  that  a  patent  has  issued  during 

gins,  and  must  then  prove  his  priority,  the  pending  of  this  application  with 

see  Lauder  p.  Crowell  (1879),  16  0.  G.  which  this  application  at  the  time  in- 

405.  terfered,  then  the  Office  has  committed 
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§  604.   Zntexf erenoe   ProoeedlnciB :    Appeal   from   Judgment    of 
Priority. 

Unless  appealed  from,  the  decision  of  the  examiner  of 
interferences  is  conclusive  upon  all  the  parties  to  the  inter- 
ference.^ Such  an  appeal  will  lie  only  on  some  question 
involved  in  the  issue  of  prioritv,  and  is  taken  in  the  first 
instance  to  the  examiners-in-chief  and  from  their  adverse 
judgment  to  the  Commissioner  in  person.^     An  appeal  in 

a  grave  error  ;  but  tliis  error  would  not  ference  on  the  ground  that  the  adverse 

be  corrected  by  granting  the  motion  applicant  had  no  right  to  make  the 

now    made    by    the  applicant.      Two  Claims,    no   party    having   any  other 

wrongs  would  not  make  one  right.     If  rights  against  his  adversary  than  the 

the  Office  has  committed  a  blunder  by  whole  public  has,  and  it  being  presumed 

illegaUy  issuing  one  patent,  it  cannot  that  the  Patent  Office  will  protect  these, 

now  correct  that  blunder  by  iUegally  is-  see  Faure  v.  Bradley  (1887),  40  0.  G. 

suing  another.     The  action  now  must  243. 

have  reference  to  the  present  condition  That  in  an  interference  case  a  notice 
of  the  two  cases.  The  existing  patent,  to  the  defeated  party  of  the  adverse  de- 
though  prematurely  issued,  is  beyotid  cision,  limiting  the  time  for  appeal  to 
the  control  of  the  Office,  and  cannot  be  ten  days,  means  ten  days  from  the  re- 
recalled.  Another  patent  cannot  be  ceipt  of  the  notice,  and  is,  therefore, 
legally  issued  for  the  same  invention,  uncertain,  see  Pearson  v.  lister  (1888), 
except    upon    interference    trial  it  be  24  0.  G.  1176. 

shown  that  the  applicant  is  the  prior         That  on  an  appeal  to  the  Commis- 

inventor.     The  motion  of  the  applicant  sioner  in  an  interference  the  applicant 

must,  therefore,  be  refused."  is  entitled  to  have  his  case  considered 

§  604.  ^  That  an  interference  must  on  the  law  and  the  evidence,  see  Sellers 

first  be  heard  before  the  examiner  of  in-  v.  Walter  (1886),  87  0.  G.  1001. 
terferences,  see  Famsworth  v.  Andrews         That  if,  pending  an  appeal  to  the 

(1875),  9  0.  G.  195.  Commissioner  in  an  interference,  he  is 

That  the  decision  of  the  examiner  of  notified  that  the  applications  should  be 

interferences    is  conclusive  unless  ap-  rejected  on  the  ground  of  public  use, 

pealed  from,  see  Whitely  v.  McCormick  he  should  refer  that  question  to  the 

(1876),  10  0.  G.  826  ;  Jenkins  v.  Bar-  examiner,  see  Finch  v.  Bailey  (1883),  25 

ney  (1878),  8  0.  G.  119.  0.  G.  191. 

*  That  the  relation  of  the  examiner         That  where  the  Commissioner  is  or- 

of  interferences  and  of  the  examiners-  dered  by  mandamus  to  hear  an  interfer- 

in-chief   to  the   Commissioner  is  the  ence  in  person  the  patent  cannot  issue 

same  as  that  of  one  court  to  another,  until  the  mandamus  has  been  obeyed, 

see  Berry  v.  StockweU  (1876),  9  0.  G.  see  Withington  v.  Locke  (1878),   15 

404.  0.  G.  426. 

That  the  jurisdiction  of  an  examiner        That  on  an  appeal  the  concurrent 

terminates  upon  an  appeal,  see  Ex  parte  opinions  of  the  examiner  of  interferences 

Bninner  (1872),  1  0.  G.  808.  and  the  examiners-in-chief  on  a  question 

That  no  appeal  lies  from  the  refusal  of  fact  are  of  great  weight,  see  Berry  v. 

of  an  examiner  to  dissolve  the  inter-  StockweU  (1876),  9  0.  G.  404. 
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an  interference  caae  must  be  accompanied  bj  a  brief  state- 
ment of  the  reasons  therefor,  and  is  governed  by  the  same 
general  rules  that  are  applied  to  appeals  in  ex  parte  cases. 
From  the  decision  of  the  Commissioner  there  is  no  appeal, 
and  patents  issue  to  successful  applicants  without  further 
opposition  on  the  part  of  rival  claimants.^  But  a  defeated 
claimant  still  has  a  remedy  for  the  assertion  of  his  own  rights 
by  a  bill  in  equity  upon  which  all  adverse  parties,  whether 
applicants  or  claimants,  may  be  heard ;  and  if  he  then  obtains 
a  judgment  another  patent  will  be  issued  in  his  favor.^ 

§  605.   Interference  Prooeedine;8 :    DlMolution    of   the   Interfere 
ence. 

If  it  becomes  apparent  during  the  course  of  an  interference 
that  its  further  prosecution  would  be  useless,  a  motion  to 
dissolve  it  may  be  made  before  the  examiner  of  interferences, 
by  whom  the  motion,  with  the  files  and  papers,  must  be  trans- 
mitted to  the  primary  examiner  for  his  decision  on  the  points 
involved.^    This  motion  may  be  offered  whenever  the  testi- 

'  That  no  appeal  will  lie  to  the  Su-  decialonB  on  the  merits  of  an  applica- 

preme  Court  of  the  DiBtrict  of  Colamhia  tion,  see  Butterworth   v.  Hoe  (1884), 

from  a  decision  of  the  Commissioner  in  112  U.  S.  50  ;  29  O.  6.  615. 

an  interference  case,  the  only  remedy  That  the  successful  applicant  cannot 

heing  hy  bill   in   equity  under  Sec.  l>e  enjoined  from  accepting  his  patent 

4915,  see  Kirk  v.  Commissioner  (1886),  on  the  ground  that  the  Commissioner 

87  0.  G.  451  ;  5  Mackay,  229  ;  Butler  was  mistaken  as  to  priority,  see  Whip- 

r.  Shaw  (1884),  21  Fed.  Rep.  821.  pie  v.  Miner  (1888),  23  0.  6.  2286  ;  16 

That  the  Secretory  of  the  Interior  Fed.  Rep.  117. 

has  no  power  to  revise  the  decision  of  That  the  power  of  the  Circuit  Court 

the  Commissioner  on  the  subject  of  pri-  to  grant  a  patent  is  independent  of  the 

ority,  see  Butterworth  v.  Hoe  (1884),  Patent  Office,  but  the  defeated  party 

112  U.  8.  50  ;  29  0.  G.  615  ;  United  cannot  decide  when  the  court  shall  act 

Statesr.  Butterworth  (1884),  8  Mackay,  by  iiy unction,  see  Whipple  r.  Miner 

229  ;  27  0.  G.  519.  (1888),  28  0.  G.  2286 ;  16  Fed.  Rep. 

^  That  a  decision  in  interference  is  117. 

not  final  except  in  the  Patent  Office,  That  the  filing  of  a  bill  in  equity  to 

and  a  bill  in  equity  to  annul  the  adverse  obtain  a  patent  by  the  defeated  party  to 

patent  will  lie  in  favor  of  the  defeated  an  interference  does  not  stay  proceed- 

party,  see  Union  Paper  Bag  Mach.  Co.  ings  in  the  Patent  Office  nor  justify  the 

V.  Crane  (1874),  1   Bann.  &  A.  494 ;  Commissioner  in  withholding  a  patent 

Holmes,  429  ;  6  0.  G.  801.  from  the  successful  party,  see  Wells  r. 

That  the  remedy  in  equity  provided  Boyle  (1888),  43  0.  G.  753. 

by  Sec.   4916  applies  to  decisions  in  §  605.  ^  That  an  examiner  of  intei^ 

interference  cases  as  well  as  all  other  ferences  oannot  dissolve  an  interference 
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mony  introduced  or  the  arguments  urged  or  the  concession 

of  either  of  the  parties  renders  it  evident  that  the  interference 
cannot  lawfully  proceed.*    The  grounds  on  which  it  may  be 

based  are  the  non-patentability  of  the  invention,'  the  absence 

once  parte  affidavits  allegiiig  non-patent-  tion  of  the  adverse  party,  see  Green  v, 

abQity,  etc.,  though  he  may  suspend  Hall  (1886),  87  0.  G.  1475. 

and  remand  to  the  primary  examiner,  That  if  the  later  applicant  disclaims 

see  Hedges  v.  Daniels  (1880),  17  O.  G.  the  invention  the  interference  will  be 

152.  dissolved,  see  Laverty  v.  Flagg  (1879), 

That  if  a  motion  to  dissolve  an  inters  16  0.  G.  1141. 

ference  is  based  on  want  of  patentabil-  *  That  a  motion  to  dissolve  an  inter- 

ity,  etd.,  it  mnst  be  sent  to  the  primary  ference  must  be  based  on  the  appliea- 

examiner,  see  Green  v.  Hall  (1886),  37  tion    alone,    not   on   the   preliminary 

0.  G.  1475.  statement  or  other  outside  matter,  see 

That  when  an  interference   is   re-  Faure  v.  Bradley  (1888),  44  0.  G.  945. 

manded  to  the  primary  examiner  for  That  an  interference  may  be  dissolved 

want  of  patentabUity,  etc.,  the  inter-  on  the  ground  that  the  invention  is  not 

ference  is  dissolved  pro  hoc  vice,  the  patentable,  see  Stone  v.  Greaves  (1880), 

applications  become  ex  parte,  the  orig-  17  0.  G.  897;  Hockhausen  v.  Weston 

inal  jurisdiction  of  the  examiner  at-  (1880),  18  0.  G.  857. 

taches,  and  the  right  of  appeal  exists  That  on  proof  of  facts  showing  a  bar 

as  in  other  ex  parte  cases,  see  Faure  v,  to  the  patent,  as  distinguished  from  a 

Bradley  (1887),  40  0.  G.  248.  mere  want  of  title,  the  interference  may 

*  That  a  motion  to  dissolve  may  be  be    dissolved,    see    Hicks   v.   Keating 

made  at  any  time,  see  Banks  v.  Sne-  (1887),  40  0.  G.  843. 

diker  (1879),  16  0.  G.  1096.  That  want  of  novelty  is  a  ground  for 

That  if  a  motion  to  dissolve  the  in-  dissolution,  see  Ex  parte  Knox  (1879), 

terference  is  not  filed  within  twenty  16  0.  G.  1048. 

days  after  the  statement  is  approved  the  That  if  only  one  of  the  inventions  is 

delay  must  be  ex]>Iained,  or  the  exam-  useful  and  operative  a  dissolution  will 

iner  of  interferences  will  not  send  the  be  ordered^  see  Fuller  v.  Brush  (1879), 

case  to  the  primary  examiner,  though  16  0.  G.  1188. 

from  his  refusal  to  do  so  appeal  lies  to  That  where  abandonment  by  public 

the  Commissioner,  see  Green  v.  Hall  use  is  suspected  the  examiner  of  inter- 

(1886),  37  0.  O.  1475.  ferences  may  be  ordered  to  investigate 

That  a  motion  to  dissolve  an  inter-  it,  or  the  case  mav  be  remanded  to  the 

fetence  must  state  the  reasons,  and  re-  primary  examiner,  from  whom  an  ap- 

cite  the  grounds,  and  show  all  the  facts  peal  lies,  see  Ex  parte  Finch  (1887),  40 

on  which  the  motion  is  baaed,  see  Green  0.  G.  1027. 

V.  Hall  (1886),  87  0.  G.  1475.  That  a  motion  to  dissolve  on  the 

That  adverse  parties  must  be  served  ground  of  non-patentability  should  be 

with  a  notice  of  a  motion  to  dissolve  an  made  at  the  outset,  see  Blinn  v.  Gale 

interference  and  with  the  reasons  there-  (1879),  16  0.  G.  459. 

for,  and  have  an  opportunity  to  be  heard,  For  the  practice  in  cases  where  a 

weGreenv.  Hall  (1886),  370.  G.  1475.  statutory    bar    appears,   see  Hicks  v. 

That  an  irregular  motion  to  dissolve  Keating  (1887),  40  0.  G.  348. 
an  interference  will  be  dismissed  on  mo- 

VOL.  II.  — 16 
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§  615.    Interference  Proceedings  :  New  Trials. 

New  trials  are  granted  in  the  Patent  Office  for  the  same 
reasons  and  with  the  same  restrictions  as  in  other  judicial 
tribunals.^  The  principal  grounds  for  a  new  trial  are  the 
discovery  of  new  evidence,  fmud,  or  mistake  of  the  tribunal 
on  the  former  trial  as  to  the  real  points  at  issue.'  A  new 
trial  will  be  granted  on  the  ground  of  newly  discovered  evi- 
dence only  when  the  evidence  is  important,  was  not  previously 
procurable  by  the  use  of  due  diligence,  is  not  cumulative, 
proves  a  new  and  independent  fact,  and  has  become  known 
to  the  party  since  the  former  trial.'  If  the  petitioner  failed 
to  employ  reasonable  diligence  in  ascertaining  the  necessity 
for  such  evidence  and  in  procuring  it  before  the  former  trial, 
or  if  he  were  put  on  inquiry  by  evidence  already  given  and 
failed  to  make  the  proper  application  for  a  continuanoe  in 
order  to  secure  it  if  he  found  it  necessary  to  his  case,  or  if 
the  evidence  in  itself  would  manifestly  not  change  the  result, 
his  prayer  must  be  denied.^    No  new  trial  can  be  permitted 

§  615  '  That  new  trials  in  the  Pat-  covered  evidence  will  be  granted  only 

ent  Office  are  governed  by  the  same  when  the  evidence  is  (1)   important; 

rules  as  in  the  courts,  see  Stevens  v.  (2)  not  previously  procurable  by  due 

Putnam  (1880),  18  O.  G.  519  ;  Wicks  diligence ;    (8)    not   cumulative ;    (4) 

V,  McAvoy  (1880),  18  0.  G.  859;  eon-  proves  a  new  and  independent  &ct; 

trOf  Eccard  v.  Drawbaugh  (1888),  24  and  (5)  became  known  to  the  party 

0.  0.  801.  since  the  former  trial,  see  Stevens  v. 

That  the  Commissioner  cannot  rehear  Putnam  (1880),  18  O.  G.  519. 
matters  adjudged  by  his  predecessors,         ^  That  no  new  trial  will  be  granted 

except  on  new  facts  or  by  way  of  new  for  new  evidence  unless  due  diligence 

trial,  see  Lee  v.  Walsh  (1879),  15  0.  G.  had   been    used,   see    R<^rs  v.  Bear 

568.  (1879),  16  0.  G.  908. 

*  That  no  rehearing  in  an  interfer-  That  no  rehearing  will  be  granted 
ence  will  be  allowed,  except  on  such  unless  the  new  evidence  will  fix  the  data 
grounds  as  give  the  right  to  a  new  trial,  conclusively,  see  Eccard  «.  Drawbangh 
see  Sb  parte  Pattee  (1872),  2  0.  0.  (1888),  24  O.  G.  801. 

618.  That  where  the  new  evidence  wiU 

That  a  new  trial  may  be  grant^ed  on  not  change  the  result,  or  where  the 

the  ground  of  fraud  or  newly  discovered  party  was  put  on  inquiry  by  the  evi- 

evidence,  though  a  patent  has  already  denoe  already  given,  and  might  have 

been  awarded  to  the  former  successful  procured  that  now  offered  as  new  evi- 

party,  see  Hibbard  r.  Richmond  (1880),  denoe,  a  new  trial  will  be  denied,  see 

17  0.  G.  1155  ;  Richmond  v.  Hibbard  Josselyn  v.  Swezey  (1879),  15  0.  G.702. 
(1879),  16  0.  G.  908.  That  where   the   new    evidence   is 

*  That  a  new  trial  for  newly  dis-  really  important  its  recent   discovery 
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on  the  ground  of  ignorance,  inadvertence,  or  mistake  of  the 
party  or  his  counsel,  or  of  surprise  in  matters  of  law,  or  of 
misstatements  of  attorneys,  or  of  the  omission  of  the  former 
tribunal  to  give  due  weight  to  the  evidence  admitted  or  to 
conform  its  decision  to  evidence  excluded  as  inadmissible.^  A 
new  trial  for  a  judgment  against  evidence  will  not  be  allowed 
unless  the  judgment  is  either  wholly  unsupported  by,  or  is  in 
direct  conflict  with,  the  evidence  received.®  The  right  to  a 
new  trial  may  be  forfeited  by  an  unreasonable  delayj  The 
decision  of  the  examiner  on  an  application  for  a  new  trial 
may  be  revised  by  the  Commissioner;  and  where  sufficient 
ground  appears  for  granting  it  a  new  interference  may  be 
declared,  and  the  question  of  priority  again  investigated, 
although  the  prevailing  party  on  tlie  former  hearing  has 
already  received  his  patent.® 

and  former  diligence  of  the  applicant  sible  wUl  not  be  re-opened  to  let  in 

are  not  necessary,  see  Eccard  v.  Draw-  other  evidence  to  establish  the  same 

bangh  (1883),  24  0.  G.  301.  fact,  see  Farcot  v.  Rice  (1879),  15  O. 

That  a  new  trial  will  not  be  granted  G.  568. 
on  the  ground  that  the  fonner  evidence         *  That  a  rehearing  will  be  granted 

was  taken  pending  a  motion  to  dissolve  where  there  has  been  a  manifest  error 

the  interference,  see  Dubois  v.  McClos-  as  to  the  real  question  at  issue,  see 

key  (1880),  17  0.  G.  1158.  Hull  v.  Lowden  (1881),  20  0.  0.  741. 

That  on  a  motion  for  a  rehearing         That    the    concurrent   decisions   of 

evidence  which  might  have  been  pro-  lower  tribunals  on  questions  of  fact  will 

dnced  on  the  original  hearing  wiU  not  be  set  aside  only  for  evident  error,  see 

be  regarded  unless  satisfactory  reasons  Hazel  ip  v.  Richardson  (1876),  10  0.  G. 

for  not  then  producing  it  are  given,  see  747. 

Burdsall  v,  Curran  (1887),  42  0.  G.         That  on  a  motion  for  new  trial  the 

1167.  question  is  whether  the  fonner  findings 

*  That   ignorance,  inadvertence,  or  are  either  wholly  unsupported  by,  or 

mistake  of  a  party  or  his  counsel,  or  clearly  in  conflict  ¥rith,  the  evidence, 

surprise  in    matters  of  law,   are    not  see  Gardner  v.  Dudley  (1880),  18  0.  G. 

grounds  for  new  trial,  see  Dod  v.  Cobb  688. 
(1876),  10  O.  G.  462.  T  That  the  right  to  new  trial  may  be 

That  a  misstatement  by  counsel  in  lost  by  laches,  see  Jones  v.  Greenleaf 

argument  is  not  ground  for  new  trial,  see  (1879),  15  0.  G.  560. 
Wicks  V,  McAvoy  (1880),  18  O.  G.  859.         That  the  right  to  a  rehearing  or  new 

That  the  court  below  mistook  the  trial  is  waived  by  an  appeal,  though 

issue,  and  did  not  give  due  weight  to  the  appellate  court  has  no  jurisdiction, 

certain  evidence,  is  ground  for  appeal,  see  Gill  «.  Scott  (1884),  29  O.  G  949. 
not  new  trial,  see  Slade  v,  Blair  (1879),         ®  That  the  declaration  of  a  new  in- 

15  O.  G.  830.  terference  is  governed  by  the  same  rules 

That  a  case  decided  in  spite  of  evi-  as    a  new  trial,  see  Marsh  v.   Dodge 

dence  offered  and  excluded  as  inadmis-  (1872),  2  0.  G.  648. 
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§  616.    Interference  Proceedings :  Parties  to :  Assignees. 

The  parties  to  an  interference  are  usually  the  rival  inven* 
tors  themselves,  and  from  the  nature  of  the  case  and  the 
required  proceedings  no  interference  can  be  properly  con- 
ducted without  their  participation.  But  when  an  inventor  is 
unable  or  refuses  to  prosecute  or  defend  his  own  claims  to 
priority,  or  whenever  the  ends  of  justice  would  be  otherwise 
defeated,  an  assignee  may  be  permitted  to  protect  his  rights 
in  the  invention  as  a  party  to  the  interference,  upon  motion 
duly  made  to  the  Commissioner  and  satisfactory  evidence  that 
the  necessity  for  such  permission  actually  exists. 


SECTION  XI. 

OF  THE  FORM  AND  EFFECT  OF  LETTERS-PATENT. 

§  617.   Issue  of  Patent  is  a  Judgment  that  all  Prerequisites  are 
FulflUed. 

The  issue  of  letters-patent  is  a  judgment  that  all  prerequi- 
sites have  been  performed,  and  that  all  the  conditions  neces- 
sary to  the  granting  of  a  patent  privilege  have  been  fulfilled.^ 
Upon  mere  formal  matters  this  judgment  is  final.^  Upon 
questions  relating  to  the  merits  of  the  invention  and  the  title 
of  the  patentee  it  is  prima  facie  correct,  and  casts  the  burden 
of  proof  upon  any  one  who  controverts  the  presumption  raised 
by  the  patent.^    Upon  material  points  concerning  the  regu- 

§  617.  ^  That  the  imue  of  a  patent  patentee  made  a  false  oath,  see  ExparU 

is  a  judgment  that  all  the  facts  enti-  Gillen  (1877)»  11  O.  G.  419. 
tling  the  patentee  to  the  patent  do  ex-         *  That  the  issue  of  the  patent  consti- 

ist,  see  Konold  v.  Klein  (1878),  8  Bann.  tutes  pritnafaeie  evidence  of  all  facts  en- 

&  A.  226.  titling  the  patentee  to  the  grant,  see 

*  That  the  decision  of  the  Ck>mmis-  Eagleton  Mfg.  Co.  v.  West,  Bradley,  A 

sioner  is  final  as  to  the  sufficiency  of  aU  Cary  Mfg.  Co.  (1880),  17  0.  G.  1504  ; 

formal  acts  and  proofs  prerequisite  to  a  18   Blatch.    218;    2  Fed.    Rep.    774; 

patent,  see  Mahn  v,  Harwood  (1884),  Konold  v,  Klein  (1878),  8  Bann.  &  A. 

112  U.  S.  854  ;  80  0.  G.  657  ;  U.  S.  226 ;  Sands  «.  Waidwell  (1869),  S  Clif- 

Rifle  &  Cartridge  Co.  v.  Whitney  Arms  ford,  277  ;  Philadelphia  &  Trenton  R.  R. 

Co.  (1877),  14  Blatch.  94  ;  11  0.  G.  Co.  v.  Stimpson  (1840),  14  Peters,  448 ; 

878  ;  2  Bann.  &  A.  493.  2  Robb,  46. 

That  after  the  patent  issues  the  Pat-         That  the  decision  of  the  Commia- 

ent  Office  cannot  inquire  whether  the  sioner  is  never  conclusive  on  a  question 
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larity  of  the  proceedings  in  the  Patent  OflBce  it  is  so  far  con- 
clusive that  the  patent  cannot  be  collaterallj  attacked  upon 
such  grounds,  although  they  may  present  reasons  for  its  re- 
peal on  a  bill  in  equity,  or  an  information.^ 

§  618.    Protest  against  the  Issue  of  Letters-Patent 

A  protest  against  the  issue  of  a  patent  may  be  filed  by  any 
person,  though  not  a  party  to  the  application  nor  otherwise 
connected  with  the  proceedings,  for  the  purpose  of  calling 
the  attention  of  the  Patent  Ofiice  to  objections  urged  against 
the  application,  or  of  asserting  or  saving  his  own  rights  as  a 
claimant  of  the  invention.  In  reference  to  the  objections 
stated  in  such  protest  the  Commissioner  may  take  whatever 
action  he  deems  necessary.  As  a  notice  to  the  Ofiice  of  the 
claims  of  the  protestaut,  it  may  furnish  evidence  in  some 
future  controversy  to  rebut  presumptions  of  abandonment  or 
acquiescence  in  the  issue  of  the  patent  to  another  claimant. 
The  protest  must  show  that  an  application  has  been  or  will 
be  filed,  and  that  the  protestant's  knowledge  of  the  existence 
of  such  application  has  been  lawfully  obtained  through  its 
voluntary  conmiunication  to  him  by  the  applicant.^ 

§  619.  Letters-Patent,  to  whom  Luaed. 

The  grantee  of  a  patent  is  usually  the  applicant  himself. 
But  when  an  inventor  dies  pending  his  application,  the  patent 

of  law,  flee  Gardners.  Herz  (1886),  118  *  That  the  regolarity  of  a  patent 

U.  S.  180  ;  35  0.  O.  999  ;  Mahn  v,  cannot  be  collaterally  attacked,  see  Hoe 

Harwood  (1884),  112  U.  S.  854;  30  v.  Cottrell  (1880),  18  O.  G.  59;   17 

O.  G.  657.  Blatch.  546  ;  1  Fed.  Rep.  597  ;  5  Bann. 

That  the  decision  of  the  Commis-  &  A.  256  ;  Doughty  v.  West  (1869),  6 

idoner  is  not  oonclosive  upon  questions  Blatch.  429  ;  3  Fisher,  580. 

of  abandonment  or  other  matters  relat-  See  also,  as  to  all  the  matter  of  this 

ing  to  the  merits,  see  Planing  Mach.  paragraph,  §§  423,  451,  and  notes,  ante, 

Co.  V.  Keith  (1879),  101  U.  S.  479  ;  17  and  §§  967, 1016, 1032,  and  notes,  post. 

O.  G.  1081 ;  Wilson  v.  Bamum  (1849),  As  to  whether  and  when  a  patent  can  be 

2  Fisher,  635;    1  Wall.   Jr.   347;    2  repealed,  see  §§  716-730  and  notes, /mm^. 

Bobb^  749.    See  also  §  578  and  notes,  §  618.  ^  That  a  protest  against  the 

aaUe,  issue  of  a  patent  can  be  made  only 

That  the  decision  of  the  Commis-  under  the  rules  of  the  Patent  Office,  and 

sioner  is  not  conclusive  on  any  question  must  show  that  an  application  has  been, 

on  which  a  defence  in  the  courts  may  or  is  about  to  be,  filed  and  that  the 

be  based  under  the  statutes,  see  Mahn  protestant^s  knowledge  of  it  has  been 

V,  Hirwood  (1884),  112  U.  S.  354  ;  30  lawfully  ac()uired,  see  Er  parte  Neale 

O.  G.  657.  (1879),  16  0.  G.  511. 
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issues  to  his  executor  or  administrator,  in  trust  for  his  heirs 
at  law  or  devisees.  When  an  applicant  assigns  the  whole 
interest  in  tlie  expected  patent  or  the  entire  invention,  the 
patent  will  be  granted  to  the  assignee  upon  the  request  of 
the  applicant;  and  when  the  assignment  transfers  only  an 
undivided  interest,  the  patent  will,  upon  a  similar  request, 
be  awarded  jointly  to  the  original  applicant  and  the  assignee. 
To  secure  the  issue  of  the  letters-patent  to  an  assignee, 
either  as  the  sole  or  part  owner  of  the  invention,  however, 
the  assignment  must  contain  an  express  petition  to  that 
effect,  and  must  be  received  at  the  Patent  Office  for  record  at 
a  date  not  later  than  the  day  on  which  the  final  fee  is  paid.^ 

§  620.   Form  and  Contents  of  Zietters-Patent. 

The  patent  itself  is  exceedingly  brief  and  simple.  It  con- 
sists of  a  short  title  or  description  of  the  invention,  correctly 
indicating  its  nature  and  purpose,  and  a  grant  to  the  patentee, 
his  heirs  or  assigns,  of  the  exclusive  right  to  make,  use,  and 
vend  the  invention  described  in  the  title  and  the  annexed 
specification  throughout  the  United  States  and  its  territories 
during  the  period  prescribed  by  law.  No  recital  of  proceed- 
ings in  the  Patent  Office  is  required,  all  presumptions  being 
in  favor  of  their  correctness ;  ^  but  a  copy  of  the  specification 
and  drawings  is  appended  to  and  is  by  law  made  paii;  of  the 
grant.^  All  patents  issue  in  the  name  of  the  United  States, 
under  the  seal  of  the  Patent  Office,  and  must  be  signed  by  the 
Secretary  of  the  Interior  and  countersigned  by  the  Commis- 
sioner. This  signature  of  the  Secretary  is  essential  to  the 
validity  of  the  patent,  and  a  patent  accidentally  issued  with- 
out it  cannot  be  amended  after  his  term  of  office  has  expired.* 

§  619.  ^  For  the  matter  of  this  para-  *  That  the  specification  might  have 

graph  see  also  §§  867,  868,  403-414,  and  been  made  part  of  the  patent  before 

notes,  ante,  and  §§  769-772,  800-^02,  1886,  at  the  request  of  the  patentee,  see 

836,  844,  and  notes,  post,  Hogg  v.  Emerson  (1850),  11  How.  587. 

§  620.  ^  That  a  patent  need  not  re*  That  under  the  act  of  1790  the  alle- 

cite  that  the  prerequisites  have  been  gations  of  the  petition  were  recited  in 

fulfilled,  see  Gear  «•  Grosvenor  (1873),  the   patent,    see    Evans  v.   Chambers 

Holmes,  215  ;  6  Fuher,  814  ;  8  O.  G.  (1807),  2  Wash.  125 ;  1  Robb,  7. 

880  ;  Philadelphia  &  Trenton  R.   R.  *  That  a  patent  is  not  valid  unleM 

Co.  V.  Stimpson  (1840),  14  Peters,  448  ;  signed  by  the  Secretary,  and  if  acciden- 

2  Robb,  46.  tally  issued  without  his  signature  it 
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The  patent  is  not  complete  until  duly  sealed ;  but  when  al- 
lowed and  signed  it  is  the  duty  of  the  Commissioner  to  affix 
the  seal,  unless  it  is  evident  to  him  that  the  issue  of  the 
patent  would  be  contrary  to  law. 

§  621.   Date  and  DeUvery  of  Zietten-Patent. 

Every  patent  must  bear  date  as  of  a  day  not  later  than  six 
months  from  the  allowance  of  the  application  and  the  mailing 
of  the  notice  and  request  for  the  final  fee.  On  payment  of 
the  fee  the  patent  is  prepared  for  issue,  and  receives  its  date 
and  number,  and  is  delivered  to  the  patentee  or  his  attorney, 
as  the  attorney  may  direct.  In  no  case  can  a  patent  be  ante- 
dated.^ It  takes  effect  as  the  grant  of  an  exclusive  privilege 
from  the  date  of  issue,  although  as  evidence  of  an  inventive 
act,  and  for  many  other  purposes,  it  relates  back  to  the  date 
of  the  application  upon  which  it  is  based.^ 

cuuiot  be  ameDded  by  his  saccessor.  That  prior  to  1886  a  patent  could 

see  Marsh  v.  Nichols  (1883),  15  Fed.  not  be  antedated,  see  Opinion  Atty. 

Bep.  914 ;  24  0.  G.  901.  Gen.  (1820),  5  Op.  At  Gen.  722. 

That  it  is  doubtfol  whether  a  patent  That  under  the  acts  of  1861    and 

iasned  without  the  signature  of  the  Sec-  1836,  a  patent  could  be  dated  from  the 

zetaiy  becomes  good  from  the  date  of  filing  of  the  specification,  if  not  preced- 

his  subsequently  signing  it,  see  Marsh  ing  its  issue  more  than  six  months,  see 

V.  Nichols  (1888),  24  0.  G.  901 ;  16  Burdett  v,  Estey  (1880),  8  Fed.  Rep. 

Fed.  Rep.  914.  566  ;  19  Blatch.  1. 

That  the  omission  of  the  Secretary's  *  That  a  patent  takes  effect  from  the 
signature  cannot  be  aided  by  showing  date  of  the  grant,  see  Gramme  Electrical 
the  perfect  patent  on  the  record  (an  Co.  v,  Amouz  &  Hochhausen  Electric 
imperfect  grant  not  being  saved  by  a  Co.  (1883),  17  Fed.  Rep.  838  ;  25  O. 
perfect  record),  nor  be  amended  by  his  G.  193  ;  21  Blatch.  450. 
saccessor  though  he  were  the  Acting  That  a  patent  may  not  always  take 
Secretary  when  the  omission  occurred,  its  date  from  the  day  when  it  begins  to 
nor  be  cured  by  affixing  the  true  signs-  run,  as  when  it  begins  from  the  date  of 
tare  after  the  Secretary's  official  lerm  a  foreign  patent,  see  De  Florez  v.  Ray- 
has  expired,  see  Marsh  v.  Nichols  nolds  (1880),  17  0.  G.  503  ;  17  Blatch. 
(1883),  24  0.  G.  901 ;  15  Fed.  Rep.  436 ;  8  Fed.  Rep.  434 ;  5  Bann.  &  A. 
914.    See  also  McGarrahan  v.  Mining  140. 

Co.  (1877),  96  U.  S.  816  ;  Goodman  v.  That  a  patent  relates  back  to  the 

Bandall  (1877),  44  Conn.  321.  date  of  the  application,  see  Johnsen  v, 

i  621.  1  That  under  the  present  law  a  Fassman  (1872),  5  Fisher,  471  ;  20.  G. 

patent  cannot  be  antedated,  see  Gramme  94  ;  1  Woods,  138. 

Electrical  Co.  v.  Amoux  &  Hochhausen  That  in  the  absence  of  all  other  proof 

Electric  Co.  (1883),  17  Fed.  Rep.  888  ;  the  date  of  the  patent  will  be  assumed 

81  Blatch.  450  ;  25  O.  G.  193.  to  be  the  date  of  the  application  and  of 

VOL.  n. — 17 
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§  622.    Tenn  of  Patent  Pil'vllega  Limited  by  Express  Statute  or 
by  Foreign  Patents. 

The  term  of  a  patent  is  measured  by  the  statute,  not  by 
the  language  of  the  grant.^  Where  the  inyention  has  not 
been  previously  patented  in  a  foreign  country,  the  term  is 
uniformly  fixed  at  seventeen  years  from  the  date  of  the 
grant.^  But  where  a  foreign  patent  has  already  been  ob- 
tained, a  different  rule  has  been  adopted.  It  is  the  policy  of 
our  government  not  to  impose  upon  our  own  public  a  greater 
restriction  than  has  been  or  may  be  placed  upon  a  foreign 
people  in  the  use  of  the  invention ;  and  where  the  invention 
has  been  disclosed  abroad  by  a  patent,  and  will  become  the 
property  of  the  foreign  public  after  a  given  period  of  time, 
it  is  the  purpose  of  our  statutes  to  permit  no  more  extended 
monopoly  to  the  inventor  in  the  United  States.  Various  rules 
have  been  from  time  to  time  established  to  secure  this  result. 
Under  the  act  of  1886  -a  foreign  patent  was  a  bar  to  a  do- 
mestic application  unless  it  had  been  granted  and  published 
within  six  months  preceding  the  filing  of  the  latter,  thus  mak- 
ing the  terms  of  both  substantially  the  same.^    The  act  of 

an  assignment  before  patent,  see  Worley  Pound  Mfg.  Go.  (1885),  81  0.  G.  119  ; 

V.  Loker  Tobacco  Co.  (1882),  104  U.  S.  28  Blatch.  178  ;  28  Fed.  Rep.  185. 
340  ;  21  0.  G.  559.  That  a  domestic  patent  is  valid,  though 

That  a  patent  on  a  renewal  applica-  its  term  is  not  expressly  limited  to  that 

tion  is  to  be  dated  six  months  after  the  of  a  foreign  patent,  see  American  Paper 

renewal  application  is  allowed,  see  Thom-  Barrel  Co.  «.  Laraway  (1886),  28  Fed. 

son  V.  Waterhouse  (1884),  80  0.  G.  Rep.  141 ;  87  0.  G.  674. 
177,  That  in  the  absence  of  fraud  the  date 

§  622.  ^  That  the  statute,  not  the  of  a  patent  may  be  altered  to  correspond 

language  of  the  patent,  limits  its  term,  with  that  of  a  foreign  patent,  see  Opinion 

see  De  Florez  v.  Raynolds  (1880),  17  Atty.  Gen.  (1844),  4  Op.  At  Gen.  885. 
O.  G.  508  ;  8  Fed.  Rep.  484 ;  17  Blatch.         >  That  under  the  act  of  1861  patents 

486  ;  5  Bann.  &  A.  140.  ''  remain  in  force  "  seventeen  years,  not 

That  the  patent  ought  to  express  its  run  seventeen  years  from  the  date  of 

actual  duration,  see  Opinion  Sec.  Int.  the  patent,  see  De  Florez  v.  Raynolds 

(1882),  21  0.  G.  1197.  (1880),  17  0.  G.  508  ;  8  Fed.  Rep.  484  ; 

That  Sec.   4887    does  not    require  17  Blatch.  486  ;  5  Bann.  &  A.  140. 
that  the  term  of  a  patent  shall  be  cor-        *  That  under  the  act  of  1886  a  for- 

rectly  stated  in  the  patent  itself,  but  eign  patentee  applying  for  a  domestic 

only  limits  the  term,  and  the  grant  of  patent,  within  the  time  prescribed,  could 

a  patent  for  seventeen  years,  therefore,  enjoy  the  full  statutory  term,  see  Amer- 

does  not  prevent  it  from  expiring  with  lean  Diamond  Rock  Boring  Mach.  Co. 

a  prior  foreign  patent,  see  Cauan  v,  v.  Sheldon  (1879),  17  Blatch.  803. 
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1839  provided  that  the  term  of  the  American  patent  should 
be  limited  to  fourteen  years  from  the  date  or  publication  of 
the  foreign  patent,  thereby  delivering  the  invention  from  the 
protection  of  the  patent  at  the  time  when  it  would  have  come 
into  the  possession  of  the  public  if  the  American  and  foreign 
patents  had  been  simultaneously  issued.^  Under  the  act  of 
1861  the  period  of  seventeen  years  was  substituted  for  that  of 
fourteen  years  in  this  as  well  as  in  those  cases  where  no  pre- 
Yious  foreign  patent  had  been  granted.^  In  1870  the  present 
law  was  enacted,  requiring  the  term  of  the  American  patent 
to  be  so  limited  as  to  expire  at  the  same  time  with  the  foreign 
patent ;  or,  if  there  be  more  than  one,  with  that  having  the 
shortest  term,  but  in  no  case  to  be  more  than  seventeen 
years.^ 

«  That  under  the  act  of  1889  the  in-  Bep.  484  ;  17  Bktch.  486  ;  5  Bann.  & 

▼entor  might  have  a  patent  for  the  fnll  A.  140  ;  Kathan  v.  K.  Y.  Elevated  R.  R. 

tenn.  though  a  prior  foreign  patent  had  Co.  (1880),  2  Fed.  Rep.  225  ;  5  Bann. 

heen  granted  within  rix  months,  see  &  A.  280. 

Kendrick  «.  Emmona  (1875),  2  Bann.         That  the  act  of  1861  caused  the  do- 

h  A.  208  ;  9  0.  6.  201.  mestic  patent  to  expire  seventeen  years 

That  before  the  act  of  1861  patents  from  the  date  when  the  prior  foreign 

were  not  limited  by  the  term  of  a  for-  patent  took  effect  in  &yor  of  the  paten- 

eign  patent,  see  Goff  v.  Stafford  (1878),  tee,  see  De  Florez  v.  Raynolds  (1880), 

14  O.  6.  748  ;  8  ^ann.  k  A.  610.  17  O.  G.  508  ;  8  Fed.  Rep.  484  ;  17 

That  the  act  of  1839  did  not  apply  Blatch.  436  ;  5  Bann.  &  A.  140. 
to  cases  where  the  foreign  specification         That  the  act  of  1861   changes  the 

was  filed  less  than  six  months  before  date  when  the  term  ends,  not  the  date  of 

the  application  in  the  United  States,  see  its  beginning,  see  Guarantee  Insurance, 

American  Diamond  Rock  Boring  Mach.  Trust,  &  Safe  Deposit  Co.   «.  Sellers 

Co  V.  Sheldon  (1879),  17  Bktch.  803.  (1887),  41  0.  G.  1165. 

*  That  the  act  of  1861  does  not  re-         *  That  the  act  of  1870  causes  an 

peal  the  proYiaions  of  the  act  of  1889  American  patent  to  expire  at  the  same 

on  this  subject,  but  modifies  them  to  date  with  the  shortest  foreign  patent 

make  the  term  seventeen    instead    of  tbat  was  granted  before  the  grant  of 

fourteen  years,  see  JEx  parte  Siemens  the  American  patent,  see  Gramme  Elec- 

(1877),  11  O.  G.  1107.  trical  Co.   v.  Amoux    &   Hochhausen 

That   under  the  act   of  1861    the  Electric  Co.  (1888),  21   Bktch.    450; 

American  patent  was  limited  to  seven-  17  Fed.   Bep.   888 ;    25    0.   G.   193 ; 

teen  years  from  the  date  of  the  previous  Koechlin  v.  Marble  (1882),  2  Mackay, 

foreign  patent,  see  Gnarantee  Insurance,  12 ;  22  0.  G.  1365  ;  Henry  v.  Providence 

Trust,  k  Safe  Deposit  Co.   v.  Sellers  Tool  Co.  (1878),  14  0.  G.  855  ;  8  Bann. 

(1S87),  41  0.  G.  1165;  Siemens  v.  Sellers  &  A.  501. 

(1883),   16  Fed.  Rep.  856  ;  28  0.  G.         That  the  foreign  patent  limits  the 

2234  ;    16  Phila.   554  ;    De  Florez  «.  domestic,  though  the  applicant  here  is 

Raynolds  (1880),  17  0.  G.  503 ;  8  Fed.  the  foreign  patentee  or  some  one   to 


260  TREATISE  ON  THE  LAW  OP  PATENTS.  [BOOK  HI. 

§  623.    Tenn   of   Patent   Prtvilega :   When   Limited  by  Foreign 
Patents. 

In  order  that  the  term  of  the  foreign  patent  may  thus  limit 
that  of  the  domestic  patent,  it  is  essential  that  the  inventions 
covered  by  the  two  patents  should  be  identical,^  and  that  the 
foreign  patent  should  take  effect  before  the  issue  of  the  do- 
mestic patent.  The  foreign  patent  takes  effect  when  it  is 
so  issued  as  to  create  a  monopoly  in  favor  of  the  inventor, 
whether  the  patent  is  then  disclosed  to  the  general  public  or 

whom  the  inyentor  caused  the  foreign  improvedy  and  in  this  case  the  term  of 

patent  to  be  granted,  or  is  an  American  the  whole  patent  is  that  of  the  foreign 

citizen,  see  Edison  Electric  Light  Co.  patent,  see  Guarantee  Insurance,  Trust, 

V.  U.  S.  Electric  Lighting  Oo.  (1888),  &  Safe  Deposit  Go.  r.  Sellers  (1887),  41 

43  0.  G.  1456.  0.  G.  1165. 

That  the  act  of  1870  was  not  retro-        That  a  domestic  patent  is  not  limited 

active  and  did  not  apply  to  previous  by  a  foreign  patent  unless  the  latter 

American  patents  or  their  re-issues,  see  claims  as  well  as  describes  the  same  in- 

Anilin  v.  Hamilton  Mfg.  Co.   (1878),  vention,  see  Holmes  Electric  Protective 

S  Bann.  &  A.  235  ;  13  0.  G.  278 ;  Goff  Co.  v.  Metropolitan  Buiiglar  Alarm  Go. 

V.  Stafford  (1878),  8  Bann.  &  A.  610 ;  (1884),  22  Fed.  Bep.  841 ;   32  O.  0. 

14  0.  G.  748.  384. 

That  an  American  patent  cannot  run        That  a  patent  which  is  a  mere  adap- 

over  seventeen  years,  and  wiU  expire  tatiou  of  a  foreign  patent  expires  at  the 

with  any  shorter  prior  foreign  patent,  see  same  time,  though  some  slight  improve* 

Weston  V.  White  (1876),  9  0.  G.  1196 ;  ment  be  embraced  in  it,  see  Clark  v. 

18  Blatch.  364  ;  2  Bann.  &  A.  321.  Wilson  (1886),  28  Fed.  Bep.  95 ;  86  O. 

That  to  limit  the  term  of  a  domestic  G.  456. 
by  that  of  a  foreign  patent  is  to  make         That  if  the  foreign  invention  would 

both  expire  at  the  same  time,  see  JSb  be  enjoined  as  an  infringement  of  the 

parte  Siemens  (1877),  11  0.  G.  969.  domestic  patent  it  is  the  same,  see  Com- 

That  the  same  rule  applies' when  a  mercial  Mfg.  Co.  v.  Fairbank  Canning 

single  American  patent  covers  several  Co.  (1886),  27  Fed.  Bep.  78 ;  36  O.  G. 

inventions  separately  patented  abroad,  1473. 

'Bee  SxparU  Unsworth  (1879),  15  0.  G.         That  if  a  representation  in  an  appli- 

882.  cation  that  the  invention  is  identical 

§  628.  ^  That  an  American  patent  is  with  that  covered  by  a  foreign  patent  is 

not  limited  by  the  term  of  a  foreign  pat-  made  in  good  faith  it  does  not  estop  the 

ent  unless  the  inventions  are  identical,  applicant  from  subsequently  denying  it, 

see  Siemens  v.  Sellers  (1883),  16  Phila.  see  Commercial  Mfg.  Co.  v.  Fairbank 

554 ;   23  0.  G.   2234 ;    16  Fed.  Bep.  Canning  Co.  (1886),  27  Fed.  Bep.  78 ; 

856 ;  Ex  parU  Siemens  (1877),  11  0.  36  0.  G.  1478. 

G.  969.  That  the  validity  of  a  domestic  pat- 
That  the  invention  covered  by  a  do-  ent  cannot  depend  on  that  of  a  foreign 
mestlc  patent  will  be  the  same  as  that  patent,  though  its  duration  may,  see 
covered  by  a  foreign  patent  when  the  Comely  v.  Marckwald  (1883),  21  Blatch. 
principle  is  the  same  though  it  may  be  367  ;  24  0.  G.  498 ;  17  Fed.  Bep.  88. 


CH.  I.]       OF  THE  GRANT  OF  LETTEBS-PATENT.  261 

is  by  law  confined  to  the  knowledge  of  a  certain  class  of  per- 
sons.' It  has  been  held  in  several  cases  that  the  foreign 
patent  mast  have  issued  before  the  filing  of  the  application 
in  the  United  States ;  ^  but  this  doctrine  was  not  consistent 
with  the  purpose  of  the  rule,  and  later  cases  have  therefore 
decided  that  it  is  sufficient  if  the  foreign  patent  take  effect 
before  the  actual  grant  of  the  domestic.^    Where  both  are 

'  That  the  date  of  a  foreign  patent,  a  complete  specification,  having  the  ef- 

when  controUing  the  term  of  an  Ameri-  feet  of  a  patent,  is  filed,  see  Emerson  v. 

can  patent,  is  the  date  of  its  issue  or  Lippert  (1887),  42  0.  G.  964 ;  81  Fed. 

pnbUcation  as  a  patent,  see  De  Florec  Rep.  911. 

9.  Raynolds  (1880),  17  0.  6.  503  ;  17         That  under  the  act  of  1861  when  the 

Biatch.  486  ;  8  Fed.  Rep.  484;  5  Bann.  domestic  patent  was  applied  for  before 

&  A.  140 ;  Weston  v.  White  (1876),  18  the  English  provisional  specification  was 

Biatch.  364  ;  9  0.  G.  1196  ;  2  Bann.  &  filed,  and  was  dated  before  the  English 

A.  321.  patent  was  sealed  (though  the  latter  was 

That  an  English  "  complete  spedfi-  dated  earlier  than  the  American  patent), 

cation  "  gives  the  same  protection  as  if  the  term  of  the  American  patent  was  not 

the  patent  were  already  issued,  see  Em-  limited  by  the  English,  see  Gold  k  Stock 

erson  v.  Lippert  (1887),  31  Fed.  Rep.  Telegraph  Co.  v.  Commercial  Telegram 

911 ;  42  O.  G.  964.  Co.  (1886),  23  Biatch.  199  ;  23  Fed. 

That  the  foreign  patent  limits  the  Rep.  340 ;  31  0.  G.  1558. 
domestic  whether  it  be  open  or  secret,         That  a  Canadian  patent  takes  effect 

see  Gramme  Electrical  Co.  v.  Amouz  &  when  signed,  sealed,  and  registered,  not 

Hochhausen  Electric  Co.  (1883),  17  Fed.  from  its  delivery,  see  Bate  Refrigerat- 

Sep.  838  ;  21  BUtch.  450 ;  25  0.  G.  193.  ing  Co.  v.  GUlett  (1882),  22  0.  G.  1205  ; 

That  no  English  patent  is  complete  13  Fed.  Rep.  553. 
until  the  final  specification  is  enrolled.         That  a  Canadian  patent  takes  effect 

Me  Cobnrn  v.  Schroeder  (1882),  22  0.  from  its  date,  though  withheld  from  de- 

6.  419 ;  20  Biatch.  392 ;  11  Fed.  Rep.  Uvery  on  account  of  non-fulfilment  of 

425;  Lorillard  v,  Dohan  (1881),  20  0.  conditions,  see  Bate  Refrigerating  Co. 

G.  1587 ;  20  Biatch.  63  ;  9  Fed.  Rep.  «.  GUlett  (1887),  31  Fed.  Rep.  809 ;  40 

509;  BeU  v.  Brooks  (1881),  19  0.  G.  0.  G.  1029. 

290  ;  JSb  parte  Mann  (1880),  17  0.  G.         *  That  the  rule  limiting  the  term  of 

330 ;  American  Diamond  Rock  Boring  an  American  patent  by  that  of  a  foreign 

Hach.  Co.  V.  Sheldon  (1879),  17  Biatch.  patent  does  not  apply  to  cases  where  the 

803;  Chambers  v.  Duncan  (1876),  10  American  patent  was  appUed  for  before 

O.  G.  787  ;  CJhambers  v,  Duncan  (1876),  the  issue  of  the  foreign  patent,  see  Ex 

9  O.  G.  741.  parU    Mann    (1880),    17  0.   G.   330 ; 

That  an  English  provisional  specifi-  French  v.  Rogers  (1851),  1  Fisher,  133. 
cation  is  not  a  patent,  see  Emerson  «.         That  when  a  foreign  patent  is  granted 

Lippert  (1887),  42  O.  G.  964 ;  81  Fed.  on  the  day  the  application  is  filed  in  the 

Bep.911.  United  Stetes,   it  does  not  limit  the 

That  a  domestic  patent  is  not  Umited  American  patent,  see  Ex  parte  Mann 

by  an  English  patent  unless  the  latter  is  (1880),  17  0.  G.  330. 
sealed  before  the  former  is  issued,  what-        ^  In  Gramme  Electrical  Co.  v.  Amouz 

ever  date  the  latter  may  bear,  or  unless  k  Hochhausen  Electric  O).  (1883),  17 
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granted  on  the  same  day,  the  domestic  patent  is  regarded  as 
the  older,  and  its  term  is  unaffected  bj  that  of  the  foreign 
patent.^ 

§  624.    T^nn    of   Patent    PrlvUega :    How    Zdmitod   by   Foreign 
PatentB. 

The  term  to  which  the  American  patent  is  thus  restricted 
is  the  term  of  the  original  foreign  patent.^    Where  the  laws 

Fed.  Bep.  838,   Blatchford,  J. :  (840)  That  where  an  application  in  the 

**  The  meaning  of  section  25  of  the  act  United  States  antedates  an  application 

of  1870  is  that  the  United  States  patent  in  £ug1and,  and  the  American  patent 

shall  expire  at  the  same  time  ¥rith  the  issues  before  the  English  patent  is  sealed* 

foreign  patent  having  the  shortest  time  or  a  complete  specilication  is  filed,  the 

to  run,  which  was  granted  before  the  latter  has  no  effect  on  the  term  of  the 

United  States  patent  was  granted,  and  former,  see  Emerson  v.  Lippert  (1887)» 

not  that  it  shaU  expire  at  the  same  time  42  O.  G.  064  ;  81  Fed.  Rep.  911. 

with    the   foreign    patent  having  the  ^  That  where  domestic  and  fordgiL 

shortest  time  to  run,  which  was  granted  patents  are  granted,  or  applications  are 

before  the  time  when  the  application  for  filed,  on  the  same  day,  the  foreign  ars 

the  United  States  patent  was  made."  21  not  prior  to  the  domestic,  see  ExptarU 

Blatch.  450  (452) ;  25  O.  G.  198  (194).  Mann  (1880),  17  0.  G.  880. 

See  also  Bate  Refrigerating  Co.  v.  §  624.  ^  That  the  term  of  the  Amer* 

Gillett  (1882),  18  Fed.  Rep.  558 ;  22  lean  patent  should  be  fixed  by  asoer- 

O.  G. '  1205.  taining  how  long  the  foreign  patent,  as 

That  the  term  of  a  domestic  patent  originally  granted,  was  to  run  after  the 

will  be  limited  by  that  of  a  foreign  pat-  issue  of  the  domestic,  see  Paillard  v. 

ent  granted  pending  the  application  for  Bruno  (1886),  88  O.  G.  900  ;  29  Fed. 

the  domestic  patent,  see  Bate  Refrigera-  Rep.  864  ;  Ex  parte  Siemens  (1877),  11 

ting  Co.  «.  Gillett  (1887),  81  Fed.  Rep.  0.  G.  969. 

809 ;  40  0.  G.  1029.  That  the  term  of  a  foreign  patent,  ao 

That  where  a  foreign  patent  is  ap«  far  as  it  affects  that  of  a  domestic  pet- 
plied  for  after  the  application  for  a  do-  ent,  is  the  term  for  whidi  it  is  originally 
mestic  patent,  but  is  granted  before  the  granted,  whether  it  be  extended  or  not, 
issue  of  the  domestic,  it  will  still  limit  or  forfeited  for  non-peyment  of  periodi- 
the  duration  of  the  latter,  see  Gramme  cal  fees  or  not,  or  increased  in  statutory 
Electrical  Co.  v.  Amoux  &  Hochhausen  duration  by  subsequent  legislative  ae- 
Electric  Co.  (1888),  21  Blatch.  450 ;  25  tion,  see  Bate  Refrigerating  Co.  v.  Gil- 
O.  G.  198  ;  17  Fed.  Rep.  888.  lett  (1887),  81  Fed.  Rep.  809 ;  40  O.  G. 

That  the  term  of  an  American  patent  1029. 

will  be  limited  by  that  of  a  prior  foreign  That  if  a  foreign  patent,  limiting  the 

patent,  though  the  American  application  term  of  a  domestic  patent,  is  vacated 

had  been  filed  and  the  invention  put  in  ab  inUio,  the  domestic  patent  is  not 

use  in  the  United  States  before  the  for-  limited  thereby,  see  Bate  Refrigerating 

eign  application  was  made,  see  Edison  Go.  v.  Gillett  (1887)i  81  Fed.  Rep.  809 ; 

Electric  Light  Co.   e.   U.  a   Electric  40  0.  G.  1029. 
Lighting  Co.  (1888),  48  0.  G.  1456. 
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of  the  country  in  which  it  was  issued  permit  of  its  extension, 
this  capability  of  extension  forms  no  part  of  the  grant.  Its 
actual  term  as  specified  in  the  original  letters-patent  meas- 
ures the  life  of  ttie  domestic  patent,  and  its  extension,  if  it 
be  extended,  does  not  prolong  the  monopoly  in  the  United 
States.^  The  same  rule  prevails  where  an  original  patent 
may  be  enlarged  by  new  grants  as  the  inventor  makes  im- 
provements to  the  original  invention,  thereby  extending  in- 
directly the  term  of  the  original.  Each  of  these  new  grants 
or  additions  is  considered  as  a  different  patent,  having  its 
own  date  of  issue  and  its  own  term,  and  thus  does  not  remove 
the  limitation  placed  by  the  original  patent  on  the  term  of  the 
American.^  Nor  on  tiie  other  hand  does  the  premature  ex- 
piration of  the  foreign  patent,  on  account  of  the  failure  of  the 
patentee  to  comply  with  the  conditions  essential  to  the  com- 
pletion of  its  granted  term,  extinguish  the  American  patent, 
nor  curtail  the  term  fixed  for  it  by  the  foreign  patent  at  the 
date  when  it  was  issued.^ 

§  625.   Term  of  Patent   Privilege :    How   Calonlated  when   not 
Limited  by  Foreign  Patents. 

In  calculating  the  term  of  a  patent  whose  duration  is  not 
affected  by  that  of  a  prior  foreign  patent,  the  day  of  its  date 

*  That  the  capacity  of  eztension  is  of  a  suhsequent  American  patent,  see 

not  part  of  a  grant,  and  a  foreign  pat-  De  Florez  o.  Raynolds  (1880),  17  Biatch. 

ent  measures  the  domestic  hy  its  granted  436  ;  17  0.  G.  603;  8  Fed.  Bep.  434  ; 

term,  not  hy  its  possihilities  of  ezten-  6  Bann.  St  A.  140. 
rion,  see  Granmie  £lectrical  Co.  r.  Ar-        ^  That  the  forfeiture  of  the  foreign 

nous  &Hochhausen  Electric  Co.  (1883),  patent  hy  the  non-fulfilment  of  condi- 

17  Fed.  Rep.  838  ;  21  Biatch.  450 ;  25  tions  does  not  affect  the  duration  of  the 

O.  O.  193.  American  patent,  see  PaiUard  r.  Bruno 

That  the  extension  of  a  foreign  pat-  (1886),  38  0.  O.  900  ;  29  Fed.  Rep.  864. 
ent  does  not  sffect  the  American,  see        That  under  Sec.  4887  the  term  of 

PaUIard  v.  Bruno  (1886),  38  0.  G.  900  ;  a  domestic  patent  is  to  he  equal  to  the 

29  Fed.  Rep.  864 ;  Bate  Refrigerating  remainder  of  the  term  for  which  the 

Co.  V.  Gillett  (1882X  13  Fed.  Kep.  653  ;  foreign  patent  was  granted,  although 

22  0.  G.  1206;  Reissner  v.  Shaq)  (1879),  the  latter  has  heen  forfeited  hy  not  pay- 

16  O.  G.  356 ;  16  Biatch.  888  ;  4  Bann.  ing  a  tax  or  hy  other  suhsequent  events, 

&  A.  866  ;  Henry  V.  Providence  Tool  Co.  see  Holmes  Electric  Protective  Co.  v. 

(1878),  14  0.  G.  855  ;  3  Bann.  &  A.  501.  Metropolitan  Buiglar  Alarm  Co.  (1884), 

•That  under  the  French  law  each  **ad-  21  Fed.  Rep.  458  ;  22  Biatch.  471  ;  28 

dition  '*  stands  hy  itself  like  a  new  pat-  0.  G.  1189. 
ent,  and  by  its  own  date  fixes  the  term 
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is  excluded,  and  it  will  expire  on  the  last  hour  of  the  same 
day  and  month,  seventeen  years  after  its  issue.^  Its  term  is 
unrestricted  by  that  of  any  other  patents,  although  the  inven- 
tion described  in  one  patent  may  be  so  far  dependent  on  those 
protected  by  others  as  to  be  incapable  of  use  without  them, 
and  thus  the  public  may  be  debarred  from  the  free  employ- 
ment of  any  until  all  the  patents  have  expired.^  The  term 
of  a  design  patent  has  a  different  limitation,  such  patents  be- 
ing granted  for  three  and  a  half,  seven,  or  fourteen  years,  as 
the  inventor  may  elect. 

§  626.   Bffect  of  Cleilcal  Xbrors  in  LettenkPatent. 

Mere  clerical  errors  in  the  language  of  a  patent  do  not 
affect  its  validity  nor  imperil  the  rights  of  the  patentee.  A 
mistake  in  his  Christian  name,  or  of  a  single  letter  in  his 
surname,  is  of  no  consequence  if  he  is  otherwise  sufficiently 
described ;  and  the  same  liberal  construction  prevails  in  ref- 
erence to  other  immaterial  defects.^  Where  such  mistakes 
occur  through  the  fault  of  the  Patent  Office,  they  are  corrected 
on  the  record  at  the  request  of  the  patentee.  Errors  upon 
material  points  must  be  cured  by  an  amendment  of  the  patent 
by  a  re-issue  or  disclaimer. 

§  625.  ^  That  a  pate&t  expires  on  granted  for  seventeen  years,  the  new 
the  last  hour  of  the  same  month  and  patent  wiU  run  from  the  date  of  its 
day,  seventeen  years  after  its  issue,  see  issue,  not  from  that  of  the  former  pat- 
Johnson  V,  McCuUough  (1870),  i  Fish-  ent,  see  Railway  Register  Mfg.  Go.  v. 
er,  170.  North  Hudson  C.  R.  Co.  (1885),  28 

>  That  separate  patents  for  different  Fed.  Rep.  593  ;  82  0.  G.  519. 
inventions,  having  separate  dates,  will  §  626.  ^  That  a  mistake  in  the  Chris- 
each  expire  at  the  end  of  its  own  term,  tian  name  of  the  patentee  does  not  affect 
though  neither  invention  is  capable  of  the  patent,  if  he  is  otherwise  sufficiently 
use  without  the  others,  see  McKay  v.  pointed  out,  see  Northwestern  Fire  £x- 
Dibert  (1881),  19  0.  G.  1851 ;  5  Fed.  tinguisher  Co.  «.  Phihidelphia  Fire  Ex- 
Bep.  587.  tinguisher  Co.   (1874),  1  Bann.  k  A. 

But  sec  McKay  v.  Jackman  (1882),  177  ;  6  0.  G.  84 ;  10  Phik.  227. 
20  Blatch.  466  ;  22  0.  G.  85  ;  12  Fed.         That  one  erroneous  letter  in  tha  name 

Bep.  615.  of  the  patentee  may  be  of  no  eonae- 

Tliat  where  a  patent  having  been  qnence,  see  Bignall  v.  Harvey  (1880), 

issued  with  its  term  limited  by  that  of  18  0.  G.  1275 ;  4  Fed.  Rep.  884 ;  18 

a  foreign  patent  is  not  accepted  by  the  Blatch.  858. 
patentee,  and  a  new  patent   is   then 
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§  627.   Recording;  of  Z«etters-Patent :  Copies  of  the  Reoords. 

All  letters-patent  are  recorded,  with  their  specifications,  in 
books  kept  for  that  purpose  in  the  Patent  Ofl&ce.^  The  record 
of  a  patent,  like  that  of  every  other  instrument  which  the 
law  requires  to  be  recorded,  is  constructive  notice  of  its  con- 
tents to  all  parties  subsequently  becoming  interested  in  the 
invention,  and  is  binding  throughout  the  world.^  After  the 
patent  is  recorded,  its  record,  with  its  specifications,  drawings, 
model,  and  all  other  documents  relating  to  the  case,  are  open 
to  general  inspection  in  the  Patent  Ofl&ce.  No  private  indi- 
vidual is  permitted  to  make  copies  or  tracings  from  the  files 
and  records  of  the  Office ;  but  certified  copies  may  be  obtained 
by  any  one  who  civilly  requests  them,  upon  payment  of  the 
lawful  fees.'  These  copies  haye  the  same  weight,  as  evidence 
in  any  controversy  in  the  courts  or  Patent  Office,  as  would  be 
given  to  the  originals  themselves.^ 

§  628.    Patented  Articles  to  be  Stamped. 

The  law  requires  that  every  patentee  and  his  assigns  and 
legal  representatives,  and  all  other  persons  making  or  vend- 

§  627.  ^  That  the  grant  of  a  patent  known,    see    Hamilton   v.    Eingsbnry 

is  not  complete,  nor  does  any  title  pass,  (1879),  17  Blatch.  264  ;  17  0.  G.  147. 
nntil  it  is  recorded,  see  Ex  parte  Osgood        See  also  §  785  and  notes,  post. 
(1885),  83  0.  0. 1265.  >  In  Boyden  v.   Bnrke   (1852),   14 

That  a  title  by  the  grant  of  letters-  How.   575,  Grier,  J.  :  (588)    **  These 

patent  is  a  title  of  record,  and  no  de-  records  being  in  the  care  and  custody 

livery  is  necessary  to  make  it  good,  see  of  the  Commissioner  of  Patents,  it  is 

Ex  parte   Osgood  (1885),   88    0.   G.  his  duty  to  give  authenticated  copies  to 

1265.  any  person  who  shall  demand  the  same, 

'  That  the  record  of  a  patent  and  its  as  soon  as  he  conveniently  can,  on  pay- 
title  is  notice  to  all  the  world,  see  ment  of  the  legal  fees.  Where  there  is  a 
National  Car  Brake  Shoe  Co.  v.  Terre  right  on  the  one  side,  and  a  correspond- 
Haute  Car  &  Mfg.  Co.  (1884),  19  Fed.  ing  duty  imposed  on  the  other,  a  refusal 
Bep.  514  ;  28  0.  G.  1007.  to  perform  such  duty,  on  the  reasonable 

That  the  record  of  an  instrument,  request  of  the  party  entitled  to  demand 

which  the  law  does  not  require  to  be  it,  will  subject  the  ofScer  to  an  action." 
recorded,  is  no  notice  of  anything  to        *  That  copies  of  the  records  in  the 

any  person,  see  Hamilton  v.  Kingsbury  Patent  Office  are  evidence,  see  Brooks 

(1879),  17  Blatch.  264 ;  17  0.  G.  147.  v.  Jenkins  (1844),  8  McLean,  432.    See 

That  where  some  papers  not  required  also  §§  1015-1017*  and  notes,  post, 
to  be  recorded  are  recorded  and  others        That  an  incorrect   transcript   from 

are  not,  a  person  who  acts  upon  those  the  Patent  Office  may  be  corrected  by  a 

recorded  in  ignorance  of  the  others  is  new  transcript,  see  Brooks  v.  Jenkins 

bound  by  the  latter  as  if  they  were  (1844),  8  McLean,  432. 
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ing  any  patented  article  for  or  under  them,  shall  give  suffi- 
cient notice  to  the  public  that  such  article  is  patented.^  This 
notice  may  be  given  by  marking  the  article  itself  with  the 
word  ^'patented,"  together  with  the  date  of  the  patent,  or 
wliere  this  is  impracticable  by  afi^ing  to  the  article,  or  to  the 
package  in  which  it  is  enclosed  for  the  market,  a  label  con- 
taining the  same  word  and  date.^  A  failure  to  comply  with 
this  requirement  prevents  the  owner  of  the  patent,  in  any  suit 
for  its  infringement,  from  recovering  other  than  nominal  dam- 
ages against  the  defendant,^  unless  he  can  affirmatively  prove 
that  in  some  manner  practically  equivalent  to  this  the  de- 
fendant has  received  notice  that  his  acts  were  an  infringe- 
ment of  the  patent,  and  after  such  notice  has  continued  in  his 
violation  of  the  plaintiffs  rights.^ 

§  628.  1  That  the  daty  of  marking  Pharmical  Anociation  r.  Tilden  <1888X 

patented    articles  as   <*  patented  "  de-  21  Blatch.  190  ;  28  O.  O.  272 ;  14  Fed. 

▼olves  apon  the  roanafactnrer,  see  WiU  Kep.  740. 

son  r.  Singer  Mfg.  Co.  (1879),  9  Bissell,  That  the  failure  to  stamp  preTenta 

178  ;  4  Bann.  &  A.  637  ;  16  0. 0.  1091.  recovery  of  damsges,  but  is  no  bar  to  an 

That  the  object  of  the  statute  re-  inj  auction  either  preliminary  or  per- 

quiring  patented  articles  to  be  stamped  petual,  see  Goodyear  v.  AUyn  (1868), 

is  to  secure  the  public  right  to  use  un-  8  Fisher,  874 ;  6  Blatch.  88. 

patented  articles,   and   prevent  impo-  That  Sec.  18,   act  March  2,  1861, 

sition  under  the  claim  that  the  articles  does  not  require  that  the  plain  tilTs  biU 

have   been    patented,    see   Nichols'  v.  in  equity  aver  that  his  articles  were 

Newell  (1858),  1  Fisher,  647.  stamped,  see  Goodyear  v.  Allyn  (1868), 

That  this  statute  is  to  be  strictly  8  Fisher,  874  ;  6  Blatch.  88. 

construed,  see  Wilson  v.  Singer  Mfg.  That  to  prevent  a  recovery  of  actusl 

Co.  (1879),  9  Bissell,  178 ;  4  Bann.  &  damsges   by    reason   of  Sec.    18,  act 

A.  637  ;  16  0.  G.  1091  ;  United  States  March  2,  1861,  it  must  appear  either 

V,  Morris  (1866),  2  Bond,  28 ;  8  Fisher,  from  the  bill  or  the  proofs  that  the  pat- 

72.  entee  has  made  or  sold  articles  under  the 

^  That  where  the  mark  cannot  be  patent,  see  Goodyear  v.  Allyn  (1868),  3 

put  on  the  article  itself  it  may  be  placed  Fisher,  874  ;  6  Blatch.  88. 

on   the  package,  see  Sessions  v.   Ro-  *  In  New  York  Pharmical  Association 

madka  (1884),  28  0.  G.  721  ;  21  Fed.  v.  Tilden  (1882),  14  Fed.  Rep.  740,  Wal- 

Rep.  124.  lace,  J.  :  (741)   **  Patentees  are  there- 

*  That  unless  the  evidence  shows  fore  required  to  give  'sufficient  notice 
that  the  statute  has  been  complied  with  to  the  public '  that  the  article  is  pat- 
only  nominal  damages  can  be  recovered  ented,  .  .  .  '  together  with  the  day  and 
for  infringements,  see  McComb  v.  Brodie  year  the  patent  was  granted,'  by  stamp- 
(1871),  1  Woods,  158  ;  5  Fisher,  884  ;  ing  or  kbelling  the  article.  It  is  a  fair 
2  0.  G.  117.  interffretation  to  hold  that  when  any 

That  this  statute  applies  to  suits  in  equivslent  notioe  has  been  given,  the 

equity  as  weU  as  at  law,  see  New  York  defendant  has  been  'duly  notified.'    As 
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§  629.    Stamping  Patented  Arttcles  by  Infringers  Prohibited* 

As  the  complement  of  the  foregoing  rule,  the  law  forbids 
any  person,  other  than  the  patentee  and  those  who  claim  or 
practise  the  invention  under  the  protection  of  the  patent,  to 
mark  on  any  article  made,  used,  or  sold  by  him  the  name  or 
imitation  of  the  name  of  its  true  patentee,  without  obtaining 
his  consent  or  that  of  his  assigns  or  legal  representatives. 
It  also  prohibits  every  one,  except  with  the  consent  of  the 
true  patentee  or  his  assigns  or  legal  representatives,  from 
marking  any  patented  article  with  the  words  ^^  patented,'' 
"patentee,"  or  "letters-patent,"  or  any  word  of  similar  im- 
port, with  intent  to  imitate  or  counterfeit  the  mark  of  the 
real  owner  of  the  patent.^    The  object  of  the  first  provision 

the  safficient  notice  prescribed  inclndes  his  goods  with  his  own  patent-mark  ; 

a  specification  of  the  time  when  the  but  this  does  not  give  him  the  right  to 

patent  was  granted,  it  is  reasonable  to  put  upon  the  goods  any  indicia  showing 

conclude   that   any  notice,   yerbal  or  that  they  are  made  under  another  man's 

written,  that  includes  this  information,  patent  or  a  patent  which  he  does  not 

will  suffice/*    28  0.  Q.  272  (272) ;  21  own  and  has  no  right  to  use.     Several 

Blatch.  190  (191).  reasons  occur  to  me  why  he  should  not 

That  notice  otherwise  given  is  eqniva-  be  allowed  to  do  this.      In  the  first 

lent  to  a  mark  on  the  articles  them*  place,  the  owner  of  a  patent  has  the 

selves,  in  its  effect  on  the  right  to  sub-  right  to  regulate  the  quality  of  goods 

stantial  damages,  see  MuComb  r.  Brodie  bearing  the  patent-mark.    The  value  oi 

(1871),  1  Woods,  158 ;  5  Fisher,  884  ;  a  patent  to  its  owner  may  largely  de- 

2  0.  G.  117.  pend  upon  the  quitlity  of  goods  manu- 

That  under  Sec  4900  no  recovery  factured  under  it.     By  manufacturing 

of  substantial  damages  can  be  had  while  and  selling  a  poor  article  purporting  to 

articles  were  unstamped  unless  notice  is  be  made  under  complainant's  patent  the 

given  or  knowledge  is  possessed  by  the  value  of  the  patent  itself  may  be  seri- 

infringer,  and  even  then  he  is  liable  to  ously  impaired  and    the  complainant 

pay  substantial  damages  only  for  in-  damaged.     In    the  second  place,   the 

friogements  committed  with  knowledge  public  would  be  imposed  upon  and  led 

or  after  notice,  see  Allen  «.    Deacon  to  believe  that  they  were  purchasing  a 

(1884),  21  Fed.  Rep.  122  ;  10  Sawyer,  genuine  article  made  by  the  patentee  or 

210.  under  his  patent.     This  reason  applies 

I  629.  ^  In  Washburn  &  Moen  Mfg.  the  more  forcibly  because  the  law  makes 

Co.  V.  Haish  (1879),  9  Bissell,   141,  it  the  duty  of  a  patentee,  or  those  man- 

Blodgett,  J.  :  (142)  '*I  am  very  clear  ufacturing   goods  under  a  patent,  to 

that  the  defendant  has  no  right,  upon  mark  his  goods  with  the  word   '  pat- 

tfae  admitted  facts  in  the  case,  to  mark  en  ted,'  with  the  date  of  the  patent ; 

his  goods  with  any  words  or  terms  in-  and  persons  purchasing  such  goods  with 

dicating    that  they  are  manufactured  the  belief  that  they  were  made  and 

under  complainant's  patent.     He  has  vended  by  the  patentee,  or  those  acting 

the  right,  and  it  is  his  duty,  to  mark  under  his  license,  might  be  liable  for  an 
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of  the  statute  is  to  protect  the  patentee  and  his  assignees  or 
licensees  against  the  fraudulent  and  tortious  imitation  of  his 
name  upon  an  article  apparently  made  under  the  monopoly 
created  by  his  patent.  The  object  of  the  second  is  to  protect 
them  against  the  intentional  proximate  representation  of  their 
patent-mark  by  an  infringer.  These  wrongful  acts  tend  to 
depreciate  the  value  of  the  patent  by  casting  doubts  upon  the 
scope  of  the  invention,  or  by  enabling  the  infringer  to  throw 
on  the  market  inferior  articles  under  the  patent-mark,  and 
thereby  destroy  the  confidence  of  the  public  in  the  utility  of 
the  invention.  The  law  cannot  permit  its  own  requirement 
of  the  patentee  to  be  thus  turned  into  a  weapon  against  him, 
and  hence  attaches  to  these  acts  a  penalty  distinct  from  that 
which  the  wrong-doer  would  incur  by  a  mere  infringement. 

§  630.    Stamping  Unpatented  Articles  Prohibited. 

A  third  provision  of  the  statute  forbids  the  marking  or 
affixing  to  any  unpatented  article  the  word  "  patent,"  or  any 
word  importing  that  the  same  is  patented,  for  the  purpose  of 
deceiving  the  public.  The  object  of  tliis  provision  is  to  pre- 
vent fraudulent  impositions  upon  the  community  at  large.^ 
The  fact  that  an  article  is  patented  is  an  indication  to  the 
public  of  its  merit,  and  tends  to  promote  its  sale  and  use ;  and 
the  unauthorized  mark  is  thus  a  false  pretence  by  which  the 
purchaser  is  liable  to  be  deceived.  The  marking  of  an  article 
is  also  a  notice  to  the  public  that  its  manufacture,  use,  and 
sale  are  under  the  protection  of  a  patent,  and  cannot  be  en- 
gaged in  without  the  license  of  the  patentee ;  and  if  this  no- 
tice be  untrue,  the  public  are  fraudulently  restricted  in  the 
enjoyment  of  their  natural  rights.  Fraud  being  thus  the  ^st 
of  the  offence  forbidden,  the  penalty  is  not  incurred  unless 
the  marking  is  performed  with  the  intention  to  deceive.'    To 

action  of  infringement  by  the  owner  of  ented  "  was  intended  to  prevent  frand, 

the  patent ;  and,  thirdly,  anch  an  act  Ib  see  Wilson  v.  Singer  Mfg.  Co.  (1879),  9 

a  direct  violation  of  the  property  inter-  Bissell,  173  ;  4  Bann.  &  A.  637  ;  16  0. 

est  which  the  law  vests  in  the  owner  of  G.  1091. 

a  patent"  4  Bann.  &  A.  571  (672) ;  18        >  In  Walker  v.  Hawxhnist  a367),  5 

O.  Q.  465  (465).  Blatch.  494,  Nelson,  J. :  (495)    "The 

§  630.  ^  That  the  law  forbidding  the  counsel  for  the  plaintiff  requested  the 

marking  of  unpatented  articles  as  "  pat-  Court  to  charge  that  if  the  jury  be* 
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mark  in  joke,  or  in  evident  derision,  or  in  the  belief  that  the 
article  comes  within  the  scope  of  a  patent,  does  not  constitute 
the  crime.  But  where  the  intent  to  deceive  exists,  it  is  imma- 
terial whether  the  article  is  patentable  or  not,  or  whether  a 
patent  has  been  applied  for  and  is  expected  to  issue,  or  how 
the  mark  is  made  and  attached  to  the  article,  or  whether  the 
article  is  ever  sold  or  offered  for  sale  in  the  market.*    Where 

lieyed  that  the  defendant  intended  the  the  article  is  covered  by  a  patent,  and 
public  to  anderstand,  bj  the  words  and  this  intent  exists  where  the  party  stamps 
ligares  he  caused  to  be  pat  on  the  arti-  an  article  without  knowing  or  caring 
de,  that  he  had  got  a  patent  for  it,  he  whether  or  not  it  is  patented,  and  with- 
was  liable  for  the  penalty.  The  Court  out  an  affirmatiye  belief  that  it  is  pat- 
refused  so  to  charge,  but  charged  that  ented,  see  Tompkins  v.  Butterfield 
if  the  defendant  used  the  marks,  know-  (1885),  25  Fed.  Rep.  556 ;  83  O.  0. 
ittg  he  had  no  right  to,  and  with  the  in-  758. 

tention  of  deceiving  the  public,  then  he  That  a  corporation  may  riolate  this 

was  liable  ;  but  if  he  used  them,  suppos-  act  through  its  officers,  see  Tompkins  v. 

ing  he  had  a  right  to,  and  with  no  in-  Butterfield  (1885),  25  Fed.  Bep.  556  ; 

tention  to  deceiye  the  public,  then  he  83  O.  O.  758. 

was  not  liable.     I  am  of  opinion  that  That  where  a  defendant  is  prored  to 

fhe  Court  did  not  err  in  refusing  to  haye  falsely  stamped  articles  with  in- 

eharge  as  requested  by  the  counsel.  The  tent  to  deceive  the  public,  he  is  guilty 

request  leaves  out  altogether  the  ele-  of  the  offence,  and  no  other  matter  is 

ment  of  fraud    and  deceit,  which  is  pertinent,  see  Kass  v.  Hawlowitz  (1885), 

clearly,  and  even  in  terms,  made  essen-  38  O.  G.  1185. 

tial  to  bring  a  party  within  the  penal-  '  In  Oliphant  v.  Salem  Flouring 
ties  of  the  statute.  According  to  the  Mills  Co.  (1878),  5  Saw^'er,  128,  Deady, 
interpretation  of  the  counsel,  the  sim-  J. :  (129)  '*The  first  two  clauses  of  this 
pie  act  of  marking  the  article,  indicating  section  are  evidently  intended  to  pro- 
that  it  was  patented  when  it  was  not,  tect  the  patentee  of  a  patented  article 
would  be  sufficient,  because  of  necessity  against  the  fraudulent  use  of  his  name 
the  party  must  mean  and  intend  that  or  device  upon  a  spurious  article,  and  it 
the  public  should  understand  what  he  is  equally  manifest  that  the  third  clause 
has  thus  explicitly  expressed.  But  this  is  intended  to  protect  the  public  against 
is  not  the  statute.  The  marking  must  the  fraudulent  use  of  the  word  '  patent' 
not  only  give  the  public  to  understand  What  art,  machine,  composition,  pro- 
the  fact  of  a  patent,  but  the  act  must  be  cess,  or  result  may  be  patented,  is  largely 
done  malo  animOf  with  an  intent  to  de-  a  question  of  fact,  which  in  most  cases 
odve ;  and  this  ingredient  of  the  offence,  lies  beyond  the  knowledge  or  observa- 
which  is  essential  to  make  it  complete,  tion  of  the  mass  of  mankind,  the  pub- 
must  be  left  to  and  be  found  by  the  lie.  To  say  whether  an  article  is  both 
jury.  The  Court,  therefore,  was  right  novel  and  useful,  has  '  a  sufficiency  of 
in  submitting  it  to  them."  invention '  to  entitle  it  to  be  patented. 

See  also  Nichols  «.  Newell  (1858),  1  is  often  a  difficult  question,  and  one 

Fisher,  647.  which  in  most  cases  requires  the  skill 

That  an  "intent  to  deceive"  is  an  and  research  of  experts  to  determine, 

intent  to  make  the  public  believe  that  It  may  be  useful  but  not  new,  or  the  re- 
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this  intent  is  wanting,  an  article  manufactured  under  an  ex- 

verae,  and  in  neither  case  is  it  patent-  like  animal.  And  in  such  an  extremo 
able.  But  the  word  'patent '  upon  an  ca&e  the  Conrt  might  be  able  to  say,  on 
article  is  prima  facie  an  assertion  that  demurrer  to  the  complaint,  that  there 
it  has  some  peculiar  value  ,or  merit  suf-  could  not  by  any  possibility  have  been 
ficient  to  induce  the  government,  upon  any  intention  to  deceive.  But  in  all 
a  thorough  examination  of  the  subject,  ordinary  cases,  or  cases  in  which  there 
to  give  the  inventor  the  exclusive  right  can  be  any  doubt  about  it,  the  question 
to  make  and  vend  the  same.  The  im-  of  fraudulent  intent  or  purpose  to  de- 
pression which  the  fact  ordinarily  makes  ceive  is  one  for  the  jury.  In  passing 
upon  the  mind  is  that  the  article  marked  upon  it,  the  probability  or  improbability 
'  patent  *  is  in  some  respects  more  useful  of  the  public  being  deceived  by  the  al- 
or  desirable  than  articles  of  the  same  1^^  false  marking  will  be  taken  into 
general  kind  or  use  which  are  not  so  consideration  by  them.'*  8  Baun.  &  A« 
marked.     If,  then,  a  person  marks  an  256  (257). 

unpatented  article  wil^  the  word  '  pat-         In  Nichols  v.  Newell  (1858),  1  Fisher, 

ent,'  the  public  are  thereby  liable  to  be  647,  Sprague,  J.  :  (659)  "If  there  was 

deceived  as  to  the  character  and  value  a  purpose,  at  the  time  these  words  were 

of  the  article.     The  act  is  a  species  of  affixed,  to  deceive  the  public,  although 

counterfeiting.     This  being  so,  the  pre-  the  party  may  have  expected  a  patent 

sumption  is,  until  the  contrary  appears,  shortly,  or  within  any  time  (if  in  the 

that  the  mark  was  placed  on  the  article  mean  time  they  intended  to  put  forth 

with   the  intention  to  deceive.     The  the  articles  and   thereby  deceive  the 

falsehood  is  a  badge  of  fraud.    To  my  public),  then  the  offence  would  be  com- 

mind  it  is  clear,  both  upon  the  reason  of  mitted.     If  they  intended  to  deceive 

the  thing  and  the  plain  words  of  the  the  public  for  a  short  time,  and  believed 

statute,  that  the  penalty  is  incurred  by  that  they  should  then  have  their  patent, 

marking  an  unpatented  article  with  the  still  the  offence  is  committed,  because 

word  '  patent,'  whether  the  same  is  pat-  the  statute  forbids  deceiving  the  puUic 

entable  or  not.    The  statute  is  made  for  at  any  time." 

the  protection  of  the  public,  and  is  in-         That  to  mark  ''patented"  on  arti* 
tended  to  prevent  unscrupulous  persons  des  evidently  not  patentable  and  which 
from  imposing  upon  the  community  by  cannot  deceive  the  public  is  not  an  of- 
the  unauthorized  and  false  use  of  the  fence,  see  U.  S.  v.   Morris  (1866),  % 
word  'patent'    But  it  must  also  ap-  Bond,  23  ;  8  Fisher,  72. 
pear  that    the    article  was  so  falsely        That  the  marking  is  an  offence,  though 
marked  with  intent  to  deceive  the  pub-  no  sales  result,  see  Nichols  v.  Newell 
lie.     Cases  may  arise  in  which  it  is  ap-  (1853),  1  Fisher,  647. 
parent  that  the  marking  was  done  on         That  the  offence    is  committed  by 
unpatented  articles  in  jest  or  ridicule,  marking  falsely,  not  by  carrying  the 
or  as  a  mere  fancy  or  caprice  under  such  marked  articles    into  another  district 
circumstances  that  it  is  not  possible  with  intent  to  sell,  see  Pentlaige  «. 
that  any  one  could  be  misled  or  de-  Kirby  (1884),  19  Fed.  Bep.  501. 
ceived  by  it.    A  person  might  mark  hu         That  the  offence  is  committed  how- 
dog  or  horse  with  the  word  'patent,'  ever  the    mark   may  be  put  on,   see 
but  hardly  with  the  intention  to  make  NichoU  v,  Newell  (1858),    1   Fisher, 
the  public  believe  that  either  was  of  647. 
any  more  use  or  value  than  any  other 
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pected  patent,  or  one  formerly  protected  by  a  patent  which 
has  now  expired,  may  lawfully  bear  this  inscription.^ 

§  631.    Procedure  and  Penalty  for  Falsely  Stamping  Infringing  or 
Unpatented  Articles. 

The  statute  embracing  these  provisions  is  penal  in  its  na- 
ture, and  must  be  strictly  construed.^  The  punishment  for  its 
violation  is  a  fine  of  one  hundred  dollars  and  costs,^  to  be 
recovered  by  any  person  in  a  qui  tarn  action  brought  to  the 
District  Court  of  the  United  States  within  whose  jurisdiction 
the  offence  may  have  been  committed.'    The  person  falsely 

*  That  articles  may  be  marked  "pat-  v.  Hawlowetz  (1886),  83  0.  G.  1185; 
ented"  when  a  patent  U  expected,  if  Winne  v.  Snow  (1884),  19  Fed.  Bep. 
there    is    no   intent    to   deceire,    see    507. 

Nichols  V,  Newell   (1858),   1  Fisher,  That  the  snit  mnst  be  brought  in 

647.  the  name  of  the  informer,  not  of  the 

That  articles  are  patented  and  may  United   States,   see    United    States  v, 

be  so  marked,  although  the  patent  has  Morris  (1866),  3  Fisher,  72  ;  2  Bond, 

expired,  if  the  date  of  the  patent  is  in-  28. 

eluded  in  the  mark,  see  Wilson  v.  Singer  That  a  suit  for  false  stamping  under 

H^.  Co.  (1882),  11  Bissell,  298;  12  Sec.  4901  can  be  maintained  only  in  the 

Fed.  Bep.  57  ;  Wilson  v.  Singer  Mfg.  district  where  the  stamping  was  done, 

Co.  (1879),  9  Bissell,  178  ;  4  Bann.  &  A.  and  not  where  the  stamped  goods  were 

037  ;  16  0.  6.  1091.  sold,  see  Pentlarge  v.  Kirby  (1884),  19 

That  a  patentee  has  no  right  to  mark  Fed.  Rep.  501  ;  Winne  v.  Snow  (1884), 

his  articles  "patented,"  after  the  pat-  19  Fed.  Bep.  507. 

ent  expires,  under  Sec.  4900,  Rev.  Stat.,  That  a  corporation  is  liable  for  the 

the  act  of  marking  showing  an  intent  act  of  its  superintendent  in  wrongfully 

to  deoeive,  see  N.  Y.  Consolidated  Card  stamping  if  he  knew  or  should  have 

Co.  V.  Union  Playing  Card  Co.  (1886),  known  that  the  article  was  not  patented, 

89  Hun,  611.  but  not  if  he  was  ignorant  and  acted 

§  681.  ^  That   the   statute   against  in  good  faith,  see  Tompkins  v.  Butter- 

ftdsemarkingmivt  be  strictly  construed,  field  (1885),  25  Fed.  Rep.  556;  88  0. 

aee  Pentlarge  v.  Kirby  (1884),  19  Fed.  G.  758. 

Bep.    501 ,    United   States   v,   Morris  That   acts   of  employees   in    false 

(1866),  2  Bond,  28  ;  8  Fisher,  72.  stamping  are  acts  of  the  principal,  see 

^  That  the  penalty  mnst  be  exactly  Kass  v.  Hawlowets  (1885),  88  O.  O. 

one  hundred  dollars,  see  Stimpson  v,  1185. 

Pond  (1855),  2  Curtis,  502.  That  in  a  suit  for  fiOse  stamping  in 

That  the  full  penalty  may  be  imposed  New  York  the  plaintiff  need  not  allege 

for  each   article  falsely  stamped   and  the  tort  as  committed  on  a  certain  day, 

•old,  see  Tompkins  r.Butterfield  (1885),  but   "on  or  about  the  month  of"  is 

25  Fed.  Bep.  556 ;  88  O.  G.  758.  sufficient,  see  Fish  v.  Manning  (1887), 

*  That  any  person  may  maintain  a  81  Fed.  Rep.  840.  * 

qui  torn  action  on  this  statute,  see  Kass        That  in  a  suit  for  falsely  stamping 


^    I 
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marking  articles  as  protected  by  a  given  patent  may  be  thereby 
estopped  to  deny  its  validity.* 

§  632.    Failure   of  Alien   ZnTentor   to   put   hie   Invention   into 
Market  in  the  United  States. 

Under  the  act  of  1886  it  was  the  duty  of  an  alien  inventor 
and  patentee  to  put  his  patented  invention  into  the  market  in 
this  country  within  eighteen  months  after  the  issue  of  the 
patent.  To  put  his  invention  into  the  market  consisted  in 
offering  it  for  sale  at  a  reasonable  price ;  and  his  failure  to  do 

an  article  with  the  name  or  patent-  termine  the  scope  and  effect  of  the  pat* 

mark  of  the  true  patentee  in  New  York  ent»  see  Hawlowetz  v.  Eaes  (1885),  23 

the  declaration  mnst  point  out  the  sec-  Blatch.  895  ;  33  0.  G.  1499  ;  25  Fed. 

tion  of  the  statute  sued  on,  and  mnst  Rep.  765. 

allege  that  the  defendant  had  no  patent,         That  the  chaige  of  false  stamping 

that  his  device  contained  the  patented  mnst    be     proyed   beyond   reasonable 

improvement,  and  that  it  was  stamped  doubt,    see   Tompkins   «.    Butterfield 

without  consent  of  the  patentee  or  his  (1885),  25  Fed.  Bep.  556 ;  38  O.  G. 

assigns  or  representatiyes,  see  Fish  v.  758. 

Manning  (1887),  31  Fed.  Rep.  840.  That  in  a  suit  for  false  stamping  the 

That  in  a  suit  for  false  stamping  by  pUintilf  is  not  bound  to  proye  his  case 

a  foreign  corporation  in  New  York,  ser-  as  fully  as  under  an  indictment,  see 

vice  upon  the  person  who  has  general  Hawlowetz  v.  Kass  (1885),  23  Blatch. 

control  of  the  business  in  which  the  895 ;   88  0.  G.   1499 ;  25  Fed.  Rep. 

stamping  is  done,  is  on  the"  managing  765. 

agent "  and  is  sufficient,  see  Hat-Sweat  That  in  a  suit  for  stamping  with  in- 
Mfg.  Co.  V.  Dayis  Sevring  Mach.  Co.  tent  to  deceive  the  plaintiff  need  not 
(1887),  31  Fed.  Rep.  294.  prove  that  the  stamped  articles  are  pat- 
That  in  a  suit  for  false  stamping  the  entable,  it  being  for  the  defence  to  show 
question  of  the  identity  of  the  stamped  that  they  are  not  patentable  and  that  the 
device  with  the  patented  invention  is  a  public  could  not  be  deceived,  see  Winne 
question  of  law,  where  the  want  of  v.  Snow  (1884),  19  Fed.  Rep.  507. 
identity  is  evident  from  the  patent  it-  That  in  a  suit  for  infringement  the 
self,  see  Tompkins  v.  Butterfield  (1885),  defendant  cannot  show  that  he  has  not 
83  0.  G.  758  ;  25  Fed.  Rep.  556  ;  Haw-  stamped  the  infringing  device  as  pat- 
lowetz  V,  Kass  (1885),  83  O.  G.  1499  ;  ented,  especially  if  he  does  not  set  it  up 
28  Blatch.  395  ;  25  Fed.  Rep.  765.  in  his  answer,  see  Herring  v.  Gage  (1878), 

That  whether  a  stamped  article,  which  15  Blatch.  124. 
is  not  covered  by  any  patent  before  the        ^  That  a   person   marking   articles 

court,  is  patented  or  not  is  a  question  "  patented,"  nnder  a  patent  to  which 

for  the  jury,   see  Kass  «.  Hawlowetz  he  has  no  right,  cannot  dispute  the 

(1885),  33  0.  G.  1135.  validity  of  such  patent,  on  a  motion  to 

That  in  a  suit  for  a  penalty  for  false  enjoin  him  from  falsely  stamping,  see 

stamping,    under    Sec    4901,    if   the  Washburn  &  Moen  Mfg.  Co.  v.  Haish 

defendant  has  a  patent  which  he  claims  (1879),  9  Bissell,  141 ;  4  Bann.  &  A. 

covers  the  articles,  the  court  should  de-  571 ;  18  O.  G.  465. 
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this  within  the  time  prescribed  forfeited  his  right  to  recover 
for  an  infringement  of  the  patent.^  This  requirement  did  not 
extend  to  the  native  assignees  of  an  alien  patentee,  and  was 
removed  even  from  the  latter  by  the  act  of  1870.^  At  present 
no  obligation  rests  upon  any  patentee  to  develop  his  invention 
or  to  bring  it  into  practical  use.' 

S  632.  1  That  "  to  put  into  market,*'  '  That  this  provision  did  not  apply  to 

nnder  this  statate,  is  to  be  willing  to  native  assignees  of  alien  inventors,  see 

sell  at  reasonable  prices,  see  Tatham  v,  Tatham  0.  Lowber  (1847),  2  Blatch.  49. 

Lowber  (1847),  2  Blatch.  49.  *  See  {  81  and  note,  anU. 

▼OL.  II.  — 18 


^      I 
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CHAPTER  n. 

OF  THE  AMENDMENT  OF  LETTERS-PATENT. 

§  633.  Patentee  Bound  by  the  Ziangnage  of  his  Patent  as  Con- 
strued by  the  Courts,  whether  or  not  his  Aotnal 
Invention  is  thereby  Adequately  Protected. 

An  inventor  who  has  complied  with  all  the  provisions  of 
the  law  on  his  part  is  entitled  to  the  complete  protection  of 
his  invention.  The  protection  actually  afforded  by  his  patent, 
however,  is  limited  and  defined  by  the  language  it  employs 
for  describing  and  claiming  the  invention,  as  such  language 
is  interpreted  by  the  courts.  From  many  causes  it  may  hap- 
pen that  the  patent,  thus  Construed,  fails  to  cover  the  in- 
vention really  made  and  intended  to  be  patented;  and  the 
inventor,  being  concluded  by  his  patent,  is  in  this  manner, 
therefore,  liable  to  be  defeated  in  the  endeavor  to  secure  his 
rights.  In  the  early  history  of  Patent  Law  no  method  existed 
by  which  this  evil  could  be  remedied.  Whatever  might  be 
the  character  or  merit  of  the  invention,  the  patentee  must 
take  his  letters-patent  as  they  were  granted  to  him ;  and  if 
they  were  inaccurate  or  incomplete  the  consequences  of  these 
defects  were  inevitable  and  must  be  endured.  He  was  re- 
garded as  responsible  for  all  discrepancies  between  the  lan- 
guage of  the  patent  and  the  invention  it  pretended  to  describe. 
If  it  attempted,  in  the  opinion  of  the  courts,  to  cover  more 
than  the  true  invention,  it  was  considered  as  a  fraud  upon  the 
public,  inasmuch  as  it  deprived  them  of  the  right  to  use  what 
was  dlready  known.  If  it  departed  from  the  essential  chaiv 
acteristics  of  the  invention,  it  was  condemned  as  a  fraudulent 
concealment  from  the  public  of  such  information  as  the  pat- 
entee was  bound  to  disclose.  Thus,  whether  it  described  and 
claimed  too  much,  or  described  and  claimed  too  little,  or 
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incorrectly  stated  what  it  did  describe  and  claim,  it  was  alike 
void  and  the  patentee  was  left  without  redress.^ 

§  634.   Power  to  Amend  the  Defective  Language  of  a  Patent 
Necessary  to  the  Protection  of  the  Patentee. 

With  the  amelioration  of  public  sentiment  toward  inventors 
these  burdens  have  been  substantially  removed.  The  custom 
of  correcting  defective  patents  by  their  surrender  and  the 
issue  of  amended  patents  was  early  established  in  this  coun- 
try, and  received  the  sanction  and  approbation  of  the  courts.^ 
This  practice  has  been  formally  adopted  by  the  acts  of  Con- 
gress and  made  a  permanent  feature  of  our  Patent  Law.^ 
Other  statutes  have  provided  simpler  methods  by  which  a 
mere  redundancy  of  description  or  an  excess  of  claim  may 
be  eliminated  from  the  patent,  while  errors  and  mistakes 
which  do  not  qualify  the  rights  conferred  by  the  patent  are 
either  wholly  disregarded  by  the  courts  or  may  be  amended 
by  the  Patent  Office  at  the  request  of  the  inventor. 

§  635.    The  Power  to  Amend  the  Defective  Ziangnage  of  a  Patent 
does  not  Include  the  Power  to  Change  the  Natore  of 
the  Patented  Invention  or  the  Person  of  the  Patentee. 
The  concession  to  the  inventor  of  this  power  to  amend  his 
patent  has  not,  however,  in  any  degree  obliterated  the  distino- 
tion  between  a  new  patent  and  an  amended  patent.    By  no 
process  of  emendation  can  the  grant  of  an  exclusive  privilege 
to  one  person  for  one  invention  be  transformed  into  the  grant 
of  an  exclusive  privilege  to  a  different  person  or  for  a  differ- 
ent invention.    A  patent  is  the  bestowal  of  the  right  to  a  spe- 
cific art  or  instrument  upon  a  specific  patentee,  and  through 
all  the  variations  which  its  language  may  assume  its  identity 
as  a  patent  must  remain  unchanged.^     The  scope  of  the 

I  638w  1  See  {{  14,  15,  and  notes,  proper  recognition  of  the  principle  here 

mmie,  stated.     A  patent  is  the  grant  of  a  mo- 

i  634.    ^  See    Grant   v*    Raymond  nopoly  in  an  invention.    This  monop* 

(1S32),  6  Pet  218 ;  1  Bobb,  604.  oly  cannot  he  conferred  except  in  an 

'  Act  of  1832,  S  3.  invention    completely  existing  at  the 

f  635.  1  Nearly  all  the  difficulties  time  of  the  grant,  and  upon  an  applica- 

which  have  attended  the  subject  of  Re-  tion  for  a  patent  for  that  invention  by 

iasne  might  have  been  avoided  by  a  the  inventor  or  his  representatives ;  and 
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amending  power  is  limited  to  sucli  alterations  of  description 
and  assertion  as  do  not  affect  the  essential  character  of  the 
invention  or  the  person  of  the  patentee.  For  a  mistake  in 
these  the  only  remedy  is  by  the  issue  of  a  new  original  patent 
upon  an  independent  application. 

§  636.   Defects  and  Modes  of  Amendment,  each  of  Three  Classes. 

Defects  which  fall  within  the  scope  of  the  amending  power 
may  be  divided  into  three  classes,  as  indicated  by  the  methods 
now  provided  for  their  removal:  (1)  Clerical  errors;  (2) 
Errors  consisting  in  an  excess  of  claim ;  and  (3)  Errors  of 
any  kind,  whether  by  excess  or  deficiency  or  misstatement,  in 
any  matter  relating  to  the  substance  of  the  grant.    The  third 

when  conferred  it  ia  limited  in  scope  to  original  patent.    The  second  role  for- 
the  invention  for  which  the  patent  has  bids  the  insertion  of  any  matter  which 
been  sought.    Here  are  three  inexorable  the  patentee  did  not  endeavor  to  inoor- 
rules  which  cannot  be  affected  by  the  porate  into  the   claims  of  his  patent 
concession  of  the  amending  power :   (1)  as  originally  granted,  whether  his  pur- 
That  the  invention  most  have  eidsted  at  pose  was  to    abandon   the  unclaimed 
the  issue  of  the  original  patent,  clearly  matter  to  the  public,  or  to  reserve  it  for 
j9erceived  as  well  as  conceived  by  the  in-  a  future  application.     The  third  rule 
ventor,  and  fully  reduced  to  practice ;  at  once  compels  him  and  entitles  him 
(2)  That  in  his  application  for  the  origi-  to  change  the  terms  in  which  his  origi- 
nal patent  the  inventor  must  have  at-  nal  patent  describes  and  claims  the  in- 
tempted  to  describe  and  claim  every  vention  it  attempted  to  protect^  when- 
attribute  of  the  invention   which  he  ever  he  discoveis  that  its  present  Ian- 
desired  to  bring  within  the  monopoly  guage  is  inadequate.     These  rules  are 
created  by  that  patent ;    (3)  That  the  recognized  in  many  caaes,  especially  in 
monopoly  created  by  that  patent  must  Parker  &  Whipple  Co.  v.  Yale  Clock 
thenceforth  be  r^^arded  as  commensu-  Co.  (1887),  123  U.  S.  87  ;  41  O.  6.  811 ; 
rate  with  the  invention  which  the  in-  Powder  Co.  v.  Powder  Works  (1878),  9S 
ventor  then  endeavored  to  protect,  and  U.  S.  126 ;  15  O.  G.  289;  etc.,  where  it 
if  the  language  of  the  patent,  either  is  held  that  a  re-issue  ia  valid  whenever  it 
through  deficiency  or  excess  of  state-  is  confined  to  the  invention  which  the 
ment,  fails  to  correspond  with  the  mo-  inventor  intended  to  describe  and  claim 
nopoly  as  thus  created,  amendments  for  in  the  original  patent,  unless  meanwhile 
the  purpose  of  curing  this  defect  must  he   has   abandoned  it   to  the  public, 
be  permitted  until  the  language  of  the  The  application  of  these  rules  in  the 
patent  and  the  scope  of  the  monopoly  Patent  Office  and  in  the  courts  in  a  few 
exactly    oorrespond.      The    first    rule  of  the  earlier  cases  would  have  simplified 
precludes   the    introduction    into   the  the  whole  matter,  and  probably  have 
amended  patent  of  any  patentable  mat-  saved  numerous  and  expensive  oonteets 
ter  which  was  not  clearly  in  the  mind  in  which  the  subject  of  amending  pet- 
of  the  invent.or  or  had  not  been  re-  ents  seems  only  to  become  more  difficnlt 
duced  to  practice  at  the  date  of  the  and  obBcnre, 
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class  includes  the  second,  so  far  as  the  nature  of  the  defectflf 
are  concerned ;  but  the  second  has  a  peculiar  remedy  in  addi- 
tion to  that  by  which  the  other  errors  of  the  third  class  are 
corrected.  Defects  of  the  first  class  are  amended  by  the 
action  of  the  Patent  Office  at  the  suggestion  of  the  patentee. 
Defects  of  the  second  class  may  be  cured  by  Disclaimer. 
Defects  of  the  third  class  are  removed  by  a  Re-issue.  Each 
of  these  remedies,  with  the  method  of  applying  them,  will 
now  be  examined. 


SECTION  I. 

OP  THE  AMENDMENT  OP  LETTEBS-PATENT :   CLERICAL  ERB0B8. 
§  637.    Clerical  Errors  Defined :  How  Corrected. 

Under  the  head  of  clerical  errors  may  be  embraced  all  the 
mistakes  in  the  patent  which  do  not  affect  the  substance  of 
the  grant,  and  which  occur  through  the  fault  of  the  employees 
of  the  Patent  Office.^  Upon  his  discovery  of  any  such  mis- 
take after  the  delivery  of  the  patent,  the  patentee  or  his  as- 
signee may  make  an  application  to  the  Commissioner  for  its 
correction,  and  if  the  error  is  clearly  disclosed  by  the  files  or 
records  of  the  Office,  a  certificate  showing  the  fact  and  nature 
of  the  mistake  will  be  signed  by  the  Secretary  of  the  Interior, 
countersigned  by  the  Commissioner,  sealed  with  the  seal  of 
the  Patent  Office,  endorsed  upon  the  patent,  and  duly  recorded 
in  the  records  of  original  patents  as  a  part  of  that  on  which  it 
is  endorsed.^    A  printed  copy  of  this  certificate  will  also  be 

S  637.  ^  That  an  error  in  the  nnm-  18  0.  G.  1275 ;  4  Fed.  Rep.  3S4 ;  18 

ber  of  a  patent  is  a  clerical  error,  see  Blatch.  853. 
Beed  v.  Street  (1884),  34  O.  G.  839.  That  a  mistake  of  the  Patent  Office 

That  a  mistake  in  the  Christian  name  in  engrossing  the  specification  is  a 
of  a  patentee  does  not  invalidate  the  clerical  error,  see  In  re  Johnson's  Pat- 
patent,  if  he  is  otherwise  so  described  ent  (1877),  L.  R.  5  Gh.  D.  503. 
as  to  be  identified,  see  Northwestern  Fire  '  That  clerical  errors  may  be  oor- 
Eztinguisher  Co.  v.  Philadelphia  Fire  rected,  withont  surrender  and  re-issne, 
Extinguisher  Co.  (1874),  6  O.  G.  84 ;  by  the  action  of  the  Patent  Office,  see 
1  Bann.  &  A.  177  ;  10  Phila.  227.  Keed  v.  Street  (1884),  34  0.  G.  839. 

That  an  error  in  one  letter  of  the  snr-         That  a  clerical  error  in   a   patent 

name  of  a  patentee  may  be  of  no  conse-  could  be  corrected,  under  the  act  of 

quenoe,  see  Bignall  v.  Harrey  (1880),  1836,  only  by  the  Secretary  of  State, 
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attached  to  each  printed  copy  of  the  specifications  and  draw- 
ings issued  from  the  Office. 

§  638.   Errors  of  Substance  not  Correoted  as  Clerioal  Brrors. 

Errors  affecting  the  substance  of  the  grant  cannot  be  cor- 
rected in  this  summary  manner,  although  occurring  through 
the  fault  of  the  employees  of  the  Patent  Office.  Mistakes 
whose  Ordinary  remedy  is  a  re-issue  can  be  removed  only  by 
that  proceeding,  from  whateyer  cause  they  may  arise;  but 
when  a  re-issue  becomes  necessary  through  official  negligence 
no  fees  are  charged  for  its  allowance,  unless  it  operates  as  an 
amendment  of  other  defects  than  those  for  which  the  Patent 
Office  is  responsible. 

§  639.    Correction  of  Clerioal  Brrors  not  to  affeot  Zntervenlng 
Rights. 

The  correction  of  a  clerical  error  relates  back  to  the  date 
of  the  patent,  and  the  amended  instrument  is  thenceforth 
regarded  as  the  original  form  of  the  grant.  But  such  an 
amendment  cannot  affect  intei^vening  rights.  While  the  pat- 
ent remains  uncorrected  the  public  may  safely  act  upon  it  as 
it  stands,  and  the  delay  of  the  patentee  in  procuring  its  cor- 
rection is  regarded  as  an  acquiescence  in  whatever  rights  or 
privileges  others  meanwhile  may  have  lawfully  acquired.^ 


SECTION  n. 

OF  THE  AMENDMENT  OF  LETFEBS-PATENT :  DISCLAIMEB. 

§  640.    Disolaimer :  Its  Twofold  Purpose :  To  Amend  Def ectitTe 
Patent:  To  Save  an  Otherwise  Lost  Suit. 

Errors  consisting  in  an  excess  of  claim,  whereby  the  pro- 
tection of  the  patent  is  extended  to  matters  not  embraced 

though  his  signature  was  not  necessary.         That  if  the  correction  be  material 

see  Woodworth  v.  Hall  (1846),  1  W.  &  it  can  operate  only  on  snbaeqnent  cases, 

M.  889 ;  2  Robb,  517.  see  Woodworth  v.  Hall  (1846),  IW.k 

i  689.  1  That   the  rcorrection   of  a  M.  248  ;  2  Robb,  495. 
clerical  error  relates  back  to  the  date        That  the  right  to  the  correction  of 

of  the  error  unless  intervening  rights  clerical  errors  may  be  lost  by  delay,  see 

would  be  thereby  affected,  see  Wood-  In  re  Blamoud's  Patent  (1860),  8  L.  T. 

worth  V.  HaU  (1846),  1  W.  &  M.  889  ;  Bep.  N.  s.  800. 
2  Bobb^  617. 
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irithin  the  actual  invention,  may  be  amended  by  disclaimer. 
Disclaimer  forms  the  subject  of  two  distinct  provisions  of  the 
statutes,  embraced  in  different  sections  and  having  no  direct 
connection  with  each  other.  Section  4917  relates  to  dis- 
claimer as  a  method  of  amending  a  defective  patent.  Section 
4922  relates  to  it  as«a  method  by  which  the  plaintiff,  in  a 
suit  for  infringement,  may  avoid  the  defence  that  his  original 
patent  claimed  more  than  his  invention,  and  in  spite  of  this 
defect  may  recover  proper  damages  for  the  injury  he  has 
sustained.  Although  these  two  provisions  were  incorporated 
into  our  Patent  Law  by  the  same  act  of  Congress,  this  dis- 
tinction between  their  purposes  and  scope  is  of  great  impor- 
tance, and  the  failure  to  observe  it  has  led,  in  some  cases, 
to  serious  misunderstanding.^ 

§  641.    Origin  and  Nature  of  Disclaimer  as  a  Method  of  Amend- 
ing a  Defective  Patent. 

A  disclaimer,  considered  as  a  method  of  amending  a  defec- 
tive patent,  is  a  development  of  that  amending  power  which 
formerly  could  be  exercised  only  by  a  re-issue.  As  will  here- 
after appear,  the  re-issue  of  a  patent  necessitated  the  surren- 
der of  the  original  patent  and  the  destruction  of  all  rights 
arising  therefrom.  It  was  also  a  proceeding  attended  with 
expense  and  delay,  and  required  the  co-operation  of  all  the 
owners  of  the  patent  in  the  surrender  of  the  old  patent  and 
the  application  for  the  new.  And  yet  in  the  absence  of  this 
proceeding,  under  the  acts  of  1832  and  1836,  the  rights  of  the 
patentee  could  not  be  vindicated  against  an  infringer  if  his 
patent  claimed  more  than  his  actual  invention,  although  the 
actual  invention  were  sufficiently  described,  and  the  portions 
properly  claimed  could  be  clearly  distinguished  from  the 
excess.  It  was  soon  perceived,  however,  that  for  the  pur-, 
poses  of  this  species  of  amendment,  no  such  formidable  and 
cautious  procedure  was  demanded.    The  restriction  of  an  ex- 

i  640.    ^  That    diBclaimera   under        That  a  dischdmer  does  not  admit 

Sees.  4917  and  4922  rest  on  the  same  that  the  patent  is  yoid,  see  Stocker  v. 

gronnds  though  used  for  different  pur-  Waller  (1845),  9  Jar.  186  ;  1  C.  B. 

poees,  see  Hailes  v.  Alhany  Stpve  Co.  147. 
(1887),  123  U.  S.  582  ;  42  0.  O.  95. 
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cessive  Claim  is  the  simple  abandonment  of  .  an  apparent 
right.  It  prejudices  no  one  except  him  who  relinquishes 
what  he  has  hitherto  asserted,  and  may  be  made  bj  any 
owner  of  a  separate  interest  in  a  patent  without  affecting  the 
privileges  of  his  co-owners  or  the  public.  Hence  in  the  act  of 
1887  it  was  provided  that  this  particular  amendment  might 
be  made  bj  any  owner  of  the  whole  patent,  or  of  a  sectional 
interest  therein,  by  filing  in  the  Patent  Office  a  written  dis- 
claimer of  the  excess,  and  that,  as  modified  by  this  dis- 
claimer, the  original  patent  should  thereafter  be  construed 
in  all  cases  where  the  rights  of  the  disclaimant  were  in- 
volved. A  disclaimer  is  thus  an  inexpensive  and  expedi- 
tious method  of  removing  from  a  patent  a  defect  which  could 
at  first  be  cured  only  by  a  re-issue,  and  which  may  still  be 
remedied  at  the  option  of  the  owners  of  the  entire  patent 
by  that  more  elaborate  proceeding.^ 

§  642.    DiBolaimer  a  Method  of  Amending  only  an  BzoeMdva 
daim. 

The  defect  which  a  disclaimer  is  intended  to  remove  is  one 
that,  in  its  nature,  is  fatal  to  the  patent.^    An  inventor  has 

{641.  1  That  a  disclaimer  is  allowed  two  methods,  the  disclaimer  may  re- 
in reference  to  patents  that  were  issued  linquish    one,   see   Tnck   v.   Bramhill 
before  the  act  was  passed,  see  Hotch-  (1868),  6  Blatch.  95  ;  8  Fisher,  400. 
kiss  17.  OUver  (1848),  5  Denio  (N.  Y.),  That  a  patent  covering  distinct  im- 
814.  provements  may  be  amended  by  dis- 

S  642.  ^  That  a  disclaimer  is  neces-  claiming  all  but  one,  see  Sessions  v. 

sary  when  too  much  has  been  claimed,  -  Romadka  (1884),  28  O.  G.  721 ;  21  Fed. 

see  Seymour  v.  McOormick  (1856),  19  Rep.  124. 

How.  96.  That  expanded  and  unlawful  Claims 

That  superfluous  Claims  may  be  dis-  inserted  by  re-issue  may  be  abandoned 

claimed,  but  cannot  be  rejected  by  the  by  disclaimer,  seeSchillingerv.  Cranford 

courts,  see  Parker  v.  Sears  (1850),  1  (1885),  4  Mackay,  450  ;  87  O.  G.  1S49  ; 

Fisher,  98.  Atlantic  Giant  Powder  Co.  v.  Hulings 

That  a  void  Claim  may  be  disclaimed,  (1884),  21  Fed.  Rep.  519;  Schillinger 

see  Tyler  v,  Galloway  (1882),  12  Fed.  v.  Gnnther  (1879),  17  Blatch.  66 ;  16 

Rep.  567  ;  20  Blatch.  445:  22  O.  G.2072.  0.  G.  905. 

That  a  Claim,  if  too  broad,  may  be  That  the  original  patent  cannot  be 

narrowed  by  disclaimer,  see  Terry  Clock  revived    merely    by   disclaiming     all 

Co.  V.  New  Haven  Clock  Co.  (1879),  17  changes  made  by  the  re-issue,  bat  a 

0.  G.  909  ;  Rice  v,  Gamhart  (1874),  84  new  re-issue  must  be  had,  see  McMor- 

Wis.  453.  ray  v.  Mallory  (1884),  111  U.  S.  97  ; 

That  where  the  original  patent  claims  27  0.  G.  915. 
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no  more  right  under  the  modern  law  than  he  had  under  the 
ancient  law  to  claim  what  he  has  not  invented,  and  thus  de- 
prive the  public  of  their  vested  privileges.  Knowingly  to 
insert  such  Claims  in  his  original  patent  is  a  fraud  which 
invalidates  his  grant,  and  knowingly  to  persevere  in  them, 
after  he  has  discovered  that  they  are  without  foundation,  is 
a' fraud  which  forfeits  all  his  rights  to  the  protection  of  any 
part  of  the  invention  covered  by  the  patent.  In  cases  of 
excessive  Claim  an  amendment  by  disclaimer  or  re-issue  is 
thus  necessary  to  save  any  portion  of  the  privilege  conferred 
by  the  patent ;  and  at  whatever  period,  during  the  life  of  the 
patent,  the  patentee  becomes  aware  of  this  defect  he  must 
remove  it  or  the  value  of  his  patent  is  destroyed. 

§  643.    Claim  when  BzcesslTe :  How  Bzoess  Aaoertained. 

A  Claim  is  excessive  when  it  claims  any  material  and  sub- 
stantial act  or  thing  beyond  the  scope  of  the  real  invention  of 
the  patentee,  or  beyond  the  scope  of  what  he  has  described  in 
his  specification,  drawings,  or  model,  as  his  invention.^  Imma^ 
terial  and  unessential  features  of  the  art  or  instrument  pro- 
tected by  the  patent  are  never  regarded  as  covered  by  the 
Claim,  nor  does  their  mention  in  the  Claim  in  any  degree 
affect  the  character  of  the  patented  invention.  Excess  in 
these  particulars  is,  therefore,  not  a  fault  which  calls  for 
any  amendment,  unless  its  presence  in  the  Claims  renders 
them  obscure  and  thus  requires  their  correction  by  re-issue.^ 
Whether  the  Claim  is  broader  than  the  Description  may  be 
discovered  by  comparing  them  with  each  other  as  they  appear 
on  the  face  of  the  patent.  Whether  it  exceeds  the  real  inven- 
tion is  determined  by  ascertaining  the  precise  limits  of  the 
idea  of  means  embodied  in  the  invention,  and  inquiring  if  the 

{648.  ^  InO'BeiUyi7.MoT8e(1858),15  vision  in  question  applies  only  in  the 

H(yw.62,Taney,C.  J.:  (121)  "Whether,  case  where  the  part  claimed   by  the 

therefore,  the  patent  is  illegal  in  part  patentee,  of  which  he  is  not  the  inven- 

hecaose  he  claims  more  than  he  has  sof-  tor,  is  a  material  and  substantial  part 

ficiently  described,  or  more  than  he  in-  of  the  thing  patented.    A  disclaimer  is 

Tented,  he  must  in  either  case  disclaim,  necessary,  therefore,  only  where  the  thing 

in  order  to  sare  the  portion  to  which  claimed  without  right  is  a  material  and 

he  is  entitled.**  substantial  part  of  the   machine   in- 

3  In  Hall  V.  Wiles  (1851  ),'2  Blatch.  yented.'* 
194,    Nelaon,   J.  :   (199)    *'  The   pro- 
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allegations  of  the  Claim  cover  any  substantial  instrument  or 
operation  not  embraced  in  this  idea.  The  former  inyestiga- 
tion  is  governed  by  the  ordinary  rules  of  interpretation.  The 
latter  may  be  pursued  in  any  manner  tending  to  disclose  the 
actual  nature  of  the  invention  made.  Thus  if  the  patentee 
has  received  a  foreign  patent  in  which  his  invention  is  de- 
scribed and  claimed  within  narrower  limits  than  in  the  do- 
mestic patent,  or  if  in  actual  use  certain  features  which  the 
patent  claims  as  material  parts  of  the  invention  are  discarded 
as  non-essential,  or  if  by  any  evidence  it  is  established  that 
the  Claim  includes  features  already  known  at  the  date  of  the 
invention, — in  these  and  in  all  other  proper  ways  the  identity 
of  the  invention  made  with  the  invention  claimed  may  be 
tested,  and  the  extent  and  nature  of  the  excess,  if  any,  may 
be  ascertained.'  This  excess,  if  separable  from  the  other  por- 
tions of  the  Claim,  or  if  constituting  one  of  several  Claims 
in  the  patent,  may  form  the  subject-matter  of  a  disclaimer. 
When  not  separable  from  the  other  portions  of  the  Claim, 
the  entire  Claim  is  void  and  can  be  cured  only  by  re-issue ; 
and  when  the  patent  contains  no  other  Claims  than  this  in- 
divisible, excessive  Claim,  the  patent  itself  is  inoperative  and 
should  be  surrendered  and  re-issued. 

§  644.   Ezoeiuitve  Claim  Amendable  by  Diaolaimer  only  when 
the  Defect  Arose  through  Mlatake  and  without  Fraad. 

An  excessive  Claim  can  be  amended  by  disclaimer  only 
when  the  error  arose  through  inadvertence,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  intention.^    A 

*  That  where  a  foreign  patent  (Eng>  nation  cannot  be  disclaimed,  see  Yanoe  v. 

lish)  contains  a  diaclaimer  of  certain  Campbell  (1861),  1  Black,  427;  Fozwell 

features,  the  American  patent  most  be  «.  Bostock  (1864),  4  De  G.  J.  &  S.  896. 
limited  in  the  same  way,  see  Ashcroft        That  the  correction  of  a  mistake  as 

V,  Boston  &  Lowell  R.  R.  Co.  (1877)*  to  the  effect  produced  must  be  made  by 

97  U.  S.  189  ;  18  O.  6.  865.  re-issue,  not  by  disclaimer,  see  SchiUinger 

That  a  device  actuaUy  discarded  in  v.  Gunther  (1878),  14  0.  G.  718 ;  15 

practice  ought  to  be  disclaimed,  see  JBao  Blatch.  808. 
parte  Marsh  (1872),  2  0.  G.  197.  {  644.  ^  In  Schillinger  v.  Gunther 

That  immaterial  parts  may  be  re-  (1879),  17  Blatch.  66,  Blatchford,  J.  : 

moved    by   disclaimer,    see    Lister   v.  (69)   "But  no  disclaimer  can  be  al- 

Leather  (1858),  8  El.  &  B.  1004  ;  Reg.  lowed  to  be  operative  unless  the  unlaw- 

V,  Mill  (1861),  14  Beav.  812.  ful  claim  was  made  through  inadver- 

That  a  claimed  element  of  a  combi-  tence,  accident,  or  mistake,  and  without 
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patentee  is  not  allowed  to  speculate  on  the  chances  of  an 
attack  upon  his  patent  for  its  unwarranted  assertions,  nor  on 
the  submission  of  the  public  to  his  improper  claims.  The 
law  requires  of.  him  the  utmost  good  faith,  with  reasonable 
diligence  and  skill  in  the  description  of  his  invention  and  the 
statement  of  his  claims,  and  does  not  hold  him  responsible 
for  errors  into  which,  in  spite  of  honesty  and  caution,  he  is 
liable  to  fall.  But  to  the  patentee  who  wilfully  endeavors  to 
mislead  the  public,  it  lends  no  aid  either  in  the  correction  of 
his  errors  or  in  avoiding  their  consequences,  but  leaves  him 
to  meet  his  merited  fate  in  the  rejection  of  his  patent  by  the 
courts. 

§  645.  SzoeMlTe  Claim  Amendable  by  Disclaimer  only  when 
the  Amended  Claim  would  cover  a  Patentable  Inven- 
tion. 

An  excessive  Claim  can  be  amended  by  disclaimer  only 
when  the  Claim  as  amended  would  cover  a  patentable  inven- 
tion.^ The  patentee  has  no  right  to  any  patent  whatever 
unless  he  has  invented  something  which  may  lawfully  become 
the  subject-matter  of  a  patent,  and  no  mistake  of  his  in 
coupling  with  his  own  production  such  instruments  or  opera- 
tions as  give  to  the  described  invention  its  entire  patentable 
character  can  entitle  him  to  retain  the  patent  for  what  is 
truly  his,  after  disclaiming  that  excess  in  which  the  attributes 

any  fnndulent  or  deceptive  intention ;         For  a  diBcussion  of  inadvertence,  etc., 

nor  can  a  plaintiff  recover  on  a  patent  see  §§  658,  ante,  and  686-692,  and  notes, 

which  claims  anything  not  bona  fide  the  post, 

patentee's,  unless  the  claim  to  the  thing         {  645.  ^  That  a  disclaimer  is  of  no 

not  bona  fide  his  was  made  through  in-  avail  unless  the  part  rightfully  claimed 

advertence,  accident,  or  mistake,   and  is  a  material  and  substantial  part  of  the 

without  any  wilful  default  or  intent  to  matter  patented,  and  Ib  distinguishable 

defraud  or  mislead  the  pubUc."    16  0.  from  the  rest,  see  Hotchkiss  v,  Oliver 

O.  905  (906).  (1848),  5  Denio  (N.  Y.),  814. 

That  a  disclaimer  is  proper  where  the         That  an  element  of  a  combination  is 

mistakes   were    mistakes  of  fact,   see  not  a  distinguishable  part,  see  Vance  v. 

Schillinger  v.  Gunther  (1879),  16  0.  G.  Campbell  (1861),  1  Black,  427. 
905  ;  17  Blatch.  66.  That  a  part  may  be  useful  and  yet 

That  the  burden  of  proof  rests  on  neither  material  nor  substantial  nor  dis- 

those  who  aUege  that  the  excess  was  tinguishable,  see  Hotchkiss  v.   Oliver 

originally  claimed  through  fraud,  see  (1848),  6  Denio  (N.  Y.),  814. 
Hotchkiss  «.  Oliver  (1848),  6  Denio 
(N.  Y.),  S14. 
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of  a  patentable  inyention  alone  reside.  No  one,  therefore, 
can  be  permitted  to  disclaim,  unless  he  or  the  alleged  inven- 
tor from  whom  he  derives  his  title  has  performed  an  inven- 
tive act,  resulting  in  some  material  and  substantial  part  of 
the  thing  patented  which  is  so  far  separable  from  the  excess 
that  the  patent  can  be  valid  for  it,  and  protect  it,  after  the 
excess  has  been  disclaimed. 

§  646.    Excessive    Claim   not   Amendable   by   Disclaimer  after 
Unreasonable  Delay. 

An  excessive  Claim  can  be  amended  by  disclaimer  onlj 
when  the  amendment  is  attempted  without  unreasonable  de- 
lay. The  same  principle  which  forbids  a  patentee  to  assert 
a  right  to  more  than  he  has  actually  invented  compels  him 
to  disavow  the  right  as  soon  as  he  discovers  that  it  has  been 
unjustly  claimed.  Unreasonable  delay  in  disclaiming  is  thus 
tantamount  to  an  original  fraudulent  Claim,  and  through  it 
the  patentee  loses  the  privilege  of  making  the  amendment  by 
which  alone  his  patent  could  be  saved.^  The  question  of 
unreasonable  delay  is  a  question  for  the  court,  upon  the  facts 
as  found  either  by  its  own  investigation  or  the  verdict  of  a 
jury.*  Delay  begins  whenever  the  patentee  becomes  aware 
that  he  has  claimed  more  than  he  has  invented  or  described. 
In  cases  where  the  excess  is  not  apparent  at  once  upon  the 
inspection  of  the  patent  by  the  patentee,  the  allowance  of  his 

S  646.  1  That  ''nnreaBonable  delay*'  >  lu  Singer  v.  Walmdey  (1860),  1 

avoids  the  good  effect  of  a  disclaimer,  Fisher,  558,  Giles,  J.  :  (575)  "  What  is 

see  Tiick  v.  Bramhill  (1868),  6  Blatch.  'unreasonable  delay'  is  a  question  to  be 

95  ;  3  Fisher,  400  ;  Singer  o.  Walmsley  settled  by  the  court  and  not  for  the 

(1860),  1  Fisher,  558  ;  Seymour  v.  Mc-  jury.  •  .  •  The  court  will  find  that  the 

Cormick  (1856),  19  How.  96  ;  Brooks  time,  in  reference  to  the  question  of  de- 

V.  Jenkins  (1844),  3  McLean,  432.  lay,  commences  when  the  knowledge 

That  a  delay  in  filing  a  disclaimer  was  brought  home  to  the  party  that  he 

does  not  prejudice  the  patentee  unless  it  was  not  the  first  inventor,  or  when  it  is 

is  unreasonable,  see  Hotchkiss  v.  Oliver  declared  by  a  court,  of  competent  juris* 

(1848),  5  Denio  (N.  Y.),  814.  diction  to  settle  the  question,  that  he 

That  no  disclaimer  can  be  filed  after  was  not  the  first  inventor  ;  then  it  is 

the  patent  has  expired,  see  Yale  Lock  that  the  time  commences  to  run,  and 

Mfg.  Co.  V.  Sargent  (1886),  117  U.  S.  not  until  then." 

586  ;  35  O.  6.  497  ;  Vacuum  Oil  Co.  v.  See    also    Seymour  v.    McOonnick 

Buffalo  Lubricating  Oil  Ca  (1885),  23  (1856),  19  How.  96  ;  Brooks  v.  Jenkins 

Fed.  Rep.  891.  (1844),  8  McLean,  482. 


CH.  n.]  OF  THE  AMENDMENT  OF  LETTERS-PATENT.  285 

Claim  by  the  Patent  Office  raises  such  a  presumption  in  its 
favor  that  he  may  rely  on  its  validity  until  a  court  of  com- 
petent jurisdiction  decides  that  it  is  broader  than  his  real 
invention.* 

§  647.    Disclaimer,  by  Whom  Made. 

Where  an  excessive  Claim  can  be  cured  by  disclaimer,  the 
disclaimer  must  be  filed  by  a  party  owning  an  interest  in  the 
patent  and  whose  interest  is  distinct  from  that  of  his  co- 
owners.^  The  original  patentee  cannot  disclaim  after  he  has 
parted  with  his  entire  title  to  the  patent.^  An  owner  of  an 
undivided  interest  cannot  disclaim,  and  thus  change  the  form 
of  the  patent,  without  the  co-operation  of  the  other  owners  of 
the  same  interest  in  the  patent.  But  an  owner  either  of  the 
entire  patent,  or  of  the  entire  interest  within  a  specified  terri- 
tory, may  file  a  disclaimer ;  and  when  the  disclaimant  is  a 
territorial  owner  its  effect  upon  the  patent  will  be  commen- 

*  In  O'Reilly  v,  Morae  (1853),  15  That  delay  in  disclaiming  cannot  ex- 
How.  62,  Taney,  C.  J. :  (121)  "It  ap-  ist  until  the  need  of  a  disclaimer  is 
penrs  that  no  disclaimer  has  yet  been  made  known,  see  Kittle  v.  Hall  (1887), 
entered  at  the  Patent  Office.    But  the  80  Fed.  Bep.  239. 
delay  in  entering  it  is  not  unreasonable.  That  a  disclaimer  may  be  filed  after 
For  the  objectionable  Claim  was  sane-  a  patent  has  been  adjudged  invalid,  see 
ttoned  by  the  head  of  the  Office  ;  it  has  Morgan  v.  Seaward  (1838),  2  Carp.  P. 
been  held  to  be  valid  by  a  circuit  court,  C.  104  ;  In  re  Derosne's  Patent  (1835), 
and  differences  of  opinion  in  relation  to  1  Carp.  P.  G.  698. 
it  are  found  to  exist  among  the  justices  §  647.  ^  That  a  disclaimer  must  be 
of  this  court.      Under    such    circum-  made  by  one  who  owns  an  entire  right 
stances  the  patentee  had  a  right  to  in-  within  a  given  territory,  see  Myers  v. 
sist  upon  it,  and  not  dischdm  it  until  Frame  (1871),  4  Fisher,  498 ;  8  Blatch. 
the  highest  court  to  which  it  could  be  446. 
carried  had  pronounced  its  judgment."  <  That  a  disclaimer  by  a  patentee  is 

See    also    Seymour    v,   McConnick  not  valid  unless  he  is  still  the  owner  of 

(1856),  19  How.  96.  the  patent,  see  Myers  v.  Frame  (1871), 

That  the  allowance  of  Claims  by  the  4  Fifther,  498  ;  8  Blatch.  446. 

Patent  Office  is  such  evidence  of  their  That  under  the  English  statute  a 

validity  that  the   patentee    may  rely  disclaimer  may  be  filed  by  a  patentee 

upon  it  until  the  courts  have  decided  to  who  has  parted  with  his  interest,  see 

the  contrary,  see  Yale  Lock  Mfg.  Co.  v.  Spilsbury  v.  Clough  (1842),  1  Web.  P. 

Sargent  (1886),  117  U.  S.  586  ;  85  O.  C.  255. 

G.  497 ;  Stntz  v.  Armstrong  (1884),  28  That  a  disclaimer  by  an  attorney 

O.  G.  867  ;  20  Fed.  Rep.  848 ;  Burdett  does  not  necessarily  bind  a  patentee, 

V.  Estey  (1878),  15  Blatch.  849;  15  O.  see  Mann  v.  Bayliss  (1876),  10  0.  G. 

a  877.  789. 
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surate  only  with  his  interest ;  and  the  patent  as  amended  will 
thereafter  limit  and  define  his  rights,  while  other  parties  hold 
under  the  patent  in  its  original  form.'  Thus  the  same  patent 
may  be  operative,  in  terms  at  least,  to  different  extents  in 
different  sections  of  the  United  States,  and  may  be  valid  as 
to  diligent  disclaimants,  though  void  as  to  other  owners  who 
have  unreasonably  neglected  to  disclaim. 

§  648.    Disclaimer,  how  Made. 

A  disclaimer  must  be  made  in  writing,  must  be  signed  by 
the  disclaimant  and  attested  by  one  or  more  witnesses,  and 
must  be  recorded  in  the  Patent  Office.  It  must  state  the 
exact  interest  of  the  disclaimant  in  the  patent,  and  distinctly 
set  out  the  excess  which  is  to  be  disclaimed,  averring  that  it 
was  included  in  the  patent  through  inadvertence,  accident,  or 
mistake.^  Upon  the  receipt  and  recording  of  this  disclaimer, 
it  is  considered  as  part  of  the  original  specification,  to  the 
extent  of  the  interest  possessed  by  the  disclaimant  and  by 
those  deriving  title  from  him  after  the  disclaimer  is  recorded.^ 

*  In  Potter  v.  Holland   (1858),   1  different  daim  of  right  to  another  pe^ 

Fisher,  827,  IngersoU,  J.  :  (839)  <*The  son.    This  is  expressly  authorized  by 

owner  of  a  sectional  interest,  however,  the  Patent  Law."    4  Blatch.  200  (217). 

can  make  a  disclaimer  for  his  sectional  That  the  word  "claimant"  in  Sec. 

interest,  which  is  to  be  taken  as  a  part  4917  Rev.  Stat,  means  disclaimant,  sea 

of  the  original  specification,  for  the  sec-  Union  MetalUc  Cartridge  Co.  v.  United 

tion  owned  by  him,  and  no  greater  ex-  States  Cartridge  Co.  (1884),  112  U.  S. 

tent.     After  such  disclaimer  a  different  624  ;  80  0.  G.  771. 

claim  of  right  is  secured  to  the  dis-  {  648.  ^  That   a   disclaimer,  under 

claimant,  the  owner  of  a  sectional  in-  Sec.   7,  act  of  1887,   must   state  the 

terest,  from  what  is  purported  to  be  interest  of  the  disclaimant,  or  it  will  be 

secured  to  the  patentee,  the  owner  of  invalid,  see  Foote  v.  Silsby  (1849),  1 

the  remaining  interest ;  different  claims  Blatch.  446  ;  Brooks  v.  Jenkins  (1844), 

of  right  in  the  same  invention  are  se-  8  McLean,  482. 

cured    to    different   sectional  owners  ;  '  That  a  disclaimer  becomes  part  of 

there    are    two    specifications  for  the  the  specification  and  is  considered  in 

same  invention,  onci  making  one  claim  construing  the  patent,  see  Dunbar  o. 

of  right  to  an  invention  for  one  section  Myers  (1877),  94  U.  S.  187  ;  11  0.  Q. 

of  country,  and  the  other  making  an-  85. 

other  and  different  claim  of  right  to  the  That  a  disclaimer  may  relate  to  one 

same  invention,  for  another  section  of  figure  only  in  a  drawing,  see  Bnish  9, 

country.   In  effect  it  makes  two  patents  Condit  (1884),  28  0.  G.  451 ;  22  Blatch. 

out  of  one,  one  securing  a  claim  of  right  246  ;  20  Fed.  Rep.  826. 
to  one  person,  and  the  other  securing  a 
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§  649.    Disclaimer   not    a    Method    of    Amending    a   Defective 
Description. 

From  the  nature  of  a  disclaimer,  and  of  the  defect  it  is 
intended  to  remedy,  it  is  evident  that  it  cannot  be  employed 
for  the  alteration  or  reformation  of  the  Description,  but  only 
for  the  elimination  of  superfluous  matter  from  the  Claims.^  If 
the  Description  requires  amendment  in  order  to  give  effect  to 
a  Claim,  or  if  the  Claim  itself  demands  restatement  to  avoid 
obscurity,  or  if  new  Claims  are  necessary  to  protect  the  actual 
invention,  these  objects  must  be  sought  by  a  re-issue,  not  by 

§  649.  ^  In  Hailea  v,  Albany  Stove  virtae  of  the  patent  or  assignment.'  A 
Co.  (1887),  123  U.  S.  582,  Bradley,  J. :  disclaimer  can  be  made  only  when  some- 
(587)  "A  disclaimer  is  nsiiaUy  and  thing  has  been  claimed  of  which  the 
proiierly  employed  for  the  surrender  of  patentee  was  not  the  original  or  first  in- 
a  separate  Claim  in  a  patent,  or  some  ventor,  and  when  it  is  intended  to  limit 
other  distinct  and  separable  matter,  a  Claim  in  respect  to  the  thing  so  not 
which  can  be  exscinded  without  muti-  originally  or  first  invented.  It  is  true 
Uting  or  changing  what  is  left  stand-  that,  in  so  disclaiming  or  limiting 
ittg.  Perhaps  it  may  be  used  to  limit  a  Claim,  descriptive  matter  on  which 
a  Claim  to  a  particular  class  of  objects,  the  disclaimed  Claim  is  based  may,  as 
or  even  to  change  the  form  of  a  Claim  incidental,  be  erased,  in  aid  of,  or  as 
which  is  too  broad  in  its  terms ;  but  ancillary  to,  the  disclaimer.  But  the 
certainly  it  cannot  be  used  to  change  statute  expressly  limits  a  disclaimer  to 
the  character  of  the  invention.  And  if  a  rejection  of  something  before  claimed 
it  requires  an  amended  specification  or  as  new  or  as  invented,  when  it  was  not 
supplemental  Description  to  make  an  new  or  invented,  and  which  the  paten- 
altered  Claim  intelligible  or  relevant,  tee  or  his  assignee  no  longer  chooses  to 
while  it  may  possibly  present  a  case  for  claim  or  hold.  It  is  true  that  this  same 
a  surrender  and  re-issue,  it  is  clearly  end  may  be  reached  by  a  re-issue,  when 
not  adapted  to  a  disclaimer.  A  man  the  patentee  has  claimed  as  his  own  in- 
cannoi  by  merely  filing  a  paper  drawn  vention  more  than  he  had  a  right  to 
up  by  his  solicitor  make  to  himself  a  claim  as  new  ;  but  if  a  Claim  is  not  to 
new  patent,  or  one  for  a  different  inven-  be  rejected  or  limited,  but  there  is 
tion  from  that  which  he  has  described  in  merely  *  a  defective  or  insufficient  speci- 
his  specification."    42  0.  G.  95  (97).  fication,'  —that  is.  Description,  as  dis- 

In  Union  Metallic  Cartridge  Co.  v.  tinguished  from  a  Claim,  —  the  only 

United  States  Cartridge  Co.  (1884),  112  mode  of  correcting  it  was  and  is  by  a  re- 

U.  S.  624,  BUtchford,  J.  :  (642)  "It  issue."    80  0.  G.  771  (776). 

is  a  patentee  who  '  has  claimed  more  That  a  disclaimer  cannot  be  used  to 

than  that  of  which  he  was  the  original  make  a  patent  cover  what  is  not  de- 

or  first  inventor  or  discoverer,'  and  only  scribed  or  claimed  as  part  of  the  inven- 

'snch  patentee,'  or  his   assigns,   who  tion,  see  White  v.  Gleason  Mfg.  Ca 

can  make  a  disclaimer,   and  the  dis-  (1883),  24  0.  G.  205  ;  21  Blatch.  364  ; 

claimer  can  be  a  disclaimer  only  '  of  17  Fed.  Ri^p.  159  ;  Foxwell  v.  Bostock 

such  parte  of  the  thing  patented  as  he  (1864),  4  De  G.  J.  &  S.  298. 
shall  not  choose  to  claim  or  hold  by 


^     i 
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a  disclaimer.  But  where  excessive  Claims  are  to  be  remedied 
bj  a  disclaimer,  such  parts  of  the  Description  as  serve  no 
other  purpose  than  to  support  the  excess  disclaimed  may  also 
be  withdrawn  by  the  disclaimer,  and  the  distinction  between 
the  actual  invention  and  the  excess  be  thus  more  clearly  indi- 
cated.^   In  the  same  manner  objectionable  phrases  in  the 

*  In    Hailes  v.  Albany  Stove    Co.  it  certainly  would  enable  Mm  to  grant 

(1883),  16  Fed.  Rep.  240,  Wallace,  J.  :  himself  a  re-issue  without  the  concur^ 

(242)  **  If  it  is  tnie  that  the  patentees  rence  of  the  Commissioner  of  Patents, 

defectively  or   insufficiently   described  It  would  enable  him,  after  others  had 

the  invention,  and  claimed  more  than  occupied  the  field  of  invention,  and  by 

they  had  a  right  to  claim  as  new,  they  their   intellect   and   experiments   dls* 

were  entitled  to  a  re-issue  of  their  pat-  covered  what  he  had  never  pointed  out 

ent  upon  surrender  of  the  originaL  But  or  claimed,  except,  perhaps,  so  vaguely 

it  is  not  the  office  of  a  disclaimer  to  re-  tliat  his  information  was  valueless,  to 

form  or  alter  the  Description  of  the  in-  deprive  them  of  the  fruit  of  their  efforts, 

yention.      If  a  patentee  has   claimed  When  there  are  distinct  Claims  in  the 

more  than  that  of  which  he  was  the  patent,  some  of  which  are  valid  and 

inventor,  his  patent  may  be  valid  for  others  not ;  or,  where  there  is  a  single 

all  that  part  which  is  justly  and  truly  Claim,  but  a  specification  by  which  the 

his  own,  and  he  may  recover  upon  his  public  can  definitely  distinguish  what 

patent  if  the  part  which  is  his  own  be  is  new  and  belongs  to  the  patentee,  and 

definitely  distinguished  from  the  parts  what  does  not  really  belong  to  him, 

claimed  without  right ;   but  in  such  although  he  had  claimed  it,  a  disclaimer 

case  he  cannot  recover  costs  unless  a  will  right  the  patentee's  mistake,  and 

disclaimer  has  been  entered  before  suit  will  work  no  injustice  to  others.'*    21 

commenced.     When  there  are  several  Blatch.  271  (273) ;  24  O.  G.  891  (392). 

Claims,  some  of  which  he  is  entitled  to  In  Schillinger  v.  Gunther  (1879),  17 

and  others  of  which  he  is  not  entitled  Blatch.  66,  Blatchford,  J.  :  (69)  *'It  is 

to,  the  part  of  the  invention  which  is  tnie,  that,  strictly.  Sec  4917  contem- 

his  own  may  be  definitely  distinguish-  plates  only  a  disclaimer  of  some  Claim, 

able  from  that  which  is  not  his  own,  or  part  of  a  Claim ;  but,  in  connection 

and  a  disclaimer  before  suit  brought  with  a  disclaimer  of  a  Claim,  or  of  a 

will  put  him  rights  and  enable  him  to  part  of  a  Claim,  it  is  not  improper  to 

recover  upon  his  patent  as  though  it  eliminate  or  withdraw^  by  the   same 

had  originally  been   confined   to   the  writing,  the  parts  of  the  body  of  the 

proper  Claims ;  and  there  would  seem  specification  on  which  the  disclaimed 

to  be  no  objection  in  such  a  case  to  elim-  Claim,  or  part  of  a  Claim,  is  founded, 

inating  by  his  disclaimer  such  parts  The  disclaimer  is  none  the  less  a  dti* 

of   the    De-scription    as   relate  to  the  claimer  of  a  Claim  or  of  a  part  of  a  Claim 

Claims  to  which  he  is  not  entitled  and  because,  in  addition,  it  disclaims  such 

which  he  abandons.    This,  however,  is  parts  of  the  body  of  the  specification, 

a  very  different  thing  from  converting  The  disclaimer  being  a  proper  one,  in 

a  Claim  from  one  thing  into  a  Claim  for  form  and  substance,  it  is,  by  the  stat- 

something  else,  and  amending  the  De-  nte,  to  be,  after  its  filing,  '  considered 

scription  to  effectuate  the  Claim.    This  as  part  of  the  original  specification.' 

might  give  the  patentee  a  new  patent ;  The   re-issued   specification    is   to   be 
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specification  maj  be  removed^  and  false  statements  of  fact 
may  be  expunged,  provided  that  no  new  construction  is 
thereby  given  to  what  remains.*  For  the  sole  pui*pose  of  a 
disclaimer  is  to  amend  excessive  Claims  by  eliminating  from 
them  the  separable  excess ;  and  whatever  else  it  may  accom- 
plish must  be  wholly  subordinate  and  auxiliary  to  that  end. 

§  650.    IMflolaliner  Aifeots  only  tbe  Bxoeas  which  it  Eliminatos 
from  the  Claim. 

The  effect  of  a  disclaimer  is  confined  to  the  excess  which  it 
removes  from  the  apparent  protection  of  the  patent.  Except 
as  to  this  the  patent  remains  operative  to  the  same  extent  as 
before  the  disclaimer  was  filed.^  The  disclaimer  of  a  void 
Claim  does  not  affect  such  other  Claims  of  the  patent  as  by 
themselves  are  valid,  nor  does  the  disclaimer  of  the  excessive 
portion  of  a  Claim  impair  the  force  of  what  is  not  disclaimed. 
Thus  the  disclaimer  neither  adds  to  the  patent,  nor  makes  it 
cover  more  than  it  formerly  embraced.'  The  disclaimer  of  a 
species  does  not  affect  a  Claim  for  the  genus  which  includes  it, 
nor  does  the  disclaimer  of  an  apparatus  except  when  used  for 
a  particular  purpose  prevent  the  patentee  from*  claiming  it  in 
connection  with  the  purpose  so  described.'    The  patent  stands 

thereafter  read  as  if  the  disclaimer  were  ceases  to  be  part  of  the  invention,  see 

mcorponted  init"  16  0.  O.  905  (906).  Dunbar  v.  Myers  (1877),  94  U.  S.  187  ; 

That  a  diechdmer  may  eliminate  all  11  O.  G.  85. 
of  the  descriptiye  matter  which  relates        That  a  void  Claim  being  disclaimed 

to  the  parts  disclaimed,  see  Tarrant  v.  the  rest  are  good,  see  O'Reilly  v.  Morse 

Dnluth  Lumber  Co.  (1887),  89  0.  G.  (1858),  15  How.  62. 
1425  ;  80  Fed.  Rep.  880.  »  That  a  disclaimer  adds  nothing  to 

That  a  disclaimer  may  remove  mat-  the  patent  nor  can  it  make  the  patent 

ter  fint  set  up  in  a  re-issue,  and  may  cover  more  than  it  did  before,  this  being 

relate  to  the  Description  as  well  as  to  the  province  of  a  re-issue,  see  White  v. 

the  Oaim,  see  Bchillinger  v.  Gnnther  Gleason  Mfg.  Co.  (1888),  17  Fed.  Rep. 

(1879),  16  0.  G.  905  ;  17  Blatch.  66.  159  ;  21  Blatch.  864 ;  24  O.  G.  205  ; 

*  That  objectionable  phrases  in  the  FoxweU  v.  Bostock  (1864),  4  De  G.  J. 

specification  may  be  removed  by  dis-  &  S.  298. 

claimer,  see  American  Wood  Paper  Co.         *  That  the  disclaimer  of  one  species 

V.  Heft  (1867),  8  Fisher,  816.  does  not  affect  the  genus,  see  W^sh  v. 

That  an  uninteDigible  specification  Shinn  (1879),  16  0.  G.  1006. 

cannot   be   cured   by   disclaimer,    see        That  a  disclaimer  of  apparatus  except 

Babton  «.  Smith  (1865),   11   H.   L.  when  used  for  a  special  purpose  does  not 

223.  admit  it  to  be  old,  or  bar  the  patentee 

I  650.  *  That  the  matter  disclaimed    from  claiming  it  for  that  purpose,  see 
VOL  u.  — 19 
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after  the  disclaimer  as  if  it  had  been  originally  issued  in  the 
amended  form,  and  both  its  Claims  and  its  Descriptions  are 
interpreted  and  applied  without  reference  to  the  matter  that 
has  been  withdrawn.^ 

§  691.    Origin  and  Nature  of  Disclaimer  as  a  Method  of  Saving 
an  Otherwise  Lost  Suit. 

A  disclaimer,  considered  as  a  method  of  avoiding  a  defence 
based  on  an  excessive  Claim,  was  also  introduced  into  our 
Patent  Law  by  the  act  of  1837.  Prior  to  that  act  the  paten- 
tee could  not  recover  on  a  patent  in  which  he  claimed  more 
than  he  had  actually  invented.  It  was  his  duty  not  only  to 
describe  his  invention  with  exactness,  neither  withholding 
from  the  public  the  knowledge  of  any  material  part  thereof 
nor  misleading  them  by  asserting  the  materiality*  of  that 
which  in  itself  was  not  essential,  but  to  distinguish  the  in- 
vention to  be  covered  by  the  patent  from  all  other  arts  or 
instruments  by  a  certain  and  specific  Claim.  Upon  this  Claim 
the  fortunes  of  the  patent  turned.  If  it  were  narrower  than 
the  invention  the  scope  of  the  protection  afforded  by  the 
patent  was  nevertheless  restricted  to  its  terms.  If  it  were 
broader  than  the  actual  invention  it  was  false,  at  least  in 
part,  and  as  the  court  had  no  means  of  determining,  as  mat- 
ter of  law,  how  far  the  Claim  was  true  nor  of  separating  the 
true  allegations  from  the  false,  the  entire  Claim  was  neces- 
sarily regarded  as  invalid.  The  act  of  1836,  while  it  made 
this  defect  curable  by  re-issue,  also  provided  that  when  a 
defendant  in  an  action  for  infringement  prevailed  over  the 

Black  9.  Thorne  (1872),  10  Blatch.  66  ;        That  where  a  disclaimer  withdraws 

5  Fisher,  550 ;  2  0.  G.  888.  a  new  re-issue  Claim,  and  leaves  only 

*  That  an  unfounded  Claim  being  what  was  covered  by  the  original,  if 

disclaimed  the  patent  stands  for  the  any  new  matter  remains  in  the  Descrip- 

residue  as  if  so  originally  issued,  see  tion  it  must  be  discarded,  see  Schillinger 

McCormickty.  Seymour  (1854),  8  Blatch.  v.  Cranford  (1885),  4  Mackay,  450  ;  87 

209  ;  aark  v,  Eenrick  (1848),  12  M.  0.  G.  1849. 

6  W.  221.  That  a  disclaimer  cannot  be  used 
That  after  an  amendment  by  dis-  to  explain  that  which  remains  in  the 

claimer  a  patent  cannot  be  so  construed    patent,  see  Tetley  v.  Easton  (1857),  8 
as  to  render  the  amendment  nugatory,    C.  B.  K.  8.  706. 
see  Atlantic  Giant  Powder  Co,  v.  Hu- 
lings  (1884),  21  Fed.  Rep.  519. 
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plaintiff  on  this  ground  of  defence,  the  court  migfit  award 
costs  to  either  party  in  its  discretion,  if  the  defendant  had 
used  any  part  of  the  invention  which  was  truly  claimed  as 
new.  This  provision  enabled  the  court  to  shield  the  honest 
but  mistaken  patentee  from  some  of  the  consequences  of 
his  error,  leaving  him,  under  other  provisions  of  the  same 
act,  to  amend  his  Claim  and  thus  protect  himself  from  fur- 
ther violations  of  his  rights.  The  act  of  1837  extended,  and 
made  more  immediately  applicable,  these  benign  provisions. 
While  conferring  on  the  owner  of  the  patent  the  power  to 
amend  at  once  by  filing  a  disclaimer,  it  enacted  that  in  all 
those  cases  where  a  disclaimer  might  properly  be  filed  the 
patent  should  be  good  and  valid  for  so  much  of  the  invention 
claimed  as  was  truly  and  honestly  the  invention  of  the  paten- 
tee, if  it  were  in  itself  a  patentable  invention  and  separable 
from  the  matter  falsely  claimed.  It  further  enacted  that  the 
plaintiff  claiming  under  such  a  patent  should  be  entitled  to 
maintain  his  suit  in  spite  of  this  defect,  if  the  right  to  amend 
the  patent  by  disclaimer  had  not  been  already  forfeited  by 
an  unreasonable  delay,  but  that  he  should  recover  no  costs 
against  the  defendant  unless  he  had  filed  such  disclaimer 
in  the  Patent  Office  prior  to  the  commencement  of  the  suit.^ 

§  651.  ^  In  Tnckv.  BramhiU  (1868),  unreasonable  neglect  or  delay  in  filing 
8  Fisher,  400,  Blatchford,  J.  :  (406)  the  same;'  and  he  insists  that  the 
"  Bnt  the  defendant  contends  that  the  Claim  of  the  patent  must  be  construed, 
disclaimer  in  this  case,  if  properly  made  for  the  purposes  of  this  suit,  as  if  no  dis- 
at  all,  cannot  affect  the  issues  in  this  claimer  had  been  filed.  .  .  .  (408)  This 
suit,  because  it  was  not  filed  till  after  is  not  so.  It  is  true  that  Judge  Story, 
the  commencement  of  the  suit  In  in  Reed  v.  Gutter,  1  Story,  590,  600, 
other  words,  the  defendant  contends  says  that  if  a  disclaimer  is  filed  during 
that  the  plaintiff  cannot  recover  in  this  the  pendency  of  a  suit,  the  plaintiff  will 
salt  because  the  Claim,  as  it  stood  not  be  entitled  to  the  benefit  thereof  in 
when  the  suit  was  brought,  embraced  that  suit,  and  that  the  same  judge,  in 
more  than  that  of  which  the  plaintiff  -  Wyeth  v.  Stone,  1  Stoiy,  273,  294,  says 
was  the  first  inventor.  In  urging  this  that  the  disclaimer  mentioned  in  section 
-view,  the  defendant  relies  on  the  gen-  7  must  be  interpreted  to  apply  solely 
eral  principle  of  law  to  that  effect,  as  to  suits  pending  when  the  disclaimer  is 
recognized  before  the  act  of  March  8,  filed  in  the  Patent  Office,  and  the  dis- 
1837,  was  passed,  and  on  the  provision  claimer  mentioned  in  section  9  to  apply 
of  section  7  of  that  act,  that  '  no  such  solely  to  suits  brought  after  the  dis- 
dlBclaimer  shall  affect  any  action  pend-  claimer  is  so  filed,  and  that  the  proviso 
xng  at  the  time  of  its  being  filed,  except  to  section  7,  as  to  the  disclaimer's  affect- 
so  far  as  may  relate  to  the  question  of  ing  a  pending  suit,  prevents  its  affect- 
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Under  these  provisions  the  patent  is  no  longer  open  to  this 
defence  except  where  the  disclaimer  was  unreasonably  de- 

ing  in  any  manner  whatsoever  a  suit  course,  it  follows  that  if  a  disclaimer  is 
pending  at  the  time  it  is  filed.  .  .  .  made  after  suit  brought,  the  plaintiff 
(409)  I  cannot  concur,  however,  in  may  still  recover,  but  without  costs.*'  6 
Judge  Story's  view  of  the  provision  in  Blatch.  95  (102). 
section  7  as  to  the  disclaimer's  affect-  That  the  plaintiff  may  recover  for 
ing  a  pending  suit.  I  understand  that  the  infringement  of  his  actual  invention 
provision  to  mean  that  a  suit  pending  though  he  has  filed  no  disclaimer,  unless 
when  a  disclaimer  is  filed  is  not  to  be  he  has  been  guilty  of  unreasonable  de- 
affected  by  such  filing,  so  as  to  prevent  lay,  see  O'Reilly  v,  Morse  (1858),  15 
the  plaintiff  from  recovering  in  it,  un-  How.  62  ;  Hall  v.  Wiles  (1851),  S 
less  it  appears  that  the  plaintiff  uurea-  Blatch.  194. 

sonably  neglected  or  delayed  to  file  the  That  an  excessive  Claim  inserted  \>j 

disclaimer.    The  *  unreasonable  neglect  mistake  may  be  disclaimed  pending  suH 

or  delay '  mentioned  in  section  7  mani-  and   the   suit  saved,   though  without 

festly  refers  to  the  unreasonable  neglect  costs,    see    Matthews   v.    Spangenberg 

or  deky  mentioned  in  section  9,  and  (1882),  23  0.  G.  92 ;  20  Blatch.  4S2; 

the  disclaimer  mentioned  in  section  9  is  19  Fed.  Bep.  828. 

clearly  the  disclaimer  provided  for  in  sec-  That  where  a  proper  disclaimer  hau 

tion7.  Moreover,  theprovision  of  section  been  filed  the  plaintiff  may  recover  <m. 

9,  that  the  plaintiff,  where  he  is  entitled  the  Claims  not  disclaimed,  see  Sohillioger 

to  recover  under  that  section,  shall  not  v,  Gunther  (1879),  17  Blatch.  66  ;  16 

recover  costs  unless  he  has  entered  a  0.  G.  905. 

disclaimer,  prior  to  the  commencement  That  a  patentee  may  have  his  remedy 
of  the  suit,  of  what  he  claimed  without  though  no  disclaimer  is  filed,  it  not.being 
right,  is  a  strong  implication  that  where  a  condition  precedent,  see  Hotchkiss  v. 
lie  does  not  enter  the  disclaimer  until  Oliver  (1848),  5  Denio  (N.  Y.),  814. 
after  the  commencement  of  the  suit  he  That  the  court  may  increase  the  dam- 
may  still  recover  in  the  suit,  if  other-  ages  under  Sec.  14,  act  of  1886,  though 
wise  entitled  to  do  so,  but  without  re-  no  disclaimer  was  filed,  see  Guyon  v. 
covering  costs.  And  such  has  been  the  Serrell  (1847),  1  Blatch.  244. 
view  heretofore  held  by  Mr.  Justice  That  under  the  act  of  1837,  when  the 
Nelson,  in  this  circuit.  In  Guyon  v.  patent  claims  too  much,  a  suit  can  be 
Serrell,  1  Blatch.  244,  he  allowed  a  re-  saved  only  where  the  thing  rightfully 
covery,  without  eosts,  in  a  case  where  claimed  can  be  distinguished  from  the 
a  disclaimer  was  filed  after  suit  was  excess,  see  Vance  v,  Campbell  (1861),  1 
brought;  and  in  Hall  v.  Wiles,  2  Blatch.  Black,  427. 

194,  198,  he  says :  '  If  the  disclaimer  That  in  order  to  save  the  costs  adis- 

was  entered  in>the  Patent  Office  before  claimer  must  be  filed  before  suit»  as  well 

the  suit  was  instituted,  the  plaintiff  re-  as  with  reasonable  diligence,  see  Todc 

covers  costs  in  the  usual  way,  indepen-  v.  Bramhill  (1868),  6  Blatch.  95  ;  S 

dently  of  any  question  of  disclaimer.  Fisher,  400  ;  Reed  v.  Gutter  (1841),  1 

But  if,  in  the  progress  of  the  trial,  it  Story,  590  ;  2  Robb,  81. 

turns  out  that  the  disclaimer  ought  to  That  the  filing  of  a  disclaimer  before 

have  been  made  as  to  part  of  what  suit  affects  only  the  costs,  if  there  is  no 

is  claimed,  the  plaintiff  may  recover,  question  of  unreasonable  delay,  see  Dun- 
but  will  not  be  entitled  to  costs.'    Of    bar  v.  Myers  (1877),  94  U.  S.  487 ;  11 
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ferred,  but  the  defendant  is  not  liable  for  costs  on  any  action 
brought  while  the  patent  still  remains  in  its  defective  state.^ 

§  652.    Disclaimer  a  NuUity  unless  Original  Claim  Aotnally  Bz- 
oessive. 

A  disclaimer  filed  without  sufficient  cause  is  a  nullity  under 
this  as  well  as  the  former  section  of  the  act.^  If  there  is  no 
real  excess  of  Claim,  according  to  the  construction  given  to 
its  language  by  the  court,  the  filing  of  a  disclaimer  by  the 
plaintiff,  pending  suit,  does  not  admit  his  inability  to  recover 
costs.^  A  disclaimer  leaving  the  patent  to  claim  the  entire 
invention,  as  the  courts  must  have  construed  it  had  the  dis« 
claimer  not  been  filed,  is  equally  inoperative  both  as  an 
amendment  and  upon  the  costs.^  The  same  is  true  of  a  dis- 
claimer of  a  part  or  act  not  claimed  in  the  patent,  and  of  such 

0.  O.  35  ;  Tuck  v.  Bramhill  (1868),  3  filing  of  a  diBclaimer,  the  patentee  can 

Fisher,  400  ;  6  Blatch.  95.  recover  on  the  valid  Claims,  notwith- 

That  a  disclaimer  being  filed  during  standing   his   failure  to  disclaim,   see 

salt,  the  plaintiff  can  recover  no  costs,  Kittle  v.  Hall  (1887),   80  Fed.   Rep. 

see  Hayes  v.  Bickelhoupt  (1885),   32  239. 

0.  O.  183  ;  23  Fed.  Bep.  188  ;  Buidett         That  wheie  a  dischdmer  was  made 

V.  Estey  (1878),   15  0.   G.   877;   15  pending  suit,  and  the  defendant  was  not 

Blatch.  349.  prejudiced  thereby,  the  proceedings  need 

That  onder  the  act  of  1887  a  dis-  not  be  recommenced,  see  Libbey  v.  Mt. 

eUdmer  may  be  filed  after  the  com-  Washington  Glass  Co.  (1886),  36  O.  G. 

menoement  of  a  snit,  and  the  court  will  572  ;  26  Fed.  Rep.  757. 
duly  protect  the  interest  of  the  defend-        §  652.  ^  That  a  disclaimer,  filed  with- 

ants,  see  Smith  v.  Nichols  (1874),  21  out  necessity,  is  a  nullity,  and  does  not 

WalL  112.  affect  the  costs  of  the  suit,  see  Sharp  v. 

s  That  under  Sec  9,  act  of  March  3,  Tifft  (1880),  17  0.  G.  1282  ;  18  Blatch. 

1837,  the  plaintiff  can  recover  for  the  182 ;  2  Fed.  Rep.  697  ;  5  Bann.  &  A. 

infringement  of  such  part  of  the  device  899. 

as  is  touly  his,  though  his  specification        *  That  a  disclaimer  of  something  not 

embraoea  more  than  he  has  a  right  to  claimed  in  the  patent  is  a  nullity,  see 

elaim  and  no  disclaimer  is  filed,   see  Sharp  v.  Tifft  (1880),  17  O.  G.  1282  ; 

Tuckv.  Bramhill  (1868),  3  Fisher,  400;  18  Blatch.  132;  2  Fed.  Rep.  697;  5 

e  Blatoh.  95.  Bann.  &  A.  399. 

That  Claims  not  sued  on  need  not  *  That  where  a  disclaimer  leaves  the 
have  been  cured  by  disclaimer,  in  order  patent  to  claim  the  whole  thing  in- 
to warrant  a  preliminary  injunction,  see  vented  just  as  it  must  have  been  con- 
Dnff  9.  Calkins  (1883),  25  O.  G.  601.  strued  before,  it  has  no  effect  on  the 

That  where  the  Claim  of  a  patent  costs,   see   Sharp  v,   Tiffl  (1880),    18 

is  declared  invalid  too  nearly  to  the  Blatch.  132  ;  17  0.  G.  1282 ;  2  Fed. 

expiration  of  the  patent  to  allow  of  the  Rep.  697  ;  5  Bann.  k  A.  399. 
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features  as  the  court  finds  merely  formal  and  not  essential  to 
the  idea  of  means  embodied  in  the  invention  as  originally 
claimed. 


SECTION  in. 

OF  THE   AMENDMENT   OF  LETTERS-PATENT:   BE-ISSUE. 

§  653.    Orisin  of  Re-issue  as  a  Method  of  Amending  a  DefeotiTe 
Patent :  Re-issues  Prior  to  tbe  Act  of  1832. 

Amendment  by  re-issue  was  introduced  into  our  statute  law 
by  the  act  of  1832.  Prior  to  this  act,  t)ie  right  of  the  in- 
ventor to  a  patent,  whose  protection  was  commensurate  with 
the  invention  he  had  made  and  had  endeavored  to  describe 
in  his  specification,  had  been  distinctly  recognized  by  the 
courts  as  well  as  by  the  government  itself.  The  practice  of 
surrendering  such  patents  as  failed  to  afford  this  protection, 
and  of  issuing  corrected  patents  by  which  the  purposes  of  the 
law  on  behalf  of  the  inventor  were  fulfilled,  had  been  estab- 
lished, and  had  been  repeatedly  sanctioned  by  judicial  deci- 
sions.^ Such  defective  patents  were  regarded  as  invalid  and 
inoperative  whether  the  defect  consisted  in  an  insufSicient  or 

§  658.  ^  In  Grant  r.  Raymond  (1882),  are  directed  in  the  first  instance^  can- 

6  Peters,  218,  Marshall,  C.  J.  :  (243)  not,  we  think,  be  a  departure  from  the 

"  It  has  been  said  that  this  permission  spirit  and  character  of  the  act."     1 

to  issue  a  new  patent  on  a  reformed  Robb,  604  (685).    This  case  was  tried 

specification,  when  the  first  was  defec-  in  the  Circuit  Court  in  1828.     The 

tive  through  the  mistake  of  the  paten-  original  patent  was  granted  in  1821, 

tee,  would  change  the  whole  character  and  on  account  of  its  defectiye  specifica- 

of  the  act  of  Congress.    We  are  not  tion  was  surrendered  and  re-issued  in 

convinced  of  this.     Tbe  great  object  1825.      Against  an  objection,  at   the 

and  intention  of  the  act  is  to  secure  to  trial,  that  such  surrender  and  re-iasue 

the  public  the  advantages  to  be  derived  were  not  authorized  by  law,  tbe  patent 

from  the  discoveries  of  individuals,  and  was  sustained,  and  the  decision  on  this 

the  means  it  employs  are  the  compen-  point  was  affirmed  in  the  Supreme  C^urt 

sation  made  to  those  individuals  for  the  at  the  January  Term,  1882.    The  act 

time  and  labor  devoted  to  these  dis-  of  1882  was  approved  in  the  following 

coveries,  by  the  exclusive  right  to  make,  July. 

use,  and  sell  the  things  discovered  for  a  See  also  Shaw  «.  Cooper  (1888),  7 

limited  time.    That  which  gives  com-  Peters,   292 ;    1   Bobb^   648  ;  Opinion 

plete  effect  to  this  object  and  intention,  Atty.  Gen.  (1881),  2  Op.  At.  (ren.  454  ; 

by  employing  the  same  means  for  the  Morris  v.  Huntington  (1824X  1 

eorrection  of  inadvertent  error  which  848 ;  1  Bobb^  448. 
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obscure  description  of  the  invention  or  in  an  inaccurate  state- 
ment of  the  true  line  of  distinction  by  which  the  new  matter 
described  was  separated  from  the  old.  The  principle  on 
which  this  practice  rested  is  easily  discernible.  The  inven- 
tor, having  a  right  under  the  law  to  a  patent  for  his  actual 
invention,  and  not  having  succeeded  in  obtaining  such  a  pat- 
ent by  his  first  attempt,  was  entitled  to  make  another  appli- 
cation and  receive  a  more  perfect  patent.  But  in  doing  this 
he  was  liable  to  be  met  by  the  objection  that  his  invention 
had  already  gone  into  public  use  and  that  his  right  to  any 
protection  had  been  thereby  lost.  To  avoid  this  objection  the 
method  of  securing  the  same  object  by  amending  the  original 
patent  was  devised,  to  the  mutual  advantage  both  of  the  in- 
ventor and  the  public,  —  the  inventor  escaping  the  objection 
before  mentioned,  and  the  public  becoming  completely  pos- 
sessed of  the  invention  at  the  expiration  of  the  term  of  the 
original  patent,  instead  of  being  compelled  to  await  the  passage 
of  a  new  term  dating  from  the  issue  of  a  later  patent.^  As 
this  practice  is  the  origin  and  foundation  of  the  entire  body 
of  rules  relating  to  re-issues,  its  purposes,  spirit,  and  methods 
form  the  key  by  which  the  conflicts  and  problems  arising 
under  the  later  law  are  to  be  resolved.' 

§  654.   Re-iflsues  under  tbe  Act  of  1832. 

The  act  of  1832  recognized  this  mode  of  amendment  and 
prescribed  definite  rules  for  its  performance.     It  provided 

*  That  a  re-issae  for  the  purpose  of  See  In  re  Whitehouae's  Patent  (1880), 
perfecting  the  patent  is  promotive  of  1  Web.  649,  note  ;  In  re  Redround's 
the  public  interest,  see  French  v.  Rogers  Patent  (1828),  1  Web.  649,  note ;  and 
(1851),  1  Fisher,  183.  $  16  and  notes,  ante,      Mr.   Ogden's 

That  the  privilege  of  a  re-issue  is  in-  argument  in  Grant  v.  Raymond  (1832), 

valuable  to  inventors,  see  Blake  v,  Staf-  6  Peters,  218,  refers  to  Ex  parte  Beck 

ford  (1868),  6  Blatch.  195;  8  Fisher,  (1784),  1  Bro.  Ch.  Rep.  575,  as  show- 

294.  ing  that  the  surrender  of  a  defective 

*  The  first  act  of  Parliament  which  patent  and  the  issue  of  a  new  one  in  its 
authorized  the  amendment  of  existing  stead  was  under  the  English  practice 
patents  was  passed  in  1885.  Prior  to  "a  matter  of  course."  Other  cases  of 
this  date,  however,  the  power  had  been  amendment  of  letters-patents  (not  ap- 
exercised  to  a  limited  extent  in  cases  parently  relating  to  inventions,  how- 
where  the  error  was  merely  verbal,  was  ever),  are  cited  in  a  note  to  1  Web. 
apparent  on  the  face  of  the  patent,  and  647. 

had  arisen  through  accident  or  mistake. 
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that  whenever  anj  patent  should  be  invalid  or  inoperative, 
through  the  non-compliance  of  the  inventor  with  the  terms 
and  conditions  mentioned  in  the  third  section  of  the  act  of 
1798,  the  patent  might  be  surrendered  and  re-issued  if  the 
error  had  arisen  from  inadvertence,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention.^  The  invalid- 
ity and  inoperativeness  of  the  patent  were  thus  made  depend- 
ent on  the  failure  of  the  patentee  to  fulfil  the  obligations 
imposed  by  the  third  section  of  the  act  of  1793,  and  his  right 
to  a  re-issue  was  denied  only  when  such  failure  had  resulted 
from  an  intention  to  deceive,  or  from  some  other  cause  than 
inadvertence,  accident,  or  mistake.  The  obligations  imposed 
upon  the  patentee  by  the  third  section  of  the  act  of  1793  were 
threefold :  (1)  To  make  oath  that  he  believed  himself  to  be 
the  true  inventor  of  the  art  or  instrument  for  which  he  sought 
a  patent;  (2)  To  deliver  to  the  government  a  written  de- 
scription of  his  invention  in  such  complete  and  exact  lan- 
guage as  would  distinguish  it  from  all  other  things  before 
known  and  would  enable  any  person  skilled  in  the  art  to  con- 
struct and  use  it ;  (3)  To  furnish  with  this  description  such 
drawings,  model,  or  specimens,  as  the  nature  of  the  case  might 
require.^    Now  it  is  obvious  that  a  failure  to  comply  with 

§  654.  ^  Act  of  1832,  §  8  :  **  Wher-  ent,  which  oath  or  affirmation  may  be 

ever  any  patent  .  .  .  granted  to  any  made  before  any  person  authorised  to 

inventor  in  pureoance  of  the  act  of  Con-  administer  oaths,  and  shall  deliver  a 

gran  .  .  .  passed  ...  in  the  year  of  written  description  of  his  invention  and 

our  Lord  1793,  .  .  .  shall  be  invalid  of  the  manner  of  using,  or  process  of 

or  inoperative  by  reason  that  any  of  the  compounding  the  same,  in  such  full, 

terms  or  conditions  prescribed  in  the  clear,  and  exact  terms,  as  to  distinguish 

third  section  of  the  said  .  .  .  act,  have  the  same  from  aU  other  things  before 

not,  by  inadvertence,  accident,  or  mis-  known,  and  to  enable  any  person  skilled 

take,   and  without  any  fraudulent  or  in  the  art  or  science  of  which  it  is  a 

deceptive  intention,  been  complied  with  branch,  or  with  which  it  is  most  nearly 

on  the  part  of  said  inventor,  it  shaU  be  connected,  to  make,  compound,  and  usa 

lawful  for  the  Secretary  of  State,  upon  the  same.    And  in  the  case  of  any  ma- 

the  surrender  to  him  of  such  patent,  to  chine,  he  shaU  fully  explain  the  prin- 

cause  a  new  patent  to  be  granted,"  etc  ciple,  and  the  several  modes  in  which 

*  Act  of  1793,  S  8 :   "  That  every  he  has  contemplated  the  application  of 

inventor,  before  he  can  receive  a  patent,  that  principle  or  character,  by  which  it 

shall  swear  or  affirm  that  he  does  verily  may  be  distinguiBhed  from  other  inven- 

believe  that  he  is  the  true  inventor  or  tions ;   and   he   shall   accompany  the 

discoverer  of  the  art,  machine,  or  im-  whole  with  drawings  and  written  refer- 

provement,  for  which  he  solicits  a  pat-  ences,  where  the  nature  of   the 

654 
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these  conditions,  through  iuadvertence,  accident,  or  mistake, 
can  rarely  occur,  except  m  reference  to  the  second  condition, 
or  to  80  much  of  the  third  as  is  directly  related  to  the  second* 
A  breach  of  the  first  condition  must  consist  either  in  making 
no  oath  whatever,  —  a  defect  too  glaring  to  escape  attention,  — 
or  in  making  a  false  oath,  which  would  be  a  wilful  fraud.  A 
breach  of  the  third  could  take  place  only  when  no  drawings, 
model,  or  specimens  were  furnished,  —  another  open  and  ap- 
parent defect,  —  or  when  they  failed  to  correspond  with  the 
invention,  and  thus  rendered  the  description  of  which  they 
were  a  part  ambiguous  and  uncertain.  Hence,  in  the  vast 
majority  of  cases  in  which  the  patent  was  invalid  or  inopera- 
tive, its  defects  must  have  resided  in  the  description  given  of 
the  invention  in  the  specification,  drawings,  model,  or  speci- 
mens, and  it  was  chiefly  to  cure  these  defects  that  the  remedy 
by  re-issue  was  provided  by  the  statute.  The  third  section 
of  the  act  of  1798  prescribed  two  rules  concerning  the  de- 
scription: (1)  That  its  terms  should  be  so  full,  clear,  and 
exact  as  to  enable  any  person  skilled  in  the  art  to  make  and 
use  the  invention ;  (2)  That  its  terms  should  be  so  full,  clear, 
and  exact  as  to  distinguish  the  invention  from  all  other 
things  before  known.  Defects  in  this  description,  rendering 
the  patent  invalid  and  inoperative  were,  therefore,  of  two 
classes :  (1)  Defects  in  the  disclosure  of  the  invention  to  the 
public ;  (2)  Defects  in  defining  the  precise  limits  of  the  in- 
vention by  distinguishing  it  from  things  already  known.  At 
this  early  period  of  our  Patent  Law,  the  modern  distinction 
between  the  Description  and  the  Claim,  as  parts  of  the  writ- 
ten specification,  was  unknown.  The  same  statements  and 
recitals  served  both  purposes,  —  the  scope  of  the  protection 
afforded  by  the  patent,  and  the  explication  of  the  invention 
for  the  information  of  the  public,  being  gathered  from  the 

admits  of  dnwinga,  or  with  specimens  State,  and  certified  copies  thereof  shall 

of  the  ingredients,  and  of  the  composi-  be  competent  evidence  in  aU   courts, 

tion  of  matter,  sufficient  in  quantity  for  where  any  matter  or  thing   touching 

the  purpose  of  experiment,  where  the  such  patent  right  shall  come  in  ques- 

invention  is  of  a  composition  of  matter ;  tion.    And  such  inventor  shall,  more- 

which  description,  signed  by  himself  over,  deliver  a  model  of  his  machine, 

and  attested  by  two  witnesses,  shall  be  provided  the  Secretary  shall  deem  such 

filed  in  the  office  of  the  Secretary  of  model  to  be  necessary. " 

§654 
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entire  document  without  attaching  pai*ticular  significance  to 
any  special  clause  therein  contained.  But  the  act  of  1793 
was  at  least  as  stringent  as  any  later  statute  has  been  in  re- 
quiring the  presence  of  such  language  in  the  written  specifi- 
cation as  should  completely  fulfil  both  these  purposes.  The 
right  of  the  inventor  to  his  patent  was  made  contingent  upon 
the  fulness,  clearness,  and  exactness  with  which  the  terms  of 
his  specification  defined  the  invention  which  he  claimed,  and 
communicated  to  the  public  a  knowledge  of  its  construction 
and  mode  of  use ;  and  if  in  either  of  these  respects  the  spe- 
cification was  deficient,  the  patent  was  invalid  and  inopera- 
tive, and  became  a  proper  subject  for  re-issue  under  the  act 
of  1832.  By  virtue  of  this  act  the  patentee  might  thus 
amend  those  poi*tions  of  the  specification  which  related  to 
his  claim  for  protection  as  readily  as  he  could  those  portions 
which  explained  the  method  of  making  and  using  the  inven- 
tion. His  right  to  what  was  actually  his  own  was  treated  as 
commensurate  with  his  duty  of  disclosure  to  the  public,  and 
the  privilege  of  correcting  a  mistake,  when  the  correction 
would  redound  to  his  advantage,  was  as  fully  recognized  as 
was  his  obligation  to  correct  it  whenever  the  information 
afforded  by  his  specification  to  the  public  was  erroneous  or 
incomplete. 

§  659.   Re-issnes  nndor  tho  Aot  of  1836. 

The  act  of  1836  introduced  into  these  provisions  certain 
changes  of  phraseology,  but  no  substantial  Tariation  either  in 
the  spirit  or  the  meaning  of  the  law.  The  requirements  of 
the  third  section  of  the  act  of  1793  in  reference  to  the  de- 
scription were  preserved  almost  in  the  same  language,  except 
as  to  the  method  of  distinguishing  the  new  invention  from  all 
other  things  before  known.  The  words  relating  to  this  mat- 
ter in  the  act  of  1793  were  omitted  in  the  act  of  1836,  and, 
instead  thereof,  it  was  prescribed  that  the  inventor  should 
particularly  specify  and  point  out  that  which  he  claimed  to 
be  his  own  invention  or  discovery.^    This  particular  statement 

§  655.  ^  Act  of  1836,  §  6:  "But  coveiy,  he  shall  deliver  a  written  de- 
before  any  inventor  BhaU  receive  a  pat-  scription  of  liia  invention  or  disco  very, 
ent  for  any  such  new  invention  or  dis-    and  of  the  manner  and  process  of  mak- 
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of  his  claim  is  called  throughout  this  act  by  the  name  of  the 
^^  specification/'  —  a  name  afterwards  in  use  to  denote  some- 
times the  Description  as  distinguished  from  the  Claim,  some- 
times the  entire  instrument  embracing  botli,  but  in  the  act 
of  1836  evidently  referring  mainly  to  the  clause  or  clauses  in 
which  the  inventor  attempted  to  specify  and  point  out  the 
exact  limits  of  the  invention  which  he  claimed.^  Thus  the 
terms  "  description "  and  "  specification,"  when  coupled  to- 
gether in  this  act,  indicate,  not  the  same  entire  instrument  or 
the  same  portions  of  the  instrument,  but  two  distinct  portions, 
—  the  former  being  the  detailed  delineation  of  the  invention 
given  for  the  information  of  the  public  and  as  a  basis  for  the 
Claim ;  the  latter  being  the  specific  statement  and  definition 
of  the  invention  claimed.  Attention  to  this  use  of  the  word 
in  this  act  is  essential  to  the  true  interpretation  of  its  provi- 
sions in  relation  to  re-issues. 

ing,  constmcting,  using,  and  compound-  own  invention  ; "  "  corrected  description 
ing  the  same,  in  such  full,  clear,  and  and  specification;"  "original  descrip* 
exact  terms,  avoiding  unnecessary  pro-  tion  and  specification."  Sec.  15  :  "De- 
lixity,  as  to  enable  any  person  skilled  scription  and  specification ; "  "specifica- 
in  the  art  or  science  to  which  it  apper-  tion  of  claim,"  etc.  An  examination 
tains,  or  with  which  it  is  most  nearly  of  the  context  In  which  these  phrases 
connected,  to  make,  construct,  com-  occur  renders  it  perfectly  apparent  that 
pound,  and  use  the  same  ;  .  .  .  and  **  specification "  signifies  the  Claim  as 
shaU  particularly  specify  and  point  out  distinguished  from  the  Description, 
the  part,  improvement,  or  combination  In  Wilson  v.  Coon  (1880),  18  Blatch. 
which  he  claims  as  his  own  invention  532,  Blatchford,  J. :  (586)  "The  pro* 
or  discovery."  vision  of  Sec.  18  of  the  act  of  1886  was 
*  Act  of  1886,  §  5  :  "  Descriptions,  that  a  patent  might  be  re-issued  when  it 
specifications,  and  drawings;"  "specifi-  was  "inoperative  or  invaUd  by  reason 
cations  .  •  .  specifying  what  the  paten-  of  a  defective  or  insufficient  description 
tee  claims  as  his  invention  or  discov-  or  specification,"  and  the  new  patent 
ery."  Sec.  6:  "Written  description  was  to  be  issued  with  a  corrected  "de- 
of  his  invention  or  discovery,  .  .  .  and  scription  and  specification."  This  Ian- 
specify  and  point  out  the  part  .  •  .  guage  was  based  on  that  of  Sec.  6  of  Hie 
which  he  claims  as  his  own  invention."  act  of  1836,  which  required  the  inventor 
Sec.  7  :  "  AppUcation,  description,  and  to  give  in  vrriting  a  description  of  his 
specification  ; "  "  altering  his  specifica-  invention  and  of  the  manner  of  making 
tion  to  embrace  only  that  part  of  the  and  using  it,  and  also  to  "  particularly 
invention  or  discovery  which  is  new."  specify  and  point  out"  what  he  claimed 
Sec  12  :  "  Description,  specifications,  as  his  invention.  Under  this  language 
drawings,  and  model;"  "specifications  the  "specification  was  the  Claim,  and 
of  claim."  Sec  18:  "Defective  or  in-  the  rest  was  the  description."  6  Fed. 
anfficient  description  or  specification  ; "  Bep.  611  (616)  ;  19  O.  G.  482  (488). 
''claiming  in  his  specification  as  his 
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§  656.    Ro-iMnes  nnder  the  Act  of  1836:  Variattons  from  the 
Act  of  1832. 

The  language  of  the  act  of  1836  in  reference  to  re-issues 
limited  their  allowance  to  cases  where  a  patent  was  ^'  inop- 
erative or  invalid,  by  reason  of  a  defective  or  insufficient 
description  or  specification,  or  bj  reason  of  the  patentee 
claiming  in  his  specification,  as  his  own  invention,  more  than 
he  had,  or  shall  have,  a  right  to  claim  as  new."^  Of  the 
import  of  this  language  two  different  views  have  been  taken. 
It  has  been  held,  on  the  one  hand,  that  the  words  '^  descrip- 
tion"  and  ^^specification''  are  synonymous  and  are  applied 
to  th^  delineation  of  the  invention  given  for  the  information 
of  the  public ;  that  any  mistake  or  insufficiency  in  this  deline- 
ation is  remediable  by  re-issue ;  that  the  only  form  of  defec- 
tive Claim  which  is  recognized  by  the  statute  or  is  therein 
made  curable  by  a  re-issue  is  an  excessive  Claim ;  and  conse- 
quently that  a  too  restricted  Claim,  though  it  may  wholly  fail 
to  afford  the  patentee  that  protection  which  the  law  endeavors 
to  confer  upon  him,  cannot  be  so  corrected  and  enlarged  as  to 
secure  to  him  the  actual  invention  except  by  virtue  of  the 
general  provisions  of  the  law  or  under  the  doctrines  applied 
to  similar  cases  in  courts  of  equity.^    On  the  other  hand,  it 

§  656.  ^  Act  of  1836,  Sec.  18.  this  coart    Bat  it  was  carefully  con- 

^  In  Mahn  v.  Harwood  (1884),  112  fined  to  cases  where  the  patent  was  in- 

U.  S.  854,  Bradley,  J.  :  (862)  '*The  valid  or  Inoperative   by  reason   of  a 

truth  is  (as  was  shown  in  Miller  v.  The  failure  to  comply  with  any  of  the  terms 

Brass    Company)    that   this   class   of  and  conditions  prescribed  by  the  law 

cases,  namely,  re-issues  for  the  purpose  for  giving  a  clear  and  exact  description 

of  enlarging  and  expanding  the  Claim  of  the  invention,  and  where  such  failure 

of  a  patent^  was  not  comprised  within  was  due  to  inadvertence,  accident,  or 

the  literal  terms  of  the  law  which  ere-  mistake,  without  any  fraudulent  or  de- 

ated  the  power  to  re-issue  patents."    80  ceptive  intention.    This  being  shown, 

O.  G.  657  (659).  a  new  patent,  with  a  correct  specifics- 

In  Miller  v.  Brass  Co.  (1881),  104  tion,  was  authorized  to  be  issued  for 

U.  S.  850,  Bradley,  J.:  (352)  "The  the  same  invention.    The  act  of  July  4, 

power  given  by  the  law  to  issue  a  new  1836,  c  45,  enlarged  the  power  to  grant 

iwtent  upon  the  surrender  of  the  orig-  re-issues  by  adding  an  additional  ground 

inal,  for  the  correction  of  errors  and  for  re-issue ;  namely,  that  the  patentee 

mistakes,  has  been  greatly  misunder^  had  inadvertently  claimed  in  his  spect- 

stood  and  abused.    It  was  first  con-  fication«  as  his  own  invention,  mors 

tained  in  the  act  of  July  8, 1882,  e.  857  ;  than  he  had  a  right  to  daim  as  new. 

and  the  law  was  adopted  in  view  of  sug-  And,  with  that  adilition,  the  law  has 

gestions  made  in  several  judgments  of  continued  substantiaUy  the  same  to  the 
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has  been  declared  that  the  words  ^^  description  "  and  ^^  specifi- 
cation" relate  to  two  distinct  portions  of  an  entire  instru- 

preaent  time.  The  fifty-tliird  section  he  has  contemplated  the  application  of 
of  the  act  of  1870,  c  230,  which  was  that  principle  or  character,  by  which 
the  law  on  this  subject  when  the  re-issne  it  may  be  distinguished  from  other 
in  the  present  case  was  granted,  is  in  inventions ;  and  he  shall  accompany 
the  following  words  :  '  Whenever  any  the  whole  with  drawings  and  written 
patent  b  inoperative  or  invalid  by  rea-  references,  w^here  the  nature  of  the  case 
son  of  a  defective  or  insufficient  speciii-  admits  of  drawings.'  This  careful  and 
cation,  or  by  reason  of  the  patentee  elaborate  requirement  was  substantially 
claiming  as  his  own  invention  or  dis-  repeated  in  the  sixth  section  of  the  act 
oovery  more  than  he  had  a  right  to  of  1836,  with  this  addition  :  '  And  shall 
claim  as  new,  if  the  error  has  arisen  by  particularly  specify  and  point  out  thi 
inadvertence,  accident,  or  mistake,  and  part,  improvement,  or  combination  whick 
without  any  fraudulent  or  deceptive  in-  he  claims  as  his  own  invention  or  dis* 
tention,  the  Commissioner  shall,  on  the  covery.'  Although  it  had  been  cus- 
surrender  of  such  patent,  and  the  pay-  tomary  to  append  a  Claim  to  moat 
ment  of  the  duty  required  by  law,  cause  specifications,  this  was  the  first  statu* 
a  new  patent  for  the  same  invention,  tory  requirement  on  the  subject.  It 
and  in  accordance  with  the  corrected  was  introduced  into  the  law  several 
specification,  to  be  issued  to  the  paten-  years  subsequently  to  the  creation  of 
tee.'  It  will  be  ohserved  that  while  the  re-issues  ;  and  it  was  in  the  thirteenth 
law  authorizes  a  re-issue  when  the  pat-  section  of  this  act  of  1836  that  provision 
entee  has  claimed  too  much,  so  as  to  was  made  for  a  re-issue  to  correct  a 
enable  him  to  contract  his  Claim,  it  Claim  which  was  too  broad  in  the  orig- 
does  not,  in  terms,  authorize  a  re-issue  inal.  Now,  in  view  of  the  fact  that  a 
to  enable  him  to  expand  his  Claim,  re-issue  was  authorized  for  the  correc- 
The  great  object  of  thd  law  of  re-issues  tion  of  mistakes  in  the  specification  be- 
seems to  have  been  to  enable  a  patentee  fore  a  formal  Claim  was  required  to  be 
to  make  the  description  of  his  inven-  made,  and  of  the  further  fact  that  when 
tion  more  clear,  plain,  and  specific,  so  such  formal  Claim  was  required  express 
as  to  comply  with  the  requirements  of  power  was  given  to  grant  a  re-issue  for 
the  law  in  that  behalf,  which  were  very  the  purpose  of  making  a  Claim  more 
comprehensive  and  exacting.  The  third  narrow  than  it  was  in  the  original, 
aectionof  theactof  1793,  c.  11,  required  without  any  mention  of  a  re-issue  for 
an  applicant  for  a  patent  '  to  deliver  the  purpose  of  making  a  Claim  broader 
a  written  description  of  his  invention,  than  it  was  in  the  original,  it  is  natural 
and  of  the  manner  of  using,  or  process  to  conclude  that  the  re-issue  of  a  pat- 
of  compounding  the  same,  in  such  full,  ent  for  the  latter  purpose  was  not  in 
clear,  and  exact  terms  as  to  distinguish  the  mind  of  Congress  when  it  passed 
the  same  from  all  other  things  before  the  laws  in  question.  It  was  probably 
known,  and  to  enable  any  person  skilled  supposed  that  the  patentee  would  never 
in  the  art  or  science  of  which  it  is  a  err  in  claiming  too  little.  Those  who 
branch,  or  with  which  it  is  most  nearly  have  any  experience  in  business  at 
connected,  to  make,  com}>ound,  and  use  the  Patent  Office  know  the  fact  that 
the  same.  And  in  the  case  of  any  ma-  the  constant  struggle  between  the  Office 
chine,  he  shall  fully  explain  the  prin-  and  applicants  for  patents  has  reference 
dple,  and  the  sevend  modes  in  which  to  the  Claim.    The  patentee  seeks  the 
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ment,  —  the  former  being  the  Description  proper,  the  latter 
what  is  now  known  as  ^'the  Claim;"  that  a  patent  is  in- 
broadest  Claim  he  can  get.  The  Office,  excuse  for  delay  in  asking  to  have  it 
in  behalf  of  the  public,  ia  obliged  to  re-  corrected.  Every  independent  inven- 
sist  this  constant  pressure.  At  all  tor,  every  mechanic,  every  citizen,  is 
events,  we  think  it  clear  that  it  was  not  affected  by  such  delay,  and  by  the  issue 
the  speci|d  purpose  of  the  legislation  on  of  a  new  patent  with  a  broader  and 
this  subject  to  authorize  the  surrender  more  comprehensive  Claim.  The  grant- 
of  patents  for  the  purpose  of  re-issuing  iug  ol  a  re-issue  for  such  a  purinise  after 
them  with  broader  and  more  compre-  an  unreasonable  delay  is  clearly  an  abuse 
hensive  Claims,  although,  under  the  of  the  power  to  grant  re-issues,  and 
general  terms  of  the  law,  such  a  re-issue  may  justly  be  declared  illegal  and  void, 
may  be  made  where  it  clearly  appears  It  will  not  do  for  the  patentee  to  wait 
that  an  actual  mistake  has  inadvertently  until  other  inyentors  have  produced 
been  made.  But  by  a  curious  misap-  new  forms  of  improvement,  and  then, 
plication  of  the  law  it  has  come  to  be  with  the  new  light  thus  acquired,  under 
principally  resorted  to  for  the  purpose  pretence  of  inadvertence  and  mistake, 
of  enlai*ging  and  expanding  patent  apply  for  such  an  enlargement  of  his 
Claims.  And  the  evils  which  have  Claim  as  to  make  it  embrace  these  new 
grown  from  the  practice  have  assumed  forms.  Such  a  process  of  expansion, 
lai^e  proportions.  Patents  have  been  carried  on  indefinitely,  without  regard 
80  expanded  and  idealized,  years  after  to  lapse  of  time,  would  operate  most 
their  first  issue,  that  hundreds  and  unjustly  against  the  public,  and  is 
thousands  of  mechanics  and  manufac-  totally  unauthorized  by  the  law.  In 
turers,  who  had  just  reason  to  suppose  such  a  case,  even  he  who  has  rights  and 
that  the  field  of  action  was  open,  have  sleeps  upon  them  justly  loses  them." 
been  obliged  to  discontinue  their  em-  21  0.  6.  201  (202). 
ployments,  or  to  pay  an  enormous  tax  The  statements  contained  in  the  fore- 
for  continuing  them.  Now,  while,  as  going  extract  are  responsible  for  the 
before  stated,  we  do  not  deny  that  a  widely-spread  impression  that  the  case 
Claim  may  be  enlarged  in  a  re-iasned  of  Miller  v.  Brass  Co.  introduced  radi- 
patent,  we  are  of  opinion  that  this  can  cal  changes  into  the  law  of  re-issues, 
only  be  done  when  an  actual  mistake  But  the  case  itself,  taken  as  a  whole, 
has  occurred,  not  from  a  mere  error  of  warrants  no  such  impression.  In  view 
judgment  (for  that  may  be  rectified  by  of  the  facts  apparent  on  the  record,  the 
appeal),  but  a  real  bona  fide  mistake,  judgment  of  the  court  was  eminently 
inadvertently  committed,  such  as  a  just.  The  conclusions  of  the  learned 
court  of  chancery,  in  cases  within  its  judge  who  delivered  the  opinion,  —  that 
ordinary  jurisdiction,  would  correct,  a  re-issue  is  proper  only  where  the 
Be-issues  for  the  enlai^ment  of  Claims  defect  to  be  amended  was  '*a  bona  fitU 
should  be  the  exception  and  not  the  mistake  inadvertently  committed;"  that 
rule ;  and  when,  if  a  Claim  is  too  nar-  an  unreasonable  delay  in  applying  for 
row,  —  that  is,  if  it  does  not  contain  all  a  re-issue  indicates  that  the  allegation 
that  the  patentee  is  entitled  to,  — the  of  original  "inadvertence  or  mistake  is 
defect  is  apparent  on  the  face  of  the  a  mere  pretence  ; "  that  when  the  defect 
patent  and  can  be  discovered  as  soon  as  is  evident  on  an  inspection  of  the  pat- 
that  document  is  taken  out  of  its  en-  ent,  as  is  usually  the  case  where  it  con- 
velope  and  opened,  there  can  be  no  valid  sists  in  ah  undue  restriction    of  the 
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operative  or  invalid  when  either  the  Description  or  the 
Claim  is  defective  or  insufficient,  or  when  the  Claim  ex- 
claim, any  avoidable  delay  is  nnrea-  a  court  of  chancery,  if  the  case  were 
flonable,  —  are  supported  not  only  by  within  its  jurisdiction,  would  order  the 
sound  reason  and  the  general  analogies  amendment ;  and  though  otherwise 
of  the  law,  but  by  an  almost  unbroken  proper,  may  be  refused  whenever  the 
current  of  judicial  decisions.  In  reach-  patentee  has  slept  upon  his  rights  or 
ing  these  conclusions,  however,  the  court  when  the  interests  of  others  would  be 
pursues  the  novel  line  of  argument  set  uigustly  prejudiced  by  the  re-issue, 
forth  in  the  passage  above  quoted,  and  In  the  case  under  consideration  the 
seems  to  find  the  ground  for  its  refusal  final  judgment  must  have  been  the 
to  recognize  the  re-issued  patent  in  the  same  whether  attained  by  this  mode  of 
equitable  doctrine  that  laches  may  for^  reasoning  or  by  that  which,  treating  the 
feit  an  existing  right,  rather  than  in  the  correction  of  restricted  Claims  as  within 
rule  of  Patent  Law  that  laches  in  re-  the  ordinary  amending  powers  conferred 
issuing  is  inconsistent  with  the  original  by  the  statutes,  regards  unreasonable  de- 
ezirtence  of  the  right  itself.  An  analy-  lay,  etc.,  as  bearing  only  upon  the  ques- 
sis  of  this  argument  results  in  the  fol-  tion  of  original  inadvertence  or  mistake, 
lowing  propositions  : —  The  same  would  probably  be  true  in 

(1)  That  prior  to  the  act  of  1886  the  nearly  every  case  where  the  lawfulness 
law  did  not  require  a  formal  Claim  of  a  re-issue  was  to  be  determined  by 
of  the  invention  to  be  inserted  in  the  the  Patent  Office  or  the  courts.  But 
specification.  since  the  impositions  above  enumerated 

(2)  That  prior  to  this  act,  therefore,  in  effect  transfer  this  class  of  re-issues 
the  errors  contemplated  by  the  law  from  the  statutory  jurisdiction  of  the 
governing  re-issues,  and  curable  by  that  Patent  Office  to  the  chancery  jnrisdic- 
mode  of  amendment,  were  errors  in  the  tion  of  the  courts,  and  render  their  val- 
Descriptlon,  not  the  Claim.  idity  dependent  not  merely  on  the  con- 

(3)  That  when  the  Claim  was  made  ditions  named  in  the  statute  but  on  the 
an  essential  part  of  the  specification  the  equities  arising  after  the  issue  of  the 
law  of  re-issues  was  enlarged  to  embrace  patent,  thus  opening  a  wide  and  deep 
errors  arising  in  the  Claim.  gulf  of   separation    between  these  re- 

(4)  That  as  this  extension  of  the  issues  and  all  others ;  and  since  these 
law  of  re-issues  expressly  related  only  several  propositions,  taken  as  the  state- 
to  errors  consisting  in  an  excess  of  ment  of  special  doctrines  of  Patent  Law, 
Claim,  it  impliedly  excluded  from  the  have  led  to  decisions  in  many  later 
operation  of  that  law  all  errors  which  cases  which  are  evidently  erroneous  in 
result  from  an  undue  restriction  of  the  principle ;  —  it  is  important  that  so  far 
Claim.  88  they  are  incorrect  they  should  be,  if 

(5)  That,  being  thus  excluded,  the  possible,  refuted.  The  fundamental 
correction  of  an  unduly  restricted  Claim  error  seems  to  reside  in  the  deduction 
is  not  within  the  special  purpose  of  the  drawn  in  the  second  proposition  from 
legislation  concerning  re-issues ;  and,  the  fact  stated  in  the  first  It  is  true 
though  permitted,  must  find  its  warrant  that  before  the  act  of  1836  the  law  did 
in  the  general  terms  of  the  law  and  in  not  require  a  formal  Claim  to  be  in- 
the  principles  of  equity.      ^  serted  in  the  specification ;  but  it  does 

(6)  That  the  correction  of  restricted  not  follow  from  this  that  under  the  pro- 
claims is,  therefore,  lawful  only  where  visions  of  preceding  statutes  no  claim 
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ceeds  the  limits  of  the  actual  inveution;  and  consequently 
that  whatever  may  be  the  nature  of  the  error,  or  in  whatever 

was  necessary,  or  that  the  modes  therein  their  chief  object  the  protection  of  the 
prescribed  for  avoiding  or  correcting  inventor  in  the  enjoyment  of  his  actual 
errors  applied  solely  to  the  Description  invention ;  replying  to  the  aigument 
as  distinguished  from  i^e  Claim.  On  that  by  such  amendments  public  inter- 
the  contrary,  a  claim  in  some  form  has  ests  are  prejudiced  by  saying  :  "  the 
always  been  an  essential  feature  of  the  communication  of  the  discovery  to  the 
specification.  Whether  couched  in  public  has  been  made  in  pursuance  of 
words  of  petition  or  in  words  of  grant,  law  with  the  intent  to  exercise  a 
whether  incorporated  in  the  general  de-  privilege  which  is  the  consideration 
scription  or  constituting  an  independent  paid  by  the  public  for  the  future  use  of 
clause,  this  definition  and  assertion  of  the  machine.  If,  by  an  innocent  mis- 
the  exclusive  right  of  the  inventor  was  take,  the  instrument  introduced  to  se- 
never  absent  from  the  instrument  creat-  cure  this  privilege  fails  in  its  object, 
ing  his  monopoly.  Moreover,  this  state-  the  public  ought  not  to  avail  itself  of 
ment  of  his  claim  has  always  been  liable  this  mistake,  and  to  appropriate  the 
to  the  same  defects,  both  of  undue  re-  discoveiy  without  paying  the  stipulated 
striction  and  undue  excess,  resulting  in  consideration.  The  attempt  would  be 
the  partial  or  entire  destruction  of  his  disreputable  in  an  individual,  and  a 
rights,  and  the  amending  power  was  court  of  equity  might  interpose  to  re- 
thus  as  indispensable  to  him  for  the  strain  him.**  The  act  of  1882  was  en- 
correction  of  imperfect  claims  as  for  the  acted,  as  Baldwin,  J.,  declares  in  Mc- 
removal  of  obscurities  from  his  descrip-  Clurg  v.  Kingsland  (1848),  1  How.  202; 
tion.  Hence,  as  this  power  was  granted  in  afiirmance  of  the  principles  laid  down 
professedly  for  his  protection,  it  might  in  Grant  v,  Baymond  and  other  cases, 
safely  be  assumed  that  an  amendment  Among  the  re-issues  while  this  fctat- 
by  enlarging  restricted  claims  in  order  ute  was  in  force,  was  that  involved  in 
that  they  may  include  the  whole  inven-  Stimpson  v,  Westchester  R.  R.  Co. 
tion,  or  by  restricting  claims  to  exclude  (1846),  4  How.  380,  in  which  the  claims 
what  he  had  at  first  improperly  em-  of  the  patent  had  been  enlarged  by  in* 
braced,  should  be  as  lawful  and  as  eluding  an  element  referred  to  in  the 
readily  permitted  as  the  substitution  of  a  original  Description  but  omitted  iVom 
clearer  or  a  more  complete  description,  its  Claim.  The  Supreme  Court,  through 
Our  courts  proceeded  upon  this  assump-  McLean,  J.,  held  that  this  enlaigement 
tion  before  the  act  of  1832  was  passed,  of  the  Claim  did  not,  as  matter  of  law, 
In  Morris  v.  Huntington  (1824),  1  invalidate  the  re-issue.  These  cases,  as 
Paine,  348,  Thompson,  J.  advances  the  well  as  the  reason  of  the  law  itself,  suffi- 
opinion  that  where  the  patentee  has  ciently  demonstrate  that  before  the  act 
claimed  too  much  he  may  surrender,  and  of  1836,  though  no  "formal  Claim" 
take  out  an  amended  patent  In  Grant  was  required  by  law,  the  existence  of 
V.  Raymond  (1832),  6  Peters,  218,  the  the  claim,  its  susceptibility  to  error, 
amendment  which  the  court  sustained  and  the  power  to  amend  it  by  restric- 
was  an  enlaigement  of  the  Claim  ;  and  tion  or  extension  as  might  be  necessaiy 
in  the  decision,  Marshall,  C.  J.,  states  to  render  the  patent  valid  and  operative 
that  both  the  statutes  which  confer  the  in  the  interest  of  the  inventor,  were  as 
patent,  and  the  amending  power  which  clearly  recognized  as  by  any  subsequent 
corrects  its  inadvertent  errors,  have  for  statute  or  decision.    Indeed,  this  entira 
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part  of  the  instrument  it  may  occur,  the  statute  provides  for 

portion  of  the  ailment  appeara  to  rest  there  are  other  statements  which  clearly 

upon  a  misoonception  of  the  act  of  ]  832  show  that  the  court  had  no  intention 

in  its  relation  to  the  act  of  1793,  and  of  to  deny  the  right  to  correct  an  unduly 

the  tnie  meaning' of  the  term  "specifi-  restricted  Claim  in  the  same  manner 

cation  "as  it  is  employed  in  the  act  of  and  upon  the  same  conditions  as  any 

1836.     See  §  654,  ante,  other  defect  occurring  in  the  specifica- 

With  the  demolition  of  this  funda-  tion. 
mental  error,  the  other  portions  of  the         That  a  re-issue  is  not  allowed  except 

argument  also  falL      If  the  Claim  in  to  give  a  more  perfect  description  of  the 

some  form  had  always  heen  a  feature  of  inyention  intended  to  he  claimed  in  the 

the  specification,  and  if  its  faults  of  ex-  original  patent,  or  to  narrow  an  exces- 

eess  or  deficiency  were  amendable  by  sive  Claim,   see  Giant  Powder  Co.  v, 

re-issue  under  and  prior  to  the  act  of  CaliforniaVigorit  Powder  Works  (1880), 

1832,   evidently  no  extension    of   the  6  Sawyer,  508 ;  18  0.  G.  1339  ;  4  Fed. 

law  of  re-issues  was  intended  or  effected  Rep.  720  ;  Knight  v.  Baltimore  &  Ohio 

by  the  enumeration  in  the  act  of  1836  R*  R.  Co.  (1840),  3  Fisher,  1 ;  Taney, 

of  the  excessive  Claim  among  the  sub-  106. 

jects  of  amendment.      And  if  no  such         That   a  re-issue  cannot  enlarge  or 

extension  of  the  law  occurred,  there  is  expand    the    Claims   of  the  original, 

no  ground  for  the  inference  contained  see  Dunbar  v.  White  (1883),  15  Fed« 

in  the  fourth  proposition  that  a  re-  Rep.   747  ;  23  0.   G.   1446 ;    Nye  v. 

stricted  aaim  is  not  among  the  faults  Allen   (1888),  15  Fed.  Rep.  114 ;   23 

which  a  re-issue  was  expressly  designed  0.  G.  2328  ;  Fay  v.  Preble  (1882),  14 

to  cure,  or  for  that  in  the  fifth  which  Fed.  Rep.  652  ;  Moffittv.  Rogers  (1882), 

bases  the  privilege  of  re-issuing  in  these  106  U.  S.  423;  23  0.  G.  270;  New 

cases  upon  general  principles,  and  by  9.  Warren  (1882),  22  0.  G.  587  ;  James 

the  operation  of  the  sixth  imposes  upon  v.  CampbeU  (1881),  104  U.  S.  856  ;  21 

them  conditions  which  are  foreign  to  0.  G.  337. 

re-issues  for  the  removal  of  other  unin-         That  a  re-issue  cannot  claim  what  is 

tentional  defects.  described  but  not  claimed  in  the  orig- 

The  extent  to  which  these  contro-  inal,  see  Reed  v.  Chase  (1885),  25  Fed. 

verted  opinions  have  been  shared  or  Rep.   94  ;    33  0.   G.   996 ;    Ex  parte 

adopted  may  be  seen  in  the  cases  cited  Pfaudler  (1882),  22  0.  G.  1881. 
in  the  remainiDg  portion  of  this  note.         That  it  is  the  office  of  a  re-issue  to 

It  may  fairly  be  questioned  whether  correct  a  Claim,  not  to  enlarge  it,  see 

in  most  of   them  the  position  taken  RusseU  v.  Dodge  (1876),  93  U.  S.  460 ; 

on    this    subject    represents    the    de-  11  0.  G.  151. 

liberate  judgment  of  the  court     The         That  the  enlai^ment  of  the  Claims 

ease  with  which  sweeping  statements,  of  the  original  makes  a  re-issue  void,  as 

shorn  of   all    qualifying    phrases,   are  against  the  public  as  weU  as  against  in- 

canght  up  and  enunciated,   especially  tervening  patentees,  see  Dunbar  o.  White 

in  the  reasonings  as  distinguished  from  (1883),  15  Fed.   Rep.  747 ;  23  0.  G. 

the  final  decision  of  a  judge,  may  ac-  1446. 

count  for  what  seems  a  striking  depart-         The    numerous  cases,  found  in  the 

lire  from  the  general  current  of  au-  notes    to   ensuing   paragraphs,    which 

thority  as  exhibited  in  the  succeeding  assert  that  unreasonable  delay,  or  the 

note.     In  several  of  these  cases,  also,  existence  of  intervening  rights,  or  the 

VOL  II.  —  20  §  555 


806                      TREATISE  ON  THE  LAW  OP  PATENTS.          [BOOK  IH. 

its  amendment  by  re-issue.^  That  the  latter  view  is  the  true 
one  there  are  several  indications  in  the  body  of  the  act  itself. 

appropriation  of  the  unclaimed  matter  by  be  amended  if  the  patent  is  inopentiTe 
the  public,  etc.,  work  a  forfeiture  of  the  or  invalid,  and  in  that  event  to  issue  the 
patentee's  right  to  a  re-issue,  generally  patent  in  proper  form ;  and  he  may  under 
draw  their  erroneous  doctrine  from  the  that  authority  allow  the  patentee  to  re- 
same  source,  regardless  of  the  principle  describe  his  invention  and  to  include  in 
that  a  privilege  conferred  by  the  stat-  the  Description  and  Claims  of  the  patent 
utes  upon  certain  conditions  cannot  be  not  only  what  was  well  described  before, 
abrogated  by  the  courts  if  those  condi-  but  whatever  else  was  suggested  or  sub- 
tions  are  fulfilled,  whatever  power  the  stantially  indicated  in  the  specifications 
courts  may  have  to  determine  by  what  or  drawings  which  properly  belonged 
kind  and  degree  of  evidence  their  fulfil-  to  the  invention  as  actually  made  and 
ment  must  be  proved.  perfected.'    The  re-issue  there  involved, 

«  In  Odell  V.  Stout  (1884),  22  Fed.  it  is  true,  antedated  the  statute  now  in 
Bep.  159,  Sage,  J.  :  (162)  "  It  is  to  be  foree,  but  as  respects  the  question  here 
kept  in  mind,  however,  that  enlarging  involved  this  is  unimportant,  as  before 
the  Claim  may  be  an  entirely  different  indicated.  In  the  last  cases  in  which 
thing  from  broadening  the  invention,  this  subject  is  discussed  (liiller  &  Co. 
He  may,  under  proper  ciroumstances,  v.  The  Brass  Company,  and  James  v. 
so  enlarge  his  Claim  as  to  make  it  ex-  Campbell  et  al.)  ,  ,  .  the  right  to  in- 
tend to  the  limits  of  his  invention,  but  sert  new  and  enlarged  Claims  is  clearly 
he  is  bound  by  those  limits.  He  may  stated.  In  the  first  of  these  cases  the 
not  enlarge  the  invention.  .  .  .  (164)  court  says :  '  If  a  patentee  who  has  no 
Upon  the  authority  of  these  cases  it  is  corrections  to  suggest  in  his  specifications 
clear  that  the  Claim  of  a  patent  may  be  except  to  make  his  Claims  broader  and 
enlarged  by  a  re-issue,  if  the  patentee  more  comprehensive,  uses  due  diligence 
move  promptly  and  no  rights  of  othera  in  returning  to  the  Patent  Office,  and 
have  intervened  ;  and  we  are  of  opinion  says,  "  I  omitted  this,*'  or  "  my  solici- 
that  in  this  case  the  delay  was  not  tor  omitted  that,"  his  application  may 
unreasonable."    29  0.  G.  862  (868).  be  entertained,  and  on  proper  showing 

In  Combined    Patents  Can  Co.  v.  correction  may  be  made.'    And  again, 

Lloyd  (1882),  21  0.  0.  718,  Butler,  J. :  '"N^liile,  as  before  stated,   we  do  not 

(714)  "  That  this  statute  authorizes  the  deny  that  a  Claim  may  be  enlai^ged  in  a 

insertion  of  new  Claims,  founded  on  the  re-issued  patent,  we  are  of  opinion  that 

original  invention  as  exhibited  by  the  this  can  only  be  done  where  an  actual 

specifications  or  drawings,  in  re-issues  mistake  has  occurred,  ...  a  real  bona 

when   the  omission  results  from   'in-  Jtde  mistake,  inadvertently  committed, 

advertence,  accident,  or  mistake,'  and  such  as  a  court  of  chancery  in  cases 

where  the  claimant  has  not  by  some  act  within  its  ordinary  jurisdiction  would 

or  omission  estopped  himself  from  exer-  correct     Be-issues  for  the  enlaigement 

cising  the  right  to  amend,  has  been  of  Claims  should  be  the  exception.'    In 

uniformly  held,  not  only  by  the  several  the  last  of  these  cases  it  is  said,  '  Of 

circuit  courts,  but  by  the  Supreme  Court  course,  if  by  actual  inadvertence,  acd- 

also.    In  Seymour  v.  Osborne  (11  Wall,  dent,  or  mistake,  innocently  committed, 

516),  the  latter  court  said  :  '  Power  is  the  Claim  does  not  fully  assert  or  define 

unquestionably  conferred  upon  the  Com-  the  patentee's  right  in  the  invention 

missioner  to  allow  the  specifications  to  specified  in  the  patent,  a  speedy  appli- 

§656 


CH.  n.]          OF  THE  AMENDMENT  OF  LETTEBS-PATENT.                  8Q7 

In  the  first  place,  this  view  gives  full  efPect  to  the  language  of 
the  act  in  reference  to  this  subject.    It  preserves  the  distino- 

cation  for  its  correction  before  adverse  from  some  of  the  most  useful  inventions 
rights  have  accrued  may  be  granted,  as  owing  to  their  too  narrow  Claims,  until 
we  have  explained  in  the  recent  case  of  such  surrender,  amendment,  and  re-issue 
Miller  et  al,  v.  The  Brass  Company.'"  have  been  made."    7  0.  G.  608  (609). 
11  Fed.  Bep.  149  (150) ;  15  Phila.  481  In  Calkins  v.   Bertrand    (1875),   2 
(482).  Bann.  &  A.  215,  Blodgett,  J.  :  (217) 
See  also  James  v.  Campbell  (1881),  *'Tlus  re-iifsue  was  made  on  the  26th  of 
104  U.  S.  356  ;  21  0.  G.  837.  April,  1870,  and  while  the  Patent  Office 
In  Marsh  v.  Seymour  (1877),  97  U.  was  acting  under  the  law  of  1886,  as 
S.  348,  Clifford,  J.  :  (855)  *'  Patents,  amended.  .  .  .  This  law  has  been  con- 
in  a  proper  case,  may  be  surrendered  and  strued  to  authorize  a  patentee  to  claim 
re-issued,  but  the  re-issued  patent  must  on  a  re-issue  whatever  shaU  clearly  ap- 
be  for  the  same  invention  as  the  orig-  pear  to  have  been  a  part  of  his  original 
inal  patent,  else  the  re-issue  is  invalid ;  invention  as  described  or  shown  in  his 
but  the  patentee  may  redescribe  his  in*  original    specilications,     drawings,    or 
vention,  and  include  in  the  Description  models.     There  are  ample  authorities 
and  Claims  of  the  specification  not  only  upon  that  point  construing  the  act  of 
what  was  weU  described    before,   but  1836  with  amendments  up  to  1861,  in 
whatever  else  was  suggested  or  substan-  that  regard,  and  giving  the  inventor 
tially  indicated  in  the  old  specification,  the  right  to  a  re-issue  where  the  new 
drawings,  or  Patent-Office  model,  which  Claim  is  clearly  justified  by  his  draw- 
properly  belonged  to  the  invention  as  ings,   or  specifications,   or  models,   or 
aetnaUy  made  and  perfected.     Correc-  either,  and  allowing  him  to  amend  his 
tions  maybe  made  in  the  Description,  specifications,  if   necessary,   so   as  to 
specification,  or  Claims  of  the  patent  cover  more  fully  what,  upon  experience, 
where  the  patentee  has  claimed  as  new  has  proven  to  be  a  meritorious  part  of 
more  than  he  had  a  right  to  claim,  or  his  invention.    Battin  v.  Taggert,   17 
where  the  Description,  specification,  or  How.  74 ;  Gallahue  o.  Butterfield,   10 
Claim  iB  defective  or  insufficient ;  but  Bktchf.   C.   C.   R.    282 ;   Wheeler  v. 
ho  cannot,  under  such  an  application,  Clipper  Co.,  6  Fisher,  1  ;  Seymour  v. 
make  material  additions  to  the  invention  Osborne,  11  Wall.  544."  6  Bissell,  494 
which  were  not   described,  suggested,  (496)  ;  9  O.  G.  795  (796). 
nor  substantially  indicated  in  the  orig-  In  Wells  v,  Jacques  (1874),  1  Bann. 
inal  specifications,  drawings,  or  Patent-  k  A.  60,  Nixon,  J.  :  (68)  "With  regard 
Office  modeL"  18  0.  G.  723  (725).  to  the  first  objection,  it  is  undoubtedly 
In  Welling  v.  Rubber-Coated  Har-  true  that  it  is  not  the  province  or  the 
neaii  Trinuning  Co.  (1875),  2  Bann.  k  design  of  a  re-issue  to  enlarge  the  orig- 
A.   1,   Nixon,  J.  :  (4)  "  It  is  a  well-  inal  right  of  the  inventor,  but  to  cure 
settled  principle  that  a  patentee  may  so  some  defect  arising  from  inadvertency 
limit  his  Claim  as  to  deprive  himself  or  mistake,  and  not  from  fraud,  in  draw- 
of  the  full  benefit  of  his  invention  or  ing  the  specifications  or  Claims  of  the 
discoverj.      It  was  to  remedy  such  a  first  patent.    Every  inventor  is  entitled 
diffiealtj  or  omission  that  the  privilege  to  the  benefit  of  all  that  he  invents  ; 
of  sarrender  and  re-issue  was  granted  and  if  he  fails,   for  the  reason  above 
in  the  Patent  Laws.     Patentees  often  assigned,  to  acquire    a    right    to    his 
£ui  to  realize  any  substantial  advantage  whole  invention  in  his  letters-patent; 
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tion  which  the  act  eyidently  makes  between  the  Description 
and  the  specification,  and  recognizes  a  defect  or  insufficiency 

he  may  surrender  them  and  have  a  re-  proportion  of  the  indnstry  and  intellec- 

issue  from  time  to  time,  until  his  speci-  tual  acumen  expended    upon   patents 

fications  and  Claims  cover  the  whole  should  be  devoted  to  assailing,  circuro- 

ground."    5  O.  6.  864  (366).  venting,  or  defeating  them,  rather  than 

In  Blake  v.  Stafford  (1868),  6  Blatch.  to  their  original  construction.    But  the 

195,    Shipman,  J.:  (198)    "Inventors  greatest  skill  and  most  untiring  patience 

are  not  usually  sufficiently  skilled  in  the  would  not  always  be  able   to   guard 

art  of  nice  composition  to  enable  them  against    aU   error.      The  privilege  of 

to  accurately  draft  their  own  specifica-  surrender    and   re-issue  is,    therefore, 

tions.    They  must,  therefore,  resort  to  necessary   for   the    protection    of  in- 

others ;  and  it  not  unfrequently  hap-  ventors,  and  the  act  of  Congress  has 

pens  that  the  draftsman  employed  to  explicitly  stated  the  eases  to  which  it 

describe  a  particular  invention,  either  shall  extend,  and  conferred  upon  the 

through  want  of  skill  or  from  haste  or  Commissioner  the  power  of  determining 

Ignorance  of  the  state  of  the  art,  gives,  when  a  patentee  has  brought  himself 

in  the  specification,  a  veiy  imperfect  within  its  provisions."    8  Fisher,  294 

description  of  the  thing  invented.     He  (299). 

sometimes  narrows  the  scope  of  the  in-  In  Swift  v.  Whisen  (1867),  8  Fisher, 
ventor*s  ideas  and  combinations,  and  at  843,  Leavitt,  J. :  (352)  '*  On  this  sub- 
other  times  expands  them  over  instru-  ject  I  may  remark  in  deciding  what 
ments  and  devices  which  are  not  the  a  party  may  claim  under  a  re-issued 
product  of  his  original  thoughts.  He  patent,  there  has  been  a  tendency  to 
may  fail  to  set  forth  some  feature  of  the  great  liberslity  in  the  action  of  the 
invention  which  at  the  time  is  deemed  courts,  and  it  has  been  held  that  what- 
unimportant,  and  which  subsequently  ever  was  the  invention  of  the  original 
may  be  proved  to  be  vital,  or  at  least  patentee,  whether  expressly  claimed  in 
of  great  value.  If  the  invention  is  of  the  original  patent  or  not,  when  inoor- 
considerable  pecuniary  consideration,  porated  in  the  re-issued  patent,  will  be 
the  public  examine  it  with  scrutinizing  held  to  be  within  the  Claim  of  the  orig* 
eyes,  and  if  an  inch  of  ground  within  inal  patent,  and  that  it  is  the  lig^t  of 
the  true  scope  of  the  disooveiy  is  unoc-  the  assignee  or  holder  of  the  patent  to 
cupied  by  the  specification,  it  is  at  once  claim  everything  that  was  claimed,  or 
seized  upon  by  parties  to  whose  business  everything  which  belonged  rightfully, 
thf  new  improvement  has  a  near  rela-  by  fair  construction,  to  the  original 
tion.  If  a  fatal  or  damaging  error  has  patentee.  I  may  not  be  understood, 
crept  into  the  description,  that  fact  is  If  there  is  evidence  that  the  original 
soon  ascertained  by  those  who  desire  patentee  claimed,  as  a  part  of  his  inven- 
to  avail  themselves  of  whatever  im-  tion,  a  certain  feature,  or  that  a  certain 
provement  has  been  discovered.  The  feature  was  a  part  of  his  invention  which 
privilege  of  surrender  and  re-issue  is,  he  omitted  to  claim  in  his  specification 
therefore,  invaluable  to  inventors,  for  and  Claim,  upon  the  surrender  of  that 
without  it  they  would  often  lose  that  patent  by  himself,  or  by  an  assignee,  he 
protection  for  the  offspring  of  their  skiU  has  a  right  to  incorporate  in  the  re- 
and  labor  which  it  is  the  immediate  ob-  iasued  patent  that  element,  though  not 
ject  of  all  patent  laws  to  afford.  It  Is,  claimed  specially  in  the  first  patent, 
indeed,  to  be  regretted  that  so  great  a  And  in  determining  this  questioii,  that 
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in  either  as  a  proper  matter  for  amendment.  It  treats  the 
adjectives  "defective'*  and  "insufficient"  as  covering  two 
different  classes  of  errors,  the  former  consisting  in  want  of 
exactness,  the  latter  in  want  of  completeness,  instead  of  re- 
garding the  second  as  a  substantial  repetition  of  the  first.  It 
makes  the  field  of  amendment  commensurate  with  the  field  of 
error,  —  all  possible  errors  being  comprised  in  inexactness  and 
incompleteness  of  the  Description,  and  in  inexactness,  incom- 
pleteness, and  excessiveness  of  the  Claim.     In  the  second 

i8»  the  sabstantial  identity  of  the  inven-  Phila.  461  ;  Westinghouse  v.  The  Gard- 

tion   covered   by  the    original   patent  ner  &  Ranson  Air  Brake  Co.  (1875),  9 

with  that  covered  and  described  in  the  0.  G.  538  ;  2  Bann.  &  A.  55  ;  Seymour 

re-issued  patent,  it  is  competent  for  the  v.  Marsh  (1872),  2  0.  G.  675  ;  6  Fisher, 

jury  to  look  into  the  drawings  of  the  115  ;  9  Phila.  380. 
original  patent  to  determine  whether        That  a  Claim  is  part  of  the  specifica- 

the   inventions   are   the    same.      The  tion  and  therefore  amendable,  see  Smith 

drawings,  as  well  as  the  specifications,  v.  Merriam  (1881),   19  0.  G.  601 ;  6 

are  to  be  looked  to  in  giving  a  construe-  Fed.  Bep.  713. 

tion  to  the  Claims  of  a  patent,  in  deter-         That  an  enlarged  Claim  is  allowable 

mining  what  was  the  invention  of  the  in  a  re-issue,  if  there  are  no  adverse 

original  patentee.     If,  for  instance,  the  rights  to  be  affected  by  it,  see  Stutz  v» 

drawings  show  an  element  of  the  inven*  Armstrong  (1884),  20  Fed.  Bep.  843  ; 

tion  which  the  patentee  has  not  included  28  0.  G.  367  ;  McArthnr  v.  Brooklyn 

specially  in  his  Claim,  it  is  evidence  Bailway  Supply  Co.  (1884),   19  Fed. 

nevertheless  that  it  was  a  part  of  his  Bep.  263  ;  21  Blatch.  558. 
invention,  and  he  or  his  assignee  has  a        That  a  re-issue  is  the  proper  mode  of 

light  to  incorporate  that  element  in  the  securing  what  was  described  but  not 

re-iwned  patent."    2  Bond,  115  (127).  claimed  in  the  original  patent,  see  Asmns 

Further,  that  the  re-issue  may  so  v.Alden  (1886),  27  Fed.  Rep.  684;  36 

enlaige  or  otherwise  modify  the  Claims  0.  G.  231 ;  Hill  v.  Commissioner  (1885), 

of  the  original  as  to  secure  the  actual  83  0.  G.  757  ;  4  Mackay,  266  ;  Ex  parU 

invention,  see  Jenkins  i^.  Stetson  (1887),  Cottrell,  (1876),  9  0.  G.  495  ;  Bichard- 

82  Fed.  Bep.  898 ;  Becker  v,  Hastings  son  v.   Lockwood   (1870),   4   Clifford, 

(1884),   28  0.  G.   98  ;  22  Fed.  Bep.  128. 

827  ;  JSx  parte  Long  (1883),  25  0.  G.         That  a  re-issue  is  the  only  mode  of 

1189;  Crandall  V.   Watters  (1881),   9  securing  what  was  accidentally  omitted 

Fed.  Bep.  659  ;  20  Blatch.  97  ;  21 0.  G.  fh>m  the  original,  see  Keystone  Bridge 

945 ;  Smith  9.  Merriam  (1881),  6  Fed.  Co.  v.  Phoenix  Iron  Co.  (1877),  95  U.  S. 

Bep.   718  ;  19  0.  G.  601 ;  Waring  v.  274  ;  12  0.  G.  980. 
Johnson  (1881),   19  0.  G.   1068 ;   19         That  an    element   shown   but   not 

Blatch.  88 ;  6  Fed.  Bep.  600 ;  Miller  claimed  in  a  prior  patent,  yet  patent- 

V.  Brass  Co.  (1881),  104  U.  S.  350  ;  21  able  thereby  if  it  had  been  claimed,  can 

O.  G.  201 ;  Anilin  «.  Higgin  (1878),  15  be  secured  by  re-issue  or  by  a  separate 

Blatch.  290 ;  14  0.  G.  414 ;  S  Bann.  &  patent,  see  Loring  v.  Hall  (1879),  16 

A.  462  ;  Lorillard  v.  McDowell  (1877),  0.  G.  471.  ^ 
2  Bann.  &  A.  631;  11  0.  G.  640 ;  13 
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place,  this  view  is  iu  harmony  with  the  entire  tenor  of  the  act. 
The  act  is  characterized  by  a  spirit  of  great  liberality  toward 
inventors.  The  benefits  which  it  confers  upon  them  are  ines- 
timable. Even  in  the  very  section  which  provides  for  a  re- 
issue the  privilege  of  incorporating  subsequent  improvements 
and  additions  into  an  existing  patent,  with  the  same  effect  in 
law  as  if  embraced  in  the  patent  as  originally  issued,  was 
accorded,  —  a  privilege  far  beyond  the  scope  of  any  conceivable 
amendment  in  the  Description  or  Claim  of  the  original  inven- 
tion ;  and  it  can  scarcely  be  supposed  that  the  same  legis- 
lature which  conferred  this  privilege  intended  to  deprive 
inventors  of  that  remedy  for  insufficient  Claims  which  had 
already  been  found  necessary  by  the  courts  and  had  been 
granted  by  the  act  of  1882.  In  the  third  place,  this  view  is 
the  only  one  under  which  the  remedy  by  re-issue  is  of  any 
practical  advantage  to  inventors.  The  value  of  a  patent  to 
the  patentee  depends  upon  the  completeness  with  which  it 
protects  his  actual  invention,  and  as  the  limits  of  the  protec- 
tion are  fixed  by  the  Claim,  a  mistake  by  which  the  Claim  is 
unduly  restricted  is,  more  than  any  other  error,  injurious  to 
the  inventor,  and  in  his  interest  more  imperatively  demands 
correction.  To  permit  him  to  amend  by  giving  more  specific 
information  to  the  public,  or  by  narrowing  the  Claims  of  his 
original  patent,  or  by  stating  in  more  precise  language  the 
Claim  that  he  has  already  made  to  the  invention,  affords  him 
no  adequate  relief  against  the  evils  that  inevitably  arise  out 
of  the  inherent  difficulty  which  attends  the  endeavor  to  put 
into  words  a  complete  delineation  of  those  essential  charac- 
teristics in  which  the  identity  and  individuality  of  the  inven- 
tion reside.  If  in  any  portion  of  the  instniment  error  is  likely 
to  occur  it  is  here ;  and  if  any  error  seriously  prejudices  his 
interests  it  is  the  one  by  which  his  patent  is  made  narrower 
than  his  invention.  And  hence,  if  any  error  ought  to  be 
corrected,  when  occurring  without  wilful  fault  on  his  part,  it 
is  the  one  whereby  he  is  deprived  of  that  right  to  which  he  is 
entitled  both  by  the  spirit  and  the  letter  of  the  law.  For 
these  three  reasons,  and  others  which  a  careful  study  of  the 
act  itself  suggests,  it  seems  that  of  the  two  views  of  the  rule 
above  described  the  latter  is  correct ;  and  that  this  act  con- 
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fers  the  privilege  of  a  re-issue  whenever  the  Description  or 
the  Claim  is  inexact  or  incomplete,  or  when  the  Claim  is 
broader  than  the  actual  invention,  provided  the  error  has 
arisen  from  inadvertence,  accident,  or  mistake,  and  without 
any  fraudulent  or  deceptive  intention.^ 

§  657.   Ra-lMnas  under  the  Act  of  1870  and  the  Raviiad  Statutes 
of  1874. 

Under  the  act  of  1870  and  the  Revised  Statutes,  the  law 
governing  re-issues  is  the  same  as  under  the  act  of  1886. 
The  phraseology  of  these  later  acts  differs  from  that  of  the 
earlier  in  some  unimportant  respects,  but  it  is  evident  that 
no  intent  to  change  the  rules  existed  at  the  passage  of  these 
statutes,  and  that  the  language  used  was  regarded  as  sub- 
stantiallv  identical  with  that  of  the  former  act.^  This  being 
the  case,  the  law  may  now  be  considered  as  providing  for 

^  That  both  the  Deacription  and  the  more  than  he  had  or  shall  hare  a  right 

Olaiina  may  be  corrected  by  re-issue,  see  to  claim  as  new/'  etc.    The  difference 

Sewing  Mach.  Co.  v.  Frame  (1884),  24  between  these  two  provisions  consLBts 

Fed.  Bep.  596  ;  28  0.  G.  96  ;  Hailes  v,  simply  in  the  omission  from  the  act  of 

Albany  Stove  Co.  (1888),  16  Fed.  Rep.  1870  of  the  words  here  included  in  brack- 

240  ;  24  O.  G.  S91 ;  21  Blatch.  271 ;  ets  in  the  act  of  1886.    The  change  is 

WiUon  V,  Coon  (1880),  6  Fed.  Rep.  evidently  verbal,  not  substantial.    The 

eil ;  19  0.  G.  482  ;  18  Blatch.  582  ;  word  specification  is  used  in  its  modem 

Anilin  v,  Uiggin  (1878),  14  0.  G.  414  ;  sense  as  covering  the  Description  as 

15  Blatch.  290 ;  8  Baun.   &  A.  462  ;  well  as  the  Claim,  and  the  patent  is 

Tucker  «.  Tucker  Mfg.  Co.  (1876),  10  treated  as  a  proper  subject  for  re-issue 

0.  G.  464  ;  4  Clifford,  397  ;  2  Bann.  &  when  either  is  defective  or  insufficient 

A.  401 ;  Carew  v,  Boston  Elastic  Fab-  That  this  alteration  in  language  was  not 

lie  Co.  (1871),  3  Clifford,  356  ;  5  Fish-  intended   to   limit   re-issues*  to  cases 

er,  90 ;  1  0.  G.  91  ;  Batten  v.  Taggert  where  the  Description  as  distinguished 

(1854),  17  How.  74.  from  the  Claim  is  defective  or  insuffi- 

§  657.  ^  Act  of  1870,  Sec.  53:  "That  cient  appears  from  the  final  clause  of 

whenever  any  patent  is  inoperative  or  Sec.  53,  which  permits  the  introduction 

invalid,  by  reason  of  a  defective  or  in-  into  the  re-issue  specification  of  matter 

sufficient  specification,  or  by  reason  of  wholly  omitted  from  the  original,  upon 

the  patentee  claiming  as  his  own  inven-  proof  that  it  constituted  part  of  the 

tion  or  discovery  more  than  he  had  a  original  invention,  and  was  omitted  by 

light  to  claim  as  new,"  etc.    Act  of  inadvertence,  accident,  or  mistake.  The 

1836,  Sec  18  :   "  That  whenever  any  Revised  Statutes,  Sec.  4916,  follow  the 

patent  .  .  .  shall  be  inoperative  or  in-  act  of  1870,  Sec.  58,  so  far  as  this  point 

?mlid,  by  reason  of  a  defective  or  insuf-  is  involved.   See  Wilson  v.  Coon  (1880), 

ftdent  [description  or]  specification,  or  6  Fed.  Rep.  611;   19  0.  G.  482;   18 

by  reason  of  the  patentee  claiming  [in  Blatch.  532. 
his  specification]  as  his  own  invention 
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the  i*e-is8ue  of  a  patent  whenever  it  becomes  necessary  to 
amend  either  the  Description  or  the  Claim  in  order  to  make 
the  actual  invention  accessible  to  the  public,  or  to  afford  it 
that  complete  and  exact  protection  to  which  its  inventor  is 
entitled.^ 

§  658.    Conditions  of  Re-isina  the  Same  under  aU  the  Foregoing 
Statutes. 

The  conditions  upon  which  an  amendment  by  re-issue 
might  be  made  have  remained  the  same  under  all  these  stat- 
utes. These  are  that  the  defect  or  insufficiency  should  have 
arisen  through  inadvertence,  accident,  or  mistake,  and  with- 
out any  fraudulent  or  deceptive  intention.  A  defective  or 
insufficient  statement,  purposely  inserted  with  intent  to  de- 
ceive the  public,  is  regarded  as  a  fraud  which  vitiates  the 
entire  patent  and  justly  forfeits  all  right  of  the  inventor  to 
any  consideration  from  the  government.  Such  a  statement 
cannot  be  amended  in  any  form.  A  defective  or  insufficient 
statement,  occurring  otherwise  than  through  inadvertence, 
accident,  or  mistake,  is  also  not  amendable.  ''  Inadvertence  " 
signifies  want  of  attention ;  ^^  mistake,"  want  of  knowledge ; 
^^  accident,"  circumstances  against  which  the  inventor  cannot 
guard.  A  statement,  made  without  inadvertence,  accident,  or 
mistake,  is  a  statement  made  voluntarily  and  with  sufficient 
knowledge  and  attention.  If  a  statement  thus  made  in  the 
Description  is  defective  or  insufficient,  the  inventor  is  guilty 
of  wanton  negligence,  if  not  of  fraud,  and  certainly  ought  not 
to  be  permitted  to  amend.  If  a  statement  thus  made  in  the 
Claim  is  incomplete,  the  inventor  is  precluded  from  correcting 
it  on  the  ground  that  he  has  either  abandoned  the  unclafmed 
matter  to  the  public,  or  has  excluded  it  from  the  present 
monopoly  and  reserved  it  for  the  protection  of  an  indepen- 
dent patent.  If  the  Claim  is  wilfully  and  with  knowledge  and 
attention  made  obscure  or  broader  than  his  actual  invention, 
it  is  evidently  fraudulent  and  void.  Of  these  questions  of  in- 
advertence, accident,  mistake,  and  fraud,  the  Patent  Office  is 
to  judge  upon  an  application  for  re-issue;  though  where  an 

'  See  Sec.  656,  note  8,  ante,  for  cases  on  this  subject  decided  since  the  pas- 
sage of  the  act  of  1870. 
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alleged  incompleteness  in  the  Claim  is  so  apparent  upon  a 
comparison  of  the  Description  with  the  Claim  that  it  could  not 
have  occurred  involuntarily  or  through  anj  want  of  knowl- 
edge or  attention,  or  where  unreasonable  delay  in  obtaining 
a  re-issue,  or  other  circumstances  in  the  history  of  the  appli- 
cation  or  the  patent,  show  that  no  inadvertence,  accident,  or 
mistake  could  have  originally  existed,  the  courts  regard  it 
as  conclusive  evidence  that  the  inventor  intended  to  exclude 
from  his  original  patent  all  that  was  not  duly  claimed,  and 
treat  a  re-issue  which  endeavors  to  reclaim  it  as  to  that 
extent  invalid. 

§  659.   The  Fundamental  Prinoiples  Gtovemins  Amendment  by 
Re-lflsne  Reducible  to  Four  Propositione. 

This  review  of  the  historical  development  of  the  subject  of 
re-issues  suggests  the  following  propositions  as  representing 
the  present  doctrines  of  the  law  in  reference  thereto :  ^  (1) 
That  the  sole  object  of  a  re-issue  is  to  so  amend  an  imperfect 
existing  patent  that  it  may  disclose  and  protect  the  patentable 
subject-matter  which  it  was  the  purpose  of  that  patent  to 
secure  to  its  inventor ;  (2)  That  being  the  amendment  of  an 
existing  patent,  and  not  the  grant  of  a  new  patent,  it  must 
be  confined  to  the  invention  which  the  patentee  attempted 

§  659.  ^  The  first  three  of  these  mation  of  matter  already  voluntarily  ex* 
propositions  express  the  fundamental  dnded  from  the  patent ;  or  in  the  second, 
conditions  of  amendment  by  re-issue,  the  original  patent,  and  therefore  the  re- 
the  absence  of  any  one  of  which  is  a  issue^would  be  wholly  void.  The  absence 
perfect  bar  to  its  allowance.  The  orig-  of  either  one  of  these  conditions  is  thus 
inal  patent  must  be  an  existing  patent,  fatal  to  the  re-issue.  If  two  or  all  of 
otherwise  there  is  nothing  to  amend  ;  and  them  are  wanting,  the  effect  on  the  re- 
it  must  be  an  imperfect  patent,  other-  issue  is  the  same.  Hence  it  makes  no 
wise  there  can  be  no  defect  requiring  an  stronger  case  against  a  re-issued  patent 
amendment.  The  subject-matter  of  the  to  combine  objections  based  upon  the 
amendment  must  be  the  inyention  failure  of  these  requisites  than  if  one 
which  the  patentee  endeavored  to  de-  alone  were  proved.  Caution  to  this 
scribe  and  claim  in  the  original  patent,  effect  would  be  unnecessary  were  not 
otherwise  the  re-issue  would  be  a  new  many  decisions  to  be  found  in  which 
patent  for  a  different  invention,  and  not  the  concurrence  of  these  faults  is  given 
a  mere  amendment  of  the  old.  The  de-  as  the  reason  for  rejecting  the  re-issue,  — 
feet  must  have  occurred  through  inad-  as  if  a  partial  one  could  be  supported 
vertence,  accident,  or  mistake,  and  by  the  existence  of  the  others,  or  as  if 
without  fraud*  or  the  pretended  amend-  one  alone  were  not  sufficient  to  render 
ment  would,  in  the  first  case,  be  a  recla-  it  invalid. 
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to  describe  and  claim  in  his  original  patent ;  (S)  That  this 
amendment  cannot  be  allowed  unless  the  imperfections  in 
the  original  patent  arose  without  fraud,  and  from  inadvert- 
ence, accident,  or  mistake;  (4)  That  when  the  amendment 
is  allowable  it  can  be  made  in  any  form  and  to  any  extent 
that  may  be  necessary  to  render  the  patent  effective  for  the 
protection  of  the  original  invention.  The  discussion  of  ihese 
propositions,  and  of  the  proceedings  in  obtaining  a  re-issue, 
will  occupy  the  remainder  of  this  section. 

§  660.  First  Proposition :  Bole  Purpose  of  a  Re-Issue  is  to  so 
Amend  an  Imperfect  Patent  that  it  may  Protect  the 
Patentable  Snbjeot-Matter  whioh  the  Original  Patent 
Attempted  to  Secure  to  its  Inventor. 

The  truth  of  the  first  proposition,  —  that  the  sole  purpose 
of  a  re-issue  is  to  amend  an  imperfect  patent  in  order  that  it 
may  disclose  and  protect  the  proper  subject-matter  of  the  orig- 
inal patent  —  is  self-evident.  Being  the  method  of  amend- 
ing a  patent  it  pre-supposes  a  patent  to  amend.  A  patent 
void  ah  initio  from  any  cause,  as  where  it  issues  on  a  false 
oath  of  citizenship,  or  to  alleged  joint-inventors  for  a  sole 
invention,  is  not  an  existing  patent  nor  capable  of  becoming 
one  by  any  process  of  amendment.^  Whatever  remedy  there 
may  be  in  such  a  case  must  be  sought  by  an  application  for 
new  letters-patent,  not  by  a  re-issue  of  the  old.  A  perfect 
patent  requires  no  re-issue.     Changes  in  its  language  cannot 

§  660.  ^  That  a  Toid  patent  cannot        That  a  joint  patent  for  a  sole  inyen- 

be   re-issned,    see    Marsh   «.    Nichols  tion  being  invalid  no   re-issae   of  it 

(1888),  15  Fed.  Rep.  914  ;  24  0.  G.  can  be  granted,  se?  &  parU  Benton 

901 ;  Ex  parte  Benton  (1882),  28  0.  G.  (1882),  28  0.  G.  341 ;  Ex  parU  Boor- 

841 ;  Child  v.  Adams  (1854),  1  Fisher,  saloaz  (1878),  14  0.  G.  238. 
189  ;  3  Wall.  Jr.  20.  That  if  it  appears  on  the  face  of  the 

That  where  the  defect  in  the  original  re-issue  application    that  the  original 

consists  in  a  false  oath  of  citizenship^  patent  was  void,  the  application  will  be 

it  is  void  and  cannot  be  re-issued  to  dismissed,  see  Ex  parte  Benton  (1882X 

cure  the  defect,   see  Child  v.   Adams  23  0.  G.  841. 
(1854),  1  Fisher,  189  ;  8  Wall.  Jr.  20.  That  an  expired  patent  cannot  be  re- 

That  a  patent  issued  on  an  applica-  issued,  see  Ex  parte  Siemens  (1877),  II 

tion  signed  and  sworn  to  in  blank,  and  0.   G.   1107  ;  Ex  parte  Pnlveimscher 

afterwards  filled  out  by  the  attorney,  is  (1876),  10  0.  G.  2. 
void,  and  cannot  be  re-issued,  see  Ex 
parU  Benton  (1882),  23  0.  G.  341. 
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be  amendments  unless  the  language  were  before  defective,  and 
though  the  former  patent  maj  have  been  surrendered  and  a 
new  one  has  been  granted  by  the  Patent  Office,  yet  if  the 
former  needed  no  amendment,  the  two  are  in  all  respects  sub- 
stantially the  same,  and  the  last  is  a  mere  duplication  of  the 
other.^  An  existing  imperfect  patent  is  thus  the  sole  subject 
for  a  re-issue.  The  defects  by  which  an  existing  patent  can 
be  rendered  imperfect  are  specified  by  the  statutes  as  any  in- 
yalidity  or  inoperativeness  arising  from  inexactness  or  in- 
completeness in  the  Description,  or  from  inexactness,  or 

s  By   a    "perfect  patent,"  aa  the  Co.  o.  California  Powder  Works  (1875), 
phraae  is  here  employed,   is  meant  a  8  Sawyer,  448  ;  2  Bann.  &  A.  181 ; 
patent   which    completely  covers   and  Barr  v.  Dnryee  (1863),  1  Wall.  531. 
protects  the  invention  which  the  paten-        That  where  the  original  is  valid  and 
tee  endeavored  to  secure.    As  appears  operative  to  the  extent  of  its  Claim, 
hereafter  in  this  paragraph,  a  patent  there  is  no  reason  for  the  re-issue  and 
may  be  perfect  in  ii$elf;  i.  «.,  it  may  the  re-issue  is  void,  see  Giant  Powder 
oover  patentable  snbject-matter  and  be  Co.  v.  California  Yigorit  Powder  Co. 
free  from  all  ambiguity,  and  thus  be  (1880),  18  0.  G.  1389 ;  4  Fed.  Rep. 
▼slid  and  operative  when  judged  by  the  720  ;  6  Sawyer,  508. 
standard  of  such   patentable  subject-         That  where  the  only  difference  be« 
matter,  and  yet  be  wholly  invalid  and  tween  the  original  and  the  re-issue  is 
inoperative  when  measured  by  the  actual  that  the  re-issue  specification  has  the 
invention  which  it  was  intended  to  in-  broader  scope,  the  original  would  be 
elude.     That  in  this  case  the  patentee  valid  if  the  re-iasue  is,  and  hence  there 
is  entitled  to  a  re-issue  cannot  now  be  was  no  reason  for  the  re-issue  and  the 
doubted.   See  notes  5  and  6,  poti,    Cer-  re-issue  will  be  void,  see  Giant  Powder 
tain  decisions,  however,  are  reported  in  Co.  v.  California  Yigorit  Powder  Co. 
which  the  power  of  the  Commissioner  (1880),  18  0.  G.  1389 ;  4  Fed.  Bep. 
to  re-issue  a  patent  that  la  valid  and  720 ;  6  Sawyer,  508. 
operative  in  itself  seems  to  be  denied.         As  shown  in  §  714  and  note,  these 
and  in  some  of  these  the  courts  are  said  positions  are  not  correct.     A  re-issue 
to  have  authority  to  review  the  judgment  cannot  be  held  void  even  on  the  ground 
of  the  Commissioner  on  this  point,  and,  that  it  apparently  reproduces  the  orig- 
on  finding  the  original  patent  perfect  inal  patent,  the  decision  of  the  Commis- 
pgr  M^  to  declare  the  re-iasue  void.    See  sioner  on  the  necessity  for  a  re-issue 
S  714  and  note,  pott,  being  final.    And  that  the  validity  and 
Thofl  that  no  re-issue  is  proper  un-  operativeness  of  the  original   patent, 
leas  the  original  is  inoperative  or  invalid  with  reference  to  one  invention,  consti- 
for  a  defective  specification,  or  claims  tute  no  bar  to  its  re-issue  whenever  the 
too  much,  and  if  the  original  shows  monopoly  which  it  defines  is  not  co- 
on its  face  that  this  is  not  so»  the  re-  extensive  with  that  which  the  patentee 
iasae  will  be  void,  see  James  v.  Camp-  intended  and  attempted  to  secure,  is  evi- 
beB   (1881),  104  IT.  S.  866  ;  21  0.  G.  denced  by  numerous  decisions  hereafter 
837  ;  Flower  v.  Bayner  (1881),  19  0.  G.  cited.  See  also  Smith  v.  Merriam  (1881), 
425  ;  6  Fed.  Bep.  798 ;  Giant  Powder  6  Fed.  Bep.  718  ;  19  0.  G.  601. 
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incompleteness,  or  excess  in  the  Claim.  By  enumerating 
these  the  statutes  exclude  all  others,  and  confine  the  remedy 
to  these  alone.*  "  Invalidity "  is  any  defect  on  account  of 
which  a  patent  might  be  declared  invalid  by  the  courts.  It 
occurs  whenever  the  Description  is  not  sufficiently  precise 
and  complete  to  enable  persons  skilled  in  the  art  to  practise 
the  invention,  or  where  the  Claim  is  broader  than  the  actual 
invention.*  "Inoperativeness"  is  any  defect,  by  reason  of 
which  the  patent  fails  to  give  to  the  invention  the  protection 
which  it  was  intended  to  afford.  This  occurs  whenever  the 
Claim  is  so  obscure  or  so  restricted  that  the  exact  limits  of 
the  invention  entitled  to  protection  are  not  clearly  and  cor- 
rectly defined.  In  judging  as  jx>  the  existence  of  these  de- 
fects, the  nature  of  the  invention  which  the  patent  was  in- 
tended to  protect  must  be  kept  constantly  in  view.  A  patent 
may  be  valid  and  operative  as  to  one  invention  and  not  as  to 
another.  Thus  where  an  invention  is  reached  by  several  steps, 
or  is  composed  of  several  parts,  each  of  which  is  a  separate 
invention,  either  of  these  may  be  sufficiently  described  and 
claimed,  and  yet  the  patent  be  invalid  and  inoperative  as  to 
the  principal  invention  which  it  was  chiefly  intended  to  se- 
cure. That  a  patent  is  valid  and  operative  to  the  extent  that 
it  discloses  and  protects  some  patentable  invention  does  not, 
therefore,  render  it  a  perfect  patent.^    The  object  of  the  in- 

*  In  Giant  Powder  Co.  v,  California  defining  the  conditions  under  which  a 

Yigorit  Powder  Co.  (1880),  6  Sawyer,  patent  may  re-iasne  impliedly  forbid  it 

508,  Field,  J. :  (520)  *'  As  thns  seen,  a  under  any  other  conditions,  see  JBxparU 

re-issue  can  only  be  had  when  the  orig-  Whitely  (1886),  86  0.  G.  12i3  ;  Child 

inal   patent   is  inoperative  or  invalid  v.  Adams  (1854),1  Fisher,  189  ;  SWalL 

from  one  of  two  causes,  —  either  by  Jr.  20. 

reason    of  a   defective   or  insufficient        ^  That  where  the  Description  is  not 

specification,  or  by  reason  of  the  paten-  full  and  clear  a  re-issue  is  needed,  see 

tee  claiming  as  his  own  invention  or  Sewing  Mach.  Co.  «.  Frame  (1884),  28 

discovery  more  than  he  had  a  right  to  O.  G.  96  ;  24  Fed.  Rep.  596. 
claim  as  new.     And  even  then  the  pat-         ^  In   Giant  Powder  Co.  v.   Safety 

entee  can  only  obtain  a  re-issue  where  Nitro  Powder  Co.  (1884),  10  Sawyer, 

the  error  has  arisen  from  inadvertence,  28,  Sawyer,  J.  :  (24)  "A  patent  may 

accident,  or  mistake,  and  without  any  be  inoperative  in  my  judgment,  when 

fraudulent  or  deceptive  intention."    4  it  is  inoperative  in  part.  -  I  do  not  think 

Fed.  Rep.  720  (723) ;  18  0.  G.  1389  it  must  be  absolutely  inoperative  in  its 

(1840).  entirety.    If  it  is  inoperative  so  far  as 

That  the  provisions  of  the  statute  not  to  cover  all  that  the  party  is  entitled 
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ventor  in  procuring  it,  and  of  the  government  in  granting  it, 
was  to  render  accessible  to  the  public,  and  for  the  time  being 
to  secure  to  the  inventor,  a  specific  invention  or  group  of 
inventions,  and  if  the  patent,  as  it  stands,  does  not  accomplish 
this  object  it  is  invalid  and  inoperative  within  the  meaning  of 
the  law,  and  may  be  amended  by  re-issue.^ 

§  661.   Failure  to  Desoribe  or  CXaim  Matter  outside  the  Invention 
not  a  Defect  in  the  Patent. 

It  is  obvious  that  no  patent  can  be  invalid  and  inoperative 
by  reason  of  its  failure  to  describe  and  claim  matter  lying 
outside  the  limits  of  that  invention  which,  having  been  con- 
ceived by  the  inventor  and  reduced  to  practice,  the  govern- 

to  claim,  and  what  be  is  entitled  to  tion  and  Claim  as  they  were."    6  Fed. 

claim  appears  in  the  specifications,  it  Bep.  611  (615) ;  19  0.  G.  482  (483). 
being    inoperative   to   that   extent,   I         See  also  Hartshorn  v.  Eagle  Shade 

think  it  would  be  inoperatiye  within  the  BoUer  Co.  (1888),  18  Fed.  Bep.  90 ;  25 

meaning  of  the  provisions  of  the  stat-  0.  G.  1191. 

ute,  and  entitle  the  party  to  a  re-issue        That  "not  fully  operative"  is  "in- 

oovering  his  entire  invention."    19  Fed.  operative,"  see  Hartshorn  v.  Eagle  Shade 

Bep.  509  (510)  ;  27  O.G.  99  (100).  Boiler  Co.  (1888),  25  0.  G.  1191 ;  18 

In  Wilson  v.  Coon  (1880),  18  Blatch.  Fed.  Bep.  90. 
532,  Blatchford,  J.  :  (536)  "A  patent  That  a  specification  may  be  inopera- 
may  be  inoperative  from  a  defective  tive  as  to  some  parts  of  the  invention 
or  insufficient  description,  becanse  it  and  not  as  to  others,  and  its  inoperative- 
fails  to  claim  as  much  as  was  really  ness  as  to  the  others  may  not  have  been 
invented,  and  yet  the  Claim  may  be  discovered  until  long  after  its  issue,  see 
a  valid  Claim,  sustainable  in  law,  and  Thomson  v,  Wooster  (1885),  114  U.  S. 
there  may  be  a  description  valid  and  104  ;  31  0.  G.  918. 
anfficient  to  support  such  Claim.  In  That  where  the  original  patent  is  am- 
one  sense  such  patent  is  operative  biguous  and  on  that  account  inopera- 
and  is  not  inoperative  ;  yet  it  is  in-  tive,  it  may  be  explained  by  a  re-issue 
operative  to  extend  to  or  claim  the  if  the  Commissioner  is  satisfied  that  the 
real  invention,  and  the  description  may  inventions  are  the  same,  see  Ex  pcarte 
be  defective  or  insufficient  to  support  a  Gottstein  (1877),  11  0.  G.  1061. 
Claim  to  the  real  invention,  although  *  That  where  the  Claims  of  the  orig- 
the  drawings  and  model  show  the  inal  patent  were  mmecessarily  restricted^ 
things  in  respect  to  which  the  defect  or  the  re-issue  may  correct  them  and  cover 
inaafficiency  of  description  exists,  and  the  whole  invention,  see  Schuessler  v. 
show  enough  to  warrant  a  new  Claim  to  Davis  (1878),  18  0.  G.  1011. 
the  real  invention.  It  can  never  be  That  a  re-issue  is  proper  when  the 
held,  as  it  never  has  been  held  in  a  case  specification  is  imperfect,  though  the 
where  the  point  arose  for  decinon,  that  drawings  and  model  are  perfect,  see 
a  patent  cannot  be  re-issued  where  a  Wilson  «.  Coon  (1880),  6  Fed.  Bep. 
suit  could  be  sustained  on  the  specifica-  611 ;  18  Bktch.  582  ;  19  O.  G.  482. 


818  TBEATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  m. 

ment,  by  issuing  that  patent,  originally  endeavored  to  protect. 
If  the  idea  of  means  had  possibilities  of  further  develop- 
ment or  application,  which  the  inventor  did  not  then  per- 
ceive, these  did  not  enter  into  his  actual  invention.  If  his 
idea,  as  already  conceived  and  apprehended,  was  divisible  into 
other  ideas  of  means,  only  a  part  of  which  had  been  reduced  to 
practice,  the  latter  alone  could  have  constituted  his  invention. 
If  his  idea  presented  different  aspects,  capable  of  embodiment 
in  essentially  distinct  inventions,  each  of  which  would  have 
formed  matter  for  an  independent  patent,  the  one  selected  by 
him  as  the  subject  of  the  patent  whose  amendment  is  in  ques- 
tion is  the  sole  invention  which  that  patent  could,  if  perfect, 
have  secured.  The  limits  of  this  invention  thus  exclude  all 
new  developments  of  the  idea  of  means  which  have  taken 
place  since  the  original  patent  issued,  all  ideas  which  were 
not  reduced  to  practice  before  the  application  for  the  original 
patent,  and  all  distinct  and  independent  parts  or  forms  of  the 
invention  which  were  not  embraced  within  the  subject-matter 
of  the  patent  already  issued ;  and  therefore  no  defect  or  in- 
sufficiency of  statement  concerning  these  can  render  the  orig- 
inal patent  inoperative  or  invalid,  or  furnish  an  occasion  for 
its  amendment.  All  that  it  can  be  made  to  cover,  by  any 
degree  or  species  of  correction  is  that  completely  ^^nceived, 
jt>«rceived,  and  practically  operative  means  for  which  the 
inventor  then  sought  and  the  government  then  bestowed 
protection.^    Intervening  inventions,  whether  wholly  distinct 

§  661.  1  In  Manufacturing  Co.  v,  light  breaking  in  upon  the  patentee  ii 

Ladd  (1880),  102  U.  S.  408,  Bradley,  J. :  the  progress  of  improvement  goes  on, 

(413)  "A  re-issue  can  only  be  granted  for  and  as  other  inventors  enter  the  field, 

the  same  invention  which  was  originaUy  and  his  monopoly  becomes  less  and  less 

patented.     If  it  were  otherwise,  a  door  necessary  to  the  pnblic,  might  easQy 

would  be  opened  to  the  admission  of  generate  in  his  mind  an  idea  that  his 

the  greatest  frauds.    Claims  and  pre-  invention  was  really  more  broad  and 

tensions  shown  to  be  unfounded  at  the  comprehensive  than  had  been  set  forth 

time  might,  after  the  lapse  of  a  few  in  the  specification  of  his  patent    It 

years,  a  change  of  officers  in  the  P&tent  is  easy  to  see  how  such  new  light  would 

Office,  the  death  of  witnesses,  and  the  naturally  be  reflected  in  a  re-issue  of 

dispersion  of   documents,    be    set    up  the  patent,  and  how  unjust  it  might  be 

anew,  and  a  reversal  of  the  first  deci-  to  third  parties  who  had  kept  pace  with 

sion  obtained  without  an  appeal,  and  the   march   of  improvement      Henos 

without  any  knowledge  of  the  previous  there  is  no  safe  or  Just  rule  but  that 

investigations  on   the   subject      New  which  confines  a  re-issued  patent  to  the 

§661 
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or  consisting  in  substantial  variations  in  or  improvements  on 
the  old,  subsequently  discovered  attributes  of  the  invention 

■ame  iiiTention  which  was  described  or  Rep.   99  ;   20  Blatch.   15  ;  20  0.   Q. 

indicated  in  the  original."    19  0.  G.  1162 ;   Averill  Chemical  Paint  Co.  v. 

62  (64).  National  Mixed  Paint  Co.    (1881),  9 

That  a  re-issae  cannot  cover  more  Fed.  Rep.  462  ;  20  Blatch.  42  ;  22  0.  0. 

than  the  original  invention  as  deter-  585 ;    Putnam  v,   Tinkham  (1880),   4 

mined  by  the  state  of  the  art  at  the  Fed.  Rep.  411 ;  Giant  Powder  Co.  v. 

date  of  the  first  patent,  se^  Carlton  v.  California  Yigorit  Powder  Co.  (1880), 

Bokee  (1873),  17  Wall.  468  ;  6  Fisher,  4  Fed.  Rep.  720 ;  6  Sawyer,  508  ;  18 

40  ;  2  O.  G.  520.  0.  G.  1339  ;  American  Middlings  Puri* 

That  a  re-issne  cannot  embrace  any  fier  Co.  v.  Atlantic  Milling  Co.  (1879), 

invention  other  than  that  which  the  5  Dillon,  127  ;  4  Bann.  &  A.  148  ;  15 

patentee  had  fully  invented  and  the  O.  G.  467 ;  Curtis  v.  Branch  (1879),  4 

government  had  endeavored  to  protect  Bann.  &  A.  189  ;  15  O.  G.  919  ;  Kero- 

by  the  original  patent,  see  Cornell  «.  seue  Lamp  Heater  Co.  v.  latteU  (1878), 

Weidner  (1888),    127   U.   S.  261  ;   48  8  Bann.   &  A.  812  ;   13  O.  G.   1009  ; 

O.  G.  985  ;  Haines  v.  Peck  (1886),  26  Powder  Co.  v.  Powder  Works   (1878), 

Fed.  Rep.  625  ;  35  O.  G.  1227  ;  Hu-  98  U.  S.  126 ;  15  0.  G.  289  ;  Vogler  v. 

be]  V.  Dick  (1886),  24  Bktch.  189 ;  28  Semple  (1877),  11  O.  G.  923  ;  2  Bann. 

Fed.  Rep.  656  ;  37  0.  G.  1480  ;  Schil-  &  A.  556  ;  7  Bissell,  882  ;  Manufactnr- 

linger  v.  Cranford  (1885),  4  Mackay,  ing  Co.  v.  Ladd  (1877),  2  Bann.  &  A. 

450 ;  87  O.  G.  1849  ;  Farmers'  Friend  488  ;  11  O.  G.  153  ;  Russell  v.  Dodge 

MIg.  Co.  V.  Challenge  Com  Planter  Co.  (1876),  93  U.  S.  460  ;  11  0.  G.  151 ; 

(1885),  28  Fed.  Rep.  42  ;  80  O.  G.  661 ;  Ex  parte  AldricK  (1876),  9  O.  G.  407  ; 

Seed  V.  Chase  (1885),  25  Fed.  Rep.  94 ;  JBx  parU  Baldwin  (1876),  9  O.  G.  689  ; 

83  O.  G.  996  ;  Flower ».  Detroit  (1884),  Putnam. «.  Ycrrington  (1876),  9  0.  G. 

22  Fed.  Rep.  292 ;  Dryfoos  v,  Wiese  689  ;   2  Bann.  k  A.  287 ;  Tucker  v. 

(1884),   19  Fed.  Rep.  815 ;  26  O.  G.  Tucker  Mfg.  Co.  (1876),  10  O.  G.  464  ; 

639  ;  22  Bktch.  19  ;  Parker  &  Whipple  2  Bann.  &  A.  401  ;   4  Clifford,  397  ; 

Co.  V.  Yale  Clock  Co.  (1883),  18  Fed.  Stevens  v.  Pritchard  (1876),  10  O.  G. 

Rep.   43  ;  25  O.  G.   290 ;  21   Bhitch.  505  ;  4  Clifford,  417 ;  2  Bann.  &  A. 

485  ;  McKay  v.  Stowe  (1883),  17  Fed.  390 ;  Giant  Powder  Ck>.  «.  California 

Sep.  516  ;  Hoffheins  v,  Russell  (1883),  Powder  Works  (1875),  8  Sawyer,  448  ; 

107  U.   S.  182 ;  23  O.  G.  2030  ;  An-  2  Bann.  k  A.  131  ;  La  Baw  v.  Hawkins 

drews  v.  Hovey  (1883),  26  0.  G.  1011  ;  (1874),  1  Bann.  &  A.  428  ;  6  O.  G. 

5  McCrary,  181;  16  Fed.  Rep.  387;  724;  Ball*.  Withington  (1874),  1  Bann. 

Lorillard  v.  McAlpin  (1882),  14  Fed.  &  A.   549;    6  0.   G.  938;  Ex  parte 

Rep.  112;  Newton  v.  Furst  &  Bradley  Wheeler  (1878),  4  0.   G.   5;   Dorsey 

Mfg.  Co.  (1882),  14  Fed.  Rep.  465 ;  11  Harvester  Rake  Co.  v.  Marsh  (1878), 

Bissell,  405 ;  Neacy  v.  AUis  (1882),  18  6    Fisher,    887  ;   Aultman    v.   HoUey 

Fed.  Rep.  874 ;  22  O.  G.  1621  ;  Hayes  (1873),  6  Fisher,  584 ;  11  Blatch.  317  ; 

V.  Seton   (1882),   20  Blatch.   484;  12  5  0.  G.   3  ;  Wells  v.  Gill   (1873).   6 

Fed.  Rep.  120  ;  Streit  v.  Lauter  (1882),  Fisher,  574  ;  4  O.  G.  669  ;  Carew  v. 

11    Fed.    Rep.   809;    Hart  v.   Thayer  Boston  Elastic  Fabric  Co.  (1871),  1  O. 

(1882),  10  Fed.  Rep.  746 ;  20  Blatch.  G.  91  ;  5  Fisher,  90  ;  8  Clifford,  356 ; 

315  ;  21   O.  O.  791  ;  22  O.  G.   1787  ;  Brown  v.  Selby  (1871),  4  Fisher,  863  ;  2 

Meyer   v.   Mazheimer  (1881),  9  Fed.  Bissell,  457 ;  Parham  v.  American  Bnt- 
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or  of  any  of  its  parts,  independent  arts  or  instruments  though 
tracing  their  origin  to  the  same  fundamental  idea,  and  new 
matters  of  any  kind,  are  equally  beyond  the  scope  of  the  orig- 
inal patent  and  of  any  correction  or  enlargement  of  its  terms 
by  a  re-issue.2 

tonhole,Ovorseaining,&  Sewing  Machine  That  a  patentee  is  not  entitted  to 

Co.  (1871),  4  Fisher,  468 ;  Uoffheinsv.  a  re-issue  covering  any  matter  which, 

Brandt  (1867),  8  Fisher,  218;  Cabart  according  to  the  records  of  the  Patent 

V.   Austin  (1865),  2  Clifford,  528  ;   2  Office,  he  was  not  the  first  to  disclose^ 

Fisher,  543;  Whitely  v.  Swayne  (1865),  see  Ex  patie  Platts  (1879),  15  0.  G. 

4  Fisher,  117  ;  Sickles  v.  Evans  (1863),  827. 

2  Fisher,  417 ;  2  Clifford,  203  ;  Poppen-  That  a  re-issue  will  be  sustained  if 

husen  v.  Falke  (1862),  5  Blatch.  46 ;  2  the  court  can  see  that  the  patentee  only 

Fisher,    213 ;   Poppenhusen    v,    Falke  seeks  to  cover  his  real  invention,  see 

(1861),  2  Fisher,  181  ;  4  Blatch.  493  ;  Crandall  v.  Parker  Carriage  Goods  Co. 

French  v.  Rogers  (1851),  1  FUher,  133 ;  (1884),  28  0.  G.  869  ;  20  Fed.  Bep. 

Batten  v.  Taggei-t  (1851)»  2  Wall.  Jr.^  851. 

101  ;  Knight  v.  Baltimore  &  Ohio  R.  R.*'  ^  In  Ex  parU  Seibert  (1879),   16 

Co.  (1840),  Taney,  106  ;  3  Fisher,  1.  O.  G.  262,  Paine,  Com.  :  (265)  "  Where, 

That  the  re-i&sue  cannot  introduce  however,  he  makes  no  discovery  of  the 

a  different  principle   though    it  were  art  of  lubricating  by  hydrostatic  pres- 

known   to  the  patentee  when  he  ob-  sure  at  all,  but  devises  and  patents  a 

tained  the  original  patent,  see  Dyson  v,  particular  mechanism  for  lubricating  by 

Danforth  (1865),  4  Fisher,  133.  steam  pressure,  never  suspecting   the 

That  a  re-issue  cannot  claim  devices  operativeness  of  that  particular  mech- 

need  with,  but  not  part  of,  the  original  anism   by   hydrostatic    pressure   until 

invention,  see  Ex  parte  Barker  (1873),  after  his  patent  has  been  granted,  he  is 

4  O.  G.  155.  not  entitled  on  a  re-issue  to  a  broad 

That  where  the  original  patent  aecu-  Claim  for  an  art  or  method  of  hydro- 

rately  defines  the  invention,  a  re-issue  static  Aibrication,  for  he  had  not  in- 

cannot   embrace   antecedent   improve-  vented  or  discovered  any  such  art  or 

ments  not  within  the  limits   of   the  method  when  he  took  out  his  patent, 

original    paten t>    see    Funck  v.   Doty  But  he  is  entitled,  on  a  re-issue,  to  a 

(1877),  13  O.  G.  322.  aaim  for  just  what  he  invented,  —  that 

That  where  the  original  patent  covers  is  to  say,  for  a  machine  in  a  particu- 
but  one  form  of  an  invention,  it  cannot  lar  form,  involving  the  use  of  hydro- 
re-issue  to  cover  other  forms,  see  Steam  static  pressure.  His  monopoly  of  the 
Gauge  &  Lantern  Co.  v.  Miller  (1882),  method  is  limited  to  the  method  used 
11  Fed.  Rep.  718  ;  N.  Y.  Bung  &  Rush-  in  the  precise  construction  invented." 
ing  Co.  V,  Hoffman  (1881),  9  Fed.  Bep.  In  U.  S.  k  Foreign  Salamander  Felt- 
199 ;  20  Blatch.  8  ;  20  O.  G.  1451 ;  ing  Co.  v.  Haven  (1875),  9  O.  G.  253, 
Washburn  &  Moen  Mfg.  Ck>.  v.  Haish  Treat,  J.  :  (254)  "  The  repeated  de- 
(1880),  10  Bissell,  83  ;  7  Fed.  Rep.  906  ;  cisions  by  the  courts,  and  especially  by 
Manufacturing  Co.  v.  Ladd  (1877),  2  the  United  States  Supreme  Court  in  the 
Bann.  &  A.  488  ;  11  O.  G.  153  ;  Wicks  1st,  17th,  and  19th  Wallace,  indicate 
V,  Stevens  (1876),  2  Bann.  &  A.  318  ;  with  sufficient  distinctness  that  not 
2  Woods,  310.  only  no  new  matter  shall  be  introdQced» 
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§  662.    Defects  Amendable   by  Re-Issue  are  Defects    of  State- 
ment only,  not  of  Bubject-Matter. 

It  thus  appears  that  the  sole  office  of  a  re-issue  is  to  correct 
faults  of  statement  in  the  description  and  claim  of  the  origi- 

bnt  that  an  anlai^ment  of  the  original  That  where  the  utility  of  an  inven- 

Claira  growing  out  of  the  subaequent  tion  depends  upon  some   property  of 

adyance  of  the  art  is  not  to  be  tolerated,  matter  which  is  not  discovered  until 

The  reason  of  the  rule  is  obvious.     Every  after  the  date  of  the  original  patent,  no 

patent  as  to  novelty  or  utility  depends  re-issue  can  claim  and  appropriate  the 

on  the  state  of  the  art  at  the  time  of  the  property  of  matter  as  a  feature  in-  the 

daim    made   or   patent   issued;    and,  invention,  see  Andrews  v.  Hovey(1888)» 

therefore,    if  a   party,   after   learning  6  McCrary,  181 ;  16  Fed.  Rep.  387  ;  26 

from  a  subsequent  advance  of  the  art  O.  G.  1011. 

the  worthlessness  of  his  original  inven-  That  a  re-issue  cannot  embrace  later 

tion,  is  to  be  permitted  to  claim  a  re-is-  inventions,  no  matter  how  meritorious 

me  incorporating  what  was  not  originally  the  original  may  be,  see  Manufacturing 

in  his  mind,  and  what  had  been  after-  Co.  v.  Ladd  (1877),  2  Bann.  &  A.  488  ; 

ward  suggested  to  him  only  by  advances  11  0.  G.  158. 

In  the  art  made  by  others,  then  he  That  to  cover  a  new  invention  by 

oottld,  it  may  be,  even  without  any  new  suppressing  certain  features  of  the  old 

invention,   override   all   the   elements  is  not  allowable,  see  Matthews  v.  Iron 

which  would  serve  to  test  the  validity  COad  Mfg.  Go.  (1888),  124  U.  S.  849  ; 

of    the    new   application.       In    other  42   O.   G.    827;  Matthews  v.   Boston 

words,    having   procured   a    worthless  Mach.  Co.  (1882),  105  U.  S.  54  ;  21  0. 

patent,  and  having  subsequently  learned  G.  1349. 

from  the  advancing  art  how,  by  chang-  That  a  patentee  cannot  expand  his 

ing  the  terms  of  his  patent,  it  could  be  Claims  in  a  re-issue  so  as  to  cover  the 

made  of  value,  he  would,  if  a  re-issue  patentable  invention  of  another,  and  if 

including  the   new  matter  were   per-  he  does  so  he  is  liable  to  lose  his  own, 

mitted,  have  the  re-issue  not  only  re-  see  Adjustable  Window  Screen  Co.  v. 

late  back  to  the  date  of  the  original  Boughton    (1874),    10  Phila.   251 ;   1 

patent,  but  absorb  within  its  privileges  Bann.  k  A.  827. 

all  sabsequent  matters  wholly  unknown  That  a  re-issue  cannot  contain  new 

to  and  unthought  of  by  him  originally."  matter,  see  Ives  v.  Sargent  (1886),  119 

8  Dillon,  131  (184) ;  2  Bann.  &  A.  164  U.  S.  652;  88  O.  G.  781 ;  Hayes  v.  Seton 
(166).  0882),  20  Blatch.  484  ;  12  Fed.  Rep. 

That  a  re-issue  must  be  for  the  same  120  ;    Kerosene  Lamp  Heater  Co.  v. 

invention  as  the  original  patent,  and  Littell  (1878),  8  Bann.  &  A.  812;  13 

cannot  be  expanded  to  cover  interven-  O.  G.  1009;  Gong  Bell  Mfg.  Co.  v.  Clark 

iD>?  inventions,  see  Meyer  v.  Maxheimer  (1878),  8  Bann.  &  A.  211  ;  18  0.  G. 

(1881),  20  Blatch.  15  ;  20  O.  G.  1162 ;  274 ;  Thomas  v.  Shoe  Mach.  Mfg.  Co. 

9  Fed.  Bep.  99.  (1878),  8  Bann.  k  A.  557  ;  16  0.  G. 

That  matter  discovered  by  using  the  541 ;  Yogler  v.  Semple  (1877),  11  0.  G. 

original  invention  cannot  be  embraced  928 ;  2  Bann.  &  A  556  ;  7  Bissell,  882 ; 

in  the  re-issue,  see  Andrews  v,  Hovey  Union  Paper  Collar  Co.  v.  Van  Deusen 

(1883),  5  McCrary,  181  ;  16  Fed.  Eep.  (1874),  23  Wall.  630  ;  7  O.  G.  919  ;  La 

887  ;  26  O.  G.  1011.  Baw  v.  Hawkins  (1874),  1  Bann.  &  A. 
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nal  patent.^  It  is  a  mere  method  of  relieving  the  inventor 
from  the  disastrous  consequences  arising  out  of  his  want 
of  skill  in  drawing  his  specification,  and  of  preventing  the 
public  from  taking  an  undue  advantage  of  his  errors.  Mis- 
takes in  his  choice  or  judgment  as  to  what  he  shall  attempt  to 
cover  by  his  patent,  it  does  not  undertake  to  remedy.^  His 
present  rights  are  adequately  secured'  by  the  power  conferred 
upon  him  to  repeat  his  statements  in  varied  forms  by  as  many 
successive,  re-issues  as  he  desires,  until  his  language  corre- 
sponds exactly  with  the  actual  invention  which  his  patent 
was  intended  to  protect.  If  he  has  other  rights  beyond  the 
limits  of  this  invention,  he  must  ensure  their  preservation  by 
an  independent  application  and  a  separate  patent. 

428  ;  6  O.  G.  724  ;  Wliitely  v.  Swayne         That    if    the   inrention   is   nallj 

(1865),  4  Fisher,  117.  broader  than  the  patentee  supposes,  but 

See  also  §  668,  note  10,  poat.  he  describes  and  claims  it  in  the  orig- 

§  662.  ^  That  a  re-issne  Ib  intended  inal  as  he  understands  it,  there  is  no  in- 
to cure  the  inevitable  defects  of  state-  advertence,  accident,  or  mistake,  and  no 
ment,  see  Blake  v.  Stafford  (1868),  6  room  for  a  re-issue,  see  American  Dia- 
Blatch.  195 ;  8  Fisher,  294 ;  Barr  v.  mond  Drill  Ck>.  v.  Sallivan  Mach.  Co. 
Duryee  (1862),  2  Fisher,  276.  (1884),  22  Blatch.  298  ;  21  Fed.  Bep. 

That  it  is  the  pnrpose  of  a  re-issne  74  ;  28  0.  O.  811. 
to  make  the  patent  better,  see  Jordan         That  an  error  in  fixing  the  term  of  a 

V.  Dobson  (1870),  4  Fisher,   282  ;  2  patent,  so  that  it  fails  to  conform  to 

Abbott,  U.  S.  898 ;  7  Phila.  588 ;  Blake  that  of  a   foreign   patent   previondy 

V,   Stafford  (1868),   6   Blatch.  196 ;  8  granted,  may  be  corrected  by  re-issae^ 

Fisher,  294.  see  Buerk  17.  Valentine  (1872),  9  Blatch. 

That  a  re-issue  may  correct,  but  can-  479  ;  2  0.  G.  295  ;  6  Fisher,  866. 
not  alter,  see  Doane  k  Wellington  Mfg.         That   where    an    American   patent 
Co.  V,  Smith  (1882),  24  0.  O.  802  ;  15  claimed  several  devices  covered  by  sept- 
Fed.  Rep.  459.  rate  foreign  patents,  of  which  some  wers 

^  That  an  error  in  judgment  as  to  expired,  tiie  devices  covered  by  the  ez- 

what  the  patent  shall  cover,  or  in  oon-  pired  patents  can  be  excluded  from  tb« 

dusions  of  &ct,  is  no  ground  for  a  re-  American  patent  by  re-issue,  and  the 

issue,  see  Ex  parte  Mahnken  (1887),  patent  be  valid  for  the  rest,  see  J&jNifia 

40  O.  G.  915 ;  Yale  Lock  Mfg.  Co.  v.  Pulvermacher  (1876),  10  O.  G.  2. 
James  (1884),  28  0.  G.  917  ;  20  Fed.         That  a  re-issue  cannot  claim  matten 

Bep.  903 ;  22  Blatch.  294.  for  which  the  original  has  expired  faj 

That  an  error  in  judgment  as  to  the  reason  of  its  limitation  by  a  foreign 

nature  of  the  invention  cannot  be  cor-  patent,  see  Ex  parte  Siemens  (1877),  11 

rected  by  re-issue,  see  Hubel  v.  Dick  0.  G.  1107. 
(1886),  28  Fed.  Rep.  656 ;  87  0.  G. 
1480 ;  24  BUtdu  189. 
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§  663.  Second  Proposition :  Re-lBsned  Patent  muat  be  Confined 
to  the  Invention  which  the  Patentee  Attempted  to 
Describe  and  Claim  in  his  Original  Patent. 

The  second  proposition,  —  that  a  re-issue,  being  the  amend- 
ment of  an  existing  patent  as  distinguished  from  the  grant 
of  a  new  patent  for  an  amendment  in  the  invention,  must 
be  confined  to  the  invention  which  the  patentee  attempted 
to  describe  and  claim  in  the  original  patent,  —  is  equally 
indisputable.  The  fundamental  theory  of  Patent  Law  that 
the  complete  and  exact  disclosure  of  the  invention  to  the 
public  is  the  consideration  paid  by  the  inventor  for  the  mo- 
nopoly created  by  the  patent,  as  well  as  the  express  provi- 
sions of  the  statutes,  require  that  the  invention  to  be  covered 
by  the  patent  should  be  entirely  and  precisely  described  and 
claimed  by  the  inventor  in  his  specification ;  and  as  the 
patent  could  not  lawfully  have  been  issued,  so  it  cannot  be 
amended  by  re-issue,  to  embrace  any  subject-matter  which 
the  patentee  did  not  endeavor  at  the  outset  to  describe  and 
claim.^    Hence,  before  any  amendment  of  the  patent  can  be 

§  668.  ^  As  the  principal  difficulties  his  application  a  specification  in  which 
which  haye  arisen  under  the  law  of  ro-  he  makes  an  honest  effort  to  describe 
iasaes  relate  to  this  second  proposition,  and  to  claim  the  inrention,  or  separable 
it  seems  necessary,  at  the  risk  of  some  part,  which  his  expected  patent  is  in- 
repetition,  to  examine  more  fully  the  tended  to  protect.    Until  an  inventor 
foundation  on  which  it  rests,  and  the  has  taken  these  four  steps  he  is  not 
exact  troth  which  it   expresses.      In  entitled  to  any  patent  whatever;  and 
order  to  obtain  the  grant  of  a  monop-  if  they  have  been  taken  he  is  enti- 
oly   the  inventor   must,  in    the   first  tied  to  a. patent  only  for  the  subject- 
place,  hare  conceived  an  idea  of  means  matter  which  be  has   endeavored   to 
and  reduced  it  to  practice  in  some  oper-  describe  and  claim.     Now  if,  in  the 
ative  art  or  instrament.    In  the  second  first  step,  the  idea  of  means  which  he 
place,  he  must  have  perceived  the  es-  has  conceived  has  possibilities  of  de- 
eential  character  of  his  invention  with  velopment  beyond  the  point  to  which 
sach  clearness  and  completeness  as  to  be  he  has  carried  it,  these  lie  wholly  out- 
able  to  reproduce  it,  and  to  confer  it  on  side  of  his  invention,  whether  they  are 
the  public,  in  such  a  form  as  to  make  ever   thereafter   realized   or   not,   and 
it   available  for  practical  use  without  whether,   if  realized,   their  realization 
the  further  exercise  of  inventive  skill,  is  due  to  his  own  or  to  another's  inven- 
In  the  third  place,  he  must  determine  tive  act.      Obviously,  therefore,   none 
to   patent  either  the  entire  invention  of  these  can  enter  into  the  subject- 
OT  some  separable  part  thereof,  and  must  matter  of  his  patent,  although  when 
apply  for  a  patent  for  that  which  he  has  the  inventive  act  as  to  them  becomes 
thus     concluded   to   secure.      In   the  complete  they  may  be  covered  by  a  sub- 
fourth   place^  he  must  incorporate  in  sequent  and  independent  patent  Again 
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properly  allowed,  it  must  be  made  apparent  to  the  Patent 
Office  that  every  portion  of  the  subject-matter  of  the  pro- 

if,  in  the  second  step,  he  apprehends  ent ;  in  other  words,  that  only  that  in- 
but  partially  the  attributes  of  his  in-  vention  which  he  had  folly  inrented, 
vention,  perceiying  only  its  narrower  whicli  he  clearly  comprehended,  which 
where  it  has  a  broader  aspect,  or  seeing  lie  selected  as  the  subject-matter  of  the 
in  it  only  a  fraction  of  what  it  would  patent,  and  attempted  to  describe  and 
present  to  more  intelligent  or  experi-  to  claim  in  his  original  application,  can 
enced  observers,  that  which  he  thus  be  embraced  in  the  re-issue.  And  it  is 
perceives  and  consequently  can  repro-  also  evident  that  this  exercise  of  the 
duce  or  communicate  to  others  alone  amending  power  cannot  extend  to  any 
can  be  considered  as  entering  into  his  steps  in  the  foregoing  series  anterior  to 
invention  or  included  in  the  subject-  the  one  in  which  the  amendable  defect 
matter  of  his  patent.  If,  in  the  third  may  have  arisen,  to  wit ;  the  fourth  and 
step,  hia  invention  is  of  such  a  nature  last.  If  the  inventor  has  more  fully 
as  offers  him  the  opportunity  to  choose  developed  his  original  idea  of  mean^ 
whether  he  will  obtain  a  monopoly  for  or  if  he  has  more  deeply  fathomed  the 
it  as  a  whole,  or  for  one  or  more  of  its  character  of  that  which  he  had  then 
separable  parts,  or  for  it  in  one  aspect  conceived,  or  if  matnrer  judgment  has 
rather  than  another,  he  must  assume  led  him  to  a  different  oondnsion  as  to 
the  responsibility  of  this  selection,  and  what  he  should  have  made  the  subject 
having  made  it,  and  acted  on  it  in  his  of  his  patent ;  these  are  mutters  entirely 
application  for  a  patent,  he  cannot  re-  antecedent  in  the  order  of  events  to  that 
consider  his  determination  and  substi-  in  which  alone,  under  our  Patent  Law, 
tute  a  different  subject-matter  in  the  any  amendable  defect  can  have  occurred, 
same  application.  Finally,  in  the  fourth  Whatever  advantage  can  accrue  to  him 
step,  if  he  does  not  in  good  faith  en-  from  these  later  achievements^  or  more 
deavor  to  describe  the  invention  for  perfect  knowledge,  must  be  sought  in 
which  he  has  determined  to  procure  the  new  and  original  proceedings,  not  in  a 
patent,  he  is  guilty  of  a  fraudulent  con-  reformation  of  the  old.  For  neither 
cealment  which  renders  his  patent,  if  the  language  of  the  statutes,  nor  the  gen- 
he  obtains  one,  wholly  void  ;  and  if  he  eral  provisions  of  the  law,  permit  the  sor* 
does  not  attempt  to  claim  it,  he  waives  render  and  re-issue  of  a  patent  for  any 
the  right  to  its  protection  by  that  pat-  other  purpose  than  that  of  curing  some 
ent.  These  are  principles  which  are  defect  or  insufficiency  in  the  descrip- 
not  open  to  dispute  and  form  an  in-  tion  of  the  patented  invention  or  in  the 
variable  guide  to  the  Patent  Office  in  statement  of  the  inventor's  claims, 
granting  patents,  and  to  the  courts  in  These  considerations  are  so  simple 
construing  them  and  ascertaining  their  and  so  elementary  that  an  apology  for 
validity.  their  frequent  repetition  would  be  ne- 
But  if  a  re-issue  is  the  amendment  oessary  were  not  numerous  expressioM 
of  an  existing  patent,  as  distinguished  to  be  found  in  text-books  and  reported 
from  the  grant  of  a  new  patent,  it  is  cases,  modem  as  well  as  ancient,  which 
evident  that,  in  its  exercise  of  the  misrepresent,  or  at  least  do  not  oorrectly 
amending  power,  the  Patent  Office  can  state,  this  rule  of  law.  ThuA  it  is  not 
bestow  on  the  inventor  no  other  or  true  that  an  inventor  may  embrace  in 
greater  privilege  than  it  could  have  con-  his  re-issue  his  entire  actual  invention  ; 
ferred  upon  him  in  the  original  pat-  or  that  it  may  include  whatever  the 
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posed  re-issued  patent  was  not  only  included  in  the  original 
invention,  but  that  the  inventor  attempted  both  to  describe  it 

original  patent  suggested  or  described  also  Hoskin  v,  Fisher,  125  U.  S.  217. ) 

as  belonging  to  the  invention ;  or  that  In  the  present  case  it  cannot  be  seen 

it  may  cover   anything   which  might  from  a  comparison  of  the  two  patents 

have  been  claimed  in  the  original,  etc.  that  the  original  specification  indicated 

It  is  true  that  whatever  he  had  actually  that  what  is  covered  by  the  first  claim 

invented,  had  comprehended,   had  se-  of  the  re-issae  was  intended  to  have 

lected  as  the  sabject- matter  of  his  pat-  been  secured  by  the  originaL"     43  O. 

ent,  had  attempted  to  describe  and  claim  0.  1848  (1849). 

in  his  original  specification,  and  through  In  Parker  &  Whipple  Co.  v.  Yale 

inadvertence,  accident,  or  mistake,  had  Clock  Ca  (1887),  123  U.  S.  87,  Blatch- 

there  failed   to  properly  describe  and  ford,  J.  :  (95)  "  The  appellants  contend 

claim,   he  may  now  protect  in  his  re-  that  the  first  eight  Claims  of  the  re-issue 

issue,  —  so  much,  and  no  more.  do  not  specify  any  invention  which  is 

Of  the  multitude  of  cases  which  bear  not  contained  in  the  clock  described  in 

upon  this  point,  a  very  few  state  it  in  the  original  patent  and  embodied  in  the 

its  proper  form  and  in  intelligible  Ian-  model  originally  deposited  in  the  Patent 

guage.    Among  these  are  the  following  :  Office,   and  that  the  drawings  of  the 

In   Flower  v.   City  of  Detroit  (1888),  original  and  of  the  re-issued  patent  are 

127  U.S.  663,  Blatchford,  J.:  (671)  substantially  the  same.    On  these  prem- 

"  It  is  sought  to  sustain  the  validity  of  i^es,  it  is  argued  for  the  appellants  that 

the  re-issue  by  attempting  to  show  that  it  is  lawful  to  include  in  the  Claims  of  a 

the  model  filed  in  the  Patent  Office  with  re-issue  whatever  is  suggested  or  sub- 

the  original  application  exhibited  the  stantially  indicated  in  the  specification, 

invention  covered  by  the  first  claim  of  model,  or  drawings  of  the  original  pat- 

the  re-issue.     It  is  doubtful  whether  ent,  if  the  applicant  was  the  original 

that  fact  is  satisfactorily   established,  and  first    inventor  thereof,   and    that 

But,  irrespective  of  this,  the  case  falls  such  a  re-issue  will  therefore  be  for  the 

directly  within  the  recent  decision  of  same  invention  as  that  of  the  original 

this  court  in  Parker  &  Whipple  Co.  v.  patent.     Expressions  in  some  opinions 

Yale  Clock  Co.  (128  U.  S.  87  ;  25  0.  of  this  court,  wrested  from  their  con- 

G.  290).     It  was  held  in  that  case  that  text  and  interpreted  in  a  different  sense 

what  was  suggested  in  the  original  spe-  from  that  in  which  they  were  used,  are 

cifications,   drawings,  or  Patent  Office  cited  to  support  these  views ;  but  the 

model  is  not  to  be  considered  as  a  part  language  of  the  court  on  the  subject  has 

of  the  invention  intended  to  have  been  steadily  been  to  the  contrary ;  and  as 

covered  by  the  original  patent,  unless  it  the  question  arises  so  distinctly  in  this 

can  be  seen  from  a  comparison  of  the  case  and  some  misapprehension  exists  in 

two  patenU  that  the  invention  which  regard  to  it,  it  seems  proper  to  discuss 

the   original    patent   was  intended  to  it  with  some  fulness."    Here  the  court 

cover  embraced    the  things  suggested  reviews  the  statutes,  and  several  decis- 

or  indicated  in  the  original  specification,  ions,  concluding  with  that  of  Seymour 

drawings,  or  Patent  Office  model,  and  v.  Osborne  (1870),  11  Wall  616,  from 

unless   the  original  specification  indi-  which  it  quotes  Judge  Clifford's  familiar 

cated  that  those  things  were  embraced  statement,  that  a  re-issue  may  contain 

in  the  invention  intended  to  have  been  whatever  was  "  suggested  or  substan- 

■ecared  by  the  original  patent.      (See  tially  indicated  in  the  specifications  or 
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and  to  claim  it  in  the  specification  annexed  to  his  original 
patent.     And  the  courts,  in  construing  the  re-issued  patent 

drawings  which  properly  belonged  to  less  the  ooort  can  see  from  a  comparison 
the  invention  as  actually  made  and  per-  of  the  two  patents  that  the  invention 
fected,"  and  then  continues  :  —  (98)  which  the  original  patent  was  intended 
"In  these  extracts  from  the  opinion  to  cover  fairly  embraced  the  things  thos 
it  is  seen  that  the  court  adheres  strictly  suggested  or  indicated  in  the  original 
to  the  view  that  under  the  statute  the  specification,  drawings,  or  Patent  Office 
Commissioner  has  no  jurisdiction  to  model,  and  unless  the  original  specilica- 
grant  a  re-issued  patent  for  an  inven-  tion  indicated  that  those  things  were 
tion  substantially  different  from  that  embraced  in  the  invention  intended  to 
embodied  in  the  original  patent,  and  have  been  secured  by  the  original  patent 
that  a  re-issue  granted  not  in  accordance  .  .  .  (102)  There  is  no  evidence  of  any 
with  that  rule  is  void.  In  what  is  there  attempt  to  secure  by  tlie  original  patent 
-said  about  re-describing  the  invention,  the  inventions  covered  by  the  first  eight 
and  about  including  in  the  new  Descrip-  Claims  of  the  re-issue,  and  those  inven- 
tion and  new  Claims  what  was  sug-  tions  must  be  regarded  as  having  been 
gested  or  indicated  in  the  original  speci-  abandoned  or  waived,  so  far  as  the  rs- 
'fication,  drawings,  or  Patent  Office  issue  in  question  is  concerned,  sabject 
model,  it  is  clearly  to  be  understood,  however  to  the  right  to  have  made  a  new 
from  the  entire  language,  that  the  things  application  for  a  patent  to  cover  them ; 
so  to  be  included  are  only  the  things  in  other  words,  those  eight  Claims  are 
which  properly  belonged  to  the  inven-  not  for  the  same  invention  which  was 
tion  as  embodied  in  the  original  patent ;  originally  patented."  41  O.  G.  611 
that  what  that  invention  was  is  to  be  (312). 

ascertained  by  consulting  the  original  In  Yale  Lock  Mfg.  Co.  v.  Scovill 

patent ;  and  tiiat  while  the  new  Descrip-  Mfg.  Co.  (1880),  18  Blatch.  248,  Ship- 

tion  may  properly  contain  things  which  man,  J.  :   (256)    **  I  understand  that 

are  indicated  in  the  original  specifica-  the  Supreme  Court,  in  the  case  cited 

tion,  drawings,  or  Patent  Office  model  and  in  other  cases,  intend  to  declare 

(though  not  sufficiently  described  in  the  that  in  a  re-issue  the  same,  and  only 

original  specification),  it  does  not  follow  the   same,   invention    which   was  at- 

that  what  was  indicated  in  the  original  tempted  to  be  secured  in  the  original 

specification,  drawings,  or  Patent  Office  patent,  but  which  was  there  imperfectly 

model  is  to  be  considered  as  a  part  01  stated,  and  was  not  fully  secured,  throagh 

the  invention,  unless  the  court  can  see  inadvertence,  accident,  or  mistake,  can 

from  a  comparison  of  the  two  patents  be  re-stated,  so  that  the  principlee  or 

that  the  original  patent  embodied  as  the  details  of  the  invention  may  be  pre- 

invention  intended  to  be  secured  by  it  sented  clearly  and  accurately,  but  that 

what  the  Claims  of  the  re-issue  are  in-  other  inventions  of  the   patentee,  or 

tended  to  cover.    In  what  was  thus  said  modifications  of  the  patented  invention, 

in  Seymour  r.  Osborne  there  is  no  war-  which  had  not  been  attempted  to  be 

rant  for  the  view  that,  ex  vi  termini,  secured,  or  had  not  been  applied  for, 

what  was  suggested  or  indicated  in  the  cannot  be  embraced  in  a  re-issue,  but 

original  specification,  drawings,  or  Pat-  must  be  the  subject  of  a  new  applica* 

ent  Office  model  is  to  be  considered  as  a  tion,   and  that  '  courts  should  r^;azd 

part  of  the  invention  intended  to  have  with  jealousy  and  disfavor  any  attempt 

been  covered  by  the  original  patent,  un-  to  enlarge  the  scope  of  an  application 
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are  logically  and  legally  compelled  to  presume  that  the  Pat- 
ent Office  has  performed  this  duty,  and  that  the  monopoly 

once  filed,  or  of  a  patent  once  granted,  entee  the  right  to  amend  his  specifica- 

the  effect  of  which  would  be  to  enable  tion  so  as  fully  to  describe  and  claim 

the  patentee  to  appropriate  other  inven-  the  very  invention  attempted  to  be  se- 

tions  made  prior  to  such  alteration.'  cured  by  his  original  patent,  and  which 

(Railway  Co.  v.  Sayles,  97  U.  S.  554. )  was  not  fully  secured  thereby  in  conse* 

But  if  the  patentee  has  made  a  palpable  quence   of  inadvertence,   accident,   or 

mistake,  and  has  limited  his  real  inven-  mistake,  but  was  not  willing  to  give  him 

tion  by  a  misstatement  of  its  principles,  the  right  to  patch  up  his  patent  by  the 

ao  that  he  is  about  to  lose  the  fruit  of  addition  of  other   inventions,   which, " 

hiB  labor,  he  should  be  permitted  to  re-  though  they  might  be  his,  had  not  been 

state,  and,  if  need  be,  enlarge  his  speci-  applied  for  by  him,  or,  if  applied  for,  had 

fication,  so  as  to  include  the  same  in-  been  abandoned  or  waived.     For  such 

Tention  which  was  plainly  the  subject  inventions  he  is  required  to  make  a  new 

oi,  but  was  not  fully  secured  by,  the  application,  subject  to  such  rights  as  the 

original  patent,  although,  literally,  the  public  and  other  inventors  may  have 

enlarged  invention  is  one  which  he  did  acquired  in  the  meantime.     This,  we 

not  apply  for  in  his  original  specifica-  think,  is  what  the  present  statute  means, 

tion,  because  that  specification,  by  a  mis-  and  what,  indeed,  was  the  law  before  its 

statement  of  his  actual  invention,  applied  enactment,   under  the  previous  act  of 

for  a  narrower  patent  than  he  was  en-  1836.    If  decisions  can  be  found  which 

titled  to  have."    8  Fed.  Rep.  288  (296);  present  it  in  any  different  aspect,  we 

5  Bann.  &  A.  519  (526).  cannot  admit  them  to  be  correct  exposi- 

In   Powder  Co.   v.   Powder  Works  tions  of  the  law."    15  0.0.289(292). 

(1878),   98  U.   8.  126,    Bradley,   J.  :  In  Brown  v,  Selby  (1871),  4  Fisher, 

(1S8)     *'  The      specification    may    be  863,  Drummond,  J. :  (868)  *'  A  re-issue 

amended  so  as  to  make  it  more  clear  can  only  be  for  the  invention  originally 

and  distiuct ;  the  Claim  may  be  modi-  made  and  intended  to  be  described  or 

fied  so  as  to  make  it  more  conformable  claimed,  and  included  in  the  original 

to  the  exact  rights  of  the  patentee  ;  but  patent."    2  Bissell,  457  (462). 

the  invention  must  be  the  same.    So  In  Knight  v,  Baltimore  &  Ohio  R.  R. 

particular  is  the  law  on  this  subject  that  Co.  (1840),  8  Fisher,  1,  Taney,  C.  J.  : 

it  is  declared  that  '  no  new  matter  shall  (8)  ''The  plaintiff  was  not  entitled  to 

be  introduced  into  the   specification.'  the  patent  of  1834,  except  for  the  pur- 

This  prohibition  is  general,  relating  to  pose  of  giving  a  more  perfect  description 

all  patents  ;  and  by  '  new  matter '  we  of  the  invention  intended  to  be  claimed 

suppose  to  be  meant  new  substantive  byhim  in  the  patent  of  1829.  .  .  .  The 

matter,  such  as  would  have  the  effect  of  patent  of  1829  having  been  cancelled 

changing  the  invention,  or  of  introduc-  when  that  of  1834  was  granted,  the  sub- 

ing  what  might  be  the  subject  of  another  sequent  patent  of  1836,  upon  which  this 

application  for  a  patent      The  danger  suit  is  brought,  is  not  valid,  unless  the 

to  be  provided  against  was  the  tempta-  improvement  described  in  it  is,  in  its 

tion  to  amend  a  patent  so  as  to  cover  principles  and  mode  of  operation,  the 

improvements  which  might  have  come  same  with  that  intended  to  be  described 

into  use,  or  might  have  been  invented  in  the  patent  of  1834,  and  differing  from 

by  others,  after  its  issue.    The  legisla-  it  only  in  giving  a  more  perfect  descrip- 

tiire  was  willing  to  concede  to  the  pat-  tion  of  the  improvement  intended  to  be 
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defined  in  the  re-issned  patent  was  not  intended  to  extend 
bejond  the  invention  which  the  patentee  endeavored  to  dis- 

■ecnred  by  that  patent  .  .  .  The  plain-  Coon  v.  Wilson  (1885),  118  U.  S.  S68  ; 

tiif  was  not  entitled  in  the  patent  of  30  0.  6.  889 ;  Dryfoos  «.  Wiese  (1884), 

1836  to  enlarge,  change,  or  modify  the  22  Blatch.  19  ;  26  6.  O.  639  ;  19  Fed. 

improvement  intended  to  be  protected  Rep.  315  ;  Hart  v.  Thayer  (1882),  20 

by  the  patent  of  1884.  ...  The  plain-  BUtch.  315  ;  10  Fed.  Rep.  746  ;  21  0. 

tiff  is  not  entitled  to  recover  unless  he  6.  791 ;    22  O.  G.  1787 ;    Combined 

is  the  original  inventor  of  the  improve-  Patents   Can   Co.    v,    Lloyd     (1882), 

ment  described  in  the  patent  of  1836,  21  O.   G.    713  ;   11    Fed.    Rep.    149; 

and  unless  that  improvement  is  the  same  15    Phila.     481 ;     Miller     9.     Brsa 

in  principle  and  in  its  mode  of  operation  Co.   (1882),    104   U.   S.    850  ;    21  O. 

with  the  one  intended  to  be  described  in  G.  201 ;  Moffitt  v.  Rogers  (1882),  106 

the  patents  of  1884  and  1829."    Taney,  U.  S.  423  ;  28  0.  G.  270  ;  Wing  v.  An- 

106  (107).     It  is  worthy  of  remark  that  thony  (1882),  106  U.  8.  142  ;  Gosling 

in  this  case,  — the  first  in  which  the  v.  Roberts  (1882),  106  U.  S.  89 ;  22  O. 

courts  seem  to  have  been  called  upon  to  G.  1785;  James  v.  Campbell  (1881), 

decide  what  a  re-issue  might  contain  —  104  U.  S.  856  ;   21  0.  G.  337  ;  Heald 

the  true  rule  is  stated  by  Chief  Justice  v.  Bice  (1881),  104  \J,  S.  737  ;  21  O. 

Taney,  viz.  :  that  the  patentee  is  en-  G.  1443 ;  Smith  v.  Merriam  (1881),  19 

titled   to    claim  in  his   re-issue  only  O.  G.  601 ;  6  Fed.  Rep.  718 ;  Wazing 

what  he  "intended  to"  describe  and  v,  Johnson  (1881),  19  O.  G.  1068  ;  6 

claim  in  his  original  patent.  Fed.  Rep.  500  ;  19  Blatch.  38  ;  Kellaw. 

That  a  re-issue  is  intended  to  cover  McKenzie  (1881),  20  0.  G.  1668  ;  9  Fed. 

the  invention  which  the  inventor  actu-  Rep.  284  ;  Meyer  v.  Mazheimer  (1881), 

ally  made  and  attempted  to  protect  by  20  Blatch.  15  ;  20  0.  G.  1162  ;  9  Fed. 

the  original,  see    Eames   v.   Andrews  Rep.  99  ;  Washburn  &  Moen  Mfg.  Co. «. 

(1887),  122  U.  S.  40  ;  39  0.  G.  1319  ;  Haish  (1880),  10  Bissell,  65  ;  19  0.  G. 

Parker  &  Whipple  Co.  v.  Yale  Clock  Co.  173  ;  4  Fed.  Rep.  900  ;  Covell  v.  Pratt 

(1883),  21  Blatch.  485 ;  25  0.  G.  290  ;  (1880),  18  Blatch.  126 ;  18  0.  G.  301  ; 

18  Fed.  Rep.  43  ;   Yale  Lock  Ca  v.  2  Fed.  Rep.  359  ;  5  Bann.  &  A.  380 ; 

Scoville  Mfg.  Co.  (1880),   18  Blatch.  Manufacturing  Co.   v.  Corbin   (1880), 

248 ;  3  Fed.  Rep.  288  ;  5  Bann.  &  A.  103  U.  8.  786 ;  20  0.  G.  297  ;  Ball  v. 

519  ;    Powder    Co.   v.   Powder  Works  Langles  (1880),  102  U.  S.  128 ;  18  O. 

(1878),  98  IT.  S.  126  ;  15  0.  G.  289.  G.  1405  ;  Gameau  v.  Dozier  (1880),  102 

That  if  no  attempt  was  made  to  se-  U.  S.  230  ;  19  O.  G.  61 ;  Manufacturing 

cure  the  invention  by  the  original  pat*  Co.  v,  Ladd  (1880),  102  XJ.  8.  408  ;  19 

ent,  it  cannot  be  embraced  in  a  re-issue,  O.  G.  62  ;  American  Middlings  Pnrifier 

see  Hoskin  v.  Fisher  (1888),  125  U.  S.  Co.  v,  Atlantic  Milling  Co.  (1879),  16 

217  ;  43  O.  G.  509.  O.  G.  467  ;   5  Dillon,  127 ;  4  Bann.  & 

That  a  re-issue  cannot  claim  either  A.  148 ;  Cammeyer  v,  Newton  (1879), 

another  invention  or  a  broader  inven-  16  O.  G.  720  ;   4  Bann.   &  A.   159  ; 

tion  than  the  one  attempted  to  be  de«  Campbell  v.  James  (1879),   18  O.  G. 

acribed   and    claimed    in  the  original  979 ;   17  Blatch.  42 ;   4  Bann.   &  A. 

patent,  see  Wordenr.Searls  (1887),  121  456;    Powder  Co.  v.   Powder   Worics 

IT.  S.  14  ;  39  0.  G.  359 ;  Ex  parte  Herr  (1878),  98  U.  8.  126  ;  15  O.  G.  289 ; 

(1887),  41  0.  G.  463 ;  Archer  v.  Amd  Jones  v,  McMurray  (1877),  13  O.  G. 

(1887),  31  Fed.  P^p.  475;  40  0.  G.  1032;  6  ;  2  Hughes,  527 ;  3  Bann.  &  A.  180 ,' 
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close  and  to  appropriate  in  his  original  patent.  Where  the 
ro-issued  patent  will  bear  no  construction  which  confines  its 
Bubject-matter  to  this  invention,  its  Claims  are  necessarily 
invalid. 

§  664.  Nature  and  Scope  of  the  Invention  which  the  Inventor 
Attempted  to  Describe  and  Claim  in  his  Original 
Patent,  how  Determined. 

By  what  method  the  Patent  OflSce  or  the  courts  shall  ascer- 
tain the  limits  of  the  invention  which  the  patentee  originally 
endeavored  to  describe  and  claim,  the  statutes  do  not  par- 
ticularly prescribe.  The  act  of  1832  simply  required  that 
the  re-issue  should  be  for  the  same  invention.  The  act  of 
1836  followed  in  this  respect  the  act  of  1832.  The  act  of 
1870  further  provided  that  ^^no  new  matter  shall  be  intro- 
duced into  the  specification,  nor  in  case  of  a  machine-patent 
shall  the  model  or  drawings  be  amended  except  each  by  the 
other ;  but  when  there  is  neither  model  nor  drawing,  amend* 
ments  may  be  made  upon  proof  satisfactory  to  the  Commis- 
sioner that  such  new  matter  or  amendment  was  part  of  the 
original  invention  and  was  omitted  from  the  specification  by 
inadvertence,  accident,  or  mistake."  The  Revised  Statutes 
reproduce  these  provisions  of  the  act  of  1870.  Under  these, 
it  will  be  noticed  that  no  limitation  is  placed  to  the  amend- 
ment of  the  original  specification  except  the  prohibition  of 
new  matter,  and  no  test  is  given  by  which  the  Offipe  or  the 
courts  are  to  determine  what  it  attempted  to  describe  and 

Marsh  v.  Seymour  (1877),   97   IT.   S.  437  ;  5  Fisher,  415 ;  Seymoar  v.  Os- 

848;   13  0.  G.  728  ;  Yogler  v,  Semple  borne  (1870),  11  Wall.  516  ;  Morey  v. 

(1877X   7Bu8el],  882;   110.  6.  923;  Lockwood  (1868),  8  Wall.  280;  Hoff- 

S   Baim.  k  A.  556 ;  RusaeU  v.  Dodge  helns  v.  Brandt  (1867),  3  Fisher,  218 ; 

(1876),  93  U.  S.  460 ;  11  0.  G.  151  ;  Cahart  v,   Austin    (1865),   2  Clifford, 

Tucker  v.  Tucker  Mfg.   Co.  (1876),  4  528 ;   2  Fisher,  543 ;   Barr  v.  Duiyee 

Cliffonl,  397  ;  10  O.  G.  464 ;  2  Bann.  (1863),  1  WaU.  531. 

k  A.   401 ;  Collar  Co.  v.  Van  Deusen         That  where  the  re-issue  does   not 

(1874),  23  Wall.  530 ;   7  0.  G.  919 ;  corer  an  invention  distinct  from  that 

Om  V,  Wells  (1874),  22  Wall.  1 ;  6  0.  described  and  attempted  to  be  claimed 

O.  881 ;  (^Iton  v.  Bokee  (1873),  17  in  the  original,  the  re-issue  is  valid, 

WalL  463  ;  6  Fisher,  40 ;  2  0.  G.  520 ;  nnless  the  failure  to  claim  amounted  to 

Tarr  v.  Webb  (1872),  10  Blatch.  96 ;  5  abandonment,  see  Eames  v.   Andrews 

Fisher,   593  ;  2  O.  G.  568  ;  Sarven  v,  (1887),  122  U.  S.  40  ;  89  0.  G.  1319. 

Hall   (1872),  9  Blatch.  524 ;   1  O.  G. 
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claim.  In  the  case  of  a  machine-patent  it  is  assumed  that 
every  feature  of  the  invention  which  the  inventor  intended 
to .  protect  will  be  exhibited  either  in  his  drawing  or  his 
model,  and  by  prescribing  that  these  can  be  amended  only 
by  each  other  the  statute  fairly  implies  that  no  part  of  the 
actual  invention  which  he  made  can  be  regarded  as  embraced 
in  what  he  intended  to  describe  and  claim  unless  in  one  or 
both  of  these  it  is  disclosed.  Where  no  model  or  drawing 
exists,  the  Office  and  the  courts  are  left  to  the  guidance  of 
such  regulations  concerning  the  kind  and  degree  of  evidence 
required  for  the  solution  of  this  question  as  they  may,  in 
general,  or  in  reference  to  particular  cases,  see  fit  to  estab- 
lish.^ The  necessity  for  some  permanent  and  definite  rule 
upon  the  subject,  however,  and  the  manifest  danger  of  fraud 
and  imposition  if  the  fact  that  by  the  original  patent  the 
inventor  intended  and  attempted  to  cover  the  matt^er  now 
claimed  in  the  re-issue  were  to  be  determined  in  any  case  upon 
his  mere  assertions  or  other  parol  testimony  alone,  early  led 
the  courts  to  declare  that  the  original  specification,  as  illus- 
trated by  the  model  or  drawings  if  any,  and  as  interpi-eted 
by  a  proper  explanation  of  its  terms  of  art  and  by  the  exam- 
ination in  connection  with  it  of  the  invention  actually  made, 
must  bear  upon  its  face  sufficient  evidence  of  the  alleged 
endeavor  to  describe  and  claim.^    This  rule,  as  usually  stated, 

§  664.  ^  That  the  courts  and  the  acter  of  the  iovention  which  the  original 

Patent  Office  ohey  the  same  rules  in  patent  was  intended  to  protect,  and  for 

ascertaining  the  character  of  the  inven-  ascertaining  the  identity  with  this  of  the 

tion  which  the  patentee  originally  at-  invention  claimed  in  the  re-issue,  was 

tempted  to  protect,  see  ^  parte  Aldrich  Knight  v,  Baltimore  &  Ohio  R.  R  Co. 

(1876),  9  O.  G.  407.  (1840),  Taney,  106  ;  8  Fisher,  1.  In  this 

^  The  cases  in  which  this  rule  has  case  ChiefJustice  Taney  charged  the  juiy 

been  accepted  and  followed  are  almost  that  the  plaintiff  could  not  recover  on 

without  number,   and  yet  in  scarcely  his  re-issued  patent  unless  the  invention 

any  of  them  has  it  been  completely  and  which  it  described    and  claimed  was 

accurately  stated.    The  adoption  of  the  "  the  same  in  principle  and  in  its  mode 

incorrect  forms  mentioned  in  the  text  is  of  operation  with  the  one  intended  to  be 

largely  responsible  for  this,  but  such  described  in"  the  original  patent,  and 

has  been  the  history  of  the  rule  itself  thenleftthisquestionof  identity  (which 

that    freedom    from    obscurity    could  of  course  includes  the  question  of  the 

scarcely  be  expected.    The  earliest  case  actual  character  of  the  invention  in- 

in  which  the  courts  seem  to  have  estab-  tended  to  be  covered  by  the  original 

lished  a  test  for  determining  the  char-  patent)  to  be  decided  by  the  jury,  as  a 

§664 
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appears  in  one  of  the  two  following  forms :  negatively,  that 
a  re-issue  cannot  include  any  subject-matter  which  the  orig- 

matter  of  fact.      In  the  cases  which  issue  is  "final  and  condnsive,  unless 
immediately    followed   this,   the  same  the  court  is  of  the  opiniou,  upon  com- 
position was  taken  by  the  courts,  and  paring  the  two  instruments,  that  the  re- 
the  jury  were  required  to  pass  upon  the'  issued  patent,  as  mat&r  of  legal  con- 
identity  of  the  inyentions  on  any  rele-  struction,  is  not  for  the  same  invention 
▼ant  evidence  that   might  have  been  as  the  original." 
presented.      See    Carver   o.   Braintree  In  the  transition  to  this   doctrine 
Mfg.  Co.  (1843),  2  Story,  441 ;  Stimp-  from  that  of  Chief  Justice  Taney  in  1840 
son  V.  Westchester  B.  R.  Co.  (1845),  4  decisions  of  various  degrees  of  incorrect- 
How.  404  ;  Allen  v.  Blunt  (1846),  2  W.  ness  and  inconsistency  were  rendered, 
&  M.   189  ;  Batten  v,  Taggert  (1854),  some  affirming  the  right  of  the  patentee 
17  How.  83;  Heilner  v.  Battin  (1856),  to  a  re-issue  in  the  broadest  terms  which 
27  Penn.  521 ;  Poppenhusen  v.  Falke  his    original  invention  would  permit, 
(1861),  4  Blatch.  496,  etc.     While  the  others  restricting  him  in  the  re-issue  to 
courts  were  pursuing  this  method  of  what  he  had  claimed  in  the  original 
investigation  a  practice  appears  to  have  patent ;  some  asserting  that  the  identity 
arisen  in  the  Patent  Office  of  confining  of  the  inventions  covered  by  the  original 
the  applicant  for  a  re-issue  to  such  evi-  and  re-issued  patents  must  be  apparent 
dence  concerning  the  invention  which  to  the  court  upon  a  mere  inspection  of 
he  first  endeavored  to  protect,  and  its  the     instruments    themselves,     others 
identity  with  that  claimed  in  the  re-is-  adopting  the  extreme  position  of  Judge 
sue,  as  was  furnished  by  the  original  pat-  Clifibrd  that  this  identity  must  be  con- 
ent  and  its  specification,  drawings,  and  clusively  presumed  unless  the  patents, 
model,  when  interpreted  by  the  inven-  when  compared  with  one  another,  dis- 
tion  itself,  —  a  practice  more  than  once  closed  substantial  differences  between 
repudiated  in  the  courts,  but  gradually  them  ;   yet  all  finally  agreeing  in  the 
making  its  impression  upon  their  decis-  rule  primarily  adopted  by  the  Patent 
ions.     Concurrently  with  these  events.  Office,  that  the  original  specifications, 
the  doctrines  that  the  nature  and  scope  drawings,  and  model  must  afford  the 
of  any  patented  Invention  is  to  be  de-  ultimate  test  by  which  the  Office  or  the 
termined  by  the  court  as  a  matter  of  courts  are  to  determine  what  portions 
kw  upon  an  inspection  of  the  patent ;  and  aspects  of  his  actual  invention  the 
that  consequently  the  identity  of  two  inventor  had  intended  and  attempted  to 
patented  inventions  must  be  ascertained  describe  and  claim, 
by  a  comparison  of  their  respective  pat-  Having   reached  this  point  in  the 
ents  with  each  other  by  the  court ;  and  explication  of  the  rule,  most  of  the  de- 
that  the  action  of  the  Commissioner  in  dsions  treat  it  as  sufficiently  stated,  and 
issuing  or  re-issuing  a  patent  is  prima  proceed  to  apply  it  in  their  own  peculiar 
/bteie  lawful  and  valid  ; — were  becoming  modes.     But  it  is  evident  that  this  ex- 
flrmly  grounded  and  universaUy  applied,  plication  is  not  a  finality.      For  though 
cobninating,  at  length,  in  the  proposi-  it  be  established  that  the  subject-matter 
tion  announced  by  Clifford,  J.,  in  Sickles  of  a  re-issue  must  be  confined  to  the  in- 
9.  Evans  (1863),  2  Clifibrd,  208,  and  af-  vention  which  the  patentee  originally 
firmed  by  him  in  Stevens  v.  Pritchard,  attempted  to  secure,  and  that  this  at- 
(1876),  4  Clifford,  417,  that  the  action  tempt  roust  be  discoverable  in  the  origi- 
of  the  CommisBioner  in  granting  a  re-  nal  specification,   drawings,  or  model, 
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inal  patent,  as  construed  by  the  court,  does  not  apparently 
endeavor  to  protect;  affirmatively,  that  a  re-issue  may  em- 

the  mode  to  be  pursued  in  making  that  tion  itself  as  originally  made  and  per- 
discovery  is  still  to  be  determined.      In  fected.    The  first  is  excluded  because 
reference  to  this  mode  of  inquiry  it  must  unreliable  and  unneoessaiy,  as  well  as 
be  remembered  tliat  the  specification,  in  on  grounds  of  public  policy,  and  de- 
which  the  discovery  is  to  be  made,  is  mandsno  further  consideration.    The 
confessedly  defective,  —  so  defective,  in-  ^  specification  of  the  re-issued  patent,  on 
deed,  that  in  consequence  of  its  defects  the  contrary,  is  in  the  highest  degree 
the  patent  is   inoperative  or  invalid,  authoritative  and  available.    It  purports 
Manifestly,  then,  no  mere  process  of  in-  to  give,  and  must  be  accepted  as  giving, 
terpretation  can  avoid  or  cure  its  imper-  a  complete  and  exact  description  of  the 
fections  and  ascertain  what  patentable  invention,   and   as   stating   fully  and 
matter  it  has  undertaken  to  describe  clearly  the  claims  of  the  inventor.    It 
and  claim,  since  where  interpretation  is  assumed  to  be  sufficient  to  acquaint 
can  have  this  effect  the  patent  cannot  those  skilled  in  the  art  with  the  mode 
be  invalid  or  inoperative.     Hence  re-  of  making  and  using  the  invention,  and 
course  must  be  had  to  some  exterior  to  inform  the  public  of  the  precise  line 
source  for  information  as  to  the  true  which  separates  the  arts  and  instru- 
nature  of  the  invention,   that  in  the  ments   at   their   command    from  that 
light  afforded  by  its  actual  character,  as  which  is  embraced  in  the  monopoly, 
the  inventor  conceived  it  and  reduced  The  patentee  cannot  be  permitted  to 
it  to  practice  before  his  original  applica-  deny  that  the  court  or  Patent  Office,  by 
tion  for  a  patent,  his  defective  claims  le^Uy  interpreting  his  re-issue  specifi- 
and  description  may  be  read.    This  is  ^tion,  with  its  drawings  and  model, 
evidently  the  only  method  in  which  the  will  obtain  a  perfect  knowledge  of  his 
fact  that  the  specification  is  defective  true  invention,  as  he  himself  has  made 
can  be  ascertained,  or  the  nature  and  it  and  contemplated  its   introduction 
degree  of  the  defect  can  be  measured,  or  into  public  use.     And  hence  the  Patent 
the  scope  of  the  invention  which  the  de-  Office  and  the  courts  have  here  a  ready, 
fective  delineation  or  assertion  attempted  permanent,  and  invariable  standard  with 
to  embrace  can  be  explored  ;   and  not  which  to  compare  the  original  specifics- 
until  the  Patent  Office  or  the  court  is  tion,  and  thus  discover  how  much  of  the 
thus  informed  of   what    the  inventor  invention  as  it  now  appears  in  the  per- 
might  have  made  the  subject-matter  of  fected  patent  the  inventor  then  attempted 
his  patent,  if  he  had  so  desired,  can  it  to  describe  and  claim.     Where  no  re- 
be  in  any  situation  to  scrutinize  the  issue  has  as  yet  been  granted,  and  no 
original     specification,     drawings,    or  re-issue  specification  on  which  the  pat- 
model  in  order  to  discover  what  he  did  entee  insists  as  the  accurate  presents- 
intend  and  endeavor  to  describe  and  tion  of  his  invention  has  been  filed,  this 
claim.  source  of  information  is,  of  course,  ab- 
Three  sources  of  information  con-  sent,  and  a  resort  to  the  actual  inven- 
oeming  the  actual  character  of  the  orig-  tion  becomes  necessary, 
inal  invention  may  be  accessible  for  the         This  review  of  the  subject  makes  it 
purpose  of  this  inquiry:   (1)  The  as-  evident  that  the  mode  of  discovery  to 
sertions  of  the  inventor  or  other  parol  be  pursued  in  ascertaining  what   ths 
testimony  ;    (2)    The    specification    of  original  specification  attempted  to  em- 
the  re-issued  patent;  (8)  The  inven-  brace   must   vary  with   the   diflforent 
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brace  whatever  was  suggested  or  substantially  indicated  in  the 
original  specification  or  drawings  as  belonging  to  the  invention 

■tages  in  the  history  of  the  re-iasae.  inTention    which   the   inTeiitor   there 

When  the  inventor  or  his  attorney  are  attempted  to  describe  and  claim.     At 

endeavoring   to   decide  what   can    be  this  stage  there  is,  therefore,  no  occasion 

claimed  in  the  proposed    le-iBsae,   or  for  exterior  evidence,  or  for  an  examino^ 

when  the  Patent  Office  is  assisting  the  tion  of  the  actual  invention  itself,  ex* 

inventor  to  secure  all  that  a  re-iBsue  oept   so   far  as   may  be  necessary  to 

may  lawfully  include,  the  actual  inven*  understand  the  description  and  claims 

tion  itself  must  be  examined,  and  by  of  the  re-issue  application, 

comparing  this  with  the  original  speci-  When  the  courts  are  called  upon  to 

fication,    drawings,    and   model,    they  enter  into  this  investigation  (except  in 

must  determine  how  much  of  that  in-  proceedings  on  appeal,   or  in  equity, 

rention  the  patentee  then  intended  and  supplemental  to  the  re-issue  applica- 

attempted  to  describe  and  claim,  and  tion,  and  which  are  consequently  gov* 

eonfine  within  those  limits  the  inven-  emed  by  the  foregoing  rules),  the  re* 

tion  claimed  in  the  re-issue.    This  is  issued  patent  has  been  granted  and  its 

•vidently  the  proceeding  contemplated  specification  stands  before  the  public, 

by  that  clause  of  the  statutes  which  as  well  as  the  court  itself,  as  the  complete 

authorizes  the  Commissioner,  in  certain  and  accurate  exposition  of  the  invention 

cases,  to  consider  any  proper  proof  as  to  originally  made  and  intended  to  be  pat- 

tfae  real  nature  of  the  actual  invention,  ented  by  the  inventor.      When    oon- 

and  the  extent  to  which  the  inventor  strued  by  the  court,  with  such  explana* 

failed  in  his  original  attempt  to  disclose  tion  of  technical  terms  and  such  refer* 

and  protect  it ;  while  in  the  case  of  a  ence  to  the  actual  invention  as  may  be 

machine,  the  original  model  and  draw*  deemed  essential  to  its  true  interpreta* 

ings,  in  connection  with  the  speclfica-  tion,  it  furnishes  all  needed  information 

tion  and  the  machine  itself,  are  pre-  concerning  the  character  of  the  inven* 

sumed  to  offer  all  the  information  upon  tion  as  originally  made  and  perfected, 

these  points  that,   for  the  purpose  of  and  constitutes  a  standard  with  which 

preparing  and  allowing  a  re-issue,  the  the  original  specification,  drawings,  and 

inventor  or  the  Office  can  require.  model   may  be   compared,   and    from 

When  the  re-issue  application  is  per-  which  the  court  may  satisfactorily  and 

fected  in  the  Patent  Office,  according  sufficiently  discover  what  portions  of  the 

to  the  intention  of  the  applicant,  and  invention  the  patentee  endeavored  to 

he  insists  upon  its  correspondence  with  communicate  to  the  public  and  to  bring 

the  actual  invention  as  he  originally  within  the  monopoly  created  by  his  orig- 

attempted  to  secure  it,  the  specification,  inal  patent.     From  this  as  well  as  the 

drawings,  and  model  embraced  in  this  preceding  stage  of  the  investigation  ex* 

re-tsBue  application  become  the  test  by  trinsic  testimony  is  thus  excluded,  save 

which  the  intended  scope  of  the  orig*  for  the  purpose  of  aiding  the  court  in 

inal  patent  is  to  be  judged ;  and  it  its  interpretation  of  the  original  and 

must  therefore  be  assumed  by  the  Office  re-issued  patents  with  their  respective 

that  whatever  parts  or  features  of  the  specifications,  drawings,  and  models, 

invention,  as  set  forth  in  these  amended  As  this  inquiry  in  the  courts  is  in* 

and    presumably  oorrect   delineations,  stituted  after  the  re-issued  patent  has 

are  whoUy  absent  from   the   original  been  granted,  a  ftirther  question  arises 

specifications  were  not  included  in  the  which  is  not  encountered  in  the  previous 
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actually  made  and  embodied  in  the  original  patent.    These 
statements  are  not  literally  correct,  since  the  rule  itself  relates 

stages  in  the  Patent  Office.     It  has  be-  embrace  no  invention  unless  the  conrt 

come  a  settled  principle  of  law  that  the  can  see  that  the  inventor  intended  to 

issue  of  a  patent  raises  a  presumption  secure  it  under  the  original  patent.  See 

of  its  validity  and  of  the  existence  of  Flowers.  Detroit  (1888),  127  U,  S.  563 ; 

all'  the  conditions  which  the  statutes  48  0.  G.  1348;  Fishery.  Hoskin(1888X 

have  imposed  upon  the  patentee.    Ap-  125  \J,  S.  217 ;  43  0.  G.  509  ;  Parker 

plied  to  the  proceeding  now  under  dis-  k  Whipple  Co.  v.  Tale  Clock  Co.  (1887), 

cussion,   this  principle  would  seem  to  128  U.  S.   87  ;    41  O.  G.   811,    etc 

justify  the  extreme  doctrine  heretofore  re-  These  cases  probably  represent  the  law 

ferred  to,  and  compel  the  courts  to  recog-  as  it  will   ultimately  be   established, 

uize  the  judgment  of  the  Patent  Office  though  at  present  it  is  scarcely  safe  to 

in  allowing  the  re-issue,  and  thereby  prophesy  whether  their  doctrine  will 

deciding  that    its    subject-matter  was  prove  as  just  and  practically  beneficial 

attempted  to  be  covered  by  the  original  to  inventors  and   the   public   as  the 

patent,   as  final  and  conclusive  unless  former. 

the  contrary  is  clearly  evident  on  a  com-  The  rule,  ai  stated  and  explained  in 
parison  of  the  original  and  re-issue  the  preceding  portions  of  this  note,  is  ap- 
specification.  This  doctrine  has  been  plicable  whenever  the  descriptive  matter 
held  in  many  cases,  among  which  are  of  the  original  specification  is  imperfect^ 
Herring  v.  Nelson  (1877),  14  Blatch.  whether  or  not  the  Claims,  as  measured 
293  ;  8  Bann.  &  A.  55  ;  12  0.  G.  753  ;  by  such  description,  are  defective  or 
Tucker  v.  Tucker  Mfg.  Co  (1876),  10  sufficient.  But  where  the  description  ii 
O.  G.  464  ;  4  Clifford,  897  ;  2  Bann.  k  complete  and  accurate,  and  the  fault  re- 
A.  401  ;  Stevens  v.  Pritchard  (1876),  sides  in  an  obscure  or  too  restricted  or 
10  0.  G.  505  ;  4  Clifford,  417  ;  2  Bann.  excessive  Claim,  the  modes  of  inquiry 
&  A.  390  ;  Chicago  Fruit  House  Co.  v,  above  delineated  are  unnecessary.  Here 
Busch  (1871),  2  Bissell,  472  ;  4  Fisher,  the  description  of  the  original  patent 
395  ;  Carew  v.  Boston  Elastic  Fabric  becomes  the  standard  by  which  the  im- 
Co.  (1871),  3  Clifford,  365  ;  5  Fisher,  perfections  in  its  Claims,  and  the  extent 
90  ;  1  0.  G.  91.  Later  cases  manifest  to  which  they  can  be  corrected,  must  be 
a  disposition  to  repudiate  this  position,  judged,  and  neither  in  the  Patent  Office 
and  to  assert  that  the  presumption  aris-  nor  the  courts  can  the  Claims  of  the  rs- 
ing  from  the  action  of  the  Patent  Office  issue  be  permitted  to  embrace  any  sub- 
in  allowing  a  re-issue  does  not  prevent  ject-matter  which  was  not  adequately 
the  courts  from  re-examining  this  ques-  portrayed  in  the  original  description, 
tion  of  correspondence  between  the  orig-  In  concluding  this  prolix  discussion 
inal  and  re-issue  specifications,  and  the  proposition  announced  in  the  pre- 
affirming  the  validity  or  invalidity  of  vious  paragraph  may  be  reiterated,— 
the  re-issued  patent  according  as  this  that  the  object  of  discovery  in  the 
correspondence  may  or  may  not  appear,  methods  before  mentioned  is  the  at- 
In  these  cases,  therefore,  it  is  held  that  tempt  of  the  inventor  not  merely  to  de- 
a  comparison  of  the  re-issue  and  original  scribe  the  invention  now  embraced  in 
specifications  must  affirmatively  show  the  re-issue,  but  also  to  claim  it,  and 
that  the  subject-matter  of  the  former  thus  bring  it  within  the  original  monop- 
was  attempted  to  be  stated  in  the  latter,  oly.  It  is  not  indeed  neoessary  that  it 
and  that  the  Claims  of  the  re-issue  can  appear  expressly  in  his  original  Claim& 

§664 


CH.  n.]  OP  THE  AMENDMENT  OP  LETTERS-PATENT.  835 

only  to  the  mode  by  which  the  intended  scope  of  the  original 
patent  is  to  be  determined,  while  these  forms  of  expressing 
it  prescribe  what  a  re-issue  may  or  may  not  contain,  —  a 
matter  already  definitely  fixed  by  the  language  of  the  statute, 
and  which  the  courts  have  no  power  to  extend  or  to  curtail. 
From  these  erroneous  forms  of  statement  have  arisen  serious 
misapprehensions  as  to  the  nature  and  practical  application 
of  the  rule  itself.  Certain  decisions  may  be  found  which 
proceed  on  the  assumption  that  it  governs  the  allowance  of 
re-issues,  and  which,  adopting  its  affirmative  form,  therefore 
declare  that  anything  which  might  have  been  claimed  in  the 
original  patent,  under  the  description  therein  given  of  the 
invention,  may  be  claimed  in  the  re-issue.'  This  position, 
as  thus  broadly  stated,  is  not  correct.  That  a  Claim  might 
have  been  made  in  the  original  does  not,  ipso  facto^  entitle 
the  inventor  to  insert  it  in  his  re-issue.^  Additional  cir- 
cumstances, such  as  abandonment,  estoppel,  and  the  like,  are 
to  be  regarded  ;  and  in  view  of  these,  as  well  as  its  relation  to 
the  original  description,  is  the  validity  of  the  amended  Claim 
to  be  determined.  Other  decisions  are  reported  which,  as- 
suming the  rule  to  be  of  the  same  character  and  following  its 
negative  form,  have  held  that  nothing  can  be  claimed  in  a 
re-issue  which  was  not  included  in  the  Claim  of  the  origi- 

It  may  ha^e  been  so  connected  with  Bissell,  65 ;  19  O.  G.  173 ;  4  Fed.  Rep. 

claimed  matter  in  the  Description  that  900 ;  Draper  v.  Wattles  (1878),  SBann. 

a  Claim  for  either  would  impliedly  cover  Is  A.  618  ;  16  0.  G.  629  ;  Union  Paper 

both,  as  where  Claims  for  a  process  em*  Collar  Co.  v.  Van  Deusen  (1872),   10 

brace  its  inseparable  product,  or  Claims  Blatch.  109  ;  5  Fisher,  697  ;  2  0.  G. 

for  a  combination  incidentally  include  861. 

its    indispensable   elements   and   sub-         *  That  the  mere  fact  that  matter 

combinationa.      Bat  in  this   or  some  might  hare  been  claimed  in  the  original 

other  manner  the  attempt  to  claim  mnst  is  not  alone  enough  to  warrant  its  claim 

have  been  so  made  in  the  original  speci-  in  the  re-issue,  see  Electric  Gas  Lighting 

fication  that  the  Patent  Office  and  the  Co.  v.  Smith  &  Rhodes  Electric  Co. 

eonrts,  pursuing  the  appropriate  method  (1885),  81  0.  G.  792;  28  Fed.  Rep. 

of  inquiry  just  considered,  may  satisfy  195 ;   Yale  Lock  Mfg.   Co.   v.   James 

themseWes  that  what  theinventor  clearly  (1884),  20  Fed.  Rep.  908;  28  0.  G. 

claims  in  his  re-issue,  he  did  endeavor  917  ;  22  Blatch.  294 ;  Newton  v.  Fnrst 

to  protect  by  his  original  patent  4b  Bradley  Mfg.  Co.  (1882),  11  Bissell, 

*  That  whatever  could  have   been  405 ;  14  Fed.  Rep.  465 ;  Eells  v.  Me- 

claimed  in  the  original  patent  may  be  Eenzie  (1881),  9  Fed.  Rep.  284 ;  20  0. 

claimed  in  the  re-issue,  see  Washburn  G.  1668. 
4  Moen  Mf^.  Co.  v.  Haish  (1880),  10 
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nal  patent ;  *  a  rule  which  unwarrantably  restricts  the  rights 
of  the  inventor,  and  is  contrary  alike  to  the  uniform  prac- 
tice of  the  Patent  Office  and  the  general  current  of  judicial 
opinion.®  Both  these  errors  might  liave  been  avoided  had 
the  true  reason  and  purpose  of  this  rule  been  clearly  appre- 
liended.  It  does  not  pretend  to  state  when  a  re-issue  may  be 
granted  or  withheld,  or  what  the  re-issued  patent  may  or  may 
not  contain.  The  acts  of  Congress  have  determined  when  it 
shall  be  granted,  and  that  when  granted  it  may  contain  what- 
ever may  be  necessary  to  render  it  effectual  to  protect  the 
invention  which  the  inventor  originally  attempted  to  secure. 
In  ascertaining  what  that  invention  was,  the  Patent  Office  and 
the  courts  have  properly  refused  to  look  beyond  the  specifica* 
tion,  drawings,  and  model  of  the  original  patent,  interpreted 
when  necessary  by  an  examination  of  the  invention  itself, 
but  have  not  held,  nor  had  they  any  authority  to  hold,  that 
everything  which  could  have  been  claimed  under  the  original 
patent,  whether  a  part  of  the  actual  invention  or  not,  and 
whether  or  not  abandoned,  might  be  claimed  under  the  re- 
issue ;  nor,  on  the  other  hand,  that  nothing  could  be  covered 
by  the  latter  patent,  although  belonging  to  the  actual  inven- 
tion, which  was  not  embraced  within  the  Claims  of  the 
former.  Considered  in  its  true  intent,  as  a  simple  rule  of 
evidence,  it  presents  no  special  difficulty,  but  is  reasonable, 
intelligible,  and  in  most  instances  easy  of  application. 

§  665.    The  Attempt  of  the  Inventor  to  Desoribe  and  daim  tbe 

Invention  Embraced  In  the  Re-iaane  mnat  Appear  in 

the  Speoifioation,  Drawinga,  or  Model  of  the  Ori^al 

Patent. 

In  order  to  determine  what  invention  the  inventor  intended 

and  endeavored  to  secure  by  the  original  patent,  the  specifi- 

B  Thatare-issaecazioot  be  expanded  Mfg.  Co.  v,  Goodrich  (1883),  15  Fed. 

■0  as  to  claim  matters  which  the  patentee  Rep.  455. 

did  not  see  fit  to  claim  in  the  original.         That  Claims  in  a  re-lBsae  which  ez- 

see  Fay  v,  Fraaer  (1882),  11  Bissell,  pressly  enlarge  the  invention  churned 

422 ;  14  Fed.  Rep.  652.  in  the  original  are  void,  see  Cartis  «. 

That  a  re-issue,  whose  only  Claims  are  Branch  (1879),  15  O.  O.  919 ;  4  Bann. 

not  in  the  original,  is  void,  see  Singer  &  A.  189. 

^  See  §  656  and  note  8,  anU. 
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cation,  drawings,  and  model  connected  with  that  patent, 
explained  when  necessary  by  comparison  with  the  actual 
invention  or  its  correct  description  in  the  re-issue  specifica- 
tions, must,  therefore,  be  adopted  as  tlie  final  guide.^    These, 

§  665.  ^  In  Heald  v,  Rica  (1882),  ficiency,  bat  interpolaUons  in  a  re-issued 

104U.S.787,MAtthew8,  J.:(749)  "The  patent  of  new  features  or  ingredients 

principles  for  determining  the  validity  or  devices,  which  were  neither  described, 

of  re-issaed  patents  have  been  discussed  suggested,  nor  substantially  indicated  in 

and  formulated  so  repeatedly  and  so  re-  the  original  specification,  drawings,  or 

eently  in  this  court  that  it  is  necessary  Patent  Office  model,  are  not  allowed. 

at  present  only  to  refer  to  James  v.  (Battinv.Ta^ert,  17  How.  86;  O'Reilly 

Campbell,  »upra,  856  ;  Miller  v.  Brass  v,  Morse,  15  How.  112;  Sickles  v.  Evans, 

Company,  supra,  850  ;   Burr  v.  Duryee,  2  Cliff.  222  ;  Cahart  «.  Austin,  2  Cliif. 

1  Wall.  531 ;  and  Powder  Company  v.  586. )     Nor  is  parol  testimony  admissi- 

Powder  Works,  98  U.  S.  126.     In  the  ble  in  an  application  for  a  re-issue  to 

present  case  the  question  of  the  iden-  onlai)^  the  scope  and  nature  of  the  in* 

tity  of  the  invention  in  the  original  and  vention    beyond    what  was  described, 

re-issued  patents  is  to  be  determined  suggested,  or  substantially  indicated  in 

from  their  lace  by  mere  comparison,  the  original  specification,  drawings,  or 

notwithstanding  what  wss  said  in  Battin  Patent  Office  model,  as  the  purpose  of  a 

«.  Taggert  (17  How.  74),  and  consist-  surrender  and  re-issue  is  not  to  introduce 

ently    with    Bischoff  «.  Wethered   (9  new    features,   ingredients,   or  devices 

WaU.  812),  according  to  the  rule  laid  into  the  patent,  but  to  render  efifectual 

down  in  Seymour  v,  Osborne  (11  Wall,  the  actual  invention  for  which  the  origi- 

616),  and  Powder  Company  v.  Powder  nal  patent  should  have  been  granted. 

Works,  supra.    That  is,  if  it  appears  Whether  a  re-issued  patent  is  or  is  not 

from  the  face  of  the  instruments  that  for  the  same  invention  as  the  surren- 

•ztrinslc  evidence  is  not  needed  to  ex-  dered  original  cannot  be  satisfactorily 

plain  terms  of  art,  or  to  apply  the  de-  determined  without  a  comparison  of  the 

•criptions  to  the  subject-matter,  so  that  two,  as  the  decision  must  necessarily 

the  court  is  able  from  mere  comparison  depend  very  largely  upon  the  question 

to  say  what  is  the  invention  described  whether  the  specification  and  drawings 

in  each,  and  to  affirm  from  such  mere  of  the  re-issued  patent  are  or  are  not  sub* 

eomparison  that  the  inventions  are  not  stantially  the  same  ss  those  of  the  origi* 

the  same,  but  different,  then  the  ques-  nal,  and  if  not,  whether  the  changes  or 

tion  of  identity  U  one  of  pure  construe-  alterations  are  or  are  not  greater  than 

tion,  and  not  of  evidence,  and  conse-  the  act  of  Congress  granting  the  power 

qnently  is  matter  of  law  for  the  court,  of  surrender  and  re-issue  allows."     4 

without  any  anxUiary  matter  of  fact  to  Clifford,  287  (289) ;  1  Bann.  k  A.  497 

be  passed  upon  by  a  jury,  if  the  action  (500). 

be  at  law."    21  O.  0.  1443  (1446).  That  a  re-issue  cannot  claim  matters 

In  Glue  Co.  v.  Upton  (1874),  6  0.  inconsistent  with  the  specification,  draw 

G.  837,  Clifford,  J.  :  (838)  '*  Power  to  ings,  and  model  of  Uie  original,  even 

rarrender  patents  for  the  purposes  sug-  though  the  same  matters  were  claimed  in 

gested  in  the  act  of  Congress  implies  the  original  patent,  see  Ex  parte  Warren 

that  the  specification  may  be  corrected  (1876),  10  0.  O.  1. 

to  cure  the  defect  and  to  supply  the  de*  That  where  the  original  patent  does 
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taken  together  and  construed  as  mutually  interpreting  each 
other,^  constitute  the  attempt  of  the  inventor  to  disclose  to 
others  the  idea  of  means  which  he  has  himself  conceived  and 
reduced  to  practice,  and  which  he  has  selected  as  the  subject- 
matter  of  his  patent;  and  in  the  very  nature  of  things  this 
attempt  must  be  so  far  successful  as  to  afford  some  substan* 
tial  indication  or  suggestion  of  the  actual  invention  which  is 
to  be  embraced  in  the  proposed  monopoly.  An  idea  which 
the  inventor  is  unable  to  express  in  words,  or  by  pictorial  rep* 
resentation,  or  in  tangible  materials,  must  either  be  so  far  ab- 
stract and  indefinite  as  to  lie  outside  the  domain  of  the  con- 
crete industrial  arts,  or  the  inventor  himself  must  have  failed 
to  apprehend  it  with  that  clearness  and  exactness  which  alone 
entitles  him  to  claim  the  complete  pei*formance  of  an  inven- 
tive act.*  Cases  in  which  an  inventor,  having  conceived  the 
idea  of  means,  having  j^erceived  it,  and  having  reduced  it  to 
practice  in  a  new  art  or  instrument,  honestly  attempts  to  de- 
scribe and  claim  it,  and  yet  succeeds  in  giving  no  substantial 
indication  of  its  character  and  scope,  must  be  so  rare,  if  in- 

not  describe  the   real  inyention,  the  77 ;   22  Fed.  Rep.    833  ;    30   0.  G. 

remedy  is  by  a  new  application  and  1824. 

patent,   not  by  re-issue,  see  James  v.         That  a  re-issne  may  claim  whaterer 

Campbell  (1881),  104  U.  S.  856  ;  21  O.  clearly  appears,  either  by  the  specifies- 

G.  337  ;  Sarven  v.  Hall  (1872),  1  0.  G.  tioti, drawings,  or  model  of  the  original 

487 ;  9  Blatch.  624 ;  5  Fisher,  415.  patent,  to  have  been  part  of  the  inven- 

The  fact  that  a  device  is  not  men-  tion  it  intended  to  protect,  see  Calkins 

tioned  in  the  original  is  evidence  that  a  v.  Bertrand  (1875),  6  Bisaell,  494  ;  9  O. 

re-issue  which  claims  it  is  for  a  different  G.   795;  2  Bann.  &  A.  215;  Chicsgo 

invention,  see  Campbell  V.James  (1879),  Frait  House  Co.  v.   Busch  (1871),  2 

18  O.  G.  979  ;  17  Blatch.  42  ;  4  Bann.  Bissell,  472 ;  4  Fisher,  395. 
k  A.  456.  ^  That  a  re-issae  can  cover  nothing 

That  the  question  is  never  how  the  which  is  not  found  either  in  the  specifi- 

original  might  have  described  the  inven-  cation,  drawings,  or  model  of  the  origi- 

tion  but  how  it  did  describe  it,  see  nal,  though  either  of  these  may  be  aided 

Hammond    v,    Franklin    (1885),    23  by  the  others,  see  Sarven «.  Hall  (1872X 

Blatch.  77 ;  22  Fed.  Bep.  883 ;  30  0.  9  Blatch.  524 ;  1  0.  G.  437 ;  5  Fisher, 

G.  1824.  415. 

That  the  article,  as  made  by  the  in-         *  That  what  an  alleged  inventor  can- 

ventor  before  his  application,  was  the  not  describe  he  cannot  have  inventedt 

same  as  that  claimed  in  the  re-issue  is  of  see  Smith  v.  Downing  (1850).  1  Fisher, 

no  consequence,  unless  it  was  so  de-  64 ;  Boulton  v.  Bull  (1795),  2  H.  BL 

scribed  in  the  original  patent,  see  Ham-  463  ;  1  Abb.  P.  C.  59. 
niond  V.  Franklin   (1885),  28  Blatch.         See  also  §  79  and  notes,  anie. 
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deed  sach  a  case  is  possible,  that  the  rule  is  liberal  enough 
toward  any  careful  and  diligent  patentee,  and  no  indulgence 
beyond  this  can  be  accorded  to  him  without  endangering  the 
public  interests  and  unjustly  limiting  the  rights  of  subsequent 
inventors.* 

§  666.  The  Attempt  of  the  Inventor  to  Desoribe  and  Claim  the 
Invention  may  Appear  either  in  the  Original  Specifica- 
tion, the  Drawings,  or  the  Model. 

The  attempt  of  the  inventor  to  cover  the  invention  by  his 
original  patent  may  appear  either  in  the  specification,  the 
model,  or  the  drawings.^    If  it  were  contained  only  in  the 

^  Bev.  Stat.  Sec.  4916.  drawings,  though  it  is  not  shown  in  the 

That  an  invention  cannot  be  added  specification,    see   Smith    v,    Merriam 

to  for  re-issae  purposes  bj  proof  that  it  (1881),  19  O.  G.  601  ;  6  Fed.  Bep.  713  ; 

reaUy  included  matters  not  shown«  see  Washburn  &  Moen  Mfg.  Co.  v.  Haish 

ATerill  Chemical  Paint  Co.  v.  National  (1880),  10  Bissell,  83  ;  7  Fed.  Rep.  906  ; 

Mixed  PaintCo.  (1881),  20Blatch.  42;  Kerosene  Lamp  Heater  Co.  v,  Littell 

22  O.  G.  585 ;  9  Fed.  Bep.  462 ;  Tarr  (1878),  13  0.  G.  1009  ;  3  Bann.  &  A. 

«.  Webb  (1872),  10  Bktch.  96 ;  5  Fish-  312  ;  Bantz  v.  Elsas  (1874),   6  O.  G. 

er,  598  ;  2  0.  G.  568.  117  ;  1  Bann.  &  A.  351 ;  Booth  v.  Parks 

That  a  re-issue  cannot  be  granted  on  (1874),  1  Bann.  k  A.  225  ;  1  Flippin, 

proof    where    there  are  no  drawings,  881 ;  Swift  v.  Whisen  (1867),  3  Fisher, 

model,  or  specifications  to  show  the  in-  343  ;  2  Bond,  115. 

rention,  see  Ayerill  Chemical  Paint  Co.         That  the  attempt  may  be  shown  only 

«.  National  Mixed  Paint  Co.  (1881),  22  in  the  model  of  the  original  patent,  see 

O.  6.  585  ;  20  Blatch.  42  ;  9  Fed.  Bep.  Hendy  v.  Golden  State  &  Miners'  Iron 

462.  Works  (1883),   17  Fed.  Bep.  515  ;  8 

That  a  re-issue  cannot  contain  Claims  Sawyer,  468  ;  Meyer  v.  Goodyear  India 

which  either  the  patent  or  contempo-  Bubber  Glove  Mfg.  Co.  (1881),  11  Fed. 

vary  records  show  could  not  hare  been  Bep.  891 ;  22  0.  G.  681  ;  20  Blatch.  91; 

embraced  in  the  original,  see  Combined  Smith  v.  Merriam  (1881),  19  0.  G.  601 ; 

Patents  Can  Co.  v.  Lloyd  (1882),  21  0.  6  Fed.    Bep.   713  ;    Ex  parU  Hunt 

6.  718 ;  11  Fed.  Bep.  149 ;  15  Phihu  (1879),  15  O.  G.  831  ;  Beissner  v.  An- 

481.  ness  (1877),  13  O.  G.  870 ;  3  Bann.  & 

That  no  parol  proof  is  admissible  to  A.  176  ;  Ex  parte  Baldwin  (1876),  9  O. 

show  that  the  inventor  intended  to  de-  G.  639. 

aeribe  or  claim  matter  not  indicated  to  That  the  original  patent  may  be 
aofne  extent  in  his  original  patent^  see  amended  by  the  model  in  the  Patent 
Tair  V.  Webb  (1872),  10  Blatch.  96  ;  5  Office  or  by  the  drawings,  and  the  model 
Fiaher,  598  ;  2  O.  G.  568  ;  Sanren  v,  may  be  inspected  by  the  court,  see  Hen- 
Hall  (1^72),  9  Blatch.  524;  1  0.  G.  dy  v.  Golden  State  &  Miners' Iron  Works 
487  ;  5  Fisher,  415  ;  Cahart  v.  Austin,  (1883),  8  Sawyer,  468;  17  Fed.  Bep. 
(1865),  2  Clifford,  528 ;  2  Fisher,  543.  515  ;  Beissner  o.  Anness  (1877),  8  Bann. 

f  666.  ^  That  it  is  enough  if  the  at-  &  A.  176  ;  13  O.  G.  870. 
tempt  of  the  inventor  appears  in  the 
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model,  and  the  model  has  since  been  destroyed  or  lost,  proper 
proof  of  its  existence  in  the  model  may  be  offered,  if  consist- 
ent with  the  original  drawings  and  Description.*  And  in 
examining  the  latter  for  this  purpose,  the  application  for  the 
original  patent,  with  its  various  amendments  and  substi- 
tutions, may  be  consulted,  as  throwing  light  upon  the  actual 
subject-matter  which  the  inventor  did  endeavor  to  describe.' 

§  667.  How  the  Attempt  of  the  Inventor  to  Deecrfbe  and  Claim 
the  Invention  Embraoed  In  the  Re-lesued  Patent  miut 
Appear  In  the  Original  Specification,  Drawings,  or 
Model. 

The  attempt  of  the  inventor  to  secure  by  his  original  patent 
the  invention  claimed  in  the  re-issue  is  sufficiently  indicated 
in  his  original  specification,  drawings,  or  model,  whenever  the 
Patent  Office  or  the  courts,  by  examining  them  in  the  light  of 
the  actual  invention  or  the  perfect  re-issue  specification,  can 
perceive  that  if  the  original  claims  and  descriptions  had  been 
free  from  substantive  defects  of  statement  the  inventions 
covered  by  the  original  and  re-issued  patents  would  have  been 
identical.  The  Patent  Office,  in  endeavoring  to  afford  the 
inventor  the  widest  protection  to  which  he  is  entitled,  may, 

<  That  it  is  snffiotont  if  the  attempt  21  Blatoh.  485  ;  85  O.  O.  290 ;  18  Fed. 

to  cover  alleged  new  matter  were  shown  Bep.  48. 

only  in  the  model  of  tiie  original,  though         That  a  re-iasne  will  not  he  granted  for 

the  model  is  now  loet,  see  Meyer  v.  what  is  shown  in  the  model,  if  it  eon* 

Goodyear's  India  Rabber  Glove  Mfg.  trsdicts  the  drawings  and  specificatioiiai 

Co.  (1881),  20  Blatch.  91 ;  22  O.  G.  681 ;  see  &  parte  Hunt  (1879),  15  O.  0. 

11  Fed.  Rep.  891.  881. 

That  a  re-issae  cannot  include  an  ele*         That  the  Office  model  alone  is  not 

ment  not  found  either  in  the  drawings  sufficient  basis  for  a  new  C3aim  in  the 

or  specifications,  simply  on  the  ground  re-issue,  unless  it  also  appears  that  the 

that  the  model  is  imperfect  and  that  inventor  originally  intended  to  cUim 

this  may  be  the  missing  element,  see  the  feature  in  question,  see  Flower  «. 

Stockwell  V.  Haines  (1877),  12  0.  G.  Detroit  (1888),  127  U.  S.  668  ;  48  O.  6. 

137  ;  Ex  parte  Seibert  (1877),  12  0.  G.  1848. 
268.  *  That  where  there  have  been  sneees- 

That  a  re-issue  cannot  wholly  change  sive  applications  for  the  original  patent, 

the  character  of  the  original  invention,  these  may  be  examined  in  order  to  sa- 

from  what  it  appears  in  the  specification  certain  what  the  inventor  attempted  te 

and  drawings,  on  the  strengtii  of  a  fea-  claim,  see  Ex  parte  Sexton  (1876),  9  0. 

ture  shown  in  the  model,  see  Psrker  k  G.  251. 
Whipple  Co.  V.  Tale  Clock  Co.  (1888), 
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in  certain  cases,  explore  the  history  of  the  art  to  ascertain 
what  the  inventor  might  have  claimed,  and  give  effect  to  any 
phrases  in  the  original  description  which  can  fairly  be  con- 
strued to  cover  it.^  But  in  the  courts  the  original  specification, 
model,  and  drawings  must  speak  for  themselves,  —  not,  of 
course,  with  perfect  clearness  and  completeness,  for  then  no 
amendment  would  be  needed,  but  yet  so  as  to  render  it  ap- 
parent to  the  judicial  mind,  when  comparing  the  original  with 
the  re-issue,  that  the  inventions  intended  to  be  set  forth  in 
each  patent  are  the  same.^  Thus  matter  mentioned  in  the 
Claims  of  the  original  but  not  consistent  with  the  Descrip- 
tion nor  found  either  in  the  model  or  in  the  drawings,  and 
matter  merely  alluded  to  as  possible  and  useful  but  not  sug- 
gested as  a  part  of  the  invention  to  be  patented,  are  alike  out- 
side the  rule  and  cannot  be  embraced  in  the  re-issue.'  But 
matter  stated  to  belong  to  the  claimed  invention,  or  appearing 

I  607.  ^  See  I  664,  note  2,  aiUe,  Co.  «.  Upton  (1874),  6  0.  G.  887 ;  4 
*  Ib  Thomas  v.  Shoe  Mach.  Mfg.  Clifford,  287  ;  1  Bann.  &  A.  497  ;  and 
Co.  (1878),  16  O.  G.  541,  Clifford,  J.  :  fi  664,  note  2,  arUe. 
(542)  "  Inqoiries  in  such  a  case  are  That  the  courts  will  not  explore  the 
restricted  to  a  comparison  of  the  terms  history  of  the  art  to  ascertain  what  the 
and  import  of  the  two  patents  in  view  inventor  might  have  claimed  snd  may 
of  the  drawings  and  Patent  Office  model,  have  attempted  to  patent,  see  James  v. 
If  from  these  it  results  that  the  inven-  Campbell  (1881),  104  U.  S.  856  ;  21 
tion  clidmed  in  the  re-issue  is  not  sub-  0.  G.  837  ;  Keystone  Bridge  Co.  v, 
Btantially  different  from  the  one  de-  PhcBuix  Iron  Works  (1877),  95  U.  & 
scribed,  suggested,  or  indicated  in  the  274 ;  12  O.  G.  980. 
spedfieation  or  drawings  of  the  original  That  the  original  and  re-issued  pat- 
patent  or  Patent  Office  model,  the  re-  ents  are  construed  according  to  the  state 
issued  patent  must  be  held  valid,  as  of  the  art  at  the  date  of  the  application 
all  other  alterations  and  amendments  for  the  original,  see  Eachus  v,  Broomall 
plainly  fkU  within  the  intent  and  pur-  (1885),  115  U.  S.  429  ;  88  a  G.  1265  ; 
pose  of  the  proyision  in  the  act  of  Con-  Gameau  v.  Dozier  (1880),  102  U.  8. 
gress  which  allows  a  surrender  and  re-  230  ;  19  0.  G.  61. 
Issue ;  or,  in  other  words,  if  the  re-  *  That  matter  appearing  only  in  the 
Issued  patent  does  not,  upon  the  face  Claim  of  the  original  patent,  and  not 
of  the  instrument,  embrace  anything  consistent  with  the  description,  cannot 
not  substantially  described,  suggested,  be  regarded  as  belonging  to  the  inven- 
or  indicated  in  the  specifications,  draw-  tion,  see  Ex  parte  Warren  (1876),  10 
inga,  or  model  of  the  original,  the  de-  O.  G.  1. 

fence  that  the  rs-tssued  patent  is  not         That  a  re-issue  cannot  daim  what  is 

for  the  same  invention  as  the  original  merely  alluded  to  in  the  original  as  a 

must  be  OTerruled.'*    8  Bann.  Is  A.  557  possibility,  but  is  not  described  therein 

(561).     See  also  Heald  v.  Rice  (1882),  as  part  of  the  invention,  see  Ex  parte 

104  U.  a  787;  81  O.  G.  1448;  Glue  Evans  (1878),  8  0.  G.  180. 
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as  a  part  thereof  in  the  model  or  the  drawings,  although  as 
thus  described  the  invention  is  impracticable,  and  matter  ne- 
cessarily implied  by  what  is  actually  described  though  not 
itself  expressed  in  any  form,  are  so  contained  in  the  original 
that  an  amendment  by  re-issue  may  include  them>  Wlien 
the  original  patent  has  already  been  before  the  courts,  and 
it  has  been  judicially  determined  that  its  description  relates 
to  but  a  single  form  of  the  invention,  its  model,  drawings,  and 
specification  must  be  thenceforth  regarded  as  attempting  to 
describe  only  that  form  of  the  invention,  and  the  re-issue 
must  be  limited  in  a  corresponding  manner.^ 

§  668.  VarlatlonB  between  the  DeaoriptionB  and  daima  of  the 
Orlgiiial  and  Re-iaaned  Patenta  not  Inoonaiatent  with 
Identity  of  Bnbjeot-Matter. 

The  restriction  of  a  re-issue  to  the  subject-matter  attempted 
to  be  covered  by  the  original  patent  does  not  require  an  ex- 
act correspondence  between  the  specifications,  drawings,  and 
models  of  the  original  and  re-issued  patents,  except  in  ma- 
chine-patents where  the  model  and  drawings  can  be  amended 
only  by  each  other.^    The  specification  of  the  re-issue  may 

*  That  matter  which  as  described  is  That  a  re-issue  may  extend  the  pat- 
impracticable,  may  be  redescribed  and  ent  beyond  the  judicial  inteipretation 
claimed  in  a  practically  operative  form,  of  the  original  Claims,  see  Poppenhnsea 
see  Wheeler  v.  McCormick  (1878),  6  v.  Falke  (1862),  5  Blatch.  46  ;  2  Fish- 
Fisher,  551  ;  11  Blatch.  8S4  ;  4  O.  9*  er,  218. 

692 ;  Wheeler  v.  Clipper  Mower  &  §  668.  ^  In  Stevens  v.  Pritchard 
Heaper  Co.  (1872),  10  Blatch.  181  ;  6  (1876),  4  Clifford,  417,  Clifford,  J. : 
Fisher,  1 ;  2  0.  G.  442.  (422)  "  Corrections  may  be  made  in 
That  a  re-issue  may  include  matters  such  cases  by  the  specifications,  draw- 
not  described  or  claimed  in  the  original  ings,  or  Patent  Office  model,  and  if  the 
patent  if  they  were  really  parts  of  the  alterations  do  not  exceed  what  was  well 
original  invention,  and  are  necessarily  described  before,  and  what  is  substan- 
implied  by  what  was  described,  see  tially  suggested  or  indicated  in  the  snr^ 
Fames  v,  Andrews  (1887),  122  U.  S.  rendered  specifications,  drawings,  snd 
40  ;  89  0.  G.  1819  ;  Ex  parte  Siemens  Patent  Office  model,  the  re-issued  pat^ 
(1877),  12  O.  G.  626.  ent  cannot  be  held  invalid  upon  the 

*  That  a  re-issue,  after  the  specifica-  ground  that  it  embodies  and  secures  a 
tion  of  the  patent  has  been  construed  by  different  invention  from  the  origiDnL" 
the  courts,  cannot  claim  a  different  form  10  0.  G.  505  (507) ;  2  Bann.  &  A.  890 
of  the  invention  from  that  held  to  have  (395). 

been  described  in  the  original,  see  Cam-  In  French  v.  Rogers  (1851),  1  Fish- 
meyer  v.  Newton  (1879),  4  Bann.  Is  A.  er,  133,  Kane,  J.  :  (188)  **It  is  not 
159  ;  16  0.  G.  720.  the  meaning  of  the  law  that  the  paten- 


CH.  II.]  OP  THE  AMENDMENT  OP  LETTERS-PATENT.  843 

varj  from  that  of  the  original  in  its  language,'  in  its  general 

tee  who  applies  for  a  re-iasne  mnst,  at  California    Powder  Works    (1875),    3 
hiB  peril,  describe  and  claim  in  his  new  Sawyer,  448  ;  2  Bann.  &  A.  181. 
specification,  either  in  words  or  idea.         That  models  and  drawings  in  ma- 
just  what  was  described  and  claimed  in  chine-patents  can  be  amended  only  by 
his  old  one.    His  new  specification  most  each    other,   see   Stockwell  v,   Haines 
be   of   the   same   invention,   and   his  (1877),  12  0.  G.  187. 
Claim  cannot  embrace  a  different  sub«         '  In  Kerosene  Lamp  Heater  Co.  v. 
ject-matter  from  that  which  he  sought  Littell    (1878),   3    Bann.  k    A.    812, 
to  patent  originally.    But,  unless  we  Nixon,  J.  :  (316)  "  It  must  be  for  the 
narrow  down  the  correction  which  the  same  invention  ;  but,   subject  to  this 
statute  contemplates  till  it  becomes  a  limitation,  such  changes  may  be  intro- 
mere  disclaimer,  it  is  not  possible  in  duced  in  the  Description,  specifications, 
any  case  to  frame  a  correct  specifics-  or  Claims,  as  ma}*  be  deemed  necessary 
tion  which  shall  not  be  bjoader  than  to  give  validity  to  the  invention,  and 
the  one   originally  filed.      To  supply  protect  it  against  infringement.    What- 
a  defect,  to  repair  an  insufficiency,  is  to  ever  is  fairly  indicated,  either  in  the 
add,  —  either  directly,  or  by  modifying  schedules,  drawing,  or  model   of  the 
or  striking  out  a  limitation  ;  in  either  original,  may  ie  comprehended  in  the 
fonn,  the  effect  is  to  amplify  the  propo-  specifications  and  Claims  of  a  re-issue 
■ition ;  in  the  case  of  a  specification  without  subjecting  the  patentee  to  the 
nnder  the  Patent  Laws,  it  is  to  amplify  imputation  of  claiming  more  than  he 
the  Description  and  enlarge  the  Claim."  is  entitled  to."    18  0.  G.  1009  (1010). 
That  immaterial  differences  between         In  Herring  v.  Nelson    (1877),   12 
the  original  and  the  re-issue,  not  affect-  0.  G.  753,  Johnson,  J.  :  (755)  "That 
ing  the  construction  or  the  mode  of  in  re-describing  his  invention  the  pat- 
operation  of  the  invention  are  permis-  entee  is  not  rigidly  confined  to  what 
■ible,  see  Crandall  v,  Wattera  (1881),  20  was  described  before,  but  that  he  may 
Blatch.  97  ;  21  O.  G.  945  ;  9  Fed.  Rep.  include  in  the  new  description  what- 
059  ;    McCrary  v.   Penna.   Canal    Co.  ever  else  was  suggested  or  substantially 
(1880),   5  Fed.   Bep.   367  ;  14  Phila.  indicated  in  the  old,  provided  it  was 
441 ;    Herring  v.    Nelson   (1877),    14  embraced  in  the  invention  as  actually 
Blatch.  293  :  12  0.  G.  753  ;  3  Bann.  &  made  and  perfected.    Differences  in  the 
A.  55  ;  Glue  Co.  v,  Upton  (1874),   4  Description  and  Claims  of  the  old  and 
Clifford,  237  ;  1  Bann.   &  A.   497 ;  6  new  specifications  are  not  the  tests  of 
O.  G.  837  ;  Parham  v.  American  But-  substantial  diveraity,  but  the  Descrip- 
tonhole,  Overseaming,  k  Sewing  Mach.  tion  may  be  varied  and  the  Claim  i^- 
Co.  (1871),  4  Fisher,  468.  stricted  or  enlarged,  provided  the  iden- 
That  a  re-issue  may  make  definite  tity  of  the  subject-matter  of  the  original 
what  was  before  reached  only  by  infer-  patent  ii  preserved.    Within  this  range 
ence,   see    Hicks   v.   Otto   (1884),   22  whatever  change  is  required  to  protect 
Blatch.  94 ;  29  O.  G.  365 ;  19  Fed.  and  effectuate  the  invention  is  allow- 
Bep.  749.  able."    14  BUtch.  298  (300) ;  8  Bann. 

That  in  the  re-issne  of  other  than  4b  A.  55  (62). 
machine-patents  the  specification  may         In  La  Baw  v,  Hawkins  (1874),  1 

be  made  more  certain  or  the  Claim  made  Bann.  k    A.   428,   Nixon,   J.:    (480) 

to  correspond  with  the  specification,  but  "The  patentee  has  a  right  to  change 

nothing  more,  see  Giant  Powder  Co.  v.  his  modes  of  expressing  his  specifications 
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description  of  the  invention,'  in  its  statement  of  the  best  mode 

or   ClalniB,  —  xestricting  or  eolai^ging  A.  401 ;  4  Clifford,  897  ;  10  0.  G.  464 ; 

them,  so  as  more  fully  to  effectuate  Carew  v.  Boston  filastic    Fabric   Co. 

his  intention.    Yariatiuns  in  this  re-  (1871),  3  Clifford,  856;  5  Fisher,  90; 

Bpect  do  not  make  the   two   patents  l  0.  G.  91. 

different      The  precise  object  of  the         That  variances  in  the  title,  Dcscrip. 

statute  is  to  authorize   such    amend-  tions,  and  Claims  of  the  original  and 

ments.     What  he  is  not  allowed  to  do  re-issue  will  not  affect  the  latter,  if  the 

is  to  interpolate  into  the  re-issue  new  inventions  are  the  same,  see  Penna.  Salt 

features  and  devices,  which  were  not  Mfg.  Co.  r.  Tliomas  (1871),  5  Fisher, 

suggested  or  substantially  indicated  in  148 ;  8  Phila.  144. 
the    original    specifications,    drawings,         That  general  descriptions  in  tfie  orfg- 

models,    or   Claims."     6    0.    G.    724  inal  may  be  made  definite  in  the  re-issue 

(725).  if  the  invention  is  unchanged,  see  St. 

In  Anltman  v.  HoUey   (1878),   11  Louis  Stamping  Co.  r.  Qninby  (1879), 

Blatch.  817,  Woodruff,  J.  ;  (319)  "It  16  0.  G.  186  ;  4  Bann.  &  A.  192. 
is  always  to  be  borne  in  mind,  in  con-         That  the  omission  in  the  re-issoe 

sidering  the  validity  of  a  ro-issued  pat-  of  ambiguous  words  of  the  original  does 

ent,  in  the  face  of  the  objection,  before  not  enlarge  the  invention,  see  Atlantic 

ns,  that  the  object  of  a  re-issue,  and  Giant  Powder  Co.  v.  Goodyear  (1877), 

the  purpose  of  the  law  in  permitting  18  O.  G.  45  ;  8  Bann.  k  A.  161. 
the  surrender  of  a  patent  and  a  re-issue         That  the  re-issue  may  contain  new 

thereof,  are  to  correct,  or  rather  perfect,  words  or  phrases  more  accurately  de- 

a  defective  or  insufficient  description  scriptive  of  the  invention,  see  Draper  v. 

or  specification,  including  tlie    Claim  Potomska  Mills  Co.  (1878),  18  0.  0. 

which  the  patentee  makes  to  the  devices  276  ;  8  Bann.  k  A.  214. 
described  and  which  he  alleges  are  his         That  a  re-issue  may  omit  words  used 

invention.    The  re-issue  is,  therefore,  in    the    original,   see   Allen  v.  Blunt 

not  to  be  tested  by  the  mere  language  (1846),  2  W.  &  M.  121  ;  2  Bobb,  580. 
of  the  original    specification,   for  the         That  a  re-issue  changing  one  letter 

fact   of    re-issue   proceeds    upon   the  in  name  of  patentee,  viz.,  Denchfield  to 

ground  that  such  language  is  defective  Deuchfield,    is   good,    see   Bignall  i^ 

or  insufficient."    6  Fisher,  584  (588)  ;  Harvey   (1880),    18  Blatch.   853 ;    18 

5  0.  G.  8  (5).  O.  G.  1275  ;  4  Fed.  Rep.  884. 

That  the  language  of  the  re-issue         *  In  Potter  v.  Stewart  (1881),  18 

specification  may  differ  from  that  of  the  Blatch.  561,  Blatchford,  J.  :  (562)  "  It 

original,  see  Dunbar  «.  White  (1888),  is  of  no  consequence  that  the  le-innM 

28  0.   G.   1446 ;  15  Fed.   Rep.   747  ;  states   that    certain   combinations  are 

National  Pump  Cylinder  Co.  v,  Gunni-  found  in  the  machine,  which  will  act 

son  (1888),  17  Fed.  Rep.  812  ;  Davis  in  a  certain  way  and  effect  certain  re* 

V,  Brown  (1881),  20  0.  G.  1021 ;  9  suits,  when  the  original  did  not  sUts 

Fed.  Rep.  647  ;  19  Blatch.  268  ;  Pearl  that   such   combinations   were    found 

9.  Ocean  Mills  (1877),  2  Bann.  Is  A.  there,  or  failed  to  state  that  said  modes 

469  ;  11  0.  G.  2 ;  Sprague  v,  Adriance  of  operation  and  said  results  would  fol- 

(1877),  8  Bann.  Is  A.  124 ;  14  O.  G.  low,  provided  the  said  combinations  in 

808  ;  Putnam  v.  Terrington  (1876),  9  fact  existed  in  a  machine  made  accord* 

0.  G.  689  ;  2  Bann.  &  A.  287  ;  Tucker  ing  to  the  drawings  and  deseriptioii  in 

9.  Tucker  Mfg.  Co.  (1876),  2  Bann.  &  the  original  patent,   or  provided  the 

§668 


CH.  n.]           OP  THE  AMENDMENT  OF  LETTERS-PATENT.  845 

of  nsing  or  constructing  the  inyention,^  or  in  the  number  and 

•aid  modes  of  operation  and  the  said  re-issue,  see  Penna.  Salt  Mfg.  Co.  v. 

lesolta  in  fact  followed  in  a  machine  Thomas  (1871),  5  Fisher,  148  ;  8  Phila. 

io  made.    To  sapply  such  defects  is  144. 

the  Teiy  object  and  office  of  a  re-issne."  That  the  re-issae  may  more  fully 

19  O.  G.  997  (997) ;  7  Fed.  Rep.  215  describe  surrounding  parts,  remove  false 

(216).  impressions,   or  show  how  difficulties 

That  identity  and  diversity  between  may  be  avoided,  see  Kearney  v.  Lehigh 

the  original  and  re-issue  depends  on  the  Valley  B.  R.  Co.  (1887),  82  Fed.  Rep. 

things  described,  not  on  the  mere  de-  820. 

•criptions,  see  Herring  v.  Nelson  (1877),  That  where  the  original  imperfectly 

8  Bann.  &  A.  55  ;  12  O.  G.  758  ;  14  describes  what  the  state  of  the  art  shows 

Blatch.  293.  to  have  been  the  real  invention,  the 

That  the  description  of  the  re-issue  re-issue  may  cover  it,  see  Yale  Lock 

may  be  more  foil  and  accurate  than  Mfg.  Co.  «.  Scoville  Mfg.  Co.  (1880), 

the  original,  see  Washburn  4b    Moen  18  BUitch.  248  ;  8  Fed.  Bep.  288. 

Mfg.   Co.  «.  Haish  (1880),  19  0.  G.  That  the  re-issue  may  describe  and 

173  ;  10  Bissell,  65  ;  4  Fed.  Rep.  900  ;  claim  the  invention  either  with  or  with- 

Robertson  v.  Secombe  Mfg.  Co.  (1878),  out  the  adjuncts  described  in  the  orig- 

6  Fisher,  268 ;  3  0.  G.  412  ;  10  Blatch.  inal,  if  the  invention  in  both  be  really 

481;  Grompton  9.  Belknap  Mills  (1869),  the  same,  see  National  Spring  Co.  «• 

3  Fisher,  536  ;  Poppenhnsen  v.  Falke  Union  Car  Spring  Mfg.  Co.  (1874),  6 

(1861),  4  Blatch.  498;  2  Fisher,  181.  .  0.  G.  224  ;  12  Blatch.  80. 

That  a  re-issue  may  describe  more  That  a  re-issne  may  redeacribe  the  in* 

foDy  and  set  forth  distinct  functions,  or  vention  by  the  original  model,  drawings, 

those  not  before  stated,  see  Doane  &  or  specification,  but  it  is  doubtful  if  it 

Wellington  Mfg.  Co.  v.  Smith  (1882),  can  go  beyond  these  and  include  matter 

24  O.  G.  302  ;  15  Fed.  Rep.  459.  shown  in  the  original  application  only. 

That   in  a  re-issue  enlarging   the  see  Cahart  v,  Austin  (1865),  2  Fisher, 

Claims,  the  Claims  alone  are  involved,  543  ;  2  Clifford,  528. 

and  if  the  Description  covers  more  than  *  In  Broadnax  v.  Central  Stock- Yard 

the  Claims  it  is  of  no  consequence,  see  &  Transit  Ca  (1880),  4  Fed.  Rep.  214, 

Turner  &  Seymour  Mfg.  Co.  v.  Dover  Nixon,  J.  :  (216)  *'  Because  one  mode 

Stamping  Co.  (1884),  111  U.  S.  819 ;  only  is  indicated  in  the  original,  the 

27  O.  G.  1131.  patentee  is  not  shut  up  to  the   one 

That  a  rs-issne  may  contain  a  fuller  mode  in  the  re-issue,  as  long  as  it  is 
description  of  the  state  of  the  art,  of  the  not  of  the  essence  of  the  invention, 
nature  of  the  improvement,  and  of  the  The  law,  indeed,  requires  him  to  dis- 
advantages secured  by  its  use,  see  Rob-  close  some  mode  by  which  it  can  be 
ertson  v.  Secombe  Mfg.  Co.  (1878),  rendered  practically  useful,  but  it  does 
3  O.  G.  412 ;  6  Fisher,  268  ;  10  Blatch.  not  follow  that  he  is  confined  to  that, 
481.  and  may  use  no  other."    6  Bann.  4b  A. 

That  a  re-issue  may  describe  a  well-  609  (611). 

known  thing  differentiy  from  the  orig-  That  a  re-issne  may  point  ont  new 

inal,  see  Tairv.  Folsom  (1874),  1  Bann.  uses  or  modes  of  using  the  original  in- 

ft  A.  24  ;  5  O.  G.  92  ;  Holmes  312.  vention,  see  Potter  v.  Stewart  (1881), 

That  sabstanoes  directly  indicated  19  0.  G.  997 ;  7  Fed.  Rep.  215 ;  18 

in  the  origioal  may  be  described  in  the  Blatch.  561 ;  £x  parU  Palmer  (1880), 
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scope  of  its  Claims.*    The  Claims,  if  previously  too  naiTow, 

17  0.  G.  976  ;  De  Florez  v.  Rsynolds         That  a  re-issae  may  claim  matters 

(1878),  14  Blatch.  505  ;  8  Bann.  k  A.  found  in  the  original  Description  though 

292  ;  Ex  parte  Donaldson   (1873)i   4  the  inventor  made  no  attempt  to  insert 

0.  G.  4.  them  in  his  Claims,  see  Eickemeyer  Hat 

That  a  mistake  in  the  original  pat-  Blocking  Mach.  Co.  v.  Pearce  (1873),  8 

ent,  as  to  the  effect  produced  by  the  use  0.  G.  150 ;  10  Blatch.  403 ;  6  Fisher, 

of  the  invention,  may  be  corrected  by  219. 

re-issne,  not  by  disclaimer,  see  Schillin-         That  a  re-issue  may  restate  the  inven* 

ger  V,  Gnnther  (1878),  14  0.  G.  713  ;  tion  and  claim  such  essential  features  as 

15  Blatch.  808  ;  3  Bann.  k  A.  491.  are  not  clearly  stated  in  the  original. 

That  the  re-issue  is  good  though  it  see  Woven  Wire  Mattress  Ca  v.  Wire 

expresses  different  views  from  the  orig-  Web  Bed  Co.  (1881),  8  Fed.  Rep.  87. 
inal  as  to  which  one  of  two  modes  of        That  a  re-issue  may  secure  a  different 

construction  is  best,  see  American  Nich-  feature  of  the  invention  from  the  one 

olson  Pavement  Co.  v,  Elizabeth  (1873),  claimed  in  the  original  patent,  if  it  does 

8  0.  G.  522  ;  6  Fisher,  424.  not  go  beyond  the  invention  described 

That  a  re-issue  may  depart  from  the  or  suggested  in  the  original,  see  Stevens 

oiigina]  in  matters  of  mechanical  adap-  v.  Pritchard  (1876),  4  Clifford,  417  ;  10 

tation,  see  Decker  v,  Grote  (1873),  10  0.  G.  505  ;  2  Bann.  k  A.  390. 
Blatch.  831 ;  6  Fisher,  143  ;  3  0.  G.  65.         That  the  patentee  may  in  a  re-issae 

A  That  a  re-issue  may  explain  and  claim  a  form  of  the  invention  described 

modify  the  Claims  of  the  original,  see  but  not  claimed  in  the  original,  when 

Smith  V.   Merriam  (1881),   19  0.  G.  its  importance   has   become  apparent 

001 ;  6  Fed.  Rep.  713  ;  Woodward  v.  since  the  original  was  granted,  see  At- 

Dinsmore  (1870),  4  Fisher,  168.  wood  v.  Portland  Co.  (1880),  5  Bann.& 

That  the  inventions  may  be  the  same  A.  533  ;  10  Fed.  Rep.  283. 
though  the  Claims  of  the  re-issue  be  en-         That  where  an  original  patent  de- 

tirely  unlike  those  of  the  original,  see  scribes  two  forms  of  the  invention  and 

Hussey  v.   Bradley  (1863),   2  Fisher,  claims  but  one,  the  re-issue  may  claim 

862  ;  5  Blatch.  134  ;  Hussey  v,  McCor-  the  other,  see  American  Nicholson  Paie- 

mick   (1859),  1   Fisher,  509 ;   1   Bis-  ment  Co.  v,  Elizabeth  (1873),  6  Fisher, 

sell,  300.  424  ;  3  0.  G.  522. 

That  the  invention  can  be  divided         That  the  re-issue  may  cover  the  actual 

into  distinct  Claims  in  a  re-issue,  see  invention  made,  according  to  the  origi* 

Brown  v,  Deere  (1881),  19  0.  G.  361 ;  nal  specification  and  drawings,  though 

2  McCrary,  422  ;  6  Fed.  Rep.  484.  the  specification  may  not  have  aeca* 

That  an  improper  multiplication  of  rately  described  it,  see  Potter  v,  Stewart 

Claims  in  the  re-issue  does  not  affect  the  (1881),  7  Fed.  Rep.  215;   18  Blatch. 

patent,  the  superfluous  Claims  being  561  ;  19  0.  G.  997. 
void,  seeDederick  v,  Cassell  (1881),  20         That  a  re-issue   may  contain  new 

O.  G.  1233 ;  9  Fed.  Rep.  306  ;  14  Phila.  drawings  based  on  the  original  spedfl- 

603.  cation,  see  Union  Paper  Bag  Co.  ft 

That  the  re-issue  may  contain  new  Nixon  (1873),  6  Fisher,  402 ;  4  0.  G« 

Claims  founded  on  the  original  Descrip-  81. 

tion,  see  Combined  Patents  Can  Co.  v.         That  the  drawings  of  the  re-issue  may 

Lloyd  (1882),  11  Fed.  Rep.  149  ;  21  0.  contain  features  not  shown  in  the  draw- 

G.  718 ;  15  Phila.  481.  ings  of  the  original,  see  Union  Paper 
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maj  be  extended  to  embrace  the  entire  patented  invention, 

unless  the  additional  features  have  been  abandoned ;  ^  or,  if 
excessive,  may  be  so  reformed  as  to  exclude  the  matter 
hitherto  improperly  embraced  within  the  patent.^  But  matter 
once  described  in  the  original  specification  as  essential  to  the 

invention  cannot  be  omitted ;  ^  and  matter  once  disclaimed  — 

Bag  Co.  V.  Nixon  (1873),  4  O.  G.  Sl ;  O.  G.  1668.     See  also  Am.  Law  Bey. 

6  Fisher,  402.  yoL  xy.  p.  731. 

That  the  dnwings  may  be  amended  That  where  the  original  patent  fully 

in  matters  outside  the  model  if  it  does  and  clearly  describes  and  claims  a  spe- 

not  affect  the  Claims  of  the  re-Issue,  see  cific  inyention  so  as  not  to  be  invalid 

Pearl  v,  Appleton  Co.  (1880),  S  Fed.  by  reason  of  an  insufficient  specitication, 

Bep.  158.  the  re-issue  cannot  expand  and  general- 

*  That  the  Chiims  of  a  re-issne  may  ize  the  Claims  so  as  to  go  beyond  the 

be  stated  in  language   differing  from  original,  see  James  v.  Campbell  (1882), 

those  of  the  original,  see  Fay  v.  Fraser  104  U.  8.  856  ;  21  O.  G.  887 ;  Gill  v. 

(1882),  11  Bissell,  422* ;  14  Fed.  Bep.  Wells  (1874),  22  Wall.  1 ;  6  0.  G.  881 ; 

652  ;  La  Baw  v,  Hawkins  (1874),  6  O.  Burr  v.  Duiyee  (1863),  1  WaU.  681. 

.6. 724;  IBann.  &A.  428;  Poppenhusen  That    the    omission    of   ambiguous 

V.    Falke    (1862),    2   Fisher,   218;    5  words  in  the  re-issue  does  not  enlarge 

Blatch.  46.  it,  see  Atlantic  Giant  Powder  Co.  v. 

That  the  re-issne  may  cover  the  in-  Goodyear  (1877),  8  Bann.  k  A.  161 ; 

rention  though  it  is  broader  than  the  18  0.  G.  45. 

patentee  at  first  supposed,  see  Tuttle  v.  That  the  opinion  of  the  inventor, 

Loonds  (1885),  24  Fed.  Bep.  789;  80  stated  in  the  re-issue,  as  to  the  character 

0.  G.  844.  of  his  invention  is  not  improper  if  it  does 

That  in  a  re-issue  the  Claims  may  be  not  affect  the  Claims,  see  Beed  v.  Chase 

either  enlaiged  or  restricted  as  may  be  (1885),  25  Fed.  Bep.  94  ;  88  0.  G.  996. 

necessary  to  cover  the  actual  invention,  ^  That  the  re-issue  may  be  narrower 

see  Dorsey  Harvester  Rake  Co.  v.  Marsh  than  the  original  if  the  invention  is  un- 

(1878),  6  Fisher,  887.  changed,  see  Gould  v.  Ballard  (1878),  8 

That  enlarging  Chiims  is  not  enlarg*  Bann.  &  A.  824  ;  18^0.  G.  1081. 

ing  the  invention,  see  Jenkins  p.  Stetson  That  a  re-issue  need  not  claim  all 

(1887),  82  Fed.  Bep.  898;  Odell  v.  Stout  matters  found  in  the  original,  see  Gould 

(1884),  22  Fed.  Bep.  159  ;  29  0.  G.  862.  v.  Ballard  (1878),  8  Bann.  &  A.  824  ; 

That  the  re-issue  may  claim  more  than  18  0.  G.  1081 ;   Albright  v.  Celluloid 

the  original,  see  Bobertson  v.  Secombe  Harness  Trimming  Co.  (1877),  12  O.  G. 

Mfg.  Co.  (1878),  6  Fisher,  268 ;  8  O.  227  ;  2  Bann.  &  A.  629  ;  Chicago  Fruit 

G.  412;  10  Blatch.  481.  House  Co.  v.  3usch  (1871),  4  Fisher, 

That  an  element  described  but  not  895  ;  2  Bissell,  472 ;  Crompton  v.  Bel- 
claimed  in  the  original  patent,  may  be  knap  Mills  (1869),  8  Fisher,  586  ;  Car- 
elaimed  in  the  re-issne,  see  Loiing  v,  ver  v.  Braintree  Mfg.  Co.  (1848),  2 
Hall  (1879),  15  0.  G.  471.  Story,  482 ;   2  Robb,  141 ;  Knight  v. 

That  a  re-issue  cannot  claim  other  and  Baltimore  &  Ohio  B.  B.  Co.  (1840),  8 

dlistinet  things  from  those  attempted  to  Fisher,  1 ;  Taney,  106. 

be  claimed  in  the  original,  see  Kells  v.  ^  That  a  re-issue  cannot  treat  as  non- 

McKenzie  (1881),  9  Fed.  Bep.  284  ;  20  essential  what  the  original  treated  as  es- 
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whether  during  the  proceedings  in  the  Patent  Office  in  order 
to  avoid  an  interference  or  to  overcome  the  objections  of  an 
examiner,  or  in  the  body  of  the  original  patent,  or  by  a  sab* 
sequent  disclaimer  filed  to  save  the  patent  or  secure  the  costs 
of  suit,  —  cannot  be  reclaimed,  except  in  cases  where  the  party 
applying  for  and  obtaining  the  re-issue  could  not,  according  to 
the  principles  of  equity,  be  regarded  as  estopped  by  the  dis- 
claimer.® The  legal  effect  of  such  amendments,  if  allowed, 
would  be  an  enlargement  of  the  patented  invention,  and  an  in- 
sertion into  the  re-issue  of  features  wholly  distinct  from  or  in 
addition  to  the  subject  of  the  original  patent.  Whatever  vari- 
ations may  be  made  in  the  description  or  the  Claims  of  the 
re-issue,  neither  directly  nor  indirectly  can  new  matter  be 
introduced  into  the  patent,'^  by  embracing  parts   of   the 

• 

sential,  see  RaaseU  v.  Dodge  (1876),  93  would  decree  the  same  o<HTection  of  the 

U.  a  460 ;  11  0.  O.  161.  mistake,  see  Jones  v.  Barker  (1882),  11 

That  an  immaterial  element  may  be  Fed.  Rep.  597  ;  22  O.  O.  771 ;  MiUer  ». 

dropped  in  the  re-issae,  see  McWiUiams  Brass  Go.  (1881)  104  U.  &  850 ;  21  0. 

Mfg.  Co.  V.  BlundeU  (1882),  22  O.  G.  G.  201. 

177 ;  11  Fed.  Rep.  419  ;  Union  Paper         i«  In  Thomas  v.  Shoe  Mach.  Mfg. 

Collar  Co.  v.  Van  Deusen  (1872),   5  Co.  (1878),  16  O.  G.  541,  Cliffonl,  J. : 

Fisher,  597;  10  Blatch.  109  ;  2  0.  G.  (542).  «  Patents  may  be  surrendered  ts 

861 ;  Woodward  v,  Dinsmore  (1870),  4  be  corrected,  and  the  power  to  surrender 

Fisher,  168.  implies  that  the  specification  may  be 

That  where  a  difference  in  the  num-  corrected  to  the  extent  necessaiy  to  cure 
ber  or  quantity  of  the  parts  of  an  inren-  the  defects  and  to  supply  the  defieien- 
tion  does  not  affect  its  substantial  char-  cies  to  render  the  patent  operatiTe  and 
acter  or  mode  of  operation,  a  re-issue  for  valid  ;  but  the  patentee  may  not  inter- 
less  than  the  original  is  good,  see  Cobum  polate  new  features  not  described,  sag* 
V.  Schioeder  (1881),  20  O.  G.  1524 ;  8  gssted,  or  substantially  indicated  either 
Fed.  Rep.  519  ;  19  Blatch.  877.  in  the  specification,  drawings,  or  Patent 

That  an  element  apparently  material  Office    modeL      Interpolations  of  the 

may  be  omitted  in  the  re-issue  if  the  es-  kind,  if  material,  show  that  tiie  Com* 

sence  of  the  invention  be  unchanged,  missioner  exceeded  his  jurisdiction,  and 

see  Mc Williams  Mfg.  Co.  r.  Blundell  where  that  is  done  it  clearly  becomes 

(1882),  22  O.  G.  177;  11  Fed.  Rep.  the  duty  of  the  court  to  declare  the  pat- 

419.  ,  ent  void.''    8  Bann.  k  A.  557  (560). 

That  the  re-issue  may  restrict  the  in-         In  Russell  v.  Dodge  (1876),  98  U.  S. 

vention  by  omitting  minor  features  de-  460,  Field,  J.  :  (468)    "And  as  a  r»- 

scribed  in  the  original,  see  Gould  v.  issue  could  only  be  granted  for  the  ssme 

Ballard  (1877),  18  0.  G.  1081 ;  8  Bann.  invention  embraced  by  the  original  pat- 

ft  A.  824.  ent,  the  specification  could  not  be  snb- 

*  See  §S  680,  687-689,  and  notes,  stantially  changed,  either  by  the  addi- 

pori,  tion  of  new  matter  or  the  omission  of 

That  there-issue  is  good  where  equity  important  particulars,  so  as  to  enlsigs 

§668 
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invention  which  the  patentee  did  not  attempt  to  cover  by  his 

former  patent,  or  bj  reviving  claims  then  made  and  since 

the  scope  of  the  inyention  as  originally  and  especially  by  the  United  States  Su- 
daimed.  A  defective  specification  could  preme  Court,  in  the  Ist,  17th,  and  19th 
be  rendered  more  definite  and  certain  so  Wallace,  indicate  with  sufficient  dis- 
ss to  embrace  the  Claim  made,  or  the  tinctness,  that  not  only  no  new  matter 
Claim  ooald  be  so  modified  as  to  corre-  shall  be  introduced,  but  that  an  enlarge- 
spend  with  the  specification  ;  but  ex-  ment  of  the  original  Claim,  growing  out 
eept  under  special  circumstances,  such  of  the  subsequent  advance  of  the  art,  is 
as  occurred  in  the  case  of  Lockwood  v.  not  to  be  tolerated.  The  reason  of  the 
Morey,  8  Wall.  280,  where  the  inventor  rule  is  obvious.  Every  patent  as  to 
was  induced  to  limit  his  Claim  by  the  novelty  or  utility  depends  on  the  state 
mistake  of  the  Commisrioner  of  Patents,  of  the  art  at  the  time  of  the  claim  made 
this  was  the  extent  to  which  the  opera-  or  patent  issued,  and,  therefore,  if  a 
tion  of  the  original  patent  could  be  party,  after  learning  from  a  subsequent 
changed  by  the  re-issue.  The  object  of  advance  of  the  art  the  worthlessness  of 
the  law  was  to  enable  patentees  to  his  original  invention,  is  to  be  permitted 
remedy  accidental  nustakes,  and  the  law  to  claim  a  re-issue  incorporating  what 
was  perverted  when  any  other  end  was  was  not  originally  in  his  mind,  and  what 
secured  by  tiie  re-issue."  11  O.  G.  161  had  been  afterwards  suggested  to  him 
(152).  only  by  advances  in  the  art  made  by 

In  Stevens  o.  Pritchard  (1876),  4  others,  then  he  could,  it  may  be,  even 
ClilTord,  417,  Clifford,  J.  :  (421)  '*  Sur-  without  any  new  invention,  override  all 
renders  are  allowed  in  order  that  what  the  elements  which  would  serve  to  test 
was  imperfect  before  may  be  made  per-  the  validity  of  the  new  application.  In 
feet,  and  in  order  that  what  was  before  other  words,  having  procured  a  worth- 
ambiguous  may  be  made  clear  and  cer^  less  patent,  and  having  subsequently 
tain  ;  and  for  that  purpose  the  patentee  learned  from  the  advancing  art  how,  by 
may  add  whatever  was  substantially  changing  the  terms  of  his  patent,  it 
■nggested  or  indicated  in  the  original  could  be  made  of  value,  he  would,  if  a 
specifications,  drawings,  or  Patent  Office  xe-issue,  including  the  new  matter,  wen 
model.  New  features  may  not  be  in-  permitted,  have  the  re-issue  not  only  re- 
trodnoed  for  the  reason  that  every  inter-  late  back  to  the  date  of  the  original  pat- 
polation  of  the  kind  is  forbidden  by  the  ent,  but  absorb  within  its  privileges  all 
act  of  Congress.  Errors  and  defects  subsequent  matters,  wholly  unknown 
may,  however,  be  corrected  under  the  to,  and  nnthought  of  by  him,  originally, 
conditions  specified,  and  the  prohibition  This  rule  controls  both  the  Patent  Office 
that  new  features  shall  not  be  Intro-  and  the  courts.  New  matter  must  not 
dnoed  must  not  be  understood  as  taking  be  introduced.  By  new  matter  is  not 
away  the  right  to  include  in  the  re-issue  meant  merely  the  introduction  of  a  new 
whatever  was  substantially  suggested  or  ingredient  in  a  patented  composition, 
indicated  in  the  surrendered  specifi-  but  any  change  in  the  original  specifica- 
cations,  drawings,  or  Patent  Office  tion  and  Claim  whereby  a  new  and  sub- 
modeL"  10  0.  O.  506  (506) ;  2  Bann.  stantially  different  composition  and 
ft  A.  890  (898).  results   are   secured."     9  O.  G.  258 

In  Salamander  Felting  Co.  v.  Haven  (254). 
(1875),  8  Dillon,  181,  Treat,  J. :   (184)         Further  that  "new  matter"  cannot 

"  The  repeated  decisions  by  the  courts,  be  embraced  in  a  re-issued  patent,  see 

§668 
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abandoned,  or  by  extending  his  description  to  inventions  cre- 
ated after  the  original  patent  had  been  granted. 

Andrews  v.  Hovey  (188S),  5  MeCrary,  That  where  the  same  idea  is  foTind  in 

181 ;    16  Fed.  Bep.   887 ;    26  O.   G.  the  original  specification  and  drawinga^ 

1011 ;  Washbom  &  Moen  Mfg.  Co.  v,  there  is  no  new  matter,  see  Christman 

Halsh  (1880),  10  BisseU,  65  ;  19  0.  G.  v.  Ramsey  (1879),  58  How.  Pr.   114  ; 

173  ;  4  Fed.  Bep.  900  ;  Giant  Powder  17  Blatch.  148 ;  17  O.  G.  908  ;  4  Bann. 

Co.  V.  California  Powder  Works  (1875),  ft  A.  506. 

8  Sawyer,  448;  2  Bann.  &  A.  181;  That  "new  matter"  in  a re-issae  ia 

Glue  Co.  v.  Upton  (1874),  1  Bann.  ft  such  an  enlargement  or  alteration  in  the 

A.  497 ;  4  Clifford,  237  ;  6  0.  G.  887 ;  original  specification  and  Claims  as  to 

Carew  v.   Boston   Elastic   Fabric  Co.  include  combinations  or  results  which 

(1871),  8  Clifford,  856  ;  5  Fisher,  90  ;  did  not  necessarily  flow  from  the  inven- 

1  O.  G.  91.  tion  as  originally  described,  see  Patnam 

That  a  re-issne  blending  old  matter  v,  Yerrington  (1876),  2  Bann.  k  A.  237  ; 

and  new  matter  in  the  same  Claim  is  9  0.  G.  689., 

void,  see  Cahart  v,  Austin  (1865),  2  That  "new  matter**  in  a  re-issue  ia 

Fisher,  543  ;  2  Clifford,  528.  inch  as  changes  the  invention  or  intro- 

That  enlarged  Claims  are  to  be  care-  duces  what  might  be  the  subject  of  « 

fully  scrutinized  to  see  that  they  con-  new  patent,  see  Seibert  Cylinder  Oil  Cap 

tain  no  new  matter,  see  Tyler  v,  Welch  Co.   v.  Harper  Steam  Lubricator  Ca 

(1880),  17  0.   G.  1508 ;   8  Fed.  Bep.  (1880),  4  Fed.  Bep.  828 ;  Powder  Co. 

686  ;  18  Blatch.  209.  v.  Powder  Works  (1878)  98  U.  S.  126  ; 

That  new  matter  cannot  be  inserted  15  0.  G.  289. 

in  the  re-issue  though  invented  by  the  That  nothing  can  be  regarded   as 

patentee  and  inadvertently  omitted  by  ''new   matter"  unless  it  affects   the 

him  from  the  original,  see  Atwater  Mfg.  substance  of  the  invention,  see  Chris;^ 

Co.  «.  Beecher  Mfg.  Co.  (1881),  8  Fed.  man  v,  Bumsey  (1879),  17  0.  G.  90S ; 

Bep.  608.  4  Bann.  ft  A.  506  ;  58  How.  Pr.  114 ; 

That  where  the  original  patent  had  17    Blatch.    148  ;    Bx  parte    Carlock 

no  model  or  drawing,  no  new  matter  can  (1875),  8  O.  G.  191. 

be  inserted  in  the  re-issue  on  the  ground  That  where  the  re-isaue  aeeks  to  corer 

that  the  inventor  had  it  in  his  mind  an  infringing  device  it  will  be  closely 

when  the  original  application  was  filed,  scrutinized,  but  will  be  valid  if  clearly 

see  Ex  parte  Dieckerhoff  (1877),  12  O.  for  the  same  invention  as  the  original 

G.  429.  patent,  see  Crompton  v,  Knowles  (1881), 

That  the  rule  as  to  the  insertion  of  7  Fed.  Bep.  199. 

new  matter  is  more  strict  in  re-issues  That  unless  it  clearly  appears  that 

than  in  amendments  to  applications,  —  the  re-issue  contains  new  matters,  snb- 

the  former  being  governed  by  law,  the  stantially  different  from  the  original,  it 

latter  by  the  discretion  of  the  Commis-  will  be  held  valid,  see  Thomas  v.  Shoe 

sioner,  —  see  ^  parte  Bragg  (1875),  8  Machinery  Mfg.  Co.  (1878),  16  O.  Q. 

O.  G.  985.  541 ;  8  Bann.  k  A.  557. 

That  new  matter  is  anything  not  em-  That  where  the  Claim  in  the  re-issue 

braced  in    the   original  specifications,  states  what  the  original   Claim  must 

drawings,  and  model,  see  Dederick  v.  have  been  construed  to  mean,  there  is 

Cassell  (1881),  14  Phila.  508  ;  20  O.  G.  no  new  matter,  see  Gold  k  Stock  Tele- 

1238 ;  9  Fed.  Bep.  806.  graph  Co.  o.  Commercial  Tel^;ram  Co. 
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§  669,  The  Re-issiied  Patent  may  Embraoe  all  InventlonB  "whioh 
the  Original  Patent  DefectlTely  or  Insufficiently  De- 
aoribed  and  daimed,  subject  to  the  Rules  Governing 
the  Joinder  of  Inventions. 

The  application  of  this  second  proposition  to  individual  cases 
of  re-issue  would  be  comparatively  simple  and  easy  were  every 
patent  limited  to  a  single  invention.  Then  having  ascertained, 
in  view  of  the  state  of  the  art  at  the  date  of  the  original  patent, 
i¥hat  were  the  essential  attributes  of  the  actual  invention 
i¥hich  the  patentee  endeavored  to  secure,  as  indicated  in  his 
specification,  the  amendments  necessary  to  set  forth  and  claim 
it  with  completeness  and  exactness  could  be  readily  perceived. 
But  under  the  doctrines  which  permit  the  joinder  of  several 
distinct  though  dependent  inventions  in  one  patent,  the  sub- 
ject becomes  more  complicated.  The  specification  of  a  patent 
may  describe  and  claim  several  distinct  inventions,  or  it  may 
describe  several  and  claim  only  a  certain  number  of  those 
described,  or  it  may  describe  and  claim  but  one.  In  deter- 
mining the  scope  of  an  original  patent,  as  a  basis  for  its 
amendment  by  re-issue,  the  question  as  to  what  invention  the 
inventor  has  attempted  to  protect  must  then  be  variously  an- 
swered. When  the  original  specification  describes  but  one  in- 
vention, this  of  course  is  the  only  matter  that  can  be  embraced 
in  the  re-issue.  But  where  it  has  described  and  claimed  one 
art  or  instrument,  and  with  that  also  has  described  subordi- 
nate parts  which  are  distinct  inventions,  or  has  set  foi*th  ad- 
ditional inventions  dependent  on  or  independent  of  the  one 
specifically  claimed,  the  scope  permissible  to  the  re-issue  must 
be  subjected  to  a  different  test.  It  cannot  be  assumed  that 
tlie  original  patent  attempted  to  protect  nothing  except  the 
one  invention  which  it  claimed.  Nor,  on  the  other  hand,  can  it 
be  supposed  that  the  inventor  intended  to  embrace  therein  dis- 
tinct inventions,  whose  joinder  with  the  principal  invention  is 

(1885),  28  Blatch.  199  ;  28  Fed.  Rep.  doned,  see  Eiunes  v.  Andrews  (1887), 

840  ;  81  O.  0. 1569.  122  U.  S.  40  ;  89  0.  G.  1319. 

That  a  re-issne  ia  too  broad  only         See  farther  as  to  the  subject  of  this 

where  it  embraces  what  was  not  de-  paragraph.  §  656,  note  3,  and  §  661  and 

scribed  in  the  original  aa  part  of  the  notes,  ajUe,  and  §  693  and  notes,  posf. 
iuTention  or  being  described  was  aban- 
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prohibited  bj  law.  In  such  cases,  if  the  patent  does  not  itself 
indicate  the  contrary,  there  seems  to  be  no  other  practicable 
method  of  construing  the  original  patent  than  to  regard  it  as 
an  attempt  of  the  inventor  to  secure  not  only  the  invention 
claimed,  but  all  the  new  results  of  his  inventive  skill  whose 
nature  and  essential  attributes  he  has  substantially  indicated 
in  his  description,  and  which  were  dependent  on  the  invention 
covered  by  his  original  patent ;  and  if  these  have  not  been 
abandoned  or  disclaimed  they  may  all  be  included  in  the  re- 
issue.^   It  is  apparently  upon  this  method  that  the  courts  and 

$  669.  ^  Although  no  formal  state-  oHm,  on  the  contrary,  could  independ- 

ment  of  this  rule  may  be  found  in  the  ently  exist     Where  the  inventions  are 

reported  cases,  it  has  neyertheless  been  mutually  inseparable  a  patent  for  one 

too  often  acted  on  by  the  conrts  to  be  impliedly  oovers  the  other  and  is  a  bar 

disputed.     The  decisions  cited  in  the  to  any  subsequent  patent  therefor.    The 

subsequent  paragraphs  show  that  the  same  is  true  where  an  invention,  with 

test  applied  is  not  that  of  the  pi-esence  which  another  is  inseparably  connected, 

of  the  subordinate  or  dependent  inven-  has  been  patented.    As  in  both  these 

tions  in  the  Claims  of  the  original  patent,  cases   the    unclaimed    invention   moat 

but  their  capability  of  being  claimed  either  have  been  within  the  intended 

therein  under  the  rules  of  joinder.     It  scope  of  the  original  patent,  or  have  been 

is  taken  for  granted,  where  there  are  lio  abandoned  to  the  public  under  cirenm- 

indications  to  the  contrary,   that  the  stances  which  prevented  the  public  from 

patentee  Intended  to  secure  by  his  origi-  enjoying  it  by  reason  of  its  connection 

nal   patent   all    those    dependent  and  with  the  matter  expressly  patented,  it 

auxiliary  inventions  which  he  then  de-  is  always  a  fair  presumption  that  the 

scribed  as  resulting  from  his  inventive  patentee,  by  describing  it  in  his  original 

act,  and  in  the  absence  of  any  abandon-  specification,   endeavored  to    bring    it 

ment  or  estoppel,  he  is  permitted  to  in-  within  his  monopoly  and  oonseqnentiy 

sert  in  his  re-issue  any  such  inventions  has  a  right  to  claim  it  in  his  re-issoe. 

which  could  lawfully  have  been  claimed  But  where  the  inventions  are  mutually 

in  the  original     The  few  cases  which  separable  or  the  invention  sought  to  be 

depart  from  this  rule  are  so  manifestly  introduced  into  the  re-issue  is  not  ins^ 

unjust  in  their  effect,  and  involve  so  arable  from  the  one  claimed  in  the  origi- 

wide  a  diveigence  from  the  settled  prin-  nal  patent,  no  such  presumption  can 

ciples  of  Patent  Law,  that  they  cannot  arise.    Here  it  was  optional  for  the  in- 

be  regarded  as  authority  against  the  cur*  ventor  to  have  embraced  the  inventions 

rent  practice  of  the  Patent  Office  and  in  the  same  or  different  patents,  and 

the  general  position  of  the  courts.  from  the  fact  that  he  describes  them  in 

Within  the  limits  of  the  doctrine  thus  connection  with  the  invention  claimed 

declared    there   are,    however,   cei-tain  in  the  original,   no  inference  can    be 

variations  which  deserve  attention.    In-  drawn  that  he  did  not  intend  to  abandon 

ventions  capable  of  joinder  may  be  either  them  to  the  public  or  to  procure  for 

(1)  mutually  separable,  or  (2)  mutually  them  a  separate  patent.     In  these  cases 

inseparable,  or  (8)  one  may  be  unable  to  the  validity  of  the  Claims  by  which  they 

subsist  without  the  other  though  the  are  appropriated  in  the  re-issue  mast  de- 
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the  Patent  Office  have  proceeded  in  affirming  or  denying  the 
correspondence  of  re-issues  with  original  patents  in  the  differ- 
ent classes  of  cases  which  we  now  are  to  consider. 

§  670.  Re-issued  Combination-Patent  cannot  Embrace  a  Ck>mbi- 
nation  EssentiaUy  Diatinot  from  that  Described  and 
Claimed  in  the  Original  Patent. 

Where  the  subject-matter  of  the  original  patent  is  a  combi- 
nation, the  re-issue  may  always  cover  the  same  combination ; 
in  some  cases,  it  may  be  extended  to  protect  sub-combinations, 
and  in  others  to  secure  even  the  elements  of  which  the  combi- 
nation is  composed.  The  identity  of  the  combination  claimed 
in  the  re-issue  with  that  which  the  inventor  endeavored  to 
describe  and  claim  in  the  original  specification  depends  upon 
the  identity  of  their  respective  elements  and  of  the  co-opera- 
tive law  under  which  they  are  associated.^  If  the  combination 
claimed  in  the  re-issue  contains  less  than  all  the  elements  of  that 
described  in  the  original,  or  if  it  substitutes  for  any  former 
element  an  act  or  substance  which  is  not  its  true  equivalent,^ 

pend  large!  J  on  the  rales  foUowed  by  That  a  re-issne  for  separate  parts  of 

the  Office  or  the  courts  in  comparing  the  the  invention  whore  the  original  did  not 

original  and  re-issued  patents.    If  the  contemplate  them  as  separate  inventions, 

role  stated  so  often  by  Judge  ClifTord  is  is  void,  see  Ex  parte  Powell  (1878),  18 

adopted,  — that  the  re-issue  is  valid  un-  0.  G.  911. 

less  the  court  can  see  that  its  subject-  §  670.   ^  That  a  combination-patent 

matter  was  not  included  in  the  attempt  cannot  be  re-issued  to  cover  a  different 

of  the  patentee  to  describe  and  clsim  his  combination  or  a  combination  embrac- 

invention  in  the  original   specification,  ing  new  elements,  see  Washburn  ft  Moen 

— such  a  relation  between  the  inven-  Hfg.  Go.  v,  Fuchs  (1888),  5  McCrary, 

tions  would,  in  the  absence  of  any  coun-  286  ;  16  Fed.  Rep.  661. 

ter  indications,  relieve  the  oi-iginal  and  That  a  claim  for  a  combination  of 

re-is8a«d  patents  from  any  appearance  of  parts,  made  in  a  peculiar  way  for  a  pe- 

repngnancy,  and  warrant  a  decision  that  culiar  purpose,  cannot  be  expanded  by 

the  claims  were  valid.    But  if  the  role  re-issue  to  include  a  combination  of  the 

i»f  as  announced  in  more  recent  deci-  same  parts  without  limitation  as  to  con- 

sions,  that  a  comparison  of  the  two  pat-  straction  or  uses,  see  McMurray  v,  Mal- 

ents  must  affirmatively  show  that  the  lory  (1884),  111  U.  S.  97 ;  27  0.  G.  916. 

invention  claimed  in  the  re-issue  was  «  In  Gill*.  Wells  (1874),  22  Wall.  1, 

evidently  intended  by  the  patentee  to  be  Clifford,  J. :  (24)  **  Tory  different  rules, 

embraced  in  his  original  Claims,  a  con-  however,  apply  in  a  case  where  the  only 

traiy  oondusion  might  be  reached,  since  invention  described  in  the  original  pat- 

the  relation  between  the  inventions  is  ent  is  the  one  which  includes  all  the 

not  incompatible  with  their  intentional  ingredients  of  the  machine,  provided 

exclusion  from  the  original  patent.    See  there  is  no  suggestion,  indication,  or 

also  §§  464-466  and  notes,  ante,  intimation  that  any  other  invention  of 
VOL,  n. —  28 
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or  if  it  adds  to  the  original  elements  another  element  per- 

any  kind  has  been  made.  Such  a  pat-  ism  govenied  by  its  own  co-operatiTe 
entee  as  the  one  last  mentioned  may  law.  A  combination  composed  of  simple 
subseqnently  discover  that  he  can  ac-  elements  contains  no  sub-oombinatioiu, 
complish  a  new  and  useful  result  by  a  but  each  one  of  its  elements  co-operates 
combination  embracing  less  than  the  with  every  other  and  performs  its  indi- 
whole  number  of  the  ingredients  in-  vidnal  and  distinctive  function  in  the 
eluded  in  the  prior  patented  combina-  combination.  In  such  a  combination 
tion,  but  he  cannot  secure  the  right  and  no  patentable  subject-matter  exists  ex- 
privilege  of  a  patentee  in  the  combination  cept  the  combination  as  an  entirety  and 
of  the  smaller  number  of  the  ingredients  its  severable  elements.  Any  union  of 
by  a  surrender  of  his  first  patent  and  a  the  elements  less  than  the  whole  nnm- 
re-issue  of  the  same  which  shall  include  ber  constitutes  a  distinct  combination, 
the  second  combination  as  well  as  the  utterly  independent  of  the  former  and 
first,  because  the  re-issued  patent  in  that  outside  the  scope  of  any  patent  by  which 
event  would  not  be  for  the  same  inven-  the  former  may  have  been  protected.  It 
tion  as  the  surrendered  original.  ...  is  to  this  class  of  combinations  and  this 
(27)  Equivalents  are  doubtless  allowed  only  that  the  doctrine  of  Gill  c.  Welli% 
to  a  patentee  or  owner  of  the  patent  to  here  cited,  and  similar  decisionSy  can 
shutout  infringements,  but  the  Patent  apply.  A  combination  composed  of  snb> 
Act  furnishes  no  support  to  the  theory  combinations,  on  the  other  hand,  con- 
that  the  patentee  may  surrender  a  pat-  tains  three  forms  of  patentable  matter, — 
ent  for  an  invention  consisting  of  a  the  principal  combination,  the  sob-com- 
combination  of  old  ingredients,  and  binations,  and  the  elements  entering  into 
amend  the  descriptive  parts  of  the  speci-  each  sub-combination  ;  and  all  of  these 
tication  by  striking  out  the  entire  de-  are  within  the  scope  of  the  patent  for 
scription  of  one  of  the  ingredients  of  the  the  principal  combination,  and  under 
combination  and  inserting  in  lieu  there-  proper  circumstances  may  be  claimed 
of  a  full  description  of  several  other  de-  in  its  re-issue.  But  in  these  cases  the 
vices,  without  any  allegation  that  they  line  dividing  the  sub-combinations  from 
are  the  equivalents  of  the  one  whose  de-  each  other  must  be  strictly  preserved, 
scription  is  stricken  out,  or  any  ezpla-  A  combination  of  one  sub-combination 
nation  whatever,  showing  the  reason  why  with  a  portion  of  another  is  not  a  part 
the  change  was  made."  6  0.  6.  881  of  the  original  invention  but  an  entirely 
(884,  885).  separate  combination,  introducing  a  new 
This  portion  of  the  above  opinion  grouping  of  the  elements  and  a  new  eo> 
is  sometimes  referred  to  as  denying  operative  law.  Where  a  combinatioB 
the  right  to  cover  sub-combinations  is  formed  by  adding  a  simple  element 
in  a  re-issue.  But  it  has  no  bear-  to  a  complete  sub-combination,  the  prin- 
ing  on  that  question.  A  combination  cipal  combination,  the  sub-combination, 
may  be  composed  of  simple  elements  and  the  added  element  are  the  sole  sub- 
united  under  a  co-operative  law.  Or  it  jects-matter  to  which  a  patent  for  the 
may  be  composed  of  sub-combinations,  principal  combination  can  extend,  and 
].  e.,  of  groups  of  elements,  each  group  to  these  only  while  they  retain  tiieir 
being  itself  a  complete  combination  and  individual  identity, 
entering  into  co-operative  union  with  That  a  patent  for  a  combination  can- 
the  other  groups,  not  as  an  aggregation  not  re-issue  to  cover  a  less  number  of 
of  collective  elements,  but  as  an  oigan*  elements  unless  described  in  the  original 
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forming  a  new  material  function  in  the  combination,^  or  if 
it  groups  the  same  elements  under  a  different  method  of  co- 

18  a  sab-combination,  see  Jenkins  v»  by  it  and  cannot  re-issne  to  exclude  that 

Stetson  (1887),  82  Fed.  Rep.  898.  element,  see  Holt  v.  Eeeler  (1882),  21 

That  a  re-issne  is  Toid   when  the  Blatch.  68 ;   22  0.  G.  1291  ;  13  Fed. 

original  was  for  a  combination  only,  if  Rep.  464. 

it  covers  a  lesser  combination  of  some  That  a  combination-patent  cannot  be 

of  the  original  elements  and  is  issued  re-issned,  after  fifteen  years,  so  as  to 

within  four  months  of  the  expiration  of  drop  elements  described  as  essential  in 

the  original,  see  Gage  i;.  Herring  (1882),  the  original,  and  so  cover  a  different 

107  U.  S.  640  ;  23  0.  G.  2119.  invention,    see    Johnson    v.    Railroad 

That  a  re-issue  of  a  combination-pat-  Co.  (1882),  105  U.  S.  589;  22  0.  G. 

ent  is  void  if  it  omits  one  of  the  essen-  829. 

tial  elements  of  the  original  invention.  That  the  re-issue  of  a  combination- 
see  Jenkins  v.  Stetson  (1887),  82  Fed.  patent  cannot  substitute  another  ele- 
Rep.  898;  Neacy  v.  Allis  (1882),  22  ment  for  one  of  those  contained  in  the 
0.  G.  1621 ;  18  Fed.  Rep.  874  ;  Gam-  original,  unless  the  substituted  element 
meyer  v.  Newton  (1879),  16  0.  G.  720;  be  a  mere  equivalent,  see  Blackman  v. 
4  Bann.  &  A.  159;  Redmond  v.  Parham  Kibbler  (1879),  17  Blatch.  883;  4  Bann. 
(1879),  16  0.  G.  859.  &  A.  641 ;  17  0.  G.  107 ;  Gill  v.  Wells 

That  the  re-issne  of  a  combination-  (1874),  22  Wall.  1;  6  0.  G.  881;  Na- 

patent  cannot  omit  one  of  the  elements  tional  Spring  Co.  v.  Union  Car  Spring 

on  the  ground  that  experience  has  shown  Mfg.    Co.    (1874),    6   O.    G.    224;    12 

it  to  be  unnecessary,  see  Hale  v.  Stimp-  Blatch.   80 ;  Decker  v.  Grote  (1878), 

•on  (1865),  2  Fisher,   565;  Vance  v.  8  0.  G.  65;  10  Bhitch.  881;  6  Fhher, 

CampbeU  (1861),  1  Black,  427.  143  ;  GaUahue  v.  Butteifield  (1872),  10 

That  an  ori^^boal,  covering  a  oombi-  Blatch.  282  ;  2  0.  G.  645  ;  6  Fisher,  203. 

nation  of  four  elements,  cannot  re-issue  '  In  Washburn  &  Hoen  Hfg.  Co.  v. 

as  covering  three  only,  or  the  combina-  Fuchs  (1883),  16  Fed.  Rep.  661,  Treat, 

tion  of  three  with  a  different  fourth  ele-  J. :  (668)  '*The  attempt  to  justify  the 

ment,  see  Gill  v.  Wells  (1874),  22  Wall,  re-issued  patent  of  May  12, 1874,  by  in- 

1 ;  6  O.  G.  881.  voking  the  prior  application,  October  27, 

That  a  re-issue  is  void  when  the  1878,  for  the  patent  of  November,  1874, 

originsi  was  for  a  combination  and  the  falls  within  the  reasoning  of  the  United 

re-issue  is  for  another  combination,  con-  States  Supreme  Court,  11  WaU.  516  ; 

taining  only  part  of  the  elements  of  the  the  statement  wherein  is  the  converse  of 

fonner  and  operating  in  a  different  way,  that  now  under  review.   That  court  said : 

see  Johnson  v.  Railroad  Ca  (1882),  105  '  Where  the  thing  patented  is  an  entire- 

U.  S.  539  ;  22  0.  G.  829  ;  Johnson  v.  ty,  consisting  of  a  single  device  or  com- 

Railroad  Co.  (1878),   15   Blatch.  192;  bination  of  old  elements  incapable  of 

8  Bann.  &  A.  428.  division  or  separate  use,  the  respondent 

That   when    an    element    formerly  cannot  escape  the  charge  of  infringement 

cUimed   as  essential    is   omitted,   the  byallegingorproving  that  apart  of  the 

Claim  is  expanded,  see  Phillips  v,  Risser  entire  thing  is  found  in  one  prior  patent 

(1885),  26  Fed.  Rep.  808.  or  printed  publication,  or  machine,  and 

That  if  an  inventor  allows  his  soli-  another  part  in  another  prior  exhibit, 

citor  to  describe  an  element  as  essential  and  still  another  part  in  a  third  one, 

and  the  patent  so  to  issue,  he  is  bound  and  from  the  three  or  any  greater  num- 
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Operation,  —  the  ro-issue  has  departed  from  the  original  pat- 
ent and  cannot  be  sustained.  But  if  the  actual  nature  of  the 
combination  is  unchanged,  the  re-issue  may  vary  widely  from 
the  original  in  its  .statement  of  the  invention  as  well  as  in 
its  Claims.^  Non-essential  parts  which  the  original  specifica- 
tion erroneously  described  as  entering  into  the  combination  may 
be  omitted,  or  equivalents  for  any  of  the  elements  may  be  in- 
troduced, their  equivalence  being  duly  pointed  out  in  the  re- 
issue specification.^  Though  the  original  purports  to  describe 
the  invention  as  a  single  article,  yet  if  it  be  a  true  combina- 
tion, as  shown  upon  the  face  of  that  description,  the  re-issue 
may  claim  it  according  to  its  proper  character.^  But  a  sug- 
gestion, in  a  patent  for  an  element  or  a  sub-combination,  that 
it  is  capable  of  use  when  combined  with  others  also  named, 
without  substantially  indicating  the  nature  and  essential  feat- 

ber  of  sacli  ezhibitB  draw  the  oonclnsioii  laliiie  «.  Botterfield  (1872),  6  Fuhcr, 
that  the  patentee  is  not  the  original  and  208  ;  10  Blatch.  288  ;  2  O.  O.  645. 
first  inventor  of  the  patented  improve-         That  where  an  original  patent  de- 
ment.*   If  this  be  tme  as  to  the  uatore  scribed  and  claimed  a  certain  element 
•fa  combination  when  an  infringer  seeks  having  two  specific  properties,  which 
to  defeat  the  same,  why  is  it  not  equally  properties  constituted  the  valae  of  that 
tme  where  a  re-issue  is  sought  to  be  up-  element  in  the  combination,  the  rs- 
held,  under  an  original  patent,  by  im-  issue  may  daim  any  other  element  then 
porting  into  the  re-issue  devices  not  known  which  had  the  same  properties, 
suggested  in  the  original,  making  there-  aee  Donbar  «•  White  (1881 ),  4  Woods, 
by  a  new  combination,  distinct  from  the  116 ;  28  O.  O.  1446 ;  15  Fed.  Rep.  747. 
original  f    In  other  words,  the  re-issue         *  That  a  re-issue  of  a  combination- 
must  be  confined  to  the  original  'com-  patent  may  omit  one  or  more  of  the 
bination,'  and  cannot  be  expanded  to  non-essential  features  described  In  the 
make  a  new  combination  by  introduc-  original,  see  Perham  «.  American  But- 
tion  therein  of  devices,  new  or  old,  not  tonhole,  Overseaming,  ft  Sewing  Mach. 
included  in  or  suggested  by  the  originaL  Go.  (1871),  4  Fisher,  468. 
Munson  «.  Gilbert  ft  Barker  Manufg.         That  if  such  non-easential  fisatars 
Co.,  8  Bann.  ft  A.  595.    It  must  be  borne  were,  however,  claimed  as  an  essential 
in  mind  that  the  court  is  dealing  with  element  the  mistake  is  irremediable,  see 
a  '  combination '  patent,  and  that  un-  §§  278,  282,  527,  and  notes,  ante, 
der  pretence  of  a  re-issue  a  new  com*         That  equivalents  may  be  introduced 
bination  cannot  be  upheld."  SMcCrary,  by  the  re-issue^  provided  their  equiva- 
286  (245).     See  also  Hayes  v,  Bickel-  lence  is  pointed  out  in  the  re-Issued  pat- 
honpt  (1885),  82  O.  G.  188 ;  28  Fed.  ent,  see  GiU  v.  Wells  (1874),  22  WaU. 
Bep.  188.  1 ;  6  0.  G.  881. 

*  That  where  the  original  patent  de-         *  That  where  the  original  patent  eor- 

■cribes  and  claims  two  elements,  either  ers  an  " article"  the  re-issue  may  diim 

of  which  is  the  equivalent  of  both,  the  it  as  a  combination,  see  Middletown  Tool 

le-issue  may  claim  either  alone,  see  Gal-  Co.  v.  Judd  (1867),  8  Fisher,  141. 
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ures  of  the  resulting  combination,  does  not  warrant  a  re-issne 
covering  such  combination.^ 

§  671.   Re-lssned   Combination-Patent  may  Bmbraoe   8ab-Com- 
binatlonB. 

When  the  original  patent  describes  and  claims  only  the 
combination,  but  at  the  same  time  in  its  model,  drawings,  or 
specifications  substantially  sets  forth  any  or  all  of  the  various 
sub-combinations  which  enter  into  the  principal  invention,  these 
may  be  claimed  in  the  re-issue,  if  not  before  abandoned  or 
disclaimed,  provided  they  originated  from  the  inventive  genius 
of  the  same  inventor.^    That  the  entire  combination  described 

'  That  where  the  original  merely  sag-  In  Herring  o.  Nelson  (1877),  12  0. 

gests  that  the  inventioD  can  be  used  O.  753,  Johnson,  J.  :  (766)  "  But  upon 

with  certain  other  deyices,  the  re-issue  the  doctrine  of  these  cases  in  respect  to 

eanuot  claim  the  combination  of  the  actions  for  infringements,  it  is  sought  to 

inyention  with   such  devices,   see  Ex  estabUsha  distinction  between  patents 

parte  Wooten  (1873),  8  0.  G.  521.  for  combinations  of  old  elements  and  all 

}  671.  ^  In  Christman  v.  Rumsey  other  patents  in  regard  to  re-issues,  and 
(1879),  17  Blatch.  148,  Blatchford,  J.  :  to  deny  the  power  to  re-issue  such  a 
(155)  ''  Under  the  decision  in  The  patent  for  a  combination  of  any  fewer 
Com  Planter  Patent  (23  Wallace,  181),  elements  than  were  contained  in  the 
which  was  subsequent  to  that  in  Gill  v.  original  combination.  Now  the  Patent 
Wellfl^  the  re-issue  in  the  present  case  Act  makes  no  such  distinction.  Ita 
cannot  be  held  to  be  void.  The  draw-  terms  are  general  and  relate  alike  to  aU 
ingsoftheoriginal  and  the  re-issue  being  patents.  The  position  is  set  up  and 
the  aame^  and  the  two  specifications  rests  upon  this  argument,  viz.,  the  re- 
describing  the  same  mechanical  struc-  issue  must  be  for  the  same  invention, 
ture,  with  the  same  mode  of  operation.  This  consists  in  the  combination,  which 
it  must  be  held  to  be  lawful  to  re-issue  disappears  when  oae  element  is  omitted. 
the  patent  with  Claims  to  combinations  But  this  argument,  true  or  unsound* 
of  fewer  elements  than  were  contained  does  not  apply  to  a  case  in  which  among 
in  the  combination  claimed  in  the  the  old  elements  some  are  single  and 
Claim  of  the  original  patent.  The  some  are  sub-combinations  entering  into 
original  claimed  a  general  and  larger  the  general  and  larger  combination." 
combination,  and  the  re-issue  claims  14  Blatch.  293  (803) ;  8  Bann.  &  A. 
sub-combinations  which  enter  into  such  55  (65). 

general  and  laiger  combination.    Such  In  Pearl  v.  Ocean  Mills  (1877),  11 

a  re-iasue  was  tostained  in  The  Com  0.  G.  2,  Shepley,  J.  :  (4)  "  When  in 

Planter  Pfeitent,  on  the  ground  that  the  the  specification  of  the  original  patent 

re-issne  was  for  things  contained  within  the  inventor  describes  a  new  and  useful 

the  apparatus  described  in  the  original  combination  of  a  number  of  ingredients, 

patent,  and  against  the  effort  to  control  performing  in  combination  certain  func- 

the  case  by  the  decision  in  Gill  v.  Wells."  tions  less  than  he  has  claimed,  he  may 

17  O.  O.  908  (905)  ;  58  How.  Pr.  114  in  the  re-issue  claim  such  combination 

(123) ;  4  Bann.  ft  A.  506  (513).  of  the  less  number  which  he  has  de- 
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and  claimed  in  the  original  was  impracticable  does  not  pre 
vent  such  a  re-issue  for  the  sub-combinations  if,  as  suggested 
in  the  original  patent,  these  are  practically  operative  arts  or 

instruments,  and  the  re-issue  indicates  how  each  one  may 

scribed,  suggested,  or  sabstantially  in-  in  the  Claims  of  the  original  patent" 
dicated  as  his  invention,  but  failed  to  6  O.  6.  881  (884). 
include  in  his  Claims ;  and  the  re-issue  Further,    that  sub-combinations,  if 
need  not  describe  it  in  the  exact  Ian-  shown  in  the  original  patent,  and  in- 
guage  of  the  original,  but  may  contain  vented  by  the  same  inventor,  may  be 
a  more  full  and  exact  description  of  the  claimed  in  the  re-issue,  see  Jenkins  9. 
same  invention,  imperfectly  described  Stetson  (1887),  82  Fed.  Rep.  898;  Habel 
in  the  original.     There  is  nothing  in  v.  Dick  (1886),  24  Blatch.  59  ;  28  Fed. 
the  decision  in  Wells  v.  Gill  in  conflict  Rep.  182  ;  36  O.  G.  989  ;  Odell  v.  Stout 
with  this  statement  of  the  principle  of  (1884),  22  Fed.  Rep.  169  ;   29  0.  G. 
Patent  Law."    2  Bann.  &  A.  469  (475).  862;   Dederick   i^.   Cassell   (1881),  14 
In  Gill  V,  Wells  (1874),  22  Wall.  1,  Phila.  508  ;  9  Fed.  Rep.   806  ;  20  0. 
Clifford,  J.  :  (24)  "  Oases  arise  where  a  G.  1283  ;  Kerosene  Lamp  Heater  Co. 
patentee,   having  invented  a  new  and  v.   Littell  .(1878),  13  O.   G.  1009;  8 
useful  combination  consisting  of  several  Bann.  &  A.   312 ;    Turrell  9.   Spaeth 
ingredients  which  in  combination  com-  (1878),  14  0.  G.  377  ;  MiUer  v.  Bridge- 
poea  an  organized  machine,  also  claims  port  Brass  Co.  (1877),  12  O.  G.  667 ; 
to  have  invented  new  and  useful  com-  14  Blatch.  282 ;   8  Bann.   ft  A.  20 ; 
binations  of  fewer  numbers  of  the  in-  Stevens  v,  Pritchard  (1876),  4  Clifford, 
gredients ;  and  in  such  cases  the  law  is  417  ;  10  0.  G.  505  ;  2  Bann.  ft  A.  390. 
well  settled  that  if  the  several  combina-  That   where   the   sub-combinations 
tions  are  new  and  useful,  and  will  sever-  claimed  in  the  re-issue  were  shown  in 
ally  produce  new  and  useful  results,  the  the  original  and  the  re-issue  is  applied 
inventor  is  entitled  to  a  patent  for  the  for  within  six  months  after  the  grant  of 
several  combinations,  provided  that  he  the  original,  inadvertence  or  mistake 
complies  with  the  requirement  of  the  need  not  be  specially  proved,  the  speedy 
Patent   Act   and   files  in  the  Patent  application    being   sufficient   evidence 
Office  a  written  description  of  each  of  thereof,  see  Jenkins  v.  Stetson  (1887), 
theallegednewand  useful  combinations,  82  Fed.  Rep.  398. 
and  of  the  manner  of  making,  construct-  That  where  the  original  patent  sug* 
ing,  and  using  the  same.     He  may  give  gested  only  the  combination  it  cannot 
the  description  of  the  several  combina-  re-issue  to  embrace  sub-combinations, 
tions  in  one  specification,  and  in  that  see  Washburn  ft  Moen  Mfg.   Co.    v. 
event  he  can  secure  the  full  benefit  ot  Fuchs  (1883),  5  McCrary,  236  ;  16  Fed. 
the  exclusive  right  to  each  of  the  several  Rep.  661  ;  Turrell  v.  Bradford  (1883), 
inventions  by  separate  Claims  referring  15  Fed.  Rep.  808  ;  23  O.  G.  1628  ;  Mil- 
back  to  the  Description  in  the  specifica-  ler  v,  Bridgeport  Brass  Co.  (1877X  1^ 
tion  ;  and  if  by  inadvertence,  accident,  O.  G.  667  ;  14  Blatch.  282  ;  8  Bann.  ft 
or  mistake,  he  should  fail  to  claim  any  A.  20  ;  GUI  v.  WeUs  (1874),  22  Wall.  1 ; 
one  of  the  described  combinations,  he  6  0.  G.  881. 

may  surrender  the  original  patent  and  As  to  the  joinder  of  a  combinBtion 

have  a  re-issue  not  only  for  the  combina-  with  its  sub-combinationa,  see  §$  472, 

tion  or  combinations  claimed  in  the  origi-  528,  and  notes,  ante, 
tulp  but  for  any  which  were  so  omitted 

§671 
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be  practicallj  used ;  ^  for  every  sub-combination  is  a  distinct 
invention  which  might  have  been  protected  under  the  original 
patent,  and  which  does  not  forfeit  its  protection  by  having 
been  joined  with  another  invention,  whose  unpatentability  has 
been  demonstrated  by  experience.    In  its  description  of  such 

*  In  Wheeler  v.  Clipper  Mower  k  the  whole ;  it  will  not  produce  the  re- 
Reaper    Co.   (1872),   10  Blatch.    181,  suit  for  which  it  was  intended,  nor,  in 
Woodruff,  J.  :  (186)  "The  claim  that  its  aggregate  form,  any  other  useful  re- 
the  original  patent  of  1854  was  void  be-  suit.    Does  the  inventor,  in  such  case, 
cause  the  invention  therein  described  lose  the  benefit  of  his  skill  and  luge- 
was  not  susceptible  of  being  reduced  to  nuity  in  producing  devices,  or  combina- 
practical  operation  gains  its  imijortance  tions  of  devices,  which  are  of  practical 
to  this  controversy  from  the  inference  value,  because  he  first  sought  his  patent 
sought  to  be  drawn  therefrom,  namely,  in  the  form  of  a  useless  or  impracticable 
that  the  several  re-issues  are  therefore  combination?      I  apprehend  not.     He 
▼oidi    These  suits  are  not  founded  on  may  suiTender  his  original  patent  and 
the  original  patent,  but  on  the  re-issues  ;  have  it  re-issued  in  parts,  which  shall 
and  the  claim  is  that,  if  the  original  claim  the  respective  new  and  useful  de« 
patent  was  void  because  the  machine  vices  or  combinations  of  devices,  point- 
therein  described  was  not  capable  of  re-  ing  out,  of  course,  in  his  specification, 
dnetion  to  practical  use,  therefore  the  some  mode  or  manner  in  which  they 
re-issues  are  themselves  void.      If  the  may  be  reduced  to  practical  use  and 
premise  were  here  conceded,  I  do  not  value.     He  might  have  done  this  in  his 
think  that  the  inference  necessarily  fol-  original  patent,  and  claimed  each  sepa- 
lows.    For  example,  suppose  an  inventor  rate  new  device  as  his  invention.     Not 
of  several  distinct  new  devices,  or  of  having  done  so,  he  may  do  so  in  his  ap- 
Beveral  new  combinations,  each  capable  plication  for  re-issues  and  his  specifica- 
of    being   usefully    employed    in   and  tions  therein  ;  and  the  fact,  if  it  be  true, 
towards  a  machine  or  various  machines,  that  his  original  patent  was  defective, 
and  that  their  separate  construction  and  because  he  claimed  therein  the  aggregate 
mode  of  operation  is  fully  apprehended,  combination,  and  that  a  useless  or  im- 
and  the  distinct  office  or  function  of  practicable  one,  no  more  impairs  the 
each  is  appreciated,  such  inventor  may,  validity  of  the  re-issues  than  any  other 
nndoubtedly,  have  a  patent  for  each,  defect  or  invalidity  which  makes  a  sur- 
Sappose,  now,  he  erroneously  conceives  render  and  re-issue  necessary  to  protect 
that  he  has  arranged  a  combination  of  the  device  or  devices  which  are  useful, 
all  of  them,  or  a  combination  of  all  of  and  which  were  in  fact  invented."    6 
them  with  other  known  devices,  so  as  to  Fisher,  1  (18)  ;  2  O.  G.  442  (444). 
produce  a  new  and  useful  machine,  and  See   also    Wheeler    v.    McCormick 
for  such  a  machine  he  applied  for  and  (1873),  6  Fisher,  551 ;  11  Blatch.  834 ; 
obtains  a  patent,  describing  and  illus-  4  0.  G.  692. 

trating  aU  the  several  new  devices  or  So  far  as  the  decisions  in  the  above 

separate  combinations  of  devices,  their  cases   assume   that   the   re-issue  may 

oonstmction,  and  operation,  but  claim-  embrace  sub-combinations  or   elements 

ing  only  the  aggregate  machine.     Such  which  the  patentee  did  not  intend  and 

aggregate  machine  may  be  utterly  use-  attempt  to  protect  by  the  original,  they 

leas  ;   the  patentee  is  wholly  mistiken  are,  of  course,  erroneous. 
in  regard  to  the  practical  operation  of 

§671 
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sub-combinations  the  re-issue  may  follow  or  depart  from  the 
language  used  in  the  original,  —  the  identity  of  the  sub-com- 
bination, both  as  to  its  elements  and  its  co-operatire  law, 
being,  however,  always  preserved. 

§  672.  Re-lssned  Combination-Patent  may  Embrace  the  Biemanta 
of  the  Combination. 

The  re-issue  of  a  patent  for  a  combination  may  embrace 
such  of  its  essential  elements  as  are  substantially  indicated 
in  the  original  specification,  drawings,  or  model,  and  were 
the  inventions  of  the  same  inventor.^  As  every  element  of  a 
combination  is  in  itself  an  operative  means,  and  not  a  mere 
part  of  some  patentable  article  or  art,  it  is  a  distinct  inven- 
tion and  could  have  been  protected  by  a  patent  issued  for  it- 
self alone.  Its  joinder  with  the  combination  in  the  original 
patent  would  have  been  legitimate,  since  the  inventions  are 
dependent ;  and  hence  it  may  be  covered  by  the  re-issue,  even 
although  the  combination  may  not  actually  have  been  entitled 
to  protection.^  The  re-issue  cannot  depart  from  the  original 
as  to  the  essential  character  therein  given  to  the  element, 
whatever  variation  in  its  language  may  be  permitted ;  and  if 
the  original  treats  one  form  of  the  element  as  necessary  to 

§  672.  ^  In  Wheeler  v.  Clipper  Mower  the  re-iflsaes  were,  in  fact,  new  and  na«^ 

k  Reaper  Co.  (1872),  10  Blatch.  181,  ful,  and  if  they  are  shown  in  the  original 

Woodruff,    J.:    (186)    "The   original  specification,  drawings,  or  model,  then 

patent  embraced,  as  an  aggregate  com-  the  patentee  is  entitled  to  seeare  the  ex« 

bination,  several    parts  of  the  entire  closiye  use  of  each  separately,  by  a  re* 

machine  described  in  the  specification,  issue  embracing  each."  6  Fisher,  1  (18); 

and  claimed  such  aggregate  as  the  in-  2  0.  Q.  442  (443). 

vention    of  the   complainant.      These  That  the  re-issue  of  a  eombination* 

parts  were  all  shown  in  the  specifica-  patent  may  cover  its  elements,  see  Smith 

tion,  drawings,  and  models.    I  know  of  v.  Merriam  (1881),  19  O.  O.  601;  € 

no  rule  which  forbids  the  inventor,  who  Fed.  Bep.  713 ;  Oallahue  v.  Bntterfield 

has  omitted  to  claim  separate  new  de-  (1872),  6  Fisher,  203  ;  10  Blatch.  S82  ; 

vices,  or  severable  and  distinct  combi-  2  O.  G.  645 ;  Chicago  Fruit  House  Go. 

nations,  in  the  original  patent,  making  v.  Busch  (1871),  4  Fisher,  896  ;  2  Bis- 

a  surrender,  and  taking  re-issues  for  the  sell,  472  ;  Batten  o.  Taggart  (1864),  17 

distinct  combinations  or  separate  de-  How.  74. 

vices.  From  the  fact  of  surrender  and  *  That  where  the  patented  oomblnmf* 
re-issue  it  is  to  be  inferred  that  the  tion  is  impracticable,  a  re-issue  for  its 
original  patent  did  not  secure  to  the  pat-  elements,  if  described  in  the  original; 
entee  all  that  he  claims  in  the  re-issue  ;  may  be  obtained,  see  Wheeler  v.  Clip- 
but  that  alone  does  not  render  the  re-  per  Mower  ft  Reaper  Co.  (1872),  10 
issue  void.    If  the  devices  covered  by  Blatch.  181 ;  6  Fisher,  1 ;  2  O.  G.  442: 
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its  performance  of  its  elemental  functions  in  the  combination, 
the  re-issue  must  adhere  to  that  form,  though  other  forms 
adapting  it  to  other  uses  and  positions  are  more  valuable.' 
But  when  form  is  not  made  material  by  the  original  descrip- 
tion, the  re-issue  may  claim  all  forms  of  the  element ;  or  when 
the  original  describes  an  element  as  consisting  in  a  class  of 
acts  or  substances,  the  re-issue  may  confine  the  element  to 
any  single  member  of  that  class.^  The  right  to  thus  bring 
individual  elements  within  the  operation  of  the  patent  by 
re-issue  does  not  authorize  the  inventor  to  claim  in  it  any 
grouping  of  elements  which  the  original  did  not  describe  as  a 
sub-combination.^  If  any  individual  element  has  been  dis- 
claimed, unless  by  mere  mistake,  the  combination-patent 
cannot  be  re-issued  to  reclaim  it.^ 

*  That  where  the  original  patent  is  than  were  embraced  in  the  Claim  of  the 

for  a  combination,  one  part  of  which  is  original  fiatent.    No  one  could  infringe 

of  peculiar  shape  so  as  to  serve  certain  the  original  patent  unless  he  used  all 

purposes,  it  cannot  be  re-issued  to  cover  the  elements  of  the  combination.    Any 

aU  shapes  of  this  part  whether  they  one  will  Infringe  the  re-issue  who  uses 

serve  such  purposes  or  not,  see  McMur-  any  of  those  elements  which  are  now 

ray  v.  Mallory  (1884),  111  U.  S.  97  ;  separately  claimed.'*     21   0.   G.  1349 

S7  O.  G.  915.  (1850).  See  also  Bantz  r.  Frantz  (1882), 

«  That  where  the  original  patent  de-  105  U.  S.  160  ;  21  0.  G.  2087  i  Gill 

scribes  one  form  of  an  element  in  a  v.  Wells  (1874),  22  WaU.  1  ;  6  0.  G. 

combination,  the  re*issue  may  cover  all  881. 

forms  of  the  element,  unless  form  was         That  a  combination-patent   cannot 

material,  see  Gong  Bell  Mfg.  Go.  v,  re-issue  to  cover  the  separate  elements 

Clark  (1878),  18  0.  G.  274  ;  8  Bann.  k  after  unreasonable  delay,  see  Archer  v, 

A.  211.  Amd  (1887),  81  Fed.  Rep.  475  ;  40  O. 

That  where  the  original  patent  claimed  G.  1082  ;  Bantz  v.  Frantz  (1882),  105 

the  use  of  an  entire  class  of  substances  U.  S.  160  ;  21  O.  G.  2087. 
as  a  step  in  the  process,  the  re-issue  may         That  elements  shown  in  the  original 

confine  the  Claim  to  the  use  of  any  par-  drawings  only  as  a  connected  portion  of 

ticnlar  substance  of  that  class,  see  St  the  mechanism,  and  so  described,  cannot 

Louis  stamping  Co.  9.  Quinby  (1879),  be  claimed  on  the  re-issue  as  an  inven- 

4  Bann.  &A.  192;  16  0.  G.  185.  tion,  see  Ives  v.  Sai^nt  (1887),  119 

*  In  Matthews  V.  Machine  Co.  (1882),  U.  S.  652  ;  88  O.  G.  781. 
105  U.  S.  54,  Bradley,  J.  :  (57)  *'  But         That  a  re-issue  covering  additional 

the  complainants,  in  their  re-issued  pat-  elements  in  a  combination  is  improper, 

ent,  have  split  up  and  divided  the  ele-  see  Hnbel  v.  Dick  (1886),  28  Fed.  Rep. 

ments  of  their  invention,  and  claimed  132  ;  86  O.  G.  939  ;  24  Blatch.  59. 
them  separately,  and  not  as  a  combina-         ^  That   where   an   original   patent 

tion.     Of  course,  this  enlarges  the  scope  claimed  a  series  of  dies  and  disclaimed 

of  their  patent.    The  separate  Claims  them  as  separate  devices,  the  re-issue 

cmbnce  fewer  elements  in  combination  cannot  claim  them  separately,  see  At- 
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§  673.  Re-iBsned  Oenerlo  Patent  may  Embrace  One  Species: 
Wlien  Re-issned,  Species  Patent  may  Embrace  the 
Oenos. 

The  relation  subsisting  between  a  generic  invention  and 
each  of  the  species  falling  within  that  genus  also  leads  to 
certain  peculiar  modifications  of  ,this  rule.  A  generic  inven* 
tion  is  distinct  from  each  of  the  specific  inventions  which  it 
embraces,  and  each  of  these  specific  inventions  is  equally  dis- 
tinct from  every  other.  Yet  inasmuch  as  a  generic  invention 
cannot  be  fully  described  without  delineating  at  least  one  of 
its  included  species,  the  joinder  of  a  single  specific  invention 
with  the  generic  is  permitted  in  a  patent  for  the  latter.  In 
the  re-issue  of  a  generic  patent,  therefore,  the  species  which 
the  original  describes  and  which  might  have  appropriately 
been  claimed  therein  may  be  protected.  But  if  the  specifica- 
tion of  the  original  generic  patent  describes  two  or  more 
species,  one  only  can  be  claimed  in  the  re-issue,  as  only  one 
could  have  been  joined  with  the  generic  in  the  original.  An 
unwise  joinder  of  particular  species  with  the  genus  in  the 
prior  patent  cannot  be  remedied  by  a  re-issue.  Where  the 
original  describes  two  or  more  species  with  their  genus,  and 
claims  the  genus  and  one  species,  its  re-issue  cannot  claim 
the  genus  and  a  different  species.  The  abandonment  of  the 
former  species,  and  the  substitution  for  it  of  the  latter,  would 
be  an  entire  departure  from  the  specific  invention  which  the 
inventor  first  attempted  to  secure,  and  thus  would  introduce 
into  the  re-issued  patent  such  new  matter  as  the  rule  peremp> 
torily  forbids.^  A  patent  for  a  specific  invention  cannot  re- 
water  Mfg.  Co.  V,  Beecher  Mfg.  Co,  with  his  generic  Claim  the  specific 
(1881),  8  Fed.  Rep.  608.  Claim  which  subsequently  prores  least 

See  also  §§  680,  687-689,  and  notes,  desirable.  Bat  this  is  not  the  inadrer- 
past,  tence,  accident,  or  mistake  for  wbich 

As  to  the  joinder  of  a  combination  the  law  provides  a  remedy  by  ro-issae. 
with  its  elements,  see  §§  472,  528,  and  That  provision  is  not  for  the  case  in 
notes,  ante,  which  the  applicant,  having  the  power  to 

§  678.  ^  In  JSe  parte  McClintock  choose,  selects  the  wrong  invention,  but 
(1880),  17  0.  G.  267,  Paine,  Com.  :  for  the  case  in  which  he  imperfectly  de- 
(271)  "An  applicant  who  makes  a  scribes  or  claims  the  right  invention, 
generic  invention,  which  he  illustrates  The  inventions  covered  by  a  generic  and 
by  describing  two  species,  may,  by  in-  specific  Claim  are  distinct,  although  de- 
advertence,  accident,  or  mistake,  join    pendent,  inventions.    The  only  ground 
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issue  to  embrace  the  generic,  for  these  are  not  only  distinct 
inventions,  but  as  the  genus  covers  all  possible  species,  the 
re-issue  would  indefinitely  extend  the  scope  of  the  original 
patent  beyond  the  invention  which  it  first  attempted  to  pro- 
tect^ An  exception  is  allowed  in  favor  of  the  inventor  of  the 
genus  who  described  and  claimed  it  in  his  application  for 
the  original  patent,  but  was  compelled  without  his  fault  to 
forego  his  claim  and  accept  a  patent  for  the  specific  invention 
alone.  On  the  discovery  of  the  error  he  is  entitled  to  amend 
his  patent  by  the  insertion  of  the  generic  invention  both  in 
his  Description  and  his  Claims.^ 

§  674.   Re-iasoed  Patent  for  an  Art  may  Embrace  the  Same  Art, 
and  sometimea  the  Apparatua  or  the  Produot. 

The  re-issue  of  a  patent  for  an  art  or  process,  whether 
composed  of  one  or  many  different  acts  and  operations,  must 
be  confined  to  the  same  acts  and  operations  which  constitute 
the  essential  features  of  the  original  invention.  No  new  act 
can  be  added ;  no  former  operation,  which  has  been  described 
and  claimed  as  necessary  to  the  art,  can  be  omitted.^     Im- 

on  which  one  specific  Claim  can  be  species  of  the  same  genus,  see  Ex  pcarU 
joined  in  the  same  patent  with  a  generic  McClintock  (1880),  17  0.  G.  267. 
Claim  is  that  the  applicant,  in  order  to  That  where  two  species  were  de- 
aapport  his  generic  Claim,  most  describe  scribed  and  bat  one  claimed,  and  the 
some  one  of  the  species,  and  may  claim  other  species  was  then  stnick  out  of  the 
what  he  must  describe.  If  he  describes  Description,  the  specification  was  still 
several  species,  as  he  is  permitted  but  sufficient  and  required  no  re-issue,  see 
not  required  to  do,  and,  by  inadvertence,  Ex  parte  Ewart  (1880),  17  0.  G.  448. 
accident,  or  mistake,  selects  the  wrong  *  That  a  patent  for  the  species  can- 
species,  such  inadvertence,  accident,  or  not  re-issue  to  cover  the  genus,  see 
mistake  consists,  not  in  an  imperfect  Ex  parte  Waters  (1876),  8  0.  G.  399. 
specification  or  Claim  of  either  of  the  in-  '  That  generic  Claims  may  be  in* 
Tentions,  but  merely  in  joining  in  the  serted  in  the  re-issue  though  they  were 
dual  patent  the  wrong  inventions.  The  struck  out  of  the  original  application, 
remedy  for  such  an  error  is  not  to  be  see  JBb  parte  Ewart  (1880),  17  0.  G. 
found  in  the  substitution  of  another  448. 

specific  invention  in  the  dual  patent  by         As  to  the  joinder  of  generic  and 

a  re-issue,  but  must  be  sought  in  an  specific  inventions,  see  §§  535,  586,  and 

original  patent  granted  on  a  new  appli-  notes,  ante, 

cation."  §  674.  ^  That  a  re-issue  may  contain 

That  where  the  original  patent  de-  a  full  description  of  processes  only  ad- 

wsribes  only  one  species  of  a  certain  verted  to  in  the  original,  see  Goodyear 

genus,  it  cannot  re-iBsue  to  cover  another  Dental  Vulcanite  Co.  v.  Smith  (1874), 
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material  steps  may  be  abandoned,  or  equivalents  introduced^ 
and  such  variations  in  tlieir  order  be  directed  as  are  not  in* 
consistent  with  the  original  specification.^  When  the  art  as 
set  forth  in  the  original  patent  is  a  combination,  its  sub-pro- 
cesses and  elements  may  be  claimed  in  the  re-issue,  if  tiiey 
were  first  devised  by  the  inventor  of  the  art,  were  indicated 
in  the  original  specification,  and  have  not  lost  their  patentable 
character  by  his  disclaimer  or  abandonment  Besides  the  art 
itself,  the  re-issue  may  in  certain  cases  cover  the  apparatus  it 
employs  or  the  product  in  which  it  results.  Where  these 
have  been  invented  by  the  same  inventor,  have  been  suffi- 
ciently described  in  the  original  specification,  and  have  neither 
been  abandoned  nor  disclaimed,  the  right  to  cover  them  by 
the  re-issue  depends  on  their  relation  to  the  art,  and  the  pro- 
priety of  joining  them  therewith  in  the  original  patent.  Thus 
where  the  process  cannot  be  performed  without  the  apparatus 
mentioned,  or  the  product  uniformly  follows  the  employment 
of  the  process,  the  inventions  are  inseparably  connected  with 
each  other,  and  the  product  or  the  apparatus  may  be  covered 
by  a  re-issue  of  the  patent  for  the  art.^ 

6  O.  G.  585 ;  Holmes,  854  ;  1  Bann.  ft  where  the  process  is  not  the  mere  fune* 

A.  201.  tion  of  the  apparatus,  see  §  47S,  snd 

That  a  re-issue  of  a  patent  for  a  notes,  anle. 
process  cannot   add  a   new  step,  see         That  an  original  for  a  "method  cf 

American  Middlings  Purifier  Co.  v.  At-  doing"  a  thing  may  re-issue  for  the 

lantic  Milling  Co.  (1879),  4  Bann.  &  A.  thbg  done,  the  inventions  being  the 

148  ;  16  O.  G.  467 ;  5  Dillon,  127.  same,  see  Washburn  ft  Moen  M%.  Co. 

<  That  the  re-issue  of  a  patent  for  a  v.  Haish  (1880),  19  0.  G.  173  ;  4  Fed. 

process  may  omit  some  of  the  steps  de-  Bep.  900  ;  10  Bissell,  66. 
scribed  in  the  original,  if  the  process         That  where  the  original   deseribet 

remains  substantially  the  same,  see  Sx  both  process  and  product,  but  claiina 

parte  Wooten  (1872),  3  O.  G.  521.  the  process  only,  it  may  re-issue  to  oorer 

That  where  an  original,  in  describing  the  product  also,  see  Tucker  v.  Dtna 

a  process,  mentioned  one  material  which  (1881),   7  Fed.   Bep.  213;    Anilin  v. 

does  not  answer  the  purpose,  the  re-issue  Hamilton  Mfg.  Co.   (1878),  18  0.  G. 

may  describe  another  material  of  the  273 ;  3  Bann.  k  A.  235  ;  Goodyear  «. 

same  class  which  will  serve  the  same  Wait  (1867),  5  Blatoh.  468 ;  3  Fisher^ 

desired  end,  if  it  had  been  used  by  the  242. 

inventor  before  his  original  application         That  a  re-issue  for  a  product  is  void, 

for  a  patent,  see  £x  pcuie  Mayall  (1873),  where  the  original  was  for  the  proceaa* 

4  0.  G.  582.  unless  the  use  of  the  process  always 

'  That  a  process  and  its  apparatus  results  in  the  product,  and  thus  both  ara 

may  be  claimed  in  the  same   patent  but  one  invention*  see  Powder  Co.  «w 
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§  675.   Re-iMued  Patent  for  a  Machine  may  Bmbrace  the  Same 
Machine,   and   sometimea    the   Product,   but   not   the 


The  re-issue  of  a  patent  for  a  machine,  if  the  machine  be 
not  a  combination,  mast  be  limited  to  the  same  parts  or  their 
equiyalents  associated  under  the  same  structural  law.^  The 
re-issue  may  vary  from  the  original  in  matters  of  mechanical 
adaptation,  and  may  cover  any  mode  of  using  the  machine 
which  has  been  properly  indicated  in  the  former  specifica- 
tion.^  When  the  machine  is  a  combination,  the  re-issue  may 
embrace  such  of  its  elements  and  sub-combinations  as  are 
suggested  in  the  original  description,  if  not  abandoned  or 
disclaimed,  and  if  due  to  the  inventive  genius  of  the  same 
inventor.  A.  machine-patent  cannot,  however,  be  re-issued 
to  include  a  process  which  consists  in  the  mere  use  of  the 
machine,  nor  a  process  in  which  the  patented  machine  per- 
forms a  necessary  though  subordinate  part.  The  former  is 
the  function  of  the  machine,  and  though  protected  by  the 
patent  for  the  machine  is  not  itself  a  patentable  subject-mat* 
ter.  The  latter  is  an  invention  far  broader  than  the  mechan- 
ical devices  it  employs,  and  though  not  independent  of  them, 
lies  outside  the  scope  of  any  patent  which  has  been  originally 
confined  to  them.    Thus  while  an  original  patent  for  an  art 

Powder  Works  (1878),  98  U.S.  126;  16  its  product  or  apparatus,  see  S§  ^72, 

O.  G.  289.  529,  and  notes,  ante. 

That  a  re-lBSue  cannot  coTer  a  product         §  675.  ^  That  a  re-issue  can  sn1)6ti- 

and  a  process  unless  both  have  been  tute  a  derioe  for  one  employed  in  the 

sabstantially  described  in  the  original,  original  where  they  are  equivalents,  and 

aee  Penn.  Salt   Mfg.  Co.  v.  Thomas  not  otherwise,  see  Tucker  v.  Tucker  Mfg. 

(1871),  8  Fhila.  144 ;  5  Fisher,  148.  Co.  (1876),  10  0.  O.  464*;  2  Bann.  ft  A. 

That  an  original  patent  confined  to  401 ;  4  Clifford,  897  ;  National  Spring 

a  product  produced  by  one  process  only  Co.  v.  Union  Car  Spring  Mfg.  Co.  (1874), 

cannot  re-issue  to  coyer  tiie  product,  6  0.  G.  224  ;  12  Blatch.  80  i  Decker  v. 

luiweTer  produced,  see  Tacuun  Oil  Co.  Grote  (1878),  8  0.  G.  65  ;  10  Blatch. 

V.  BnfEdo  Lubricating  OU  Co.  (1884),  881 ;  6  Fisher,  148. 

90  Fed.  Bep.  850 ;  22  Blatch.  266  ;  28         '  That  a  re-issue  may  claim  modesof 

O.  G.  1101.  constructing  or  operating  a  machine, 

That  a  patent  for  a  process  cannot  where  sudi  modes  were  described,  though 

xv-iflsoe  alter  four  yean  to  corer  the  not  claimed,  in  the  original,  see  Morris 

pcoduet  also,  see  Union  Tubing  Ca  v.  v.  Boyer  (1867),  8  Fisher,  176  ;  2  Bond, 

Patterson  Co.  (1885),  28  Fed.  Bep.  79.  66. 

As  to  the  joinder  of  a  process  with 
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xniglit  be  re-issued  to  embrace  any  machine  which  it  may  nse 

without  enlarging  the  original  invention,  no  patent  for  a  ma- 
chine could  be  re-issued  to  include  the  process  without  ex- 
tending the  protection  of  the  patent  to  new  matter  which  the 
original  patent  neither  intended  nor  attempted  to  secure.' 

*  In  Wing  V,  Anthony  (1882),  106  new  process  produces  a  new  substance, 
U.  S.  142,  Woods,  J.  :  (145)  **  It  is  the  inyention  of  the  process  is  the  same 
quite  clear  that  the  original  patent  as  the  invention  of  the  substance,  and 
covers  a  mechanism  to  accomplish  a  a  patent  for  the  one  may  be  re-issued  so 
specific  result,  and  that  the  re-issued  as  to  include  both,  as  was  done  in  the 
patent  covers  the  process  by  which  that  case  of  Goodyear's  vulcanized-rubber 
result  is  attained,  without  regard  to  the  patent.  But  a  process  and  a  machine  for 
mechanism  used  to  accomplish  it.  The  applying  the  process  are  not  necessarily 
le-issue  is,  therefore,  much  broader  than  one  and  the  same  invention.  They  are 
the  original  patent,  and  covers  every  generally  distinct  and  difierent.  The 
mechanism  which  can  be  contrived  to  process  or  act  of  making  a  postmark 
carry  on  the  process.  In  the  case  of  and  cancelUng  a  postage-stamp  by  a 
Powder  Company  v.  Powder  Works,  98  single  blow  or  operation,  as  a  subject  of 
U.  S.  126,  it  was  held  by  this  court  that  invention,  ia  a  totally  different  thing 
when  original  letters-patent  were  taken  in  the  Patent  Law  from  a  stamp  con- 
out  for  a  process,  the  re-issued  patent  structed  for  performing  that  procesSi" 
would  not  cover  a  composition  unless  it  21  O.  G.  3S7  (348). 
were  the  result  of  the  process,  and  the  That  where  the  original  is  for  a  ma* 
invention  of  one  involved  the  invention  chine  and  the  re-issue  for  a  process, 
of  the  other.  The  converse  of  this  there  is  prima  facie  a  departure,  see 
proposition  was  decided  by  this  court  Eachus  v,  Broomall  (1885),  116  U.  S. 
in  James  v.  Campbell,  104  Id.  856.  In  429  ;  83  O.  G.  1265. 
that  case  the  court  said  that  a  patent  That  where  the  original  patent  is  for 
for  a  process  and  a  patent  for  an  imple-  a  machine,  it  cannot  re-issue  to  cover 
ment  or  a  machine  are  very  different  .  the  process  performed  by  the  machinei 
things,  and  decided,  in  substance,  that  though  the  process  were  described  in  the 
letters-patent  for  a  machine  or  imple-  original,  see  Ex  parte  Pfaudler  (1882), 
ment  cannot  be  re-issued  for  the  pur-  22  O.  G.  1881  ;  Brainard  v.  Gramme 
pose  of  claiming  the  process  of  operating  (1882),  20  Blatch.  530  ;  22  O.  G.  769 ; 
that  daas  of  machines,  because,  if  the  12  Fed.  Rep.  621  ;  Heald  v.  Rice  (1882), 
claim  for  the  process  is  anything  more  104  U,  S.  737  ;  21  O.  Q.  1443 ;  ISew 
than  for  the  use  of  the  particular  ma«  v.  Warren  (1882),  22  O.  G.  687 ;  &b 
chine  patented,  it  is  for  a  different  in*  varte  Hicks  (1879),  16  O.  G.  546. 
▼ention.  To  the  same  effect  precisely  is  That  a  re-issue  is  void  where  the 
the  case  of  Heald  v.  Rice,  Id.  737.  The  original  patent  was  for  a  machine  which 
present  case  falls  within  the  rule  laid  accomplishes  two  purposes,  one  in- 
down  in  the  authorities  cited."  tended,  and  the  other  neither  intended 

In  James  v.  Campbell  (1881),  104  nor  expected,  by  the  inventor,  and  the 
U.  S.  856,  Bradley,  J.  :  (376)  "  A  pat-  re-issue  covers  the  process  perfonned  by 
ent  for  a  process  and  a  patent  for  an  the  machine  in  effecting  the  latter  pur- 
implement  or  a  machine  are  very  differ-  pose,  see  Ex  parts  Seibert  (1879),  16 
ent  things.  (Powder  Company  v.  Pow-  O.  G.  268. 
der  Works,  98  U.  S.  126.)    Where  a 
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The  product  of  a  machine,  if  inseparably  connected  with  it 
and  otherwise  within  the  rule  of  joinder  so  often  stated,  may 
also  be  claimed  in  the  re-issue.* 

§  676w  Re-lB0tied  Patent  for  a  Manufacture  may  Embrace  the 
Same  Manufacture,  and  Sometimes  the  Proceaa  or  the 
Apparatus. 

An  original  patent  for  a  manufacture  can  be  re-issued  only 
for  the  same  concrete  instrument,  or  for  inventions  upon 
which  the  production  of  such  manufacture  may  depend. 
Whatever  essential  characteristics  have  been  attributed  to 
the  manufacture  in  the  original  specification  must  be  found 
in  it  as  described  and  claimed  in  the  re-issue ;  and  through  all 
variations  of  language,  and  all  substitutions  of  equivalents, 
the  identity  of  the  invention  must  be  distinctly  traceable.^  If 
it  were  first  described  as  resulting  from  certain  processes  and 
possessing  certain  properties,  the  re-issue  cannot  depart  from 
this  delineation  by  ascribing  it  to  different  processes,  or  at- 
tributing to  it  other  properties  due  to  changes  in  the  mode 
by  which  it  is  produced.^  But  new  methods  of  applying  it  to 
practical  use  or  new  connections  in  which  it  may  be  em- 
ployed can  be  disclosed,  since  these  involve  no  alteration  in 
the  nature  of  the  invention  itself.^    Where  a  manufacture 

*  That  a  re-issae  cannot  claim  the  266  ;   28  O.  G.  1101 ;   20  Fed.  Bep. 

occasional  result  of  the  device  shown  in  850. 

the  original,  see  Ex  parte  Seibert  (1877),  That  where  the  original  patent  is  for 

12  O.  G.  268.  a  product  as  reHulting  from  a  certain 

As  to  the  joinder  of  a  machine  with  process,  it  cannot  be  re-issued  to  cover 

its  process  or  product,  see  §§  474,  530,  the  same  product  when  resulting  from 

and  notes,  ante,  different  processes  and  containing  not 

§  676.  1  That  where  an  original  pat-  only  some  of  the  qualities  of  the  old 

ent  was  for  an  article  in  a  particular  product  but  also  new  qualities  not  con* 

form,  a  re-issue  claiming  it  under  what-  tained  in  the  old  product  or  producible 

ever  form  is  void,  see  CampbeU  v.  Kava-  by  the  old    process,   see  Cochrane  v, 

nangh  (1882),  20  Blatch.  256  ;  11  Fed.  Anilin  (1884),  111  U.  S.  293  ;  27  0.  G. 

Rep.  83  ;  N.  Y.  Bung  &  Bushing  Co.  813. 

r.  Hoffman  (1881),  20  Blatch.  8  ;  20  0.  »  That  a  re-issue  for  a  device  is  good 

G.  1451 ;  9  Bed.  Rep.  199.  though  the  machine  to  which  the  device 

'  That    a   re-issue  cannot  claim  a  is  to  be  applied  is  differently  described 

product  however  made,  when  the  origi-  in  the  original,  see  Aultman  v.  Holley 

nal  claimed  it  only  as  made  in  a  certain  (1878),  5  0.  G.  8  ;  6  Fisher,  534  ;  11 

way,  see  Tacuum  Oil  Co.  v,  Buffalo  Lu-  Blatch.  317. 

bricating  Oil   Co.   (1884),   22  Blatch.  That  a  patent  for  a  new  device,  aa 
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and  a  machine  or  process  which  produces  it  are  inseparable, 
an  original  patent  for  the  manufacture  may  re-issue  to  protect 
also  the  process  or  machine.^ 

§  677.  Re-lBsued  Patent  for  a  CompoBitlon  may  Bmbraoe  tlw 
Sfiune  Composltioii,  and  sometimea  the  Ingredienta, 
the  Prooeaa,  or  the  Apparatua. 

A  composition  of  matter  being  always  a  true  combination, 
the  patent  in  which  it  is  originally  described  can  re-issue  only 
for  the  same  or  equivalent  ingredients,  united  by  the  same  or 
equivalent  modes  of  intermixture,  and  resulting  in  a  com- 
pound possessing  the  same  or  equivalent  properties.*  Sub- 
stances which  are  not  ingredients,  though  described  in  the 
original  as  entering  into  the  composition,  may  be  omitted  or 
others  may  be  added  without  disturbing  the  identity  of  the 
invention,  and  variations  in  the  mode  of  intermixture,  which 
do  not  alter  its  substantial  character,  may  be  introduced. 

adapted  to  one  machine,  cannot  re-isane  with  his  device  is  that  it  has  two  pn^ 
for  the  same  device  as  adapted  to  other  ertiee  ;  and  in  his  re-issued  patent,  ia 
and  non-analogons  machines,  but  such  his  Claim  and  specifications^  in  the  de- 
device  must  be  the  subject  of  a  new  pat-  scription  of  his  invention,  sufastitntei 
ent,  see  HoUnes  v.  Plain ville  Mfg.  Co.  for  his  former  specification  of  a  material 
(1881),  20  Blatch.  128  ;  9  Fed.  Rep.  to  be  used  as  a  part  of  his  device,  a  da- 
757.  scription  of  materials  which  may  be 

*  That  where  the  original  invention  used  hy  specifying  only  those  which 
was  a  new  product  resulting  from  a  new  have  the  two  properties  in  which  he  had 
process,  the  re-issue  of  a  patent  for  the  formerly  declared  the  utility  or  avail*- 
process  or  the  product  may  cover  both,  bility  of  the  material  which  he  tfaea 
either  in  the  same  or  separate  patents,  named  consisted,  there  is  no  enlaige- 
aee  Tucker  v.  Burditt  (1879),  4  Bann.  ment  of  the  thing  patented,  and  the  ra- 
ft A.  569  ;  Anilin  v.  Hamilton  Mfg.  Co.  issued  patent  is,  therefore,  valid."  SS 
(1878),  8  Bann.  &  A.  285 ;  18  O.  G.  278;  0.  G.  1446  (1446) ;  15  Fed.  Sep.  747 
Anilin  v.  Higgin  (1878),  15  Blatch.  (748). 
290  ;  14  0.  G.  414  ;  8  Bann.  &  A.  462.  That  a  re-issue  of  a  chemical  patent 

As  to  the  joinder  of  a  manufacture  is  roid  unless  the  compound  claimed  ia 

with  its  process  or  machine,  see  §§  475,  the  same  as  that  described  in  the  origi- 

581,  and  notes,  ante,  nal,  see  Tarr  v.  Webb  (1872),  2  O.  Q. 

§  677.  ^  In  Dunbar  V.White  (1881),  4  568  ;  5  Fisher,  598 ;  10  Blatch.  96. 

Woods,  116,  BiUings,  J. :  (117)  "  Whera  That  where  an  original  described  and 

a  patentee  in  his  original  Claim  and  spe-  daimed  a  composition  of  matter  as  an- 

dfications  describes  his  invention  in  part  swering  a  specific  purpose,  it  caBnot 

by  specifying  a  material  to  be  used,  but  re-issue  to  cover  the  compound  as  used 

declares  that  the  sole  utility  or  availa-  for  all  other  purposes,  see  Francis  v. 

bility  of  that  material  in  connection  Me]lor(1871),  5  Fisher,  158;  10.0.48. 
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When  the  original  has  sufficiently  indicated  the  nature  of  the 
several  ingredients,  or  of  their  sub-combinations,  these  may 
be  also  claimed  in  the  re-issue  if  they  were  discovered  by  the 
inventor  of  the  composition  and  have  not  already  passed 
from  his  control  into  the  possession  of  the  public.  All  arts 
or  instruments  invented  by  the  same  inventor  and  necessarily 
employed  in  manufacturing  the  composition,  may  be  joined 
with  it  in  the  re-issue  when  their  essential  attributes  were 
suggested  in  the  original  patent  and  they  have  neither  been 
abandoned  nor  disclaimed.  But  no  extrinsic  matter,  such  as 
a  mode  of  packing  the  compound  when  completed,  or  of  using 
it  for  practical  purposes  when  sold,  can  be  inserted  in  the 
patent  for  the  composition  either  originally  or  by  amendment.^ 
Though  these  are  patentable  inventions,  the  composition  is 
not  dependent  upon  them  for  its  existence,  and  they  are  thus 
incapable  of  joinder  with  it  in  any  patent  where  it  forms  the 
principal  invention. 

§  678.  Re-lBsued  Patent  for  a  De8ig;n  may  Bmbraoe  the  same 
Design,  and  sometimes  its  XUemexits  and  Sub-oombina- 
tions. 

The  re-issue  of  a  design-patent  must  be  confined  to  the 
design  described  or  suggested  in  the  original  specification. 
The  identity  of  the  design  is  determined  by  the  appearance 
-which  it  presents  to  the  eye,  and  the  characteristic  features 
of  this  appearance,  as  shown  in  the  original,  must  be  pre- 
served in  the  re-issue.  The  elements  and  sub-combinations 
of  the  original  design,  if  answering  the  requirements  already 
mentioned,  may  be  claimed  in  the  re-issue ;  ^  but  where  the 
same  article  is  both  a  new  design  and  a  new  manufacture, 
the  inventions  are  distinct  and  independent,  and  a  re-issue  of 
a  patent  for  it  as  the  one  cannot  embrace  the  article  con- 
sidered as  the  other. 

*  That  where  the  original  patent  de-         As  to  the  joinder  of  a  composition 

scribes  a  composition  of  matter  packed  with  its  process  or  ingredients,  see  §§ 

in  a  certain  manner  and  claims  only  the  476,  532,  and  notes,  ante* 

compoand,  it  cannot  re-issne  so  as  to         §  678.  ^  As  to  the  joinder  of  designs, 

claim  the  mode  of  packing,  see  Averill  their  elements  and  snh-combinations,  see 

Chemical  Paint  Co.  «.  National  Mixed  §§  477,  588,  and  notes,  aiUe* 

Paint  Ca  (1881),  22  0.  G.  585  ;  20 

Blati^h.  42 ;  9  Fed.  Bep.  462. 
-vol..  M. —  24 


870  TBEATISB  ON  THE  LAW  OF  PATENTa  [BOOK  UI. 

§  679.  Re-iasoed  Patent  for  an  Zmprovement  may  Bmbrace  tho 
same  Improvement,  and  sometimes  the  Apparatus  or 
the  Prooess. 

An  improvement  is  an  invention  subordinate  to  some  ex- 
isting art,  machine,  manufacture,  composition  of  matter,  or 
design,  and  in  its  essential  character  corresponds  with  the 
invention  to  which  it  belongs.  The  limitations  which  apply 
to  the  re-issue  of  a  patent  for  an  improvement  are  thus  the 
same  that  govern  a  re-issue  of  the  patent  for  the  invention 
with  which  the  improvement  is  connected.  The  re-issue  must 
be  confined  to  the  exact  improvement,  suggested  or  described 
in  the  original  patent.^  It  may  include  processes  or  imple- 
ments by  which  the  improvement  is  produced.  It  cannot 
embrace  arts  or  instruments  which  occupy  toward  tlie  im- 
provement the  relation  of  either  functions  or  effects. 

§  680.  Re-lasned  Patent  oannot  Embrace  Matter  Bacpreasly  or 
Impliedly  Xlxoluded  from  the  Invention  by  the  Orisinal 
Patent 

The  nature  of  the  subject-matter  which  the  inventor  in- 
tended and  attempted  to  describe  and  claim  in  his  original 
specifications  may  be  further  indicated  by  the  limitations 
which  he  has  imposed  upon  it  in  his  original  patent;  and 
in  consequence  of  these  his  re-issue  may  be  confined  within 
narrower  boundaries  than  tlie  character  of  his  invention 
would  otherwise  require.  As  by  express  disclaimer  he  may 
debar  himself  from  covering  by  re-issue  some  essential  feat- 
iire  of  his  actual  invention,  so  by  a  faulty  statement  of  its 
true  scope  and  attributes  in  his  original  description,  he  may 
impliedly  exclude  from  the  invention  matter  which  but  for 
this  he  might  have  claimed  in  his  re-issue.^    Thus  though  all 

§  679.  I  As  to  the  joinder  of  improve-  445  ;  Funck  v.  Doty  (1877),  18  O.  O. 

meats,  see  §§  478,  534,  and  notes,  atUe.  822;  Wicks  v,  Stevens  (1876),  2  Woods. 

§  680.  I  That  matters  disclaimed  in  810 ;  2  Bann.  k  A.  818. 
the  original  cannot  be  claimed  in  the  re*         That  the  statements  of  an  inventor 

issue,  see  Beecher  Mfg.  Co.  v.  Atwater  in  his  original  patent,  as  to  the  natnre 

Mfg.  Co.  (1885),  114  U.  S.  528 ;  81 0.  G.  and  scope  of  his  invention,  are  binding 

1306  ;   Edgarton   v,   Fnrst  &  Bradley  npon  him,  see  James  v.  Campbell  (1881X 

Mfg.  Co.  (1881),  21  O.  G.  261 ;  d  Fed.  104  U.  S.  856  ;  21  0.  G.  387. 
Rep.  450 ;  10  Bissell,  402  ;  Leggett  v.         That  the  omission  from  the  re-issne 

Avery  (1879),  101  U.  S.  256  ;  17  0.  G.  of  the  limitations  inserted  in  th«  origi- 
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forms  of  the  invention  were  really  the  result  of  his  inventive 
act,  and  all  the  uses  of  which  it  is  capable  belong  to  him  if 
he  desires  to  hold  them,  he  may  so  set  forth  the  invention  as 
identified  with  one  form  only,  or  as  possessing  qualities  which 
fit  it  for  a  single  definite  use,  that  every  other  form  and  use 
become  disclaimed  by  implication,  and  even  though  still  pat- 
entable in  another  patent,  he  cannot  introduce  them  into  the 
existing  patent  by  re-issue.^  Again,  where  he  mistakes  the 
nature  of  his  invention,  and  in  the  original  specification  at- 
tributes the  effects  which  it  produces  to  erroneous  causes, 
upon  whose  operation  he  bases  his  original  claims,  his  sub- 
sequent discovery  of  the  true  causes  cannot  be  made  avail- 
able to  him  by  a  re-issue  of  his  former  patent.^  A  different 
application  of  the  principle  involved  in  these  cases  arises 
when  the  inventor  has  procured  two  separate  patents,  in  both 
of  which  he  has  described  the  subject-matter  whose  incor- 
poration into  his  re-issue  he  endeavors  to  secure.  If  he  has 
claimed  the  matter  in  but  one  of  these  patents,  this  only 

nal,  reoders  the  re-issue  Toid,  see  Searls  capabilities,  see  Francis  v.  MeUor  (1871), 

V.  Bouton  (1882),  12  Fed.  Bep.  874  ;  5  Fisher,  158;  1  O.  G.  48. 

20  Blatch.  528  ;  22  0.  G.  946.  That  the  statement,  in  the  original. 

That  the  re-issue  cannot  claim  what  that  certain  things  "are  in  quite  com* 

the  patentee,  in  the  original,  professed  mon  use  "  is  such  a  disclaimer  as  pre- 

to  dispense  with,  see  Miller  v.  Bridge-  Tents  their  being  claimed  in  re-issue, 

port  Brass  Co.  (1882),  104  U.  S.  850  *,  see  Edgarton  v,  Furst  k  Bradley  Mfg. 

31  O.  G.  201.  Co.  (1881),  21  0.  G.  261 ;  9  Fed.  Bep. 

That  a  re-issue  enlarging  the  inven*  450  ;  10  Bissell,  402. 
tion   by  omitting  words  found  in  the         That  where  the  original  restricts  the 

original  Claim  is  invalid,  see  Matthews  invention  to  one  use,  it  cannot  re-issue 

V.  Iron  Clad  Mfg.  Co.  (1888),  124  U.  S.  to  cover  other  uses,  see  Doane  ft  Wel- 

847  ;  42  0.  G.  827.  Ixngton  Mfg.  Co.  v.  Smith  (1888),  15 

*  That  if  the  origmal  identifies  the  Fed.  Bep.  459  ;  24  0.  G.  802 ;  Ex  parte 

invention  with  one  form  the  re-issue  Bragg  (1875),  8  O.  G.  985 ;  J3x  parU 

cannot  claim  other  forms,   see  Steam  Allen  (1872),  2  0.  G.  89. 
Gange  ft  Lantern  Co.  v.  Miller  (1882),         *  That  if  the  original  describes  and 

11  Fed.  Bep.  718  ;  and  other  cases  cited  claims  the  invention  as  one  cause  pro- 

in   §  661,  note  1,  and  §  676,  note  1,  ducing^  the  effect,   the  re-issue  cannot 

ante.  claim  subsequently  discovered  causes,  see 

That  if  the  original  lunits  the  inven-  Eames  v.  Andrews  (1887),  122  U.  S. 

tion  to  matter  possessing  certain  quali-  40  ;  89  0.  G.  1819  ;  Andrews  v.  Hovey 

ties  or  capalnlities  for  certain  uses,  the  (1883),   5  McCrary,    181 ;    26  O.   G. 

re-iMue  can  claim  no  other  qualities  or  1011 ;  16  Fed.  Bep.  887. 
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can  re-issue  to  embrace  it>    If  it  is  claimed  in  neither,  it  can 
be  covered  by  a  re-issue  of  the  earliest  alone.* 

§  681.  Identity  of  the  Invention  Embraced  in  the  Re-lsBned 
Patent  with  that  Attempted  to  be  Covered  by  the 
Original  Patent  Determined  by  Comparing  the  Reepec- 
tive  Speoifioationa. 

The  identity  of  the  invention  claimed  in  the  re-issue  with 
that  which  the  inventor  attempted  to  describe  and  claim  in  the 
original  patent  is  ascertained,  in  most  cases,  by  a  simple  com- 
parison of  their  respective  specifications  with  each  other.^ 
Where  the  invention  is  of  a  nature  admitting  of  illustration  by 
drawings  or  models,  this  is  the  only  investigation  which  can  be 
made.^    Extrinsic  evidence  is  not  admissible  except  to  explain 

^  That  where  a  device  is  shown  in  §  681.  ^  In  Collar  Co.  v.  Van  Deosen 

two  or  more  patents,  only  one  of  which  (1874),  23  Wall.  530,  Clifford,  J. :  (558) 

elaims  it  and  this  insufficiently,  this  "  Whether  a  re-issned  patent  is  for  the 

patent  alone  can  re-issue  for  it,  see  &  same  inyeution  as  the  snrrendered  origi- 

parte  Eirby  (1879),  16  0.  G.  1095 ;  Sx  nal  or  for  a  different  one  most  rerj 

parte  Locke  (1879),  16  0.  G.  1140.  largely  be  determined  by  a  comparison 

That  where  a  device  is  described  in  of  the  two  instruments,  as  the  decision 

two  patents,  and  claimed  only  in  one,  mnst  necessarily  depend  upon  the  qnee- 

the   later   must   re-issne  for  it,  even  tion   whether   the   specifications    and 

though  the  inventor  is  sole  patentee  in  drawings  of  the  re-issued  patent  are 

that  patent,  and  he  and  his  assignee  are  not  substantially  the  same  as  thooe  of 

patentees  under  the  other,  see  Ex  parU  the  original ;  and  if  not,  whether  the 

Kirby  (1879),  16  O.  G.  1095.  omissions  or  additions  are  or  are  not 

That  when  a  device  is  described  in  greater  than  the  law  aUows  to  core  the 

two  patents  and  claimed  only  in  one,  defects  of  the  original  specification.'* 

and  the  earlier  cannot  re-issue  for  it,  the  7  O.  G.  919  (920). 

later  may,  as  where  it  was  omitted  on  See  also  Kerosene  Lamp  Heater  Co. 

purpose  from  the  earlier  but  by  mistake  v.  littell   (1878),   13  O.  G.  1009  ;  8 

in  the  kter,  see  Ex  parie  Locke  (1879),  Bann.  k  A.  312  ;  Tucker  v.  Tucker  M%. 

16  O.  G.  1140.  Co.  (1876),  10  0.  G.  464  ;  4  Clifford, 

*  That  where  a  device  is  shown  but  897  ;  2  Bann.  &  A.   401 ;  Stevens  «l 

not  claimed  in  two  or  more  patents,  only  Pritchard  (1876),  10  0.  G.  505  ;  4  Clif- 

the  earliest  can  re-issue  for  it,  see  iSv  ford,  417  ;  2  Bann.  A  A.  890 ;  Ex  parte 

parU  Kirby  (1879),  16  0.  G.  1095 ;  Ex  Evans  (1878),  8  O.  G.  180  ;  Metropoli- 

parU  Locke  (1879),  16  O.  G.  1140.  tan  Washing  Machine  Co.  ».  Provid«noe 

That  an  earlier  patent  cannot  re-issne  Tool  Co.  (1872),   Holmes,  161;   Par- 

to  cover  an  invention  described  only  in  ham  v,  American  Buttonhole,  OveTseam* 

a  later  one  of  the  same  general  class,  see  ing,   h  Sewing  Mach.   Co.   (1871),  4 

Seibert  Cylinder  Oil  Cup  Co.  v.  Harper  Fisher,  468  ;  Seymour  v.  Osborne  (1870), 

Steam  Lubricator  Co.  (1880),  4  Fed.  11  Wall.  516. 

Bep.  328.  '  That  a  comparison  of  the  sjiedfica* 
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the  meaning  of  teclmical  terms,  or  to  apply  the  language  of 
the  Description  to  its  proper  subject-matter.^  If  on  the  face 
of  the  two  specifications,  thus  compared,  it  is  apparent  that  the 
invention  claimed  in  the  re-issue  is  substantially  distinct  from 
that  attempted  to  be  covered  by  the  original  patent,  the  re- 
issue is  void.^  If  the  diversity  is  not  apparent,  the  re-issue,  so 
far  as  this  requirement  is  concerned,  will  be  sustained,  it  being 

tions,  drawings,  and  model  alone  can  tific  witnesses  is  indispensable  to  a  cor- 

be  resorted  to  in  order  to  ascertain  the  rect    understanding   of    its   meaning, 

identity  of  the  re-issne  with  the  original,  Both  parties  in  snch  a  case  wonld  have 

nnder  Sec.  4916  Rev.  Stat.,  where  the  a  right  to  examine  snch  witnesses,  and 

original  patent  has  drawings  or  model,  it  woald  undoubtedly  be  error  in  the 

see  Ez  parte  Seibert  (1877),  12  0.  G.  court  to  reject  the  testimony ;  but  the 

S68  ;  Ex  parte  Baldwin  (1876),  9  0.  G.  case  before  the  court  is  not  of  a  charac- 

689.  ter  to  render  it  expedient  to  pursue  the 

•  In  Seymour  v.  Osborne  (1870),  11  inquiry." 
Wall.  516,  Clifford,  J. :  (545)  '*  Whether         See  also  Heald  v.  Rice  (1882),  104 

a  re-issued  patent  is  for  the  same  inven-  U.  S.  737 ;  21  0.  G.  1443. 
tion  as  that  embodied  in  the  original        That  the  identity  or  diversity  of  the 

patent  or  for  a  different  one  is  a  question  original  and  the  re-issue  are  to  be  ascer- 

for  the  court  in  an  equity  suit,  to  be  de-  tained  only  by  inspecting  the  two  pat- 

tennined  as  a  matter  of  construction,  ents,  not  by  outside  evidence,  see  John- 

on  a  comparison  of  the  two  instruments,  sen  «.  Beard  (1875),  2  Bann.  &  A.  50  ; 

aided  or  not  by  the  testimony  of  expert  8  0.  G.  435. 

witnesses,  as  it  may  or  may  not  appear        That  parol  evidence  is  not  admissible 

that  one  or  both  may  contain  technical  to  show  that  the  subject-matter  of  the 

terms  or  terms  of  art  requiring  such  as-  re-issue  is  within  the  scope  of  the  orig- 

sistance  in  ascertaining  the  true  meaning  inal  invention,  where  it  does  not  ap- 

of  the  language  employed.    Where  the  pear  in  the   original   description,   see 

specification  and  Claim,  both  in  the  origi-  Union  Paper  Collar  Co.  v.  Van  Deusen 

nal  and  re-issued  patents,  are  expressed  (1874),  23  Wall  530  ;  7  0.  G.  919  ; 

in  ordinary  language,  without  employ-  Glue  Co.  v,  Upton  (1874),  1  Bann.  &  A. 

ing  any  technical  terms  or  terms  of  art,  497  ;  4  Clifford,  237  ;  6  0.  G.  887  ; 

the  question  whetherthe  re-issued  patent  Sarvenv.  Hall  (1872),  1  O.  G.  437;  5 

is  for  the  same  invention  as  tluit  de-  Fisher,  415  ;  9  Blatch.  524 ;  Seymour 

scribed  in  the  original  patent  or  for  a  «.  Osborne  (1870),  11  Wall.  516. 
different  one  is  purely  a  question  of        That  extrinsic  evidence  may  be  re- 

eonstmctioa ;  but  where  both  or  either  sorted  to  in  order  to  apply  the  descrip- 

eontain  teclmical  terms  or  terms  of  art  tions,  etc.,  to  their  subject-matter,  see 

the  court  may  hear  the  testimony  of  Heald  v.  Rice  (1882),  104  U.  S.  737  ; 

scientific  witnesses  to  aid  the  court  in  21  0.  G.  1443. 

coming  to  a  correct  conclusion.    Cases        ^  That  if  it  appears  on  the  face  of  the 

doabtiesB  arise  where  the  language  of  re-issued  and  original  patents  that  the 

the  specification  and  Claim,  both  of  the  inventions  are  not  identical,  the  re-issue 

•orrendered  and  re-issued  patents,  is  so  is  void,  see  cases  cited  in  §  665,  note  1, 

fotenpersed  with  technical  terms  and  ante. 
terms  of  ait  that  the  testimony  of  scien- 
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presumed  that  it  is  for  the  same  invention  as  the  original 
until  the  contrary  appears.^  In  comparing  the  two  specifica- 
tions, the  question  is  not  what  the  inventor  might  have  set 
forth  in  the  original  patent,  but  what  he  did  set  forth  as  his 
invention.^  Differences  in  the  Description  and  the  Claims  are 
not  material,  provided  the  inventions  are  the  same.^  That  the 
invention  claimed  in  the  re-issue  would  not  have  been  an  in- 
fringement of  the  former  patent  affords  no  test,  since  such 
patent  must  have  stood  or  fallen  by  its  own  Claims,  and  the 
re-issue  is  not  limited  to  these.  In  construing  the  respective 
specifications,  their  Descriptions,  drawings,  and  models  are  to 
be  taken  together,  not  separately,  and  the  character  of  the 
invention  gathered  from  them  as  a  whole.^    Drawings  omitted 

*  That  if  the  spedfications  of  the  re-  pradent  to  distarb  the  present  harmony 

iflsae  are  consistent  with  those  of  the  of  the  law  by  the  introduction  into  its 

original,  the  re-issue  is  valid,  see  Thomas  authoritative  statement  of  the  new  views 

V.  Shoe  Mach.  Mfg.  Co.  (1878),  8  Bann.  which  may  safely  be  expounded  and  dis^ 

&  A.  557  ;  16  0.  G.  541 ;  Herring  v,  cussed  in  the  notes. 
Nelson  (1877),  14  Blatch.  293 ;  12  0.         «  That   in    comparing   the  re-issne 

G.  758 ;  3  Bann.  &  A.  55 ;  Stevens  v.  with  the  original  patent,  the  question 

Pritchaid  (1876),  10  0.  G.  505  ;  4  Clif-  is  not  what  the  inventor  originally  in- 

ford,  417 ;  2  Bann.  &  A.  890 ;  Tucker  tended  to  patent,  but  what  did  he  in 

o.  Tucker  Mfg.  Co.  (1876),  10  O.  G.  fact  invent  and  try  to  patent,  see  Ameri- 

464 ;  4  Clifford,   397 ;  2  Bann.  &  A.  can  Wood  Paper  Co.  v.  Heft  (1867),  3 

401 ;  La  Baw  v.   Hawkins   (1874),  1  Fisher,  316. 

Bann.  &  A.  428  ;  6  0.  G.  724  ;  Chicago         That  the  question  is  not  how  the 

Fruit  House  Co.  v,  Bnsch  (1871),  2  Bis-  original  might  have  described  the  in- 

sell,  472  ;  4  Fisher,  495  ;  Carewv.  Bos-  vention,  but  how  it  did  describe  it,  see 

ton  Elastic  Fabric  Co.  (1871 ),  3  Clifford,  Hammond  v.  Franklin  (1885),  23  Blatch. 

365  ;  5  Fisher,  90  ;  1  0.  G.  91  ;  Sickels  77 ;  22  Fed.  Rep.  838  ;  30  O.  G.  1324. 
V.  Evans  (1863),  2  Fisher,  417  ;  2  Clif-         7  That  if  the  inventions  are  the  same, 

ford,  203 ;  and  cases  cited  in  §  684,  note  differences  of  description  are  immaterial, 

2,  post*  see  cases  cited  in  §  668,  notes  1,  2,  8^ 

In  this  paragraph,  and  in  the  text  ante. 
generally,  the  doctrine  that  a  re-issue         That  if  the  descriptioii,  drawings, 

is  presumed  to  be  for  the  same  inven-  and  model  of  the  re-issue  are  identical 

tion  as  the  original  until  the  contrary  with  those  of  the  original,  the  xv-issue 

appears  is  adhered  to,  notwithstanding  is  valid  though  the  Claims  may  differ, 

the  apparent  change  of  position  in  the  see  Black  v.  Thome  (1872),  5  Fisher, 

later  cases  in  the  Supreme  Court  as  in-  550  ;  10  Blatch.  66  ;  2  0.  G.  338  ;  and 

dicated  in  §  664,  note  2,  cmte.  So  many  cases  cited  in  §  668,  notes  5,  6,  7,  cmie. 
subordinate  rules  as  to  the  construction        *  That  the  identity  of  the  re-issue 

of  specifications,  the  burden  of  proof,  with  the  original  is  ascertained  by  oom- 

etc,  etc.,  have  grown  out  of  the  former  paring  their  drawings  and  specifications 

doctrine  that  it  has  not  been  considered  as  a  whole,  not  separately,  sea  Searls  v. 

§681 
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from  the  original  patent  by  mistake  may  be  inspected,  and 
the  model,  as  first  filed  in  the  Patent  Ofiice,  may  be  exam- 
ined.^ A  dilapidated  model  may  be  aided  by  evidence  disclos- 
ing its  primitive  condition,  if  not  inconsistent  with  the  draw- 
ings and  Description ;  ^^  and  when  a  feature  claimed  in  the 
re-issue  is  absent  from  the  specification  and  drawings,  the 
model  will  be  presumed  to  contain  it  unless  the  model  is  pro- 
duced.^^  Where  the  model  is  lost,  and  the  drawings  are  said 
to  be  incorrect,  no  change  can  be  permitted  in  the  latter  to 
cure  the  defect,  except  upon  the  most  conclusive  evidence  that 
the  invention,  as  presented  in  the  model,  would  have  justified 
the  change.^^  In  any  doubt  as  to  the  scope  of  the  re-issue 
specification  the  files  of  the  re-issue  application  may  be  re- 
sorted to  for  its  solution.^^ 

Worden  (1882),  21  0.  G.  1955  ;  11  Fed.  snfficient  basis  for  a  new  Claim  in  a  re- 

Bep.  501.  issue,  changing  the  character  of  the  in- 

*  That  the  drawings  and  model  origi-  Tention  originally  patented,  see  Flower 

nallj  filed  may  be  examined  in  reference  v.  Detroit  (1888),  127  U.  S.  568;  48 

to  the  identity  of  the  re-issne  with  the  0.  G.  1348. 

original,  see  Johnsen  v.  Beard  (1875),        ^  That  where  the  specifications  and 

2  Bann.  &  A.  50  ;  8  0.  G.  435.  drawings  of  the  original  do  not  show  the 

That  the  identity  of  the  original  and  feature  claimed  in  the  re-issue,  only  the 

le-issue  may  be  shown  by  the  original  inspection  of  the  model  can  determine 

drawing  or  model,  or  by  some  part  of  the  matter,  and  if  the  model  is  not  pro- 

the  drawings  which,  by  mistake,  was  duced  it  will  be  presumed  to  contain 

omitted    from  the  one   shown  in  the  the  feature,  see  Hendy  v.  Golden  State 

original  patent,  see  Ex  parte  Baldwin  &  Miners'  Iron  Works  (1883),  17  Fed. 

(1876),  9  O.  G.  639.  Bep.  515  ;  8  Sawyer,  468. 

1*  That  where  a  model  is  lost  or  de-        ^  That  where  the  original  model  is 

stroyed  it  may  be  established  by  papl,  lost  and  the  drawings  are  said  to  be  in- 

see  Meyer  v.  Groodyear^s  India  Rubber  correct,  the  court  should  not  change  the 

Glove  Mfg.  Co.  (1881),  22  0.  G.  681 ;  position  of  any  part  represented  in  the 

11  Fed.  Rep.  891 ;  20  Blatch.  91 .  drawing,  except  upon  the  clearest  proof, 

That  a  dilapidated  model  may  be  see  Royer  v.  RusseU  (1881),  20  0.  G. 

aided  by  evidence  showing  what  it  once  1819  ;  9  Fed.  Rep.  696. 
was,  if  not  inconsistent  with  the  original        ^  That  the  files  of  the  re-issue  appli- 

specifications  and  drawings,  in  order  to  cation  may  be  examined  to  show  the 

support  a  reissue,  see  Aultroan  v.  HoUey  scope  of  the  re-issue,  see  Hopkins  ft 

(1878),  11  Blatch.  817 ;  6  Fisher,  584  ;  Dickinson  Mfg.  Co.  v.  Corbin  (1881), 

5  0.  G.  8.  103  U.  8.  786  ;  20  0.  G.  297. 

That  the  Office  model  alone  is  not         See  also  §§  665,  666  and  notes,  ante. 

§681 
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§  682.  Identity  of  Stibjeot-Matter  of  a  Re-iasned  Maohlne-Patent, 
how  Determined. 

In  the  case  of  a  machine-patent,  the  identity  of  the  re-issne 
with  the  original  is  determined  by  the  application  of  a  stricter 
and  more  conclusive  test.  A  machine  is  an  organism  com* 
posed  of  physical  parts  so  arranged  as  to  operate  in  accord- 
ance with  a  pre-determined  structural  law.  It  is  capable  of 
exact  representation  in  a  drawing  or  series  of  drawings,  and 
of  equally  exact  reproduction  in  a  model.  Whatever  may  be 
the  difficulties  which  attend  its  verbal  description,  the  failure 
to  indicate  its  essential  parts  and  their  method  of  arrange- 
ment by  means  either  of  the  drawing  or  model  cannot  result 
from  inadvertence,  accident,  or  mistake.  If  not  fraudulent, 
such  failure  would  at  least  be  evidence  that  the  inventor  did 
not  comprehend  the  invention  which  he  had  undertaken  to  se- 
cure, and  therefore  could  not  be  entitled  to  a  patent.  Hence 
the  propriety  of  the  rule  that  in  a  machine-patent  the  identity 
of  the  re-issue  with  the  original  is  to  be  ascertained  by  com- 
paring the  models  and  drawings  with  each  other,  and  that 
nothing  can  be  embraced  in  the  re-issue  which  is  not  found 
either  in  the  models  or  the  drawings  annexed  to  the  original 
patent.  This  rule  works  no  hardship  to  the  inventor,  since 
his  original  patent  protects  all  equivalent  parts  and  arrange- 
ments of  parts  which  can  be  organized  under  the  same  struct* 
ural  law,  and  at  the  same  time  it  avoids  the  danger  that 
through  some  alteration  in  the  parts  or  their  arrangement,  as 
shown  in  the  original  drawings  or  model,  a  variation  in  the 
structural  law  might  imperceptibly  be  made,  and  thus  a  new 
machine  be  claimed  by  the  re-issue. 

§  683.  Identity  of  Subjeot-Bffatter  of  the  Re-iaaned  Patent;  ho^ 
Determined  when  the  Invention  oannot  be  Represented 
by  Drawinga  or  ModeL 

In  cases  where  the  invention  is  incapable  of  representation 
by  a  model  or  by  drawings,  necessity  requires  that  this  ques- 
tion of  identity  should  be  settled  by  such  methods  as  are  most 
available.  Language  even  at  its  best  is  ambiguous,  and  to 
compel  the  inventor  to  abide  by  the  construction  which  might 
be  put  by  others  on  his  words  alone,  would  often  deprive  him 
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of  the  most  important  fruits  of  his  inventive  skill.  In  deter- 
mining the  nature  of  the  invention  indicated  in  his  original 
specification,  and  attempted  to  be  covered  in  his  original  patent, 
the  disadvantage  under  which  he  labors  through  the  impossi- 
bility of  interpreting  his  verbal  description  by  pictorial  or 
material  representations  is  overcome,  in  the  hearing  on  his 
application  in  the  Patent  Office,  by  permitting  him  to  oflfer 
extrinsic  evidence  as  to  the  true  character  and  attributes  of 
the  invention  which  he  has  undertaken  to  describe.^    The 

§  683.   ^  In  Es  parte   Dieckerhoff  different   inyention,  howeyer  satisfac- 
(1877),  12  0.  G.  429,  Doolittle,  Act  tory  it  might  be  in  showing  that  the 
Com.  :  (480)  **  The  first  part  of  section  same  was  within  the  knowledge  of  an 
4916,  requiring  that  no   new  matter  applicant  at  the  time  of  applying  for  his 
shall  be  introduced  into  the  specifica-  original  patent,  could  justify  the  Office 
tion,  plainly  refers  to  those  cases  accom-  in  allowing  its  introduction  therein  by 
panied  by  drawing  and  model ;  and,  as  re-issue.    To  the  extent  of  correcting 
was  held  in  Seymour  v.  Osborne,  this  such  errors  and  omissions  as  are  some- 
provision  necessarily  excluded  the  right  times  supplied  by  consulting  the  model 
in  such  cases  to  open  the  case  to  new  and  drawing  filed  with  an  original  ap* 
parol  testimony  ;  but  the  express  decla-  plication,  the  clause  of  the  statute  under 
ration,  in  the  concluding  clause  of  the  consideration,  I  think,  clearly  obtains. 
section,   that  where  there   is   neither  It  might  permit,  for  instance,  of  the 
model  nor  drawing  amendments  may  be  consideration  of  all  original  papers  filed 
made  upon  proof   satisfactory  to  the  in  the  case,  and  such  other  evidence 
Commissioner  that  the  proposed   new  of  official  action  from  which  the  inten- 
matter  or  amendment  was  a  part  of  the  tions  of  the  parties  could  be  discovered 
original  invention,  establishes  a  class  of  or  their  rights  determined.    This  prac- 
certain  special  cases,  as  the  Supreme  tice  was  illustrated  in  the  case  of  Wins- 
Court  in  the  same  case  admitted.     It  low,  9  Official  Gazette,  795,  where  the 
gives  to  such  applicants  the  privilege  patent  had  been  passed  upon  by  the 
of  submitting  proof  as  to  matter  not  United  States  Supreme  Court,  and  cer- 
embodied  in  the  original  patent,  and  tain  matter  was  held  not  to  be  a  part 
permits  the  exercise  of  discretion  on  the  of  the  patent,  but  where  the  Office  con- 
put  of  the  Commissioner  in  the  consider-  sidered  the  decisions  of  inferior  courts, 
ataon  of  such  proof.  Construing  the  whole  a  dissenting  opinion  in  the  court  above, 
of  section  4916  together,  as  it  should  together  with  numerous  affidavits,  in- 
be,  and  keeping  in  mind  the  only  real  eluding  one  from  an  examiner  in  the 
and  lawful  purpose  of  a  re-issue  applica-  Patent  Office,  as  showing  clearly  the 
tion,  to  correct  accidental  mistakes  in  fact  that  the  applicant  had  made  the  in- 
the  original  specification  and  drawing,  vention  and  had  intended  to  incorpo- 
there  is  nothing  in  the  last  clause,  nor  rate  the  same  in  his  patent  and  believed 
any  previous  one,  to  authorize  a  depart-  that  he  had  done  so.    No  doubt  ex- 
ore  from  the  original  invention,  and  isted  in  that  case  as  to  what  the  appli- 
the  setting  up  in  a  re-issue  of  a  sub*  cant's  original  invention  was,  as  shown 
atantially     different    invention.      No  by  the  records  of  the  Office  and  the 
amount  of  proof  regarding  an  entirely  testimony  of  others  relating  thereto ; 
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sources  and  the  weight  of  this  extrinsic  evidence  have  not  been 
definitely  fixed  by  law.  The  statutes  merely  provide  that  in 
this  class  of  cases  the  proof,  upon  which  any  matter  omitted 
from  the  original  specification  may  be  regarded  as  a  part  of 
the  original  invention,  must  be  satisfactory  to  the  Commis- 
sioner, and  under  this  provision  papers  filed  in  the  Patent 
Office  in  connection  with  the  case,  and  other  evidence  of  ofii- 
cial  actions,  have  been  received.^  But,  upon  principle,  no 
evidence  should  be  admitted  inconsistent  with  the  original 
specification,  drawings,  and  model.  To  allow  a  re-issue  for 
an  invention  of  which  no  suggestion  appears  in  tlie  original 
specification,  upon  parol  evidence  alone,  sets  the  whole  ques- 
tion at  large,  and  opens  the  door  to  the  perpetration  of  the 
gravest  frauds  upon  the  public.^ 

§  684.  Identity  of  Bnbjeot-Matter  of  the  Re-issned  Patent  Pre- 
sumed nntll  the  Contrary  Appears :  Re-iuaed  Patent, 
how  Construed. 

The  invention  claimed  in  a  re-issue  is  presumed  to  be  identi- 
cal with  that  attempted  to  be  patented  in  the  original,^  and 

and  that  it  was  not  definitely  set  forth  invention  should  be  received.    Bk  parU 

and  claimed  was  clearly  an  inadvertenoe  Ball ;  Ex  parte  Dyson  ;  and  Wilson  v. 

that  could  be  supplied  by  the  character  Singer  ;    Law's   Digest,  620-622."     5 

of  proof  mentioned.    But  I  am  aware  Blatch.  134  (141). 
of  no  decision  of  the  Office  or  the  courts         ^  That  the  original  papers  filed  in 

which  would  justify  a  radical  departure  the  Patent  Office,  as  well  as  other  evi- 

from  the  invention  originally  indicated  dence,  may  serve  to  show  whether  the 

or  described  by  means  of  entirely  ez-  inventions  are  the  same,  see  Ex  parU 

traneous  proof."  Dieckerhoff  (1877),  12  O.  O.  429. 

In  Hussey  v.  Bradley  (1863),  2  Fish-  *  As  to  the  mode  of  investigating  this 
er,  862,  Hall,  J. :  (371)  '*But  it  is  question  of  identity  in  the  courts,  see 
well  settled  that  in  deciding  upon  these  §  664,  note  2,  ante. 
applications  for  a  re-issue  and  the  ques-  §  684.  ^  In  Spaeth  «.  Barney  (1885), 
tion  whether  the  invention  claimed  on  22  Fed.  Rep.  828,  Colt,  J.  :  (829) 
the  re-issue  is  the  same  invention  in-  ' '  The  re-issue  of  letters-patent  by  the 
tended  to  be  patented  on  the  original  Commissioner  is  prima  facie  endence 
application,  the  Commissioner  of  Pat-  that  such  re-issue  is  founded  on  sof- 
ents  is  not  confined  to  the  Claims,  ficient  cause,  and  is  in  accordance  with 
nor  even  to  the  examination  of  the  law.  It  is  also  presumed  that  the  Corn- 
evidence  furnished  by  the  specification,  missioner  acted  within  his  authority 
models,  and  drawings  accompanying  under  the  statute,  until  the  contiazy  is 
the  original  application  ;  and  that  any  proved.*'  80  0.  6.  997  (997). 
legal  proof  to  show  it  to  be  the  same         Further,  that  the   allowance  of  a 
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this  presumption  is  rebutted  only  when,  from  a  comparison  of 
the  two  specifications,  it  is  evident  that  a  substantial  differ- 
ence exists  between  them.^    In  aid  of  this  presumption,  the 

r»-i8Bae  raises  a  presamption    of   the  8  Fisher,  294  ;  6  Blatch.  195  ;  Morris  v. 

identity  of  the   subject-matter  which  Boyer  (1867),  8  Fisher,  176  ;  2  Bond, 

can  be  overcome  only  by  strong  and  66  ;    Forbes   o.    Barstow    Stove    Co. 

controlling  evidence,  see  Smith  v.  Good-  (1864),    2    Clifford,    879  ;    Hussey    v, 

year  Dental  Yolcanite  Co.  (1877),  98  Bradley    (1863),    2    Fisher,    862 ;    5 

U.  S.  486  ;  11  0.  G.  246 ;  Birdsell  v.  Blatch.    134  ;    Hassey  v.   McCormiek 

McDonald   (1874),   6    0.   G.   682 ;    1  (1859),  1  Fisher,  509  ;  1  Bissell,  300 ; 

Bann.    fc   A.   165  ;   Klein    v,   Rossell  Wood  worth  v.  Edwards  (1847),  3  W.  & 

(1878),  19  WaU.  488  ;  Hussey  v.  Brad-  M.  120  ;  2  Robb,  610  ;  Allen  r.  Blunt 

ley  (1863),  5  Blatch.  184  ;  2  Fisher,  (1846),  2  W.  &  M.  121 ;  2  Robb,  580. 

862;  Potter  V.Holland  (1858),  4  Blatch.  That  the  fact  that  a  re-issue  was 

288  ;  1  Fisher,  882  ;  O'Reilly  v,  Morse  granted  after  a  severe   contest   raises 

(1854),  15  How.  62  ;  French  v.  Rogers  a  strong  presumption  in  its  favor,  see 

(1851),  1  Fisher,  133.  Consolidated  Bunging  Apparatus  Co. 

That  there  is  also  a  strong  general  v.  Peter  Schoenhofen  Brewing  Co.  (1886), 

presumption  in  favor  of  the  validity  of  a  28  Fed.  Rep.  428  ;  87  O.  G.  786. 

re-issae  and  the  consequent  identity  of  ^  In  Thomas  v.  Shoe  Machinery  Mfg. 

the  inventions,  see  Dederick  v.  CasseU  Co.  (1878),  8  Bann.  &  A.  557,  Clifford, 

(1881),  9  Fed.   Rep.   806 ;  20  O.   G.  J.:  (560)   **  Where  the  Commissioner 

1288  ;  14  Phila.  608  ;  Thomas  v.  Shoe  accepts  a  surrender  of  an  original  patent 

Mach.  Mfg.  Co.  (1878),  3  Bann.  &  A.  and  grants  a  new  patent,  his  decision  in 

557  ;  16  O.  G.  541 ;  American  Middlings  the  premises,  in  a  mit/or  infringement^ 

Purifier   Ca   v,  Atlantic    Milling  (^.  is  final  and  decisive,  and  is  not  re-exam- 

(1877),  8  Bann.  &  A.  168  ;  4  Dillon,  inable   in  such  a  suit  in  the  circuit 

100  ;    Reissner  v.  Anness    (1877),   18  court,  unless  it  is  apparent  upon  the 

0.  G.  870  ;  8  Bann.  k  A.  176  ;  Smith  face  of  the  patent  that  he  has  exceeded 

V,    Goodyear    Dental    Vulcanite    Co.  his  authority,  and  that  there  is  such 

(1877),  98  U.  S.  486  ;  11  0.  G.  246  ;  a  repugnancy  between  the  old  and  the 

MiUer  &  Peters  Mfg.  Co.  r.  Du  Bml  new  patents  that  it  must  be  held  as 

(1877),  12  O.  G.  851  ;  2  Bann.  &  A.  matter  of  legal  construction  that  the 

618  ;  Tucker  9.  Tucker  Mfg.  Co.  (1876),  new  patent  is  not  for  the  same  inven- 

10  O.  G.  464  ;  2  Bann.  &  A.  401  ;  4  tion  as  that  embraced  and  secured  in 

Clifford,    897 ;    Stevens   r.    Pritchard  the  original    Seymour  v,  Osborne,  11 

(1876),  10  0.  G.  505 ;  4  CUfford,  417  ;  Wall  548.  .  .  •  Courts  of  justice  will 

2  Bann.  &  A.  890  ;  Salamander  Felting  avoid  such  a  conclusion,  if  they  can 

Co.  V.  Haven  (1875),  8  DiUon,  181  ;  reasonably  do  so,  by  a  proper  applica- 

9  O.  G.  258  ;  Doherty  o.  Haynes  (1874),  tion  of  the  maxim  that  patents  are  to 

4    Clifford,    291 ;    6    0.    G.    118  ;   1  receive  a  liberal   construction,  and,  if 

Bann.  &  A.  289  ;  Bantzr.  Elsas  (1874),  practicable,  be  so  interpreted  as  to  up- 

6  0.  G.  117  ;  1  Bann.  &  A.  851 ;  La  hold  and  not  destroy  the  right  of  the 

Baw  9.  Hawkins  (1874),  6  O.  G.  724  ;  inventor.    Turrill  v.  Railroad,  1  Wall. 

1  Bann.  fc  A.  428  ;  Guidet  v.  Barber  491 ;  Ames  v,  Howard,  1  Sum.  482 ; 

(1878),  5  O.  G.  149  ;  Jordan  v.  Dobson  Blanchard  v.  Sprague,  8  Sum.  279  ;  Glue 

(1870),  2  Abbott,  898 ;  7  Phila.  583  ;  Co.   v.   Upton,   6  O.  G.  887.    Blight 

4  Fisher,  282 ;  Blake  v,  Stafford  (1868),  changes  will  not  sustain  such  a  defence^ 


880         TREATISE  ON  THE  LAW  OF  PATENTS.    [BOOK  IH. 

Description,  drawings,  and  model  of  the  re-issne  are  always  so 
construed,  if  possible,  as  to  confine  the  re-issue  to  the  original 

invention.^    Claims  apparently  in  excess  of  the  original  inven- 

nor  will  the  court  in  any  case  declare  the  original   patent'*     6    O.   G.   724 

the  patent  void  on  that  account,  if,  by  (726). 

the  true  construction  of  the  two  instm-  Further,  that  the  re-issae   is   pn* 

ments,  the  invention  secured  by  the  sumed  to  be  for  the  same  inventiaii 

two  instruments  is   not   substantially  until  by  comparing  it  with  the  original 

different  from  that  embodied   in   the  patent   the   want   of   identity  clearly 

original  patent.    Inquiries  in  such  a  appears,  see  Searles  t>.  Bontou  (1881), 

case  are  restricted  to  a  comparison  of  21  0.  G.  1784 ;  12  Fed.  Bep.  140 ;  20 

the  terms  and  import  of  the  two  patents  Blatch.  426  ;  Smith  o.  Goodyear  Dental 

in  view  of  the  drawings  and  Patent  Vulcanite  Go.  (1877),  98  CJ.  S.  486 ;  11 

Office  model.    If  from  these  it  results  O.  G.  246  ;  Doherty  v.  Haynes  (1874), 

that  the  invention  claimed  in  the  re-  4  Clifford,  291 ;  6  O.  G.  118  ;  1  Bann. 

issue  is  not  substantially  different  from  4b  A.  289  ;  Seymour  r.  Marsh  (1872), 

the  one  described,  suggested,   or  indi-  6  Fisher,  115 ;  2  0.  G.  675 ;  9  Pfaik, 

cated  in  the  specification  or  drawings  of  880. 

the  original  patent  or    Patent   Office  *  That  the  question  of  identity  be* 

model,   the  re-issued  patent  must  be  tween  a  re-issue  and  its  original  is  a 

held  valid,  as  all  other  alterations  and  question  of  con8tmction»  not  of  evidenee^ 

amendments   plainly  fall   within    the  if  the  court  can  understand  the  inven- 

intent  and  puquMw  of   the   provision  tions  from  the  patents,  see  Ueald  v. 

in  the  act  of  Congress  which  allows  Bice  (1881),  104  U,  S.  787  ;  21  0.  6. 

a  surrender  and  re-issue  ;  or  in  other  1443 ;  Seymour  v.  Osborne  (1870),  11 

words,  if  the  re-issued  patent  does  not,  Wall.  616. 

upon  the  face  of  the  instrument,  em-  That    the   Claims   ci  the   re-iasaa 

brace  anything   not   substantially  de-  should  be  construed,  if  possible,  so  as  to 

scribed,  suggested,  or  indicated  in  the  cover  only  the  real  invention  described 

specifications,  drawings,  or  model  of  the  in  the  original,  see  Brainard  v.  Crammo 

original,  the  defence  that  the  re-issued  (1882),  12  Fed.  Bep.  621 ;  22  0.  G. 

patent  is  not  for  the  same  invention  as  769  ;  20  Blatch.  530  ;  Swain  Turbine  k 

the  original  must  be  overruled."     16  Mfg.  Co.  v.  Ladd  (1877X  H  O.  G.  168 ; 

O.  G.  641  (542).  2  Bann.  &  A.  488. 

In  La  Baw  r.  Hawkins  (1874),  1  That  a  re-issue  may  be  construed  by 

Bann.   k    A.   428,    Nixon,   J.  :   (429)  the   original,    see   Tyler   v.  Galloway 

"  The  act  of  the  Commissioner  in  ac-  (1882),  20  Blatch.  445  ;  22  O.  G.  2072 ; 

cepting  a  surrender  and  granting  a  re-  12  Fed.  Bep.  567  ;  Cobum  v.  Schroedor 

issue,  is  final  and  conclusive,  and  not  (1882),  22  O.  G.  1538  ;  Tyler  v.  Welch 

re-ezaminable  in  a  suit  in  the  Cireuit  (1880),  8  Fed.  Bep.   636 ;  18  Blatch. 

Court,  unless  it  is  apparent,  upon  the  209 ;  17  0.  G.  1508 ;  Mannfactnriiig 

face  of  the  patent,  that  he  has  exceeded  Co.  v.  Ladd  (1880),  102  U.  8.  408  ;  19 

his  authority,  or  that  there  is  such  a  O.  G.  62 ;  Klein  v.  BusaeU  (1873),  19 

a  repugnancy  between  the  old  and  the  Wall.  433  ;  Ely  v.  Monson  &  Brimfidd 

new  patent  that  it  must  be  held  as  Mfg.  Co.  (1860),  4  Fisher,  64. 

matter  of  legal  construction  that  the  That  where  one  part  of  the  re-iaane 

new  patent  is  not  for  the  same  inven-  seems  void,  it  may  be  constraed  with 

tion  as  that  embraced  and  secured  in  the  other  parts  and  the  whole  together 

§684 
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tion  are  restricted  by  interpretation,^  and  void  Claims  are  re- 
jected without  prejudice  to  such  as  have  been  properly  al- 
lowed.^   The  entire  re-issue  specification  is  considered  as  an 

may  stand,  see  Carew  v,  Boston  Elastio  and  first  inventor  or  discoverer,  bis  pat- 
Fabric  Co.  (1871),  8  CUffoid,  856 ;  6  ent  is  valid  for  all  tbat  part  wbicb  is 
Fisher,  90  ;  1  O.  G.  91.  truly  and  justly  his  own,  provided  the 

That  where  a  re-iBsae  broadening  the  same  is  a  material  and  substantial  part 

Claims  is  granted  after  a  delay  of  four  of  the  thing  patented,  and  definitely 

and  a  half  years  it  will  be  construed  distinguishable  from  the  parts  claimed 

as  covering  the  same    matter  as    the  without  right ;  and  the  patentee,  u]K)n 

original,  see  Albany  Steam  Trap  Co.  v.  seasonably  recording  in  the  Patent  Of- 

Felthonsen  (1885),  82  O.  G.  1289.  fice  a  disclaimer  in  writing  of  the  parts 

That  where  a  specific  and  complete  which  he  did  not  invent,  or  to  which  he 

invention  is  fully  described,  and  all  the  has  no  valid  claim,  may  maintain  a  suit 

papers  including  the  application,  etc,  upon  that  part  which  he  is  entitled 

show  that  this  was  what  the  patentee  to  hold,  altiiough  in  a  suit   brought 

intended  to  claim,  there  can  have  been  before  the  disclaimer  he  cannot  recover 

no  inadvertence,  and  the  re-issue  cannot  costs.     Rev.   Stat  Sects.  4917,  4922  ; 

be  broadly  construed  even  though  the  O'Reilly  v.  Morse,  15  How.   62,  120, 

actual  invention  were  wider  than  that  121 ;  Vance  v.  Campbell,  above  cited, 

described,  see  Tale  Lock  Mfg.  Co.  «.  A  re-issued  patent  is  within  the  letter 

James  (1884),  28  0.  G.  917  ;  20  Fed.  and  the  spirit  of  these  provisions."    28 

Bep.  903  ;  22  Blatch.  294.  0.  G.  2119  (2120). 

That  a  re-issue  as  well  as  an  original  Further,  that  void  Claims  in  a  re- 
patent  is  to  be  so  construed,  if  possible,  issue  do  not  affect  the  valid  Claims,  see 
as  to  cover  the  real  invention  according  Reed  v.  Chase  (1885),  25  Fed.  Rep. 
to  the  construction  given  to  it  by  the  94 ;  88  O.  G.  996 ;  American  Diamond 
patentee,  see  Klein  r.  Russell  (1873),  Rock  Boring  Co.  v.  Sheldon  (1885),  25 
19  Wall.  488.  Fed.  Rep.  768  ;  S3  O.  G.  1598  :  Giant 

^  That  the  Claims  of  the  re-issue  will  Powder  Co.  v.  Safety  Nitro  Powder  Co. 

not  be  enlarged  by  construction,  but  (1884),  10  Sawyer,  28  ;  27  0.  G.  99 ; 

will  be  confined  to  the  original  inven-  19  Fed.  Rep.   509  ;  Reay  t;.   Raynor 

tion,  if  capable  of  that  interpretation,  (1884),  22  Blatch.  18  ;  26  O.  G.  1111  ; 

see  Tyler  v.  Welch  (1880),  8  Fed.  Rep.  19  Fed.  Rep.  808  ;  Dryfoos  v.  Wiese 

686  ;  17  O.  G.  1508  ;  18  Blatch.  209.  (1884),  22  Blatch.  19  ;  26  0.  Q.  689  ; 

*  In  Ghige  V,  Herring  (1882),    107  19  Fed.  Rep.  815  ;  Havemeyer  v,  Ran- 

U.  8.  640,  Gray,  J.  :  (646)  "The  in-  dall  (1884),  21  Fed.  Rep.  404 ;  Hayes 

validity  of  the  new  C^aim  in  the  re-issue  v.   Bickelhoupt  (1884),  21  Fed.  Rep. 

does  not  indeed  impair  the  validity  of  567 ;  29  0.  G.  868  ;  22  Bktch.  463  ; 

tilie  original  Claim,  which  is  repeated  Worden  r.  Searls  (1884),  21  Fed.  Rep. 

and  separately  sUted  in  the  re-issued  406  ;  Odell  «.  Stout  (1884),   22  Fed. 

patent     Under  the  provisions  of  the  Rep.  159  ;  29  O.  G.  862  ;  Gold  &  Stock 

Patent  Act,  whenever  through  inadver-  Telegraph  Co.  v.  Wiley  (1883),  17  Fed. 

tence,  accident,  or  mistake,  and  with-  Rep.  284 ;  Wood  r.  Packer  (1888),  17 

oat  any  wilful  default  or  intent  to  de-  Fed.  Rep.  650  ;  Cote  v.  Moffitt  (1888), 

ftaod  or  mislead  the  public,  a  patentee  15  Fed.  Rep.  845  ;  Starrett  r.  Athol 

in  his  specification  has  claimed  more  Mach.  Co.  (1888),  28  O.  G.  1729  ;  14 

than  that  of  which  he  was  the  original  Fed.  Rep.  910  ;  Schillinger  v.  Green* 

684 
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honest  effort  to  amend  the  original  specification  in  conformity 
with  the  essential  character  of  the  invention,  as  shown  by  the 
state  of  the  art  at  the  date  of  the  original  patent,^  and  only 
when  it  is  incapable  of  any  reasonable  constmction,  without 
extending  it  beyond  the  limits  of  the  actual  invention,  is  it 
held  to  be  a  departure  from  the  original  patent,  and  on  that 
account  invalidJ 

§  685.  Third  Proposition :  Amendment  by  Re-iseue  not  Per- 
mitted unless  the  Imperfections  in  the  Original  Patent 
Arose  withont  Frand,  and  from  Inadvertenoei  Aootdent, 
or  Mistake. 

The  third  proposition  asserts  that  a  re-issue  cannot  be  al- 
lowed for  the  correction  of  an  error  unless  it  occurred  through 
inadvertence,  accident,  or  mistake,  and  withont  any  fi-audn- 
lent  or  deceptive  intention.^    This  proposition  rests  in  part 

way  Brewing  Co.  (1883),  24  O.  G.  495  ;  compared  with  the  re-iasue,  see  Eachot 

17  Fed.  Rep.  244  ;  Fetter  v.  NewhaU  v.  Broomall  (1885),  115  U.  S.  429 ;  83 

(1888),  21  Blatch.  445  ;  25  0.  G.  502 ;  0.  G.  1265. 

17  Fed.  Rep.  841  ;  Tyler  «.  Galloway  7  See  §  746  and  notes,  potL 

(1882),  12  Fed.  Rep.  567  ;  20  Blatch.  §  685.  ^  In  Coon  v.  Wilson  (1885), 

445  ;  22  0.  G.  2072.  118  U.  S.  268,  Blatchford,  J.  :  (277) 

That  a  void  Claim  in  a  re-issae  may  "  As  the  rule  is  expressed  in  the  recent 

he  disclaimed,  see  Tyler  v.  Galloway  case  of  Mahn  v.  Harwood,  112  U.  8. 

(1882).  12  Fed.  Rep.  567  ;  20  Blatch.  854,  a  patent  'cannot  he  kwfuUy  re- 

445  ;  22  0.  G.  2072.  issued  for  the  mere  purpose  of  enlaiging 

*  In    Crandall  v.   Parker   Carriage  the  Claim,  unless  there  has  been  a  dear 

Goods  Co.  (1884),  20  Fed.  Rep.  851,  mistake    inadvertently   oommitted    in 

Coxe,  J. ;  (852)  "  Where  it  can  be  seen  the  wording  of  the  Claim,  and  the  appli- 

that  the  patentee  seeks,  by  apt  words  of  cation  for  a  re-issue  is  made  within  a 

description,  to  secure  what  he  has  hon-  reasonably  short  period  after  the  origi- 

estly  invented  and  nothing  more,  the  nal  patent  was  granted.'    But  a  clear 

court  should  hesitate  to   regard  with  mistake,  inadvertently  committed  in  the 

favor  the  accusations  now  so  freely  made  wording  of  the  Claim,  is  necessary  with- 

against  re-issued  patents."    28  0.   G.  out  reference  to  the  length  of  time." 

369  (370).  30  0.  G.  889  (891). 

That  a  re-issue  should  be  construed  In  Ex  parte  Conklin  (1874),  1  Mao> 

in  view  of  the  state  of  the  art  at  the  Arthur,    375,    MacArthur,   J. :    (878) 

time  the  original  was  granted,  see  Gar-  '*  It  will  be  seen  by  the  terms  of  the 

nean  v.  Dozier  (1880),  102  U.  S.  230  ;  statute  that  in  order  to  entitle  a  party 

19  0.  G.  61.  to  the  re-issue  of  a  patent  it  is  incnm- 

That  the  state  of  the  art  when  the  bent  on  him  to  show  that  it  is  inopera- 

original  was  filed  may  be  shown  on  the  tive  or  invalid  by  reason  of  a  defective 

question  of  identity  between  the  original  or  insufficient  specification,  or  that  the 

and  re-issue  to  interpret  the  original  as  patentee  had  claimed  more  than  he  ia* 
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upon  the  doctrine  of  fraud  and  in  part  upon  the  doctrines  of 
estoppel  and  abandonment.  A  wilful  attempt  to  deceive  the 
public,  whether  by  express  misrepresentation  or  by  obscurity 
and  insufficiency  of  statement,  is  a  fraud.  It  violates  the  fun- 
damental principles  of  contract,  upon  which  the  right  of  an 
inventor  to  his  patent  privilege  depends.  If  such  an  attempt 
be  proved,  the  patent  is  void  db  initio  ;  its  errors  are  incapable 
of  remedy  by  any  method  of  amendment ;  and  the  inventor 
forfeits,  as  a  penalty  for  his  wrong-doing,  the  entire  protection 
he  might  otherwise  have  obtained.^    An  intentional  misrepre- 

Tented,  and  that  the  error  had  ariBen  by  its  aid  to  him,  but  wiU  leave  him  to  en- 
inadvertence,  accident,  or  mistake,  and  joy  only  such  limited  advantages  as  he 
without  any  fraudulent  intention.    Uu-  has  actually  secured.     The  law  reserves 
less  these  circumstances  exist  in  an  ap-  its  remedies  for  the  careful  and  vigilant 
plication  of  this  character,  I  can  find  no  who  may  have  been  misled  from  any  of 
authority  by  which  the  Commissioner  the  causes  mentioned  in  the  statute."  5 
can  re-issue  a  patent ;  as  he  is  an  officer  0.  6.  235  (236). 
of  special  and  limited  power,  his  action         In  Jordan  v.  Dobson  (1870),  4  Fisher, 
must  be  restricted  to  the  particular  cases  232,  Strong,  J.  :  (237)  "If  the  defect 
mentioned  in  the  statute.     I  refer  to  or  insufficiency  of  the  specifications  of 
these  requirements  of  law  because,  if  the  surrendered  patents  had  not  arisen 
the  original  patent  is  neither  inoperative  from  inadvertence,  accident,  or  mistake, 
nor  invalid,  and  if  no  error  has  been  oc-  and  without  fraudulent  intention,  the 
casioned  by  accident  or  mistake,  there  Commissioner  had  no  right  to  re-issue 
must  be  a  presumption  of  law  and  fact  the  patent."    2  Abbot,  898  (404) ;  7 
that  the  patentee  has  abandoned  to  the  Phila.  533  (535). 
use  of  the  public  everything  which  he         See  also  ^  part«  Whitely  (1886),  86 
may  have  invented,  but  which  he  did  0.  G.  1243  ;  Bate  Refrigerating  Co.  o. 
not  include  in  his  Claims  and  specifica-  Eastman  (1885),  24  Fed.  Rep.  645  ;  82 
tionSb    The  law  presumes  that  every  one  O.  G.  517 ;  Clements  r.  Odorless  Ezca- 
who  applies  for  a  patent  will  embody  vating  Apparatus  Co.  (1884),  109  U.  8. 
his   invention    in   specifications    suffi-  641 ;  26  O.  G.  853 ;  Flower  v.  Rayner 
ciently  definite  to  preserve  as  much  of  (1881),   6  Fed.   Bep.   798;  19  0.  G. 
lus  discovery  as  he  desires  to  protect  by  425  ;  Meyer  v,  Maxheimer  (1881),  20  O. 
a  patent    If,  from  mistake,  he  has  over-  G.  1162  ;  20  Blatch.  15  ;  9  Fed.  Rep, 
looked  anything  within  the  scope  of  his  99  ;    Giant    Powder  Co.   r.   California 
invention,  he  may  surrender  his  patent  Vigorit  Powder  Co.  (1880),  18  O.  G. 
on  that  ground,  and  claim  a  new  one,  1339 ;   6  Sawyer,   508 ;   4  Fed.   Rep. 
in  accordance  with  amended  specifica-  720 ;   Giant  Powder  Co.  v.  California 
lions.   The  party  asking  this  relief  must  Powder  Works  (1875),  8  Sawyer,  448  ; 
be  denied  it  unless  he  brings  himself  2  Bann.  &  A.  131  ;  Knight  v.  Baltimore 
within  the  sUtnte.      When  he  knows  &  Ohio  B.  R.  Co.  (1840),  Taney,  106  ; 
all  the  facts  relating  to  his  own  case,  3  Fisher,  1 ;  Opinion  Atty.  Gen.  (1886), 
bot,   through    culpable    negligence   or  8  Op.  At.  Gen.  165. 
misconduct,  has  failed  to  claim  all  of         '  This  doctrine  rests  not  merely  upon 
bis  diaooveiy,  the  law  will  not  extend  general  principles  of  law,  but  upon  the 
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sentation  or  concealment,  without  fraudulent  design,  concludes 
the  party  making  it  as  to  the  character  and  scope  of  the  inven- 
tion attempted  to  be  covered  by  the  patent  What  has  been 
properly  described  and  claimed  is  regai*ded  as  its  true  subject- 
matter  ;  what  has  been  voluntarily  omitted  or  misstated  is 
considered  as  abandoned  to  the  public,  or  as  permanently 
excluded  from  that  particular  patent;^  and  though  it  may 
sometimes  be  made  the  subject-matter  of  a  future  patent,  it 
cannot  be  incorporated  into  the  existing  patent  by  re-issue. 
An  error  which  occurs  through  inadvertence,  accident,  or  mis- 
take, is  neither  intentional  nor  fraudulent,  but  is  consistent 
with  an  honest  attempt  to  describe  and  claim  the  complete 
invention,  as  the  inventor  has  himself  conceived  it  and  ren- 
dered it  available  for  public  use>  It  is  for  the  purpose  of 
correcting  this  latter  error  only  that  an  amendment  by  re- 
issue is  permitted. 

express  provisions  of  the  statute.    An  R.  R.  Co.  (1816),  i  How.  880  ;  2  Bobb^ 

attempt  to  deceive  the  public  by  a  sup-  886. 

pression  of  the  truth  or  the  suggestion         That  the  re-iasue  affords /mma/adif 

of  a  falsehood  in  the  description  and  evidence  of  inadvertence,  but  may  be 

speciiication  of  the  patent  is  therein  overcome  by  other  proof,  see  OdeU  «. 

made  a  valid   defence  in  any  action  Stout  (1884),  22  Fed.  Rep.  159 ;  29  0. 

based  upon  the  patent.    The  right  to  G.  862. 

amend  a  defective  patent  either  by  dis-         That  "  inadvertence,  etc.,'*  exists  in 

claimer  or  re-issue  is  also  conditioned  reference  to  the  application,  not  the  in- 

upon  the  absence  of  any  fraudulent  or  vention,  and    occurs    only  where  the 

deceptive  intention  on  the  part  of  the  former  does  not  describe  and  claim  what 

patentee.     Diligence  and  good  faith  are  the  inventor  intended  to  protect,  see 

alike  required  of  him  as  qualities  of  con-  JEx  parte  Mahnken  (1887),  41  O.  G* 

duct  and  purpose  without  which  no  con-  1269. 

cession  of  exclusive  privUeges  to  him         That  a  Claim  left  out  of  the  original 

can  be  allowed.    See  Miller  v.  Brass  Co.  because  the  applicant  did  not  consider 

(1882),  104  U.  S.  850  ;  21  0.  G.  201.  its  subject-matter  patentable  cannot  be 

*  That  a  re-issue  cannot  claim  matter  inserted  in  the  re-issue,  see  JBx  parU 
intentionally  omitted  from  the  original,  Mahnken  (1887),  40  0.  G.  915. 

see  Ex  parte  Mahnken  (1887),  40  0.  G.         That  an  error  in  opinion  or  judgment 

915;  Shirley  V.  Mayer  (1885),  23  Blatch.  is  not  "mistake  or  inadvertence,"   see 

249  ;  25  Fed.  Rep.  88  ;  84  O.  G.  1391.  Ex  parte  Mahnken  (1887),  40  O.   0. 

*  That  *'  mistake  "  as  ground  for  ro-  915. 

issue  is  not  the  same  thing  as  "  misun-         That  a  re-issue  which  was  evidently 

derstanding/'    see   Ex  parte    Wilkina  procured  to  cover  other  later  devioei 

(1888),  24  O.  G.  1270.  and  not  to  cure  faults  arising  from  inad- 

That  it  is  immaterial  by  what  mis-  vertenoe  or  mistake  is  invalid,  see  New* 

take  or  inadvertence  a  re-issue  becomes  ton  v,  Furst  &  Bradley  M%.  Co.  (1S86)» 

necessary,  see  Stimpson  «.  Westchester  119  U.  B.  878 ;  88  0.  G.  104. 
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§  686.  Re-issue  not  Permitted  where  the  Defects  in  the  Original 
Patent  Arose  through  Fraud. 

With  reference  to  this  third  proposition,  defects  and  in- 
sufficiencies in  the  Description  or  Claims  of  a  patent  may 
thus  be  grouped  in  three  classes :  (1)  Those  which  are  in- 
tentional and  fraudulent;  (2)  Those  which  are  intentional 
but  not  fraudulent ;  (8)  Those  which  are  neither  intentional 
nor  fraudulent,  but  which  arise  from  inadvertence,  accident, 
or  mistake.  Concerning  the  first  class,  the  law  is  plain  and 
fully  settled.  The  question  as  to  the  existence  of  a  fraud- 
ulent and  deceptive  intention  is  a  question  of  fact  to  be  de- 
termined, upon  direct  or  inferential  evidence,  by  whatever 
tribunal  may  have  jurisdiction  of  the  controversy  in  which 
the  question  is  raised.  Thus  on  an  application  for  a  re-issue, 
the  Commissioner  may  inquire  into  the  original  good  faith  of 
the  patentee,  and  upon  satisfactory  proof  of  bad  faith  may 
deny  the  application.  The  courts,  in  ascertaining  the  validity  of 
a  re-issue  already  granted,  may  pursue  the  same  investigation, 
and  if  a  fraudulent  intent  appears  to  have  been  entertained 
by  the  original  patentee,  may  treat  the  re-issue  as  invalid.^ 

§  687.  Re-issue  not  Permitted  to  R^eot  Matter  Intentionally 
Inserted  in  the  Original  Patent,  nor  to  Restore  Mat- 
ter  Intentionally  Bzoladed. 

The  line  between  the  second  and  third  classes,  though  suf- 
ficiently clear  in  statement,  is  not  always  easy  to  define  in 

§  686.  1  The  extent  of  the  authority  enlai^  the  sphere  of  judicial  authority, 
of  the  courts  to  inquire  into  the  inten-  and  permit  the  courts  to  go  behind  the 
tion  of  the  patentee  in  omitting  or  mis-  fimUng  of  the  Commissioner  upon  the 
stating  any  feature  of  the  invention  in  questions  of  inadvertence,  etc.,  in  ordi- 
his  original  patent  cannot,  at  present,  nary  actions  on  the  re- issued  patent  has 
be  predsely  defined.    That  the  decision  recently  been  manifested  ;  and  though 
of  the  Commissioner  on  the  good  faith  indulged  with  great  caution,  and  with 
of  the  patentee  in  applying  for  a  re-  perhaps  too  much  regard  for  the  sup- 
issue,  and  on  the  absence  of  corruption  posed  prerogatiyes  of  the  Commissioner, 
in  aUowing  it,  is  final,  except  upon  pro-  is  so  clearly  in  the  interests  of  a  just 
ceedings  brought  to  repeal  the  re-issued  administration  of  the  law  that  its  re- 
patent,  is  conceded ;  and  that  a  patent  suit  in  bringing  all  these  issues  into 
may  be  collaterally  attacked,   on  the  the  jurisdiction  of  the  courts  in  any 
I^KMUid  that  its  Description  and  Claims  suit,  in  which  the  validity  of  the  patent 
are  fraudulent  and  intended  to  deceive,  is  involved,  may  be  considered  as  already 
ii  beyond  question.    A  disposition  to  certain.  See  §§  714,  715,  and  notes,  jxut 
▼OL.  II. — 25 
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practice.  That  matter  which  has  once  been  deliberately  em- 
braced witliin  or  excluded  from  a  patent  can  neither  be  dis- 
claimed nor  reclaimed  by  an  amendment,  and  that  matter 
unintentionally  included  or  omitted  may  be  afterward  re- 
jected or  inserted,  are  rules  distinct,  precise,  and  exhaustive. 
The  difficulty  is  found  in  ascertaining  whether  the  original 
misstatement  was  deliberate  or  unintentional,  and  in  devising 
and  applying  tests  by  which  this  question  may  be  settled 
without  relying  on  the  evidence  of  the  inventor  as  to  the  ob- 
ject which  he  had  in  view.  The  positions  generally  taken  by 
the  Patent  Office  and  the  courts  in  reference  to  this  question 
are  in  harmony  with  those  assumed  in  regard  to  other  as- 
pects of  the  doctrines  of  abandonment  and  estoppel.^  Aban- 
donment is  always  a  question  of  intention,  to  be  gathered 
in  all  cases  from  the  conduct  of  the  inventor  toward  his 
invention  or  the  public.  Estoppel  rests  upon  an  actual  or 
presumed  intention  of  the  inventor,  which  is  made  effective 
by  forbidding  him  to  depart  from  the  position  he  has  once 
assumed.  Errors  occurring  in  the  Description  or  Claims 
of  the  original  patent  are  thus  held  to  have  been  deliberate 
or  unintentional  according  to  the  indications  afforded  by  the 
circumstances  causing,  or  connected  with,  or  relating  to  the 
occurrence  of  these  errors.  Such  circumstances  may  precede 
or  be  concurrent  with  or  subsequent  to  the  issue  of  the  origi- 
nal patent.  They  may  appear  upon  the  face  of  the  patent 
itself,  or  in  the  records  of  the  Patent  Office,  or  in  the  actions 
or  omissions  of  the  inventor ;  and  whenever  from  these  cir- 
cumstances it  is  evident  that  the  inventor  deliberately  made 
his  attempt  to  describe  and  claim  the  invention  in  the  form 
and  with  the  limitations  inserted  in  the  original  specification, 
any  endeavor  to  correct  the  statement,  by  changing  that  form 
or  discarding  those  limitations  in  the  re-issue,  is  unlawful. 
What  circumstances  have  been  treated  by  the  Patent  OflRce 
or  the  courts  as  indicative  of  such  intentional  exclusion, 
will  be  now  considered. 

§  687.  ^  That  whenever  it  may  be  actionn,  will  be  resorted  to  in  the  ad- 
necessary  for  the  protection  of  either  judication  of  patent  causes,  see  §§  346 
pnbUc  or  private  rights,  the  doctrine  and  notes,  857,  note  8,  390  and  notes* 
of  estoppel,  as  now  applied  in  courts  arUe,  and  §§  981,  1021,  1046,  119«s 
of  law  and  equity  to  ordinary  trans-  and  notes, /MOt. 
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§  688.  Re-iBBne  not  Permitted  to  Enlarge  the  Claims  of  the 
Original  Patent  by  Including  Matter  once  Intention- 
ally Bzoluded. 

It  may  be  premised  that  this  question  rarely  arises  except 
in  cases  where  the  alleged  error  in  the  original  patent  con- 
sists in  an  undue  restriction  of  its  Claims.^  An  amendment 
made  in  the  Description,  placing  the  invention  more  fullj  in 
the  possession  of  the  public  and  not  enlarging  the  privileges 
of  the  inventor,  is  not  subject  to  objection  unless  the  original 
were  fraudulent  and  the  patent,  therefore,  void.  An  amend- 
ment merely  limiting  excessive  Claims  in  the  original  patent 
is  also  rather  for  the  public  interest  than  that  of  the  inven- 
tor, and  when  attempted  without  unreasonable  delay  seldom 
encounters  opposition.  But  when  the  inventor  endeavors  by 
amendment  to  Qxtend  his  Claims,  and  thus  encroaches  on  a 
domain  previously  left  open  to  the  public  or  occupied  by  rival 
inventors,  his  efforts  are  naturally  subjected  to  severe  adverse 
criticism  and  his  rights  are  properly  confined  within  the 
narrowest  limits.  Hence  it  is  in  cases  where  the  re-issue, 
though  not  materially  altering  the  description  of  the  original 
invention,  claims  for  it  essential  features  differing  in  number 
or  in  character  from  those  claimed  for  it  in  the  former  patent, 
or  where  subordinate  or  dependent  inventions,  described  but 
not  claimed  in  the  original  patent,  are  claimed  in  the  re-issue, 

S  688.  ^  It  is  not,  however,  true  that  ceive.  Illustrations  of  these  principles 
the  right  to  a  re-issue  amending  the  De-  may  be  found  in  the  following  cases  : 
acription  or  narrowing  the  Claims  can  That  while  less  delay  is  allowable  in 
be  exercised  without  limitation.  The  expanding  Claims  than  in  restricting 
patentee  owes  a  duty  to  the  public  to  them,  no  unreasonable  delay  as  to  either 
present  them  with  an  accurate  delinea-  can  be  permitted,  see  Ex  parte  Mat- 
tion  of  his  invention,  and  to  confine  his  thews  (1884),  26  0.  G.  828. 
Claims  to  the  essential  features  which  he  That  a  defect  in  the  Description  may 
has  created ;  and  he  is  open  to  the  impu-  be  cured  by  re-issue,  even  though  the 
tation  of  bad  faith  if  he  fails  to  amend  right  to  cure  one  in  the  Claim  has  been 
his  patent  in  these  particulars  when  lost  by  delay,  see  Miller  v.  Brass  Co. 
such  amendment  becomes  evidently  ne-  (1882),  104  U.  S.  850  ;  21  O.  G.  201. 
ceasaiy.  Thus  even  a  disclaimer  cannot  That  the  original  Claims  may  be  re- 
save  a  patent  unless  made  without  un-  produced  in  a  re-issue  without  reference 
reasonable  delay ;  and  acquiescence  in  a  to  delay,  see  Yale  Lock  Co.  v,  Saigent 
faulty  description  may  bar  the  allow-  (1886),  117  U.  S.  536  ;  85  0.  G.  497  ; 
anoe  of  a  re-issue,  if  it  does  not  furnish  Steam  Gangp  Lantern  Co.  v.  Miller 
evidence  of  an  original  intention  to  de-  (1882),  11  Fed.  Rep.  718. 
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that  the  amendment  is  attacked,  and  that  the  question  of  de- 
liberate or  unintentional  exclusion  from  the  previous  patent 
is  involved. 

§  689.   Intentional  Ezoltulon  Shown  by  Bzprem  ZHsolalm«r  in 
the  Original  Fatant  or  during  the  Prooeedinga  in  the 
Patent  Offioe. 
A  voluntary  and  intelligent  disavowal  of  any  matter  which 
is  embraced  in  the  original  description  of  the  invention  is 
conclusive  evidence  of   its  intentional  exclusion  from  the 
patent.^     This  disavowal  may  consist    in  an  express  dis- 
claimer embodied  in  the  specification,  or  filed  subsequently 

§  689.  ^  That  an  intentional   die-  see  Ex  parte  Hennann  (1876),  10  O.  6. 

daimer  of  any  matter  in  the  original  865. 

patent  prevents  its  claim  in  a  re-iasne  is         That  a  disclaimer  in    the  eri^nal 

apparent  from  the  anthoiities  cited  in  need  not  be  inserted  in  the  re-iasae 

S  680,  note  1,  ante.     But  an  nninten-  where  it  has  been  jadidally  determined 

tional  or  mistaken  disclaimer,  arising  that  soch  disclaimer  was  nnnecessaiy, 

from  an  erroneons  nse  of  language,  as  see  Eames  v.  Andrews  (1887),  122  U.  S. 

distingnished  from  a  miBooneeption  of  40  ;  89  O.  G.  1319. 
the  nature  of  the  invention,  has  no  such         That  a  re-issue^  re-instating  €3aims 

effect.     On  the  contrary,  it  is  one  of  the  omitted  from  a  former  re-issue  in  order 

chief  purposes  of  a  re-issue  to  correct  to  substitute  wider  ones,  is  valid,  see 

defects  of  this  kind  and  to  cause  the  CelMoid  Mfg.  Co.  v.  Zylonite  Brash  & 

patent  to  embrace  what  before  it  had.  Comb  Co.  (1886),  27  Fed.  Repw  891 ; 

under  the  construction   given    to   its  85  0.  G.  1228. 

terms,  apparently  excluded.    Thus  in         That  where  a  specification  says  that 

Huflsey  v.  Bradley  (1868),  2  Fisher,  862,  the  invention  consiBts  in  combining  the 

Hall,  J.  :   (871)  "Even  a  statement,  elements,  this  does  not  abandon  tha 

in  an  original  patent,  that  a  part  is  old,  elements  themselves,  see  Henderson  v. 

or  a  disclaimer  of  a  part,  does  not,  it  Cleveland  Co-operative  Stove  Co.  (1877)^ 

seems,   necessarily  prevent   such   part  12  O.  G.  4  ;  2  Bann.  &  A.  604. 
frem  being  claimed  in  a  re-issued  patent.         That  the  withdrawal  of  a  Claim  ta 

though  it  would  have  that  effect  if  made  the  Patent  Offioe  as  nnneoeasary  is  not 

advisedly,  and  not  by  inadvertence,  ac-  an    abandonment  of   the   matter,   see 

cident,  or  mistake.    Ex  parte  Hayden ;  Eames  v.  Andrews  (1887),  122  XJ.  8.  40; 

Laidley  v.  James  ;  Law's  Digest,  616."  89  O.  G.  1319. 

5  Blatch.  134  (141).    See  also  Daniels         That  a  re-issoe  upon  the  applieation 

V,  Chesterman  (1877),  18  O.  G.  4 ;  Pop-  of  an  assignee  cannot  cover  matter  once 

penhnseno.  Falke  (1861),  2  Fisher,  181 ;  disclaimed  by  the  original  inventor,  see 

4  Blatch.  498.  Putnam  v.  Hutchinson  (1882),  11  Bis- 

That  are-issue  may  omit  a  disclaimer  sell,  288  ;  12  Fed.  Bep.  127  ;  Ashcioft 

found  in  the  original,  if  such  disclaimer  v.  Railroad  Co.  (1877),  97  U.  S.  189 ; 

has  no  reference  to  the  essence  of  the  18  0.  G.  865. 
invention  and  does  not  limit  its  claim. 
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to  the  issue  of  the  patent,  or  in  the  conduct  of  the  inventor 
toward  his  application  during  the  proceedings  in  the  Patent 
Office.^  A  feature  of  the  invention,  whose  rejection  by  the 
examiner  is  acquiesced  in  by  the  applicant  without  appeal^  is 
thereby  excluded  as  effectually  as  by  express  disclaimer.^ 
A  Claim  withdrawn  by  amendment,  either  to  save  the  appli- 
cation or  escape  an  interference,  is  also  finally  repudiated  by 
the  patentee.^    Even  the  acceptance  of  a  patent,  containing 

*  That   a   re-issue   cannot    include  take,  see  Ex  parte  Page  (1888),  43  0. 
Claims  abandoned  in  the  iirat  applica*  O.  1455  ;  Aniheim  o.  Finster  (1886)^ 
tion,  see  Streit  v.  Uuter  (1882),  11  Fed.  26  Fed.  Bep.  277  ;  84  O.  G.  700. 
Bep.  309.  That  if  the  Commissioner  on  an  ex- 

That  an  admission  by  the  patentee  in  tension-hearing  requires  certain  matters 

his  specification  or  application  cannot  to  be  disclaimed  and  the  patentee  aoqui* 

be  contradicted  by  him,  see  Moffitt  v.  eaoes,  they  cannot  be  inserted  in  a  re- 

Bogers  (1881),  8  Fed.  Bep.  147.  issne,  there  having  been  no  inadvertence^ 

That  matter  abandoned  in  the  Patent  see  Union   Metallic  Cartridge  Co.   v. 

Office  cannot  be  reclaimed  by  re-issue,  United  Stetes  Cartridge  Co.  (1884)»  112 

tee  Yale  Lock  Mfg.  Co.  r.  James  (1884),  U.  8.  624  ;  30  0.  Q.  771. 
22  Blateh.  294  ;  28  0.  G.  917  ;  20  Fed.         Tfaht  a  Claim  abandoned  in  the  origi- 

Bep.  903.  nal  application  on  an  objection  by  the 

*  In  A  parte  Hatehman  (1884),  3  Patent  Office,  but  afterward  allowed  to 
Hackey,  288,  MacArthur,  J. :  (289)  another  applicant,  may  be  inserted  in 
"  We  are  of  opinion  that  on  an  appli-  the  r&4s8ne,  see  Yale  Lock  Mfg.  Co.  v. 
cation  for  a  patent,  when  one  of  the  Norwich  National  Bank  (1881),  19 
Claims  presented  is  covered  by  previous  Blateh.  123  ;  6  Fed.  Bep.  377. 
inventions  and  the  paten  to  therefor  are  ^  That  a  re-issue  cannot  contain 
refemNl  to,  and  the  examiner  upon  such  Claims  which  were  withdrawn  from  the 
reference  decides  against  such  Claim,  application  for  the  original  in  order  to 
and  the  applicant  thereupon,  by  his  secure  ito  issue,  see  Shepard  v.  Carrigan 
attorney,  orders  the  same  to  be  erased  (1886),  116  U.  S.  593  ;  34  0.  G.  1157  ; 
and  withdrawn,  and  thus  obtains  and  Leggett  v.  Avery  (1879),  101  U.  8. 
aoeepte  a  patent  for  the  residue  of  his  256 ;  17  0.  G.  445. 

Claims,  he  is  not  entitled  to  a  re-issued  That  if  an  applicant  is  obliged  to  in- 
patent  containing  the  identical  Claim  elude  an  element  in  order  to  procure  a 
which  he  has  so  erased  and  withdrawn,  patent,  he  cannot  afterwards  broaden  his 
We  also  hold  that  under  such  circum-  Claim  by  dropping  it,  see  Shepard  v. 
sUnces  no  error  has  arisen  by  inadver-  Carrigan  (1886),  116  U.  8.  598  ;  34  O. 
tence,  accident,  or  raisteke,  within  the  G.  1157. 

meaning  of   the    Patent    Law,   which         That  a  patentee  is  bound  by  the  lim- 

would  authorize  the  Commissioner  to  itetions  imposed  on  his  patent,  whether 

entertain  the  application  for  a  re-issue."  they  were  voluntary  or  enforced  by  the 

26  O.  G.  738  (788).  Patent  Office,  and  if  he  accepte  a  Claim 

That  a  Claim  rejected  by  the  Patent  not  covering  his  entire  invention  he 

Office  and  the  rejection  acquiesced  in  abandons   the   residue,  see  Toepfer  r. 

cannot  be  re-instoted  by  re-issue,  there  Goetz  (1887),  41  0.  G.  933. 
being  in  such  cases  no  accident  or  mis-         That  where  a  Claim  was  withdrawn 
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limitations  imposed  by  the  Patent  Office  which  narrow  the 
scope  of  the  invention  as  at  first  described  and  claimed  in 
the  application,  is  an  irrevocable  admission  that  such  limita- 
tions are  of  the  essence  of  the  invention  attempted  to  be 
covered  by  the  pat^nt.^  In  none  of  these  cases  can  the  un- 
due restriction  of  the  Claim  be  attributed  to  inadvertence, 
accident,  or  mistake.^    The  patentee,  when  he  receives  his 

from  the  application  of  an  original  pat-  ell,   J.  :    (389)    "  It  has  been  sererd 

enty  in  order  to  escape  an  interference,  times  decided  by  the  Supreme  Court  that 

the  re-issue  cannot  contain  such  Claim,  disclaimers,  qualifications,  and  limita- 

see  Lee  v,  Walsh  (1879),  15  O.  G.  563  ;  tions,  imposed  upon  a  patentee  by  the 

Ex  parte  Gillen  (1877),  11  0.  G.  419.  Patent  Office,  are  forever  binding  upon 

That  Claims  cannot  be  restored  after  him  if  he  chooses  to  accept  a  paten. 

a  judgment  has  been  rendered  in  inter-  containing  them.     Not  only  are  third 

ference  in  the  patentee's  favor  on  his  persons  likely  to  be  misled  to  their  iu- 

fltriking  them  out,  see  Hx  parte  Cobb  jury  by  any  subsequent  enlargement  by 

(1879),  16  0.  G.  175.  re-issue,  or  by  a  broad  construction  of 

That  a  defeated  contestant  in  an  in*  Claims  thus  intended  to  be  limited,  but 

terference,  after  accepting  a  limited  pat-  these  qualifications  are  conditions  pre- 

ent,  cannot  claim  in  his  re-issue  any  cedent,  without  which  there  would  have 

matter  awarded  to  his  opponent,  see  £x  been  no  grant  at  all,  and,  of  course,  the 

parte  Burge  (1877),  13  O.  G.  498.  gi-ant  must  be  taken  as  it  is  given."    2S 

That  where  a  device  is  adhered  to  in  O.  G.  1444  (1445).    See  alao  Doddsv. 

spite  of  an  interference  it  cannot  after-  Stoddard  (1883),  24  O.  G.  799  ;  17  Fed. 

ward  be  claimed  that  its  retention  in  Rep.     645  ;     Putnam    v,    Hutchinson 

that  application  was  a  mistake,  see  Hx  (1882),  12  Fed.  Bep.  127  ;  11  Biasell, 

parU  Kirby  (1879),  16  O.  G.  1095.  233  ;  Goodyear  Dental  Vulcanite  Co.  v. 

That  it  will  not  be  assumed  that  con-  Davis  (1880),  102  U.  S.  222  ;  19  O.  G. 

testing  parties  could  have  overcome  ob-  543. 

jections  raised  by  the  Patent  Ofiice,  see         That  a  disclaimer,  by  direction  of 

Puetz  V,  Bransford  (1887),   39  O.  G.  the  Commissioner,  in  an  application  for 

1427  ;  31  Fed.  Rep.  458.  a  re-issue,  of  some  modification  of  the 

That  where  the  original  application  original,  does  not  concede  that  such 
was  for  a  product  and  process  both,  and  modification  is  not  covered  by  the  pat- 
was  amended  to  cover  only  the  process,  ent,  as  it  might  do  if  in  the  original 
the  patent  cannot  be  re-issued  to  claim  patent,  see  Union  Metallic  Cartridge  Co. 
the  product,  see  Giant  Powder  Co.  v,  v.  United  States  Cartridge  Co.  (1881), 
California  Powder  Works  (1875),  3  7  Fed.  Rep.  344. 
Sawyer,  448  ;  2  Bann.  &  A.  131.  That  an  applicant  limiting  his  Claims 

That  a  proposal  to  limit  the  Claim,  upon  a  re-issue  in  view  of  the  objections 

though  made  by  the  applicant  to  the  of  the  Patent  Office  is  bound  bj  the 

Patent  Office,  does  not  bind  the  patentee  limitations  in  suits  on  the  re-issne,  see 

unless  it  was  accepted  by  the  Commis-  Crawford  v.  Heysinger  (1887),  123  U.  & 

sioner,  see  Pike  «.   Potter    (1859),   8  589 ;  42  0.  G.  197. 
Fisher,  55.                                         '  *  Two    exceptions   have  sometimes 

*  In  N.  Y.  Belting  k  Packing  Co.  been  recognized  as  existing  under  this 

V.  Sibley  (1883),  15  Fed.  Rep.  886,  Low-  rule  :  one,  where  the  limitation  in  the 

§689 
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patent,  knows  that  it  does  not  cover  all  be  had  originally 
claimed.      Instead  of  pressing  his  original  application  until 

original  patent  was  impooed  through  a  That  a  re-issue  may  embrace  a  Claim 
mistake  in  the  Patent  Office  ;  the  other,  shown  in  the  originid  application  and 
where  it  resulted  from  the  act  of  an  erased  by  a  misunderstanding  of  the 
attorney  without  special  authority  for  attorney,  see  Stutz  v.  Armstrong  (1884), 
that  purpose  from  the  applicant  The  28  O.  G.  367  ;  20  Fed.  Kep.  848. 
modem  tendency  seems  to  be  to  disre-  That  material  matters  cannot  be  dis- 
gard  these  exceptions,  and  to  compel  the  claimed  by  an  attorney  of  his  own  mo- 
patentee  to  abide  by  the  patent  as  he  tion,  but  only  by  the  applicant  himself, 
receives  and  accepts  it.  Thus  that  a  re-  though  immaterial  matter  may  be  dis- 
issue  may  dajm  matters  which,  through  claimed  without  the  signature  of  the 
a  misUke  in  the  Patent  Office,  were  party,  see  Ex  parte  Murdock  (1879),  16 
disclaimed  in  the  original,  was  held  in  0.  G.  957. 
American  Shoe  Tip  Co.  o.  National  Shoe  But  per  contra,  — 
Toe  Protector  Co.  (1877),  11  O.  G.  740  ;  That  an  erasure  of  a  rejected  Claim 
2  Bann.  fc  A.  651 ;  Ex  parte  Sexton  by  an  attorney  shows  that  there  is  no 
(1876),  9  0.  G.  251 ;  Morey  v.  Lock-  inadvertence,  see  Ex  parte  Hatchman 
wood  (1868),  8  WaU.  230.  (1884),  8  Mackay,  288  ;  26  O.  G.  738  ; 

That  where  the  Patent  Office  gives.  Ex  parte  Hatchman  (1883),  25  O.  G. 

an  erroneous  interpretation  to  a  Claim  979. 

and  thereupon  rejects  it  with  the  assent  That  matter  disclaimed  in  the  Patent 

of  the  patentee,  the  Claim  bearing  a  Office  by  the  attorney  to  escape  rejection 

<  different  interpretation   may  be  re-in-  cannot  be  reclaimed  in  a  re-issue,  though 

stated  in  a  re-issue,  see  Yale  Lock  Mfg.  the  patentee  were  ignorant  of  the  dis- 

Co.  V,  New  Haven  Savings  Bank  (1887),  daimer,  see  Amheim  v.  Finster  (1885), 

82  Fed.  Rep.  167  ;  48  O.  G.  115.  24  Fed.  Rep.  276  ;  32  0.  G.  256. 

The  opposite  doctrine  is  asserted  in  That  a  mistake  of  a  solicitor  in  pro- 

Ex  parte  Hatchman  (1884),  3  Mackey,  curing  a  patent  with  Claims  narrower 

288  ;  26  0.  G.  788 ;  Putnam  v.  Hutchin-  than  he  was  instructed  to  make  cannot 

■on  (1882),  11  Bissell,  233 ;  12  Fed.  Rep.  be  cured  by  re-issue  after  years  of  delay, 

127;  and  cases  cited  under  note  8,  a?t^.  see  Ives  r.  Sai^nt  (1887),  119  U.S. 

That  a  patentee  having  acquiesced  in  652  ;  88  0.  G.  781. 

the  rejection  of  broad  Claims  cannot  That  where  two  rivals  employ  the 

afterward  assert  them,  though  the  re-  same  attorney  who  in  good  faith  limits 

jection    was   improper,   see   Blodes  r.  the  application  of  one  to  allow  priority 

Rand,  McNally,  &  Co.  (1886),  27  Fed.  in  some  matter  to  the  other,  and  both  ac- 

Rep.  93  ;  37  O.  G.  99.  quiesce  in  the  patents  so  granted  for 

The  present  state  of  the  second  ex-  nine  years  and  then  discover  that  the 

ception  is  more  doubtful,  as  the  follow-  other  was  its  real  inventor,  no  re-issue 

ing  authorities  will  show  :  —  can  be   had  by  him  to  cover  it  and 

That  a  disclaimer   by  an  attorney  neither  can  hold  it,  see  Hartshorn  r. 

without  authority  from  the  patentee  is  Snginaw  Barrel  Co.  (1887),  119  U.  S. 

no  bar  to  a  re-issue  covering  the  matter  664  ;  38  0.  G.  540. 

disclaimed,  see  Lee  r.  Walsh  (1879),  15  That  a  Claim  rejected  in  the  Patent 

O.  G.  563  ;  Ex  parte  Murdock  (1879),  Office,  and  the  rejection  acquiesced  in  by 

16  0.  G.  957  ;  Mann  v.  Bayliss  (1876),  the  attorney  for  the  inventor,  cannot  be 

10  0.  6.  789.  inserted  in  a  re-issue  after  two  years* 
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his  rights  have  been  detennined  by  the  court  of  last  resort, 
he  has  relinquished  a  portion  of  the  fruits  of  his  inven* 

tive  skill,  at  least  from  the  protection  of  that  particular 
patent,  in  order  to  secure  the  rest,  and  whether  his  course 
in  this  respect  were  wise  or  unwise,  he  cannot  afterward 
retrace  it  and  by  re-issuing  his  patent  claim  the  matter  once 
excluded^ 

delay  and  after  intervening  rights  have  been  appointed,  comes  beck  to  the  Pat* 

arisen,  see  Boland  v.  Thompson  (1886),  ent  Office,  and,  under  the  pretence  of 

28  Blatch.  440  ;  26  Fed.  Rep.  688  ;  85  inadvertence  and  mistake  in  the  first 

0.  O.  1118.  specification,  gets  inserted  into  r»4s8ued 

That  a  claim  stricken  out  of  the  letters  all  that  had  been  previously  re* 

original  application  because  disallowed  jected.     In  this  manner,  without  an 

in  the  Patent  Office,  and  whose  subject-  appeal,  he  gets  the  first  decision  of  the 

matter  is  not  covered  by  the  original  Office  reversed,  steals  a  march  on  the 

patent  as  accepted  by  the  patentee's  so-  public^  and  on  those  who  before  opposed 

licitor,  cannot  be  inserted  in  a  re-issue,  his  pretensions  (if,  indeed,  the  latter 

see  Dobson  v.  Lees  (1887),  80  Fed.  Bep.  have  not  been  silenced  by  purchase), 

625.  ftnd  procures  a  valuable  monopoly  to 

That  the  inventor  is  a  foreigner  who  which  he  has  not  tlie  slightest  title, 

does  not  understand  English  cannot  save  We  have  more  than  once  expressed  our 

him  if  duly  put  upon  his  guard  in  ref-  disapprobation  of  this  practice.    As  be- 

erence  to  such  rejection,  see  Boland  v,  fore  remarked,  we  consider  it  extremely 

'i  hompson  (1886),  23  Blatch.  440 ;  26  doubtful  whether  re-issued  letteiB  can 

Fed.  Bep.  688 ;  35  O.  G.  1118.  be  sustained  in  any  case  where  they 

7  In  Leggett  v.  Avery  (1879),  101  contain  Claims  that  have  once  been 
U.  S.  256,  Bradley,  J.  :  (259)  "  If,  in  formally  disclaimed  by  the  patentee,  or 
any  case,  where  an  applicant  for  letters-  rejected  with  lus  acquiescence,  and  he 
patent,  in  order  to  obtain  the  issue  has  consented  to  such  rejection  in  order 
thereof,  disclaims  a  particular  invention,  to  obtain  his  letters-patent.  Under  such 
or  acquiesces  in  the  rejection  of  a  Claim  circumstances,  the  rejection  of  the  CUdm 
thereto,  a  re-issue  containing  such  Claim  can  in  no  just  sense  be  regarded  as  a 
is  valid  (which  we  greatly  doubt),  it  matter  of  inadvertence  or  mistake, 
certainly  cannot  be  sustained  in  this  Even  though  it  was  such,  the  applicant 
case.  The  allowance  of  Claims  once  should  seem  to  be  estopped  from  setting 
formally  abandoned  by  the  applicant,  in  it  up  on  an  application  for  a  le-issoe." 
order  to  get  his  letters-patent  through,  17  O.  G.  445  (446). 
is  the  occasion  of  immense  frauds  against  In  Wicks  v.  Stevens  (1876),  2  Woods, 
the  public.  It  not  unfrequently  hap-  810,  Bradley,  J. :  (812)  "The  patent  of 
pens  that,  after  an  application  has  been  1866  was  confined  to  portable  revolving 
carefully  examined  and  compared  with  cotton-presses.  I  assume  that  the  re- 
previous  inventions,  and  after  the  Claims  issued  patent  extends  to  all  cotton- 
which  such  an  examination  renders  ad-  presses,  stationary  as  well  as  portable^ 
missible  have  been  settled  with  the  for,  if  confined  to  the  latter,  the  de- 
acquiescence  of  the  applicant,  he,  or  his  fendant  does  not  infringe  it.  Had  this 
assignee,  when  the  investigation  is  for-  extension  to  stationary  presses  been 
gotten  and  perhaps  new  officers  have  omitted  in  the  original  patent  by  acci- 
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§  690.  Intantional  Bzoltuiion  Shown  by  Failure  to  Claim  Matter 
Clearly  Described  in  the  Original  Patent  nnleas  the 
Claims  are  Amended  by  Re-issne  without  Unreason* 
able  Delay.^ 

The  omission  from  the  Claims  of  the  original  patent  of  any 
feature  of  the  invention,  or  of  any  subordinate  or  dependent 

dent  or  mistake,  it  might  be  corrected  this  and  the  two  sncceedlng  paragrephs 
in  the  re-issued  patent.  But  its  appli-  is  one  which  aU  the  decisions  cited  in  the 
cation  to  revolving  presses  generally  notes  sustain,  and  which  a  few  of  them 
was  first  claimed  and  then  abandoned  clearly  and  exclusively  enunciate.  In 
in  the  application  for  the  original  patent  many  of  the  opinions  explaining  these 
of  1866,  and  the  Claim  as  finally  made  decisions,  however,  other  theories  are 
by  the  patentee,  and  to  secure  which  introduced  and  treated  as  the  grounds 
alone  his  patent  issued,  was  for  a  com-  on  which  the  judgment  of  the  court  is 
bination  applicable  to  portable  presses  based,  thereby  tending  to  obscure  a  propo* 
only.  It  cannot  be  said,  therefoi-e,  that  sition  which  in  itself  is  sufficiently  in« 
a  neglect  to  claim  the  combination  as  telligible.  These  theories  have  been 
applicable  to  revolving  presses  generally  echoed  by  one  court  to  another,  some- 
was  an  inadvertence,  accident,  or  mis-  times  in  their  entirety,  sometimes  shorn 
take.  It  was  an  exclusion  designed  of  their  most  important  qualifications, 
and  understood  at  the  time.  Attempts  and  sometimes  generalized  into  sweeping 
to  grasp  claims  by  means  of  re-issued  rules  and  applied  to  cases  far  beyond 
patents,  which,  while  the  evidence  is  their  legitimate  scope,  and  thus  have 
fresh  at  the  time  of  the  original  applica-  reduced  the  law  on  this  topic  to  a  con- 
tion,  the  patentee  would  not  have  the  dition  of  incoherence  and  uncertainty 
hardihood  to  make,  are  getting  too  fre-  which  is  deplorable.  To  cite  these 
qnent,  and  are  too  often  acquiesced  in  cases  without  pointing  out  the  chief 
by  the  Patent  Office.  Perhaps  this  is  errore  of  statement  which  are  to  be  en- 
not  to  be  wondered  at  when  we  consider  countered,  and  explaining  the  relation  of 
the  persistency  with  which  claims  once  the  most  important  of  these  theories  to 
abandoned  are  pressed  upon  the  depart-  the  true  principles  by  wh\ch  the  subject 
ment  after  the  evidence  of  their  futility  muBt  be  governed,  would  be  fruitless, 
has  been  forgotten."  2  Bann.  &  A.  318  One  of  these  theories  is  that  a  re- 
(319).  issue  for  the  purpose  of  enlarging  the 

That  where  the  Patent  Office  rejects  Claims  of  a  patent  occupies  a  position 

a  Claim,  an  appeal  or  bill  in  equity,  not  different  from  that  of  a  re-issue  to  re* 

a  re-issue,  ib  the  remedy,  see  Amheim  v.  strict  the  Claims  or  more  clearly  de- 

Finster  (1886),  26  Fed.  Rep.  277;  34  scribe  the  invention,  both  in  reference  to 

O.  O.  700  ;  Shepard  v,  Carrigan  (1886),  the  time  within  which  such  re-issue 

116  U.  S.  598 ;  34  O.  O.  1167;  Mahn  must  be  sought,  and  to  the  mode  in 

«.  Harwood  (1884),  112  U.  S.  854  ;  30  which  it  is  affected  by  the  intervening 

O.  G.  657  ;  New  York  Belting  &  P%ck-  acts  of  others.     Upon  what  interpreta- 

ingCa  V,  Sibley  (1883),  15  Fed.  Rep.  tion  of  the  statutes  this  position  rests 

886  ;  23  O.  0. 1444  ;  Putnam  v.  Hutch-  is  explained  at  length  in  f  656,  note  2, 

inson   (1882),   12  Fed.  Bep.  127  ;  11  in  a  discussion  of  the  case  of  Miller  v. 

BineU,  283.  Brass  Co.  (1881),  104  U.  S.  350.    But  if 

I  690.  ^  The  doctrine  discussed  in  it  be  true  that  a  re-issue  for  the  purpose. 
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inveution,  which  has  been  clearly  described  in  the  specifica- 

of  enlarging  Claims  which  were  unduly  ing  and  claiming  the  invention,  can  any 
restricted  in  the  original  is  proper  (and  want  of  intention  to  monopolize  the  en- 
this  is  conceded  by  the  theory  under  tire  invention,  as  he  originally  attempted 
review),  such  re-issue  is  authorized  by  to  describe  it,  be  imputed  to  him.  But 
the  statute  whenever  the  original  re-  when  this  knowledge  is  obtained,  or  by 
striction  arose  from  inadvertence,  accl-  the  exercise  of  ordinary  vigilance  coold 
dent,  or  mistake,  without  any  reference  be  obtained,  his  acquiescence  in  the  de« 
to  lapse  of  time,  or  the  acts  of  other  fects  of  his  original  patent  has  a  grave 
parties.  The  inventor  having  actually  significance.  Sach  acquiescence  indi- 
invented  more  than  his  original  patent  cates  an  intention  to  abandon  whatever 
has  really  secured,  can  lose  the  excess  the  original  patent,  because  of  these 
only  by  some  form  of  abandonment,  and  defects,  fails  to  secure.  Were  it  not 
this  can  never  be  inferred  from  mere  de-  for  the  peculiar  language  of  the  statute 
lay  alone,  nor  from  the  conduct  of  third  and  the  dependence  of  the  re-issued  pat* 
parties.  The  intention  to  abandon  (and  ent,  so  far  as  the  patentability  of  the 
without  such  intention  no  abandonment  invention  is  concerned,  upon  the  state  of 
of  any  kind  is  possible)  is  conclusively  facts  existing  at  the  date  of  the  original, 
disproved  if  the  inventor  attempted  to  it  might  indeed  be  held  that  this  acqui- 
cover  the  matter  by  his  original  patent,  escence  is  in  itself  an  abandonment  of 
as  it  is,  on  the  other  hand,  conclusively  the  unprotected  matter,  and  a  bar  to  its 
established  if  no  such  attempt  were  reproduction  in  the  re-issue.  But  the 
made.  And  as  an  omission  or  misstate-  statute  governing  re-issues  contains  no 
ment  in  a  Claim,  through  inadvertence,  provision  for  their  refusal  on  account  of 
accident,  or  mistake,  presupposes  an  at-  the  abandonment  of  the  invention  after 
tempt  to  claim  which  has  failed  to  ac-  the  grant  of  the  original  patent.  On  the 
complish  the  intention  of  the  claimant,  contrary,  it  makes  the  actions  and  at- 
60  it  can  never  be  true  that  matter  orig-  tempts  of  the  inventor  at  the  date  of 
inally  misstated  or  omitted,  through  the  original  application  the  sole  crite- 
accident,  mistake,  or  inadvertence,  can  rion  of  his  right  to  a  re-issue,  and  until 
have  been  then  abandoned.  But  if  the  the  case  of  Miller  v.  Brass  Ca  the 
invention  could  not  have  been  abandoned  courts  had,  with  scarcely  an  exception, 
by  the  failure  of  an  attempt  to  secure  followed  the  same  rule.  See  Battin  v. 
its  protection,  abandonment  is  certainly  Taggert  (1854),  17  How.  74,  overruling 
not  eflfected  by  the  mere  continuance  of  Battin  v.  Taggert,  2  WalL  Jr.  102,  and 
the  patent  in  its  defective  state.  If  the  asserting  that  matter  described  but  not 
inventor  does  not  relinquish  his  right  claimed  does  not  become  abandoned  by 
to  the  invention  by  taking  out  his  lapse  of  time  ;  also  Hussey  v,  Bradley 
patent  in  its  defective  form,  he  surely  (1868),  6  Blatch.  184  ;  2  Fisher,  862 ; 
cannot  relinquish  it  by  holding  under  Mc Williams  Mfg.  Ca  ».  Blundell  (1882), 
the  defective  patent  in  the  belief  that  22  0.  G.  177  ;  11  Fed.  Rep.  419.  Thus 
it  sufficiently  protects  his  actual  inven-  the  acquiescence  of  a  patentee  in  a  de- 
tion,  whatever  period  may  elapse.  Not  fective  patent  can  have  no  other  weight, 
until  he  acquires  such  knowledge  of  the  either  in  a  subsequent  application  for 
defects  as  would  have  made  his  original  a  re-issue  or  in  an  action  involving  the 
acceptance  of  the  patent  in  that  form  validity  of  a  re-issued  patent,  than  as 
incompatible  with  the  idea  of  inadver-  evidence  of  the  real  position  of  the  pat- 
ience, accident,  or  mistake  in  describ-  entee  toward  his  invention  at  the  date 
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tion,  is  always  prima  facie  evidence  of  au  intention,  on  the 

of  his  original  patent,  and  of  the  origin  enforcement  of  the  provisions  of  the 
of  his  omissions  and  misstatements  in  statutes,  a  resort  to  the  doctrine  that 
intention  rather  than  in  accident,  inad-  vested  rights  may  be  forfeited  by  laches 
vertence,  or  mistake.  His  negligence  or  estoppel  might  have  been  excusable, 
in  asserting  his  rights  after  he  becomes  But  in  the  explication  herein  given  of 
aware  that  they  are  not  sufficiently  pro-  the  positive  law  relating  to  re-issues,  it 
tected  by  his  existing  patent  affords  seems  evident  that  the  legislative  enact- 
ample  proof  of  his  original  intention  to  ment  is  sufficient  for  itself,  and  that  no 
forego  them,  and  it  is  only  as  an  element  occasion  exists  for  the  importation  into 
in  such  negligence  that  the  delay  of  the  this  subject  of  those  equitable  theories 
patentee  in  obtaining  an  amendment  by  which  place  the  inventor  entirely  at  the 
re-issue  is  open  to  consideration.  mercy  of  the  court,  although  he  may  in 
The  argument  here  urged  is  not  in-  all  respects  have  fulfilled  the  express 
tended  ss  a  denial  that  Congress  could  precepts  of  the  law. 
justly  have  withheld  the  privilege  of  a  The  effect  of  the  conduct  of  third 
re-issue  on  the  ground  of  unreasonable  parties  upon  the  right  of  a  patentee  to  a 
delay  alone,  without  regard  to  the  in-  re-issue  amending  his  defective  Claims 
ferenoe  it  affords  as  to  the  original  in-  is  subject  to  still  narrower  limitations, 
tent  of  the  inventor.  But  as  neither  Until  he  has  knowledge,  or  is  put  upon 
the  acts  of  1832  or  1836  or  1870,  uor  such  inquiry  as  would  result  in  knowl- 
the  Revised  Statutes,  prescribe  that  dili-  edge,  that  his  invention  is  not  fully 
gence  per  se  is  essential  to  the  right  to  secured  by  his  patent,  the  actions  and 
a  re-issue,  while  in  reference  to  a  dis-  assertions  of  others  cannot  deprive  him 
claimer  it  was  made  an  indispensable  of  the  privilege  of  a  re-issue  when  he 
condition,  and  as  in  numerous  instances  does  discover  its  necessity,  either  under 
re-issues  have  been  granted  after  long  the  language  of  the  statute  or  under 
periods  of  time,  and  have  been  unhesi-  the  doctrines  of  abandonment  or  laches 
tatingly  sustained  by  the  courts,  it  is  a  or  estoppel.  As  was  well  said  by  Brad- 
fidr  conclusion  that  the  legislature,  in  ley,  J.,  in  White  v.  Dunbar  (1886),  lid 
which  the  ultimate  power  to  grant  or  U.  S.  47  (52)  :  "The  circumstance  that 
withhold  patents  resides,  never  designed  other  improvements  and  inventions, 
that  the  mere  failure  to  apply  for  a  made  after  the  issue  of  a  patent,  are 
re-issue,  however  prolonged,  should  oper-  often  sought  to  be  suppressed  or  appro- 
ate  as  a  forfeiture  of  the  right  to  amend  priated  by  an  unauthorized  re-issue,  has 
a  patent  whose  defects  originated  in  sometimes  been  referred  to  for  the  pnr- 
the  modes  described.  Nor  is  it  in-  pose  of  illustrating  the  evil  consequences 
tended  to  deny  that  where  legislative  of  granting  such  re-issues ;  but  it  adds 
enactments  are  deficient,  and  inade-  nothing  to  their  illegality.*'  37  O.  G. 
qoate  to  the  protection  of  rights,  the  1002  (1003).  For  if,  during  his  igno- 
eourts  may  act  on  general  principles  of  ranee  of  the  defects  of  his  own  patent, 
justice  and  equity,  and  by  a  species  of  the  patentee  ascertains  that  others  use, 
judicial  legislation  provide  for  cases  not  under  a  claim  of  right,  that  which  is  in 
covered  by  the  letter  of  the  law.  Thus  reality  the  unprotected  part  of  his  in- 
if  the  removal  and  prevention  of  the  vention,  he  must  naturally  regard  them 
•buses  which  had  arisen  in  connection  as  infringers,  whose  tortious  acts  the  law 
with  re-issues  could  not  have  been  ac-  permits  him  to  condone  or  punish  at  his 
eomplished  by  a  true  interpretation  and  pleasure.     If  a  third  party  obtains  a 
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part  of  the  inventor,  to  exclude  it  from  the  operation  of  that 

patent  for  what  appears  to  be  the  same  intention,  the  existence  of  autagonistie 

invention  or  one  of  its  protected  ele-  lights  and  interests  in  others  is  one  im« 

ments,  without  an  interference  with  his  portant  matter  for  consideration.     That 

patent,  he  may  safely  assume  that  the  this  is  also  the  real  doctrine  of  the 

inventions  are  essentially  distinct,  and  cases  in  which  the  theory  under  discos- 

that  no  occasion  for  a  vindication  of  his  sion  is  set  forth  will  be  evident  if  the 

rights  haa  been  created.     The  conduct  whole  current  of  authority  is  examined, 

of  other  persons  is  thus  without  sigaifi-  and  the  relation  of  each  decision  to  those 

cance  on  this  question  except  in  con-  which  it  purports  to  follow  as  its  guides 

nection  with  knowledge  on  the  part  of  la  carefully  traced, 

the  patentee  that  his  own  patent  needs  Another  theory,  sometimes  found  in 

amendment  in  order  to  protect  his  entire  connection  with  the  preceding  is,  that 

invention.    But  since  when  he  attains  where  the  Claims  of  an  original  patent 

this  knowledge  it  is  his  duty  to  amend  do  not  cover  the  entire  invention,  the 

his  patent  without  unreasonable  delay  defect  is  necessarily  apparent  to  the  pat- 

if  he  would  avoid  the  inference  that  the  entee  on  an  inspection  of  the  patent, 

unprotected  matter  was  at  the  outset  and  hence  that  he  is  chargeable  with 

intentionally  excluded,  whether  or  not  notice  of  the  error  from  the  date  of  his 

third  persons  are  using  or  have  patented  reception  of  the  patent.     If  this  state* 

the  unsecured  invention,  it  is  evident  ment  were  to  be  regarded  as  a  rule  that 

that  their  conduct  can  become  important  no  amendment  by  re-issue  should  be 

only  when  the  reasonableness  of  his  de-  considered  as  an  enlaigement  of   the 

lay  is  to  be  determined.    A  period  of  patent  unless  the  error  amended  were 

inaction  after  the  discovery  of  the  de-  apparent  on  the  face  of  the  original,  the 

fects  in  his  patent,  which  might  well  be  even  balance  of  justice  might  not  be 

permitted  were  no  antagoni&tic  interests  thereby  disturbed.    But  as  the  assertion 

inrolved,  would  be  wholly  unwarrantable  of  a  fact  it  ia  not  true.     In  the  great 

when  other  patentees  or  operators  were  majority  of  instances  a  failure  to  claim 

claiming  or  enjoying  the  invention,  and  may  be  evident  on  inspection,  but  in 

in  proportion  to  the  number  and  the  many  the  nature  of  the  invention  may 

value  of  such  interests  might  greater  be  so    complicated,  and    its  essential 

degrees  of  diligence  in  applying  for  the  features  so  difficult  of  expression,  that 

re-issue  be  required.  the  patentee  may  fairly  and   honestiy 

If  these  views  of  the  questions  of  de-  l^elieve  that  he  has  embraced  it  in  his 

lay  and  intervening  rights  are  correct.  Claims,  while  more  mature  experience 

the  true  doctrine  in  reference  to  both  is  or  the  subsequent  decisions  of  the  courts 

this  :  that  the  Claims  of  a  re-issne  may  upon  his  patent  may  demonstrate  his 

be  altered  or  enlarged  to  cover  the  en-  error.     Upon  the  rule  of  law  that  when 

tire  invention  which  the  patentee  at-  the  discrepancy  between  the  invention 

tempted    to    embrace    in    his  original  and  the  subject-matter  of  the  Claims 

patent,  provided  he  applies  for  a  re-issue  appears  on  an  examination  of  the  patent 

within  such  a  period  after  he  discovers  the  patentee  is  chargeable  with  imme- 

or  ought  to  have  discovered  the  defect  diate  knowledge  and  must  pursue  his 

as  is  consistent  with  an  original  inten-  remedy  without  delay,  there  can  be  no 

tion  to  protect  the  invention  by  his  difference  of  opinion.    But  that  in  caaet 

patent ;  and  that  upon  the  consistency  where  the  patentee  does  not  discover, 

of  this  period  of  delay  with  such  original  and  with  the  employment  of  such  vigi* 
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patent ;  and  this  evidence  is  regarded  as  conclusive  upon  him, 

lanoe  as  the  law  requires  of  erery  aaeer-  entee,  if  the  original  |>atent  discloeed 

tor  of  a  right  oould  not  diaoover,  that  his  the  subject-matter  of  the  re-issoe,  and  at 

Claims  were  narrower  than  his  inven-  the  same  time  the  decision  of  the  Com- 

tion,  as  he  had  attempted  to  secure  it,  missiouer  that  the  original  defect  arose 

it  most  be  assumed  either  that  he  had  from  accident,  mistakey  or  inadvertence 

notice  at  the  issue  of  his  patent,  or  that  was  regarded  as  conclusive  ;  and  thus 

the  correction  of  the  Claims  to  make  no  method  of  avoiding  there-issue,  how- 

them  correspond  with  the  invention  was  ever  flagrant  the  abuse,  appeared  with- 

not  an  enlargement,  is  alike  unnecessary  out  a  resort  to  theories  which  though  fa* 

and  inconsiBtent  with  the  ordinary  rules  miliar  to  equity  jurisprudence  were  hith- 

of  law.  erto  unknown  to  Patent  Law,  except  as 

The  two  foregoing  theories  obtain  casual  dicta,  uttered  in  cases  uf  )on  whose 

especial  prominence  from  their  apparent  decinon  they  had  exercised  no  influence, 

recognition  in  the  noted  case  of  Miller  Had  the  Supreme  Court  asserted  its  ju* 

9.  Brass  Co.   (1881),   104  U.  S.  850.  dicial  power  to  re-examine  the  question 

Prior  to  the  decision  of  this  esse  the  of  original  inadvertence,  etc.,  as  it  is 

law  of  re-issue  had  been  interpreted  now  beginning  to  be  recognised,  and  had 

with  great  laxity  in  favor  of  patentees,  it  announced  the  doctrine  that  an  origi- 

sad  its  application  in  many  instances  nal  intention  to  abandon  is  indicated  by 

had  been  exceedingly  abused.    The  Sn-  a  fSeiilure  to  correct  the  omission  or  mis- 

preme  Court  availed  itself  of  the  oppor-  statement  as  soon  as  it  is  brought  home 

tunity  afforded  by  this  case  to  restore  to  the  knowledge  of  th^patentee,  its  de- 

the  administration  of  the  law  to  its  dsion  would  have  reached  the  desired 

proper  limits.    Itdisooveredand  formu-  result   without   producing  those  evils 

lated  no  new  principles,  but  simply  re-  which  are  engendered  by  uncertainties 

affirmed  the  propositions  that  a  re-issue  in  legal  rales  and  by  supposed  departures 

eannot  embrace  new  matter  under  any  from  settled  principles  of  law. 

circumstances,  nor  any  matter  whose  Starting    from    these   two  theories, 

omission  or  misstatement  in  the  origi-  several  propositions  have  been  formu- 

nal  patent  was  intentionsL      But  in  its  lated  by  the  courts,  —  some  a  direct  ap- 

statement   and   explanation    of    these  plication  of  the  theories  to  the  facts  in 

propositions  the  court  labored  under  a  controversy,  and  others  evidently  based 

peculiar  embarrassment.  The  evil  which  on  a  misunderstanding  of  the  theories 

it  undertook  to  remedy  was  the  enlaige-  themselves.     Thus  certain  cases  state 

ment  of  the  Claims  in  a  re-issue  after  that  a  re-issue  to  enlaige  Claims  after 

individuals  or  the  public  had  acted  on  long  delay  is  not  permissible,  making  no 

the  implied  abandonment  contained  in  mention  of  the  further  necessary  condi- 

the  original.    But  as  the  law  expressly  tion  that  delay  cannot  begin  until  the 

oooferred  upon  a  patentee  the  right  to  patentee  becomes  aware  ofthe  defect  or  is 

daitt  in  his  re-issue  any  matter  which  put  upon  inquiry  which  would  result  in 

he  had  attempted  to  describe  and  claim  knowledge.      Among  these  are  Cumn 

in  the  original  patent,  and  which  he  v.  St.   Louis  Befrigerator  ft  Wooden 

had  therein   failed   to  daim  through  Gutter  Co.  (1886),  89  O.  O.  590  ;  Tubn- 

ittadverteno^  accident,  or  mistske,  the  Isr  Rivet  Co.  v.  Copeland  (1886),  26 

Supreme  Court  could  not  repudiate  or  Fed.  Rep.  706  ;  84  O.  Q.  1277 ;  White 

qoalify  this  right.     The   question  of  v.  Dunbar  (1886),  119  U.  S.  47  ;  37 

identity  was  settled  in  favor  of  the  pat-  O.  Q.  1002  ;  Asmus  v,  Alden  (1886),  27 
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unless  he  has  corrected  the  omission  by  a  re-issue  without  un- 

Fed.  Bep.  684  ;  86  0.  G.  281 ;  Hubel  568  ;  Flower  v.  Detroit  (1884),  22  Fed. 

V.  Dick  (1886),  28  Fed.  Rep.  656  ;  24  Rep.  292  ;  Matthews  v.  Iron  Clad  Mfg. 

BUtch.  139  ;  87  0.  G.  1480 ;  Phillips  Co.  (1884),  22  Blatch.  427  ;   21  Fed. 

V.  BiBser  (1885),   26  Fed.  Rep.   808  ;  Rep.  641  ;  29  0.  G.  698 ;    Turner  & 

Electric  Gas  Lighting  Co.  v.  Smith  k  Seymour  Mfg.  Co.  v,  Dover  Stamping 

Rhodes  Electric  Co.   (1886),   28  Fed.  Co.  (1888),  111  U.  S.  819  ;  27  O.  G. 

Rep.    195  ;   81    0.    G.   792  ;   Holt   v,  1181  ;  Lansbuigh  v,  Hasbronck  (1888), 

Kendall   (1885),    26  Fed.   Rep.   622  ;  21  Blatch.  825  ;  16  Fed.  Rep.  566. 

85  O.  G.  874  ;  Arden  v,  Jewett  (1885),  Another  class  of  cases  may  be  found 

82    O.   G.   1241 ;    Mahn  r.    Harwood  in  which  the  judgment  of  the  court  is 

(1884),  112  U.  S.  854  ;  80  0.  G.  657  ;  based  on  the  union  of  one  or  more  of  the 

Simon  v,  Neumann  (1884),  27  0.  6.  foregoing  propositions  with  others  which 

918  ;  20  Fed.  Rep.  196  ;  Vacuum  Oil  would  be  alone  decisive  of  the  contro- 

Co.    V.   Buffalo    Lubricating   Oil    Co.  versy.     Thus  while  it  is  true  that  new 

(1884),    22    Blatch.    266;    28   0.    G.  matter  can  never  be  claimed  in  a  re- 

1101 ;  20  Fed.  Rep.   850 ;  Flower  v.  issue,  that  a  re-issue  can  never  be  al- 

Detroit    (1884),   22    Fed.    Bep.    292  ;  lowed  except  to  cure  an  unintentional 

Hayes  v.  Bickelhoupt  (1884),  29  0.  G.  error,  that  features  not  disclosed  in  the 

868  ;  21  Fed.  Bep.  566  ;  Turner  &  Sey-  original  can  never  be  inserted  in  the  re> 

mour  Mfg.  Co.  v,  Dover  Stamping  Co.  issue,  that  an  invention  once  intentioD- 

(1884),  111  U.  S.  819  ;  27  0.  G.  1181  ;  ally  excluded  can  never  be  reclaimed. 

Ex  parU  Flynn  tl888),  28  0.  G.  2029 ;  that  the  delay  of  a  re-issue  for  an  un- 

Combined   Patents  Can  Co.   v,   Lloyd  reasonable  time  after  the  defect  was  dis- 

(1882),  21  0.  G.  718  ;  11  Fed.  Rep.  covered  is  conclusive  evidence  of  such 

149  ;  15  Phila.  481 ;  Ex  parte  Lee  (1 882),  intentional  exclusion,  and  that  any  one 

28  0.  G.  842  ;  Jones  v.  Barker  (1882),  of  these  conditions  is  a  complete  bar  to 

22  O.G.  771  ;  11  Fed.  Rep.  597  ;  Sheriff  the  allowance  or  enforcement  of  a  re- 

V.  Fulton  (1882),  22  0.  G.  87 ;  12  Fed.  issued  patent,  these  cases  combine  such 

Rep.  136.  conditions  with  each  other  as  if  their 

In  some  cases  the  existence  of  inter-  concurrence  were  necessary  to  deprive 

vening  rights,  either  alone  or  coupled  the  patentee   of  his   asserted   rights, 

with  delay,  is  treated  as  a  bar  to  a  re-  Among  these  are  the  following : 

issue,  still  without  mention  of  the  state  That  a  re-issue  including  new  matter 

of  the  patentee's  knowledge  concerning  aftsr    unreasonable  delay  is  void,  see 

the  defect  to  be  amended,  as  for  example,  Clements  v.  Odorless  Excavating  Appa- 

Asmus  V.  Alden  (1886),  27  Fed.  Rep.  ratus  Co.  (1884),  109  U.  S.  641  ;  26  0. 

684  ;  86  0.  G.  281  ;  Hudnut  o.  Lafay-  G.  858. 

ette  Homiiiy  Mills  (1886),  26  Fed.  That  a  re-issue  after  unreasonable  de- 
Rep.  686  ;  85  0.  G.  1888  ;  Newton  v.  lay  cannot  claim  a  new  use,  thus  oov- 
Furet  &  Bradley  Co.  (1886),  119  U.  S.  ering  a  new  mode  of  use,  and  a  Claim 
878  ;  88  0.  G.  104  ;  Baltimore  Car  whose  novelty  rests  on  such  mode  of  use 
Wheel  Co.  v.  North  Baltimore  Passen-  is  invalid,  see  Gardner  v.  Herz  (1886), 
^er  Ry.  Co.  (1884),  21  Fed.  Rep.  47  ;  118  U.  S.  180  ;  85  0.  G.  999. 
Wooster  v.  Handy  (1884),  22  Blatch.  That  a  re-issne  containing  new  mat- 
807 ;  21  Fed.  Rep.  51 ;  28  0.  G.  629 ;  ter  is  void  after  eight  or  nine  yean, 
Electric  Gas  Lighting  Co.  v.  Tillotson  unless  the  same  matter  is  in  some  way 
(1884),  22  Blatch.  481  ;  21  Fed.  Rep.  claimed  in   the  original,   see  Electric 
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reasonable  delay .^   The  error  in  this  case,  if  any,  consists  in  a 

Gas  Lighting  Go.  v.  Smith  ft  Rhodes  tions,  and  the  safficiency  of  each  to  pre- 
Electric  Ca  (1885),  81  0.  G.  792 ;  23  vent  the  allowance  of  a  re-issue  ia 
Fed.  Rep.  195.  asserted,  may  be  found  in  the  follow- 
That  no  re-issue  can  be  granted  in  ing  :  — 
order  to  enlarge  a  Claim  unless  there  is  That  diligence  is  of  no  consequence 
a  clear  mistake  in  the  wording  of  the  unless  the  re-issue  is  for  the  same  in- 
Claim  through  inadvertence,  and  no  yention  as  the  original,  see  Ives  v.  Sar- 
unreasonable  delay  in  applying  for  a  re-  gent  (1887),  119  U.  S.  652  ;  38  0.  G. 
issue,  see  Western  Union  Tel.  Co.  v.  781  ;  Russell  v.  Laughlin  (1886),  26 
Baltimore  &  Ohio  TeL  Co.  (1885),  25  Fed.  Rep.  699  ;  35  0.  G.  1436 ;  Coon 
Fed.  Rep.  80;  Mahnv.  Harwood(1884),  v,  Wilson  (1885),  113  U.  S.  268;  30 
112  U.  S.  854 ;  SO  O.  G.  657.  0.  G.  889  ;  Cowell  v.  Sessions  (1883), 

That  matter  described  and  intention-  21  Blatch.  421  ;  17  Fed.  Bep.  450. 

slly  omitted  from  the  Claim  is  aban-  That  if  the  invention  is  not  shown 

doned  and  cannot  be  covered  by  a  re-  in  the  original  patent  there  can  be  no 

issue,  as  against  the  intervening  rights  re-issue  at    any  time,   see   Hammond 

of  the  public,  see  Railway  Register  Mfg.  v.  Franklin  (1885),  23  Blatch.  77  ;  22 

Co.  o.  Broadway  &  Seventh  Ave.  R.  R.  Fed.  Rep.  833  ;  30  0.  G.  1324. 

Co.  (1886),  26  Fed.  Rep.  522  ;  34  0.  G.  In  addition  to  the  theories  herein 

921.  discussed  there  are  several  others  which 

That  a  re-issue  cannot  claim,  after  have  from  time  to  time  found  utterance 

fourteen    years,    an    improvement    not  from  the  bench  in  reference   to    this 

noticed  in  the  original  patent,  though  portion  of  the  subject  of  re-issues.     To 

it  was  invented  before  the  original,  see  notice  each  in  detail  would  be  needless. 

Sickels  V.  Falls  Co.  (1861),  2  Fisher,  Most  of  them,  if  not  all,  are  so  far  con- 

202  ;  4  Blatch.  508.  nected  with  those  heretofore  considered 

That  a  patent  for  mechanism  cannot  that  it  will  require  little  acumen  to 

re-issue  eleven  years  afterward  to  cover  detect  their  errors,  and  little  delibera- 

the  process,  as  the  inventions  are  dif-  tion  to  correct  them.     Understanding 

ferent,  see  Scrivner  v,  Oakland  Gas  Ca  that   no    harmony  is   to  be  expected 

(1884),  22  Fed.  Rep.  98  ;  10  Sawyer,  between  unsound  doctrines,  and  that 

890.  the  only  true  doctrine  is  that  which  fits 

That  where  the  original  patent  de-  all  cases  and  distributes  justice  to  all 

scribes  iiUer  alia  a  part  of  a  machine  parties,  the  reader  may  compare   the 

but  states  no  use  for  it  and  makes  no  citations  now  to  follow  with  each  other 

daim  to  it,  a  re-issue  to  cover  it  is  and  with  the  text,  without  danger  of 

invalid,  at  least  after  three  years,  see  being  misled  by  epigrammatic  dicta,  or 

Reay  v,  Raynor  (1884),  22  Blatch.  18  ;  by  hastily  conceive  hypotheses. 

86  O.  G.  1111 ;  19  Fed.  Rep.  308.  *  This  proposition,  be  it  remembered, 

That  where  the  original  patent  is  is  fully  true  only  of  cases  in  which 

limited  to  a  specific  device  no  enlaq^-  clearly  described  matter  is  wholly  omit- 

ment  of  its  Claims  can  be  permitted  by  ted  from  the  Claims.    It  is  partially 

rs-issue    after   nine   years*   delay,   see  true  in  many  cases  where  the  matter 

Sheriff  v.  Fulton  (1882),  22  0.  G.  87  ;  has  been  misstated  in  the  Claims.     In 

12  Fed.  Rep.  136.  those  cases  of  misstatement  where  the 

Examples  of  a  contrary  character  in  Claim  is  open  to  several  constructions, 

which  the  independence  of  these  condi-  some  of  which  would  include  and  others 

§690 


400         TBEATISE  ON  THE  LAW  OF  PATENTS.     [BOOK  m. 

direct  repugnance  between  the  two  parts  of  his  specification, 

exclude  the  matter  in  qaestiou,  it  is,  thon^^  it  were  abandoned.    This  general 

however,  false ;  for  here  ouly  judicial  doctrine  of   equity  was  applied  with 

interpretation  can  finally  determine  the  great  distinctness  to  the  correction  of 

real  scope  of  the  Claim.     Hence  the  alleged  mistakes  in  patents  by  re-iasues 

ordinary  treatment  of  omissionB   and  in  the  case  of  Miller  v.  Brass  Company, 

misstatements,  as  if  all  stood  on  equal  104  U.  S.  850.    It  was  there  declared 

ground  and  were  to  be  goyemed  by  the  that  where  the  mistake  suggested  was 

same  rule,  is  not  correct.    To  enlai^  merely  that  the  Claim  was  not  as  broad 

a  Claim  by  inserting  matter  which  it  as  it  might  liare  been,  it  was  apparent 

never  before  contained  or  appeared  to  upon  the  first  inspection  of  the  patent, 

contain  is  one  thing ;  to  enlarge  it  by  and,  if  any  correction  was  desired,  it 

amending  a  misstatement  is  quite  an-  should  have  been  applied  for  immedi* 

other.   The  extracts  which  follow  do  not,  ately  ;  that  the  granting  of  a  xe-iBsne 

unfortunately,  preserve  this  distinction,  for  such  a  purpose,  after  an  nnreason- 

but  the  mere  suggestion  that  it  exists  able  delay,  is  clearly  an  abuse  of  the 

will  be  sufficient  to  guard  the  reader  power  to  grant  re^issues,  and  may  justly 

against  extending  the  doctrine  of  these  be  declared  ill^al  and  void ;  tiiat,  in 

cases  beyond  its  proper  scope,  whatever  reference  to  re-issues  made  for  the  pur« 

language  the  judges  have  seen  fit  to  pose  of   enlai^ging   the   scope   of  the 

employ.  patent,  the  rule  of  laches  should  ba 

In  WoUensak  v.  Reiher  (1885),  115  strictly  applied,  and  no  one  should  bera> 

U.  S.  06,  Matthews,  J.  :  (09)  "It  fol-  lieved  who  has  slept  upon  his  rights,  and 

lows  from  this  that  if  at  the  date  of  the  has  thus  led  the  public  to  rely  on  the 

issue  of  the  original  patent,  the  patentee  implied  disclaimer  involved  in  the  terms 

had  been  conscious  of  the  nature  and  of  the  original  patent ;  and  that  when 

extent  of  his  invention,  an  inspection  this  is  a  matter  apparent  on  the  face  of 

of  the  patent,  when  issued,  and  an  ex«  the  instrument,  upon  a  mere  comparison 

amination  of  its  terms,  made  with  that  of  the  original  patent  with  the  re-tssue, 

reasonable  degree  of  care  which  is  habi-  it  is  competent  for  the  courts  to  decide 

tual  to  and  expected  of  men  in  the  whether  the  delay  was  unreasonable  and 

management  of  their  own  interests  in  whether  the  re-issue  was,  therefore,  con- 

the  ordinary  affaire  of  life,  would  have  trery  to  law  and  void."    31  O.  G.  1801 

immediately  informed  him  that  the  pat-  (1302).     Qtiere,  whether  Miller  «.  Brass 

ent  had  failed  fully  to  cover  the  area  of  Co.  does  declare  that "  where  the  mistaka 

his   invention.      And   this    must    be  suggested  was  merely  that  the  Claim 

deemed  to  be  notice  to  him  of  the  fact,  was  not  as  broad  as  it  might  have  been, 

for  the  law  imputes  knowledge  when  it  was  apparent  upon  the  first  inspeo- 

opportunity  and  interest,  combined  with  tion  of  the  patent  ?*'    The  author  does 

reasonable  care,  would  necessarily  im-  not  so  understand  the  language  of  Mr* 

part  it.    Not  to  improve  such  oppor-  Justice  Bradley  in  that  dedsion.    In 

tunity  under  the  stimulus  of  self-inter-  one  part  of  the  opinion  he  states  that 

est,  with  reasonable  diligence,  constitutes  in  the  case  at  bar  the  defect  was  appar- 

laches,  which  in  equity  disables  the  ent  on  the  first  inspection  of  the  patent  ; 

party  who  seeks  to  revive  a  right  which  and  in  another  portion  lays  down  the 

he  has  allowed  to  lie  unclaimed  from  en-  general  rule  that  "  when,  if  a  Claim  ia 

forcing  it  to  the  detriment  of  those  who  too  narrow,  —  that  is,  if  it  does  not 

have,  in  consequence,  been  led  to  act  as  contain  all  that  the  patentee  is  entitled 
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and  though  it  might  occur  through  inadvertence,  accident,  or 

to  —  the  defect  is  apparent  on  the  face  another  matter,  not  affecting  the  patent 

of  the  patent,  .  .  .  there  can  be  no  valid  in  question.     Bat  so  far  as  that  patent 

excuse  for  deky,"  etc.     But  this  Utter  is  concerned,  the  Claim  actaally  made 

assertion  is  very  far  from  a  declaration  operates  in  law  as  a  disclaimer  of  what 

that  '*  when  Claims  are  too  narrow  the  is  not  claimed  ;  and  of  all  this  the  law 

defect  is  apparent  on  the  face  of  the  pat^  charges  the  patentee  with  the  fullest 

ent"    The  constniction  put  by  Wollen-  notice.     Then,  what  is  the  situation? 

•ak  V.   Reiher   on    this   language  has  The  public  is  notified  and  and  informed, 

sometimes  been  tamed  into  the  rule  by  the  most  solemn  act  on  the  part  of  the 

that  when  Claims  are  too  narrow  the  patentee,  that  his  Claim  to  invention  is 

patentee  is  chargeable  with  notice  of  for  such  and  such  an  element  or  combi- 

that  fact  the  moment  the  patent  issues,  nation,  and  for  nothing  more.    Of  course 

—  a  rule  pregnant  with  mischief  and  what  is  not  claimed  is  public  property, 

manifestly  contrary  to  reason  and  jus-  The  presumption  is,  and  such  is  generally 

tice.    See  also  Hoskin  v.  Fisher  (1888),  the  fact,  that  what  is  not  claimed  was 

125  U.  S.  217  ;  48  0.  G.  509.  not  invented  by  the  patentee,  but  was 

In  WoUensak  v.  Reiher  (1884),  22  known  and  used  before  he  made  his 

Fed.   Rep.  651,    Gresham,   J.  :    (652)  invention.     But,  whether  so  or  not,  his 

"When  an  inventor  receives  his  patent,  own  act  has  made  it  public  property  if 

it  is  his  duty  to  examine  it  promptly,  it  was  not  so  before.     The  patent  itself, 

see  that  his  invention  is  properly  de-  as  soon  as  it  is  issued,  is  the  evidence 

■cribed,  and  that  his  Claims  are  brood  of  this.     The  public  has  the  undoubted 

•nough  to  embnu:e  it  in  all  its  scope,  right  to  use,  and  it  is  to  be  presumed 

If^  upon  a  mere  reading  of  his  patent,  does  use,  what  is  not  specifically  claimed 

it  is  obvious  that  he  is  entitled  to  a  re-  in  the  patent.    Every  day  that  passes 

issue  with  broader  and  more  oompre*  after  the  issue  of  the  patent  adds  to  the 

hensive    Claims,    he   must   make    his  strength  of  this  right,  and  increases  the 

application  speedily.    Failure  to  do  this  barrier  against  subsequent  expansion  of 

IB  a  dedication  to  the  public  of  so  much  the  claim  by  re-issue  under  a  pretence 

of  his  invention  as  is  not  covered  by  his  of  inadvertence  and  mistake."    30  O.  G. 

Claim.     The  role  of  laches  is  strictly  657  (659). 

applied  in  snch  cases."  In  Miller  v.  Brass  Co.  (1881),  104 

In  Hahn  v.  Harwood  (1884),   112  U.  S.  850,  Bradley,  J.  :  (852)  *<  But  it 

U.  S.  854,  Bradley,  J.  :  (360)   '*The  must  be  remembered  that  the  Claim 

taking  out  of  a  patent  which  has  (as  of  a  specific  device  or  combination,  and 

the  law  requires  it  to  have)  a  specific  an  omission  to  claim  other  devices  or 

Claim,  is  notice  to  aU  the  world,  of  the  combinations  apparent  on  the  face  of 

most  public  and  solemn  kind,  that  all  the  patent  are,   in  law,   a  dedication 

those    parts  of  the  art,  machine,   or  to  the  public  of   that  which  is   not 

manufacture  set  out  and  described  in  claimed.     It  is  a  declaration  that  that 

the  specification  and  not  embraced  in  which  is  not  claimed  is  either  not  the 

such  specific  Claim,  are  not  claimed  by  patentee's  invention,  or,  if  his,  he  dedi- 

the  patentee,  —  at  least  not  claimed  in  cates  it  to  the  public.    This  legal  effect 

■nd  by  that  patent.   If  he  has  a  distinct  of  the  patent  cannot  be  revoked  unless 

patent  for  other  parts,   or  has   made  the  patentee  surrenders  it  and  proves 

application  therefor,  or  has  reserved  the.  that  the  specification  was  framed   by 

right  to  make  such  application,  that  is  real  inadvertence,  accident,  or  mistake, 
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mistake,  it  could  not  fail  to  become  apparent  on  inspection 

vithoat   any  fraudulent   or  deoeptiye  22  Blatch.   807 ;    21    Fed.    Rep.   51  ; 

intention  on  Mb  part ;  and  this  should  28  O.   G.   629  ;    Scrivner  v.  Oakland 

be  done  with  all  due    diligence   and  Gas  Co.  (1884),  22  Fed.  Rep.  98  ;  10 

speed.     Any  unnecessary  laches  or  delay  Sawyer,  890  ;  Ives  v.  Sargent  (1883),  17 

in  a  matter  thus  apparent  on  the  record  Fed.  Rep.  447  ;  21  Blatch.  417  ;  Com- 

affects  the  right  to  alter  or  re-issue  the  bined  Patents  Can  Co.  o.  Lloyd  (1882), 

patent  for  such  cause.     If  two  years'  11  Fed.  Bep.  149  ;  21  0.  G.  718 ;  15 

public  eigoyment  of  an  inrention  with  Phila.  481  ;  Streit  v.  Lauter  (1882),  11 

the  consent  and  allowance  of  the  inven-  Fed.  Rep.  309 ;  Holt  v,  Keeler  (1882), 

tor  is  evidence  of  abandonment,  and  a  22  0.  G.  1291 ;  18  Fed.  Rep.  464 ;  21 

bar  to  an  application  for  a  patent,  a  Blatch.  68  ;  Hayes  v.  Seton  (1882),  20 

public  dischdmer  in  the  patent  itself  Blatch.  484 ;  12  Fed.  Rep.  120. 

should  be  construed  equally  favorable  That  an  omission  to  claim  matter 

to  the  public.     Nothing  but  a  clear  evidently  belonging  to  the  invention  is 

mistake  or  inadvertence,  and  a  speedy  abandonment,    unless    the    patent   is 

application  for  its  correction,  is  admis-  amended  by  re-issue  without  delay,  see 

sible  when  it  is  sought  merely  to  enlarge  Hill  v.  Comminioner  (1885),  4  Mackey, 

the  Claim.*'    21  0.  G.  201  (202).  266  ;  33  0.  G.  757  ;  ExparU  Conklin 

In  Giant  Powder  Co.  v.  California  (1874),  5  O.  G.  285  ;  1  MacArthur,  875. 

Vigorit   Powder    Co.    (1880),    18    0.  That  unnec^sary  delay  in  re-issuing 

G.    1889,    Field,    J.:     (1840)    *'The  is  acquiescence  in  the  patent  as  allowed, 

statute   authorizing  a  re-issue  was  in-  and  an  abandonment  of  the  rest  of  the 

tended    to    protect   against    accidents  invention,see  JEbsporteFlynn  (1888),  23 

and    mistakes,  and    it   is  6nly  when  0.  G.  2029  ;  Hayes  v.  Seton  (1882),  20 

thus  restricted  that  it  can  be  regarded  Blatch.  484 ;  12  Fed.  Rep.  120. 

as  a  beneficial  statute.     If  a  patentee  That  delay  in  re-issuing  shows  origi- 

does  not  embrace  by  his  specifications  nal  abandonment,  see  Tuttle  v.  Loomis 

and  Claim  all  that  he  might  have  done,  (1885),  24  Fed.  Rep.  789;  80  O.  G. 

and  there  has  been  no  clear  mistake,  844. 

inadvertence,  or  accident  in  their  prep-  That  any  long  delay  in  applying  for 

aration,  the  presumption  of  law  is  that  a  re-issue  raises  a  presumption  against 

he  has  abandoned  to  the  use  of  the  "mistake  and  inadvertence,"  see  New- 

public  everything  outside  of  them,  or  at  ton  v.  Furst  &  Bradley  Mfg.  Co.  (1888)9 

least  has  postponed  any  additional  Claim  14  Fed.  Rep.  465  ;  11  Bissell,  405. 

for  further  consideration."    6  Sawyer,  That  the  greater  the  discrepancy  the 

508  (522) ;  4  Fed.  Rep.  720  (725).  shorter  should  be  the  time,  see  ICahn 

Further,  that  no  re-issue  can  be  al-  v.  Harwood  (1884),  112  U.  8.  854 ;  SO 

lowed  to  claim  matter  clearly  described  O.  G.  657. 

in  the  original    patent  but  evidently  That    where    a  oombination-pateDt 

omitted  from  its  Claims,  unless  the  re-  fails  to  claim  a  sub-combination,  the 

issue  is  applied  for  within  a  reasonable  error  is  an  evident  one,  and  the  right  to 

time  after  the  grant  of  the  original,  see  the  protection  of  the  sab-combinatioa 

Ives  V.  Sargent  (1887),  119  U.  S.  652  ;  will  be  abandoned  by  delay,  tee  Gage  v. 
88  0.  G.  781  ;  Gage  v.  Kellogg  (1885),  1  Herring  (1883),  107  U.  S.  640;  28  O. 

23  Fed.  Rep.  891  ;  32  O.  G.  381 ;  Reed  G.  2119 ;  Bantz  v.  Frants  (1882),  105 

V.  Chase  (1885),  25  Fed.  Rep.  94 ;  33  JJ.  S.  160 ;  21  O.  G.  2037. 

O.  G.  996;  Wooster  v.  Handy  (1884),  That  a  re-issue  cannot  cover  a  process 
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of  fhe  patent,  if  examined  by  the  patentee  with  ordinary  care.^ 

aftemineyeaTB' use  of  the  devices  claimed  speotion  of  the  patent,  and  if  any  cor- 

in  the  original,  when  the  process  consists  rection  was  desired,  it  should  have  heen 

in  the  use  of  such  devices,  see  Brainard  applied  for  immediately."     21  0.  G. 

9.  Gramme  (1882),  22  0.  G.  769 ;  12  201  (201). 

Fed.  Rep.  621 ;  20  Blatch.  680.  That  if  the  inventor  clearly  perceives 

That  the  presumption  of  intentional  the  nature  of  his  invention  he  ought  to 

exclusion  from  a  failure  to  claim  clearly  be  able  to  see  whether  his  Claims  protect 

described  matter  is  prima  facie  only,  it,  see  WoUensak  v.  Reiher  (1885),  115 

until  an  unreasonable  delay  in  amend-  U.  S.  96  ;  81  0.  G.  1301.    This  seems 

ing  the  patent  renders  such  presumption  to  assume  that  if  an  idea  is  clearly  per- 

conclusive,  appears  from  the  following  ceived  by  the  mind  it  can  always  be  so 

decisions  :  —  expressed  in  words  as  to  infallibly  pre- 

That  a  thing  not  claimed  in  the  orig-  sent  to  other  minds  precisely  the  same 

inal  patent  is  not  thereby  abandoned  idea,  —  which  is  not  true,  especially  in 

ipso  facto  to  the  public,  and  may  be  reference  to  conceptions  in  science  and 

claimed  in  a   re-issue,   see  Selden  v,  art.     An  inventor  may  believe  that  his 

Stockwell  Self-Ldghting  Gas  Burner  Co.  Claims  exactly  cover  his  invention,  but 

(1881),  19  Blatch.  544  ;  20  O.  G.  1377  ;  it  does  not  follow  that  the  judicial  mind 

9  Fed.  Rep.  390.  will  arrive  at  the  same  conclusion. 

That  there  is  no  conclusive  presump-         That  a  delay  in  re-issuing  to  enlarge 

tion,  from  the  absence  of  Claims  from  Claims  is  unreasonable  if  more  time  is 

the  original  covering  the  matters  claimed  taken  than  is  needed  to  read  the  Claims 

in  the  re-issue,  that  the  inventor  did  and  ascertain  the  necessity  for  their  cor- 

not  intend  to  claim  them  in  the  original,  rection,  see  Hartshorn  v.  Eagle  Shade 

see  Eickmeyer  Hat  Blocking  Mach.  Co.  Roller  Co.  (1883),  18  Fed.  Bep.  90  ;  25 

V.  Pearce  (1873),  6  Fisher,  219 ;  8  0.  0.  G.  1191. 

6.  150 ;  10  Blatch.  403.  That  a  patentee  must  examine  his 

That  things  described  but  not  claimed  patent  to  see  if  it  covers  his  invention, 

in  the  original  patent  are  not  thereby  and  three  years'  delay  in  so  doing  is  un- 

abandoned  and  may  be  claimed  in  the  reasonable,  and  a  re-issn^  then  is  invalid, 

le-issue,  though  they  have  gone  into  use,  if  the  defect  is  clear,  see  Ives  v.  Sargent 

8ee£e/ya9^Conklin  (1872),  2  0.  G.541.  (1886),  119  U.  8.  652  ;  38  0.  G.  781. 

*  In  Miller  v.  Brass  Co.  (1881),  104         That  where  the  omission  to  claim 
U.  S.  850,  Bradley,  J.:   (351)  *' It  is  described  matter  is  clear  to  intelligent 
manifest  on  the  face  of  the  patent,  when  persons,  but  the  patentee  and  assignee 
compared  with  the  original,   that  the  were  ignorant  of  it  for  want  of  using 
suggestion  of  inadvertence  and  mistake  their    means  of   knowledge,   they  are 
in  Uie  specification  was  a  mere  pretence ;  chargeable  with  laches,  and  if  there  is 
or  if  not  a  pretence,  the  mistake  was  so  any  delay  in  the  re-issue,  their  right  is 
obvious  as  to  be  instantly  discernible  on  forfeited,  see  Ives  v.  Sargent  (1888),  21 
opening    the    letters- patent,    and   the  Blatch.  417  ;  17  Fed.  Rep.  447. 
sight  to  have  it  corrected  was  abandoned         That  a  patentee  is  chargeable  with 
and  lost  by  uni-easonable  delay.     The  notice  of  what  the  patent  contains  and 
only    mistake    suggested  is,   that  the  is  held  to  reasonable  diligence,  see  West- 
Claim  was  not  as  broad  as  it  might  have  em  Union  Tel.  Co.  v.  Baltimore  &  Ohio 
been.    This  mistoke,  if  it  was  a  mis-  Tel.  Co.  (1885),  25  Fed.  Bep.  80. 
take,  was  apparent  upon  the  first  in-         That  ignorance  of  law  is  no  excuse 
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The  matter  omitted  from  the  Claims  being  so  described  in  the 
specification  as  to  place  it  fully  before  the  public,  they  have 
a  right  to  presume  that  the  inventor  intended  to  abandon  it 
altogether,  or  to  withhold  it  as  the  subject  of  a  future  patent. 
Under  the  law,  as  it  existed  before  re-issues  were  allowed, 
such  an  omission  would  have  operated  as  an  irrevocable  dedi- 
cation of  the  unclaimed  matter  to  the  public,  the  original 
patent  being  unamendable,  and  the  law  permitting  no  new 
patent  for  an  invention  already  publicly  disclosed.  Under 
the  present  law,  however,  these  presumptions  may  be  re- 
butted either  by  an  application  for  a  new  patent  for  the 
omitted  matter  before  two  years  of  public  use  or  sale  have 
elapsed,  or  by  a  timely  re-issue  of  the  original  patent.  In  the 
first  case,  the  new  application  is  independent  of  the  former 
patent,  and  muU  be  granted  or  denied  on  its  own  merits.  In 
the  second  case,  the  re-issue  is  invalid  when  the  duration  of 
the  period  of  delay  is  inconsistent  with  the  idea  of  an  original 
inadvertence,  accident,  or  mistake.^    Upon  this  question  of 

for  delay  in  a  re-issue,  see  Haines  v.  Peck  all  that  the  patentee  is  entitled  to,  — 

(1886),  26  Fed.  Rep.  625  ;  85  O.  6.  the  defect  is  apparent  on  the  face  of  tlie 

1227.  patent,  and  can  be  discovered  as  soon  as 

That  a  want  of  knowledge  of  the  that  document  is  taken  out  of  its  envel* 

language  is  considered  on  the  question  ope  and  opened,  there  can  be  no  valid 

of  delay,  see  Stutzv.  Armstrong  (1884),  excuse  for  delay  in  asking  to  have  it 

28  0.  G.  867  ;  20  Fed.  Bep.  843  ;  eon-  corrected.   Every  independent  inventor, 

tra,  Boland  v,  Thompson    (1886),  28  every  mechanic,  every  citizen,  is  affected 

Blatch.  440 ;  26  Fed.  Rep.  683 ;  35  0.  by  such  delay,  and  by  the  issue  of  a  new 

O.  1113.  patent  with  a  broader  and  more  compre- 

^  In  Miller  v.  Brass  Co.  (1881),  104  hensive  Claim.     The  granting  of  a  m- 

XJ.  S.  350,  Bradley,  J.  :  (355)   "Now  issue  for  such  a  purpose,  after  an  unieaF> 

whilst,  as  before  stated,  we  do  not  deny  sonable  delay,  is  clearly  an  abuse  of  the 

that  a  Claim  may  be  enlarged  in  a  re^  power  to  grant  re-issues,  and  may  justly 

issued  patent,  we  are  of  opinion  that  be  declared  illegal  and  void.  It  will  not 

this  can  only  be  done  when  an  actual  do  for  the  patentee  to  wait  until  other 

mistake  has  occurred  ;  not  from  a  mere  inventors  have  produced  new  foims  of 

error  of  judgment    (for  that  may  be  improvement,  and  then,  with  the  new 

rectified  by  appeal),  but  a  real  boTiaJicU  light  thus  acquired,  under  pretence  of 

mistake,  inadvertently  committed ;  such  inadvertence    and   mistake,  apply   for 

as  a  court  of  chancery,  in  cases  within  such  an  enlaigement  of  his  Claim  aa  to 

its  ordinary  jurisdiction,  would  correct,  make  it  embrace  these  new  forms.  Sach 

Re-issues  for  the  enlargement  of  Claims  a  process  of  ezpcLnaion  carried  on  ind^- 

should  be  the  exception  and  not  the  nitely,  without  regard  to  lapse  of  time, 

rule.      And  when,  if  a  Claim  is  too  would  operate  most  unjustly  sgainat  the 

narrow,  —  that  is,  if  it  does  not  contain  public,  and  is  totaUy  nnaothoriied  hj 
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delay  the  courts  or  the  Patent  Office  must  decide  in  view  of 
all  the  circumstances  of  the  case  itself.    No  unbending  rule 

can  be  established  limiting  the  time   when    such    amend- 
ments must  be  made.^    Analogy  seems  to  require  that  no 

the  law.     In  such  a  case,  even  he  who  aud  was  not  intended  to  lay  down  any 

has  rights,  and  sleeps  upon  them,  justly  general  rule.   Nevertheless,  the  analogy 

loses  theuL     The  correction  of  a  patent  is  an  apposite  one,  and  we  think  that 

by  means  of  a  re-issue,  where  it  is  in-  excuse  for  any  longer  delay  than  that 

▼alid  or  inoperative  for  want  of  a  fuU  should  be  made  manifest  by  the  special 

and  clear  description  of  the  invention,  circumstances  of  the  case."     SO  0.  O. 

cannot  be  attended  with  such  injurious  657  (659). 

results  as  follow  from  the  enlargement  In  Stutz  v.  Armstrong  (1884),  20 

of  the  Claim.     And  hence  a  re-issue  Fed.    Bep.    843,    Acheson,   J. :    (845) 

may  be  proper  in  such  cases,  though  a  "The  Supreme  Court  has  laid  down  no 

longer  period  has  elapsed  since  the  issue  unbending  rule  by  which  to  determine 

of  the  original  patent    But  in  reference  what  is  unreasonable  delay  in  applying 

to  re-issues  made  for  the  purpose  of  en-  for  the  correction  of  such  a  mistake  as 

laiging  the  scope  of  the  patent,  the  rule  existed  here  ;  and  it  seems  to  me  that 

of  laches  should  be  strictly  applied  ;  aud  each  case  must    be  decided  upon  its 

no  one  should  be  relieved  who  has  slept  special  facts  and  merits.     The  applica- 

upon  his  rights,  and  has  thus  led  the  tion  here  was  within  two  years  after  the 

public  to  rely  on  the  implied  disclaimer  grant  of  the  original  letters-patent ;  the 

involved  in  the  terms  of  the  original  exact  lapse  of  time  being  one  year,  ten 

patent.    And  when  tins  is  a  matter  ap-  months,  and  eight  days.     Now,  while 

parent  on  the  face  of  the  instrument,  this  fact  may  not  be  conclusive,  it  would 

upon  a  mere  comparison  of  the  original  seem  to  be  entitled  to  some  considera- 

patent  with  the  re-issue,  it  is  competent  tion,  in  view  of  that  provision  of  the 

for  the  courts  to  decide  whether  the  de-  Patent  Laws  by  which  nothing  less  than 

lay  was  unreasonable,  and  whether  the  two  full  years*  public  use  of  an  inven- 

le-issue  was  therefore  contrary  to  law  tion  is  a  bar  to  an  appUcation  for  a  pat* 

and  void."    21  0.  0.  201  (203).  ent     In  Miller  v.  Brass  Co.,  the  fact 

See  also  Hartshorn  v.  Eagle  Shade  that  much  more  than  two  years  had 

Boiler  Co.  (1888),  25  0.  G.  1191 ;  18  elapsed  between  the  grant  of  the  origi- 

Fed.  Bep.  90.  nal  letten-patent  and  the  application 

•  In  liahn  «.  Harwood  (1884),  112  for  the  re-issue  was  evidently  in  the 

U.  8.  854,  Bradley,  J.  :  (363)  "As  we  mind  of  Mr.  Justice  Bradley,  and  sug- 

have  already  stated,  no  invariable  rule  gested  the  illustration  employed  by  him 

ean  be  kid  down  as  to  what  is  reason-  on  page  352  of  the  reported  case.     And 

able  time  within  which  the  patentee  in  all  the  like  cases  in  which  the  Su- 

should  seek  for  the  correction  of  a  Claim  preme  Court  has  ruled  against  the  valid- 

which  he  considers    too  narrow.      In  ity  of  the  re-issue  (so  far  as  I  know), 

HiUer  v.  The  Brass  Company,  by  anal-  the  lapse  of  time  has  been  greatly  in 

ogy  to  the  law  of  public  use  before  an  excess  of  two  years."     28  O.   G.  367 

appUcation  for  a  patent,  we  suggested  (368). 

that  a  delay  of  two  yean  in  applying  That  no  fixed  rule  determines  reason- 

for  such  correction  should  be  construed  able  time  see  Odell  v.  Stout  (1884),  22 

equally  favorable  to  the  pubUc.    But  Fed.  Rep.  159  ;  29  0.  G.  862. 

this  was  a  mere  suggestion  by  the  way,  That  reasonable  time  depends  on  cir* 
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longer  period  should  be  allowed  than  that  within  which  a  new 
patent  might  be  issued,  and  that  after  two  years  of  public  use 
and  sale  of  the  omitted  matter  its  abandonment  should  be 
conclusively  presumed.  But  in  many  instances  even  this  pe- 
riod cannot  be  properly  allowed.®  Where  the  practical  im- 
portance and  commercial  value  of  the  omitted  matter  is  evi- 
dent from  the  beginning,  and  where  the  inventor,  therefore, 
must  have  known  that  in  its  original  form  the  patent  did  not 
give  him  the  complete  protection  which  he  needed  to  render 
all  the  fruits  of  his  inventive  skill  available  to  him,  any  avoid- 
able delay  in  the  correction  of  the  error  is  irreconcilable  with 
the  hypothesis  that  the  omitted  matter  was  unintentionally 
excluded.  And  on  the  other  hand,  where  the  unclaimed  in- 
vention was  not  recognized  as  of  material  consequence  until 
it  had  been  tested  by  experience,  or  where  no  probability  of 
adverse  claims  existed,  or  where  the  inventor  might  reason- 
ably have  supposed  that  his  original  patent  would  secure  to 
him  all  that  was  really  valuable  in  his  invention,  a  delay  of 
some  duration  is  not  incompatible  with  the  idea  of  accident, 
inadvertence,  or  mistake  in  the  original  omission.^    As  in  all 

cumstances,  see  Western  Union  Tel.  Go.  heim  v.  Finster  (1886),  26  Fed.  Brp^ 

V.  Baltimore  &  Ohio  Tel.  Go.  (1885),  25  277  ;  34  0.  G.  700. 

Fed.  Rep.  SO.  That  a  delay  of  three  months  in  ap- 

*  That  two  years  is  the  usual  Umit  for  plying  for  a  re-issue  is  unreasonable 

delay,  see  Ex  parte  Flynn  (1888),  23  O.  when  the  defect  is  clear  and  other  daim- 

0.  2029.  ants  intervene,  if  the  only  olject  is  to 

That  two  years  is  in  some  cases  a  enlarge  the  original  Glaims,  see  Coon  «l 

reasonable   time,   but  not  always,   see  Wilson  (1885),  113  U.  S.  268  ;  80  O. 

Mahn  v,  Harwood  (1884),  112   (J.  S.  O.  889. 
354  ;  30  0.  0.  657.  That   a   re-issue    enlai^ng  Glaims 

That  an  excuse  for  a  delay  longer  within  three  months  is  in  time,  if  no 

than  two  years  must  be  clearly  shown,  rights  of  others  intervene,  see  Hammond 

see  Ives  v,  Sargent  (1887),  119  U.  &  v.  Franklin  (1885),  28  Blatch.  77  ;  22 

652  ;  38  0.  G.  781.  Fed.  Rep.  833  ;  80  O.  O.  1324. 

That  where  the  Glaim  of  the  original         That  a  re-issue  in  two  months  is  not 

is  clear  and  its  scope  plain,  nine  years'  laches,  see  Russell  v.  Laughlin  (1886), 

delay  is  unreasonable,   see  Shirley  v.  26  Fed.  Rep.  699  ;  35  O.  G.  1486. 
Mayer  (1885),  23  Blatch.  249  ;  25  Fed.         That  a  few  months'  delay  is  of  no 

Rep.  38  ;  34  0.  G.  1391.  consequence,    see    Dryfoos    v.    Wiese 

That  where  the  error,  if  any,  is  ap-  (1884),  22  Blatch.  19  ;  26  0.  6.  639 ; 
parent  and  the  articles  claimed  in  the  19  Fed.  Rep.  315. 
re-issue  have  gone  .into  market,  twenty-         ^  That  the  question  of  adverse  inter- 
two  months  is  too  long  a  delay,  see  Am-  vening  rights  is  usually  embraced  in 

§680 
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other  cases  where  the  questions  of  due  diligence  or  reasonable 
time  are  involved,  the  conduct  of  the  inventor  is  subject  to 
the  interpretation  of  the  courts,  and  he  must  abide  by  their 
decision  whatever  may  have  been  his  own  views  as  to  the  rea- 
sonableness of  his  delaj.^  His  delay  having  been  judicially 
determined  to  be  unreasonable,  the  inference  that  he  origi- 
nally intended  to  exclude  the  omitted  matter  from  his  patent 
becomes  inevitable,  and  the  re-issue  cannot  be  sustained. 

that  of  delay,  see  Stntz  v.  Armstrong  abandonment,  see  Hartshorn  v.  Eagle 

(1884),  28  0.  G.  367;   20  Fed.  Rep.  Shade  RoUer  Co.  (1888),  18  Fed.  Rep. 

848.  90  ;  25  0.  0.  1191. 

That  the  question  whether  adverse        ^  In  Mahn  o.  Harwood  (1884),  112 

rights  have  arisen   since  the  original  U.  S.  854,  Bradley,  J.  :  (860)  '*Cou- 

patent  was  granted  is  always  important  ceding  that  it  is  for  the  Commissioner 

on  a  re-issne,  in  reference  to  the  claim  of  Patents  to  detennine  whether  the  in- 

of  abandonment,  see  Stntz  v,  Armstrong  sertion  of  too  narrow  a  Claim  arose  from 

(1884),  20  Fed.  Rep.  848 ;   28  0.  G.  inadvertence,  accident,  or  mistake  (iin- 

867 ;  Brainard  9.  Gramme  (1882),   12  less  where  the  matter  is  manifest  from 

Fed.  Rep.  621 ;  22  0.  G.  769;  20  Blatch.  the  record),  the  question  whether  the 

680.  application  for  correction  and  re-issue  is 

That  a  patent  for  a  combination  is-  or  is  not  made  within  reasonable  time 

sued  in  1860,  not  claiming  the  sub-com-  is,  in  most  if  not  all  of  such  cases,  a 

binations,  and  re-issued  in  1876  to  cover  question  which  the  court  can  determine 

them  after  the  sub-combinations  had  as  a  question  of  law,  by  comparing  the 

been  in  use  by  others  more  than  two  patent  itself  with  the  original  patent, 

years,  is  void  for  delay,  see  Turrell  v.  and,  if  necessary,  with  the  record  of  its 

Bradford  (1883),  21  Blatch.  284 ;  28  0.  inception.     The   reason   for  this  was 

O.  1623  ;  15  Fed.  Rep.  808.  fully  explained  in  the  case  of  Miller  v. 

That    if   sub-combinations  are  de-  The  Brass  Company."     80  0.  G.  657 

scribed  in  the  original   they  may  be  (659). 

claimed  in  the  re-issue  where  there  is  no         See  also  Western  Union  Tel.  Co.  v. 

unnecessary  delay  and  no  injury  to  in-  Baltimore  &  Ohio  TeL  Co.  (1885),  25 

tervening   rights,   see  Hubel  v.   Dick  Fed.  Rep.  30;  Woosterv.  Handy  (1884), 

(1886),  28  Fed.  Rep.  132  ;  36  0.  G.  28  0.  G.  629  ;  22  Blatch.  807  ;  21  Fed. 

939  ;  24  Blatch.  59.  Rep.  51 ;  Miller  v.  Brass  Ca  (1882),  104 

That  where  delays  work  an  equitable  U.  S.  350  ;  21  0.  G.  201. 
estoppel  it  is  in  favor  of  the  public,  see        That  an  apparently  unreasonable  de- 

ConsoUdated  Fruit  Jar  Co.  v.  Bellaire  lay  in  applying  for  a  re-issue  renders  it 

Stamping  Co.  (1886),  27  Fed.  Rep.  877  ;  invalid,  unless  the  patentee  explains  the 

85  O.  G.  627.  delay  by  proper  evidence,  see  Hoskin  v. 

That  an  unavoidable  delay  in  apply-  Fisher  (1888),  125  U.  S.  217 ;  48  0. 

ing  for  a  re-isBna  does  not  work  an  G.  509. 

690 
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§  691.  Intentional  Bzelnsion  not  Sho'wn  by  Failure  to  Oaim 
Matter  not  Clearly  Described  in  the  Original  Patent 
unless  the  Defects  are  Brought  to  the  Knowledge  of 
the  Patentee,  and  he  thereafter  Unreasonably  Delajrs 
their  Amendment. 

An  omission  from  the  Claims  of  the  original  patent  of  some 
feature  of  the  invention,  or  of  some  subordinate  or  dependent 
invention,  which  is  simply  indicated  or  suggested  but  not 
clearly  described  in  the  original  specification,  or  a  defective 
statement  in  the  Claims  of  the  original  which  is  consistent 
with  an  intention  to  protect  the  subject-matter  claimed  in  the 
re-issue,  raises  no  presumption  of  intentional  exclusion.  Such 
a  misstatement  or  omission  is  not  evident  to  the  inventor  upon 
a  mere  inspection  of  the  patent,  nor  does  the  description  so  dis- 
close the  omitted  matter  to  the  public  as  to  warrant  any  sup- 
position that  he  has  dedicated  it  to  public  use.  Not  until 
circumstances  occur  by  which  his  attention  is  directed  to  the 
error,  and  he  becomes  aware  that  his  entire  invention  is  not 
covered  by  his  patent,  is  he  chargeable  with  negligence  in  the 
assertion  of  his  rights.^  But  whenever  and  by  whatever  means 
this  knowledge  is  communicated  to  him,  his  obligation  to 
amend  his  Claims,  and  so  far  as  necessary  his  description 
also,  at  once  arises,  and  his  failure  to  do  this  within  a  reason- 
able time  is  sufficient  evidence  that  the  original  omission  did 

§  691.  1  In  Tnttle  v.  Lootnis  (1885),         That  a   re-iasue   cannot  expand  a 

24  Fed.  Rep.  789»  Wallace,  J.  :  (780)  Claim  after  eight  yean  except  in  Yvrj 
"  Whether  he  described  in  his  original  peculiar  circnmstances^  see  Tnttle  v. 
patent  jnat  the  invention  he  supposed  Loomis  (1885),  24  Fed.  Bep.  789  ;  80 
he  had  made,  or  whether  his  invention  0.  O.  844. 

was  really  a  broader  one  than  he  him-         That  a  patentee  is  always  presamed 

self  supposed  it  to  be,  when  it  became  to  know  what,  if  vigilant,  he  could  have 

apparent  that  the  real  invention  was  kn<)wn,  see  Amheim  v.  Finster  (1886), 

unduly  restricted  and  narrowed  by  the  26  Fed.  Rep.  277  ;  840.  Q.  700  ;  Ives«. 

description,  he  was  entitled  to  a  re-issue  Sargent  (1888),  17  Fed.  Bepw  447  ;  21 

if  the  error  arose  from  inadvertence,  ac-  Blatch.  417. 

cident,  or  mistake."  80  0.  G.  344  (845).         That  to  move  with  alacrity  after  he 

That  a  mistake  not  discoverable  till  discovers  the  defect  does  not  satisfy  the 

after  several  years   may  then  be  cor>  rule,  if  by  due  diligence  it  might  have 

rected,   see  Hartshorn  v.  Eagle  Shade  been  known  earlier,  see  Ives  o.  Sargent 

Roller  Co.  (1888),  18  Fed.  Rep.  90  ;  (1888),  21  Blatch.  417 ;  17  Fed.  Rep. 

25  O.  G.  1191 ;  Poppenhusen  v.  Falke  447. 
(1862),  5  Blatch.  46  ;  2  Fisher,  218. 
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not  result  from  any  inadvertence,  accident,  or  mistake.^  Thus 
where  the  omitted  matter  has  actually  gone  into  public  use,^  or 
where  another  inventor  has  applied  for  and  obtained  a  patent 

which  distinctly  claims  it,*  or  where  the  courts  interpreting 

his  patent  have  decided  that  it  does  not  embrace  this  feature 

or  subordinate  invention,^  the  inventor  may  be  presumed  to 

^  That  upon  the  discoveiy  of  the  shows  that  its  omission  from  the  appli- 
defect  the  patentee  must  act  with  rea-  cation  was  intentional  and  was  abandon- 
aonable  diligence  or  a  re-issne  cannot  be  ment,  see  In  re  Conklin  (1874),  1  Mac- 
allowed,  see  Pope  Mfg.  Co.  v.  Mar-  Arthur,  375  ;  5  O.  G.  235. 
qua  (1883),  15  Fed.  Bep.  400  ;  Turrell  That  the  mode  in  which  the  dis- 
t>.  Bradford  (1883),  15  Fed.  Rep.  808  ;  covery  of  a  mistake  in  the  original  was 
23  0.  G.  1623  ;  21  Blatch.  284 ;  Wash-  made  does  not  affect  the  re-issue,  see 
bam  &  Moen  Mfg.  Co.  v.  Fuchs  (1883),  Poppenhusen  v.  Falke  (1861),  4  Blatch. 
6  McCraiy,  286  ;  16  Fed.  Bep.  661 ;  493  ;  2  Fisher,  181. 
Steam  Gauge  &  Lantern  Co.  v.  Miller  *  That  a  re-issue  to  enlarge  Claims, 
(1882),  11  Fed.  Rep.  718 ;  Matthews  v.  end  embrace  a  new  invention  which 
Boston  Mach.  Co.  (1882),  105  U.  S.  has  been  patented  since  the  original 
54  ;  21  0.  G.  1349  ;  Sheriff  v.  Fulton  patent,  is  not  allowable  after  unreason- 
(1882),  12  Fed.  Bep.  136  ;  22  O.  G.  able  delay,  see  Torrent  Arms  Lumber 
87  ;  Bantz  v.  Frantz  (1881),  105  U.  S.  Co.  v.  Rodgers  (1884),  112  U.  S.  659  ; 
160 ;  21  0.  G.  2037  ;  Johnson  v.  K.  R.  80  0.  G.  449. 

Co.  (1881),  105  U.  S.  539  ;  22  O.  G.  s  In  Poppenhusen  v.  Falke  (1862), 

829 ;  Miller  v.  Brass  Co.  (1881),  104  5  Blatch.  46,  Shipraan,  J.  :  (53)  "  It 

U.  8.  850  ;  21  O.  G.  201  ;  In  re  Conk-  not  unfrequently  happens  that  a  ju- 

lin  (1874),  5  0.  G.  235  ;  1  MacArthur,  dicial  interpretation  of  the  specification 

375  ;  Knight  r.  Baltimore  &  Ohio  R.  R.  or  Claim  of  a  patent,  or  of  both,  dis- 

Co.  (1840),  3  Fisher,  1 ;  Taney,  106.  closes  to  the  inventor  and  patentee,  for 

*  That  where  matters  have  been  de-  the  first  time,  the  defects  in  the  instm- 

Bcribed  but  not  claimed  in  the  original  ment,  and  shows  him  that  he  has  un- 

patent,  and  have  gone   into   use   by  wittingly  restricted  his  rights  within 

others,  they  cannot  be  claimed  in  a  re-  narrower  limits  than  his  discovery,  or 

issue    after    unreasonable    delay,    see  has  so  inartificially  described  his  inven- 

Wooster  v.  Handy  (1884),  28  0.  G.  tion  that  he  has  failed  to  secure  any 

629 ;   22  Blatch.   307  ;  21   Fed.   Rep.  substantial  advantage  by  it.     Such  a 

51 ;   Brainard  o.  Cramme   (1882),   12  disclosure  furnishes  a  proper  occasion 

Fed.   Rep.   621 ;  20  Blatch.   530  ;  22  for  a  surrender  and  re-issue,  when  the 

O.  G.  769.  error  was  inadvertent,  and  is  clearly 

That  where  an  invention  has  been  within  the  beneficent   design   of   the 

in  use  for  fifteen  years,  an  original  pat-  statute.      The  judicial  mind  gives  a 

est  cannot  be  re-issued  to  cover  it,  even  legal  construction  to  the  language  of 

in  favor  of  the  real  inventor,  but  it  the  instrument,  and  this  construction 

most  be  regarded  as   abandoned,   see  may  reveal  the  fact  that  the  terms  used 

Johnson  v.  B.  R.  Co.  (1882),  105  U.  S.  failed  to  cover  the  invention.    To  hold 

639  ;  22  0.  G.  3lS9.  that  the  inventor  should  not   be  al- 

That  the  use  of  the  "  new  matter,"  lowed  to  re-state  his  Claims  by  the  use 

before  the  original  application  was  filed,  of  new  terms,  would  defeat  the  object  of 
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have  sufficient  notice  of  the  defect  to  make  his  continued  ac- 
quiescence in  it  a  conclusive  admission  that  his  patent,  in  its 
original  condition,  truly  represented  and  covered  the  entire 
invention  which  he  undertook  to  claim.  Concerning  the 
period  within  which  the  amendment  must  be  made  after  such 
notice  can  be  fairly  imputed  to  the  inventor,  there  is  no  other 
rule  than  that  of  reasonable  time,  to  be  determined  by  the 
courts  from  all  the  circumstances  of  the  case.  Any  avoidable 
delay  may  prevent  him  from  obtaining  a  re-issue,  not  by  for- 
feiting a  privilege  once  possessed,  but  by  proving  such  an 
original  intentional  exclusion  that  the  right  to  a  re-issue  could 
never  have  existed.^ 

§  692.    Intentional  XSzduBion  not  Shown  by  Mere  Celay  Alone 
in  the  Amendment. 

An  intention  to  exclude  from  the  original  patent  the  pat- 
entable matter  suggested  in  its  description  but  omitted  from 
its  Claims  is  never  inferred  from  mere  delay  alone.    The 

the  law,  and  abridge  or  strangle  the  in*  the  CSommissioner  wiU  be  hdd  to  have 

▼entor's  rights,  by  reason  of  the  imper-  exceeded  his  authority  in  granting  it 

feet  language  in  which  he  had  attempted  Whenever  it  is  manifest  from  the  patent 

to  clothe  his  discoreiy."    2  Fisher,  218  itself,  compared  with  the  original  pat- 

(220).  ent  and  cognate  documents  of  record, 

*  In  Mahn  v.  Harwood  (1884),  112  or  from  the  facts  developed  in  the  case^ 

U.  S.  854,  Bradley,  J.  :  (861)  '*  If  any  that  the  Commissioner  must  have  disre- 

Buch  inadvertence  or  mistake  has  really  garded  the  rules  of  law  by  which  his 

occurred,  it  is  generally  easily  discern-  authority  to  grant  a  re>issue  in  such 

ible   by   an  inspection  of  the  patent  cases  is  governed,  the  patent  will  be 

itself ;  and  any  unreasonable  delay  in  considered  as  void  to  the  extent  of  such 

applying  to  have  it  corrected  by  a  sur-  illegality.      It   is  then  a  question  of 

render  and  re-issue  is  a  just  bar  to  such  law,  not  a  question  of  fact."    80  0.  O. 

correction.    If  the  specification  is  com-  657  (659). 

plicated  and  the  Claim  is  ambiguous  or  That  delay  in  a  re-issue  may  be  ex- 
involved,  the  patentee  may  be  entitled  to  plained,  see  Wollensak  v.  Reiher  ( 1S85 ), 
greater  indulgence  ;  and  of  this  the  court  116  U.  8.  96  ;  81  O.  G.  1801 ;  Singer 
can  rightfully  judge  in  each  case.  No  M^.  Co.  v.  Goodrich  (1888),  15  Fed. 
precise  limit  of  time  can  be  fixed  and  Rep.  465. 

laid  down  for  all  cases.    The  courts        That  the  courts  will  not  assume, 

will  always  exerdse  a  proper  liberality  without  proof,  that  a  re-issue  after  foui^ 

in  favor  of  the  patentee.    But  in  any  teen  years'  delay  enlarges  the  original 

case,  by  such  delay  as  the  court  may  or  was  sou^^t  for  that   purpose,  see 

deem  unneceasaiy  and  unreasonable,  the  Clark  v.  Wooster  (1886),  119  IT.  S. 

right  to  a  re-issue  will  be  regarded  as  822 ;  87  0.  G.  1477. 
having  been  abandoned  and  lost,  and 
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lapse  of  time,  unaccompanied  by  circumstances  from  which 
a  purpose  to  omit  what  might  have  been  claimed  is  pre- 
sumed, cannot  affect  the  right  of  the  inventor  to  a  r&-issue  of 
his  patent,  and  to  the  correction  of  any  error  in  the  descrip- 
tion or  the  Claim  that  may  be  necessary  to  secure  the  in- 
vention which  he  attempted  to  protect  by  his  original  patent.^ 
The  amendment  of  defects  occurring  through  accident,  mis- 
take, or  inadvertence,  and  without  fraud,  may  therefore  be 
made  at  any  time  when  the  error  is  discovered  or  the  amend- 
ment may  become  desirable,  provided  the  amendment  does  not 
introduce  into  the  patent  any  invention  not  substantially  indi- 
cated by  the  original  specification.^    A  patent  may  thus  be 

I  692.  1  In  Hussey  v.  Bradley  (1868),  entee  n^lects  in  his  specification  to 
8  Fisher,  862,  Hall,  J.  :  (878)  "  We  can-  assert  his  inrention  as  to  a  certain  part, 
not  say,  as  matter  of  law,  that  these  omits  to  claim  specifically  such  part, 
re-iwaes  were  too  late,  nor  ia  there  any  and  suffers  his  patent  so  to  stand  for  a 
proof  of  fraud  or  laches  upon  which  we  number  of  years,  he  cannot  afterward 
can,  on  that  ground,  declare  these  re-  surrender  his  patent  and  take  a  re-Issue 
issued  patents  Toid.  A  fe-iasue  has  claiming  such  part,  as  the  use  under  the 
been  upheld  when  the  surrender  was  former  patent,  without  any  claim,  will 
made  more  than  sixteen  years  after  the  be  a  dedication  to  the  public ;  but  this 
first  patent  was  issued  (Gibson  v.  Ear-  decision  was  oyerruled  by  the  Supreme 
lis,  1  Blatch.  167),  and  it  was  there  Court  of  the  United  States  in  the  same 
said  that  a  patent  which  had  been  case,  17  How.  85,  and  the  cases  to 
extended  to  twenty-one  years  under  the  which  we  have  already  referred  are, 
general  law,  and  afterward  extended  to  we  think  sufficient  to  show  that  we 
twenty-eight  years  by  special  act  of  cannot,  after  the  action  of  the  Commis- 
Congress,  might  be  surrendered  and  sioner  of  Patents  in  respect  to  these 
re-issued  after  the  term  of  twenty-one  patents,  and  without  other  proof,  hold 
yean  had  expired.  And  see  Wood  worth  that  there  has  been  any  abandonment 
V.  Edwards,  8  W.  &  M.  120  ;  French  v.  or  dedication  to  the  public  of  the  in- 
Rogers,  and  Goodyear  v.  Day,  Sees,  ventions  claimed  in  these  re-issued  pat- 
27-^2,  Law's  Digest,  614,  615  (vol.  i.  ents."  5  Blatch.  184  (148). 
p.  188).  The  fact  that  a  portion  of  >  That  a  re-issue  after  a  delay  of 
these  inyentions  was  not  claimed  in  the  thirteen  years  is  not  too  late,  if  the 
original  patent  we  have  already  shown  original  was  defective  through  a  mis- 
does  not  defeat  the  present  claims  of  the  take  and  the  re-issue  was  necessary  to 
patentee,  and  that  even  a  disclaimer  in  cure  it,  see  Newton  v,  Fiirst  &  Bradley 
the  original  patent  of  an  invention  Mfg.  Co.  (1882),  11  Bissell,  405  ;  14 
claimed  in  a  re-issued  one  is  not,  with-  Fed.  Rep.  465. 

oat  other  proof,  enough  to  avoid  the  That  no  part  of  the  invention  orig- 

re-tssned  patent  Ek  pcarte  Hayden,  and  inally  described  becomes  dedicated  to 

Laidly  v.  James.    It  is  true  that  in  the  the  public  by  lapse  of  time,  but  may  be 

case  of  Batten  v,  Taggert,  2  Wall.  Jr.  always  claimed  in  a  re-issue,  see  Battin 

102,  Judge  Kane  decided  that  if  a  pat-  v.  Taggert  (1854),  17  How.  74. 
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re-issued  either  during  its  original  term,  or  during  an  exten- 
sion regularly  allowed  by  the  Patent  Office,  or  during  an  ad- 
ditional extension  granted  by  a  special  act  of  Congress.^ 

§  693.  Fourth  Proposition:  Amendment  by  Re-issue,  ^^lien 
Allo'wable,  may  be  Made  in  Any  Form  and  to  Any 
XLstent  Necessary  to  Secure  the  Actual  Invention. 

The  fourth  proposition,  —  that  when  an  amendment  by  re- 
issue is  allowable  it  can  be  made  in  any  form  and  to  any 
extent  that  may  be  necessary  to  render  the  patent  effective 
for  the  original  invention,  —  is  evident  from  the  nature  and 
object  of  the  amendment  itself.  The  former  patent  being  in- 
valid and  affording  no  protection,  or  being  inoperative  and 
affording  less  protection  than  the  inventor  had  a  right  to 
claim,  the  re-issued  patent  is  substituted  for  it  in  order  that  a 
patent,  valid  and  operative  for  the  entire  invention  attempted 
to  be  covered  by  the  original  patent,  may  exist  in  favor  of  the 
inventor.^  Whatever  is  required  for  the  attainment  of  this 
object  may,  therefore,  be  performed  by  the  re-issue.  Not  only 
may  the  language  of  the  specification  be  indefinitely  varied, 
but  new  Claims  may  be  added,  or  the  old  may  be  divided  and 
restated,  within  any  limits  not  embracing  patentable  matter 
which  is  absent  from  the  original  description.*    If  one  re- 

«  That  an  extended  patent  can  be  v.  Dodge  (1876),  08  U.  S.  460  ;  U  0. 

re-issned,  see  ^  parte  Sexton  (1876),  G.  161 ;  Aultman  v.  HoUey  (1873),  6 

»  O.  G.  251 ;  Wilson  v,  Rousaeau(1846),  Fisher,  684  ;  11  Blatch.  817  ;  6  O.  6. 

4  How.  646;  2  Robb,  872.  8;   Sanrcn  v.  HaU  (1872),  6   Fiaher, 

That  a  patent  granted  or  extended  416  ;  9  Blatch.  624 ;  1  O.  G.  487. 
under  a  special  act  may  be  re-issaed        That  a  re-issae   may   contain  new 

like  an  ordinary  patent,  see  Page  v.  Claims  based  on  the  old  spedfieation, 

Holmes  Burglar  Alarm  Telegraph  Co.  if  snch  Claims  were  omitted  by  mistake, 

(1880),  17  O.G.  787  ;  17  Blatch.  484;  and  if  the  patentee  has  not  been  estopped 

1  Fed.  Rep.  304  ;  6  Bann.  &  A.  166  ;  to  amend,  see  Combined  Patents  Can 

Hussey  v.  Bradley  (1863),  2  Fisher,  Co.  v.  Uoyd  (1882),  21  O.  G.  HS;  11 

362  ;  6  Blatch.  184  ;  Gib*n  v,  Harris  Fed.  Rep.  149  ;  16  Phila.  481 ;  Swift 

(1846),  1  Blatch.  167.  «•  Whiaen  (1867),  2  Bond,  116  ;  8  Fidi- 

§  693.  1  That  if  the  first  patent  is  do-  er,  348. 
fective  a  good  one  may  be  obtained,  see         That  the  Claims  may  be  enlaiig^  in 

Treadwell  v.  Bladen  (1827),  4  Wash,  a  re-issne  if  the  invention  is  the  same, 

703  ;  1  Robb,  681.  see  Jones  v.  Barker  (1882),  11  Fed.  Rep. 

a  That  it  is  the  oflSoe  of  a  le-iaroe  to  697  ;  22  0.   G.   771 ;    Sharp  »    Tiflt 

make  a  defective  specification  clear  and  (1880),  17  O.  G.  1282;  2  Fed.  Rep. 

a  defective  Gaim  sufficient,  see  Russell  697  ;  18  Bktch.  182 ;   6  Bann.  4  A. 
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issue  fails  to  accomplish  the  desired  result  another  may  be 
granted,  and  thus  successive  efforts  at  amendment  maj  be 

made  until  the  patent  meets  in  all  respects  the  purpose  it  was 
first  intended  to  fulfil.^    Each  of  these  successive  re-issues  is 

399  ;  Rubber  Co.  «.  Goodyear  (1869),  9  acted  on  his  non-claim,  — see  Asmas  v. 

WaU.  788.  Alden  (1886),  27  Fed.  Rep.  684 ;  86  O. 

That  a  re-iasae  cannot  change  the  G.  281. 

invention  by  nairowing  a  Claim  in  one  That  the  invention  may  be  divided 

part  and  expanding  it  in  another,  eee  into  distinct  Claims  in  the  re-issue,  see 

Gage  9.  KeUogg  (1886),  26  Fed.  Rep.  Brown  v.  Deere  (1881),  6  Fed.   Rep. 

242  ;  Zp  O.  G.  234.  484 ;  2  McCrary,  422  ;  19  O.  G.  861  ; 

That  a  re-issue  unwarrantably  ex-  Dederick  v.  Caaaell  (1881),   20  0.  G. 

pending  the  Claims  is  void,  see  Uoe  v.  1233  ;  9  Fed.  Rep.  806  ;  14  Pliila.  503. 

Knap  (1886),  36  O.  G.  1244  ;  27  Fed.  That  the  division  and  enlargement  of 

Bep.  204;  Pattee  Plow  Co.  v.   King-  Claims  in  a  re-issne   is  not  favored, 

man  (1885),  23  Fed.  Bep.  801  ;  Nye  though  it  is  allowed  if  no  new  matter  is 

V.  Allen  (1883),  230.  G.  2328 ;  15  Fed.  introduced,    see    Dederick    v.    Cassell 

Rep.  114  ;  Doane  &  Wellington  Mfg.  (1881),  14  PhUa.  503  ;  20  0.  G.  1238  ; 

Co.  V.  Smith  (1882),  24  O.  G.  302  ;  15  9  Fed.  Rep.  306. 

Fed.  Bep.  459.  That  if  the  several  Claims  of  the  re- 

That  the  original  patent  cannot  be  issue  cover  the  same  invention  as  the 

broadened  by  re-issne  so  as  to  include  original  and  no  more,  the  re-issue  is 

matter  anticipated  by  prior  devices,  see  valid,  see  American  Diamond  Rock  Bor- 

Ives  &  Millers.  Hartford  Spring  k  Axle  ing  Co.  v.  Sheldon  (1885),  25  Fed.  Rep. 

Co.  (1882),  11  Fed.  Rep.  510  ;  20  Blatch.  768  ;  83  O.  G.  1598. 

833  ;  22  0.  G.  1037.  That  the  re-issue  is  valid  though  its 

That  an  inexact  Claim  in  the  re-issue  specification  differs  from   that  of  the 

which  if  naturally  construed  would  ex*  original,  if  they  are  consistent  with  each 

pand  the  invention  is  void,  see  Tyler  v,  other,  though  if  inconsistent  the  re-issue 

Galloway  (1882),  20  Blatch.  445  ;  22  O.  is  void,  see  Sickles  v.  Evans  (1863),  2 

O.  2072  ;  12  Fed.  Rep.  567.  Clifford,  203  ;  2  Fisher,  417. 

That  if  a  re-issue  does  not  narrow  That  the  specification  and  Claims  of 

it  must  of  course  expand  the  Claims  of  the  re-issue  may  differ  from  those  of  the 

the    original,    see    French    v.    Rogers  original  provided  they  claim  nothing  ex- 

(1851),  1  Fisher,  133.  cept  what  was  present,  both  in  fact  and 

That   where   the   specification  and  function,  either  in  the  original  drawings 

drawings  are  the  same  as  those  of  the  or  model,  see  Stephenson  v.  Second  Ave- 

original  the  re-issne  is  not  granted  for  nue  R.  R.  Co.  (1880),  5  Bann.  &  A.  116  ; 

making  the  description  more  full  or  for  1  Fed.  Bep.  416. 

disclaiming  old  matter,  see  McMurray  That  a  re-issue  cannot  contain  any 

V.  Mallory  (1884),  111  U.  S.  97  ;  27  O.  change  in  the  original  specification  or 

G.  915.  Claim  whereby  a  new  and  subetantiaUy 

That  the  case  of  Miller  v.  Brass  Co.,  different  invention  results,  or  different 

104  U.  8.  850,  does  not  prohibit  new  effects  are  produced,    see   Salamander 

Claims,— it  appUes  the  doctrine  of  equi-  Felting  Ca  v.  Haven  (1875),  9  0.  G. 

table  estoppel  to  the  patentee  after  un-  253  ;  3  Dillon,  131. 

reasonable  delay  when  others  may  have  *  In  French  v.  Bogers    (1851),    1 


414         TBEATIBB  ON  THE  LAW  OF  PATENTS.    [BOOK  HI. 

independent  of  its  predecessors,  is  unprejudiced  by  their  im- 
perfections, and  is  presumed  to  be  an  honest  endeavor  to 
effect  the  object  for  which  the  patent  was  originallj  issued.^ 

§  694.    Sin^e  Original  Patents  may  Re-lBsne  In  Several  Divliiona. 

In  many  cases,  on  account  of  the  number  or  the  intricate 

relations  of  the  inventions  described  in  the  original  patent, 

the  object  of  the  amendment  cannot  be  accomplished  by  a 

Fi^er,  133,  Kane,  J.  :  (137)  "There  That  the  origiiial  patent  cannot  be 

is  nothing  in  the  words  of  the  act,  or  in  revived    by    merely    disclaiming    all 

the   policy  which    it   proclaims,   that  changes  made  by  the  re-issae,  but  a 

limits  the  correction  of  errors  to  such  as  new  re-issue  most  be  obtained,  see  Me* 

may  have  been  the  first  discovered.    On  Murray  v.  Mallory  (1884),  111  U.  8. 

the  contrary  ...  it  is  for  the  public  97  ;  27  0.  0.  915. 

interest  that  the  surrender  and  re-issue  That  a  first  re-issue  identical  with  the 

should  be  allowed  to  follow  each  other  original  is  void,  but  a  second  re-issoe 

just  as  often  as  the  patentee  is  content  repeating  the  original  is  good,  see  Cel- 

to  be  more  specific  or  more  modest  in  luloid  Mfg.  Co.  v,  Zylonite  Brush  k 

his  Claims."  Comb  Co.  (1886),  27  Fed.  Rep.  291;  85 

That  successive  re-issues  may  be  al-  0.  G.  1228. 
lowed,  untU  the  actual  invention  re>  That  the  acceptance  of  a  second  re- 
ceives the  desired  protection,  see  Selden  issue  with  the  original  Claims  restored 
V.  Stockwell  Self- Lighting  Qas  Burner  admits  that  the  original  patent  was  not 
Co.  (1881),  19  Blatch.  544  ;  20  O.  G.  invalid  or  inoperative,  see  Celluloid 
1877  ;  9  Fed.  Bep.  390  ;  Union  Paper  Mfg.  Co.  v.  Zylonite  Brush  4  Comb 
CoUar  Co.  v.  White  (1875),  7  O.  G.  Co.  (1886),  27  Fed.  Bep.  291 ;  85  0.  G. 
698,  877  ;  2  Baun.  &  A.  60 ;  11  Phila.  1228. 

479  ;  Wells  v.  Jacques  (1874),  1  Bann.  «  That  a  second  re-issue  is  not  prejn- 

&  A.  60  ;  5  O.  G.  864.  diced  by  the  faults  of  a  former  one,  tee 

That  a  second  re-issue  must  be  for  the  American  Diamond  Bock  Boring  Co.  «. 

same  invention  as  the  first  re-issue,  see  Sheldon   (1879),    17   Blatch.   209  ;    4 

Giant  Powder  Co.  v.  California  Powder  Bann.  &  A.  551. 

Works  (1875),  8  Sawyer,  448  ;  2  Bann.  That  where  there  are  several  re-issnea 

&  A.  131 ;  Knight  v.  Baltimore  &  Ohio  of  the  same  patent  the  law  always  pre- 

R.  B.  Co.  (1840),  3  Fisher,  1 ;  Taney,  sumes  that  each  was  necessary  to  core 

106.     This  doctrine,  unless  broadly  con-  defects,  see  Union  Paper  Collar  Co.  •. 

strued,  improperly  limits  the  right  of  White  (1875),  2  Bann.  4  A.  60 ;  7  O. 

the  inventor  by  committing  him  irre-  G.  698,  877  ;  11  Phila.  479. 

vocably  to  any  mistake  he  may  make  That  successive  re-issues  are  not  ap* 

in  the  first  re-issue.  proved,  see  Union  Paper  Collar  Co.  •. 

That  if  a  re-issue  is  void  the  original  White  (1874),  7  O.  G.  698,  877;  2 
may  be  re-issued  in  its  exact  language  Bann.  &  A.  60 ;  11  Phila.  479. 
and  be  valid,  see  Giant  Powder  Co.  v.  That  three  re-issues  of  the  same  pat- 
Safety  Nitro-Powder  Co.  (1884),  19  ent  indicate  fairness  in  each,  see  Swifl 
Fed.  Bep.  509 ;  10  Sawyer,  28 ;  27  O.  v.  Whisen  (1867),  8  Fisher,  343  ;  2 
G.  99.  Bond,  115. 
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mere  surrender  of  the  original,  and  the  substitntion  for  it  of  a 
single  re-issued  patent.  Where  the  original  specification  sets 
forth  a  new  combination  containing  many  new  elements  and 
sub-combinations,  or  where  it  contains  a  description  not  merely 
of  the  principal  invention  but  of  numerous  subordinate  or 
dependent  inventions,  the  endeavor  to  describe  and  claim  all 
these  in  one  re-issue  might  often  lead  to  hopeless  confusion 
and  uncertainty.  To  obviate  this,  the  inventor  is  permitted 
to  re-issue  his  original  patent  in  di^asions,  covering  in  each 
so  much  of  the  patentable  matter  contained  in  the  original 
description  as  he  deems  expedient,  and  thus  receiving  a  sepa- 
rate patent  for  each  separate  part  of  his  invention.^  In  this 
manner  an  original  patent  for  a  combination  may  re-issue  in 
one  patent  for  the  entire  combination,  in  others  for  its  sub* 
combinations,  and  in  still  others  for  its  elements.^  A  patent 
for  a  manufacture,  which  can  be  produced  only  by  a  given  pro- 
cess, may  re-issue  in  one  patent  for  the  process  and  another  for 
the  product.^    The  same  rule  applies  in  other  cases  of  depend- 

§  694.  1  That  a  patent  may  re-iasue  in  protect  each  part  until  it  is  covered  by 

diyisions  for  the  distinct  inventions  em-  a  re-issue,  see  Ex  parte  Greaves  (1880), 

braced  in  the  original,  see  Giant  Powder  18  0.  G.  628. 

Co.  r.  Safety  Nitro-Powder  Go.  (1884),         That  a  patent  may  re-issue  in  di« 

19  Fed.  Rep.  509  ;  10  Sawyer,  23  ;  27  visions,    one    division    containing  the 

0.  G.  99 ;  New  v.  Warren  (1882),  22  original  Claims,  and  another  the  new 

0.  G.  587  ;  Dederick  v.  CasseU  (1881),  Claims,  see  Giant  Powder  Co.  v.  Safety 

9  Fed.  Rep.  306 ;  20  O.  G.  1288 ;  14  Nitro-Powder  Co.  (1884),  10  Sawyer, 

Pbila.  503  ;  Selden  v.  Stockwell  Self-  23  ;  27  O.  G.  99  ;  19  Fed.  Bep.  509. 
Lighting  Gas  Burner  Co.  (1881),  9  Fed.         *  That  where  the  original  patent  if 

Rep.  890  ;  19  Blatch.  544  ;  20  O.  G.  for  a  combination  it  may  re*issue  in  sep* 

1877  ;  Bx  parte  lippincott  (1879),  16  arate  divisions  for  each  sub-combination, 

0.  G.   632 ;   Wheeler   v.    KcCormick  and  these  are  not  separate  patents  for 

(1878),  11  Blatch.  334  ;  6  Fisher,  551 ;  the   same  invention,   see   Wheeler   v. 

4  0.  G.  692;  Penna.  Salt  Mfg.  Co.  v.  McCormick  (1878),  6  Fisher,  551;  11 

Thomas  (1871),  8  Phila.  144  ;  5  Fisher,  Blatch.  334  ;  4  0.  G.  692. 
148  ;  Bennet  v.  Fowler  (1869),  8  WalL         That  sub-combinations,  if  operative 

445 ;  Goodyear  v.  Wait  (1867),  5  Blatch.  by  themselves,  may  be  re-issued  in  sep- 

468  ;  3  Fisher,  242.  arate  patents,  based  on  the  same  origi* 

That  re-issue  divisions  are  for  separ-  na],  see  Ex  parte  Wheeler  (1873),  4  0. 

able  inventions  which  can  be  separately  G.  5. 

patented,  see  Ex  parte  Herr  (1887),  41         *  That  wl^ere  the  original  patent  was 

O.  G.  468.  for  a  new  product  resulting  from  a  new 

That  a  patent  may  be  re-issued  in  process  the  re-issue  may  cover  both  pro- 
several  divisions,  either  concurrently  or  cess  and  product,  either  in  the  same  or 
successively,  and  the  original  is  good  to  separate  patents,  see  Tucker  v.  Burditt 
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ent  inventions,  where  the  joinder,  though  allowable,  would  re- 
sult disadvantageouslj  to  the  inventor,  and  where  his  patent 
cannot,  therefore,  be  conveniently  re-issued  in  a  single  instru- 
ment to  cover  all  he  has  described  in  the  originaL 

§  695.    Relation  of  each  Re-iBsne  Divlaion  to  the  Ozi|;iiial  Patent; 
and  to  the  Other  Divisions. 

As  these  divisions  of  the  re-issue  represent  a  single  original 
patent,  they  must  be  granted  to  the  same  patentee,  and  be 
confined  to  the  inventions  indicated  in  the  former  specifica- 
tion.^ The  patentable  matter  claimed  in  each  must  be  a  com- 
plete invention  in  itself,  and  not  merely  a  different  application 
of  the  principal  invention.'  Each  may  describe  the  whole 
invention,  if  this  be  necessary  to  the  explanation  of  the  spe- 
cific portion  which  it  claims,  and  each  may  claim  its  own 
part  in  its  separate  condition  and  also  as  connected  with  the 
others.^    One  division  is  not  affected  by  errors  or  excesses 

(1879),  4  Bann.  &  A.  669  ;  Anilin  v.         *  In  Wheeler  v.  McConnick  (1873), 

HsmUton  Mfg.  Go.  (1878),  8  Bann.  k  11  BUtch.   834,  Woodruff,  J.  :  (838) 

A.  235  ;  18  0.  G.  278.  "  Where  a  patentee,  having  patented  an 

Whether  a  patent  for  a  proceea  can  aggregate  of  eereral  devices,  is  permitted 

re-iflsue  in  separate  patents,  one  for  the  to  sarrender  his  patent  and  receive  new 

process  and  the  other  for  the  product,  letters-patent  for  the  several  devices  in- 

quere,  see  Goodyear  v.  Honsinger  (1867),  eluded  in  it,  it  does  not  follow  that  lus 

8  Fisher,  147  ;  2  Bissell,  1.  new  specifications  may  not  he  identical 

I  695.  ^  That  all  the  divisions  of  a  in  their  description  of  each  and  all  of 

re-issue  must  issue  to  the  same  paten*  the  devices  included  in  the  original  sg- 

tees,  see  Ex  parU  Smith  (1879),  16  0.  gregate  patent.     It  is  the  patentee's  se- 

G.  1238.  lecting  out  of  these  devices  some  or  one^ 

That  a  re-issue  in  divisions  must  be  being  separable  and  capable  of  use  as  a 

confined  to  the  original  inventions,  see  distinct  device  or  devices,  and  making 

New  V.  Warren  (1882),  22  0.  G.  587.  that  or  those  the  subject  of  his  specifie 

^  That  where  a   patent  is  divided  Claim,  that  determines  what  is  covered 

upon  re-issue  each  division  must  be  for  by  each  re-issue.    The  description  of  an 

a  distinct  part  of  the  original  invention,  entire  machine  may  be  convenient,  and 

see   Giant    Powder  Co.    v.    California  sometimes  necessary,  in  order  to  show 

Vigorit    Powder     Works     (1875),    8  the  adaptation  of  the  separated  device 

Sawyer,  448  ;  2  Bann.  k  A.  181. .  to  a  useful  purpose,  and  illustrate,  not 

That  a  patent  cannot  be  divided  upon  its  construction  alone,  but  its  applica- 

its  re-issue  unless  there  are  distinct  in«  tion  in  one  practical  mode  to  the  porpose 

ventions,  not  merely  difierent  applica-  for  which  it  was  designed.      Such  a  ds- 

tions  to  a  specific  invention  under  the  seription  may  be  given,  but  that  does 

same  genus,  see  Ex  parte  Sexton  (1878),  not  make  the  patent  cover  aU  that  is  in* 

8  0.  G.  409.  eluded  in  the  description.    In  this 
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in  the  others,  but  is  judged  on  its  individual  merits  as  a  sep- 
arate patent  for  a  separate  invention.^  All  the  divisions  rest 
upon  tiie  original  patent,  however,  as  their  common  founda- 
tion, and  an  incurable  defect  in  the  original,  such  as  a  false 
oath  or  a  fraudulent  concealment,  renders  them  altogether 
Toid.* 

§  696i    Re-iMued  Patent  BnpersedM  the  Orlg;inal  and  Requires 
its  Surrender  to  the  GoTemment. 

The  amendment  of  a  patent  by  re-issue  is  not,  in  legal 
effect,  a  simple  addition  to  or  variation  of  its  description  or 
its  claims,  —  it  is  the  grant  of  a  different  patent  for  the  same 
invention ;  ^  and  since  during  the  life  of  one  patent  another 

then,  it  was  competent  for  the  patentee  character.*'  4  0.  G.  692  (694) ;  6 
to  amend  his  original  specification,  so  as  Fisher,  551  (555). 
fuUy  and  minntely  to  describe  all  that  That  where  a  patent  re-issnes  in  di- 
was  shown  in  the  original  or  in  its  draw-  visions  and  each  division  claims  its  dis- 
ings  or  model,  and  receive  patents  for  tinct  part  in  combination  with  the  rest, 
each  separate  device  shown  therein,  or  they  will  not  be  several  patents  for  the 
each  separate  and  severable  oombina-  same  invention,  see  Wheeler  v,  KcCor- 
tion  of  devices,  capable  of  distinct  use,  mick  (1873),  11  Blatch.  834 ;  4  O.  O. 
and  while  such  specification  might  be  692 ;  6  Fisher,  551. 
annexed,  in  totidem  verbiSf  to  each  re-  *  That  where  an  original  patent  is  re- 
issued patent,  define  and  claim  in  each  issued  in  divisions,  the  first  division  may 
taeh  separable  and  distinct  part  of  his  be  valid  though  the  others  are  void,  see 
original  aggregate  invention,  the  speci-  Atwood  v.  Portland  Co.  (1880),  5  Bann. 
fication  in  each  case  showing,  as  it  &  A.  538 ;  10  Fed.  Bep.  288. 
should,  the  construction  of  each  separate  That  where  a  patent  is  divided  upon 
paAented  device  or  combination  of  de-  re-issue,  each  division  stands  by  itself 
▼ices,  so  as  to  give  the  required  infer-  as  for  a  separate  invention,  see  Brown 
nation  to  the  pubUc,  and  iUustnting  v.  Selby  (1871),  4  Fisher,  868 ;  2  Bis- 
the  application  of  each  device  or  com-  sell,  457. 

bination  to  actual  use  in  the  construe-         *  That  where  a  patent  re-issues  in 

tion  of  an  aggregate  machine.     This  divisions,  each  division  is  treated  as  a 

does  not  make  one  re-issue  include  aU  separate  Claim  under  one  patent,  see 

that  is  described  in  the  specification.  Penna.  Salt  Mfg.  Co.  v.  Thomas  (1871), 

AU  that  is  included  in  a  specification  is  5  Fisher,  148  ;  8  Phila.  144. 
not  Deoessarily  included  in  the  patent        That  a  re-issue  mnst  stand  or  fall  by 

What  is  claimed  in  and  secured  by  the  its  own  Claims,  see  Wisner  v.  Grant 

patent  is  secured  not  only  when  used  (1881),  7  Fed.  Bep.  922  ;  18  O.  G.  192. 
in  the  mode  iUustrated  by  the  descrip-        §  696.  ^  That  a  re-issue  is  a  new  con- 

tion  of  other  devices  with  which  it  may  tract  between  the  United  States  and  the 

be  used  in  the  specification,  but  it  is  se-  party  who  obtains  it,  see  Goodyear  v. 

enied  against  its  use  in  connection  with  Providence  Rubber  Co.  (1864),  2  Clif- 

other   devices  of  an  entinly  distinct  ford,  851 ;  2  Fisher,  499. 
TOL.  II.  —  27 
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for  the  same  invention  cannot  issue  to  the  same  patentee,  the 
grant  of  the  re-issue  necessitates  the  previous  surrender  and 
cancellation  of  the  original  defective  patent.  The  surrender 
is  accomplished  by  the  delivery  of  the  original  patent,  or  in 
case  of  its  destruction  or  loss  of  a  certified  copy  thereof,  to 
the  Patent  Office,  with  a  request  for  a  reissue  ;^  and  when 
this  is  accepted  by  the  Commissioner,  the  original  patent  and 
all  the  claims  accruing  from  it,  in  favor  of  the  parties  uniting 
in  the  surrender,  are  extinguished.^  Their  patent  privileges 
are  thenceforth  derived  from  the  re-issued  patent  only,  upon 
which  all  their  efforts  to  protect  or  vindicate  their  rights  to 
the  invention  must  be  based> 

*  That  a  surrender  is  not  required  by  for  any  acts  of  infringement  committed 
the  statute  to  be  in  writdng,  see  Dental  prior  to  the  re-issue."  19  O.  6.  1137 
Vulcanite  Co.  v.  Wetherbee  (1866),  2    (1188). 

Clifford,  555 ;  8  Fisher,  87.  In  Moffitt  v,  Gaar  (1860),  1  Fisher, 

*  Th&t  aU  rights  of  action  under  the  610,  Leavitt,  J.  :  (618)  '*  In  the  libend 
original  patent  expire  with  its  surrender  and  benignant  spirit  in  which  our  patent 
and  re-issue,  see  Jones  v.  Barker  (1882),  system  has  been  conceived  and  carried 
11  Fed.  Rep.  697  ;  22  0.  G.  771 ;  U.  out,  the  thirteenth  section  of  the  act  of 
8.  Stamping  Co.  v.  King  (1879),  7  Fed.  1836  gives  to  the  patentee  a  right  to 
Rep.  860 ;  17  Blatch.  55 ;  17  0.  G.  correct  his  description  or  specification, 
1399  ;  4  Bann.  &  A.  469  ;  Hers  v,  when  its  imperfection  has  resulted  from 
Conover  (1876),  11  O.  G.  1111 ;  Fry  v.  inadvertency,  accident,  or  mistake. 
Quinlan  (1875),  13  Blatch.  205  ;  Beedy  This  is  effected  by  a  surrender  of  his 
V.  Scott  (1874),  23  Wall.  352 ;  7  0.  G.  patent,  and  obtaining  a  new  patent 
468  ;  Brown  v.  Hinkley  (1873),  8  O.  G.  upon  an  amended  specification.  By  this 
884  ;  6  Fisher,  870.  means  he  is  protected  from  some  of  the 

That  all  rights  of  action  are  sus-  effects  of  his  error,  and  secured  in  the 

pended  by  a  surrender  and  re-issue  ap-  enjoyment  of  all  his  rights  as  an  inven- 

plication,  see  Burrell  v.  Hockley  (1888),  tor,  after  the  emanation  of  the  new  or 

44  O.  G.  1400.  corrected  patent.    But  the  statute  gires 

*  In  Peck  V.  Collins  (1881),  103  U.  S.  no  right  of  action  for  an  infringement 
660,  Bradley,  J.  :  (664)  *' Since  the  de-  occurring  under  the  void  patent,  and 
dsion  of  this  case  it  has  been  uniformly  before  the  re-issue  of  the  new  pateut 
held  that  if  a  re-issue  is  granted,  the  In  the  present  case  the  grounds  on 
patentee  has  no  rights  except  such  as  which  the  old  patent  was  surrendered, 
grow  out  of  the  re-issued  patent  He  and  a  re-issue  authorized,  are  not  before 
has  none  under  the  original  That  is  the  court  But  the  oourt  must  presume 
extinguished.  And  although  for  the  that  they  were  such  as,  by  the  langosge 
purpose  of  fixing  a  date  to  the  title  in  a  of  the  thirteenth  section,  authorized  the 
question  of  priority,  and  of  limiting  the  surrender  of  the  old  patent,  and  the 
period  for  which  the  patent  is  to  run,  granting  of  a  new  one.  The  only  eon- 
the  date  of  the  original  patent  is  im-  dition  on  which  this  can  be  done  is 
portant,  no  damages  can  be  recovered  that  the  original  patent  is  '  inopenUivt 


CH.  II.]  OP  THE  AMENDMENT  OP  LETTERS-PATENT,  419 

§  697.    Surrender  of  the   Original  Patent  takes  Bfifeot  upon  the 
Grant  of  the  Re-issued  Patent 

Since  the  surrender,  when  accepted,  abrogates  all  rights  of 
tiie  surrenderors  under  the  original  patent,  the  question  as 
to  the  time  of  such  acceptance  is  of  great  importance,  and 
formerly  was  surrounded  with  considerable  diflSculty.  Prior 
to  the  act  of  1870  the  statutes  contained  no  specific  answer 
to  this  question,  and  the  decisions  of  the  courts  were  not  in 
harmony.     Under  the  act  of  1882,  which  first  authorized  this 

or  invalid'  by  reason  of  a  failure  to  patent.  Clearly  the  statute  affords  no 
eoraply  with  the  requirements  of  the  remedy  for  such  an  infringement.  Any 
statute.  The  proceeding  is,  therefore,  other  construction  of  the  statute  would 
equivalent  to  a  distinct  admission,  made  result  in  the  absurdity  of  conferring  on 
in  the  most  solemn  form,  that  the  pat-  the  patentee,  as  the  result  of  the  sur* 
ent  has  no  validity  in  the  sense  of  en-  render  of  what  he  admits  to  be  an  in- 
titling  the  patentee  to  an  action  for  its  valid  patent,  rights  and  immunities 
infringement.  The  new  patent  can  be  which  he  could  not  claim  without  such 
operative  only  from  its  date,  as  affording  surrender.  In  other  words,  the  legal 
the  patentee  a  remedy  for  an  infringe-  effect  of  the  re-issued  patent  would  be 
ment.  The  statute  expressly  negatives  to  give  force  and  vitality  to  the  original 
the  idea  that  it  was  intended  to  give  a  patent,  in  the  &ce  of  the  admission  of 
retrospective  operation  to  the  new  patent  the  patentee  that  it  was  inoperative  and 
and  entitle  the  patentee  to  an  action  for  invalid.  This  may  be  illustrated  by 
an  infringement  previously  accruing.  It  supposing  that  the  patentee  had  made 
was,  doubtless,  competent  for  the  legis-  no  suiTender,  but  had  chosen  to  rest  his 
lature  to  have  declared  that  the  new  rights  on  the  original  patent.  Is  it  not 
patent  should  have  this  effect,  but  the  clear  that  there  could  have  been  no  re- 
language  used  imports  the  opposite  in-  covery  in  that  case  for  an  infringement  f 
tention.  The  statute  provides,  in  ez-  The  patentee  would  have  been  met  with 
press  terms,  that  the  re-issued  patent  the  unanswerable  objection  that  the 
'  shall  have  the  same  effect  and  operation  patent  was  invalid,  from  a  fatal  omission 
in  law,  on  the  trial  of  all  actions  here-  to  comply  with  the  requisition  of  the 
after  commenced  for  causes  subsequently  statute.  And  there  can  be  no  pretence 
accruing,  as  though  the  same  had  been  for  claiming  that  by  the  surrender  of 
originally  filed  in  such  corrected  form,  the  old  patent,  and  the  emanation  of  a 
before  the  issuing  of  the  original  X)at-  second  one,  the  patentee,  as  to  infringe- 
ent.'  Now,  the  allegation  of  the  plea  ments  occurring  under  the  original  pat- 
in  this  case  is  that  after  the  cause  of  ent,  is  placed  in  a  better  situation  than 
action  accrued,  and  after  the  commence-  if  there  had  been  no  surrender  and  re- 
ment  of  this  action  the  plaintiff  sur-  issue."  1  Bond,  815  (317). 
rendered  his  patent.  The  demurrer  That  a  surrender  and  re-issue  make 
admits  the  truth  of  this  averment.  The  the  patent  good  as  to  all  subsequent 
claim  of  the  plaintiff,  then,  is  based  on  causes  of  action,  though  the  original 
infringement  occurring  under  the  old  were  invalid,  see  Bloomer  v.  StoUey 
patent,  and  not  for  a  cause  of  action  ac-  (1850),  5  McLean,  158. 
cruing  after  the  date  of  *the  re-isstted 
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method  of  amendment,  the  re-isBue  was  to  be  awarded  upon 
the  surrender  of  the  former  patent.  As  no  examination  of 
applications  was  then  required,  the  surrender  and  reissue 
were  reciprocal  and  concurrent  acts,  and  no  interval  could 
have  elapsed  during  which  neither  patent  was  in  force.  The 
act  of  1836^  while  introducing  the  system  of  examining  appli- 
cations and  thus  requiring  greater  or  less  delay  between  the 
surrender  and  the  grant  of  the  re-issue,  did  not  change  the 
language  of  the  act  of  1882  to  meet  this  new  circumstance, 
or  by  any  other  provision  indicate  the  time  when  the  surren- 
der was  to  take  effect.  Hence  the  idea  seems  to  have  gained 
recognition  that  the  surrender  and  re-issue  were  not  depend- 
ent parts  of  the  same  transaction,  but  that  the  surrender 
was  an  absolute  destruction  of  the  original  patent,  and  that 
unless  the  re-issue  were  granted  the  rights  of  the  surrender* 
ors  were  irretrievably  lost.  Under  this  doctrine  the  applicant 
for  a  re-issue  occupied  the  same  position  as  an  applicant  for 
an  original  patent.  The  patentability  of  his  invention,  and 
his  relation  to  it  as  its  first  inventor  were  again  open  to  in- 
restigation,  as  upon  his  original  application,  and  a  refusal  of 
the  re-issue  operated  as  a  complete  repudiation  of  his  daims.^ 
The  act  of  1870  removed  at  once  these  difficulties  and  doubts 
by  providing  that  the  surrender  should  take  effect  only  upoa 
the  issue  of  the  amended  patent.^  At  present,  therefore,  the 
rights  of  the  surrenderors  are  protected  by  the  original  pat* 
ent  until  the  re-issue  is  awarded ;  and  if  the  re-issue  be  re- 
fused, the  original  patent  is  returned  to  its  owners,  who  are 
thus  left  to  sustain  it,  so  far  as  they  are  able,  in  the  courts.* 

§  697.  ^  That  under  the  law,  as  it  stitute  bnt  one  act,  and  are  both  alike 

stood  in  I860,  a  patent  surrendered  for  valid  or  invalid,  see  French  v.  R<^rs 

re-issue  was  gone  in  any  event,  and  the  (1861),  1  Fisher,  ISS. 

patentee  must  obtain  the  re-issue   or  That  if  the  re-issue  is  void  the  oiigi- 

have  nothing,  see  Peck  r.  Collins  (1881),  nal    patent    stiU   remains   Tslid,    aeo 

108  IT.  8.  660 ;  19  0.  G.  1187.  Woodworth  v.  HaU  (1846),  1  W.  &  H. 

But  per  contra,  —  889  ;  2  Bobb,  517  ;  Woodworth  v.  HaU 

That  whUe  the  re-issue  supersedes  (1846),  1  W.  &  M.  248 ;  2  Robb,  495. 

the  original,  the  surrender  and  applica-  '  That    before    1870  the  surrender 

iion  for  a  re-issue  do  not,  see  Forbes  v.  took  effect  from  its  date,   after  1870 

Barstow  Stove  Co.  (1864),  2  Clifford,  from  the  re-issue,  see  Peek  v.  CoUina 

879.  (1881),  108  U.  S.  660  ;  19  0.  O.  1137. 

That  the  surrender  and  m-issue  con-  *  An  exception  to  this  rule  exists  in 
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§  698.   Surrender  of  the  Original  Patent :  by  "Wliom  Made. 

No  surrender  can  be  valid  and  effective  unless  made  with 
the  concurrence  of  all  the  owners  of  the  original  patent.^  The 
patentee,  if  living  and  still  retaining  any  undivided  interest 
in  the  patent,  his  representatives  if  he  be  dead  and  at  his 
death  had  not  assigned  to  others  his  entire  patent  privilege, 
and  the  assignees  of  any  undivided  interest  in  the  whole 
patent,  are  parties  whose  consent  to  the  extinguishment  of 
the  original  patent  is  absolutely  necessary.^     The  concur- 

caaes  where  an  ezamination  of  the  re-  sarrender.    Since  the  surrender  of  tha 

iame  application  on  its  merits  dutdoees  patent  in  this  case  the  Patent  Laws 

that  the  invention  was  originally  un-  have  nndeigone  a  general  reWsion  by 

patentable,  for  want  of  novelty,  prior-  the  act  of  July  8,  1870,  c.  230.    In  the 

ity,    or   some   other   essential    reqni-  fifty-third  section  of  that  act  (being  the 

site.      In  such  cases  a    decision   ad-  section  relating  to  the  surrender  and 

▼erse  to  the  re-issne  applicant  is  fatal  re-issue  of  patents),  a  new  clause  was 

to  the  entire  patent.    Thus  in  Peck  v.  introduced,  declaring  that  the  surrender 

Collins  (1881),  lOS  U.  S.  660,  Bradley,  <  shall  take  effect  upon  the  issue  of  the 

J. :  (664)  **  It  seems  to  us  equally  clear  amended  patent ; '  and  this  clause  is 

that  as  the  Uw  stood  when  that  decision  retained  in  Sec.  4916  of  the  Revised 

was  made,  and  as  it  continued  to  stand  Statutes.    What  may  be  the  effect  of 

in  1866,  when  the  surrender  of  Mudge's  this  provision  in  cases  where  a  re-issue  is 

patent  took  place,  a  patent  surrendered  refused,  it  is  not  necessary  now  to  decide. 

for  re-issue  was  cancelled  in  law  as  weU  Possibly  it  may  be  to  enable  the  appli- 

when  the  application  was  rejected  as  cant  to  have  a  return  of  his  original 

when  it  was  granted.      The  patentee  patent  if  a  re-issue  is  refused  on  some 

was  in  the  same  situation  as  he  would  formal  or  other  ground  which  does  not 

have  been  if  his  original  application  for  affect  his  original  claim.    But  if  his 

a  patent  had  been  rejected.    The  law  title  to  the  invention  is  disputed  and 

declaresin  terms  that 'the  specifications  adjudged  against  him»  it  would  still 

and  Claim  in  every  such  case  shall  be  seem  that  the  effect  of  such  a  decirion 

subject  to  revision  and  restriction  in  should  be  as  fatal  to  his  original  patent 

the  same  manner  as  original  applica*  as  to  his  right  to  a  re-issne.'*    19  0.  O. 

tions  are.'    Act  of  March  8, 1887,  c.  45,  1187  (1138). 

See.  8, 5  SUt  193 ;  July  8, 1870,  c.  280,  .    §  698.  i  That  a  surrender  is  invalid 

Sec.  58^  16  Stat  205  ;  Rev.  Stat.  Sec  unless  all  owners  of  the  patent  concur, 

4916.    The  question  of  his  right  to  any  either  by  consent  or  ratification,  see 

patent  at  all  was  opened   anew,   the  Meyer  v.  Bailey  (1875),  8  O.  O.  487  ; 

same  as  upon  an  original  application  S  Bann.  &  A.  78. 

for  a  patent.    Surrender  of  the  patent  '  That  a  surrender  for  re-issue  must 

was  an  abandonment  of  it,  and  the  be  made  either  by  the  patentee  or  by 

appUcant  for  re-iasue  took  upon  himself  his  representatives  or  assigns,  see  Ex 

the  risk  of  getting  a  re-issue  or  of  losing  parte  Wright  (1876),  10  O.  G.  587  ;  Pot- 

alL     A  failure  upon  the  merits,  in  a  ter  v.  Holland  (1858),  1  Fisher,  827  ; 

contest  with  other  claimants,  only  gave  4  Blatch.  206. 

additional  force  to  the  legal  effect  of  the  That  the  patentee  and  the  assignee 
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rence  of  such  owners  may  be  manifested  either  by  joining  in 
the  surrender,  or  by  subsequently  ratifying  it,  though  under 
the  present  practice  in  the  Patent  Office  the  written  consent 
of  all  the  owners  must  appear  upon  the  face  of  the  application 
for  re-issue  in  which  the  surrender  of  the  original  patent  is 
embodied.^  Grantees  and  licensees  are  not  so  interested  in 
the  original  patent  as  to  make  their  concurrence  necessary  to 
the  validity  of  its  surrender  and  re-issue.*  Local  or  indi- 
vidual rights  acquired  under  the  former  patent  remain  un- 
affected by  its  surrender  until  the  parties  in  whom  such 
rights  are  vested  voluntarily  relinquish  them'  and  accept 
new  rights  under  the  re-issue.^    The  original  patent  may 

of  a  part  interest  may  join  in  surrender  979 ;  17  Blatch.  42  ;  4  Bann.  4  A.  456  ; 

and  application  for  a  re-tssne,  see  Potter  Meyer  v.  Bailey  (1875),  8  0.  G.  487  ; 

V.  HoUand  (1858),  1  Fisher,  827  ;  4  2  Bann.  &  A.  73. 

Blatch.  206.  «  That  the  grantee  of  a  territorial 

That  where  the  whole  interest  in  a  interest  is  not  an  "  assignee^"  as  the 

patent  has  been  assigned  the  surrender  word  is  used  in  the  statute  referring  to 

should  be  made  by  the  assignee,  or  with  re-issues,  and  that  a  surrender  and  re- 

his  consent,  and  the  re-issue  granted  to  issue  is  valid  though  a  "grantee"  does 

him,  see  Dental  Vulcanite  Co.  v.  Wether^  not  consent,  see  Meyer  v.  Bailey  (1875), 

bee  (1866),  8  Fi^er,  87  ;  2  Cliffoid,  2  Bann.  &  A.  78 ;  8  O.  G.  487 ;  Com- 

555.  mlssioner  v.  Whitely  (1866),  4  V^alL 

That  the  assignment  of  part  of  a  522. 
patent  does  not  entitle  the  assignee  to  That  neither  a  grantee  nor  a  licenaea 
surrender  and  re-issue  that  part,  see  can  join  in  a  surrender,  see  Potter  v. 
£x parte  Smith  (1879),  16  0.  G.  1283.  HoUand  (1858),  4  Blatch.  206  ;  1  Fish- 
That  the  assignee  of  an  undivided  er,  827. 
interest  in  the  patent  must  join  with  That  a  re-issue  is  prima  fade  evi* 
the  other  owners  in  a  surrender,  see  dence  that  the  surrender  was  proper. 
Potter  V.  Holland  (1858),  4  Blatch.  see  Knight  v.  Baltimore  k  Ohio  R.  S. 
206  ;  1  Fisher,  827.  Go.  (1840X  Taney,  106 ;  8  Fisher,  1. 

That  a  surrender  by,  and  a  re-issue  ^  In  Potter  v.  Holland   (1858),    4 

to,  a  person  other  than  the  owner  would  Blatch.  206,  Ingersoll,  J.  :  (214)  "  It 

not  affect  the  title  of  the  owner,  see  does  not  follow  from  this,  Kowever,  that 

Campbell  v,  James  (1879),  18  O.  G.  becausea  third  person,  to  whom  a  pateD- 

979  ;  17  Blatch.   42  ;  4  Bann.   &  A.  tee  has  passed  his  interest  in  a  part  of  s 

456.  patent,  is  entitled  to  the  same  right  to 

That  an  assignee  has  the  same  rights  a  re-issued  patent  that  he  had  to  the  old 

imder  the  re-issue  as  under  the  original,  one,  he  is  compeUed  to  take  under  the 

see  Potter  v.  Holland  (1858),  1  Fisher,  re-issned  one,  and  thereby  compeUed  to 

327 ;  4  Blatch.  206.  give  up  the  right  which  he  had  under 

*  That  if  an  assignee  ratifies  a  re-  the  old  one.     If  he  were,  his  rights 

issue  it  becomes  valid  as  to  him,  see  might  be  injuriously  aflocted  without 

Campbell  v.  James  (1879),  18  0.  G.  his  consent.    If  he  were  so  compelled. 
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thus  be  in  force  as  to  grantees  and  licensees  in  some  por- 
tions of  the  United  States,  although  as  to  the  owners  of  the 
patent,  and  in  other  sections  of  the  country,  the  re-issued 
patent  alone  surviyes.®  But  the  holders  of  these  subordinate 
interests  cannot  claim  under  both  patents.  By  authorizing 
or  by  taking  the  benefit  of  the  surrender  and  re-issue,  they 
abandon  the  privileges  conferred  upon  them  under  the  orig- 
inal patent  and  accept  the  amended  patent  as  the  source  and 
measure  of  their  rights.'^ 

§  699.    Effect  of  Surrender  and  Re-lasae  upon  Rights  Accruing 
under  the  Original  Patent. 

The  surrender  of  a  patent  for  re-issue  is  an  admission  on 
the  part  of  the  surrenderors  that  the  original  patent  is  defec- 
tive, and  the  acceptance  of  the  surrender  by  the  Commissioner 
is  a  judgment  that  its  amendment  by  re-issue  is  required ;  but 
neither  the  surrender  nor  its  acceptance  indicates  that  the  sur- 
rendered patent  was  entirely  void.^    The  surrender  is  a  vol- 

a  gnntee  ander  the  old  patent  of  an  by  one  patent,  and  the  remaining  por* 

excluaive   territorial    right   would   be  tion  of  the  invention  for  the  residue  of 

forced,  without  his  consent,  to  give  up  the  United  States  be  secured  by  another 

damages  which  he  might  be  entitled  to  patent.    These  two  patents  would,  in 

under  the  old  patent,  for  a  violation  of  effect,  constitute  together  but  one  pat* 

rights  secured  to  him  by  that  patent  ent  for  the  whole  invention,  for  the 

And  it  might  so  happen  that  the  old  whole  United  States.    Two  patents  for 

patent  surrendered  was  a  valid  one,  and  separate  parts,  the  separate  parts  to- 

that  the  re-issued  one  was  invalid ;  or  gether  comprehending  only  the  whole, 

that  the  rights  secured  by  the  former  would  in  effect  be  but  one  patent  for 

were  important^  while  the  rights  secured  the  whole ;  as  two  separate  deeds,  for 

by  the  latter  were  of  little  consequence."  two  separate  sections  of  one  whole  lot 

1  Fisher,  827  (386).  of  land,  would  'not  be,  in  effect^  more 

That  the  re-issue  of  a  patent  is  for  than  one  deed  for  the  whole  lot.    No 

the  purpose  of  curing  defects  and  per-  more  would  be  secured  by  the  two  pat- 

fecting  the  patent,  and  cannot  destroy  ents  than  is  authorized  by  law  to  be 

vested  rights  of  assignees,  etc,  see  Har-  secured,  or  than  could  be  secured  by 

rison  V.  Ingersoll  (1885),  56  Mich.  86.  one.    The  two,  in  effect,  would  consti- 

c  In  Potter  v.   Holland  (1858),   4  tute  but  one."    1  Fisher,  827  (838). 

Blatch.  206,  Ingersoll,  J.  :  (216)  "  The  f  That  by  asserting  rights  under  a 

object  of  a  patent  is  to  secure  rights  to  re-issue  parties  in  interest  adopt  it  and 

an  invention  throughout  the  whole  of  to  that  extent  forego  their  rights  under 

the  United  States.    We  can  discover  no  the  original,  see  Meyer  v.  Bailey  (1875), 

good  reason  why  a  portion  or  the  whole  8  0.  G.  437  ;  2  Bann.  k  A.  73. 

of  the  invention,  for  a  particular  ]>ortion  §  699.  ^  That  a  surrender  for  re-issue 

of  the  United  States,  may  not  be  secured  admits  that  the  original  is  inoperative, 
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untarj  extinguishment  of  former  rights,  not  a  concession  that 
such  rights  never  existed,  and,  therefore,  while  no  suit  can 
be  maintained  under  the  original  patent  nor  any  infringement 
of  its  privileges  be  made  the  ground  of  a  recovery,  all  closed 
transactions  under  it  remain  undisturbed.^  Judgments  ob- 
tained upon  it  are  not  vacated.^  Moneys  paid  under  it  cannot 
be  reclaimed.^  But  an  infringement  which  commenced  under 
the  original  patent  is  not  sanctioned  by  the  surrender,  and  if 
it  continues  in  the  same  or  in  another  form  after  the  grant 
of  the  re-issue,  an  action  may  be  instituted  on  the  latter  pat- 
ent, and  damages  accruing  since  the  date  of  the  re-issue  be 
obtained.^ 

§  700.    AppUcation  for  Re-lssae:  Conooxrenoe  of  the  IkiTontor 
therein  Neoessary,  if  Living. 

An  application  for  the  re-issue  of  a  patent  granted  and  as- 
signed before  the  8th  day  of  July,  1870,  may  be  made  by  the 
owners  of  the  patent  with  or  without  the  concurrence  of  the 
original  patentee.^    Patents  granted  or  assigned  since  July  8, 

see  Moffitt  V.  Gaar  (1860),  1  Fiaher,  610 ;    Mfg.  Go.  v.  Blundell  (1882X  82  O.  6. 

I  Bond,  815.  177  ;  11  Fed.  Rep.  419. 

'  That  a  surrender  cannot  affect  rights        That  a  aurrender  and  re-iaaae  doea 

previously  acquired,  see  Potter  o.  Hoi-  not  deprive  the  patentee  of  the  right  to 

land  (1858),  4  Blatch.  206  ;  1  Fisher,  sue  for  the  unlawful  use,  after  the  le- 

827.  issue,  of  a  machine  brought  before  tho 

That  a  contract  concerning  a  patent  re-issue,  see  Bliss  «.  Brooklyn  (1871), 

applies  to  it  after  a  surrender  and  re-  4  Fisher,  596  ;  8  Blatch.  588 ;  Cazr  wl 

issue,  the  re-issue  not  being  a  new  pat-  Rice  (1856),  1  Fisher,  198. 
ent,  see  McBumey  v.  Goodyear  (1858),         §  700.  ^  That  under  Sec  18,  act  of 

II  Gush.  569.  July  4,   1886,  the  re-issue  was  to  be 
'  That  the  surrender  of  a  patent  for  granted  to  the  patentee,  if  he  was  living 

re-issue  has  no  effect  upon  a  right  which  and  still  the  owner  of  the  patent ;  if  he 

has  passed  into  a  judgment,  see  Mers  «•  was  dead  and  there  was  no  assignment, 

Gonover  (1876),  11  0.  G.  1111.  then  to  his  executor  or  administrator; 

*  That  although  the  surrender  ex-  and  if  there  was  an  assignment,  to  the 
tinguishes    the    original    patent,    the  assignee,  see  Potter  v.  Holland  (1858), 
moneys  paid   under  it  cannot  be  re-  4  Blatch.  206  ;  1  Fisher,  827. 
covered,  see  Moffitt  v.  Gaar  (1861),  1  That  under  the  act  of  1886  a  re- 
Black,  278.  issue  might  be  granted  to  an  assignee 

*  That  the  acquiescence  of  the  pat*  without  the  knowledge  or  consent  of  the 
entee  in  the  use  of  his  invention,  under  patentee,  see  Swift  v.  Whisen  (1867),  8 
the  original  patent,  does  not  authorize  Fisher,  848  ;  2  Bond,  115. 

its  use  under  a  re-issue,  see  McWilliams 
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1870y  can  be  re-issued  only  upon  the  application  and  oath  of 
the  original  inventor,  if  he  be  living.^  Various  reasons  for 
this  change  in  the  law  have  been  suggested.  The  oath  ac- 
companying the  application  must  aver  that  the  error  whose 
amendment  is  desired  arose  through  inadvertence,  accident, 
or  mistake,  and  must  repeat  the  allegations  of  the  original 
oath  in  reference  to  priority  of  invention  and  the  absence  of 
previous  public  use  and  knowledge.  This  oath,  after  the 
grant  of  the  re-issue,  is  prima  facie  evidence  upon  all  the 
points  embraced  therein.  To  permit  it  to  be  made  by  a  mere 
assignee  upon  his  information  and  belief,  when  the  inventor 
is  living  and  can,  therefore,  testify  upon  his  positive  knowl- 
edge, is  an  unnecessary  relaxation  of  the  ordinary  rules  of 
evidence  and  was  properly  corrected  by  the  act  of  1870. 
Moreover,  the  rights  of  the  inventor  in  his  invention  are  not 
exhausted  by  the  conveyance  of  his  entire  interest  in  the  orig* 
inal  patent.  Under  former  laws  a  re-issue  might  affect  the 
value  of  his  right  to  an  extension  after  the  expiration  of 
the  assigned  patent,^  and  under  present  laws  an  alteration  in 
the  description  or  claims  of  the  existing  patent  may  preju- 
dice his  interests  in  subordinate  or  dependent  inventions  which 
may  be  indicated  in  the  original  specification,  but  which  he 
did  not  intend  to  cover  by  the  original  patent  or  transfer  to 
the  assignee.  His  consent  to  the  re-issue,  if  he  is  living  and 
able  to  accord  it,  may  be,  therefore,  properly  required. 

§  701.    Application  for  Re-isaae :  by  Whom  Made.  ' 

Under  existing  laws  the  application  for  re-issue  must  be 
made  by  the  inventor,  if  living ;  on  his  own  behalf  if  he  is 
still  the  entire  owner  of  the  patent,  and  on  behalf  of  its  real 
owners  if  he  has  assigned  the  whole  or  any  undivided  interest. 
Where  the  inventor  is  dead  the  owners  of  the  patent,  whether 
his  representatives  or  assignees  or  both,  may  make  the  appli- 
cation, as  before  the  changes  in  the  law.^    A  living  inventor 

s  Bev.  Stat  Sec.  4S95.  $  701.  ^  That  an  executor  may  ob- 

*  That  where  an  amignee  has  re-iasiied  tain  a  re-issne,  see  Carew  v.   Boston 

a  patent  without  the  patentee's  consent,  £lastio  Fabric  Co.  (1871),  8  Clifford, 

the  latter  may  apply  for  an  extension  of  856  ;  5  Fisher,  90  ;  1  0.  G.  91. 

the  original,  see  Potter  v.   Brannsdorf  That  a  re-isane  to  an  administrator  is 

(1869),  7  Blatch.  97.  presumed  to  be  rpgular,  see  Northwest- 
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who  refuses  to  apply  for  a  re-issue  on  behalf  of  his  assignees, 
when  such  an  amendment  of  the  patent  is  legitimate  and  ne- 
cessary, may  be  compelled  to  do  so  by  a  court  of  equity, — 
since  his  assignment  of  the  patent  implies  a  contract  on  his 
part  to  do  whatever  may  be  requisite  to  render  the  patent 
effective  for  the  actual  invention,  and  this  contract  equity  will 
enforce.^  But  an  inventor  has  no  authority  to  apply  for  the 
re-issue  of  an  assigned  patent  without  the  consent  of  his  as- 
signees, and  his  wrongful  act  in  this  regard  cannot  impair 
their  rights.^  A  re-issue  thus  obtained  by  him  is  valid  or 
invalid  at  their  election.  They  may  ratify  it  and  enjoy  the 
advantages  derived  from  it,  though  issued  only  in  his  name,^ 

em  Fire  Extinguisher  Co.  v.  Philadel-  der  of  his  patent,  to  affect,   without 

phia  Fire  Extinguisher  Co.  (1874),  10  their  consent,  the  rights  of  third  per- 

Phila.  227  ;  6  0.  G.  84 ;  1  Bann.  k  A.  sons  to  whom  he  has  previously  passed 

177.  his  interest  in  the  whole  or  a  part  of  the 

s  See  §§  1224, 1228-12S0,  and  notes,  patent.    This  consent  may  he  manifested 

post,  either  hy  joining  in  the  surrender  with. 

*  That  the  surrender  of  an  assigned  the  patentee,  or  by  previously  authorix» 
patent  is  not  valid  unless  made  by  the  ing  it  or  by  subsequently  ratifying  or 
assignee  or  with  his  consent,  see  Ex  approving  it.  To  take  advantage  and 
parU  Wright  (1876),  10  0.  G.  587  ;  benefit  of  it  would  be  a  ratification. 
Meyer  v.  Bailey  (1875),  8  0.  G.  487  ;  2  When  such  consent  is  given  the  rights 
Bann.  &  A.  78  ;  Barnes  *v.  Morgan  of  the  party  so  consenting  in  and  to  the 
(1875),  8  Hun,  70S  ;  Dental  Vulcanite  old  patent  are  forever  gone.  It  may, 
Co.  v.  Wetherbee  (1866),  8  Fisher,  87  ;  too,  be  considered  as  a  sound  and  set- 
2  Clifford,  555.  tied  principle  that  a  person  to  whom 

That  a  patentee  cannot  affect  the  the  patentee  has  passed  his  interest  in  a 

interest  of  his  assignee  by  any  surrender  part  of  the  old  patent,  is  entitled,  upon 

for   re-issue,    see    Barnes    o.    Morgan  the  surrender  of  the  same  by  the  paten* 

(1875),  3  Huu,  708.  tee,  and  the  obtaining  of  a  re-issued 

.  That  an  assignment  of  a  patent  car-  patent,  to  the  same  right  under  the  n- 

ries  all  re-issues  if  the  assignee  so  elect.,  issued  patent  that  he  had  to  the  old 

see  Littlefield  v.  Perry  (1874),  21  Wall.  one.    The  patentee  cannot,  by  taking  a 

205  ;  7  0.  G.  964.  re-issue,  deprive  him  of  the  same  right 

That  a  re-issue  to  the  patentee  is  a  to  it  that  he  had  to  the  old  one,  if  ha 

bar  to  a  re-issue  to  an  unrecorded  as-  wishes  to  take  the  benefit  of  such  right. 

Bignee,  see  Whitely  v.  Fisher  (1870),  4  Woodworth  v.  Hall,  1  Woodb.  &  Minot, 

Fisher,  248.  248.    But  when  he  does  take  advantage 

*  In  Potter  v.  Holland  (1858),  4  and  benefit  of  the  re-issued  patent,  he 
Blatch.  206,  Ingersoll,  J. :  (214)  "We  consents  to  give  up,  and  does  give  up,  the 
adopt  the  rule  laid  down  by  Judge  right  which  he  had  under  the  old  one.** 
Story   in    the  case  of  Woodworth  v.  1  Fisher,  827  (885). 

Stone  (3  Story,  749),  that  it  is  not  in        See  also  Littlefield  v.  Perry  (1874), 
the  power  of  the  patentee^  by  a  8urren«    21  Wall.  205 ;  7  O.  O.  964 ,  Dental 
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or  they  maj  repudiate  it  and  compel  him  to  obtain  another, 
or  they  may  insist  upon  their  privileges  under  the  original 
patent.  To  guard  against  this  unauthorized  re-issue  of  an 
assigned  patent,  it  is  the  practice  of  the  Patent  Office  to  re- 
quire proof  of  the  consent  of  all  the  owners  of  the  patent, 
sufficient  evidence  of  which  is  furnished  by  the  filing  of  the 
abstract  of  their  title  with  the  application.^ 

§  702.    Re-lssned  Patent :  to  Whom  Granted. 

The  re-issued  patent  may  be  granted  to  assignees  of  any 
degree,  however  remote  from  the  original  inventor.^  The 
limits  within  which  the  original  description  and  claims  may 
be  amended,  and  the  consequences  of  a  previous  disclaimer 
or  abandonment,  are  the  same  as  if  the  application  had  been 
made  by  the  inventor.  The  re-issue  is  void  if  any  fraud  is 
perpetrated  or  attempted  by  the  applicant,  as  where  he  knows 
that  the  original  assignor  was  not  the  true  inventor  or  that 
the  error  whose  amendment  he  desires  did  not  occur  in  such 
a  manner  as  alone  warrants  its  correction.^  The  grant  of  a 
re-issue  to  an  assignee  is  prima  facie  evidence  of  his  title  to 
the  patent.^    Parties  claiming  under  the  original  patent,  other 

Vulcanite  Co.  v.  Wetherbee  (1866),  2  That  a  certified  abstract  of  title  is 

Clifford,  555  ;  8  Fishor,  87 ;  Burdell  v.  the  proper  evidence  of  the  assignee's 

Denig  (1865),  2  Fisher,  588.  consent,  see  ExpcarU  Wright  (1876),  10 

That  third  parties  ratify  the  re-issne  0.  G.  587. 

by  using  or  selling  rights  under  it,  see  $  702.  ^  That  a  re-issue  may  be 

Meyer  v.  Bailey  (1875),  2  Bann.  &  A.  granted  to  an  assignee  of  any  degree^ 

78  ;  8  O.  a.  437.  see  Selden  v,  Stockwell  Self-Lighting 

That  a  re-issue  does  not  enure  to  the  Gas  Burner  Co.  (1881),  19  Blatch.  544 ; 

benefit  of  the  assignee  when  obtained  20  0.  G.  1877  ;  9  Fed.  Rep.  890  ;  Swift 

by  the  patentee,  the  assignee  taking  by  v.  Whisen   (1867),   8  Fisher,  848  ;  2 

ratification,  not  by  enurement,  see  Bur^  Bond,  115. 

dell  V.  Denig  (1865),  2  Fisher,  588.  That  a  re-issue  may  be  obtained  ia 

That  when  the  patentee  obtains  a  his  own  name  by  the  assignee  of  the  ex« 

re-issue  at  the  request  of  the  owners  of  ecutor  of  the  patentee,  see  Carew  v.  Bos- 

the  patent  after  an  assignment  of  the  ton  Elastic  Fabric  Co.  (1871),  Holmes, 

original  it  enures  to  the  benefit  of  the  45. 

assignees,  see  Wing  v,  Warren  (1872)»  •  That  a  re-issne  is  void  if  the  ap- 

5  Fisher,  548  ;  2  0.  G.  842.  plicant  knew,  at  the  date  of  the  appli* 

*  TtiKi  the  Commissioner  may  re-  cation  for  it,  that  he  or  his  assignor  was 

quire  suflicient  proof  that  the  assignee  not  the  true  inventor,   see  Singer  o. 

consents  to  the  re-issue,  see  Ex  parte  Walmnley  (1860),  1  Fisher,  558. 

Wright  (1876),  10  0.  G.  587.  *  That  the  grant  of  a  re-issne  to  an 
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than  its  owners,  may  retain  their  existing  rights  or  assert 
them  as  modified  by  the  re-issue  at  their  option.^ 

§  703.    Re-lBsaed  Patent  a  Contibaoation  of  the  Original,  and  Oor- 
erned  by  the  Same  Zaw. 

A  re-issued  patent  is  a  new  statement  of  the  contract  be- 
tween the  public  and  the  patentee,  and  binds  each  of  its  par- 
ties to  the  same  extent  as  if  it  were  an  original  patent.  It  is 
to  be  interpreted  by  the  same  rules,  and  is  subject  to  amend- 
ment by  re-issue  or  disclaimer  in  the  same  manner.^  Being, 
however,  a  continuation  in  a  new  form  of  the  original  patent, 
the  rights  arising  under  it  are  governed  by  the  law  in  force 
when  the  original  was  granted,  and  the  patentability  of  the  in- 
vention which  it  covers  is  determined  by  the  state  of  the  art 
as  it  existed  at  the  date  of  the  original^  The  motive  for  ob- 
taining a  re-issue  cannot  change  the  rights  which  it  creates, 
and  is  not  regarded  in  deciding  upon  its  validity  or  constm- 
ing  its  provisions,  except  in  cases  where  an  actual  fraud  has 
been  committed.^ 

assignee  is  prima  faeie  evidenoe  that  be  the  same  power  over  a  re-issae  as  oret 

has  a  title  to  the  patent,  see  Washburn  the  original,  see  Ex  parte  Lippinoott 

&  Moen  Mfg.  Co.  «.  Haish  (1880),  10  (1879),  16  0.  G.  682. 
Biasell,  65  ;  19  0.  G.  173  ;  4  Fed.  Rep.         *  That  the  re-issae  is  a  continnatioa 

900 ;  American  Diamond  Bock  Boring  of  the  original  patent,  see  Shaw  v.  Col* 

Co.  V.  Sheldon  (1879),  17  Blatch.  208  ;  well  Lead  Co.  (1882),  20  BUtch.  417 ; 

4  Bann.  k  A.  551.  11  Fed.   Rep.   711 ;   Shaw  v.   Cooper 

^  That  no  re-issue  of  a  patent  can  (1888),  7  Peters,  292 ;  1  Bobb,  64a. 
affect  the  rights  of  non-consenting  own-         That  a  re-issae  is  governed  by  the 

ers  or  other  third  parties,  see  Potter  v.  law  in  force  at  the  date  of  the  origins], 

BrauDsdorf  (1869),  7  Blatch.  97  ;  Potter  see  Shaw  v.  Cooper  (1838),   7  Peters, 

V.  Holland  (1858),  4  Blatch.  206  ;  1  292 ;  1  Robb,  643. 
Fisher,  327.  That  the  patentability  of  the  inven* 

That  a  portion  or  the  whole  of  an  in-  tion  claimed  in  a  re-issue  is  determined 

vention  for  a  particular   part  of  the  by  the  state  of  the  art  at  the  date  of  the 

United  States,  and  the  rest  for  other  original  application,  see  Carroll  v.  Morv 

parts,  may  be  secured  by  a  re-iuue,  see  (1876),  9  O.  G.  453  ;  Carlton  v.  Bokee 

Potter  V.  Holland  (1858),   4  Blatch.  (1872),  17  WalL  468 ;  2  0.  G.  520 ;  6 

206  ;  1  Fisher,  327.  Fisher,  40  ;  and  {  708,  note  2,  pod. 

That  after  an  extension  the  re-issue         '  That  the  motiTe  for  a  re-issue  is 

is  good  for  the  extended  term,  see  Gib-  unimportant,  if  the  inventions  are  tbs 

son  V.  Harris  (1846),  1  Blatch.  167.  same,  see  Buffum  v.  Oakland  Mfg.  Co. 

S  703.  1  That  the  Patent  Office  has  (1879),  4  Bann.  k  A.  699. 
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§  7M.  Frooadnre  on  Applicatioiia  for  Re-iMve :  The  Applieatioii. 
An  application  for  a  re-isBue,  and  the  proceedings  in  the 
Patent  OflSce  thereon,  are  for  the  most  part  governed  by  the 
rules  which  regulate  applications  for  original  patents,  and 
which  have  been  already  considered  in  detail.  It  will  be  suf^ 
ficient,  therefore,  to  discuss  at  this  time  only  the  particular 
points  in  reference  to  which  the  procedure  on  re-issue  appli- 
cations is  exceptional.  The  application  must  be  based  upon  a 
single  original  patent  and  must  show  the  original  to  have  been 
defective  through  mistake,  and  point  out  wherein  the  mistake 
consisted.^  It  need  not  follow  the  language  of  the  statute.' 
It  comprises  a  petition,  an  oath,  an  abstract  of  title,  and  the 
amended  specification,  accompanied  by  such  drawings  and 
model  as  the  nature  of  the  case  may  require.  The  petition 
prays  for  leave  to  surrender  the  original  patent  and  for  a  re- 
issue upon  the  amended  specification.  It  may  be  signed  by 
the  true  owners  of  the  patent,  unless  the  patent  has  been 
granted  or  transferred  since  July  8,  1870,  in  which  case  the 
petition  must  be  signed  by  the  inventor  if  living,  and  contain 
the  written  assent  of  the  present  owners.®  If  the  inventor 
has  deceased,  and  the  petition  bears  the  signatures  of  the  as- 
signees, the  fact  of  his  decease  must  be  duly  stated.  The 
abstract  of  title  must  disclose  the  names  of  all  persons  own* 
ing  any  undivided  interest  in  the  original  patent ;  *  and  the  orig- 

f  704.  1  That  a  re-itsiie  can  be  baaed  made  before  July  8,  1870,  the  applica- 

mt  bat  a  mf^e  original  patent,  not  on  tion  for  re-iesne  may  be  made  by  the  as- 

aaveral,  see  Washburn  &  Moen  M{g.  Co.  8ignee,aee  Selden  v.  Stock  well  Sdf-Light- 

V.  Fnchs  (1888),  16  Fed.  Bep.  861 ;  5  ing  Gas  Burner  Co.  (1881),  19  Blatch. 

HcCraiy,  286.  564  ;  20  0.  G.  1877  ;  9  Fed.  Rep.  890. 

s  That  the  application  for  a  re-iasue         That  Sec.  8»  act  of  1870,  proriso  2d, 

need  not  follow  the  language  of  the  does  not  require  applications  for  re-issue 

statute,  see  Gold  &  Stock  Telegraph  Co.  pending  on  July  8,  1870,  to  be  made 

«.  Wfley  (1888),  17  Fed.  Bep.  284.  anew,  with  oath  of  inyentor,  etc.,  see 

That  a  re-issue  need  not  be  applied  National    Spring    Co.    v.   Union    Car 

for  in  writing  under  the  statute,  though  Spring  Mfg.  Co.  (1874),  12  Blatch.  80 ; 

the  rales  of  the  Patent  Office  may  re-  6  O.  O.  224. 

fuire  it,  see  Dental  Ynleanite  Co.  v.         *  That  an  abstract  of  title  must  ac« 

Wetherbee  (1866),  8  Fisher,  87  ;  2  Clif-  company  an  application  for  a  re-issue^ 

frad,  556.  see  E»  parU  Fassett  (1877),  11  O.  G. 

•  That  if  the  origins!  assignment  by  420  ;  As  jMrts  Wright  (1876),  10  O.  G. 

tbe  patentee  to  the  first  assignee  were  587. 
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inal  patent,  or,  if  it  be  lost,  a  certified  copy  and  an  affidavit 
of  the  loss,  must  at  the  same  time  be  delivered  to  the  Patent 
Office. 

§  705.    Procedure  on  ApplioationB  for  Re-issae  :  The  Oath. 

Where  the  petition  must  be  signed  by  the  inventor  the 
oath  must  also  be  made  by  him ;  in  other  cases  it  should  be 
made  by  the  applicants,  whoever  they  may  be.^  In  addition 
to  the  matters  embraced  in  the  oath  required  in  an  original 
application,  it  must  state  particularly  that  the  applicant  believes 
the  original  patent  to  be  inoperative  or  invalid,  with  his  reasons 
for  such  belief,  specifying  the  defects  or  insufficiencies  in  the 
description,  or  the  excessive  matter  in  the  Claim,  pointing 
out  the  errors  which  constitute  the  inadvertence,  accident,  or 
mistake,  with  the  manner  in  which  they  arose,  and  alleging 
that  such  errors  occurred  without  fraudulent  or  deceptive 
intention.^    It  must  also  disclose  the  existence  of  foreign 

S  705.  1  That  under  the  act  of  March  allege   his    citizenship,    see   Ex  parte 

8,  1871,  the  oath  of  the  assignee  was  Whitely  (1886),  36  0.  O.  1248. 

sufficient,  if  the  original  patent  issued  That  an  affidavit,  on  an  application  for 

before  July  20,   1870,    but   otherwise  re-issue,  that  the  original  is  "  not  fully 

the  oath  of  the  inventor  was  required,  valid  and  available "  is  not  saffieient 

see  National  Car  Spring  Co.  v.  Union  and  the  re-issue  is  void,  see  Poage  v. 

Spring  Mfg.  Co.  (1874),  6  0.  G.  224 ;  McGowan  (1883),  15  Fed.   Rep.   898 ; 

12  Blatch.  80.  Whitely  v.   Swayne  (1865),  4  Fisher, 

That  where  an  assignee  filed  an  appli-  117. 

cation  for  a  re-issue  before  July  20, 1870,  That  the  role  requiring  a  detailed 

his  oath  alone  was  sufficient,  see  National  statement    under  oath   is   imperative^ 

Spring  Co.  v.  Union  Car  Spring  Mfg.  Co.  and  unless  observed  the  application  will 

(1874),  6  0.  O.  224  ;  12  Blatch.  80.  not  be  examined,  see  Ex  parte  Whitely 

That  an  applicant  for  a  re-issue  who  (1886),  86  O.  G.  1248  ;  ExpcarU  Timken 

has  assigned  his  interest,   and  is  still  (1883),  24  0.  G.  1088. 

obliged  to  make  oath  that  the  mistake  That  the  rule  requiring  a  statement 

occurred  ''  through  inadvertence,  etc.,"  to  be  filed  with  a  re-issue  application^ 

is  not  merely  a  formal  party  and  a  per-  accounting  for  the  defects  in  the  original, 

functory  affiant,   and    his   assignee  is  is  not  retroactive,  see  ^/Nir^ePfaadla^ 

bound  by  his  statements  and  declare-  (1882),  28  0.  G.  269. 

tions,  see  ^x />ar^  Mahnken  (1887),  41  That  the  statement  required  to  be 

0.  G.  1269.  filed  with  a  re-issue  application  must  set 

'  That  the  oath  to  a  re-issue  applica-  out  the  facts  on  which  the  application  is 

tion  must  aver  that  the  applicant  be-  based,  not  merely  the  opinions  or  eon« 

lieves  that  he  is  the  original  and  first  elusions  of  the  per^n  who  prepares  the 

inventor,  and  that  the  invention  was  paper,  pointing  out  the  defects  which 

never  before  known  or  used,  and  must  render  the  original  invalid  and  showing 
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patents  for  the  same  invention,  if  any  have  been  issued  to 
the  applicant  or  to  others  by  his  consent,  with  their  dates 
and  numbers  and  the  extent  to  which  the  invention  has 
been  nsed  in  the  United  States,  in  the  same  manner  as  on 
an  original  application.' 

§  706.    Prooedure  on  ApplioatioiiB  for  Re-lasne  :  The  Bpeoifloa- 
tion,  Drawings,  and  ModeL 

The  language  of  the  amended  specification  must  correspond 
with  that  of  the  original  unless  some  sufficient  reason  for  a 
change  appears.  In  an  original  Description  the  widest  lat- 
itude in  the  use  of  terms  may  be  permitted,  but  in  the  re- 
issue specification,  where  the  identity  of  the  invention  must, 
at  all  hazards,  be  preserved,  no  unnecessary  divergence  frbm 
the  words  in  which  it  was  originally  stated  can  safely  be 
allowed.  New  names,  new  uses,  new  descriptive  matter  tend 
to  create  uncertainty  in  this  respect,  and  may  easily  be  made 
to  cover  some  unwarrantable  departure  from  the  original  in- 
vention. Except  where  the  correction  of  the  errors  in  the 
previous  description  requires  the  employment  of  additional 
or  substituted  phraseology,  the  rules  followed  by  the  Patent 
Office  in  passing  upon  the  formal  sufficiency  of  the  amended 
specification,  therefore,  restrict  it  to  the  statements  made  in 
the  original.^    New  drawings  must  accompany  the  specifica- 

how  they  arose,  see  Ex  parte  Timken  original  is  inoperative,  should  have  been 

(1888),  24  0.  G.  1088;  ^  parte  Wil-  judiciaUy  ascertained,  see  Burr  v.  Duryee 

kins  (1883),  24  0.  O.  1270;  Ex  parte  (1862),  2  Fisher,  275. 
P&udler  (1882),  28  0.  6.  269.  *  That  under  the  rules  re-issue  as 

That  a  statement  of  reasons  for  re-  well  as  original  applications  require  an 

issue,  which  merely  alleges  "misunder-  oath  disclosing  foreign  patents  and  the 

standing,"  is  not  sufficient,  see  Ex  parte  extent  of  use  in  the  United  States,  see 

Wilkins  (1888),  24  0.  Q.  1270.  ExparU  Beck  (1880),  17  0.  6.  829. 

That,  except  for  the  Patent  Office         {  706.    ^  In  ^  parte  Underwood 

roles,  the    invalidity  of  the   original  (1872),  1  O.  O.  549,  Leggett,  Com.  : 

need  not  he  sworn  to,  and  though  an  (549)  **  In  applications  for  patents  the 

oath  were  required  its  omission  would  examiner  should  interfere  as  little  as 

not  inralidate  the  re-issue,  see  Harts-  possible  with  the  language  chosen  by 

horn  V.  Eagle  Shade  Roller  Co.  (1888),  the  applicant  in  describing  his  inven- 

25  0.  6.  1191 ;  18  Fed.  Rep.  90  ;  Burr  tion.     The  largest  latitude  should  be 

V.  Duryee  (1862),  2  Fisher,  275.  allowed;    but  in  applications   for  re- 

That  it  is  not   imperative  on  the  issues  a  different  rule  does  and  should 

Patent  Office  that  the  fact  that  the  prevail.    The  applicant  should  be  held 
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tion  when  the  invention  is  capable  of  such  delineation,  con- 
forming in  their  style,  number,  and  artistic  perfection  to 
the  regulations  governing  original  drawings.  Tliese  new 
drawings  are  allowed  to  vary  from  the  old  only  where  the 
variation  appears  in  the  original  model  or  relates  to  some  un- 
important matter  not  affecting  the  invention  claimed.  The 
amendment  of  the  model  is,  in  like  manner,  limited  to  feat- 
ures found  in  the  original  drawings. 

§  707.    Procedare  on  AppUoationB  for  Re-issue :  Filing  of   the 
Application  in  tbe  Patent  Office. 

The  application,  thus  composed,  is  presented  to  the  Patent 
Office  by  forwarding  it  in  the  usual  mode  to  the  Commis- 
sioner, accompanied  by  the  statutory  fees.  This  entitles  the 
applicant  to  the  consideration  of  his  case,  and  if  the  Com* 
missioner  refuses  to  proceed  with  its  examination,  he  may 
be  compelled  to  do  so  by  mandamus.^  A  hearing  on  an  ap- 
plication for  re-issue  takes  precedence  over  those  on  ordinary 
applications,  and  will  be  particularly  expedited  if  the  term 
of  the  original  patent  has  almost  expired.^    The  filing  of  the 

rigidly  to  the  langaage  adopted  in  his         That  the  specification  of  the  re-issue 

patent,  except  that  a  good  reason  ap*  may  he  made  more  full  and    precise 

pears  for  departing  from  such  langaage.  than  the  original,  in  order  to  coTer  the 

In  objecting  to  the  use  of  new  terms,  real  invention,  see  Washbom  ft  Moen 

new  descriptive  matter,   etc.,   the  ex-  Mfg.  Co.  v.  Haish  (1880),  4  Fed.  Rep. 

aminer  is  not  bound  to  give  reasons.  900  ;  10  Bissell,  65 ;  19  0.  G.  178. 
It  is  enough  that  such  terms  and  de-         That  a  re-issue  containing  a  broad 

•criptive  matter  are  new;  and  it  devolves  Claim  binds  the  patentee  even  though 

upon  the  applicant  to  show  good  reason  it  does  not  secure  his  invention,  see 

for  their  introduction,  or  they  must  be  Wisner  v.  Grant  (1880),  18  O.  G.  192 ; 

stricken  out.    A  different  rule  would  7  Fed.  Bep.  922. 
open  a  wide  door  to  fraud.    A  patentee,         §  707.   ^  That  where  an  applicant 

if  allowed  to  interpolate  new  uses,  new  for  a  re-issue  has  filed  his  application 

descriptive  matter,   new   names,   etc,  and  paid  his  fees  and  done  aU  he  can 

might,  by  frequent  re-issues,  keep  full  to  make  the  application  eflfectoa),  it  is 

pace  with  the  advancement  in  the  art  the  duty  of  the  Commissioner  to  hear 

to  which  his  patent  pertains,  and  might  it  although  he  may  not  have  accepted 

thus  appropriate  to  his  own  use  the  im*  the  fees,  and  if  he  refbsee,  a  mandamus 

provements  and  inventions   made   by  will  lie  to  compel  a  hearings  see  Commis- 

others.    The  rule  should  be :  liberalUy  sioner  «.  Whitely  (1866),  4  WaU.  622. 
with  original  applieaiums;  strict   eon-        *  That  where  a  patent  has  nearly 

Mtruetion  with  applieatiofu  for  r€-i88ue"  expired,  its  re-iasue  may  be  expedited 

See  also  Hatch  v.  Moffitt  (1883),  15  in  the  Patent  Office,  see  Ex  parU  Evarts 

Fed.  Rep.  252.  (1874),  5  0.  G.  429. 


CH.  n.]  OF  THE  AMENDMENT  OF  LETTEBS- PATENT.  438 

application  does  not  preclude  the  applicant  from  resuming 
his  rights  under  the  former  patent;  but  at  any  time  before 
the  re-issue  has  been  granted  he  may  withdraw  his  applica- 
tion, revoke  his  surrender,  and  be  restored  to  his  original 
position.^ 

§  706i    Procednre  on  Applications  for  Re-issue:  Sxamination  of 
the  AppUcation  on  the  Merits  of  the  Invention. 

The  specification  annexed  to  a  re-issue  application  is  sub- 
ject to  revision,  restriction,  division,  and  other  formal  cor- 
rections  in  the  Patent  Office,  to  the  same  extent  as  an 
original  specification.'  An  examination  of  the  application 
on  its  merits  involves  an  inquiry  into  the  patentability  of 
the  invention  therein  described  and  claimed,  into  the  iden- 
tity of  such  invention  with  the  invention  attempted  to  be 
covered  by  the  former  patent,  and  into  the  cause  from  which 

*  In  Forbes  v.  Barstow  Stove  Go.         {  708.  ^  That  the  re-iesue  applica- 

(1864)»   2  Clifford,    879,  Clifford,  J.  :  tion  wiU  not  be  examined  unless  the 

(885)  "The  surrender  is,  undoubtedly,  statement  is  sufficient,   see  Ex  parte 

as  is  contended  by  the  respondents,  the  Timken  (1883),  24  0.  G.  1089. 
act  of  the  party  making  the  applica-         That  the  Claims  of  a  re-issue  appli^ 

tion  ;  but  it  is  a  mistake  to  suppose  cation  will  not  be  examined  on  their 

that  the  application  may  not  be  with-  merits  in  connection  with  the  sufficiency 

drawn,  under  leave  of  the  Commissioner,  of  the  statement,  but  in  their  proper 

for  good  cause  shown,  at  any  time  be-  order,  see  Ex  parU  Timken  (1888),  24 

fore   the    proceedings    are    fully  com*  0.  G.  1089. 

pleted    and    duly   recorded.    The   re-         That  in  a  re-issue  application  the 

iisaed  letters-patent,  as  a  general  rale,  examiner  must  first  determine  the  suf- 

have  the  effect  to  supersede  the  original  ficiency  of  the  application  itself ;  and  if 

patent,  but  a  pending  application  for  the  applicant  is  not  entitled  to  a  re- 

that  purpose  cannot  receive  any  such  issue  the  proceedings  will  terminate,  but 

construction,  no  matter  how  nearly  the  if  the  application  and  statement  are 

proceedings  may  have  approached  to  a  sufficient  an  examination  on  the  merits 

eonsnmmation,  so  long  as  they  are  not  will  be  had,  and  if  it  then  appears  that 

finally  completed.     Prior  to  the  issuing  the  original  was  not  inoperative,  etc., 

of  the  new  patent,  what  is  called  a  sur-  or  that  its  defects  did  not  result  from 

render  in  the  case  is  in  general  nothing  mistake,  etc,  or  that  the  claim  of  the 

more  than  a  preliminary  offer  to  that  applicant  is  barred  by  the  references 

effect,  as  the  necessary  means  of  obtain-  cited,  etc.,  the  application  will  be  re- 

ing  a  re-issue ;  and  even  when  not  so  jected,  the  reasons  for   the    rejection 

intended  in  the  outset  it  may  be  subse-  stated,  and  an  opportunity  given  for  an 

quently  so  treated  by  the  Commissioner,  appeal,  see  Ex  parte  Ernst  (1885),  88 

at  the  request  of  the  party  applying  for  0.  G.  236. 
the  re-issue.*' 
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the  alleged  error  in  the  original  arose.  In  examining  the 
patentability  of  the  invention  the  same  questions  as  to  its 
novelty,  utility,  abandonment,  and  the  priority  of  the  appli- 
cant's inventive  act,  are  presented  as  on  original  applications, 
and  the  claim  of  the  applicant  as  to  any  one  of  these  ques- 
tions is  not  aided  by  the  fact  that  the  invention  has  already 
once  received  the  protection  of  a  patent,  and  that  the  validity 
of  the  patent  has  been  vindicated  in  the  courts.^  Even  the 
repetition  in  the  re-issue  application  of  the  exact  Claims  of 
the  original  patent  does  not  exempt  them  from  this  exam- 
ination or  from  the  judgment  which  may  be  pronounced  upon 
them  by  the  Patent  Office.  The  novelty  of  the  invention  is 
determined  according  to  the  state  of  the  art  at  the  date  of 
the  original  application,  not  at  that  of  the  re-issue,  since  if 
the  invention  was  then  new  to  the  public  no  subsequent  ad- 
vances in  the  arts  can  deprive  it  of  the  novelty  which  it  pos- 
sessed when  the  inventor  first  endeavored  to  protect  it.'  Its 
utility  is  measured  by  the  usual  standards.  Abandonment  is 
evidenced  by  more  than  two  years'  public  use  and  sale  before 
the  original  application,  by  an  omission  to  claim  it  in  the 
original  patent  after  clearly  describing  it  and  an  unreasonable 
delay  in  curing  the  omission  by  a  re-issue,  and  by  any  other 
conduct  of  the  inventor,  either  before  or  since  the  issue  of  the 
original  patent,  which  proves  an  intention  upon  his  part  to 
dedicate  the  invention  to  the  public.^     That  the  invention 

*  That  in  an  application  for  a  re-  state  of  the  art  as  indicated  by  inTea- 
issae,  its  Claims  are  subject  to  revision  tions  made  both  before  and  since  the 
by  the  Patent  Office  though  they  have  original  was  granted,  and  by  the  daima 
been  sustained  by  the  courts,  see  &  of  rival  inventors^  see  Saxigent  v.  Boige 
parU  Cox  (1873),  8  0.  G.  2.  (1876),  10  0.  O.  286. 

*  That  on  an  application  for  a  re-  That  the  re-issue  is  void  for  want  of 
issue  the  patentability  of  the  invention  novelty  if  the  original  was,  see  Jones  v. 
will  be  examined  in  view  of  the  state  McMurray  (1877),  8  Bann.  &  A.  130; 
of  the  art  at  the  time  when  the  original  2  Hughes,  527  ;  13  0.  6.  6. 

patent  was  applied  for,  see  .Carroll  v.  4  xhat  onauspplicationforare-iasae 

Morse  (1876),  9  0.  G.  453  ;  Carlton  «.  two  years'  public  use  of  the  invention 

Bokee  (1872),  17  WaU.  463 ;  2  0.  6.  before  the  original  application  may  be 

520  ;  6  Fisher,  40.  shown,  and  wiU  be  fatal,  see  Funck  v. 

That  on  an  application  for  a  re-issue  Doty  (1878),  14  0.  6.  157. 
the  right  of  the  re-issue  applicant  to  the  That  for  all  purposes  of  abandon- 
inventions  claimed  in  his  re-issue  appli-  ment  by  public  use  and  sale,  the  date 
cation  will  be  examined  in  view  of  the  of  the  re-issue  is  the  date  of  the  original. 


CH.  n.]  OF  THE  AMENDMENT  OP  LETTERS-PATENT.  435 

was  first  conceived  and  reduced  to  practice  by  the  alleged 
inventor  is  established  prima  facie  by  the  oath  accompany- 
ing the  application,  but  may  be  contradicted  by  the  records 
of  the  Patent  Office  or  the  personal  knowledge  of  the  exam- 
iner. The  practice  in  regard  to  the  objections  and  references 
of  the  examiner,  as  well  as  to  amendments,  arguments,  rejec- 
tions, and  appeals,  is  similar  to  that  in  cases  of  original 
applications. 

§  709.  Procednre  on  AppUoatlonB  for  Re-lsaae :  Tlxaminatlon  of 
the  Application  aa  to  the  Identity  of  the  Invention 
with  that  Deacribed  in  the  Original  Patent 

In  examining  the  identity  of  the  invention  claimed  in  the 
re-issue  application  with  that  attempted  to  be  covered  by  the 
original  patent,  the  examiner  must  be  guided,  not  by  his  per- 
sonal judgment  or  discretion,  as  in  amendments  to  original 
applications,  but  by  the  rules  specifically  prescribed  in  the 
statutes  and  the  decisions  of  the  courts.  The  inventions  are 
not  identical  unless  all  the  essential  characteristics  of  the  one 
described  and  claimed  in  the  re-issue  application  were  de- 
scribed or  attempted  to  be  described  in  the  original  specifi- 
cation, drawings,  or  model  as  part  of  the  patented  invention.^ 
In  a  machine-patent,  for  reasons  hitherto  recited,  this  iden- 
tity must  appear  by  a  comparison  of  the  drawings  and  models, 
which  can  be  amended  only  by  each  other .^  In  other  cases 
where  drawings  and  models  exist,  the  identity  is  determined 


Shaw  V.  Colwell  Lead  Ck>.  (1882),  Co.  «.  Upton  (1874),  6  0.  G.  887  ;  4 

11  Fed.  Rep.  711  ;  20  Blatch.  417.  Clifford,  237  ;  1  Bann.  &  A.  497  ;  Col- 

That  Sec.  82,  act  of  1870,  making  lar  Co.  v.  Van  Denaen  (1874),  28  Wall. 

two  years'  delay  in  prosecuting  an  ap-  530 ;  7  0.  G.  919 ;   Cahart  v.  Anstin 

plication  an  abandonment  of  it,   does  (1865),  2  Clifford,  528  ;  2  Fisher,  543. 

not  relate  to  re-issne  applications,  see        '  That  under  the  act  of  1870  the 

Sz  parte  Galusha  (1878),  8  O.  G.  321.  Commissioner,  in  allowing  a  re^issne, 

That  things  abandoned   before  the  cannot  look  outside  the  original  speci- 

issue  of  the  original  patent  cannot  be  fication,  drawings,  and  model,  except 

daimed  in  the  re-issue,  see  £x  parte  that   in   machine-patents,    where    the 

Conklin  (1872),  2  0.  G.  543.  .  model  is  no  longer  in  existence,  ex« 

S  709.  ^  That  on  an  application  for  a  trinsic  proof  may  be  examined  to  de- 

re-issue,  parol  eridence  is  not  admissible  termine  what  the  machine  really  was, 

to  enlarge  the  scope  of  the  invention  see    Giant    Powder   Co.   v,  California 

tieyond  that  shown  in  the  original  speci-  Powder  Works  (1875),  3  Sawyer,  448 ; 

fication,  drawings,  and  model,  see  Glue  2  Bann.  k  A.  181. 


436  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  IIL 

by  comparing  the  entire  descriptioiiB,  as  contained  in  these 
and  in  the  specifications  to  which  they  stre  annexed,  with  one 
another.  Where  there  are  no  drawings  or  models,  and  the 
description  in  both  the  original  and  the  re-issue  applications, 
therefore,  rests  in  words  alone,  extrinsic  proof  may  be  offered 
and  received  to  establish  this  identity.^ 

§  710.  Procednre  on  AppUoattona  for  Re-iaaae:  Bsamination  of 
the  Application  aa  to  tbe  Mode  in  which  the  DefsctB 
in  the  Original  Arose. 

The  examination  into  the  cause  from  which  the  alleged 
error  in  the  original  arose  may  be  conducted  according  to 
the  discretion  of  the  Commissioner,  provided  it  be  done  with- 
out prematurely  disclosing  the  pendency  of  the  re-issue  appli- 
cation. The  affidavit  of  the  applicant  is  prima  fatcie  proof 
that  the  error  occurred  through  inadvertence,  accident,  or 
mistake,  and  without  fraudulent  or  deceptive  intention ;  but 
this  is  open  to  contradiction  or  to  confirmation  by  the  records 
of  the  Patent  Office,  the  affidavits  of  its  officers,  or  any  other 
evidence  satisfactory  to  the  Commissioner  which  can  be  ob- 
tained without  a  violation  of  the  secrecy  to  which  the  appli- 
cant is  entitled.  The  existence  of  this  condition  must  be  es- 
tablished before  the  re-issue  can  be  legally  allowed.^    Bat 

'  That  on  an  application  for  a  re-issne  defective   through    fnintaki^  and    not 

the   CommiBaioner  may  examine  the  through  fraud,  and  pointa  oat  in  what 

original  specifications,  drawings,  model,  the   mistake   consisted,  see  Bas  parU 

or  any  other  legal  proof,  in  order  to  as-  Conklin  (1874),  1  MacArthur,  375 ;  5 

certain  the  identity  of  the  inventions,  O.  O.  235. 

see  Hussey  «.  Bradley  (1868),  2  Fisher,  That  an  assignee  cannot  ra-iasnA  to 

862 ;  6  Blatch.  184.  oover  additions  unless  he  proves  that 

That  where  no  model  or  drawing  ao-  the  additions  were  made  by  the  inventor, 

oompanies  the  original  patent  great  care  and  were  intended  to  be  patented  by  him, 

should   be  exercised   to  exclude  new  and  were  omitted  by  mistake^  see  Opbi- 

matter  from  the  re-issue,  see  Ex  parU  ion  Atty.  Oen.  (1838),  8  Op.  At.  G«n. 

Gottstein  (1877),  11  0.  G.  1061.  672. 

That  extraneous   evidence  as  to  a  That  the  testimony  of  the  patentee, 

model  destroyed  by  fire,  or  other  lost  who  re-issued  his  patent  alter  thirteen 

lecords,  will  not  be  received  on  a  re-  years,  that "  he  thought "  the  original 

issue  application,  see  JSlc  jxirttf  Williams  was  defective  and  ought  to  cover  the 

(1878),  14  0.  Q.  202.  additional  matter,  does  not  proTe  curfgi- 

§  710.  1  That  no  re-issue  ought  to  be  nal  inadvertence  or  mistake^  see  Newton 

allowed  by  the  ONnmissioner  unless  the  «.  Furst  &  Bradley  M{g.  Ca  (1886X  119 

applicant  ahows  that  the  original  waa  U.  8.  873  ;  88  O.  Q.  104. 
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the  question  relates  to  the  intention  of  the  inventor  at  the 
date  of  his  original  application,  not  to  his  conduct  since  that 
time,  except  so  far  as  it  throws  light  on  his  intention  then ; 
and  if  the  error  then  was  unintentional,  his  subsequent  atti- 
tude toward  individual  third  parties  cannot  estop  him  from 
asserting  his  right  to  amend  his  patent.^ 

§  711.    Procednre  on  Applications  for  Re-isaue :  Interferences. 

An  application  for  a  re-issue  is  liable  to  be  placed  in  inteiv 
ference  with  a  pending  original  application,  with  another 
application  for  re-issue,  or  with  an  unexpired  patent,  when- 
ever the  inventions  claimed  in  each  are  apparently  identical. 
An  interference  will  be  declared,  under  the  rules,  between 
an  application  for  a  re-issue  and  a  conflicting  original  appli- 
cation, if  the  original  application  was  pending  when  the 
patent  whose  re-issue  is  desired  was  granted,  or  if  the  party 
presenting  the  original  application  makes  oath  that  he  per- 
formed his  own  inventive  act  before  the  filing  of  the  appli- 
cation for  the  patent  upon  which  the  proceedings  in  re-issue 
have  been  based.  An  interference  will  be  declared  between 
two  or  more  conflicting  applications  for  re-issue  when  their 
respective  patents  were  granted  upon  applications  pending  at 
the  same  time,  or  when  the  applicant  for  the  re-issue  of  the 
later  patent  avers  on  oath  that  his  inventive  act  preceded 
the  filing  of  the  application  for  the  earlier  patent.  An  in- 
terference will  be  declared  between  an  application  for  a  re- 
issue and  a  conflicting  unexpired  patent  when  the  original 
applications  for  both  patents  were  pending  at  the  same  time, 
and  the  re-issue  applicant  makes  oath  that  his  inventive  act 
occurred  before  the  original  application  of  the  other  patentee 

*  That  an  applicant  fora  re-issne  is  not  tion  as  against  the  public,  or  that  estop- 

•stopped  from  claiming  it  by  his  conduct  pel  may  constitute  one  step  in  that 

tofwaid  outside  parties,  see  Ex  parts  Roe  series  of  events  which  results  in  an 

(1874),  5  O.  Q.  897.   This  case  rests  upon  abandonment  of  the  invention  to  the 

the  doctrine  that  an  estoppel  in  favor  of  public  by  the  act  of  some  rival  inventor, 

individual  parties  does  not  enure  to  the  there  is  no  reason  why  a  re-issue  appli- 

public  benefit,  and  is  consequently  no  cant  should  not  be  bound  by  his  com- 

bar  to  a  re-issue  of  the  patent  as  against  missions  or  omissions  to  the  same  ex- 

the  public    But  if  it  be  true,  as  many  tent  as  any  other  claimant  of  an  inven- 

cases  seem  to  indicate,  that  an  inventor  tion.     See  §{  846,  367,  890,  and  notes, 

may  estop  himself  to  claim  the  inven-  anU. 
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was  filed,  or  when  the  original  application  for  the  patent 
whose  re-issue  is  desired  was  filed  after  the  other  patent 
had  been  granted  and  the  re-issue  applicant  presents  an 
affidavit  that  his  invention  was  completed  before  the  filing 
of  the  application  for  the  earlier  patent.  Where  an  inter- 
ference has  been  declared  between  a  patent  and  an  applica- 
tion, and  pending  the  interference  an  application  is  made 
for  the  re-issue  of  the  patent,  the  re-issue  application  is  ex- 
amined on  its  individual  merits,  and  if  allowed,  will  take 
the  place  of  the  original  patent  in  the  interference.^  A  re- 
issue application,  describing  but  not  claiming  an  invention 
involved  in  interference,  may  be  amended  by  the  insertion 
of  such  Claim  and  be,  thereupon,  admitted  to  the  contest 
The  proceedings  upon  an  interference  are  the  same  whether 
the  applications  are  for  a  re-issue  or  for  an  original  patent. 

§  712.    Procedure  on  Applioations  for  Re-lMue :  Appeals. 

From  an  adverse  decision  of  the  examiners  upon  any  ques- 
tion relating  to  the  merits  of  the  application,  an  appeal  lies 
to  the  examiners-in-chief,  and  thence  successively  to  the 
Commissioner,  the  Supreme  Court  of  the  District  of  Colum- 
bia, and  to  the  Supreme  Court  of  the  United  States,  except 
in  interference  cases,  where  the  decision  of  the  Commissioner 
is  final.  Although  an  application  for  re-issue  has  been  duly 
allowed  and  passed  by  the  examiners,  the  patent  is  still  sub- 
ject to  the  control  of  the  Commissioner,  and  like  an  original 
patent  may  be  withheld  by  him  upon  sufficient  grounds.^    If 

S  711.  ^  That  where  the  original  pat-  clared,   an  adyerse  decision  rendered, 

ent  is  in  interference,  and  not  the  re-ia-  and  a  re-iasne  refused,  the  patent  is  en- 

sue-application,  the  re-issne-application  tirely    avoided,    see    Peck  «.   Collins 

will  he  examined,  and  on  the  sorrender  (1881),  lOS  U.  S.  660  ;  19  O.  0. 1187. 
and  cancellation  of  the  original  patent         §  712.  ^  That    a   re-issue     patent* 

will  he  snbstitated  for  it,  see  £x  parte  thoogh  signed,    may  he  withheld  aa 

Zay  (1881),  19  0.  O.  1496.  accoont  of  a  protest  against  its  iasae^ 

That  where  the  re-issne-application  see  Ez  parte  Hant  (1879),  15  0.  G. 

contains  no  Claim  inyolved  in  the  in-  881. 

terference  declared  with  the  original,         That  after  the  Patent  Office  deddea 

the  application  shonld  not  he  placed  in  to  re-issae  a  patent,  a  stranger  cannot 

interference,  see  Ex  parte  Zej  (1881),  have  access  to  the  records  of  the  pro- 

19  0.  O.  1496.  ceedings  in  order  to  diseoTer  ohjectiona 

That  where  a  patent  has  heen  snr-  and  contest  it,  see  Dec  Sec  Int.  (1883), 

rendered  for  re-issae,  an  interference  de-  28  0.  G.  629. 
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refused  by  one  Commissioner  his  successor  should  not  grant 
it  without  a  careful  re-examination  of  the  case,  and  a  clear 
conviction  that  the  former  judgment  was  erroneous.^ 

§  713.    Data  and  Term  of  Re-iaaned  Patent 

A  re-issued  patent  bears  the  date  of  the  original  for  all 
purposes,  except  as  the  foundation  of  an  action  for  infringe- 
ment.^ When  the  term  of  the  re-issue  is  expressed  in  years, 
the  term  runs  from  the  grant  of  the  original.^  When  the 
original  was  limited  by  the  duration  of  a  foreign  patent,  the 
re-issue  is  subject  to  the  same  limitation.^  The  rights  of  all 
parties  claiming  under  the  re-issue,  whether  as  against  the 
public  or  against  rival  claimants,  are  held  to  have  accrued 
when  the  original  patent  issued,  and  are  interpreted  and  en- 
forced according  to  the  circumstances  then  existing.^  All 
rights  of 'action  for  the  infringement  of  the  original  patent 
are,  however,  extinguished  by  its  surrender,  and  suits  pend^ 
ing  at  the  date  of  the  re-issue  are  abated.^ 

'  That  a  re-issne  withheld  by  one        '  That  the  law,  not  the  language  of 

Commissioner  will  not  be  granted  by  the  patent,  decides  when  a  re-issae  be- 

his  saccessor  without  a  careful  examina-  comes  operative,  see  Whitely  v.  Fisher 

tion  of  the  case,   see  Ex  parte  Hunt  (1870),  4  Fisher,  248. 
(1879),  15  O.  O.  831.  «  That  the  rights  of  the  patentee 

§  718.  ^  That  the  re-issue  besrs  the  under  the  re-issue  are  goyemed  by  the 

date  of  the  original,  except  as  to  suits  law  in  force  at  the  date  of  the  original, 

for  infringement,  see  House  v.  Toung  see  Shaw  v.  Cooper  (1883),  7  Peters* 

(1867),    8    Fisher,     886  ;    Hussey    v.  292 ;  1  Robb,  648. 
Bradley  (1863),  2  Fisher,  862  ;  5  Blatch.         «    That  the  surrender  extinguishes 

184 ;  Bloomer  v.  Stolley  (1850),  5  Mc-  the  original  patent,  and  all  rights  of 

Lean,  158 ;  Woodworth  v.  Hall  (1846),  action  under  it  fall  with  it,  see  Jones  v. 

1  W.  &  M.  248;  2  Robb,  495;  Stonley  v.  Barker  (1882),  22  O.  G.  771 ;  11  Fed. 

Whipple  (1839),  2  McLean,  85 ;  2  Robb,  Rep.  597  ;  Peck  v.  Collins  (1880),  108 

1 ;  Shaw  r.   Cooper  (1888),  7  Peters,  U.  S.  660 ;  19  0.  O.  1137 ;  Moffitt  «. 

292  ;  1  Robb,  643  ;  Grant  v.  Raymond  Gaar  (1861),  1  Black,  273. 
(1832),  6  Peters,  218  ;  1  Robb,  604.  That  as  aU  pending  suits  fistil  with  a 

That  the  decision  of  the  Commis-  surrender  of  the  patent  for  re-issue,  there 
sioner  that  the  date  of  the  inyention  de«  can  be  no  continuance  to  obtain  a  re- 
scribed  in  the  re-issue  was  the  date  of  issue,  see  Jones  v.  Barker  (}S%2),  22  O. 
the  original  patent  is  final,  see  House  v.  G.  771  ;  11  Fed.  Rep.  597. 
Toung  (1867),  8  Fisher,  835.  That  a  re-issue  can  affect  only  suits 

'  That  a  re-issue  granted  for  a  spe-  subsequently  begun,  see  United  States 

cific  term  begins  at  the  date  of  the  origi-  Stamping  Co.  v.  King  (1879),  17  O.  G. 

nal  patent,  see  Whitely  v.  Fisher  (1870),  1399  ;  17  Blatch.  55  ;  7  Fed.  Rep.  860  ; 

4  Fisher,  248.  4  Bann.  &  A.  469. 
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{  714.    Deoision  of  Commissioner  in  Allowing  a  Re-issne,  how 
far  Conclusive. 

The  effect  of  a  decision  of  the  Commissioner  in  granting  a 
re-issue,  and  the  extent  to  which  his  decision  is  reviewable  by 

the  courts,  are  questions  which  have  given  rise  to  much  dis- 
cussion.^   Upon  principle,  the  problem  seems  to  be  a  simple 

§  714.  ^  Upon  the  effect  of  the  award  Court  have  decided  in  any  case  that  it 
of  a  re-issne  by  the  Commissioner  the  is  not  competent  to  inquire  whether  the 
conrts  are  to  this  day  undecided,  and  Commissioner  has  exceeded  his  authority 
the  judgments  of  different  tribunals  are  in  granting  a  patent,  without  a  compli- 
apparently  irreconcilable.  In  several  ance  with  the  requirements  of  the  stat- 
eai-lier  cases  it  was  held  that  the  action  ute.  He  has  clearly  no  power  to  dis- 
of  the  Commissioner  was  conclusive  un-  pense  with  what  the  statute  declares  to 
less  fraud  in  obtaining  and  allowing  the  be  necessary  prerequisites  to  the  grant, 
re-issue  was  allied  and  proved.  His  And  if  it  appears  from  the  papers  and 
power  to  determine  the  identity  of  the  records  of  the  OfSce  in  evidence  that 
inventions  covered  by  the  re-issued  and  the  statutory  requirements  have  not 
original  patents  was  treated  as  final,  and  been  complied  with,  it  is  within  the 
except  in  such  palpable  and  unwarranted  power  of  a  court,  and  its  plain  duty,  to 
enlargements  as  implied  a  fraud,  the  hold  the  patent  to  be  void.  Such  was 
re-issue  could  not  on  this  ground  be  im-  the  doctrine  announced  by  Judge  Hall 
peached.  Thus  in  Whitely  v,  Swayne  in  the  case  of  Bansom  v.  Mayor  of  New 
(1865),  4  Fisher,  117,  Leavitt,  J.  :  York,  Law's  Dig.  App.  67.  The 
(123)  "  It  is  insisted  by  the  counsel  for  learned  judge  says  :  'Things  specified 
the  complainant,  that  the  decision  of  in  this  section  (6th  section  of  the  act  of 
the  Commissioner  of  Patents  in  grant-  1836)  are  prerequisites  to  the  granting 
ing  the  re-issues  is  conclusive,  and  that  -  of  a  patent,  and  unless  these  prerequi- 
the  court  cannot  look  into  anything  sites  are  complied  with,  a  party  sued  for 
that  transpired  antec^ently  to  the  an  infringement  of  the  patent  may  show 
grant  to  impeach  the  validity  of  the  that  they  have  not  been  complied  with, 
re-issued  patent.  This  is  undoubtedly  and  in  that  mode  defeat  the  action  of 
the  settled  law  in  this  country,  so  far  the  supposed  inventor.'  The  sound- 
at  least  as  to  the  identity  of  the  original  ness  of  this  doctrine  cannot  be  success" 
invention,  and  the  invention  as  de-  fully  oontroverted.  It  would  be  strain- 
scribed  and  claimed  in  the  application  ing  the  doctrine  of  presumptions  in 
for  the  re-issue,  unless  fraud  in  the  favor  of  the  legality  of  the  acts  of  a 
transaction  is  alleged.  "The  Commis-  public  officer  to  an  unreasonable  extent 
sioner  is  supposed  to  have  all  the  quali-  to  hold  that  a  patent  is  legal  and  valid 
fieations  necessary  to  an  intelligent  where  the  records  and  papers  of  the 
decision  of  that  question,  and  there  are  Office  show  conclusively  that  essential 
strong  reasons  why  his  action  should  be  statutory  provisions  bad  been  disre- 
regarded  as  final    Such  I  understand  garded." 

to  be  doctrine  of  the  Supreme  Court  of  Also  in  Swift  r.  Whisen  (1867),  S 

the  United  States,  as  announced  in  num-  Fisher,  843,  Leavitt,  J.  :  (351 )  "  But 

erous  reported  cases.     4  How.  404 ;  15  the  statute  makes  it  the  special  duty 

How.  62  ;  17  How.  84 ;  Law's  Dig.  617.  of  the  Commissioner  of  Patents  to  ex- 

But  I  am  not  aware  that  the  Supreme  amine  closely  every  application  for  a  re- 
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one.    The  Commissioner  is  a  judicial  ofiScer,  empowered  under 

iune^  and  he  is  vested  with  no  author^  Bat  if  any  facts  appear  in  the  progress 
ity  to  grant  a  re-issue  except  under  of  a  trial,  which  are  sufficient  to  satisfy 
circumstances  where  the  statute  has  a  jury  that  there  has  been  fraud  in  the 
been  complied  with.  It  is  to  be  sup-  procurement  of  a  re-issue,  —  either  act- 
posed,  in  support  of  the  exercise  of  the  ual  fraud,  or  circumstances  which  may  be 
authority  of  the  Commissioner  of  Patents  supposed  to  amount  to  constructive 
under  the  law,  that  a]I  the  requisites  of  fraud,  —  the  re-issued  patent  will  be 
the  statute  have  been  complied  with,  and  held  invalid.  There  is  a  plain  distinction 
heuce  it  is  the  uniform  doctrine  of  all  between  actual  fraud  and  constructive 
the  courts  of  the  United  States  that  fraud.  The  statute  refers,  specially,  to 
they  will  presume  that  the  law  has  cases  of  collusion, —  frauduleut,  corrupt 
been  complied  with,  and  they  refuse,  collusion  between  the  applicant  for  the 
except  under  special  circumstances  re-  patent  and  the  Commisaioner  of  Patents, 
ferred  to  in  the  act,  to  go  into  any  in-  If  it  is  apparent  that  there  has  been  any 
quiry  back  of  the  grant  by  the  Commis*  improper  collusion  between  them,  and 
sioner  of  Patents  of  these  re-issues  ;  that  the  patent  has  been  granted  cor* 
in  other  words,  to  a  certain  extent  they  ruptly,  then,  of  course,  that  is  an  act 
consider  the  action  of  the  Ck>mmiHsioner  of  positive  fraud  that  will  invalidate 
npon  the  right  of  parties  to  a  re-issue  any  patent  to  which  it  applies.  And 
to  be  conclusive;  presuming  that  aU  there  may  be  also  constructive  fraud, 
the  requirements  of  the  law  have  been  where  it  is  made  manifest  that  the  re- 
enforced,  have  been  complied  with,  in  issued  patent  is  fraudulently  extended 
the  ease.  The  decisions  upon  the  gen-  beyond  the  claims  of  the  original  patent 
eral  doctrine  to  which  I  have  referred,  for  a  deceptive  purpose,  for  the  purpose 
namely,  to  the  effect  that  the  action  of  of  imposition  upon  the  public,  and  where 
the  Commissioner  is  conclusive  upon  there  is  no  just  foundation  for  such 
the  question  of  the  identity  of  the  in-  a  claim  in  the  original  patent ;  where, 
ventions  embraced  or  described  in  the  in  fact,  the  re-issue  goes  altogether  be* 
re-issue  and  in  the  original  patent,  yond  the  scope  of  the  original  inven* 
would  seem  to  be  harmonious.  There  tion  and  incorporated  an  element  that 
Is  no  case,  that  I  am  aware  o(  in  con-  was  not  contemplated  or  intended  by 
flict  with  this  general  proposition  ;  and  the  original  patentee  in  his  origi- 
these  decisions  rest  upon  the  fact  that  nal  patent.  Cases  of  this  kind  have 
in  deciding  whether  the  re-issue  is  for  occurred  in  the  progress  of  the  ex- 
the  same  invention,  the  Commissioner  ecution  of  the  patent  laws  of  the 
of  Patents,  who  acts,  of  ooume,  under  country  where  re-issues  have  been 
the  obligation  of  an  oath,  acts  in  that  fraudulent,  —  that  is,  where  they  have 
particular  in  a  judicial  capacity.  His  been  tainted  with  this  constructive 
decisions,  therefore,  on  points  of  that  fraud ;  where  it  appeared  that,  for  a 
kind,  have  the  force  and  effect  of  judi*  deceptive  purpose,  a  party  applying  for 
cial  decisions,  and  courts  are  reluctant  a  re-issue  had  sought  to  embrace  an 
to  go  back  of  those  decisions  and  to  element  in  the  re-issued  patent  that 
inquire  whether  the  re-issue  has  been  was  not  chdmed  and  did  not  pertain 
properly  granted  or  not,  except  in  cases  to  the  original  invention,  for  the  pur- 
where  it  is  made  apparent  that  the  re-  pose  of  taking  advantage  of  other  par- 
issue  was  obtained  by  fraud,  or  for  the  ties  in  the  community  who  were  using 
purposes  of  deception  and  imposition,  that  element  which  he  had  fraudulently 


442  TREATISE  ON  THE  LAW  OF  PATENTS*    [BOOK  HI. 

certain  circumstances  to  issue  letters-patent,  and  wliile  acting 

made  a  part  of  hU  original  inyentioiL"  er,  SS2,  Strong,  J. :  (287)  "  It  most 

2  Bond,  116  (125).  be  assumed,  therefore,  he  did  determine 

See  also  Jordan  «.  Dobson  (1870),  there  were  defects  in  the  former  spedfi- 

2  Abbott,  898  ;  7  Phila.  588  ;  4  Fisher,  cations  arising  from  inadyertence,  aoci- 

232.  dent,  or  mistake,  without  any  fraudu- 

It  soon,  however,  became  evident  lent  intention.  And  having  thus  de- 
that  the  imputation  of  such  compre-  termined,  his  decisions  are  conclusive, 
hensive  powers  to  the  Commissioner  on  They  are  not  re-examinable,  except  so 
a  mere  ex  parte  proceeding  was  at  van-  far  as  he  decided  there  was  no  fraud, 
ance  with  the  rights  of  individuals  and  It  is  now  settled  that  the  granting  of  a 
with  public  policy.  The  position  was  renewed  patent  is  so  far  oonduaive  upon 
then  adopted  by  the  courts  that  whenever  the  question  of  the  existence  of  error 
it  appeared  on  the  face  of  the  original  in  the  original  patent  arising  from  in- 
and  re-issued  patents  that  the  inven-  advertency,  accident,  or  mistake,  that  it 
tions  embraced  therein  were  not  identi-  leaves  nothing  open  but  the  fairness  of 
cal,  the  Commissioner  had  exceeded  the  the  transaction.  Stimpson  «.  West- 
authority  conferred  upon  him  by  the  Chester  R  B.  Co.,  4  Howard,  880 ; 
statutes  and  that  the  award  of  the  re-  Woodward  o.  Stone,  8  Story,  C.  C.  K 
issue  might  be  held  invalid  ;  and,  on  749  ;  Allen  v.  Blunt,  8  Story,  0.  C.  B. 
the  other  hand,  that  where  the  want  742  ;  Curtis  on  Patents,  280."  2  Ab- 
of  identity  was  not  apparent  on  oom-  bott,  898  (404)  ;  7  Phila.  588  (580). 
paring  the  two  patents,  the  action  of  In  Collar  Co.  v.  Van  Dusen  (1874), 
the  Commissioner  could  not  be  im-  28  Wall.  580,  Clifford,  J.  :  (558)  "  Un- 
peached  on  any  ground  whatever,  ex-  less,  however,  it  is  apparent  upon  the 
cept  for  fraud  in  allowing  the  re-issue,  face  of  the  new  patent  that  the  Cora- 
and  this  only  in  a  jnoceeding  instituted  missioner  has  exceeded  his  authority, 
for  that  purpose.  This  position  has  hie  decision  is  final  and  conclusive,  as 
been  maintained  in  numerous  cases  and  the  jurisdiction  to  re-issue  patents  is 
is  still  adhered  to  by  many  of  our  vested  in  him  subject  to  a  single  exeep- 
courts.  Thus  in  Seymour  v.  Osborne  tion,  that  if  there  is  such  repugnancy 
(1870),  11  Wall.  516,  aifford,  J.  :  between  the  old  and  the  new  patent 
(548)  "  Where  the  Commissioner  ac-  that  it  must  be  held,  as  matter  of  legs! 
oepts  a  surrender  of  an  original  patent  construction,  that  the  re-issued  patent 
and  grants  a  new  patent,  his  decision  is  not  for  the  same  invention  as  that 
in  the  premises,  in  a  suit  for  infringe-  embraced  and  secured  in  the  original 
ment,  is  final  and  conclusive,  and  is  not  patent,  then  the  re-issued  jiatent  is  in* 
re-examinable  in  such  a  suit  in  the  Cir-  valid."  7  O.  G.  919  (920). 
cuit  Court,  unless  it  is  apparent  upon  In  Wells  v.  Jacques  (1874),  1  Bann. 
the  face  of  the  patent  that  he  has  ex-  &  A.  60,  Nixon,  J.  :  (68)  ''His  appli- 
ceeded  his  authority,  that  there  is  such  cation  is  made  to  the  Commisfiioner  of 
a  repugnancy  between  the  old  and  the  Patents,  and  that  officer,  not  this  court, 
new  patent  that  it  must  be  held,  as  is  the  tribunal  in  which  Congress  has 
matter  of  legal  construction,  that  the  vested  the  power  of  determining  whether 
new  patent  is  not  for  the  same  inven-  sufficient  reasons  exist  to  grant  the  ra- 
tion as  that  embraced  and  secured  in  issue.  His  decision  in  the  matter  is 
the  original  patent."  final,  in  the  sense  that  there  is  no  ap- 

In  Jordan  «•  Dobson  (1870),  4  Fish*  peal  from  it ;  and  it  does  not  seem  to 

§n4 
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within  his  jurisdiction  his  judgments  are  conclusive  and  can- 
be  re-examinable  here,  nnlees  it  is  en*  In  Kells  v.  McKenzie  (1881),  20  0« 
dent  upon  the  face  of  the  re-iesae  that  6.  166S,  Brown,  J. :  (1663)  **  Under 
he  has  exceeded  his  authority,  and  that  this  section  it  is  now  settled  that  the 
there  is  such  a  repugnancy  between  the  decision  of  the  Ck>mmi88ioner  re-issniug 
old  and  the  re-issued  patent  that  it  the  patent  is  final  and  conclusive,  and 
must  be  held,  as  a  matter  of  legal  con-  is  not  subject  to  review  in  any  court, 
struction,  that  they  are  not  the  same  in-  except  as  to  the  identity  of  the  inven* 
rention.  Seymour  v.  Osborne,  11  WalL  tion.  But  if  it  be  apparent  upon  the  face 
543."    5  O.  G.  364  (366).  of  the  patent  that  he  has  exceeded  his 

In  Birdsall  v.  McDonald  (1874),  6  authority,  and  has  thus  acted  without 

0.  G.   682,  Swayne,   J.  :  (683)  "  The  jurisdiction,  and  that  there  is  a  mani- 

Commissioner  of  Patents  awarded  the  fe^t  repugnancy  between  the  old  and 

re-issue.      The  subject  was  placed  by  new  patent,  then  it  must  be  held,  as  a 

the  law  within  his  jurisdiction.      His  matter  of  legal  construction,  that  the 

decision  is  to  be  held  prima  facte  cor-  new  patent  is  not  for  the  same  inven- 

rect  in  all  cases,  and  it  is  conclusive,  tion  as  that  embraced  and  secured  in 

unless  impeached  for  fraud,  or  unless  it  the  original  patent."    9  Fed.  Rep.  284 

is  clear  upon  the  face  of  the  several  (286). 

specifications  that  the  re-issue  is  not  In  Spaeth  v.  Barney  (1885),  22  Fed. 
for  the  same  thing  as  the  original  pat-  Bep.  828,  Colt,  J. :  (829)  "The  author- 
ent.  Where  a  remedy  is  sought  for  ities  are  numerous  and  conclusive  to  the 
fraud  it  must  be  in  an  independent  pro-  effect  that  where  the  Commissioner  ac* 
ceeding  had  directly  for  that  purpose  by  cepts  the  surrender  of  an  original  pat- 
a  bill  in  equity  in  the  name  and  by  the  ent,  and  grants  a  new  patent,  his  de- 
authority  of  the  United  States."  1  dsion  is  final  and  conclusive  in  a  suit 
Bann.  &  A.  165  (170).  for  infringement,  unless  it  is  apparent 

In  Russell  v.  Dodge  (1876),  98  XT.  S.  on  the  face  of  the  patent  that  he  has 

460,  Field,  J.  :  (464)  "The  decision  of  exceeded  his  authority ;   that  there  is 

the  Commissioner  in  granting  the  re-  such  a  repugnancy  between  the  old  and 

issue  is,  it  is  true,  so  far  conclusive  as  the  new  patent  that  it  must  be  held,  as 

to  preclude  in  the  present  suit  for  in-  matter  of  legal  construction,  that  the 

fringement  any  inquiry  into  its  correct-  new  patent  is  not  for  the  same  inven- 

ness  outside  of  the  patents  themselves,  tion  as  that  embraced  in  the  original 

His   action,    in    any  case  within  the  patent."    30  O.  G.  997  (997). 

limits  of  his  authority,  is  not  open  to  To   the    same  effect  see  American 

collateral  impeachment    But  that  an-  Diamond  Rock  Boring  Co.  v,  Sheldon 

thority  being  limited  to  a  re-issue  for  (1879),  17  Blatch.  208  ;  Thomas  v.  Shoe 

the  same  invention  as  that  embraced  in  Mach.  Mfg.  Co.  (1878),  16  O.  G.  541 ;  8 

the  original  patent,  a  re-issue  for  any-  Bann.  ft  A.  557 ;  Russell  v.  Dodge  (1876), 

thing  more  is  necessarily  inoperative  and  93  U.  S.  460;  11  0.  G.  151  ;  Union 

void.    To  determine  the  identity  of  the  Paper  Collar  Co.  r.  White  (1875),  11 

invention  the  two  patents  may  be  com-  Phila.  479  ;  7  O.  G.  698,  877  ;  2  Bann. 

parad.      Thus  compared,  the  re-issue  ft  A.  60  ;  La  Baw  v.  Hawkins  (1874), 

here  appears  on  its  face  to  be  for  a  dif-  1  Bann.  ft  A.  428  ;  6  O.  G.  724  ;  Mil- 

ferent  invention,  and  the  Commiraioner,  ligan  k  Higgins  Glne  Co.  v.  Upton 

therefore,  exceeded  his  authority  in  is-  (1874),  6  0.  G.  837  ;  4  aifford,  237  ; 

suing  it"    11  O.  G.  151  (152).  1  Bann.  ft  A.  497  ;  Kicholson  Pave* 

§714 
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not  be  collaterally  attacked.'  If  he  exceeds  the  limits  of  his 
jurisdiction,  as  fixed  by  law,  his  acts  are  void.*    The  courts 

ment  Co.  v.  Elizabeth  (1878),  8  O.  Q.  weU  as  on  the  identity  of  the  iuven- 
522  ;  6  Fisher,  424 ;  Farham  v.  Ameri-  tions,  was  reviewable,  they  would  at 
can  Buttonhole,  Oyerseaming,  &  Sew-  once  haye  removed  aU  difSculty  ;  since 
iug  Machine  Co.  (1871),  4  Fisher,  468;  by  permitting  an  inquiry  into  the 
Chicago  Fruit  House  Co.  «.  Busch  character  of  the  actual  invention, 
(1871),  2  Bissell,  472;  4  Fisher,  895;  and  the  intentional  or  unintentional 
Blake  v,  Stafford  (1868),  6  Blatch.  195 ;  omission  or  misstatement  in  the  origi- 
9  Fisher,  294  ;  Middletown  Tool  Co.  v.  nal  specification,  they  would  have  Urn- 
Judd  (1867),  8  Fisher,  141 ;  Potter  v.  ited  every  re-issued  patent  to  the  exact 
Holland  (1858),  4  Blatoh.  288  ;  1  Fish-  inventions  which  the  patentee  originally 
er,  882.  intended  to  secure.  Reverence  for  the 
That  a  re-issue  cannot  be  attacked  settled  course  of  decisions  forbade  this 
by  an  infringer  unless  fraudulent  or  heroic  remedy  and  led  to  the  introduo- 
eontrary  to  law  or  issued  to  the  wrong  tion  of  other  doctrines,  intended  to  pro- 
party,  see  Dental  Vulcanite  Co.  v.  Weth-  tect  intervening  public  and  private 
erbee  (1866),  3  Fisher,  87  ;  2  Clifford,  rights,  which  have  in  their  turn  cre- 
555.  ated  new  difficulties  and  required  per- 
.  The  abuses  which  arose  under  this  petual  explanation  and  modification  in 
doctrine  were  its  inevitable  consequence,  the  courts.  The  current  of  legal  and 
As  any  re-issue  which  the  Patent  Office  judicial  opinion,  however,  seems  to  be 
could  be  prevailed  upon  to  grant,  whether  moving  steadily  toward  the  only  true 
it  were  for  the  original  invention  or  not,  solution  of  this  question,  as  set  forth  in 
and  whether  the  defects  which  it  cor-  the  remainder  of  this  paragraph  and  in 
rected  were  intentional  or  otherwise,  be-  the  cases  cited. in  its  notes, 
came  impregnable  in  the  courts  unless  the  ^  That  the  Commissioner's  action  in 
repugnancy  between  it  and  the  original  granting  a  re-issue  is  not  open  to  re- 
was  manifest  on  the  inspection  of  the  view  in  cases  where  he  has  jurisdie- 
two  patents,  patentees  whose  original  tion,  see  BaU  v.  Langles  (1880),  lOS 
patents  covered  all  they  had  invented  XT.  S.  128 ;  18  O.  G.  1405 ;  Wells  «, 
or  at  that  time  thought  of  claiming  as  Oill  (1872),  2  O.  O.  590 ;  6  Fisher,  89. 
their  inventions,  naturally  took  ad  van-  *  In  Odell  r.  Stout  (1884),  22  Fed. 
tags  of  the  general  and  indefinite  lan«  Rep.  159,  Sage,  J.  :  (161)  "The  actian 
guage  of  their  original  specifications,  of  the  Commissioner  of  Pkitents  is  not  r«f 
and  based  upon  them  re-issue  claims  adjudieata.  Cook  v,  Ernst,  2  O.  6.  89. 
fiur  beyond  the  limits  of  their  own  in-  He  is  not  an  officer  in  whom,  under  the 
▼entive  acts,  and  under  this  doctrine  constitution,  judicial  power  can  be 
Tindicated  their  unwarranted  assnmp-  vested.  Grant  v.  Raymond,  6  Pet.  243. 
tions  even  in  the  highest  tribunal  of  If  he  were,  the  proceedings  for  procure 
the  nation.  In  the  effort  to  prevent  ing  original  letters  and  re-issues  are  «r 
or  thwart  these  abuses  the  courts  had  parte  and  would  not  estop  defendants^ 
recourse  to  various  theories,  in  order,  chaiged  as  infringers,  upon  queationa 
if  possible,  to  remedy  the  evil  without  affecting  the  validity  of  the  patent 
placing  a  further  limitation  on  the  pow-  But  the  statutes,  prescribing  his  pow- 
ers of  the  Commissioner.  By  holding  ers  and  duties,  vest  in  the  Commissioner 
that  the  decision  of  the  Patent  Office  of  Patents  a  discretion,  which  in  some 
on  the  origin  of  the  amended  defect,  as  matters  is  final,  and  in  others  sabject 
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have  power  to  inquire  whether  a  given  act  was  within  his 

jarisdiction  or  exceeded  it,  and  according  to  the  result  of  this 
inquiry  they  may  treat  his  act  as  valid  or  invalid.^    In  refer- 

tp  review.    The  authorities  are  not  nni-  Rayner  (1881),   19  O.  6.  425  ;  6  Fed. 

form  ;  but  the  later  cases,  and  some  of  Bep.  79^  ;  Metropolitan  Washing  Mach. 

not  so  recent  date,  are  in  harmony  with  Co.   v.   Providence   Tool    Co.    (1872), 

the  ruling  made  by  Chief  Justice  Mar-  Holmes,  161. 

shall  in  Grant  v.  Raymond,  that  the         That  no  patent,  whether  re-issue  or 

correct  performance  of  all  those  preiimi-  original,  can  be  legal  if  the  statutory 

naries  on  which  the  validity  of  an  orig-  prerequisites  are  not  fulfilled,  and  where 

inal  patent  or  of  a  re-issued  patent  de-  the  non-fulfilment  appears  on  the  face 

pends,   is  always   examinable    in    the  of  the  patent  or  by  the  records  of  the 

court  in  which  a  suit  for  its  violation  Patent  Office,   the   Commissioner   has 

is  brought."    29  0.  G.  862  (863).  evidently  exceeded  his  jurisdiction  and 

In  Giant  Powder  Co.  v.  California  the   patent    is   void,   see    Whitely  v. 

Vigorit  Powder  Ca  (1880),  18  0.  G.  Swayne  (1865),  4  Fisher,  117. 
1889,  Field,  J.  :  (1840)  "The  Commis-         *  In  Giant  Powder  Co.  v.  CaUfomia 

sioner  is  an  officer  of  limited  authority,  Yigorit  Powder  Co.  (1880),  18  O.  G. 

and  whenever  it  is  apparent  upon  in-  1889,  Field,  J. :  (1340)  **  As  the  power 

spection  of  the   patents  that  he  has  to  accept  a  surrender  and  issue  new 

acted  without  authority  or  has  exceeded  letters  is  vested  exclusively  in  the  Com- 

it,  his  judgment  must  necessarily  be  missioner  of  Patents,  his  decision  in  the 

regarded  as  invalid."    6  Sawyer,  508  matter  is  not  open  to  collateral  attack 

(522)  ;  4  Fed.  Rep.  720  (725).  in  a  suit  for  the  infringement  of  re-issued 

In    Glue    Co.   v.    Upton   (1874),   6  letters.      His  action,   like  that  of  all 

O.  G.  837,  Clifford,  J.  :  (838)  "Juris-  officers  specially  designated  to  perform 

diction  to  re-issue  patents  is  vested  in  a  particular  duty  of  a  judicial  character 

the  Commissioner,  and  his  decision  in  for  the  government,  is  presumed  to  be 

such  an  application  is  final  and  conclu-  correct  until  impeached  by  regular  pro* 

live,  and  not  re-examinable  in  a  suit  ceedings  to  annul  or  modify  it.    He 

in  the  Circuit  Court,  unless  it  is  appar-  must  judge,  in  the  first  instance,  of  the 

ent  upon  the  face  of  the  patent  that  the  sufficiency  of  the  original  spedficatioUt 

Commissioner  has  exceeded  his  author-  whether  the  same  is  defective  in  any 

ity,  or  that  there  is  such  a  repugnancy  particular,  whether  such  defect  was  the 

between  the  old  and  the  new  patent  that  result  of  an  unintentional  error,  and  if 

it  must  be  held,  as  matter  of  legal  con-  so,  to  what  extent  a  new  or  additional 

struction,  that  the  new  patent  is  not  for  specification  should  be  allowed  to  de- 

the  same  invention  as  that  embraced  and  scribe  correctly  the  invenrion  claimed ; 

secured  in  the  original  patent."    4  Clif-  and  it  is  to  be  assumed  in  every  ease 

ford,  237  (239)  ;  1  Bann.  k  A.  497(499).  that  he  has  done  his  duty.     The  decis- 

That  Sec.  4916,  Rev.  Stat.,  does  not  ions  of  the  Supreme  Court  to  this  effect 

enlarge  the  powers  of  the  Commissioner  are  numerous,  and  the  doctrine  is  among 

on  a  re-issue,  see  Powder  Co.  v.  Powder  the  settled  rules  of  Patent  Law.     But 

Works  (1878),  98  U.  S.  126 ;  15  0.  G.  it  does  not  preclude  the  examination 

889.  of  the  original  and  re-issued  patents  to 

That  the  decision  of  the  Commis-  see  whether  or  not  they  disclose  on 

■ioner  on  a  re-issue  is  not  final  except  their  face  a  case  in  which  the  Commis- 

within  his  jnrisdictiony  see  Flower  v.  sioner  had  authority  to  act  or  whether 
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ence  to  re-issues  the  statutes  confer  on  the  Commissioner  the 
power  to  amend  a  defective  patent  bj  re-issuing  it  in  a  cor- 
rected form.  At  the  same  time  they  prohibit  the  exercise  of 
this  power  in  such  a  manner  as  to  introduce  into  the  re-issue 
any  new  invention,^  or  to  cure  any  defect  which  was  originally 
intentional,  or  fraudulent.*     In  accepting  a  surrender  and 

he  has  exceeded  his  authority  in  issa-  That  the  courts  presame  that  in  al- 
ing  letters  for  an  invention  different  lowing  a  re-issue  the  Commissioner  has 
from  that  described  in  the  original  pat-  done  his  duty,  see  S^iaeth  v.  Barney 
ent.  If  they  disclose  a  case  in  which  (1885),  22  Fed.  Rep.  828  ;  80  O.  O. 
the  Conmiissioner  has  no  jurisdiction  to  997  ;  Jordan  v.  Dobson  (1870),  2  Ab- 
aci, or  a  case  in  which,  by  his  determi-  bott,  898  ;  7  Phila.  588  ;  4  Fisher,  232. 
nation,  he  has  exceeded  his  jurisdiction,  *  That  the  Commissioner  has  ex- 
the  re-issued  letters  must  fSedl.  His  de-  ceeded  his  jurisdiction  when  the  re-issue 
termination  can  have  no  greater  con-  on  its  face  coven  a  different  invention 
dusiveness  than  that  of  the  judgment  from  that  described  in  the  original,  aee 
of  a  regular  judicial  tribunal,  and  we  Giant  Powder  Co.  v.  California  Vigorit 
all  know  that  although  such  judgment  Powder  Co.  (1880),  6  Sawyer,  508  ;  4 
cannot  be  oollaterally  attacked  by  show-  Fed.  Rep.  720  ;  18  0.  G.  1889  ;  Ball  «. 
ing  that  the  evidence  nix>n  which  the  Langles  (1880),  102  U.  S.  128  ;  18  0. 
court  acted  was  insufficient,  that  Im-  G.  1405 ;  RnsaeU  v.  Dodge  (1876),  98 
proper  testimony  was  admitted,  that  the  U.  S.  460  ;  11  O.  G.  151. 
court  erred  in  its  rulings  upon  matters  That  Sec.  4916,  Rev.  Stat  governs 
of  law,  or  that  the  veidict  of  the  jury  the  mode  of  proof  but  does  not  give  the 
was  against  the  weight  of  evidence,  yet  Commissioner  power  to  grant  a  re-issoe 
the  record  of  the  judgment  can  in  aU  for  a  different  invention,  or  to  deter- 
cases  be  examined  to  see  whether  the  mine  conclusively  that  inventions  are 
court  had  jurisdiction  of  the  subject-  the  same,  see  Averill  Chemical  Paint 
matter  and  of  the  person  of  the  defend-  Co.  v.  National  Mixed  Paint  Co.  (1881), 
ant,  and  if  such  jurisdiction  be  wanting  22  O.  G.  585  ;  20  Blatch.  42  ;  9  Fed. 
the  judgment  is  ineffectual  for  any  pur-  Bep.  462 ;  Powder  Co.  v.  Powder  Works 
pose.  So  here  upon  all  matters  outside  (1878),  98  U.  S.  126  ;  15  O.  G.  289. 
of  the  patents  which  the  Commissioner  *  In  Flower  v.  Bayner  (1881),  5  Fed. 
was  to  hear,  and  upon  the  weight  of  Bep.  798,  Nixon,  J.  :  (795)  '*  A  careful 
which  he  was  to  determine,  his  judg-  reading  of  the  section  shows  that  the 
ment  is  conclusive  in  the  present  suit ;  Commissioner  has  power  to  grant  a  re- 
but if  the  patents  disclose  a  case  in  issue  only  in  special  cases  and  nnder 
which  he  had  no  jurisdiction  or  in  particular  circumstances.  The  original 
which  he  exceeded  it,  his  determination  patent  must  be  inoperative  or  invalid, 
carries  with  it  no  efficacy."  6  Sawyer,  either  for  defective  or  insufficient  sped- 
608  (520)  ;  4  Fed.  Bep.  720  (728).  fications,  or  from  claiming  as  new  more 
That  where  the  Commissioner  ex-  than  the  patentee  has  the  right  to  claim ; 
ceeds  his  authority  in  re-issuing  a  pat-  and,  in  addition  to  this,  the  error  which 
ent,  under  a  mistake  of  law,  the  matter  is  sought  to  be  corrected  must  have 
may  be  reviewed  in  actions  for  infringe-  arisen  by  inadvertence,  accident,  or 
ment,  see  Mahn  v.  Harwood  (1884),  mistake,  and  without  any  fraudulent  or 
112  \S,  S.  854  ;  80  0.  G.  657.  deceptive  intention.    If  the  party  in* 
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granting  a  re-issue,  the  Commissioner,  who  has  entire  control 
OTer  the  language  of  a  patent,  thus  acts  within  his  jurisdiction, 
provided  that  the  defects  in  the  original  patent  arose  without 
fraud,  through  inadvertence,  accident,  or  mistake,  and  that  no 
new  matter  is  embraced  in  the  re-issue.  The  courts  cannot  so 
far  review  this  action  as  to  declare  that  the  original  patent  was 
not  defective,  that  the  surrender  and  re-issue  were  on  that  ac- 
count of  no  effect,  and  that  the  original  patent  is  consequently 
still  in  force.  Nor  can  they  hold  that  the  original  operative 
and  valid  patent  was  extinguished  by  the  surrender,  but  that 
being  originally  valid  and  operative  it  could  not  be  the  subject 
of  re-issue,  and,  therefore,  that  no  patent  in  favor  of  the  pat- 
entee can  now  exist.  Endless  confusion  would  arise  if  the 
jurisdiction  of  the  Commissioner  upon  these  points  were  not 
final.^    But  on  the  other  hand,  where  the  Commissioner,  in 

terested  can  bring  himself  within  these  carried  the  court  so  far  that,  in  appear- 

oonditions  and  limitations,  the  Com-  ance  at  least,  it  has  decided  that  the 

missioner  is  authorized  to  issue  a  new  inoperativeness  or  invalidity  of  the  orig- 

patent  for  the  same  invention.    When  inal  patent  may  be  re-examined,  and  if 

the  original  shows  upon  its  face  that  the  opinion  of  the  court  differs  from 

the  grounds  and  reasons  for  the  re-issue  that  of  the  Commissioner  on  that  ques- 

do  not  exist,  or  where  a  comparison  of  tion,  the  re-issue  may  be  declared  void, 

the  letters-patent  disclose  different  in-  Thus  in  Giant  Powder  Co.  r.  California 

yentions,  the  re-issne  is  void,  as  an  act  Yigorit  Powder  Co.  (1880),  4  Fed.  Bep, 

nnauthorized  by  the  law."    19  O.  O.  425  720,  Field,  J.  :  (728)  *<  As  thus  seen,  a 

(425).  re-issue  can  only  be  had  when  the  origi- 

See  also  Giant  Powder  Co.  «.  Call-  nal  patent  is  inoperative  or  invalid  from 

fomia  Yigorit  Powder  Co.   (1880),  4  one  of  two  causes,  —  either  by  reason  of 

Fed.  Bep.   720  ;   6  Sawyer,   508  ;   18  a  defective  or  insufficient  specification, 

0.  G.  1839.  or  by  reason  of  the  patentee  claiming  as 

That  although  other  courts  declare  his  own  invention  or  discovery  more 

that  the  decision  of  the  Commissioner  in  than  he  had  a  right  to  claim  as  new  ; 

allowing  a  re-issue  is  final,  the  Supreme  and  even  then  the  patentee  can  only 

Court  of  the  District  of  Columbia,  on  obtain  a  re-issue  where  the  error  has 

appeal  from  the  decision  of  the  Com-  arisen  from  inadvertence,  accident,  or 

missioner  in  refusing  a  re-issue  do  not  mistake,  and  without  any  fraudulent  or 

hold  such  decision  conclusive,  but  re-  deceptive  intention.     As  the  power  to 

quire  evidence  of  original  inadvertence,  accept  a  surrender  and  issue  new  letters 

accident,  or  mistake,  see  In  re  Conklin  is  vested  exclusively  in  the  Commis- 

(1874),  1  MacArthur,  875 ;   5  O.  G.  sioner  of  Patents,  his  decision  in  the 

235.  matter  is  not  open  to  collateral  attack, 

^  The  recent  disposition  to  treat  the  in  a  suit  for  the  infringement  of  re- 
action of  the  Commissioner  in  awarding  issned  letters.  His  action,  like  that  of 
a  re-iflsae  as  reviewable  has,  in  one  case,  aU  officers  especially  designated  to  per* 
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accepting  the  surrender  and  granting  the  re-issue,  has  in- 
cluded in  the  re-issued  patent  any  new  matter,  or  anj  matter 

form  a  particular  duty  of  a  jadidal  and  if  such  juriadiction  be  wanting 
character  for  the  goyemment,  is  pre-  the  judgment  is  ineffectual  for  any  pur- 
snmed  to  be  correct  until  impeached  pose.  So  here,  upon  aU  matters  out- 
by  regular  proceedings  to  annul  or  side  of  the  patents  which  the  Commis- 
modify  it.  He  must  judge,  in  the  first  sioner  was  to  hear,  and  upon  the  weight 
instance,  of  the  sufficiency  of  the  origi-  of  which  he  was  to  determine,  his  judg- 
nal  specification,  —  whether  the  same  is  ment  is  conclusive  in  the  present  suit ; 
defective  in  any  particular;  whether  but  if  the  patents  disclose  a  case  in 
such  defect  was  the  result  of  an  unin-  which  he  had  no  jurisdiction,  or  in 
tentional  error,  and  if  so,  to  what  which  he  exceeded  it,  his  determination 
extent  a  new  or  additional  specification  carries  with  it  no  efficacy.  This  is  gen- 
should  be  allowed  to  describe  correctly  eral  and  universal  law,  although  we  find 
the  invention  claimed ;  and  it  is  to  be  expressions  in  opinions  that  the  only 
assumed  in  every  case  that  he  has  done  question  left  over  for  the  consideration 
lus  duty.  The  decisions  of  the  Supreme  of  the  court,  in  a  suit  for  infringement 
Court  to  this  effect  are  numerous,  and  of  re-issued  letters,  is  whether  the  new 
the  doctrine  is  among  the  settled  rules  and  the  old  patent  are  for  the  same 
of  Patent  Law.  But  it  does  not  pre-  invention,  —  the  expressions  would  be 
elude  the  examination  of  the  original  more  accurate  if  they  were,  —  that  sel* 
and  re-issued  patents,  to  see  whether  or  dom  could  any  other  question  be  raised, 
not  they  disclose  on  their  face  a  case  in  for  seldom  wUl  it  appear  without  the 
which  the  Cimmissioner  had  authority  consideration  of  extrinsic  evidence 
to  act,  or  whether  he  has  exceeded  his  whether  or  not  the  original  patent  was 
authority  in  issuing  letters  for  an  in-  invalid  or  inoperative  from  a  defect  of 
vention  different  from  that  described  specifications.  Suppose,  for  illnstra- 
in  the  original  patent.  If  they  disclose  tion,  that  the  specifications  in  two  pat- 
a  case  in  which  the  Commissioner  had  ents,  the  original  and  the  re-issaedt 
no  jurisdiction  to  act,  or  a  case  in  which  were  identical  in  their  language,  —  or, 
by  his  determination  he  has  exceeded  differing  in  phraseology,  were  identical 
his  jurisdiction,  the  re-issued  letters  in  meaning,  —  would  it  be  pretended 
must  fall.  His  determination  can  have  that,  though  their  identity  wonld  be 
no  greater  conclusiveness  than  that  of  thus  manifest  on  their  face  from  a  com- 
the  judgment  of  a  regular  judicial  parison  of  the  two*  and  that  the  Corn- 
tribunal  ;  and  we  all  know  that  al-  missioner  in  granting  the  re-issne  had 
though  such  judgment  cannot  be  col-  accordingly  acted  in  a  case  not  war- 
laterally  attacked  by  showing  that  the  ranted  by  the  statute,  it  must  be  as- 
evidence  upon  which  the  court  acted  sumed  that  the  le-issue  was  properiy 
was  insufficient,  that  improper  testi-  granted,  and  that  the  action  of  the 
mony  was  admitted,  that  the  court  Commissioner  could  not  therefore  be 
erred  in  its  rulings  upon  matters  of  questioned  f  The  decisions  support  no 
law,  or  that  the  verdict  of  the  jury  was  such  conclusion.  The  Commissioner  is 
against  the  weight  of  evidence,  yet  the  an  officer  of  limited  authority ;  and 
record  of  the  judgment  can  in  all  cases  whenever  it  is  apparent  upon  inspection 
be  examined  to  see  whether  the  court  of  the  patents  that  he  has  acted  with- 
has  jurisdiction  of  the  subject-matter  out  authority,  or  has  exceeded  it^  his 
and  of  the  person  of  the  defendant ;  judgment  must  necessarily  be  regardsd 
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which  was  fraudulently  or  inteutioually  excluded  from  the 

as  invaUd.      His   action  nitist  be  re-  Oiant   Powder  Co.  «.   The  California 

stricted  to  the  particular  cases  men-  Vigorit  Powder  Co.,  18  0.  6.  1839 ; 

tioned  in  the  statute.    That  only  au-  8.  c.  4  Fed.  Bep.  720.    In  it  the  learned 

thorizes  a  re-issne  when,  from  an  unin-  judge  is  understood  to  declare  that  if 

tentional  error  in  the  Description  of  the  court  can  discover,  upon  a  oom- 

the  inyention,  the  patent  is  invalid  or  parison  of  the  two  instruments,  that 

inoperative,  or  when  the  Claim  of  the  there  was  no  defective  specification  to 

patentee  exceeds  his  invention.     It  is  be  amended,  and  that  the  Claim  was 

not  sufficient  that  the  patent  does  not  not  bit)ader  than  the   invention,   the 

cover  all  that  the  patentee  could  have  action  by  the  Commissioner  in  granting 

claimed  if  his  specifications  had  come  a  re-issue  was  in  excess  of  his  jurisdio- 

up  to  his  invention.     If  he  has  in-  tiou,  and  void ;  and  that  if  the  paten* 

vented  or  discovered  something  beyond  tee  claims  too   little,  instead   of   too 

his  original  specifications  and  Claim,  much,  his  specification  is  not  defective 

his  course  is  not  to  endeavor  to  cover  it  by  reason  of  that  mistake,  but  all  which 

by  a  re-issue,  but  to  seek  a  separate  pat-  he  did  not  claim  was  dedicated  to  the 

flot  for  it.    The  statute  authorizing  a  public     I  do  not  mean  to  say  that 

re-issne  was  intended  to  protect  against  I  consider  the  decision  to  be  as  exten- 

accidents  and  mistakes,  and  it  is  only  sive  as  this ;  but  it  is  so  understood  by 

when  thus  restricted  that  it  can   be  some  members  of  the  bar ;  and  there 

regarded  as  a  beneficial  statute.    If  a  are  remarks  in  the  opinion  which  lend 

patentee  does  not  embrace  by  hb  speci-  a  color  to  such  a  construction.     The  Re* 

fi.cations  and  Claim  all  that  he  might  vised  Statutes  simply  re-enact  the  law 

have  done,  and  there  has  been  no  clear  upon  this  subject  which  has  been  in 

mistake,  inadvertence,   or  accident  in  force  since  1886  :  '  Whenever  any  pat* 

their  preparation,  the  presumption  of  ent  is  inoperative  or  invalid,  by  reason 

law  18  that  he  has  abandoned  to  the  of  a  defective  or  insufficient  specificap 

use  of  the  public  everything  outside  tion,  or  by  reason  of  the  patentee  claim- 

of  them,  or  at  least  has  postponed  any  ing  as  his  own  invention  or  discovery 

additional  claim  for  further  considera-  more  than  he  had  a  right  to   claim 

Uoiu"    18  O.  G.  18S9  (1840) ;  6  Saw*  as  new,  if  the  error  has  arisen  by  inad* 

yer,  508  (5S0).     See  also  Flower  v,  Ray-  vertence,    accident,    or   mistake,    and 

ner  (1881),  19  0.  G.  425  ;  5  Fed.  Rep.  without  any  fraudulent   or   deceptive 

793.  intention,  the  Commissioner  shall,  on 

This  position  has  been  since   dis-  the  surrender  of  such  patent,  and  the 

cussed  and  repudiated  by  Lowell,  J.,  in  payment  of  the  duty  required  by  law, 

Smith  V,  Merriam  (1881),  6  Fed.  Bep.  cause  a  new  patent  for  the  same  inven* 

718,  where  he  says :  (715)  **  A  case  has  tion,  and  in  accordance  with  the  cor* 

been  brought  to  my  notice,  decided  by  rected  specification,  to  be  issued.'    Sec* 

Mr.  Justice  Field,  on  his  circuit,  which  tion  4916.    The  most  natural  construe* 

is  supposed  by  the  patent  lawyers  to  in*  tion  of   this  law   would   perhaps   be 

dicate  a  new  departure  in  the  law  of  that  if  a  patent  should  be  inoperative 

re-issaed  patents.    The  high  authority  by  reason  of  a  defective  specification,  or 

and  groat  importance  of  that  decision  invalid  for  claiming  too  mnch,  the  de* 

will  be  my  apology  for  a  discussion,  feet  might  be  supplied,  or  the  excessive 

which,  a  few  weeks  since,  would  have  Claim  be  reduced,  by  re-issue.    But  the 

been  unnecessary.      The  case  is   The  oourts  have  given  a  very  different  inter* 
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original  patent,  he  has  exceeded  his  jurisdiction,  and  the  Claims 

pretation,  —  much  wider  in  most  re-  cotirts  have  called  these  mistakes  jnris- 

spects,    and    narrower    in    only    one.  dictional.    They  did  this  to  oyermle^ 

They  do  not  permit  a  defective  specifi-  without  positively  saying  so,  the  early 

cation  to  he  supplied,  excepting  from  cases  which  held  the  action  of  the  Com- 

the  drawings  or  model ;   hut  they  do  missioner  within  his  jurisdiction  to  he 

permit  the  Claim  to  he  varied,  provided  final.    It  is  obvious  that  the  Commis- 

the  same  invention  is  described  in  both  sioner  has  the  same  jurisdiction  to  issue 

IHitents,  and  hold  that  the  decision  of  a  bad  patent  as  to  issue  a  good  one.    As 

the  Office  that  the  occasion  had  arisen  his  action  is  ex  parte  it  does  not  bind 

for  granting  a  re-issue  is  final.    The  the  world,  excepting  in  certain  matters 

law  is  extremely  liberal,  perhaps  too  which  it  is  both  unjust  and  inoonveni- 

much  so,  and  has  been  much  abused  ;  ent  to  review.    A  mistake  by  him  as 

but  if  we  change  it  suddenly  we  shall  to  the  necessity  of  issuing  a  new  patent 

make  a  destruction  of  titles  which  it  is  is  not  an  excess  of  jurisdiction,  but  a 

impossible  to  contemplate  without  dis-  mistake  in  a  matter  clearly  within  his 

may.    If  the  court  is  to  decide,  by  in-  jurisdiction  ;  and  the  real  question  is 

spection  of  the  original  patent,  that  it  whether  it  is  one  which  the  courts  will 

was  not  defective,  the  result  is  this  :  correct  by  destroying  a  new  patent  nftet 

that  after  a  patentee,   upon   the  best  the  old  one  has  been  surrendered.  Upon 

advice  which  he  can  obtain,  has  been  questions  of  the  validity  of  a  patent,  or 

instructed  that  his  specification  needs  of  a  re-issue,  in  all  great  matters  of 

amendment,  and  obtain^  a  new  patent,  novelty  and  construction  and  patenta- 

the  court  may  say,  '  We  are  unable  to  bility,  the  decision  of  the  Commissioner 

see  any  defect,  and  your  re-issue,  how-  is  not  final,  though  his  jurisdiction  is 

ever  honestly  obtained,  is  bad,  because  undoubted  ;  but  I  repeat  that  urgent 

your  original  patent  was  so  good.'    The  reasons  of  justice  require  that  upon  the 

mistake  is  one  of  law,  and  the  Commis-  mere  question  whether  the  paper  called 

sioner  does  not  usually  decide  the  law  a  re-issue  shall  be  given,  his  finding 

finally ;  but  as  to  the  mere  question  of  should  be,  as  it  has  hitherto  always 

the  necessity  for  a  re-issue,  supposing  been  held  to  be,  conclusive.    Again,  if 

the  new  patent  itself  to  be  unobjection-  it  be  found  that  the  Claims  of  the  origi- 

able,  his  decision  hss  always  been  held  nal  patent  were  valid,   and   that  the 

to  be  final ;  and  this  for  an  nnanswer-  re-issue  for  the  same  invention  states 

able  reason,  that  no  patentee,  however  the  Claim  or  Claims  in  a  different  way, 

honest  or  careful,  can  be  safe  in  obtain-  —  though  it  may  be  a  better  way  for 

ing  a  re-issue,  if  he  is  to  be  informed,  the  fMitentee,  —  the  change  does  not  of 

when  he  gets  into  court,  that  the  judge  itself  vitiate  the  new  patent ;  but,  on 

is  unable  to  see  why  he  should  have  the  contrary,  the  original  Claims  are 

surrendered    his    first    patent.      The  conclusively  presumed    to   have  been 

slighter  and  more  obviously  unobjec-  made  as  they  were  through  inadTer- 

tionable  the  change,  the  stronger  will  tence,  accident,  or  mistake.    The  hw 

be  the  aigument  that  there  was  no  oc-  is  so  well  settled  that  most  of  the  re- 

casion  to  make  it ;  so  that  honest  and  ports  do  not  contain  the  Claims  of  the 

careful  patentees  will  be  the  most  likely  two  patents  :   but  I  suppose  that  no 

to  suffer.     It  does  not  help  the  matter  re-issue  has  ever  contained  the  exact 

to  call  the  action  of  the  Commissioner  an  Claims  of  the  original,  and  this  can 

excess  of  jurisdiction.     I  know  that  the  be  discovered,  Incidentally,  in  many  of 
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of  the  re-issued  patent  must  be  held  invalid  so  far  as  such  new 

the  cases,  and  positiTelj  In  some,  where  The  Powder  Go.'8  Case,  merely  decides 
the  yery  point  is  passed  upon.  See  that  a  re-issue  which  claims  a  different 
Allen  9.  Blunt,  3  Story,  742  ;  Stimpson  invention  is  void.  A  similar  decision 
«.  Westchester  R.  Co.,  4  How.  880  ;  has  been  made  at  this  term  of  the  Su- 
O'Reilly  «.  Morse,  16  How.  62  ;  Batten  preme  Court,  in  giving  which  Mr.  Jus- 
9.  Taggert,  2  WaU.  Jr.  101 ;  6.  o.  17  tice  Strong  states  the  law  in  the  oM 
How.  74 ;  Bennet  v.  Fowler,  8  Wall,  way,  that  the  Commissioner's  decision 
444  ;  The  Goodyear  Cases,  2  Wall.  Jr.  is  final  as  to  the  mistake,  but  not  as  to 
288,  856  ;  2  Cliff.  851  ;  9  Wall.  798 ;  the  identity  of  invention.  Ball  v. 
Seymour  o.  Osborne,  11  Wall.  516  ;  Langles,  18  O.  G.  1405.  The  only 
Roberts  v.  Ryer,  91  U.  S.  150 ;  Marsh  cases  which  he  cites  are  Seymour  v, 
V.  Seymour,  97  U.  S.  848  ;  remarks  of  Osborne,  and  Russell  v.  Dodge,  which 
Bradley,  J.,  in  Powder  Co.  o.  Powder  he  evidently  considers  to  be  consist- 
Hills,  98  IT.  S.  136,  and  of  the  same  ent  with  each  other."  19  O.  G.  601 
learned  judge  in  Carlton  v.  Bokee,  17  (602). 

WaJL   468,   where  he   intimates    that  Further,   that  the  decision  of  the 
a   re-issue  may  be  good  as  to   those  Conmiissioner  as  to  the  defectiveness 
Claims  which  agree  with  the  invention,  of  the  original  patent  and  the  necessity 
and  void  as  to  others  which  exceed  it ;  for  a  re-issue  is  final,   see  Combined 
Cochrane  r.   Deener,  94  U.   S.   780;  Patent  Can  Co.  v.  Uoyd  (1882),  11  Fed. 
Conover  v.  Roach,  4  Fisher,  12 ;  Stev-  Rep.  149  ;  21  O.  G.  713 ;    15   Phihu 
ens  V,  Pritchard,  10  O.  G.  505 ;  Her-  481  ;  Selden  v.  Stockwell  Self-Lighting 
ring  V.  Nelson,  14  Blatch.  298  ;  Johnson  Gas  Burner  Co.  (1881 ).  19  Blatch.  544  ; 
9.  Flushing  R.  Co.,  15  Blatch.  192  ;  20    0.   G.  1877  ;  9    Fed.   Rep.    890 ; 
Anilin  Co.  r.  Higgins,  id.  290  ;  Pearl  Christman  v.  Ramsey  (1879),  58  How. 
V.  Ocean  MUls,  11  O.  G.  2.     None  of  Pr.   114  ;  17   Blatch.   148  ;   17  0.  G. 
these  cases,  unless  it  be  Batten  v.  Tag-  908  ;  4  Bann.  &  A.  506  ;   Judson  v, 
gert,  17  How.  74,  —  which  is  perhaps  Bradford  (1878),  16  O.  Q.  171  ;  8  Bann. 
inconsistent  with  Leggett  v.  Avery,  101  k  A,  589  ;  Kerosene  Lamp  Heater  Co. 
U.  S.  256,  — has  been  overruled  ;  and  v,  Littell  (1878),  8  Bann.  k  A.  812  ; 
a  great  many  similar  cases  could  be  18  O.  G.  1009  ;  Thomas  v.  Shoe  Ma- 
cited.     It  has  been  brought  out  a  little  chinery  Mfg.  Co.  (1878),  16  0.  G.  541 ; 
more  decidedly  by  the  later  cases  that  8  Bann.  &  A.  557  ;  Lorillard  v.  Mc- 
the  invention  must  be  the  same  ;  but  it  Dowell  (1877),  11  0.  G.  640  ;  18  Phila. 
has  never  been  held  in  the  Supreme  461  ;    2  Bann.   k  A.   581 ;   Miller  k 
Court,  or  any  circuit  court,  so  far  as  I  Peters  Mfg.  Co.  v,  Du  Brul  (1877),  12 
can  discover,  that  the  Commissioner's  0.  G.  851 ;  2  Bann.  &  A.  618  ;  £x parte 
decision  is  not  final  as  to  the  propriety  Conklin  (1874),  5  0.  G.  285  ;  1  Mao- 
of  a  re-issue,  as  distinguished  from  its  Arthur,  875  ;  Wells  v.  Jacqu^  (1874), 
TaUdity  upon  what  may  be  called  its  5  O.  G.  864  ;  1  Bann.  ft  A.  60  ;  Jordan 
merits ;  or  that  the  Claims  may  not  v,   Dobson   (1870),   4  Fisher,   232  ;  2 
be  varied  to  express  the  real  invention.  Abbott,  898  ;  7  Phila.  588  ;  Blake  v. 
The  Claim  is  part  of  the  specification,  Stafford     (1868),    8    Fisher,    294  ;    6 
and  if  defective  may  be  amended.    Rus-  Blatch.  195. 

iiell  V.  Dodge,  98  U.  S.  460,  in  which  That  the  decision  of  the  Commis- 

the    decision  is  given  by  Mr.  Justice  sioner  that  the  re-isane   is   necessary 

Field,  and  which  is  cited  by  him  in  is  final,  no  matter  how  many  times  ths 
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matter  or  intentionally  excluded  matter  is  concerned.*    Upon 


patent  has  already  been  re-usaedt  see  inal  patent.   Where  the  re-isBaed  patent 

Union  Paper  Collar  Co.  v.  White  (1875),  repeats,  as  it  nsnally  does,  one  or  mora 

7  0.  G.  698,  877  ;   II  Phila.  479  ;  2  of  the  original  Claims,  these  may  he 

Baun.  &  A.  60.  held    yalid«      though     all    additional 

Farthermore,  that  the  decision  of  the  Claims  are  rejected  as  beyond  the  scope 

Commissioner  is  final  on  the  collateral  of  the  amending  power ;  and  thus,  ex* 

questions  which  must  be  settled,  and  oept  in  a  few  cases,   the  duty  of  the 

the  issues  of  fact  which  must  be  deter-  courts  is  limited  to  the  construction  of 

mined,  before  a  surrender  can  be  ao-  the  re-issued  patent.    That  in  oonstm* 

cepted  and  a  re-issue  allowed,  unless  ing  a  re-issued  patent  it  must  be  rt- 

the  statute  permits  defences  on  these  stricted  to  the  subject-matter  indicated 

points,  see  Mahn  v.  Harwood  (1884),  in  the  original  specifications  as  belong* 

112  \J.  S.  864 ;  30  O.  G.  657  ;  Giant  ing  to  the  actual  invention  is  settled 

Powder  Co.  v.  Safety  Nitro-Powder  Co.  by  an  unbroken  current  of  authority. 

(1884),  19  Fed.  Bep.  509  ;  10  Sawyer,  See  §§  663-669  and  notes^  mUe,  and 

23  ;  27  O.  G.  99  ;  American  Diamond  §  746  and  notes,  pott. 
Kock  Boring  Co.  v,  Sheldon  (1879),  17         See  also  Russell  v.  Dodge  (1876),  9S 

BUtch.  208  ;  4  Bann.  &  A.  551  ;  Ani-  U.  &  460 ;  11  O.  G.  151 ;  Collar  Col 

lin  V.  Higgin  (1878),  15  Blatch.  290 ;  v.  Van  Deusen  (1874),  28  WaU.  580 ; 

14  O.  G.   414  ;  8  Bann.   &  A.    462  ;  7  O.  G.  919  ;  Bridge  v.  Brown  (1871), 

Judson  V.  Bradford  (1878),  8  Bann.  &  Holmes,  53  ;  Goodyear  «.  Berry  (1868), 

A.   589;  16  O.   G.   171;    Herring  v.  3  Fisher,  439;  2  Bond,  189;  Gahartv. 

Nelson    (1877),   14   Blatch.   298  ;    12  Austin  (1865),  2  Fisher,  548  ;  2  Clif- 

0.  G.  75S  ;  8  Bann.  &  A.  55  ;  American  ford,  528  ;  Hussey  v.  Bradley  (1868), 

Nicholson  Pavement  Co.  «.  Elizabeth  2  Fisher,  862  ;  5  BUtch.  134  ;  Poppen* 

(1878),  3  0.   G.  522 ;  6  Fisher,  424  ;  husen  «.  Falke  (1861),  2  Fisher,  181 ; 

Hoffheins  r.  Brandt  (1867),  3  Fisher,  4  Blatch.  493. 
218.  That  the  courts  may  inquire  into 

'  Althouj^  the  decision  of  the  Com-  the  origin  of  the  defect  for  whose  amend- 

missioner  in  accepting  a  surrender  and  ment  the   le-issne  was  obtained,  and 

awarding  a  re-issue  is  final  so  far  as  the  confine  the  operation  of  the  re-issaed 

substitution  of  the    re-issued  for  the  patent   to    matter    not    intentionally 

original  patent  is  concerned,  the  courts  omitted  or  misstated  in  the  original, 

still  have  the  power  to  declare  the  Claims  has  often  been  denied,  see  Asmns  «. 

of  the  re-issued  patent  invalid  for  any  Alden  (1886),  27  Kep.  Fed.  684  ;  86  0. 

of  those  general  reasons  which  apply  to  G.   231 ;  Western  Union  TeL  Co.  a. 

original  patents,  or  for  the  special  reason  Baltimore  k  Ohio  TeL  Co.  (1885),  25 

that  such  Claims  contain  matter  which  Fed.   Rep.   80  ;  Thomas  «.  Shoe  Ua- 

the  Commissioner  had  no  jurisdiction  chineiy  Mfg.  CSo.  (1878),  8  Bann.  4  A. 

to  allow.     But,  as  in  all  other  cases,  557  ;  16  O.  G.  541  :  Blake  «.  StsfTonl 

the  courts  will  so  construe  the  re-issued  (1868),  3  Fisher,  294  ;  6  Blatch.  195 ; 

patent,   if   possible,   as  to  avoid  this  Middletown  Tool  Co.  «.  Jndd  (1867), 

latter  objection,  and  will  confine  it,  if  3  Fisher,  141« 

its  language  will  reasonably  permit,  to  The  contrary  has,  however,  been  ss- 
such  subject-matter  as  constituted  the  serted  in  recent  decisions,  and  is  un- 
original invention,  and  was  not  inten-  doubtedly  the  correct  position.  Thus 
tionally  omitted  or  misstated  in  the  orig«  in  Mahn  v.  Harwood  ( 1884),  112  V,  S. 
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this  latter  question  the  whole  field  of  inquiry  should  be  open 
to  the  courts,  and  while  the  decision  of  the  Commissioner  is 
prima  faete  correct  and  the  burden  of  proof  rests  on  those 
who  controvert  it,  the  identity  of  the  invention  claimed  in  the 
re-issue  with  that  described  in  the  original  patent,  and  the 
origin  of  the  corrected  error  in  inadvertence,  accident,  mistake, 
or  fraudi  should  be  exhaustively  investigated.* 

854,  Bradley,  J.:  (859)  "The  same  of  the  Patent  Office  on  the  original  and 
defence  may  be  established  by  showing  re-issne  applications ;  and  in  some  cases 
from  the  record  that  there  was  no  inad-  it  has  been  held  that  unless  in  these 
vertenoe,  accident,  or  mistake  in  draw-  the  repugnancy  of  the  inventions,  or  the 
ing  np  the  specification  of  the  original  intentional  omission  or  misstatement  in 
patent ;  for  the  statute  only  gives  a  re-  the  original  patent,  were  apparent  the  de- 
issue  when  the  original  is  defective  by  cision  of  the  Commissioner  was  conclu- 
inadvertenee,  accident,  or  mistake."  aive.  Thus  in  Blake  v.  Stafford  (1868), 
80  O.  O.  857  (658).  6  Blatch.  195,  Shipman,  J.  :  (199)  '*  As 

InOdeUv.  Stout  (1884),  22  Fed.  Bep.  the  law  now  sUnds,  I  regard  the  de- 

159,  Sage,  J. :  (161)  "  The  granting  of  cision  of  the  Commissioner  as  final  and 

a  re-issue  is  prirna  facie  evidence  of  in-  conclusive,  unless  impeached  for  fraud 

advertence,  accident,  or  mistake,  as  the  in  his  or  the  patentee*s  acts,  or  for  some 

grantiDg   of   original  letters  is  prima  irregularity  arising  on  the  face  of  the 

faeU  evidence  of  invention.      This  evi-  papers,  or  for  a  clear  repugnance  between 

deuce  may  be  overcome.     It  is  not  con«  the   original    and    re-issued    patents, 

elusive."    29  0.  G.  862  (868).  Under  the  Act,  the  Commissioner  has 

The  entire  doctrine  of  abandonment  the  power  to  decide,  and  in  every  ac- 
by  an  unreasonable  delay  in  applying  ceptance  of  a  surrender  and  every  re- 
fer a  re-issue  is  in  reality  only  another  issue  does  decide,  that  the  original 
mode  of  stating  that  the  courts  may  in-  patent  was  inoperative  and  invalid  by 
qnire  into  the  existence  of  original  inad-  reason  of  a  defective  specification  or  by 
vertenee,  accident,  or  mistake;  and  every  claiming  too  much,  and  that  the  error 
dedaion  in  favor  of  that  doctrine  is  an  arose  by  inadvertency,  accident,  or  mis- 
Indirect  assertion  that  on  this  point  the  take,  and  without  any  fraudulent  or  de- 
decision  of  the  Commissioner  is  not  con-  ceptive  intention.  He  is  anthori2ed  to 
elosive.  See§§  690-692,  and  notes,  ante,  grant  a  new  patent  for  the  same  inven- 
and  also  Western  Union  TeL  Co.  v,  tion  and  for  no  other,  and  when  he 
Baltimore  fc  Ohio  Tel.  Co.  (1885),  25  grants  the  new  one,  the  presumption  is 
Fed.  Bep.  80  ;  Wollensak  v.  Reiher  that  it  embraces  the  same  invention  as 
(1885),  115  U.  S.  96  ;  81  0.  G.  1801.  the  original.     The  jurisdiction  of  the 

*  The  method  of  investigation  which  Commissioner  is  final  and  conclusive, 

may  be  pursued  by  the  courts  in  review-  unless,  as  already  stated,  fraud  or  col- 

ing  the  action  of  the  Commissioner  on  lusion  somewhere  is  proved,  or  some  ir- 

the  two  questions  here  discussed  is  also  regularity  is  apparent  on  the  face  of  the 

as  yet  undetermined.    It  has  been  gen-  papers,  or  there  is  a  plain  repugnance 

erally  considered  that  the  inquiry  must  between  the  old  and  new  specifications." 

be  limited  to  the  documentary  evidence  8  Fisher,  294  (800). 
afforded  by  the  original  and  re-issued         See  also  Mahn  v.  Harwood  (1884), 

patents,  and  by  the  records  of  the  action  112  U.  8.  854 ;  80  0.  G.  657 ;  Giant 

§714 
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§  715.    Re-iBBued  Patent  not  Collaterally  Attackable  for  Frand  in 
Procuring  the  Re-issue. 

Neither  a  re-issued  nor  an  original  patent  can  be  collater- 
ally attacked  on  the  ground  that  it  was  granted  through  the 
fraud  either  of  the  applicant  or  the  Commissioner.  This 
question  can  be  raised  only  on  a  proceeding  to  repeal  the 
patent.^    Evidence  of  such  fraud  may  be  found  in  grossly 

Powder  Co.  v.  California  Yigorit  Powder  {715.  ^  In  reference  to  this  qne»- 

Co.  (1880),  4  Fed.  Hep.  720  ;  6  Sawyer,  tion  also  the  law  has  nndeigone  marked 

508 ;    18  0.    G.   1339  ;  Wells  v.   Gill  alterations.    It  was  formerly  held  that 

(1872),  2  O.  G.  590  ;  6  Fisher,  89.  the  question  of  fraud  in  obtaining  th« 

In  several  particulars,  however,  this  re-issue  was  open  and  might  be  sabmit- 

rule  has  been  necessarily  departed  from,  ted  to  the  jury.    See  Stimpson  v.  West- 

and  there  seems  no  sufficient  reason  why  Chester  B.  R.  Co.  (1846),  4  How.  880  ; 

it  should  be  at  all  regarded.    Evidence  2  Bobb,  885 ;  and  §  714,  note  1,  OMte. 

outside  the  record  must  sometimes  be  In  Graham  v.  Mason  (1869),  6  Fisher,  1 ; 

admitted  to  ascertain  the  character  of  4  Clifford,  88,  it  was  suggested  thataie- 

the  actual  original  invention  and  its  issue  can  be  collaterally  attacked  either 

identity  with  that    embraced   in   the  for  fraud  or  want  of  identity.      The 

re-issue ;  and  in  determining  the  ques-  current  of  authority  is,  however,  to  the 

tion  of  original  inadvertence,  etc.,  by  contrary,  and  in   spite   of   occasional 

the   reasonableness    of    the   delay   in  apparent  departures  from  the  doctrine 

obtaining  a  re-issue,  all  the   circum-  it   may   be   regarded   as   the    settled 

stances  attending  the   delay  may  be,  law  that  no  objection  to  the  re-lasned 

as   they  constantly  are,   subjected   to  patent  on  the  ground  of  fraud  in  the 

examination,  and  the  validity  or  the  patentee  in  procuring   it,   or    coimp- 

scope   of   the   Claims  of  the  re-issue  tion  in  the  Commissioner  in  aUowing 

be  thus  indirectly  decided  by  matters  it,  can  be  raised  except  in  a  proceed- 

appearing  only  by  parol.     The  reluc-  ing  instituted   by  the  United    States 

tance  of  the  courts  to  formally  adopt  for  its  repeal.    Thus  in  Giant  Powder 

this  position,  and  throw  the  whole  field  Co.  v.  Safety  Nitro-Powder  Co.  (1884)« 

of  inquiry  upon  these  two  questions  open  10  Sawyer,  28,  Sawyer,  J. :  (25)  "The 

for  any  and  every  ordinary  method  of  question  whether  there  is  a  fraud  in  the 

investigation  seems  to  arise  from    an  surrender  and  application  for  a  le-issuo 

exaggerated  view  of  the  authority  of  the  is  one  of  fact,  for  the  officers  of  the 

Commissioner  and  the  effect  of  his  de-  Patent  Office  alone  to  decide,  and  their 

cision  in  allowing  a  re-issue.      As  this  determination  is  conclusive  in  a  collat- 

fundamental  doctrine  becomes  clearer  eral  proceeding."    27  O.  G.  99  (100) ; 

and  more  accurately  stated  it  may  be  19  Fed.  Rep.  509  (511). 

confidently  expected  that  these  result*  In  Thomas  v.  Shoe  Hach.  Mfg.  Co. 

ing  questions  will  be  settled  on  a  rational  (1878),  8  Bann.  k  A.  557,  Clifford,  J.  : 

basis,  and  that  the  same  latitude  of  in-  (559)   "  Authority  to  accept  the  sor* 

qairy  will  be  permitted  as  to  the  cause  render  of  an  original  patent  and  to 

of  the  alleged  defect  in  the  original  grant  a  re-issue  is  oonferred  upon  the 

patent,  as  is  now  enjoyed  in  reference  Commissioner,  and,  in  a  case  arising 

to  the  patentability  of  the  invention  under  the  Patent  Law  then  in  force,  the 

and  the  priority  of  the  inventive  act.  Supreme  Court,  more  than  thirty  years 
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and  unwarrantably  extended  Claims,  or  in  descriptive  matter 
clearly  intended  to  mislead  the  public,  or  in  extrinsic  facts 
which  manifest  bad  faith  on  the  part  of  the  patentee  or  cor- 
ruption on  the  part  of  the  Commissioner.^    This  rule  does 

ago,  decided  that  where  an  act  was  to  infringer,  in  a  suit  against  him  for  an 

be  done  or  a  patent  granted  upon  proofiB  infringement,  upon  the  ground  tliat  the 

to  be  had  before  a  public  officer  upon  letters-patent  were  procured  by  fraud  in 

which  he  was  to  decide,  the  (act  that  prosecuting  the  application  for  the  same 

such  officer  had  done  the  act  or  granted  before  the  Commissioner."      6  0.  O. 

the  patent  was  prima  facU  evidence  724  (725). 

that  the  proofs  had  been  regularly  made  In  Johnsen  v.  Beard  (1876),  2  Bann. 
and  that  ihey  were  satisfactory,  even  &  A.  50,  Woodruif,  J.  :  (51)  "  I  under- 
though  the  patent  did  not  contain  any  stand  the  Supreme  Court  to  have  settled, 
recitals  that  the  prerequisites  to  the  distinctly  and  finally,  that  this  court 
grant  had  been  fulfiUed  ;  and  such  con-  cannot  enter  into  the  examination  of 
tinned  to  be  the  rule  until  the  question  any  question  of  fraud  upon  the  Corn- 
came  up  under  a  later  act,  when  the  miasioner  who  granted  the  re-issue,  or 
Supreme  Court  held  that  the  granting  of  any  matter  which  is  outside  of  the 
of  a  re-issued  patent  closed  all  inquiry  record  ;  and  that  the  only  power  which 
into  the  existence  of  inadvertence,  acci-  the  courts  have  over  re-issues,  when 
dent,  or  mistake,  and  left  open  only  the  their  validity  is  sought  to  be  impeached 
question  of  fraud  for  the  jury.  Rail-  upon  such  grounds,  is  to  look  at  the 
road  V.  Stimpson,  14  Pet  458  ;  Stimp-  record  of  the  original  patent  and  of  the 
son  V.  Railroad,  4  How.  884.  Since  re-issue,  and  to  determine  npon  their 
that  time  it  has  been  definitely  settled  face  whether  or  not,  as  matter  of  law, 
that  neither  re-issued  nor  extended  pat-  the  re-issue  is  a  lawful  one,  without 
ents  can  be  abrogated  by  an  infiinger,  inquiring  by  what  means  it  was  pro* 
in  a  suit  against  him  for  damages  or  cured,  and  without  inquiring  what  mat- 
profits,  n])on  the  ground  that  the  let-  ters  of  fact  were  involved  de  hen  the 
ters-patent  were  procured  by  fraud  in  record.  The  act  of  the  Commissioner 
prosecuting  the  application  for  the  same  in  granting  the  re-issue  is  final  and 
before  the  Commissioner.  Bubber  Co.  conclusive."  8  0.  G.  435  (486). 
9.  Goodyear,  9  Wall.  797."  16  0.  G.  See  to  the  same  dfect  Schillinger  v. 
641(541).  Crawford  (1886),  87  0.  G.  1849;  4 
In  La  Baw  v.  Hawkins  (1874),  1  Mackey,  450  ;  Miller  &  Peters  Mfg.  Co. 
Bann.  &  A.  428,  Nixon,  J.  :  (429)  **I  o.  Du  Brul  (1877),  2  Bann.  k  A.  618  ; 
take  no  notice  of  the  denial  in  the  12  0.  G.  851  ;  Birdsell  v.  McDonald 
defendant's  answer,  that  the  letters-  (1874),  6  0.  G.  682 ;  1  Bann.  &  A. 
patent  were  surrendered  for  good  and  165 ;  Milligan  k  Higgins  Glue  Co.  v. 
lawful  cause,  or  that  they  were  in-  Upton  (1874),  6  0.  G.  837  ;  4  Clifford, 
operative  or  invalid,  or  deficient  or  in-  237  ;  1  Bann.  k  A.  497 ;  Com  Planter 
sufficient  in  any  respect,  because  that  Patent  (1874),  28  Wall.  181 ;  6  0.  G. 
question  is  not  open  for  examination  892  ;  Seymour  v.  Osborne  (1870),  11 
here.      Since  the  case  of  Seymour  v.  Wall.  516. 

Osborne,  11  WaU.  516,  it  seems  to  be  ^  In  Goodyear  v.Berry  (1868),  2  Bond, 

settled  that  neither  re-issued  nor  ex-  1^9,  per  Curiam  :  (202)  *' If  the  Claims 

tended  patents  can  be  abrogated  by  an  of  a  re-issued  patent  clearly  imply  an 
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not  forbid  the  admifision,  in  a  suit  for  the  infringement  of  a 

re-issued  patent,  of  testimony  tending  to  establish  that  the 

alleged  defects  in  the  original  patent  arose  from  a  fraudulent 
or  deceptive  intention  on  the  part  of  the  inventor,  or  prevent 

the  courts  from  holding  that  the  endeavor  to  correct  such 
fraudulent  defects  bj  the  re-issue  cannot  be  sustained.' 

expansion  of  the  invention  beyond  the  That  if  a  re-iasae  is  fimndolent  all 

Claims  of  the  original  patent  there  is  its  Claims  are  void,  see  Odell  v.  Stont 

always  ground  for  a  presumption  that  (1884),  22  Fed.  Rep.    159 ;  29  O.  6. 

there  was  a  fraudulent  intent  to  antici-  862. 

pate  and  cover  subsequent  inventions,  '  Fraud  in  obtaining  a  re-issue  must 

and  thus  bar  the  door  against  patents  not  be  confounded  either  with  a  frauda- 

for  all  subsequent  discoveries.      This  lent  attempt  to  conceal  the  true  nature 

is  clearly  against  the  policy  of  our  pat-  of  the  invention  from  the  public,  which 

ent-right  system,  and  has  been  wisely  is  a  good  defence  under  the   statute 

condemned  by  the  uniform  decisions  of  against  any  patent,  or  with  a  fraudu- 

the  courte  of  the  United  States."     3  lent  and  deceptive   intention    in   the 

Fisher,  489  (449).  omission  or  misstatement  in  the  origi- 

That  where  a  re-issue  fraudulently  nal  patent  now  corrected  in  the  re-issue, 

misleads  the  public  it  is  void,  see  Ault-  which  according  to  the  authorities  cited 

man  v.  Holley  (1878),  6  Fisher,  584 ;  in  the  notes  to  the  last  paragraph  is  a 

11  Blatch.  317  ;  5  0.  O.  8  ;  Swift  v.  valid  objection  to  a  re-issue  whenever 

Whisen  (1867),  8  Fisher,  848  ;  2  Bond,  ito  validity  can  be  inquired  into  by  the 

115.  courts.    The  first  is  a  matter  between 

That  a  re-issue  is   not   fraudulent  the  government  and  the  patentee,  and 

merely  because  ite  object  was  to  enlarge  is  properly  adjudicated  only  in  a  pro- 

the  scope  of  the  original  patent  and  ceeding  by  the  government  to  rescind 

was  first  suggested  by  judicial  construe-  ite  own  grant.    The  other  two  concern 

tion,  see  Poppenhusen  v.  Falke  (1862),  the  public  generally,  and  the  defendant 

2  Fisher,  218  ;  5  Blatch.  46.  in  an  infringement  suit  in  particular, 

That  fraud,  whether  actual  or  con-  and  may,  therefore,  be  set  up  by  him 

ctructive,  renders  a  re-issue  void,  see  in  lus  defence,  and  so  far  as  the  suit 

Swift  V.  Whisen  (1867),  8  Fisher,  848,  against  him  is  concerned   be   oondu- 

2  Bond,  115.  ^  fively  determined  by  the  courts. 
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CHAPTER  III. 

OF  THE  REPEAL  OF  LETTERS-PATENT. 

§  716.  Three  dasBes  of  PersoiiB  Interested  in  the  Repeal  of  Letters- 
Patent  :  Infringers  :  Prior  Inventors  :  The  Public. 

Three  distinct  rights  are  either  limited  or  suspended  by 
the  grant  of  a  patent,  and  three  classes  of  persons  are  thus 
interested  in  its  repeal.  The  first  class  embraces  those  per- 
sons who  practise  the  invention  in  yiolation  of  the  exclusive 
privilege  conferred  upon  the  patentee,  and  who  thereby  be- 
come liable  to  compensate  him  for  the  injury  unless  his  patent 
can  be  shown  to  be  invalid.  The  second  class  consists  of 
prior  inventors  whose  monopoly  is  denied  or  restricted  in  its 
enjoyment  on  account  of  the  existence  of  an  antagonistic 
patent,  and  whose  rights  never  can  be  perfectly  secured  until 
the  adverse  patent  is  repealed.  The  third  class  are  the  gen- 
eral public  whose  free  use  of  the  invention  is  suspended  while 
the  patent  is  in  force,  and  whose  power  to  grant  a  later  valid 
patent  to  a  different  and  more  meritorious  inventor  has  been 
impaired  by  the  mistaken  issue  of  the  first.  For  the  protection 
of  the  rights  of  all  these  persons  against  unlawful  patents  the 
law  properly  provides  measures  commensurate  with  the  re- 
quirements of  the  different  classes,  whereby  the  patents  may 
either  be  declared  inoperative  in  reference  to  certain  indi- 
viduals or  may  be  universally  and  permanently  repealed. 

§  717.   Interests  of  Infringers  Protected  without  Special  Proceed- 
ings for  a  Repeal. 

The  rights  of  the  first  class  are  sufficiently  preserved  by  the 
protection  afforded  to  the  third  class,  of  which  they  are  al- 
ways members,  and  by  allowing  them  to  defend  themselves  in 
any  suit  for  a  violation  of  the  patent  by  showing  that,  as  to  all 
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the  points  involved  in  sucli  suit,  the  patent  is  invalid.  Those 
who  simply  practise  the  invention  require  no  other  relief 
against  an  unlawful  patent  than  that  which  frees  them  from 
a  liability  to  pay  for  its  infringement.  It  is  not  necessary 
that  the  validity  of  the  patent  in  itself,  or  as  a  public  grant, 
be  called  in  question,  nor  that  the  judgment  of  the  court  pro- 
nounce it  null  and  void.  The  statutes  in  permitting  an  in- 
fringer to  attack  the  patent  upon  every  matter  relating  to  the 
patentability  of  the  invention  and  the  priority  of  the  patentee's 
inventive  act,  and  in  conferring  upon  the  court  the  power  to 
declare  the  patent  invalid  so  far  as  the  pending  controversy 
is  concerned,  have  secured  the  practical  employer  of  the  art 
or  instrument  against  an  undue  interference  with  his  rights 
under  color  of  an  unlawful  patent,  except  in  cases  where  the 
invalidity  of  the  patent  arises  from  the  fact  that  it  was  origi* 
nally  obtained  by  fraud.  In  these  cases  the  infringer  is  left  to 
the  protection  accorded  to  him  as  a  member  of  Ihe  general 
public.  It  is  true  that  it  might  often  be  to  his  advantage 
were  he  allowed  in  his  defence  to  show  that  the  patentee  had 
secured  his  grant  by  fraud  or  by  corruption,  but  for  obvious 
reasons  such  defence  cannot  be  made.  The  issue  of  a  patent 
is  the  decree  of  a  tribunal  to  whom  the  duty  of  awarding  pat- 
ents to  the  original  inventors  of  patentable  arts  and  instru* 
ments  has  been  confided  by  the  law,  and  its  decrees  within 
its  jurisdiction,  like  those  of  other  courts,  cannot  be  collater- 
ally impeached.  Thus  though  an  infringer  may  defeat  the 
operation  of  the  patent,  as  against  himself,  on  the  ground 
that  if  it  covers  the  invention  which  he  uses  the  Patent  Office 
had  no  jurisdiction  to  award  it,  either  because  the  invention 
was  not  patentable  or  because  the  patentee  was  not  its  first 
inventor,  he  cannot  claim  in  his  defence  that  a  grant  within 
the  jurisdiction  of  the  Patent  Office  is  invalid  because  it  was 
corruptly  or  fraudulently  obtained.^  This  is  a  question  which 
can  be  raised  only  by  a  proceeding  instituted  for  that  pur- 

S  717.  ^  That  a  patent   cannot  be  ing  Mach.  Co.  (1870),  11  Wall.  488 ; 

oollateraUy  attacked  for  fraud  in  pro-  Crompton  v,  Belknap  Mills  (1869),  S 

caring  it,  but  may  be  set  aside  and  re-  Fisher,  536  ;   Goodyear  v.    Providence 

pealed  on  a  direct  proceeding  for  that  Rubber  Go.  (1864),  2  GlifTord,  S51 ;  S 

purpose,  see  Eureka  Co.  v.  Bailey  Wash-  Fisher,  499. 
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pose  on  behalf  of  the  authoritj  from  whom  the  grant  has 
been  improperly  procured;  and  an  infringer  can,  therefore, 
avail  himself  of  this  mode  of  relief  only  as  a  member  of  the 
general  public,  and  through  the  measures  which  the  law  pre- 
scribes for  their  protection. 

§  718.   Interesti  of  Prior  Inventors  Require  Special  Proceedings 
for  a  Repeal. 
The  second  class  of  persons  require  for  their  protection  an 
additional  proceeding.     A  prior  inventor  has  not  only  the 
right  to  use  his  own  invention,  and  when  sued  for  the  in- 
fringement of  an  earlier  patent  to  defend  upon  the  ground  of 
his  own  previous  inventive  act,  but  he  also  has  the  right  to 
that  monopoly  of  the  invention  which  the  law  confers  upon 
him  as  a  recompense  for  his  inventive  skill.    An  out-standing 
patent  to  a  subsequent  inventor  cannot  take  away  this  right, 
nor  prevent  the  issue  of  a  later  patent  to  the  first  inventor 
whenever  his  superior  title  is  established ;  but  the  later  lawful 
patent  does  not  abrogate  the  former,  nor  relieve  the  true  in- 
ventor from  that  cloud  upon  his  title  which  arises  from  the 
existence  of  the  earlier  patent  to  his  rival.    To  the  complete 
enjoyment  of  his  monopoly  the  extinguishment  of  the  unlaw- 
ful interfering  patent  becomes  necessary,  and  as  no  power 
has  been  bestowed  upon  the  Patent  Office  to  recall  it,  the 
statutes  have  provided  a  specific  method  for  securing  its 
repeal. 

§  719.    Interests  of  the  Public  Require  Special  Proceedings  for 
a  Repeal. 

The  third  class  of  these  persons,  or  the  general  public, 
possess  collective  rights  beyond  those  which  subsist  in  indi- 
viduals, for  whose  protection  against  unlawful  patents  special 
measures  are  required.  Such  members  of  the  public  as  in* 
fringe  upon  these  patents  may  defend  against  them  in  the 
manner  just  described.  Prior  inventors,  also  members  of 
the  public,  may  remove  interfering  patents  by  the  mode  par- 
ticularly provided  for  that  purpose.  But  neither  of  these 
methods  secures  to  the  collective  public  the  entire  enjoyment 
of  their  natural  and  legal  rights.    The  collective  public  are 


460         TREATISE  ON  THE  LAW  OF  PATENTS.     [bOOE  m. 

entitled  to  all  those  benefits,  direct  or  indirect,  which  flow 
from  the  free  use  of  every  industrial  device  that  is  not  cov- 
ered by  a  lawful  patent ;  and  the  enjoyment  of  these  benefits 
cannot  be  made  conditional  .upon  the  willingness  of  indi- 
viduals to  infringe  existing  patents  or  their  ability  to  success- 
fully defend  against  them.  An  unlawful  patent  is  practically 
as  complete  an  obstacle  to  the  public  enjoyment  of  an  in- 
vention as  a  lawful  patent  could  be,  until  by  some  means  the 
unlawful  patent  is  virtually  or  actually  destroyed;  and  the 
public  interest  thus  demands  the  establishment  of  such  forms 
of  procedure  as  may  lead  to  its  immediate  repeal.  Moreover, 
by  the  issue  of  one  patent  for  a  given  invention  the  public, 
acting  through  the  government,  exhaust  their  power  to  confer 
on  any  one  this  particular  .monopoly.  Two  conflicting  mo- 
nopolies in  the  same  invention  cannot  exist,  since  the  idea  of 
a  monopoly  excludes  all  competition.  Hence,  whether  the 
first  patent  be  lawful  or  unlawful,  while  it  remains  in  force 
no  second  patent  can  be  granted,  for  the  entire  monopoly 
resides  in  him  to  whom  the  first  was  issued  and  nothing 
remains  in  the  public  to  be  bestowed  upon  another  through 
the  second.  The  practice  of  the  Patent  Office  in  allowing 
patents  to  prior  inventors,  notwithstanding  earlier  patents  to 
later  inventors,  is  not  based  on  any  theory  that  more  than 
one  monopoly  can  be  created  by  the  public,  but  is  a  mere 
device  for  putting  both  the  claimants  on  equal  ground  before 
the  courts,  in  order  that  their  adverse  claims  to  the  monopoly 
may  be  determined.  Whenever,  therefore,  an  unlawful  patent 
is  obtained,  the  public  are  unlawfully  deprived  of  their  right 
to  grant  a  lawful  patent,  and  the  recovery  of  this  right  by 
the  repeal  of  the  unlawful  patent  becomes  a  duty  not  only 
to  themselves  collectively  but  to  that  individual  member  of 
the  public  upon  whom  the  monopoly  ought  legally  to  be 
conferred. 

§  720.   Two  Special  Prooeedings   Provided  for  tbe   Repeal  ot 
Unlawful  Patents. 

This  description  of  the  rights  invaded  by  unlawful  patents, 
and  of  the  methods  by  which  alone  these  rights  can  be  pro> 
tected,  indicates  that  for  two  of  these  three  classes  of  persons 
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special  remedies  must  exist.  Of  the  protection  afforded  to 
infringers  by  permitting  them  to  avail  themselves  of  any 
defence  against  the  patent,  except  that  of  fraud  in  its  pro- 
curement, nothing  further  need  be  stated  here,  —  the  subject 
being  specially  considered  later  in  its  proper  place.  Prior 
inventors  and  the  general  public,  however,  require  each  their 
own  modes  of  redress,  resulting  in  the  repeal  of  the  unlawful 
patent,  in  one  case  as  to  the  contending  claimant  only,  and 
in  the  other  as  to  all  mankind.  These  are  to  form  the 
present  subjects  of  examination. 


SECTION  I. 

OF  THE  REPEAL  OF  PATENTS  IN  THE  INTEREERT  OF  PRIOB 

INVENTORS. 

§  721.    ProceedlngB  for  a  Repeal  in  the  Interest  of  Prior  Inven- 
tors under  the  Acts  of  1790,  1793,  and  1836. 

The  right  of  a  prior  inventor  to  institute  proceedings  for 
the  repeal  of  a  patent  improperly  granted  to  a  subsequent 
inventor,  or  to  one  who  simply  pirated  the  invention,  has 
been  always  expressly  recognized  by  our  Patent  Law.  The 
acts  of  1790  and  1793  contained  provisions  by  virtue  of  which 
actions  could  be  instituted  by  any  person,  resulting,  if  sue* 
cessful,  in  the  abrogation  of  the  alleged  unlawful  patent.^ 
The  act  of  1886,  having  secured  by  different  methods  the 
protection  of  the  rights  of  all  other  individuals,  restricted 
private  actions  for  the  repeal  of  patents  to  the  prior  inventor, 
conferring  upon  him  the  power  thus  to  attack  conflicting 
patents,  whether  the  Patent  Office  had  recognized  his  superior 
claims  by  granting  him  a  patent  or  had  refused  his  applica* 
tion  on  the  ground  of  the  outstanding  earlier  patent.^    In 

f  721.  ^  The  act  of  1790,  Sec.  5,  and  false  suggestion,  commanding  the  owner 
the  act  of  1798,  Sec  10,  were  suhstanti-  of  the  patent  to  show  cause  why  the  pat- 
ally  identicaL  They  prorided  for  the  ent  should  not  he  repealed,  and  directed 
issue  of  a  rule  against  the  owner  of  any  that  unless  such  cause  were  sho¥m  a  de- 
patent,  upon  the  application  of  any  per-  cree  of  repeal  should  be  entered  against 
son  averring  under  oath  that  the  patent  the  defendant, 
was  obtained  surreptitiously  by  or  upon.        *  Act  of  1886,  Sec.  16,  **  And  be  ii 
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ibis  proceeding  the  court  not  only  had  authority  to  repeal  the 
unlawful  patent,  but  where  the  prior  inventor  had  been  denied 
a  patent  in  the  Patent  Office  on  account  of  the  unlawful 
patent,  it  could  adjudicate  upon  his  title  to  the  patent,  and  in 
pursuance  of  this  judgment  the  Commissioner  could  award  it 
to  him  as  the  lawful  patentee.' 

§  722.   Proceedings  for  a  Repeal  in  the  Interest  of  Prior  Inven* 
tors  under  the  Act  of  1870. 

The  act  of  1870  still  further  limited  this  privilege  of  insti- 
tuting private  actions  for  repeal,  by  requiring  the  prior  in- 
ventor to  satisfy  the  government  of  his  superior  title,  and 
obtain  a  patent,  before  attacking  the  alleged  unlawful  patent 
of  his  adversary.  The  act  of  1836,  as  has  been  seen, 
afforded  the  defeated  applicant  a  double  remedy,  extinguish- 
ing the  rival  patent  and  reversing  the  unfavorable  judgment 
of  the  Patent  Office  on  his  individual  claims.    The  act*  of 

Jurthtr  enacted.  That  whenever  there  of  right  or  inyention  shall  in  any  anch 
ahall  he  two  interfering  patents,  or  case  be  made  to  appear.  And  sach  ad- 
whenever  a  patent  on  application  shall  judication,  if  it  be  in  favor  of  the  right 
have  been  refused  on  an  adverse  decision  of  such  applicant,  shall  authorize  the 
of  a  board  of  examiners,  on  the  ground  Commissioner  to  issue  such  patent,  on 
that  the  patent  applied  for  would  inter-  his  filing  a  copy  of  the  abjudication,  and 
fere  with  an  unexpired  patent  previ-  otherwise  complying  with  the  requisi- 
ously  granted,  any  person  interested  in  tions  of  this  Act*  Provided,  however, 
any  such  patent,  either  by  assignment  That  no  such  judgment  or  adjudication 
or  otherwise,  in  the  one  case,  and  any  shall  affect  the  rights  of  any  person  ez- 
Buch  applicant  in  the  other  case,  may  cept  the  parties  to  the  action  and  thoae 
have  remedy  by  bill  in  equity  ;  and  the  deriving  title  from  or  under  them  sul^^ 
court  having  cognizance  thereof,  on  sequent  to  the  rendition  of  such  jndg- 
notice  to  adverse  parties,  and  other  due  ment."  See  also  Sec.  10,  act  of  18S9. 
proceedings  had,  may  adjudge  and  de-  '  That  a  patent  can  be  declared  void 
clare  either  the  patents  void  in  the  under  Sec.  16,  act  of  1886,  and  Sec.  10, 
whole  or  in  part,  or  inoperative  and  in-  act  of  1889,  only  when  two  patents  in- 
valid in  any  particular  part  or  portion  terfere,  or  the  Commissioner  refuses  a 
of  the  United  States,  according  to  the  in-  patent,  or  the  Supreme  Court  of  the 
terest  which  the  parties  to  such  suit  may  district  refuses  it  upon  appeal,  see  Mer^ 
possess  in  the  patent  or  the  inventions  serole  v.  Union  Paper  Collar  Co.  (1869X 
patented,  and  may  also  aoyudge  that  8  Fisher,  488 ;  6  Blatch.  856. 
such  applicant  is  entitled,  according  to  That  courts  cannot  declare  a  patent 
the  principles  and  provisions  of  this  Act,  void  under  Sec.  17,  act  of  July  4,  1886, 
to  have  and  receive  a  patent  for  his  in-  see  ICerserole  v.  Union  Paper.  Collar  Co. 
vention,  as  specified  in  his  Claim,  or  for  (1869),  6  Blatch.  856 ;  8  Fisher,  488. 
any  part  thereof,  as  the  fact  of  priority 
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1870  separated  these  proceedings.  In  cases  where  the  appli* 
cation  of  the  prior  inventor  was  denied  on  account  of  the 
existing  patent,  it  gave  him  the  same  opportunity  to  vindicate 
his  rights  to  a  patent  which  he  enjoyed  under  the  act  of 
1836,  but  it  did  not  permit  him  to  join  with  this  proceeding 
another,  having  for  its  object  the  repeal  of  the  opposing 
patent.^  This  separation  was  correct  in  principle.  The 
grant  of  a  patent  raises  a  strong  prima  facie  presumption  of 
its  validity.  The  refusal  of  a  patent  by  the  Patent  Office  is 
also  prima  facie  evidence  that  the  applicant  has  no  right  to  a 
monopoly.  To  permit  a  defeated  applicant  to  attack  an  in- 
terfering patent  in  the  face  of  these  two  presumptions  is  in- 
consistent with  a  due  regard  to  the  rights  of  the  existing 
patentee.  Not  until  he  has  overcome  the  presumption  arising 
from  his  own  defeat  by  obtaining  a  reversal  of  the  adverse 
judgment,  and  by  the  allowance  of  a  patent  in  his  favor  has 
put  himself  on  equal  ground  with  the  earlier  patentee,  ought 
he  to  be  permitted  to  bring  his  adversary  into  court  in  de- 
fence of  the  prior  patent,  or  compel  him  to  incur  the  risk  of 
its  repeal.^    The  present  law  thus  adequately  protects  tlie 

S  722.  ^  In  the  act  of  1870,  Seca.  dication,  and  otherwise  complying  with 
52  and  68  represent  and  reproduce  the  the  requirements  of  law.  In  all  cases 
matter  contained  in  Sea  16  of  the  where  there  is  no  opposing  party,  a  copy 
act  of  1836.  Sec.  52  is  substantially  of  the  bill  shall  be  served  on  the  Corn- 
identical  with  Sec.  4915  of  the  Revised  missioner,  and  all  the  expenses  of  the 
Statutes,  which  is  as  follows  :  *'  When-  proceedings  shall  be  paid  by  the  appli- 
ever  a  patent  on  application  is  refused,  cant,  whether  the  final  decision  is  in  his 
either  by  the  Commissioner  of  Patents  favor  or  not."  Sec  58  appears  as  Sec 
or  by  the  Supreme  Court  of  the  District  4918,  Rev.  Stat.,  and  is  quoted  in  §  728 
of  Columbia  upon  appeal  from  the  Com-  and  notes,  past.  By  comparing  these 
missioner,  the  applicant  may  have  rem-  with  Sec.  16,  act  of  1886,  given  in  note 
edy  by  bill  in  equity,  and  the  court  2,  {  721,  anU,  the  precise  division  in  the 
having  cognizance  thereof  on  notice  to  law  effected  by  the  act  of  1870  will  be 
adverse  parties  and  other  due  proceed-  perceived. 

ings  had,  may  adjudge  that  such  appli-  <  That  no  suit  to  annul  a  patent  can 

cant  is  entitled,  according  to  law,  to  be  brought  by  a  private  party  unless 

receive  a  patent  for  his  invention,  as  there  are  two  outstanding  interfering 

specified  in  his  Claim,  or  for  any  part  patents,  see  Mowry  v.  Whitney  (1871), 

thereof,  as  the  facts  in  the  case  may  ap-  14  Wall.  484  ;  1  O.  G.  499  ;  5  Fisher, 

pear.      And  such  adjudication,  if  it  be  518. 

in  favor  of  the  right  of  the  applicant.  That  a  suit  to  defeat  another's  patent 
shall  aatborize  the  Commissioner  to  cannot  be  brought  till  the  plaintiff  re- 
issue such  patent  on  the  applicant  filing  ceives  his  own,  see  Hoeltge  o.  HoeUer 
in  the  Patent  Office  a  copy  of  the  acyu-  (1870),  2  Bond,  886. 
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interests  of  all  parties,  and  far  more  accurately  than  the  old 
preserves  a  proper  order  and  sequence  in  its  remedies. 

§  723.   ProoeedingB  for  a  Repeal  in  the  Interest  of  Prior  Inven- 
tors nnder  the  Revised  Statntes  of  1874. 

The  relief  afforded  to  the  defeated  applicant  is  prescribed 
by  Section  4915  of  the  Revised  Statutes,  and  has  already  been 
discussed  in  its  appropriate  connection.^  Proceedings  for  the 
repeal  of  interfering  patents  are  governed  by  Section  4918.* 
According  to  this  section  any  person  interested  in  one  of  two 
or  more  interfering  patents,^  or  in  the  practice  of  the  invention 
which  it  claims,  may  bring  a  bill  in  equity  against  the  owners 
of  the  adverse  patent,  praying  for  relief  against  the  interfering 
patentee  or  any  party  holding  under  him.^    Upon  due  notice 

S  72S.  ^  See  §§  571,  604,  and  notes,         That  two  patents  for  distinct  articXfis 

mUe.  do  not  interfere  nnder  Sec  4918,  tbonf^ 

*  Bev.  Stat.  Sec.  4918 :  *'  Whenever  one  is  an  improvement  on  the  other, 
there  are  interfering  patents  any  person  see  Pentlarge  v.  N.  T.  Bung  k  Bushing 
interested  in  any  one  of  them,  or  in  the  Co.  (1884),  28  O.  G.  870  ;  20  Fed.  Bep. 
working  of  the  invention  ckimed  nnder  814. 

either  of  them  may  have  relief  against  That  two  patents  interfere  under  Sec 
the  interfering  patentee,  and  all  parties  10,  act  of  1836,  only  when  they  clsim 
interested  under  him,  hy  suit  in  equity  in  whole  or  in  part  the  same  invention, 
against  the  owners  of  the  interfering  as  nnder  Sees.  8  and  12»  see  Gold  A 
patent ;  and  the  court,  on  notice  to  ad-  Silver  Ore  Separating  Co.  v.  United 
verse  parties,  and  other  due  proceedings  States  Disintegrating  Ore  Co.  (1869),  S 
had  according  to  the  course  of  equity,  Pisher,  489 ;  6  Blatch.  307. 
may  ac^udge  and  declare  either  of  the  That  no  action  lies  hy  a  junior  pat- 
patents  void  in  whole  or  in  part,  or  in*  eintee  to  obtain  a  decision  that  his  patent 
operative,  or  invalid  in  any  particular  does  not  conflict  with  a  prior  one^  see 
part  of  the  United  States,  according  to  CeUuloid  Mfg.  Co.  v.  Goodyear  Dental 
the  interest  of  the  parties  in  the  patent  Vulcanite  Co.  (1876),  10  0.  G.  41  ;  13 
or  the  invention  patented.   But  no  such  Blatch.  875. 

judgment  or  adjudication  shall  affect         That  patents  can  be  a4judged  void 

the  right  of  any  person  except  the  par-  only  under  Sec  16,  act  of  1886,  and  Sec 

ties  to  the  suit  and  those  deriving  title  10,  act  of  1839,  and  then  only  when  two 

under  them  subsequent  to  the  rendition  patents  interfere  or  when  a  patent  is  re- 

of  such  judgment.'*  fused  by  the  Commissioner  or  a  justice 

*  That  Sec.  4918,  Bev.  Stat,  relates  of  the  Supreme  Court  of  the  District  of 
only  to  interfering  patents  for  the  same  Columbia  on  appeal,  see  Merserola  «. 
invention,  when  the  plaintiff  claims  to  Union  Paper  Collar  Co.  (1869),  8  Fisher, 
be  the  original  inventor,  see  Celluloid  488 ;  6  Blatch.  356. 

Mfg.  Co.  V.  Goodyear  Dental  Vulcanite  *  That  an  assignee  before  the  pa^bent, 
Co.  (1876),  10  0.  G.  41 ;  18  Blatch.  if  his  assignment  was  duly  recorded, 
875.  may  sue  one  to  whom  the  patent  issaed 
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to  the  adverse  parties,  and  after  such  proceedings  according 
to  the  usual  course  of  equity  as  the  nature  of  the  contro* 
yersy  requires  the  court  may  declare  either  of  the  patents 
Yoid  in  whole  or  in  part,  or  inoperative  or  invalid  in  any 
particular  portion  of  the  United  States,  according  to  the  in* 
terest  of  the  parties  in  the  patent  or  the  invention  patented.^ 
This  judgment  binds  only  the  parties  to  the  suit  and  those 
deriving  title  under  them  after  such  judgment  has  been 
rendered.® 

§  724.   Nature  aod  Bffect  of  the  ProceedlngB  for  a  Repeal  in  the 
Interest  of  Prior  Inventors. 
The  power  conferred  by  this  section  upon  the  prior  inventor 
and  those  claiming  under  him  is  broad  enough  to  meet  all 

after  its  denial  to  his  assignor,  and  have  so  it  may  be  dismissed  without  costs, 

the   patent  annuUed '  and  a  new  one  see  American  Clay  Bird  Co.  «.  Ligowski 

granted  to  him,   see  Gay  v.   Cornell  Clay  Pigeon  Co.  (1887),  81  Fed.  Bep. 

(1849),  1  Blatch.  506.  466  ;  Lockwood  V.  Cleveland  (1881)» 

That  eqaity  will  not  entertain  a  bill  6  Fed.  Rep.  721. 
to  vacate   an  extension  after  the  ex-         That  in  a  snit  to  annul  an  interfering 
tension  has  expired,  but  will  dismiss  it  patent  the  court  may  defeat  the  defend- 
on  demurrer,   see  Bourne  v.  Goodyear  ant's   patent,   although  the  plaintiff's 
(1869),  9  WalL  811.  patent  is  void,  being  anticipated  by  his 

*  That  a  proceeding  under  Sec.  4918,  own  prior  patents,  see  American  Clay 

Bev.   Stat.,  ia  a  chancery  proceeding  Bird  Co.  v.  Ligowski  Clay  Pigeon  Co. 

and  is  regulated  by  chancery  practice,  (1887),  81  Fed.  Rep.  466. 
as  also  under  Sec.  789,  see  Liggett  &         That  a  delay  of  five  years  in  institut- 

Hyers  Tobacco  Co.  v.  Miller  (1880),  5  ing  pixxseedings  to  annul  a  patent  tends 

Bann.  &  A.  837  ;  1  M cOrary,  81 ;  17  to  show  a  want  of  good  faith  in  the  pe- 

0.  G.  798  ;  1  Fed.  Bep.  208.  titioner,  see  Sawyer  «.  Massey  (1885), 

That  a  bill  to  annul  a  patent  must  25  Fed.  Rep.  144. 
be  brought  in  the  district  where  the  de-         That  on  a  bill  to  repeal  a  patent  in 

fendant  resides  or  is  found,  see  Prentiss  the   Federal    Courts,   the   preliminary 

V,  Ellsworth  (1846),  27  O.  O.  623.  statement  as  to  the  date  of  the  inven- 

That  in  a  suit  for  repeal  under  Sec  tion  on  an  interference  in  the  Patent 

4918,  ReT.  Stat,   no  provision  exists  Office  does  not  bind  the  assignees  of  the 

for  notice  to  parties  outside  the  district  inventor,  see  Union  Paper  Bag  Mach. 

in  which  the  suit  is  brought,  see  Liggett  Co.  v.  Crane  (1874),  Holmes,  429  ;  6  0. 

k  Myers  Tobacco  Co.  v.  Miller  (1880),  1  G.  801  ;  1  Bann.  &  A.  494. 
Fed.  Rep.  203 ;  17  0.  G.  798  ;  1  Mc         «  That  the  judgment  on  a  bill  to 

Crary,  31 ;  5  Bann.  &  A.  237*  annul  an  interfering  patent  binds  only 

That  in  a  suit  for  repeal  under  Sec.  the  parties  to  the  suit  and  their  subse- 

4918,  Bey.  Stat,  the  defendant  is  not  quent  assignees,  see  Mowry  v.  Whitney 

eompelled  to  file  a  cross-biU  in  order  to  (1871),  14  Wall.  434  ;  1  O.  G.  499  ;  5 

obtain  affirmative  relief,  and  if  he  does  Fisher,  513. 

VOL.  n.  —  80 
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conceivable  emergencies.^  Whenever  the  rights  of  one  person 
are  derived  from  the  lawful  patent  of  the  first  inventor,  and 
are  in  anj  manner  limited  or  violated  by  another  person 
under  cover  of  the  unlawful  patent  of  a  subsequent  inventor, 
redress  commensurate  with  the  injury  may  be  obtained  and 
the  unlawful  patent  declared  void  so  far  as  it  affects  the  an- 
tagonistic interests  of  the  contending  parties.^  The  judgment 
of  repeal  may  embrace  the  whole  patent,  as  in  cases  where  its 
entire  patentable  subject-matter  was  first  produced  by  the 
inventive  genius  of  the  adverse  claimant,  or  may  include  only 
the  particular  inventions  which  are  covered  by  the  rival  patent 
and  are  found  by  the  court  to  have  been  first  invented  by  the 
rival  patentee.  Both  patents  are  equally  before  the  court  for 
judgment  and  either  may  be  repealed,  so  far  as  the  contending" 
parties  are  concerned,  to  any  extent  which  may  be  necessary 
in  order  to  secure  to  the  party  claiming  under  the  prior  in- 
ventor of  each  art  or  instrument  the  unqualified  enjoyment  of 
the  monopoly  to  which  he  is  entitled.^    In  this  proceeding  the 

§  724.  1  That  in  proceedings  to  an-  junior  patent  was  granted  after  a  fall 
nnl  under  Sec.  4918,  the  conrts  are  not  hearing  in  the  Patent  Office,  on  an  in- 
bound by  the  decisions  of  the  Patent  terference  with  the  prior  patentee,  see 
Office,  see  HoUiday  V.  Pickhardt  (1887),  Asbestos  Felting  Co.  v.  Salamander 
24  Blatch.  201 ;  29  Fed.  Bep.  858 ;  Min-  Felting  Co.  (1876),  10  O.  G.  828  ;  13 
neapolis  Harvester  Works  v,  M'Cormick  Blatch.  453. 

Harvesting  Mach.  Co.  (1886),  28  Fed.         *  That  Sec   4918,   Bev.  Stat,  al- 

Rep.  565  ;   87  0.  G.   566  ;  Hubel  o.  lows  the  court  to  declare  either  or  both 

Tucker  (1885),  23  Blatch.  297  ;  24  Fed.  patents  void,  in  whole  or  in  part,  see 

Bep.  701.  Foster  v.  Lindsay  (1875),  8  O.  G.  1032  ; 

s  That  under  Sec.  58,  act  of  1870,  3  Dillon,  126  ;  2  Baun.  k  A.  172  ;  Foa- 

the  court  may  order  the  defeated  patent  ter  v.  Lindsay  (1874),  7  O.  G.  514  ; 

to  be  delivered  to  the  clerk  and  can-  1  Bann.  &  A.  605. 
celled  by  him,  and  sent  to  the  Secretary         That  on  a  bill  to  annul,  the  eourt 

of  the  Interior  with  a  copy  of  the  de*  can  declare  either  patent  void,  but  not 

eree,  see  Sturges  v.  Van  Hagen  (1873),  both,  see  American  Clay  Bird  Co.  «. 

6  Fisher,  572  ;  4  0.  G.  579.  Ligowski  Clay  Pigeon  Co.  (1887),  81 

That  where  the  court  annuls  a  pat-  Fed.  Bep.  466. 
ent  it  may  enjoin  the  patentee  from         That  on  a  petition  to  annul,  if  it 

instituting  actions  thereon,  see  Sawyer  appears  that  one  patentee  abandoned 

V.  Massey  (1885),  25  Fed.  Rep.  144.  his  experiments,  and  after  the  issue  of  a 

That  a  junior  patentee  cannot  be  patent  to  his  rival  renewed  them  and 

enjoined  from  suing  under  his  patent  patented  the  invention,  the  rival  patent 

on  the  motion  of  the  prior  patentee,  will  be  sustained,  see  Hutchinson    v. 

pending  a  suit  by  the  prior  patentee  to  Everett  (1885),  85  O.  G.  1110  ;  26  Fed. 

cancel   the  junior   patent,   when  the  Bep.  531. 
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patentability  of  the  inventions  described  and  claimed  in  the 
antagonistic  patents  is  not  in  issue.  Priority  of  invention  is 
the  only  point  in  controversy,  and  judgment,  therefore,  is 
awarded  to  the  party  who  derives  his  title  from  the  first 
inventor.* 


SECTION  n. 

OF  THE  REPEAL  OF  PATENTS  IN  THE   INTEREST    OF   THE    PUBLIC. 

§  725.  ProoeedingB  for  a  Repeal  in  the  Interest  of  the  Public 
Rest  ai>on  Fundamental  Principles  of  Sovereignty,  not 
on  mere  LeglBlative  Acts. 

Whether  the  public,  as  a  collective  body,  can  institute  pro- 
ceedings for  the  repeal  of  letters-patent,  under  the  present 
provisions  of  our  law,  has  been  a  matter  of  dispute.  Adher- 
ing to  the  theory  that  such  proceedings  can  be  authorized 
only  by  express  acts  of  legislation,  some  courts  have  held  that 
in  the  absence  of  a  statute  conferring  this  power  on  the  people 
it  did  not  exist.    In  obedience  to  this  doctrine  it  has  been 

*  That  the  only  issues  on  a  petition  Pentlarge  (1884),  22  Fed.  Bep.  412  ; 

to  annul  an  interfering  patent  are  in-  22  Blatch.  120. 

terferenoe  and  priority,  see  Sawyer  v.         That  when  on  a  suit  to  repeal  under 

Kassey    (1885),    25    Fed.   Bep.   144 ;  Sec.  4918,   Bev.  Stat.,  the  defendant 

Pentluge  v,  Pentlaige  (1884),  22  Blatch.  pleads  that  the  plaintiiTs  patent  is  void 

10  ;  19  Fed.  Bep.  817 ;  eojUrOf  Foster  for  want  of  novelty,  and  this  plea  is 

V.  Lindsay  (1875),  8  O.  O.  1032 ;   2  overruled  as  improper,  and  the  plea  is 

Bann.  &  A.  172 ;  8  Dillon,  126 ;  Foster  amended,  the  defendant  cannot  set  up 

«.  Lindsay  (1874),  70.  Q.  514;  1  Bann.  the   same   matter   in   his   answer,   it 

k  A.  605.  being  res  acyudicaia  in  that  case,  see 

That  on  a  petition  to  annul  an  inter-  Pentlarge  v.  Pentlaige  (1884),  22  Blatch. 
feiing  patent,  under  Sec.  4918,  the  de-  120  ;  ^2  Fed.  Bep.  412. 
fendant  cannot  set  up  by  pleaas  a  defence,  That  where,  after  an  interference 
if  holding  under  a  later  patent,  that  the  judgment,  patents  are  granted  to  both 
invention  was  in  use  before  the  plain-  parties,  and  the  party  to  whom  priority 
tiffs  inventive  act,  see  Pentlaige  v,  was  adjudged  institutes  proceedings  to 
Pentlarge  (1884),  22  Blatch.  10 ;  19  annul  the  other  patent,  the  latter  pat- 
Fed.  Bep.  817.     ^  entee  is  not  estopped  to  deny  that  the 

That  on  proceedings  for  repeal  under  invention  was  new  and  patentable,  see 

Sec  4918,  Bev.  Stat.,  a  plea  that  the  HoUiday  v,  Pickhardt  (1887),  29  Fed. 

plaintirs  patent  is  void  for  want  of  Bep.  853 ;  24  Bktch.  201. 
novelty  is  improper,  see  Pentlaige  v. 
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decided,  in  two  cases  of  considerable  prominence,  that  the 
acts  of  1790  and  1793  bestowed  this  privilege  upon  the 
public;  that  the  act  of  1886,  while  enlarging  the  defences 
permitted  to  infringers,  withdrew  the  public  pririlege  of  a 
repeal ;  and  that  as  subsequent  statutes  have  not  revived  it,  no 
such  privilege  now  exists.^    But  in  the  light  of  principle,  as  well 

f  725.  ^  In  Attorney-General  V.  Bam-  1874.    The  act  of  1836  contained  no 

ford  Chemical  Worka  (1876),  9  0.  G.  provision  authorizing  any  proceeding  to 

1062,  Shepley,  J.  :  (1066),  **  This  leads  repeal  letters-patent  upon  the  ground 

us  to  the  consideration  of  the  protection  that    they    were   obtained    'sorrepti- 

a£forded  by  the  provisions  of  the  patent  tioasly,  by  or  upon  false  suggestion,' 

acts  to  the  rights  of  the  general  public,  but  the  sixteenth  section  provided  m 

and  to  the  history  of  the  legislation  remedy  in  the  case  of  conflicting  pat- 

upon  that  branch  of  the  subject.    The  ents,  and  for  a  repeal  of  the  one  which 

fifth  section  of  the  act  of  1790,  the  first  the  court  should  adjudge  bad  been  im- 

act  of  Congress  in  relation  to  this  sub-  providently   issued.      This   takes   the 

ject  (1  Stat,  at  Large,  111),  provided  a  place  of  the  remedy  to  which»  in  case 

form  and  mode  of  proceeding  to  repeal  of  conflicting  grants,  the  subject  is  ea^ 

a  patent  '  obtained  surreptitiously,  by  titled  as  matter  of  right  in  England. 

or  upon  false  suggestion,'  upon  com-  For  the  protection  of  the  general  pub- 

plaint  made  under  oath  before  the  judge  lie,  in  place  of  the  provision  for  a  pro* 

of  the  district  court  where  the  defend-  oeeding  in  the  nature  of  a  sdnfacku  to 

ant  resided,  and  motion  within  a  year  repeal  the  patent,  to  be  institoted  with- 

after  the  issuing  of  the  patent,  but  not  in  three  years,  as  provided  in  the  act  of 

afterward.      The  patent  issued  under  1798,  it  sought  to  provide  safeguards 

this  act  without  any  oath  of  the  appli-  against  the  issue  of  lettera-patent  upoa 

cant  and  any  previous  examination,  and  false  suggextion,  and   ample   aeenritf 

want  of  novelty  and  originality  are  not  against  any  injury  to  the  citizen,  to 

included  in  the  list  of  defences  author-  whom  it  opened  every  poesible  defence 

ized  by  the  sixth  section.    The  act  of  against  injury  resulting  from  any  mis* 

1798  extended  the  time  of  limitation  tdceor  oversight  of  the  CammiasiQMr 

for  commencing  proceedings  to  repeal  in  issuing  the  patent.    In  faet;  fwerj 

the  patent  to  three  years,  and  enlaiged  defence  against  a  patent  that  can  weU 

the  defences  in  actions  for  infringement,  be  imagined  was  left  open  to  the  dtisett 

opening  the  defence  for  want  of  nov-  whose  interests  were  affected  by  it»  ex* 

elty  and  originality.    These  provisions  cepting  only  the  one  which*  in  Whitney 

clearly  show  that  it  was  deemed  neces-  v.  Mowry,  the  Supreme  Court  decided 

■ary  that  authority  for  proceedings  to  was  not  open»  —  the  question  of  iraad 

repeal  letters-patent  should  be  conferred  upon  the  government  in  obtaining  the 

by  statute.  .  .  .  (1067)  These  acts  of  grant    To  guard  against  such  afiind 

1790  and  1798,  including  these  provisions  it  provided  for  the  examinaticn  by  the 

conferring  jurisdiction  upon  the  Federal  Examiner  and  for  a  Commiasioner  and 

courts  over  proceedings  for  the  repeal  the  subsequent  proceedings  hereinbefore 

of  letters-patent,  were  repealed  by  the  stated,  it  being  made  the  duty  of  tho 

act  of  1886.     That  act  was  substan*  Examiner  and  the  Commissioner  to  pro* 

tially  re-enacted  and  codified  by  the  act  tect  the  rights   of  the  public.     Tbe 

of  1870,  and  in  the  Revised  Statutes  of  jurisdiction  conferred  bj  acts  of  1790 
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as  of  the  recent  decisions  of  the  Supi*eme  Court,  this  position 
cannot  be  maintained.    The  right  of  the  public  to  withdraw 

and  1793  upon  the  Federal  courts  to  of  the  letters-patent  is  in  compliance 
xepeal  a  patent,  and  which,  without  ex-  with  an  act  of  Congress.  The  rights 
press  grant,  it  is  believed  did  not  inhere  and  remedies  of  tlie  parties  are  depend- 
in  those  courts,  is  nowhere  conferred  ent  solely  on  the  statute  enactments, 
by  the  acts  of  1836  or  1870,  or  in  the  and  do  not  grow  out  of  any  previous 
Bevised  Statutes  of  1874.  It  would  ownership  of  the  supposed  subject  of 
seem  to  be  a  great  stretch  of  power  and  the  grant,  as  in  the  case  of  a  convey- 
assumption  of  jurisdiction  for  one  circuit  ance  of  lands."  82  Fed.  Rep.  608(621). 
court,  in  the  absence  of  any  such  ex-  In  United  States  v.  American  Bell 
press  authority  conferred  by  act  of  Con-  Telephone  Co.  (1887),  41  0.  G.  128  ;  82 
gress,  to  repeal  and  vacate  a  patent  Fed.  Rep.  591,  the  same  position  is 
which  may  have  been  originally  granted  maintained.  This  case  involved  one  of 
npon  the  decree  of  another  circuit  court,  the  most  important  patents  ever  issued 
upon  appeal  from  the  CommL<isioner,  in  this  country,  and  was  exhaustively 
and  adjudged  valid,  perhaps,  in  litiga-  argued  on  both  sid&s  by  several  of  the 
tion  respecting  it  in  still  another  circuit  foremost  members  of  the  American  Pat- 
court  in  another  circuit  The  better  ent  Law  Bar.  In  rendering  its  judg- 
opinion  upon  this  brief  and  imperfect  ment  the  court  reviewed  the  history  of 
review  of  the  legislation  of  Congress  le^lation  and  judicial  decision  on  this 
npon  this  subject  would  seem  to  be  that  question,  and  arrived  at  conclusions 
Congress  had  deliberately  transferred  which  may  be  summed  up  as  follows  : 
the  jurisdiction  over  the  question  of  the  1.  That  all  rights  and  remedies  of 
protection  of  the  rights  of  the  general  patentees  arise  out  of  the  Constitution 
public  to  the  quasi  judicial  decision  of  and  the  acts  of  Congress,  and  where 
the  Examiner  and  the  Commissioner,  these  are  silent  no  right  or  remedy 
or  the  actual  judicial  decision  of  the  exists. 

Federal  courts  upon  appeal  from   the         2.  That  the  power  to  cancel  a  patent 
Commissioner,  and  fully  protected  the  is  not  embraced  among  general  equity 
lights  of  the  individuals  against  whom  powers,  as  in  England,. —  the   patent 
patents  might  be  sought  to  be  enforced,  being  there  a  royal  grant,  but  here  rest- 
by  opening  to  them  every  defence  es-  ing  wholly  on  statute, 
aentlal  to  the  preservation  of  their  rights         8.  That  a  bill  to  cancel  a  patent 
and  the  protection  of  their  interests,  cannot  be  maintained  in  the  name  of 
The  decisions  in  the  Federal  courts  sua-  the  United  States  in  the  absence  of  an 
taining  proceedings  in  equity  to  vacate  express  statute  to  that  effect, 
letters-patent  granting  lands  obtained         4.  That  the  power  to  cancel  a  land 
by  fraud,  furnish  no  precedent  in  case  patent  does  not  extend  to  patents  for 
of  letters-patent  for  inventions.     The  inventions,  since  the  government  grants 
United  States,  as  an  owner  of  lands,  has  the  land  but  not  the  invention. 
«qual  rights  and  is  entitled  to  equal         5.  That  under  the  acts  of  1790  and 
remedies  with  an  individual  owner.    In  1793  a  patent  could  be  cancelled  on 
granting  lands  the  United  States  con-  »eire  facias  if  surreptitiously  obtained, 
reys  that  in  which  it  has  the  fee.     In  but  under  later  acts  this  is  a  ground  of 
issuing    letters-patent   for   inventions,  defence  in  infringement  suits,  and  there 
nothing  is  granted  which  belonged  be-  only, 
fore  to  the  United  States.    The  issue         Of  these  conclusions  the  first  and 
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from  the  grantee  a  grant  improperly  secured  rests  upon  found- 
ations deeper  tlian  the  current  enactments  of  the  legislatiYe 

fourth  seem  to  contain  the  fundamental  the  Constitation  they  adopted  the  verj 
propositions  out  of  which  the  others  are  words  and  phrases  of  the  English  law, 
deduced,  and  the  value  of  the  decision  defined  the  monopoly  in  terms  of  estab- 
as  an  authority  thus  depends  on  the  lished  meaning,  and  eyidenUy  contem- 
truth  of  these  premises  and  the  sound-  plated  the  reproduction  on  this  side  the 
ness  of  the  logical  processes  by  which  Atlantic  of  tiie  system  which  had  proved 
the  others  are  inferred  from  them.  its  value  in  the  mother  country.  Un- 
Firstly,  then,  is  it  true  that  all  the  der  this  clause  of  the  Constitution  Con- 
rights  and  remedies  of  patentees  arise  gress  immediately  passed  the  act  of 
out  of  the  Constitution  and  the  acts  of  1790,  which  is  evidently  little  mors 
Congress,  and  that  where  these  are  than  the  formulation  of  the  doctrines 
silent  no  right  or  remedy  exists  ?  The  announced  in  previous  decisions  of  ths 
power  to  grant  a  monopoly  in  an  inven-  British  common-law  courts,  and  whose 
tion  was  an  attribute  of  sovereignty  at  interpretation  would  have  been  impos- 
oommon  law,  and  was  recognized  as  sible  without  constant  recourse  to  the 
such  by  the  courts  of  common  law  in  sources  from  which  it  was  drawn.  All 
the  very  heat  of  the  contest  against  later  acts  of  Congress  are  mere  develop- 
odious  monopolies.  (See  §  9  and  notes,  ments  and  modifications  of  this  earlier 
ante, )  It  was  claimed  and  exercised  by  act,  and  bear  a  similar  relation  to  ths 
the  several  States  as  an  attribute  of  common  law.  Historically,  therefore, 
their  common-law  sovereignty,  not  only  the  rights  snd  remedies  of  patentees 
before  but  after  the  adoption  of  the  arise,  not  from  the  statutes,  but  from  the 
Federal  Constitution.  (See  §  15  and  common  law,  and  though  the  common 
notes,  arUe.)  The  rights  created  by  Uw  has  been  to  some  extent  declared 
the  grant  of  such  a  monopoly  were  de-  and  amplified  by  statutes,  it  cannot  he 
fined  and  enforced,  both  in  England  assumed  either  that  aU  the  rights  of 
and  in  our  several  States,  according  to  patentees  have  been  expressly  named 
the  common  principles  and  methods  of  in  these  enactments,  or  that  no  reme- 
law  and  equity,  —  in  most  cases  with-  dies  exist  except  those  which  are  then 
out  any  statute  to  declare  the  right  or  particularly  prescribed, 
to  prescribe  the  remedy.  When  the  In  practical  jurisprudence  the  sams 
Federal  Constitution  was  framed  it  was  fSeust  appears.  The  earlier  cases  decided 
optional  with  the  people  of  the  United  under  our  acts  of  Congress  were  a^jadi- 
States  either  to  hestow  this  among  other  cated  with  constant  reference  to  the  de- 
attributes  of  sovereignty  upon  the  na-  cisions  of  the  English  courts.  Equity 
tional  government  or  to  retain  it  within  asserted  jurisdiction  and  applied  iti 
the  sole  possession  of  the  individual  remedies  unhesitatingly  before  the  act 
States.  They  chose  the  former  policy,  of  1819,  and  when  no  chancery  relief 
and  conferred  upon  the  United  States  was  given  by  statute.  All  questions  as 
the  same  power  to  create  monopolies  in  to  the  nature  and  scope  of  the  monop* 
favor  of  inventors,  throughout  the  en*  oly,  as  to  the  forms  of  infringement, 
tire  country,  that  was  already  exercised  as  to  the  course  of  pleading,  mode  of 
by  the  several  States  within  their  re-  trial,  and  (except  under  the  acts  of 
spective  areas,  and  that  had  been  imme-  1790  and  1793)  as  to  the  measure  of 
morially  known  to  and  sanctioned  by  compensation  in  both  tribunals,  were 
the  common  law.    In  this  provision  of  settled  by  well-known  law  or  equity 
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department  of  the  government.    It  is  a  right  inherent  in  the 
sovereign  jure  regio^  and  bj  the  common  law  and  in  the  his- 

rales  and  independently  of  any  express  gress,  what  inference  can  from  this  be 

legislation.     Whatever  injniy  the  pat-  drawn  that  the  United  States  is  without 

entee  may  sustain  other  than  by  the  in-  remedy  against  a  fraudulent  monopoly  ? 

fringement   of  his  patent,  as  by  the  Either  the  patentee  has  a  right  to  re- 

ilander  of  his  title,  the  fraudulent  dis-  tain  a  patent  which  he  has  procured  by 

eovery  and  appropriation  of  his  secret  fraud,   or  the  government  which  has 

pending  his  efforts  to  procure  a  patent,  been  deceived,   acting  for   the  public 

etc.,  must  be  redressed,  if  at  all,  acconl-  which  has  been  defrauded,  has  the  right 

ing  to  the  ordinary  legal  or  equitable  to  cancel  it.    It  will  hardly  be  pretended 

methods  without  the  aid  of  statutes,  that  the  written  law  confers  such  right 

The  course  of  applied  justice  thus  con-  upon  the  patentee,  and  thence  according 

tradicts  the  proposition  that  all  these  to  the  line  of  argument  adopted  by  the 

rights  and  remedies  rest  on  the  Con-  court,  the  right  to  a  repeal  is  vested  in 

stitution  and  the  acts  of  Congress,  and  the  United  States.      But  neither  the 

that  no  right  or  remedy  exists  except  eommon  law  nor  the  principles  of  equity 

■s  they  bestow  it.  jurisprudence  afford  an  apology  for  such 

It  IB  doubtless  true  that  if  the  Federal  a  claim  on  behalf  of  the  fraudulent  pat- 

Oonstitutlon    had   not    contained   the  entee  ;  on  the  contrary,  in  both  Ijpbunals 

clause  referred  to,  or  its  equivalent,  the  the  power  of  the  government  to  interfere 

United  States  would  have  received  no  at  once  and  restore  to  the  public  the 

power  to  create  a  monopoly  in  favor  privileges  of  which  they  have  been  un* 

of  the  inventor.    It  Ib  also  true  that  if  justly   deprived   has   constantly   been 

Congress  had  never  passed  an  act  to  recognized  as  a  part  of  that  same  attri- 

earry  this  clause  into  effect,  no  patents  bute  of  sovereignty  by  whose  exercise  the 

ever  could  have  been  granted  by  the  Fed-  monopoly  has   been    created.     If  the 

eral  Government.  But  it  does  not  thence  United  States  has  not  this  power  it  is 

follow  that  when  Congress  has  legislated  because  the  Federal   Constitution,    in 

on  the  subject  and  established  a  patent-  conferring  upon  the  national  govem- 

system  clothed  with  the  authority  to  ment  the  authority  to  create  monopolies, 

issue  patents  for  inventions,  all  rights  divorced  from  this  authority  its  neces- 

nnder  such  patents  and  all  remedies  for  sary  correlate,  —  the  authority  to  rescind 

their  violation  must  be  found  declared  unlawful  monopolies,  —  leaving  the  lat- 

■nd  specified  in  the  statutes  by  which  ter  in  the  States  as  part  of  their  re- 

this  authority  is  conferred.    As  in  every  served  sovereignty,  or  extinguishing  it 

other  instance  where  express  legislation  altogether,  —  either  of  which  positions 

relates  to  subject-matter  already  known  is  absurd,  though  scarcely  more  so  than 

to  the  common  law,  the  statute  does  not  the  claim  that  such  a  defect  of  sover- 

exelnde  what  it  does  not  mention  or  im-  eignty  can  be  removed  by  any  act  of 

pliedly  repeal,  but  both  the  written  and  Congress. 

onwritten  law  must  be  construed  to-  Not  to  pursue  this  criticism  further, 

gether  and  taken  as  the  measure  of  the  can  there  be  any  serious  doubt  that  the 

rights  and  remedies  with  which  they  United  States  has  power  to  repeal  un- 

deal.  lawful  patents,  irrespective  of  any  special 

But  were  it  conceded  that  all  the  provision  of  the  Constitution  to  that  ef- 

rights  and  remedies  of  patentees  arise  out  feet,  or  any  act  of  Congress  confen-ing 

of  the  Constitution  and  the  acts  of  Con-  that  authority,  but  solely  as  a  part  of 

§725 


472          TREATISE  ON  THE  LAW  OF  PATENTS.    [BOOK  m. 

tory  of  English  jurisprudence  has  always  been  recognized  as 
embraced  in  the  prerogative  by  which  the  grant  itself  is  au- 

itasoTereigntyoyerthesabject-inatterof  within  a  limited  time  after  the  patent 
moDopolies  for  iiiTeiitions  as  delegated  issued,  and  was  particolarly  designed  to 
to  it  by  the  express  language  of  the  afford  relief  in  cases  where  the  patentee 
Constitution  t  And  if  this  he  not  was  not  the  first  and  true  inventor  of 
doobted  what  answer  shall  be  given  to  the  matter  covered  by  his  patent.  The 
the  farther  question,  —  whether,  pos-  awarding  of  the  remedy  was  entirely  at 
sessing  this  power,  the  Federal  govern-  the  discretion  of  the  court  The  United 
ment  can  ezerdse  it  for  the  protection  States  could  not  be  made  a  party  to  the 
of  the  public  interests  in  the  ordinary  suit,  eitheroriginally  or  by  substitution, 
modes  known  to  the  law  from  which  and  was  held  by  the  courts  to  be  en* 
ours  is  derived  or  must  await  the  desig-  tirely  without  interest  in  the  oontro- 
nation  by  some  act  of  Congress  of  a  versy,  except  as  the  public  may  always 
proceeding  in  which  its  repealing  power  benefit  by  a  decision  that  a  patent  is 
oould  be  applied  ?  invalid.  (See  Wood  v.  Williams  (1884), 
It  will  divest  this  question  of  some  Gilpin,  517  ;  1  Robb,  717.)  Now  what 
of  its  obscurity  if  we  remove  from  the  possible  connection  can  there  be,  either 
diBCuaslon  certain  matters  which  have  in  law  or  logic,  between  this  grant  of 
had  great  weight  with  the  courts  in  a  private  remedy,  or  the  substitution  for 
the  two  cases  now  under  review,  but  it  of  other  private  remedies  under  later 
which  have  really  no  bearing  whatever  statutes,  and  the  power  of  the  United 
on  the  principle  involved.  In  the  States,  in  its  sovereign  capacity,  to  in- 
acts  of  1790  and  1798  provisions  for  terfere  for  the  rescission  of  a  monopoly 
the  repeal,  by  tcire  facias,  of  patents  unlawfully  obtained  f  As  it  oould  not 
issued  upon  false  suggestion,  were  in-  avail  itself  of  this  provision,  the  passage 
serted  which  by  later  statutes  were  im-  of  the  statute  affords  no  indication  that 
pliedly  annulled,  and  now  have  no  place  an  act  of  Congress  was  necessary  to  en- 
in  our  written  Patent  Law.  Assuming  able  it  to  exercise  its  power.  As  the 
that  these  provisions  were  intended  by  repeal  of  this  provision  could  not  de- 
Congress  to  afford  the  government  a  prive  it  of  any  remedy,  such  repeal  is 
method  for  rescinding  unlawful  pat-  no  proof  that  its  remedies  do  not  exist 
ents  in  the  interest  of  the  public.  The  aiguments  derived  from  these  pro- 
their  repeal  and  the  failure  to  provide  visions  are  thus  aside  from  the  whok 
such  methods  in  the  recent  statutes  has  question  at  issue,  leaving  it  to  be  deter- 
been  accepted  as  a  powerful  aigument  in  mined  upon  independent  grounds  of 
favor  of  the  view  that  under  present  fact  and  principle, 
laws  the  government  is  left  without  a  Stripped  of  this  veil  of  fallacy  the 
remedy.  This  is,  in  fact,  the  substance  exact  question  may  be  stated  thus  : 
of  the  reasoning  in  the  first  case  cited.  Either  the  United  States  has  never  had 
which  is  closely  followed  in  the  second,  a  remedy  by  means  of  which  it  might 
But  the  slightest  examination  of  these  recall  a  patent  fraudulently  obtained ; 
provisions  will  disclose  that  the  remedy  or  it  has  always  had  and  atill  retaina 
afforded  by  them  was  a  private  not  a  the  remedies  known  to  equity  and  the 
public  remedy.  The  proceeding  was  to  common  law.  Each  of  these  altema- 
be  instituted  by  a  private  person  who  tives  excludes  the  other,  and  one  or  the 
was  to  be  liable  for  the  costs  if  his  effort  other  of  them  must  be  true.  Applying 
failed.     It  was  to  have  been  brought  to  this  question  the  test  of  fundamental 
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thorized.  Still  more  esseo^ial  is  it  to  our  own  patent  system, 
where  the  issue  of  a  patent  creates  a  contract  between  the 

principle  we  then  inquire  whether  a  and  does  not  grant  the  inverUion  to  the 
•OTereiguty,  in  the  exercise  of  sovereign  patentee  may  be  at  once  conceded,  but 
authority,  can  ever  confer  upon  an  indi-  this  concession  by  no  means  disposes  of 
▼idual  a  privilege  which  curtails  its  own  the  point  in  question.  In  a  land  grant 
freedom  of  action  and  invades  the  com-  the  government  transfers  to  private 
mon  rights  of  all  its  subjects,  beyond  owners  the  property  which  it  held,  not 
its  own  power  to  revoke  the  privilege  as  its  own,  but  in  trust  for  the  whole 
when  it  discovers  that  the  grant  has  been  people.  By  that  transfer  it  decreases 
obtained  by  fraud.  If  so,  the  nation  is  the  entire  amount  of  public  property, 
more  helpless  than  any  private  citizen,  and  restricts  its  own  power  of  dominion 
Through  its  ignorant  or  unfaithful  ser*  and  conveyance  over  the  land  conferred, 
▼ants  it  may  commit  itself  to  the  most  Thus  when  such  a  grant  is  obtained 
foolish  or  injurious  measures  without  the  through  fraud,  the  government  and  the 
ability  to  retrace  its  steps  or  to  correct  public  both  sustain  an  injury,  wbich 
its  errors.  Such  a  condition  of  aflfairs  known  equitable  and  legal  remedies  are 
is  not  contemplated  by  any  theory  of  sufficient  to  redress.  On  the  other 
political  society,  or  any  system  of  civil-  hand,  when  the  government  grants  a 
ized  jurisprudence.  The  power  to  ere-  simple  franchise  it  transfers  no  public 
ate  necessarily  embraces  the  power  to  property  nor  does  it  limit  its  own  rights 
destroy,  and  if  modes  are  provided  in  in  any  manner  or  degree.  Other  fran- 
which  creative  power  may  be  exerted,  chises  of  similar  character  may  be  in- 
■nd  none  for  the  administration  of  de-  definitely  bestowed,  and  however  nnmer- 
structive  energy,  the  latter  must  be  ex*  ons  they  may  be,  the  privileges  of  the 
ercised,  when  needed,  in  any  manner  people  at  laige  are  not  affected.  In  such 
which  may  have  before  been  known  to  cases,  as  there  is  no  iivjnry,  even  where 
and  sanctioned  by  the  customary  law.  fraud  is  practised  in  procuring  the 
That  this  is  true  whenever  the  govern-  grant,  there  is  no  occasion  for  a  remedy, 
ment  has  been  defrauded  into  a  grant  unless,  in  view  of  public  policy,  the 
of  public  property,  has  never  been  dis-  government  sees  fit  to  inflict  upon  the 
puted.  That  it  applies  equally  when-  fraudulent  grantees  the  penalty  of  for- 
ever public  right  has  been  unlawfully  feiture.  The  positions  taken  by  our 
restrained,  follows  from  the  same  prin-  courts  in  reference  both  to  land  grants 
eiplea  of  justice  and  the  inherent  nature  and  to  franchises  are,  therefore,  sound 
of  the  sovereign  power.  in  principle  and  recognize  the  govern- 

To  avoid  this  conclusion,  the  court,  ment  as  supplied  with  all  the  remedies 

in  the  case  now  considered,  adopts  the  it  can  require. 

dkium  of  the  earlier  judge,  that  in  the  The  judges,  in  the  two  cases  now  ex- 
issue  of  letters-patent  for  an  invention  amined,  repudiate  all  similarity  between 
nothing  is  granted  which  before  belonged  a  patent  for  an  invention  and  a  land 
to  the  United  States,  and  therefore,  al-  grant,  and  identify  it  with  «  franchise 
though  fraudulent,  the  patent  cannot,  both  in  nature  and  effect.  This  is  obvi- 
like  a  land  grant,  be  recalled.  This  is  ously  an  error.  The  issne  of  a  patent 
the  fourth  of  our  formulated  proposi-  does  not  confer  a  simple  franchise ;  it 
tions,  and  in  it  resides  whatever  real  creates  a  monopoly.  Although  the  gov- 
force  the  arguments  on  this  side  of  the  emment  and  the  public  do  not  own  the 
controversy  possess.  invention,   they  do   possess  rights  in 

That  the  government  never  owned  reference  to  it  of  the  most  important 
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inventor  and  the  public  which  like  all  other  contracts  may 

character,  which  are  suspended  or  reliu-  45  O.  G.  1811,  the  principles  asserted 
quished  by  the  grant  of  letters-patent,  in  this  criticism  of  the  two  coses  before 
The  goyemment  has  the  right  to  bestow  mentioned  have  just  been  adopted,  in 
upon  the  first  and  true  inventor  of  that  substance,  by  the  Supreme  Court  of  the 
inrention  an  absolute  and  nndispnted  United  States  ss  the  grounds  of  its  re- 
monopoly,  free  from  all  doubts  as  to  yersal  of  the  decision  in  United  States 
his  title,  and  this  right  is  relinquished  v.  American  Bell  Telephone  Co.,  and  its 
by  the  actual  issue  of  a  patent  to  any  consequent  rejection  of  Atty.  Gen.  v. 
patentee.  The  public,  whom  the  Rumford  Chemical  Works  as  a  reliable 
government  represents,  have  an  un-  authority  upon  the  point  in  question, 
questioned  natural  right  to  use  the  Mr.  Justice  Miller  there  presents  these 
invention  freely  upon  its  voluntary  considerations  in  a  different  arrangement 
publication  by  the  inventor,  and  to  in-  from  that  here  pursued,  but  reaches  his 
vent  and  use  the  art  or  article  for  results  by  the  same  general  methods, 
themselves  in  case  he  does  not  see  fit  unqualifiedly  asserting  the  right  of  tha 
to  disclose  it.  This  right  is  immedi-  United  States  to  proceed  in  equity  for 
ately  suspended  by  the  issue  of  a  patent,  the  repeal  of  patents  fraudulently  ob- 
and  cannot  be  regained  until  the  patent  tained,  although  no  statutory  power  or 
has  expired  or  been  repealed.  Both  of  remedy  to  that  effect  has  been  conferred 
these  rights  are  of  the  highest  value  to  upon  them. 

the  nation,  and  their  invasion  by  fraud-  In  United  Spates  v.  Gunning  (1883), 
ulently  obtaining  the  issue  of  a  patent  21  Blatch.  516,  WalUce,  J.  :  (517) 
is  an  injury  equal  in  enormity  and  in  "  Notwithstanding  the  expression  of 
disaster  to  the  public  to  that  which  any  opinion  by  Judge  Shepley,  in  Attorney 
fraudulent  land  grant  could  occasion.  General  «.  Rumford  Chemical  Works 
No  better  illustration  of  this  statement  (2  Banning  k  Arden,  298),  in  &vor  of 
can  be  needed  than  the  patent  whose  the  defendants'  position,  it  is  believed 
repeal  wss  sought  in  the  case  at  bar, — a  there  is  no  sound  reason  why  a  bill  will 
patent  which  if  fraudulently  procured  not  lie  in  such  a  case,  as  well  as  where 
has  not  only  deprived  the  government  of  the  subject  of  the  grant  is  land  or  is  a 
the  power  to  confer  a  merited  monopoly  franchise  or  right  of  a  different  kind, 
on  an  illustrious  and  successful  inventor,  The  learned  judge  laid  much  stress 
but  has  been  made  an  engine  of  oppres-  upon  the  consideration  that,  in  issuing 
sion  on  the  public  from  one  end  of  the  letters-patent  for  inventions,  nothing  is 
country  to  the  other.  If  this  question  granted  which  belonged  before  to  the 
is  to  be  determined  by  analogy  it  is  thus  United  States,  and  that  the  rights  and 
evident  that  the  doctrine  applied  to  remedies  of  the  parries  to  such  grants 
land  grants,  and  not  that  to  franchises,  are  dependent  solely  on  the  statute  en- 
must  furnish  us  with  the  desired  solu-  actments,  and  do  not  grow  out  of  any 
rion.  Though  the  correspondence  in  previous  ownership  of  the  subject  of  the 
subject-matter  is  not  exact,  the  rights  grant ;  and  it  was  his  view  that  in  such 
involved  are  of  the  same  general  char-  a  case,  express  authority  for  proceedings 
acter  and  vest  in  the  same  persons,  to  annul  the  grant  must  be  conferred,  in 
while  the  wrongs  committed  by  the  order  to  sanction  them.  The  same 
fraud  affect  interests  of  equsl  impor-  reasoning  would  preclude  a  State  from 
tanoe,  and  demand  as  summary  relief.  proceedings  to  annul  the  charter  of  a 
In  United  States  v.  American  Bell  coqwnition  created  by  its  L^aslature, 
Telephone  Co.  (1888) ;  128  U.  S.  315 ;  if  obtained  through  fraud.      Yet  it  is  a 
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be  rescinded  for  non-performance  of  conditions  precedent,  or 
avoided  when  originally  obtained  by  fraud. 

§  726.   Patents  Repealable  at  Common  Law  In  the  Interest  of 
the  Pnblio  in  Three  Classes  of  Cases. 

At  common  law  a  grant  by  the  -sovereign  was  revocable  in 
three  classes  of  cases:  (1)  Where  the  same  subject-matter 
had  been  previously  granted ;  (2)  Where  the  grant  had  been 
procured  by  fraud;  (8)  Where  the  subject-matter  of  the 
grant  could  not  legally  be  granted.^    Under  our  law  the  first 

familiar  principle  that  grants  of  corpo-  tion  made  by  the  common  law  in  regard 
rate  franchises,  obtained  through  fraud  to  annuUing  patents,  for  while  it  author- 
practised  upon  the  Legislature,  are  void  izes  individuals  claiming  under  conflict- 
when  the  State  elects  to  set  them  aside  ing  patents,  or  one  whose  claim  to  a 
by  a  judicial  rescission.  (Morawetz,  patent  has  been  rejected  because  his  in- 
Corp.  §  148. )  He  also  refers  to  the  vention  was  covered  by  a  patent  already 
provisions  of  the  Patent  Acts  of  1790  issued,  to  try  the  conflicting  claim  in 
and  1793,  which  authorized  proceedings  chancery,  and  authorizes  the  court  to 
for  the  repeal  of  patents  obtained  sur-  annul  or  set  aside  a  patent  so  far  as  may 
reptitiously  or  by  false  suggestion,  as  be  found  necessary  to  protect  the  right, 
indicating  that  Congress  deemed  it  the  suit  by  individuals  \a  limited  to  that 
necessary  that  authority  for  proceedings  class  of  cases.  And  it  is  provided  that 
to  repeal  letters-patent  obtained  through  the  decree  shall  be  of  no  validity  except 
fraud  should  be  conferred  by  statute,  between  the  parties  to  the  suit.  The 
These  provisions,  however,  permitted  general  public  is  left  to  the  protection  of 
such  proceedings  to  be  taken  by  any  the  government  and  its  officers.*'  1  0. 
person  who  chose  to  complain,  —  aright  G.  499  (500) ;  5  Fisher,  513  (515). 
which  did  not  and  does  not  exist  unless  §  726.  ^  In  Mowry  v.  Whitney 
expressly  conferred.  A  bill  in  equity  (1871),  14  WaU.  484,  Miller,  J.:  (439) 
lies  to  set  aside  letters-patent  obtained  "  The  ancient  mode  of  doing  this  in  the 
by  fraud,  but  only  between  the  sover-  English  courts  was  by  tcire  faeicu,  and 
eigntyroakingthe  grant  and  the  grantee,  three  classes  of  cases  are  laid  down  in 
(Field  V.  Seabury,  19  How.  323.)  No  which  this  may  be  done:  (1)  When 
inference  can  be  justly  drawn,  therefore^  the  king  by  his  letters-patent  has  by 
from  these  provisions,  that  Congress  different  patents  granted  the  same  thing 
deemed  it  requisite  to  confer  express  to  several  persons,  the  first  patentee 
authority  upon  the  United  States  to  shall  have  a  9cire  fadoA  to  repeal  the 
maintain  such  a  suit,  nor,  from  the  ab-  second ;  (2)  When  the  king  has  granted 
senoe  of  such  provisions  in  the  existing  a  thing  by  false  suggestion,  he  may  by 
lawfl^  that  Congress  intended  to  with-  mxrt  facias  repeal  his  own  grant ;  (8) 
hold  such  anthoxity."  26  0.  O.  356  When  he  has  granted  that  which  by 
(356) ,  18  Fed.  Rep.  511  (512).  law  he  cannot  grant,  he,  jure  regis,  and 
In  Mowiy  «•  Whitney  (1871),  14  for  the  advancement  of  justice  and 
Wall.  434,  Miller,  J.  :  (440)  ''The  right,  may  have  a  scire  facias  to  re- 
16th  section  of  the  Patent  Act  of  1836  peal  his  own  letters-patent.  .  .  .  It  will 
seems  to  have  in  view  the  same  distino-  be  observed  that  in  the  case  of  a  conflict 
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class  has  been  modified  in  character  and  provided  with  a 
special  remedy.  The  common  law  conclusively  presumed  the 
first  patent  to  be  valid  as  against  all  patents  subsequently 
granted,  and  thus  repealed  only  the  later  patent  in  favor  of 
the  former.  Our  law  recognizes  no  conclusive  presumption 
in  the  interest  of  either  the  prior  or  the  later  patent,  but  sus- 
tains the  one  granted  to  the  first  and  true  inventor  and  re- 
peals all  others.  The  method  by  which  this  is  accomplished, 
without  invoking  the  aid  of  the  public,  was  discussed  in  the 
last  section. 

§  727.    Proceedings  for  a  Repeal  In  the  Interest  of  the  Pnblio 
Necessary  when  the  Patent  was  Obtained  by  Fraud. 

The  second  class  of  cases  directly  involves  the  interests  of 
the  whole  people  and  can  be  remedied  only  by  governmental 
interference.  A  patent  procured  by  fraud  not  only  confers 
no  just  rights  on  the  patentee,  but  as  long  as  it  exists  it  con- 
fititutes  an  unwarrantable  limitation  on  the  sovereign  power. 
So  far  as  it  affects  the  interests  of  individual  citizens  it  is 
also  an  act  of  oppression,  in  aid  of  which  the  sanction  of  the 
government  has  been  unlawfully  obtained.  But  no  ability  to 
secure  himself  against  its  operation  resides  in  any  individual. 
It  is  a  grant  within  the  jurisdiction  of  the  grantor,  and  there- 
fore cannot  be  collaterally  attacked.  Nor  is  the  injury  sus- 
tained by  individuals  from  the  fraud  and  falsehood  of  the 
patentee  so  distinct  from  that  inflicted  on  the  general  public 
that   any  private    action  can  be  instituted  to  redress  it^ 

under  two  patents  granting  the  same  him  npon  his  petition  to  use  his  name 

rights,  the  acire  faeiaa  may,  according  for  the  repeal  of  it,  in  scarf  facias  aft 

to  the  authorities  cited,  be  hiought  in  the  king's  suit."    1  0.  G.  499  (500);  5 

the  name  of  one  of  the  patentees  ;  bnt  Fisher,  513  (514). 

in  the  other  cases,  when  the  patent  was  §  727.     ^  In   Mowiy  v,   Whitney 

obtained  by  a  fraud  upon  the  king»  by  (1871),  14  WaU.  4S4,  Miller,  J.:  (441) 

false  suggestion,  or  where  it  was  issued  "  The  reasons  for  requiring  oflSdal  an- 

without  authority,  and  for  the  good  of  thority  for  such  a  proceeding  are  ob- 

the  public  and    right   and  justice  it  Tions:  (1)  The  fraud,  if  one  exists,  hat 

should  be  repealed,  the  writ  is  to  issue  been  practised  on  the  goTetnment,  sad 

in  the  king's  name  or  his  attorney-gen-  as  the  party  iigured,  it  is  the  i4>pio- 

eral's.    It  is  also  said  that  when  a  pat-  priate  party  to  assert  the  remedy  or 

•nt  is  granted  to  the  prejudice  of  the  seek  relief.     (2)  A  suit  by  an  indirid* 

•abject,  the  king  of  right  is  to  permit  nal  could  only  be  condusiTe  in  nsoll 
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Hence,  as  such  frauds  upon  the  Patent  Office  cannot  be  pr&* 
vented,  and  as  in  the  ineyitable  course  of  things  patents  from 
time  to  time  are  granted  upon  false  suggestions  or  upon  con- 
cealments which  amount  to  fraud,  the  revocation  of  such 
patents  is  a  duty  which  the  public  owes  to  itself  both  as  a 
sovereign  and  as  a  community  of  individuals. 

§  728L  Proceedings  for  a  Repeal  in  the  Interest  of  the  Publio 
sometimes  Neoessary  "w^here  the  Subject-matter  of  the 
Patent  cannot  laawfuUy  be  Patented. 

How  far  and  when  the  government  is  called  upon  to  inter- 
fere in  cases  of  the  third  class  is  a  question  of  more  difficulty. 
The  grant  of  a  subject-matter  which  is  by  law  incapable  of 
being  granted  carries  upon  its  face  the  evidence  of  its  own 
invalidity.  The  power  of  the  sovereign  is  not  limited  by  it 
even  in  appearance,  nor  is  the  subject  estopped  from  denying 
its  efficiency  in  a  collateral  proceeding.  Thus  while  the 
authority  of  the  government  to  revoke  the  grant  cannot  be 
doubted,  the  cases  in  which  this  becomes  necessary  in  the 
interest  of  the  public  or  for  individual  protection  are  com- 
paratively rare.      Under  our  patent  system  the  security  af- 

u  between  the  patentee  and  the  party  which  the  government  grants  after  reg« 
•aing^  and  it  woald  remain  a  valid  in«  nkr  proceedings  before  officers  api>ointed 
stmment  as  to  all  others.  (8)  The  for  the  purpose,  if  the  validity  of  the 
patentee  would  or  might  be  subjected  instrument  by  which  the  grant  is  made, 
to  innumerable  vexatious  suits  to  set  can  be  impeached  by  any  one  whoss 
aside  his  patent,  since  a  decree  in  his  interest  may  be  affected  by  it,  and 
&yor  in  one  suit  would  be  no  bar  to  a  would  tend  to  discredit  the  authority  oi 
■ait  by  another  party.  If,  on  the  other  the  government  in  such  matters."  1  O. 
hand,  an  individual  finds  himself  in-  O.  499  (500);  5  Fisher,  613  (516).  Sea 
jnred,  either  speciaUy  or  as  a  part  of  the  also  §  715  and  notes,  ante, 
general  public,  it  is  no  hardship  to  re-  That  the  unintentiona]  issue  of  a  pat- 
quire  him  to  satisfy  the  attorney-general  ent  cannot  be  jwt  np  except  in  a  direct 
that  the  case  is  one  in  which  the  gov*  proceeding  to  vacate  the  patent,  sea 
eniment  ought  to  interfere,  either  di-  Doughty  v.  West  (1869),  3  Fisher,  580 ; 
lectly  by  instituting  the  suit,  or  indi«  6  Blatch.  429. 

xectlybyanthorizingtheuseof  itsname,         That  the  United  Statea  cannot  sue 

by  which  the  attorney-general   would  to  repeal  a  patent  on  grounds  that  have 

retain  such  control  of  the   matter  as  been  urged  against  the  patent  in  an  in- 

would  enable  him  to  prevent  oppres-  Mngement  suit  when  the  patent  was 

■ion  and  abuse  in  the  exercise  of  the  sustained,  see  United  States  v.  Colgpite 

right  to  prosecute  such  a  suit   It  would  (1884),  82  Fed.  Bep.  624. 
seriously  impair  the  value  of  the  title 
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forded  against  unlawful  patents  of  this  character  by  the 
proceedings  in  the  Patent  Office,  and  Ifj  the  defences  per- 
mitted to  alleged  infringers,  is  usually  sufficient,  and  in  such 
cases  the  government  will  not  interfere.  But  where  the 
invalidity  of  a  patent  has  been  established  by  repeated  deci- 
sions of  the  courts,  and  it  is  being  used  as  a  mere  instrument 
of  oppression  against  citizens  who,  though  aware  of  its  true 
character,  cannot  avoi4  incurring  trouble  and  expense  in 
their  defence  against  it,  the  public  cannot  justly  refuse  to 
withdraw  the  appearance  of  authority,  under  which  the  wrong 
is  perpetrated,  by  the  immediate  and  final  revocation  of  the 
patent. 

§  729.   Proceedings  for  a  Repeal  in  the  Interest  of  the  Pablio  are 
by  Bm  in  Equity  in  the  Name  of  the  United  States. 

The  proceeding  for  the  repeal  of  an  unlawful  patent  of  the 
second  or  third  classes  is  by  a  bill  in  chancery  in  the  name 
of  the  government  or  its  Attomey-Oeneral.^  Such  proceed- 
ings are  instituted  with  great  caution.    The  Attorney-General 

9  729.    ^   In  Mowry   v.    Whitney  in  the  equity  side  of  the  ooort  of  chan- 

(1871),  U  WaU.  4U,  Miller,  J.:  (440)  eery."  1  O.  G.  499  (500);  5  Fiaher,  61Z 

"The  scire  facias  to  repeal  a  patent  was  (515). 

brought  in  chancery  where  the  patent         That  proceedings  to  repeal  a  patent 

was  of  record.     And  though  in  this  under  the  act  of  1798  were  in  the  nature 

country  the  writ  of  scire  facias  is  not  in  of  a  scire  fadas,  see  JBx  parte  Wood 

use  as  a  chancery  proceeding,  the  na-  (1824),  9  Wheat.  608;   1  Robb,  488; 

ture  of  the  chancery  jurisdiction  and  Steams  v,  Barrett   (1816),   1  Mason, 

its  mode  of  proceeding  have  established  158  ;  1  Robb,  97. 
it  as  the  appropriate  tribunal  for  the         That  only  the  attorney-general,  in 

annulling  of  a  grant  or  patent  from  the  the  name  of  the  United  States  can  pne 

government.    This  is  settled  so  far  as  to  limit  or  repeal  a  patent,  see  Cellnldd 

this  court  is  concerned  by  the  case  of  Mfg.  Co.  v.  Goodyear  Dental  Vulcanite 

the  United  States  v.  Stone,  in  which  it  Ca  (1876),  10  O.  G.  41 ;   IS  Blatch. 

is  said  that  the  bill  in  chancery  is  found  875  ;  United  States  v.  Doughty  (1870), 

a  more  convenient  remedy.    A  bill  of  7  Blatch.  424. 

this   character  was  also   sustained  in         That  the  power  of  the  attorney-gen- 

the  English  chanoeiy  in  the  case  of  The  oral  to  sue  for  a  repeal  gives  no  power 

Attorney-General  v,   Vernon,    on   the  to  a  defendant  in  an  infringement  suit 

ground  of  the  equitable  jurisdiction  in  to  bring  the  matter  before  the  courts,  see 

matters  of  fraud.     And  in  the  case  of  New  York  and  Baltimore  Coffee  Polish* 

Jackson  v.  Lawton,   Chancellor   Kent  ing  Co.  o.  New  York  Coffee  Polishing 

nys  that  in  addition  to  the  writ  of  scirs  Co.  (1881),  20  Blatch.  174 ;  9  Fed.  Bep. 

facias  which  has  ceased  to  be  applicable  578. 
with  us,  there  is  another  remedy,  by  bill 
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must  be  satisfied  that  sufficient  grounds  exist  for  submitting 
the  question  to  the  courts,  and  if  he  is  in  doubt  he  may  be 
guided  by  the  opinion  of  the  Commissioner.^  In  cases  where 
the  patent  is  alleged  to  have  been  fraudulently  obtained  he 
may  act  at  the  instigation  of  a  private  party,  but  not  in  cases 
where  the  matter  urged  as  the  reason  for  refusal  could  be 
employed  by  the  relator  in  his  own  defence  against  the 
patent.'  In  whosesoever  interest  and  for  whatever  purpose 
the  proceedings  are  commenced,  they  remain  always  under 
his  control,  and  can  be  prosecuted  or  discontinued  by  him 
as  his  judgment  of  the  merits  of  the  controversy  may 
require.* 

§  730L    Frocednre  and  Judgment  upon  a  BUI  for  Repeal 

Upon  this  bill  in  equity  the  process,  pleadings,  hearing,  and 
decrees  follow  the  usual  course  of  chancery  proceedings.^ 
All  persons  to  be  affected  by  the  repeal  of  the  patent  must  be 
made  parties,  and  the  grounds  of  the  repeal  must  be  estab- 
lished beyond  reasonable  doubt  The  effect  of  a  judgment 
in  favor  of  the  public  is  to  extinguish  the  patent  and  all  rights 
accruing  under  it,  even  in  the  hands  of  an  innocent  bona  fide 
purchaser ;  and  the  owners  of  the  patent  must  thereupon  sur- 

*  That  the  name  of  the  ITnited  States  States  attorney,  and  there  is  no  obliga* 
should  be  osed  in  a  bill  for  repeal  only  tion  resting  on  him  to  institute  or  pro- 
when  the  Commissioner  is  satisfied  that  ceed  with  them,  see  New  York  and 
the  patent  should  be  repealed,  or  the  Baltimore  Coffee  Polishing  Co.  v.  New 
courts  have  doubted  the  validity  of  the  York  Coffee  Polishing  Co.  (1881),  9 
patent,  or  the  patent  was  fraudulently  Fed.  Rep.  678  ;  20  Blatch.  174. 
obtained,  see  Opinion  Atty.  Gen.  (1874),  §  730.  ^  That  pending  a  suit  on  be- 
6  0.  O.  728.  half  of  the  United  States  for  the  repeal 

*  That  a  bill  to  repeal  a  patent  on  of  a  patent,  an  injunction  to  restrain  or 
the  ground  of  a  false  oath  will  not  lie  in  suspend  actions  for  infringement  will 
the  name  of  the  United  States  in  the  not  be  granted,  the  United  States  having 
interest  of  private  parties,  though  they  no  interest  in  such  actions,  see  United 
file  a  bond  indemnifying  the  United  States  v.  Colgate  (1884),  22  Blatch. 
States,  if  the  same  matters  could  be  set  412  ;  21  Fed.  Rep.  318. 

np  in  their  defence  when  sued,  see  That  the  institution  of  a  suit  to  re- 
United  States  V,  Ynzer  (1884),  22  Fed.  peal  a  patent  raises  no  presumption  of 
Bep.  106.  its  invalidity,  see  American  BeU  Tele- 

*  That  suits  to  annul  patents  are  phone  Co.  v.  National  Improved  Tele* 
whoUy  within  the  control  of  the  United  phone  Co.  (1886),  27  Fed.  Bep.  663. 
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render  it  to  the  Patent  Office  that  it  may  be  duly  cancelled.' 
Costs  may  be  decreed  against  any  owners  of  the  patent  whose 
false  suggestions  led  to  its  original  issue,  but  not  against  an 
owner  who  was  not  a  party  to  the  fraud. 

^  That  a  patent  wiU  be  repealed  on  signee   for  valuable  oonsideiation,  no 

account  of  the  fraud  of  the  patentee,  costs,  however,  being  decreed  against 

when  he  was  not  the  true  inventor,  him,    see   United   States  o.   Gunning 

although  his  co-owner  was  not  a  party  (1884),  28  Blatch.  81 ;  82  F6d.  Bep. 

to  the  fraud,  but  was  a  bona  fide  as-  658. 
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CHAPTER  IV. 

OF  THE  CONSTRUCTION  OF  LETTERS-PATENT. 

§  731.   Nature  and  Soope  of  the  Patent  Monopoly  Detennined 
by  the  Iiegal  Interpretation  of  the  Iietters-Patent. 

The  character  and  scope  of  a  patent  privilege  is  detennined 
by  the  construction  given  to  the  letters-patent.^  The  pat- 
ented invention  is  not  necessarily  the  art  or  instmment  which 
has  been  actually  discovered  or  produced  by  the  inventor,  nor 
that  which  he  endeavored  to  protect  or  thinks  he  has  pro- 
tected by  his  patent ;  ^  it  is  the  art  or  instrument  which  his 
patent  really  describes  and  claims,  according  to  its  true 
legal  interpretation.  Hence  all  his  rights  in  reference  to  the 
exclusive  use  of  his  invention,  and  all  the  rights  of  the  public 
to  its  free  enjoyment,  depend  in  the  last  resort  upon  the 
meaning  which  the  law  attaches  to  the  language  of  his 
patent.  The  duiy  of  interpreting  letters-patent,  therefore, 
imposes  vast  responsibilities  upon  the  tribunal  to  which  it  is 
confided,  and  its  proper  discharge  demands  a  high  degree  of 
industrial  skill  and  knowledge. 

§  732.    Interpretatioa  of  Zietter»-Patent  a  ICatter  of  Zaw  for  the 
Court. 

The  duty  of  interpreting  letters-patent  has  been  committed 
to  the  courts.^   A  patent  is  a  legal  instrument,  to  be  construed, 

I  781.  ^  That  a  patent  grants  just  to  be,  bat  on  what  the  patent  coven 

what  the  courts  construe  it  to  grant,  see  when  properly  construed,  see  Masury 

SerreU  v.  Collins  (1867),  1  Fisher,  289.  v.  Andenon  (1878),  11  BUtch.  162 ;  6 

I  That  the  opinions  of  patentees  on  Fisher,  457 ;  4  O.  O.  55. 

legal  questions  connected  with  their  pat-  9  782.  ^  In  Emerson  v,  Hogg  (1845)» 

ents  are  not  binding  on  them,  see  Adams  2  Blatch.  1,  Betfcs,  J. :  (6)  ''It  is  the 

«•  Edwards  (1848),  1  Fisher,  1.  proTinoe  and  the  duty  of  the  court  to 

That  the  rights  of  a  patentee  do  not  settle  the  meaning  of  the  patent,  and, 

rest  on  what  he  suppoees  the  invention  if  that  cannot  be  ascertained  satisfac- 

voL.  n.  —  81 
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like  other  legal  instruments,  according  to  its  tenor.  Whether 
its  Claims  are  valid  or  invalid,  whether  or  not  they  embrace  a 
given  invention,  and  what  may  be  the  actual  nature  of  the 
invention  which  they  do  embrace,  are  questions  of  law  for  the 
court,  to  be  decided  upon  an  inspection  of  the  instrument 
itself.*  No  evidence  of  any  kind,  no  opinions  of  other  per- 
sons, can  have  any  direct  influence  upon  this  decision.  Where 
technical  terms  are  used,  or  where  the  qualities  of  substances 
or  operations  mentioned  or  any  similar  data  necessary  to  the 
comprehension  of  the  language  of  the  patent  are  unknown  to 
the  judge,  the  testimony  of  witnesses  may  be  received  upon 
these  subjects,  and  any  other  means  of  information  be  em- 
ployed.^   But  in  the  actual  interpretation  of  the  patent  the 

torily  upon  the  face  of  tbe  specification.  That  it  is  for  the  court  to  say  what 

the  law  declares  it  insufficient  for  am-  the  patent  covers,  and  for  the  jury  to 

biguity  and  uncertainty.    (Grodson  on  say  if  the  patent  is  sufficiently  clear  and 

Pat.  109,  and  Supp.  29  ;  Phillips  on  full  to  enable  the  public  to  practise  the 

Pat.  249,  252.)    The  meaning  of  the  invention,  see  Parker  o.  Stiles  (1849),  5 

terms  employed,  in  view  of  the  object  McLean,  44 ;  Davis  v.  Palmer  (1827),  2 

the  inventor  had  in  contemplation,  and  Brock.  298  ;  1  Bobb^  618. 

to  ascertain  the  extent  of  his  claim,  must  *  That  the  construction  of  a  specxfi- 

be  determined  and  declared  by  the  court  cation  is  for  the  court  as  a  matter  of 

The  specification  is  laid  before  the  jury  law,  see  Conover  v.  Roach  (1857),  4 

as  defined  and  settled  by  the  exposition  Fisher,  12;  Emerson  v,  Hogg  (1845), 

of  the  court,  and  the  matters  of  fact  pre-  2  Blatch.  1. 

eented  by  the  respective  parties  to  sup-  That  the  construction  of  the  daima 

port  or  defeat  the  patent  are  then  to  be  of  a  patent  is  matter  of  law  for  the  cour^ 

examined  and  applied  as  if  the  con-  unless  technical  terms  require  evidenee 

struction  fixed  by  the  court  had  been  to  explain  them,  see  Banaom  v.  Mayor  of 

incorporated  in  the  specification.*'  K.  Y.  (1856),  1  Fisher,  252. 

Further,  that  the  interpretation  of  a  That  whether  a  given    element   ia 

patent  is  a  matter  of  law  for  the  courts,  claimed  as  essential  or  not  is  a  question 

see  National  Car  Brake  Shoe  Ca  v.  for  the  court,  see  Vance  v.  Campbell 

Terra  Haute  Car  &  Mfg.  Co.  (1884),  19  (1859),  1  Fisher,  483. 

Fed.  Rep.  514  ;  28  0.  0.  1007  ;  Jack-  That  the  question  as  to  the  validity 

son  V,  Allen   (1876),   120  Mass.  64 ;  of  the  Claims  is  lai^gely  a  question  of 

Union  Sugar  Refinery  v,  Matthiesson  law,  see  Burdett  v,  Estey  (1878),  15 

(1865),  2  Fisher,  600 ;  8  Clifford,  689 ;  0.  G.  877  ;  15  Bhitch.  849. 

Page  V.  Ferry  (1857),  1  Fisher,  298  ;  That  the  court  need  not  oonstme  the 

Parker  v.  Hulme  (1849),  1  Fisher,  44 ;  patent  for  the  jury  in  an  action  on  a 

Davoll  V.  Brown  (1845),  1  W.  &  M.  58  ;  contract  unless  so  requested,  see  HoUi* 

2  Robb,  803.  day  v,  Rheem  (1852),  18  Pa.  St.  46S. 

That  the  construction  of  the  patent  *  In  Day  v.  Stellroan  (1859),  1  Fisher, 

is  for  the  court,  its  application  to  the  487,  Giles,  J.  ;  (491)  "The  court  would 

facts  is  for  the  jury,  see  Teese  v.  Phelps  remark  that  while    the  interpretatioa 

(1855),  1  McAllister,  48.  and  construction  of  all  written  instra* 
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court  proceeds  upon  its  own  responsibility,  as  an  arbiter  of 
the  law,  giving  to  the  patent  its  true  and  final  character  and 
force. 

§  733.   Advantages  of  Confiding  the  Interpretation  of   Letters- 
Patent  to  the  Courts  as  Matter  of  La'w. 

Apart  from  the  general  principles  upon  which  this  duty  of 
interpretation  is  entrusted  to  the  court,  there  are  advantages 
attending  it  which  the  inventor  could  not  otherwise  enjoy  .^ 
To  treat  the  nature  of  the  patented  invention  as  a  matter  of 
fact,  to  be  inquired  of  and  determined  by  a  jury,  would  at  once 
deprive  the  inventor  of  the  opportunity  to  obtain  a  permanent 

ments  is  for  the  court,  it  nevertheless  portance  for  this  distribntion  of  the 

will  bring  to  its  aid  the  testimony  of  respective  duties  of  the  court  and  the 

witnesses  to  explain  terms  of  art,  and  jury.    The  import  of  the  instrument  is 

make  itself  acquainted  with  the  material  purely  a  question  of  law.     The  inter- 

with  which  the  contracts  deal,  and  with  pretation  of  complicated  instruments  of 

the  drcumstanoes   under  which   they  writing  is  a  special  occupation,  requir- 

were  made ;  but  neither  the  testimony  ing,  like  all  others,    special    training 

of  witnesses  in  general,  nor  of  professors,  and    practice.     The  judge,  from   his 

experts  or  mechanics,  can  be  received,  training  and  discipline,  is  more  likely 

to  prove  to  the  court  what  is  the  proper  to  give  a  proper  interpretation  to  such 

or  l^;al  construction  of  any  instrument  instruments  than  a  jury  ;   and  he  is, 

of  writing.     Such  evidence  is  inadmis-  therefore,  more  likely  to  be  right  in 

sible."  performing  such  a  duty  than  a  jury  can 

That  extraneous  matters  may  be  con-  be  expected  to  be.      The  action  of  a 

sLdered  to  aid  construction  when  it  be-  judge,  in  such  a  case  as  that  of  inter- 

oomesneoessaiy,  see  Day «.  Gary  (1859),  preting  the  specification,  is  moreover 

1  Fisher,  424.  open  to  review  and  correction,  by  recon- 

That  the  court  is  not  to  be  controlled  sideration  on  his  part,  or  by  the  revisal 

by  expert  evidence  in  the  construction  of  a  superior  or  appeUate  court,  where 

of  the  patent  nor  as  to  the  novelty  of  his  reasoning  can  be  tested.      This  is 

the   invention,   see  Jackson   v,  Allen  not  so  with  a  jury,    who   assign   no 

(1876),  120  Mass.  64.  reasons  for   their   opinion,  cannot  be 

§  783.  1  In  Parker  v.  Hulme  (1849),  caUed  on  and  are  not  permitted  to  review 
1  Fisher,  44,  Kane,  J.:  (46)  "The  or  reverse  their  action,  and  who,  passing 
specification  being  an  instrument  of  upon  many  questions  in  their  private  de- 
writing,  and  the  words  of  which  it  is  liberations,  do  not  declare  by  their  ver- 
made  up  having  a  fixed  and  plain  im-  diet  upon  what  particular  elements  they 
port,  its  interpretation  is  a  matter  at  last  unite  in  a  verdict ;  and  it  is  im- 
exclnsively  for  the  court,  who  must  possible  for  a  court  to  analyze  them, 
explain  it.  This  part  of  the  case  is  The  rule  is,  therefore,  established,  that 
not  for  the  jury,  who  for  the  purposes  on  the  judge  is  placed  the  responsibility, 
of  this  cause  will  adopt  and  act  upon  and  he  must  declare  the  proper  inter- 
the  interpretation  given  to  it  by  the  pretation  of  written  instruments."  See 
court.    There  is  great  reason  and  im-  also  §§  101 7»  1174-1184  and  notes,  pad. 
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and  uniyersal  definition  of  his  rights  under  the  patent,  and  in 
each  case  of  infringement  it  would  subject  him  to  the  danger 
of  a  false  interpretation,  from  the  consequences  of  which  he 
could  not  escape.  By  confiding  this  duty  to  the  court,  how- 
ever, its  decision  as  to  the  nature  of  the  patented  invention 
becomes  reviewable  to  the  same  extent  as  any  other  legal 
question,  and  when  his  patent  has  received  the  interpretation 
of  the  Supreme  Court  of  the  United  States  the  inventor  can 
maintain  his  privilege,  as  thus  interpreted,  i^^ainst  all  oppo^ 
nents  without  further  controversy  in  reference  to  its  true 
limitations.' 

§  734.    Znterpretatioii  of  Letters-Patent  Gtovezned  by  both  Ctaieral 
and  Special  Rules. 

In  the  construction  of  letters-patent  the  courts  are  guided 
by  certain  well-established  rules  which  are  intended  to  secure 
the  reciprocal  rights  of  the  inventor  and  the  public.  Most  of 
these  rules  are  found  in  the  decisions  of  the  courts  themselves, 
and  are  characterized  by  that  liberal  spirit  which  our  law  has 
always  displayed  toward  the  inventor.  In  discussing  them  in 
detail  it  will  be  convenient  to  consider,  first,  the  general  rules 
applicable  to  all  letters-patent,  and  second,  the  special  rules 
adopted  in  particular  cases. 


SECTION  I. 

OF  THE  CONSTRUCTION  OF  LETTEBS-PATENT  :  GENERAL  RT7LBB. 

§  735.   Ftmt  General  Rnle :  Patents  are  to  be  UberaUy  Constnisd 
in  Favor  of  the  Inventor. 

The  fundamental  rule  governing  the  construction  of  a  patent, 
and  of  each  of  its  individual  parts,  requires  that  it  be  liberaUj 
interpreted  in  favor  of  the  patentee.^    The  patent  privily  is 

*  That  the  oonstractioii  giyen  to  a  ally  constraed,  see  Trader  e.  ICenDora 

IMttent  by  the  Snpieme  Conit  is  final,  (1875)»  1  Bann.  &  A.  689 ;  7  0.  G. 

see  Qoodyear  Dental  Yulcanite  Co.  o.  865 ;   Carew  «.  Boston  Elastic  Pabrie 

Dayis  (1877),  8  Bann.  ft  A.  115 ;  12  Ca   (1871),   1    O.   O.  01 ;  5  Fisher. 

0.  G.  1.  90  ;    8  aifford,  856  ;   Francis  v.  Kel- 

I  735.  ^  That  a  patent  will  be  Uber*  lor  (1871),  5  Fisher,  158 ;  8  Phils.  157  ; 
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property,  and  its  extent  and  value  are  not  to  be  limited,  nor 
in  its  title  to  be  disturbed,  on  any  doubtful  grounds.^  It  is 
created  bj  a  grant  from  the  sovereign  power,  and  for  that 
reason  every  presumption  of  law  is  in  support  of  its  validity, 
and  such  construction  must  be  given  to  the  letter  of  the  grant 
as  will  most  perfectly  secure  the  proposed  benefit  to  the 
grantee.'  It  is  the  consideration  of  a  contract  made  between 
the  inventor  and  the  public,  and  the  instrument  describing  it 
must,  therefore,  be  interpreted  in  the  interest  of  the  inventor 
to  whom  the  consideration  moves>    Thus  in  whatever  aspect 

1  O.  O.  48  ;  Babber  Co.  v,  Goodyear  rights  secured  by  a  patent  for  an  inyen- 

(1869),  9  Wall.  788  ;  Union  Sugar  Be-  tion  or  disooyeiy  are  as  much  property 

finery  v.  Matthieison  (1865),  2  Fisher,  as  anything  else,  real  or  incorporeal. 

600  ;  8  Cliffbrd,  639  ;  Imlay  v.  Norwich  The  titles  by  which  they  are  held,  like 

A  Worcester  B.  B.  Co.  (1858),  1  Fisher,  other  titles,  should  not  be  oyerthrown 

S40 ;  4  Blatch.  227 ;  Potter  v.  Holland  npon  doubts  or  objections  capable  of 

0858),  1  Fisher,  882 ;  4  Blatch.  238  ;  a  reasonable  and  just  solution  in  favor 

Goodyear  v.   Bailroad  (1858),  2  WalL  of  their  validity.    This  principle  should 

Jr.  856 ;  1  Fisher,  626  ;  Parker  v.  Sears  be  steadily  borne  in  mind  by  those  to 

(1850),  1  Fisher,  98  ;  DavoU  v.  Brown  whom  is  intrusted  the  administration 

<1845),  1  W.  ft  M.  53 ;  2  Bobb,   808  ;  of  civU  justice."    See  also  Francis  v. 

Byaa  V.  Goodwin  (1839),  8  Sumner,  Mellor(1871),  10.0.  48  ;  8Phihi.  157  ; 

S14  ;    1    Bobb,     725  ;    Blanchard   v.  5  Fisher,  158 ;  Gk>odyear  Dental  Yul- 

Sprague    (1839),   8   Sumner,   585;    1  canite  Co.  v.  Gardiner  (1871),  8  Clifford, 

Bobb,  784  ;  Ames  v.  Howard  (1883),  1  408 ;  4  Fisher,  224. 
Sunmer,  482  ;  1  Bobb,  689  ;  Whitney         *  That  the  presumptions  are  in  foyor 

•.  Emmett  (1881),   Baldwin,  808;   1  of  a  patent  and  it  should  be  liberaUy 

Bobb^  567.  construed,  see  Potter  v.  Holland  (1858), 

That  the  spedfieation  la  to  be  read  4  Blatch.  288  ;  1  Fisher,  882  ;  Bex  v. 

in  a  liberal  spirit,  see  Hamilton  v.  Ives  Mussary  (1788),  1  Web.  41 ;  1  Abb.  P. 

(1878),   6  Fidier,  244  ;   8  O.  G.  80 ;  C.  8. 

Goodyear  o.  Bailroad  (1858),  1  Fisher,         That  Claims  will  be  construed,  if 

626  ;  2  Wall.  Jr.  856.  possible,  to  sustain  the  patentee's  right 

That  the   specification  of  a  patent  to  all  he  has  invented,  see  Bansom  v, 

■hould  be  so  construed  as  to  sustain  it  Kayor  of  N.  Y.  (1856),  1  Fisher,  252. 
ifpoMible^  see  Goodyearv.  Berry  (1868),         «  In  C.  A.  Yale  Cigar  Mfg.  Co.  v. 

8  Fisher,  439  ;  2  Bond,  189  ;  Johnson  Yale  (1884),  80  O.  G.  1188,  Dyrenforth, 

•.  WUHmantie  linen  Co.    (1866),  88  Act.  Com.:  (1188)  "It  is  a  contract 

Conn.  486.  between  the  public  and  the  patentee,  to 

That  a  Claim  is  to  be  construed  liber-  be  supported  on  the  ground  of  mutual 

ally  by  the  specificationa,  drawings,  and  oonsiderationa,  and,  being  essentially  a 

itate  of  the   art,  see  Smith  v.  Prior  bargain,  is  to  be  construed  like  other 

(1873),  8  Sawyer,  461  ;  6  Fisher,  469 ;  oontracts  to  which  there  are  two  par- 

4  O.  G.  688.  ties,  each  having  rights  and  interests 

s  In  Blandy   v.   Griffith  (1869),   8  involved  in  its  stipuktion." 

r,  609,  Swayne,  J.:  (620)  "The        That  the  language  of  a  patent  must  ba 


486         TREATISE  ON  THE  LAW  OF  PATEKTd.    [BOOK  Ut, 

the  patent  privilege  may  be  viewed,  justice  and  legal  principle 
both  find  expression  in  this  rule, — that  the  presumption  is  in 
favor  of  the  patentee,  and  that  all  doubtful  points  must  be 
resolved  in  such  a  manner  as  to  support  bis  claims. 

§  736.  *  Wherein  a  Uberal  Constmotion  of  Ijetters-Patent  Coneiste* 

A  liberal  construction  is  given  to  the  patent  when  its  terms 
are  so  interpreted  as  to  sustain  the  patent  and  cause  it  to  pro* 
tect  the  actual  invention.^  The  law  recognizes  that  Claims 
and  Descriptions  often  are,  and  in  the  nature  of  things  often 
must  be,  unskilfully  drawn,  and  must,  therefore,  in  many 
cases  fail  to  represent  unequivocally  the  invention  which  the 
patentee  endeavored  to  secure.^  To  apply  such  Claims  and 
Descriptions  to  the  invention  as  it  really  exists,  by  giving  to 
each  word  and  phrase  that  one  of  its  legitimate  meanings 
which  makes  the  whole  Claim  or  Description  correspond  most 
accurately  with  the  essential  characteristics  of  the  true  inven- 
tion, is  to  give  the  patent  that  liberal  construction  which  the 
law  requires.* 

constraed  so  as  to  effectuate  the  inten*  beyond   the  facts,  see   Schillinger   v. 

tion  of  the  parties,  and  most  be  limited  Gunther   (1877),   11   O.   O.   831 ;    14 

in  scope  if  the  inventor  so  intended,  see  Blatch.  15i. 

Harris  v.  Allen  (1888),  15  Fed.  Bep.         That  a  patent  will  be  oonstmed  to 

106.  sustain  the  Claim,  though  the  spedfica- 

§  786. 1  In  Coming  v.  Burden  (1858),  tion  must  be  broadly  interpreted  in  order 

15  How.  252,  Grier,  J.  :  (269)  '<  It  is  to  do  it,  see  Malloiy  Mfg.  Col  v.  Marks 

true  that  the  patentee,  after  describing  (1881),  20  O.  G.  1521 ;  20  Blatch.  82  ; 

his  machine,  has  set  forth  his  Claim  in  11  Fed.  Bep.  887. 
rather  ambiguous  and  equivocal  terms.         That  the  court  shoi^d  interpret  a  pat* 

which  might   be    construed   to  mean  ent  as  persons  skiUed  in  the  art  would, 

either  a  process  or  machine.     In  such  see  Tondeur  u.  Stewart  (1886),  87  O.  6. 

case  the  construction  should  be  that  672 ;  28  Fed.  Rep.  561. 
which  is  most  favorable  to  the  patentee,         *  That  in  construing  patents  the  cooit 

*  tU  res  magis  valeat  quam  pereat,*    His  will  remember  that  the  specification  and 

patent  having  a  title  which  claims  a  Claims  are  often  unskilfnUy  drawn,  sea 

machine,  and  his  specification  describing  Henderson  v,  Cleveland   Co-operativa 

a  machine,  to  construe  his  Claim  as  for  Stove  Co.  (1877),  2  Bann.  4  A.  604 ; 

the  function,  effect,  or  result  of  his  ma-  12  O.  G.  4. 

chine,  would  certainly  endanger,  if  not        *  That  a  patent  is  to  be  construed  by 

destroy,  its  validity.    His  Claim  cannot  applying  its  words  to  its  subject-matter, 

change  or  nullify  his  previous  specifica-  see  Goodyear  Dental  Yulcanite  Co.  «. 

tion  with  safety  to  his  patent"  Gardiner  (1870),  4  Fisher,  224  ;  3  Clif* 

That  a  patent  should  be  liberally  con>  ford,  408. 
■trued  so  as  not  to  limit  the  invention        That  the  constmctioii  of  patents  is  to 
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§  737.    Rule  of  Liberal  ConBtruction  does  not  Authorise  a  De^ 
parture  from  the  Langaage  of  the  Letters-Patent. 

This  rule  of  liberal  construction  does  not,  however,  confer 
upon  the  court  the  power  to  change  the  language  of  the  patent^ 
or  to  give  to  words  or  phrases  a  meaning  wholly  different 
from  their  own.^  To  interpret  the  terms  of  a  patent  is  one 
act ;  to  create  new  terms,  either  directly  by  substituting  other 
terms  or  indirectly  by  adopting  new  significations  for  existing 
terms,  is  an  entirely  distinct  act ;  and  no  authority  to  perform 
the  latter  act  has  ever  been  committed  to  the  courts.^  If  the 
language  of  a  patent  is  erroneous,  if  the  inventor  has  discovered 
much  and  described  little,  if  subsequent  events  have  taught 
him  that  his  patent  is  narrower  than  his  actual  invention,  his 
remedy  is  by  a  new  patent  or  by  an  amendment  of  his  old 
patent,  not  by  its  forced  construction.^    The  court,  interpret- 

be  practical,  not  fancifdl,  see  Davoll  v.  *  In  Detmold  v.  Beeves  (1851),   1 

Brown  (1845),  1  W.  &  Bi.  68  ;  2  Bobb^  Pisher,  127,  Kane,  J. :  (181)  "  If  he  has 

808.  discovei'ed  much  and  discloses  little ;  if 

That  a  patent  for  an  art  cannot  be  there  has  been  revealed  to  him  one  of 

limited  to  the  apparatus  used  for  practis-  the  arcana  of  nature,  and  he  coram uni- 

ing  the  art,  see  Hammerschlag  Mfg.  Co.  cates  to  the  world  only  one  or  tnoi-e  of 

V,  Bancroft  (1887),  82  Fed.  Rep.  585.  its  derivatives  and  secondary  truths,  he 

§  737*  ^  That  a  patent  wUl  be  inter-  patents  no  more  than  he  has  proclaimed, 

preted  by  its  own  terms,  see  Goodyear  He  will  not  be  allowed  afterward,  when 

Dental  Vulcanite  Co.  v.  Davis  (1880),  the  extent  of  his  right  shall  be  the  sub- 

102  U.  S.  222  ;  19  O.  O.  548.  ject  of  controversy,  either  by  expanding 

That  a  patentee  should  be  held  strict-  into  a  general  expression  what  was  lim« 

ly  to  the  language  of  his  Claim,  see  De-  ited  before  in  a  particular  form,  or  by 

long  V.  Bickford  (1882),  13  Fed.  Bep.  tracing  out  for  us  the  line  that  leads 

82  ;  22  0.  0.  2242.  back  from  consequences  to  remote  causes, 

That  a  patent  is  not  to  be  enlaiged  to  initiate  us,  inferentially,  into  the  rad- 

by  construction  beyond  what  la  explic-  ical  mystery  of  his  invention,  and  then 

itly  described  and  claimed,  see  Keystone  argue  that  he  had  described  it  by  inipli* 

Bridge  Co.  v.  Phoenix  Iron  Co.  (1877),  cation  from  the  first,  and  so  claimed 

95  (J.  S.  274  ;  12  0.  G.  980.  ownership  of  it  in  his  patent" 

'  That  while  a  patent  is  to  be  fairly  That  the  court  cannot  consider  that  a 

eonstmed,  no  new  specification  can  be  Claim  might  have  been  broader  if  it  is 

made  by  implication,  see  Sickels  v.  GJou-  actually  too  narrow,  see  Becker  v.  Hast- 

oester  Bifg.  Co.  (1856),  1  Fisher,  222.  ings  (1884),  28  0.  G.  98  ;  22  Fed.  Rep. 

That  Claims  must  be  construed  by  the  827. 
language  which  is  employed,  not  by  That  if  the  patentee  accepts  a  patent 
what  might  have  been  employed,  see  with  narrow  Claims  thoy  cannot  be  en- 
Patent  Clothing  Co.  v.  Glover  (1887),  lar^d   by  constnictioii,   see  Sutter  r. 
40  0.  G.  1185;  24  Bl&tch.  542.  Robinson  (18S6),  119  U.  S.  530;  38 
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ing  the  patent,  cannot  depart  from  the  letter  of  the  instminent, 
either  by  excluding  present  terms  or  by  interpolating  others 
which  do  not  appear.  Its  duty  is  discharged,  and  its  authority 
exhausted,  when  it  defines  the  character  of  the  patented  inven- 
tion according  to  that  significance  of  the  words  employed  by 
the  inventor  in  claiming  and  describing  it  which  is  most  in 
harmony  with  its  known  essential  attributes, 

§  738.    Rule   of   Xdberal   Cooatraction   does   not   Authoria*   an 
Bquivocal  or  Elastic  Interpretatioii  of  the  daiins. 

Nor  does  the  rule  permit  of  such  interpretations  as  render 
the  inventor's  Claims  elastic  or  ambiguous.^  The  object  of 
interpretation  is  to  make  the  indefinite  exact  and  the  doubt- 
ful plain.  An  invention,  whether  it  be  an  art  or  an  instm- 
ment,  has  a  concrete  existence  which  is  capable  of  precise 
definition  and  of  clear  description.  It  is  only  where  the 
language  of  the  patent  fails  to  define  with  precision,  or  to 
describe  with  clearness,  that  any  especial  exercise  of  the  inter- 
pretative power  becomes  necessary,  and  it  must  then  be  em- 
ployed for  the  removal  not  the  creation  of  ambiguities,  and 
for  the  erection  not  the  destruction  of  limitations  to  the  in« 

0.  G.  280  ;  Boemer  v.  Peddle  (1886),  LAmb(1881),  19  O.  G.  987 ;  7  Fed.Bepu 

27  Fed.  Bep.  702 ;  87  O.  G.  888.  222. 

That  a  Claim  cannot  be  enlai^ged  bj        That  a  patent  wiU  not  be  oonstmed 

eonstrnction  to  coyer  what  wae  iuten-  so  liberally  as  to  oover  all  that  the  pat- 

tionally  omitted,  see  Bate  Rehigerating  entee  now  thinks  he  might  have  ooTered, 

Co.  V.  Eastman  (1885),  24  Fed.  Bep,  see  Trader  v,  Messmore  (1875),  7  0.  G. 

645  ;  82  0.  G.  517.  885  ;  1  Bann.  &  A.  689. 

That  pecnliarities  of  shape  or  arrange-        That  if  a  patent  does  not  cover  sB 

ment  will  not  be  constmed  as  distinctiTs  that  the  patentee  intended  to  claim,  he 

features  of  the  invention  in  order  to  save  must  amend  it,  the  difficulty  not  being 

the  Claim,  unless  the  Description  or  removable  by  construction,  see  Becker  v. 

Claim  suggest  it,  see  Bradley  k  Hubbard  Hastings  (1884),  22  Fed.  Bep.  827 ;  28 

Hfg.  Co.  V.  Charles  Parker  Co.  (1885),  O.  G.  98. 
25  Fed.  Bep.  907  ;  84  0.  G.  249.  |  788.  ^  That  patents  are  not  to  be 

That  details  aro  not  construed  as  es*  so  liberally  construed  as  to  permit  wmr 

sential  features  in  order  to  save  the  Claim  biguous  or  elastic  Claims,  see  Paikcr  9, 

unless  referred  to  in  the  Claim,  especial-  Sean  (1850),  1  Fuher,  93. 
ly  where  the  Description  merely  rec-         That  intentionaUy  loose  and  amiNgo- 

ommends  them,  see  Roemer  v.  Neumann  ons  Claims  ars  not  favored  in  the  con* 

(1885),  26  Fed.  Rep.  102.  struction,  see  Tbylor «.  Garretson  (1871k 

That  a  Claim  is  not  to  be  constraed  5  Fisher,  116  ;  9  Bhitch.  156. 
to  cover  later  inventions,  see  Boot  v. 
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ventor^s  Claim.^  Every  invention  is  a  nnit,  distinct  from 
every  other  invention,  however  similar  in  purpose  or  appear- 
ance, and  except  in  cases  where  there  is  a  joinder  of  inventions 
a  patent  covering  one  does  not  afford  protection  to  the  other. 
To  construe  a  patent  in  such  a  manner  that  it  may  apply  to 
either  of  these  separate  inventions  at  the  pleasure  of  the 
inventor  defeats  the  very  object  for  which  the  power  has 
been  confided  to  the  courts.  While  the  patentee  is  entitled 
to  the  broadest  definite  interpretation  which  his  language  will 
legitimately  bear,  and  is  presumed  to  claim  the  invention  to 
its  full  extent  as  so  defined,  the  patent,  when  interpreted, 
must  point  out  the  invention  whose  protection  it  secures 
with  a  completeness  and  exactness  which  distinguish  it  from 
every  other.  Ambiguities  and  inaccuracies  in  essential  por- 
tions of  the  patent,  which  cannot  be  removed  by  such  inter- 
pretation, render  the  patent  to  that  extent  inoperative  and 
void. 

§  739.  Rnle  of  Uberal  ConBtruotlon  Penniti  an  Interpretation 
In  Aooordance  with  the  Real  Nature  of  the  Invention 
unless  the  Language  of  the  Patent  Clearly  Forbids  it. 

Where  the  language  of  a  patent  is  clear  and  capable  of  but 
one  meaning,  tlie  duty  of  the  court  is  fulfilled  by  interpret- 
ing its  words  and  phrases  in  their  proper  sense,  and  defin- 
ing the  invention  in  accordance  with  this  interpretation.^    If, 

s  That  a  patent  cannot  be  extended  Co.  o.  Sayles  (1878),  97  U.  S.  554  ;  15 

by  construction  to  embrace  any  inyen-  0.  G.  248 ;    Keystone  Bridge  Co.  v, 

tion  which  it  does  not  specifically  claim.  Phoenix  Iron  Co.  (1877)»  95  U.  S.  274 ; 

•ee  Van  Camp  v.  Maryland  Pavement  12  0.  O.  980. 

Co.  (1888),  48  O.  6.  884.  That  a  Claim  for  the  special  arrange- 

That  Claims  are  not  to  be  expanded  ment  of  parts  must  be   construed  to 

by  constraction  so  as  to  cover  more  than  cover  only  the  special  parts  and  special 

the  patentee  first  intended,  see  Couse  v,  arrangement,    see  Buzzell  «•  Andrews 

Johnson  (1879),  16  0.  G.719  ;  4Bann.  (1885),  25  Fed.  Bep.  822  ;  84  O.  G. 

A  A.  501.  880. 

That  limited  Claims  are  not  to  be  ex*  §  739.  >  That  the  specification  and 

panded  into  general  ones  by  implica-  Claims  ought  to  be  construed  to  mean 

tion  or  otherwise,  see  Detmold  v.  Beeves  just   what    they   seem    to   mean,   see 

(1851),  1  Fisher,  127.  Anders  v.  GilUland  (1880),  19  0.  G. 

That  the   courts  will  not   enlarge  177. 
Claims  by  construction,   see  Bums  v.  That  when  Claims  are  clear  and  ex- 
Meyer  (1879),  100  IT.  S.  871 ;  BaUway  plicit  they  cannot  be  restricted  or  en- 
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as  thus  defined,  the  invention  is  not  patentable  either  for 
want  of  novelty,  utility,  or  inventive  skill,  or  on  account  of 
previous  dedication  to  the  public,  the  inventor  must  abide  the 
consequences,  procuring  an  amendment  of  his  patent  when  it 
does  not  correctly  represent  his  actual  invention,  or  relin- 
quishing his  claims  entirely  when  what  he  has  invented 
proves  to  be  not  entitled  to  protection.  But  when  the  lan- 
guage is  not  clear,  or  is  capable  of  various  constructions, 
recourse  to  extrinsic  facts  is  often  necessary  to  ascertain  the 
sense  in  which  in  this  particular  case  it  must  be  understood.^ 
The  most  important  of  these  facts  is  the  nature  of  the  actual 
invention  which  the  patent  was  intended  to  secure.^    This 

larged    by  reference    to    features   not  structlon  of  the  langaage  he  employs., 

mentioned  therein  nor  implied  thereby,  Inventors  are  not  always  educated  or 

see  Funck  v.  Doty  (1878),  14  0.  G.  scientific  men.     Some  most  useful  in* 

157.  Tentions  have  sprung  from  an  ilUterate 

That  the  patentee  is  not  limited  to  source.     Genius  is  not  always  blessed 

the  literal  import  of  his  description,  but  with  the  power  of  language.     Courts 

may  depart  from  it  provided  he  does  look  to  the  manifest  design  in  order 

not  change  the  principle  nor  make  ma-  to  remove  any  ambiguity  arising  from 

terial  alterations  in  its  operation,  see  the  terms    employed.      But  this  am* 

Grier  v.   Castle   (1883),  17  Fed.  Rep.  biguity  must   not  be  such  as  would 

£28;  24  0.  G.  1176.  perplex  an   ordinary  mechanic  in  the 

*  That  the  construction  of  a  patent  art  to  which  it  applies." 
depends  on  its  words,  or  where  these         In  Winans  v.   Denmead  (1858),  15 

are  ambiguous,  on  other  circumstances,  How.  880,  Curtis,  J.:  (841)  "  Now,  while 

see  Evans  v.  Eaton  (1818),  8  Wheaton,  it  is  undoubtedly  true  that  the  patentee 

454  ;  1  Robb,  248.  may  so  restrict  his  Claim  as  to  cover 

*  In  Van  Marterv.  Miller  (1879),  15  less  than  what  he  invented,  or  may 
Blatch.  562,  Wallace,  J.:  (563)  "In  limit  it  to  one  particular  form  of  ms* 
construing  a  patent,  it  is  first  pertinent  chine,  excluding  all  other  forms  though 
to  ascertain  what,  in  view  of  the  prior  they  also  embody  his  invention,  yet  sueh 
state  of  the  art,  the  inventor  has  act*  an  interpretation  should  not  be  put 
uaUy  accomplished  ;  and  this  having  upon  his  Claim  if  it  can  fairly  be  con- 
been  found,  such  a  construction  should  strued  otherwise  ;  and  this  for  two  rea* 
be  given  as  will  secure  the  actual  in*  sons :  (1)  Because  the  reasonable  pre* 
veution  to  the  patentee,  so  far  as  this  sumption  is  that,  having  a  just  right  to 
can  be  done  consistently  with  giving  cover  and  protect  his  whole  invention, 
due  effect  to  the  language  of  the  speci-  he  intended  to  do  so,  —  Haworth  v, 
fication  and  aaim."  4  Bann.  &  A.  124  Hardcastle,  WeU  P.  G.  484 ;  (2)  Be* 
(124).  cause  specifications  are  to  be  construed 

In   Page  v.  Ferry  (1857),  1  Fisher  liberally,  in  accordance  with  the  deriga 

298,  Wilkins,  J. :  (302)  '*  The  intention  of  the  Constitution  and  the  Patent  Laws 

of  the  inventor,  so  as  to  effect  the  ob-  of  the  United  States  to  promote  the  pro* 

ject   designed,   is  to  govern  the  oon*  gress  of  the  useful  art8»  and  allow  in* 
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being  known  the  language  of  the  patent  must  be  construed  to 
correspond  with  its  essential  attributes,  unless  such  a  con- 
struction would  do  violence  to  the  terms  employed.  In  that 
event  a  different  interpretation  must  be  given,  although  the 
eventual  defeat  of  the  patent  may  be  thus  ensured. 

§  740.   Nature  of  the  Znventioii  Shown  by  State  of  Art  at  Date 
of  Invention. 

The  nature  of  the  invention  attempted  to  be  covered  by 
the  patent  is  sometimes  evident  upon  its  inspection  or  upon 
an  examination  of  its  practical  operation.  When  this  is  not 
the  case  an  investigation  of  the  state  of  the  art  at  the  date  of 
the  invention  may  be  instituted.^    Every  invention  is  a  step 

TentoTB  to  retain  to  their  own  use,  not  Ogden  (1869),  7  Blatch.  61 ;  8  Fisher, 

anything  which  is  matter  of  common  640;  Woodman  «.  Stimpson  (1866),  9 

right,  but  what  they  themselyes  have  Fisher,  98. 

created."  That  a  patent  will  be  so  constroed. 

Farther,  that  the  patent  is  to  be  con*  if  possible,  as  to  protect  the  entire  in- 

stmed  by  the  natare  of  the  invention,  rention,   see  Henderson   «.   Cleveland 

see  Steam  Qauge  and  Lantern  Co.  v.  Co-operative  Stove  Co.  .(1877),  2  Bann. 

Ham  Mfg.  Co.  (1886),  28  Fed.  Rep.  ft  A.  604 ;  12  O.  O.  4  ;  Hamilton  «. 

618  ;  Hofrv.  Iron  Clad  Mfg.  Co.  (1886),  Ives  (1873)»  6  Fisher.  244  ;  8  O.  O.  30. 

85  0.  G.  1230 ;  Fitch  v.  Bragg  (1881),  That  a  specification  shoald  be  con« 

20  0.  O.  1589  ;    8  Fed.   Rep.    588  ;  stmed  with  reference  to  the  purpose  of 

Washburn  ft  Moen  Mfg.  Co.  v,  Haish  the  invention,  see  Boberts  v.  Schreiber 

(1881),  7   Fed.  Kep.  906  ;  10  BisseU,  (1880),  2  Fed.  Rep.  855 ;  18  O.  G.  125 ; 

83;   Robinson  «.   Sutter    (1880),    10  5  Bann.  ft  A.  491. 

BisseU,  100 ;  19  0.  G.  127  ;  8  Fed.  That  a  patentee  is  entitled  to  such  a 

Rep.  828  ;  Whitnum  v.  Seaman  (1880),  construction  of  his  patent  as  will  enable 

5  Bann.  ft  A.    95  ;    17  O.  G.  626  ;  it  to  protect  all  forms  of  his  invention, 

4  Fed.  Rep.  436  ;   Clark  v,  Kennedy  though  he  has  described  but  one,  unless 

Mfg.  Co.  (1877),    11    0.  G.   67;    14  he  has   restricted   himself  to   certain 

Blatch.  79  ;  Merrill  v.  Teomans  (1877),  forms  in  his  Claims,  see  Grier  v.  Castle 

94  U.  S.  568;  11  0.  G.  970;    Good-  (1883),  24  0.  G.   1176;  17  Fed.  Rep< 

year    Dental    Vulcanite  Co.  v.  Davis  523;  Winans  v.  Denmead  (1853),  15 

(1877),  12  0.  G.  1  ;  3  Bann.  ft  A.  115  ;  How.  380. 

Bruff  V,  Ives  (1877),  11  0.  G.  924 ;  14  That  the  construction  given  to  the 

Blatch.  198;    Mann  v.  Baylies  (1876),  patent  by  the  patentee  will  be  sustained, 

10  0.  G.  789  ;  Bnssey  v.  Wager  (1875),  if  it  is  consistent  with    the  language 

9  O.  G.  800  ;  Glue  Co.  v.  Upton  (1874),  used,   see  Tondeur  r.  Stewart  (1886), 

4  CUffoid,  237  ;  6  O.  G.  887  ;  1  Bann.  28  Fed.  Rep.  561  ;  87  O.  G.  672  ;  Brad- 

ft  A.  497 ;  Barnes  v.  Straus  (1872),  2  ley  v.  DuU  (1884),  19  Fed.  Rep.  918 ; 

O.  G.  62  ;   9  Blatch.  558 ;  5  FUher,  27  O.  G.  625;  Klein  «.  RuaseU  (1878), 

531  ;  McDougal  o.  Fames  (1872),  2  O.  91  Wall.  433. 

G.  87  ;  Taylor  v.  Garretson  (1871 ),   5  §  740.  ^  That  patents  are  to  be  con« 

Fisher,  116  ;  9  Blatch.  156 ;  Coffin  r.  strued  in  view  of  the  state  of  the  arty 
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forward  in  the  progress  of  the  art  to  which  it  belongs,  and 
the  character  of  that  step  is  often  best  determined  hj  exam- 
ining the  condition  of  the  art  immediately  before  the  step  was 
taken  and  comparing  it  with  the  condition  to  which  snch 
step  advanced  the  art.  The  difference  between  these  must 
be  the  precise  result  of  the  inventor's  act,  and  when  it  can  be 
clearly  ascertained  it  affords  the  safest  guide  to  the  exact 
scope  of  his  invention.  The  state  of  the  art  at  the  date  of 
the  invention  may  be  shown  by  previous  patents,  by  the 
processes  or  instruments  then  known  to  the  art,  or  by  the 
testimony  of  persons  acquainted  with  its  general  history  and 
development.* 

■ae  Grier  v.  WUt  (1887),  120  U.  a  413;  That  where  the  scope  of  the  art  is 

S8  0.  O.  1806  ;  Boilway  Register  Mfg.  limited  the  Claim  mnst  reoeiye  a  nar* 

Co.  V.  Broadway  &  Seventh  Are.  R.  B.  row  construction,  see  Adams  v.  Bellairs 

Co.  (1886),  26  Fed.  Bep.  622  ;  84  0.  0.  Stamping  Co.  (1886),  28  Fed.  Bep.  860; 

921 ;    Beed  o.  Chase  (1886),  26  Fed.  86  O.  G.  667. 

Bep.  94  ;  83  0.  G.  996  ;  Buckingham  v.  That  the  specification  wiU  be  con« 

Porter  (1884),  10  Sawyer,  289;  86  0.  G.  stmed  in  view  of  the  state  of  human 

820;  26  Fed.  Bep.  769;  Jones  v.  Barker  knowledge  and   not  as  intending  the 

(1882),  22  0.  G.  771  ;   11  Fed.  Bep.  impossible,  see  Tilghman  «.  Mitchell 

697  ;  Satro  v.  Moll  (1881),  8  Fed.  Bep.  (1864),  2  Fisher,  618. 

909  ;    19  Blatch.   89 ;   Boot  v.  Lamb  That  a  patent  is  oonstraed  by  the 

(1881),  7  Fed.  Bep.  222  ;  19  O.  G.  987  ;  state  of  the  art  at  the  date  of  the  inven- 

Washbum  k  Moen  Mfg.  Co.  v.  Haish  tion,  and  the  description  is  limited  to 

(1880),   10  Bissell,  88  ;  7  Fed.  Bep.  what  thus  appears  to  be  new,  see  Neacy 

906  ;    Webster  Loom  Co.  «.    Higgins  v.  Allis  (1882),  22  O.  G.  1621  ;  18  Fed. 

(1879),  16  O.  G.  676  ;  16  Blatch.  446 ;  Bep.  874  ;  Jones  v.  Barker  (1882),  11 

4  Bann.  &  A.  88 ;  Van  Marter  v.  Miller  Fed.  Bep.  697  ;  22  O.  G.  771 ;  Giant 

(1879),  4  Bann.  &  A.  124  ;  16  Blatch.  Powder  Co.  v.  California  Yigorit  Powder 

662  ;  Blaisdell  v.  Tuffts  (1878),  16  O.  G.  Ca  (1880),  4  Fed.  Bep.  720  ;  18  0.  G. 

881  ;   Bruff  v.  Ives  (1877),  11  O.  G.  1889  ;  6  Sawyer,  608. 

924 ;  14  Blatch.  198  ;  Clark  o.  Kennedy  That  it  is  the  state  of  the  art  at  the 

Mfg.  Co.   (1877),  14  Blatch.  79  ;  11  date  of  the  invention,  not  the  iqiplica- 

O.  G.  67 ;  Estabook  v.  Dunbar  (1876),  tion,  which  gives  its  meaning  to  tiie 

10  O.  G.  909  ;  2  Bann.  &  A.  427  ;  Sala-  patent,  see  Sprsgue  v.  Adriance  (1877)» 

mander  Felting  Co.  v.  Haven  (1876),  14  O.  G.  808  ;  8  Bann.  &  A.  124. 

9  0.  G.  263  ;  2  Bann.  &  A.  164;  8  Dil-  Con^m,  —  That  every  patent  is  con- 

Ion,  181 ;  Burden  v.  Coming  (1864),  2  strued  according  to  the  state  of  the  art 

Fisher,  477 ;  Pitts  v.  Wemple  (1866),  1  at  the  date  of  the  patent,  see  Saliman- 

Bissell,  87  ;  2  Fisher,  10.  der  Felting  Co.  v.  Haven  (1876),  8  Dil- 

That  a  patent  must  be  oonstmed  to  Ion,  181 ;  9  O.  G.  268 ;  2  Bann.  4  A. 

claim  only  what  the  state  of  the  ait  164. 

shows  to  be  new,  see  Scott  v.  Evans  '  That  a  specification  wiU  be  con- 

(1882),  11  Fed.  Bep.  726.  strued  by  a  histoiy  of  the  art  and  the 
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§  741.   Nature   of  the   ZnTeiition    Shown   by    Other   Acts  and 
Ctronmatanoea, 

The  character  of  the  actual  inyention  may  also  be  evidenced 
hy  other  statements  of  the  inventor  concerning  its  essential 
attributes.  His  allegations  after  the  patent  has  been  issued 
are  of  little  weight,  whether  they  tend  to  narrow  or  enlarge 
the  scope  of  his  invention.^  But  the  position  he  assumed 
before  the  Patent  Office  while  applying  for  a  patent,  the 
claims  he  then  asserted,  the  concessions  he  there  made,  are 
all  important  indications  as  to  the  true  nature  of  the  idea  of 
means  which  he  embodied  in  his  concrete  invention  and 
which  he  has  endeavored  to  describe  and  claim  in  his  patent.' 
Thus  his  correspondence  with  the  Patent  Office,  the  applica- 
tion, the  amendments  filed,  the  disclaimers  offered,  the  ob- 
jections raised  and  answered  or  avoided,  are  proper  matters 
for  examination  by  the  court.^    Besides  these,  any  other 

inyentioD,  see  Giuit  Powder  Co.  «•  Gali-  Ifaeh.  Go.  9,  Pnlts   k   Walklej  Co. 

fornia  Yigorit  Powder  Co.   (1880),   d  <1878),  16  Blatch.  160  ;  15  O.  0.  428  ; 

Sawyer,  508 ;  18  O.  G.  1389  ;  4  Fed.  8  Bann.  &  A.  403. 
Bep.  720.  '  That  the  terms  of  the  application  and 

That  the  description  in  a  patent  is  the  proceedings  in  the  Patent  Office  are 

to  be  construed  in  the  light  of  prior  to  be  considered  in  construing  Claims* 

patents,  and  its  general  terms  are  to  be  see  Otis  Bros.  Mfg.  Co.  v.  Crane  Bros, 

restricted  by  them,  see  Parsons  v.  Col-  Mfg.  Co.  (1886),  27  Fed.  Rep.  55a 
gate  (1882),  15  Fed.  Rep.  600 ;  24  0.         That  a  patentee  cannot  insist  that 

G.  208  ;  21  Blatch.  171.  his  patent  shall  be  construed  to  cover 

That  the  patent  will  be  constmed  in  matter   which   he   was   compelled   to 

the  light  of  the  uncontradicted  testi-  abandon  in  the  Patent  Office  in  order 

mony  as  to  prior  devices,  in  order  to  to  obtain  a  patent,  and  the  records  of 

sseertain  its  i«al  sc<^m,  see  Day «.  Com-  the  Office  may  be  examined  on  thia 

faination  Rubber  Co.  (1880),  17  O.  G.  question,  see  Sutter  v.  Robinson  (1886), 

1347  ;  2  Fed.  Rep.  570  ;  6  Bann.  k  JL  119  U.  S.  530  ;  38  0.  G.  230. 
385.  *  That  the  meaning  of  a  patent  may 

f  741.  1  That  the  Claims  may  be  be  ascertained  by  examining  the  oorre* 
•onstrued  in  connection  with  the  testi-  spondence  of  the  inventor  with  the  Pat- 
monyof  the  patentee  as  to  the  actual  in-  ent  Office  during  the  application,  see 
vention,  see  Matthews  v.  Iron  Clad  Mfg.  Goodyear  Dental  Vulcanite  Co.  v.  Da- 
Co.  (1888),  124  U.  8.  347;  42  0.  G.  vis  (1880),  102  U.  S.  222 ;  19  O.  G. 
827.  543. 

That  a  patent  will  not  be  narrowed        That  a  patent  cannot  be  construed  to 

tnm  its  evident  meaning  for  the  reason  cover  articles  which  the  Commissioner 

that  the  patentee  and  former  owner  says  and  the  patentee  agreed  were  outside  it 

that  his  invention  was  not  as  broad  as  when  the  patent  was  issued,  and  this 

his  specification,  see  Union  Paper  Bag  agreement  may  be  shown  by  the  corre- 


494  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  m, 

facts  may  be  considered  which  in  the  judgment  of  the  court 
tend  to  disclose  the  object  of  the  patent  and  thereby  lead  to  a 
correct  construction  of  its  terms.^ 

§  742.    Second  General  Role:  Entire  Patent  Conetnied  together 
as  an  IndivlBlble  Inetniment. 

Subordinate  to  the  fundamental  rule  that  a  patent  must  be 
liberally  interpreted  in  order  to  accomplish,  if  possible,  the 
purpose  for  which  it  was  issued,  is  the  rule  that  in  ascertain- 
ing this  purpose  the  entire  patent  must  be  construed  together, 
and  effect  given  to  all  its  parts  as  members  of  a  single  iudi- 
Tisible  instrument.^    The  vital  force  of  a  patent  resides  in 

spondence  between  them,  see  Pike  v.  Bros.  Mfg.  Co.  (1886),  27  Fed.  Rep, 

Potter  (1859),  8  Fisher,  55.  550. 

That  a  patent  is  to  be  constmed  That  a  patentee  acquiescing  in  the 

without  reference  to  previous  correspon-  rejection  of  broad  Ckims  must  be  rs- 

dence  with  the  Office,  or  to  rejected  ap-  stricted  to  those  allowed,  though  the  n* 

plications,  see  Piper  v.  Brown  (1870),  4  jection  was  improper,   see    Blades  v. 

Fisher,  175  ;    Holmes,   20  ;    Goodyear  Rand,  McNaUv,  ft  Co.  (1886),  27  Fed. 

Dental  Vulcanite  Co.  v.  Gardiner  (1870),  Rep.  98  ;  87  6.  G.  99. 

4  Fisher,  224 ;  8  Clifford,  408.  That  a  patent  in  the  hands  of  an 

That  a  patent  may  be  construed,  if  assignee  cannot  be  construed  to  cover 

necessary,  by  the  intention  of  the  in-  matter  excluded  from  the  Claims  by  a 

ventor  in  the  use  of  words,  and  for  wrongful  rejection  in  the  Patent  Office, 

ascertaining  this  the  records  of  amend-  see  Blades  v.  Rand,  McNally,  ft  Cow 

ments  in  the  specification,  &c.,  in  the  (1886),  27  Fed.  Rep.  98  ;  87  O.  G.  99. 

Patent   Office  may  be  examined,   see  *  That  no  construction  of  a  patent  by 

Trader  v.  Messmore  (1875),  1  Bann.  ft  acquiescence  can  arise  in  one  year  only, 

A.  689  ;  7  0.  G.  885.  see  Johnston  Ruffler  Co.  v,  Avery  Maeh. 

That  where  an  application,  being  re-  Co.  (1886),  28  Fed.  Rep.  198. 

jected,  is  amended  by  adding  new  feat-  f  742.  ^  In  Carver  v.  Braintree  M%. 

ures  and  the  patent  is  then  allowed,  it  Co.  (1848),  2  Story,  482,  Story,  J. : 

cannot  be  construed  as  covering  Ithe  in-  (446)  "There  is  no  magie  in  words; 

▼ention  described  in  the  rejected  appli-  and  above  all,  in  patents,  the  court 

cation,  see  Milligan  V.  lAlance  ft  Grosjean  looks   through  the  whole  patent  and 

Mfg.  Co.  (1884),  21  Fed.  Rep.  670  ;  29  specification,  in  order  to  ascertain  what 

0.  G.  867.  the   thing   claimed  and  patented  is; 

That  where  the  patentee  acquiesces  whether  it  is  for  an  entirety  or  for  vari« 

in  the  limitation  of  his  Claims  by  the  ous  distinct  improvements,  capable  of 

Patent  Office,  the  court  cannot  construe  a  distinct  operation  and  independent 

the  patent  to  cover  anything  thus  ex-  use  in  the  same  ibachine,  or  for  both,  or 

duded,  see  Crawford  v.Heysinger  (1887),  whether  it  is  for  a  combination  of  two 

128  U.  S.  589  ;  42  0.  G.  197  ;  Phoenix  or  more  things  in  a  particular  machine, 

Caster  Co.  v.  Spiegel  (1886),  26  Fed.  to  produce  a  given  result,  or  for  a  simple 

Rep.  272 ;  Otis  Bros.  Mfg.  Co.  v.  Crane  or  single  improvement  in  a  particular 
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its  Claims.  These  measure  the  protection  which  the  inventor 
ueeks  and  the  exclusive  privilege  which  he  obtains.  Where 
they  are  clear,  explicit,  unmistakable,  they  need  no  aid,  and 
are  not  aided,  by  reference  to  the  other  portions  of  the  patent* 
But  when  they  are  obscure  or  capable  of  different  interpreta- 
tions, the  whole  Description,  drawings,  model,  oath,  and 
title  are  to  be  considered  as  exponents  of  the  Claims,  and  as 
determining  the  meaning  and  application  of  their  words.  No 
one  of  these  descriptive  portions  of  the  patent  can  control  the 
others.^    The  name  given  to  the  invention  in  the  title  or  the 

machine ;  or  whether  it  is  for  any  one  invention  not  only  how  to  make  it,  bnt 

or  more  of  them.    There  is  no  artificial  to  ascertain  what  it  really  is.    By  the 

or  nniversal  rule  of  interpretation  of  requirements  of  the  statute  the  descrip- 

such   instrument   beyond   that  which  tion  must  be  in  full,  clear,  and  exact 

common-sense  furnishes,  which  is  to  con-  terms,  and  it  is,  therefore,  an  author- 

ttrue  the  instrument  as  a  whole,  and  to  ized  guide  to  an  accurate  comprehension 

extract  from  the  descriptiye  words  and  of  what  the  patentee  meant  to  claim  as 

the  Claim  what  the  invention  is  which  his  inyention.    It  is  not  only  where  the 

is  intended  to  be  patented,  and  how  far  specification  is  expressly  referred  to  that 

it  is  capable  of  exact  ascertainment,  and  the  Claim  is  to  be  construed  in  connec- 

how  far  it  is  maintainable  in  point  of  tion  with  it ;  but,  as  a  general  rule,  the 

law,  supposing  it  clear  from  all  ambi-  explanations  contained  in  it  are  to  be 

guity."    2  Robb,  141  (155).  taken  as  the  inventor's  own  interpreter 

See  also  American  Wood-Paper  Co.  of  the  meaning  of  his  Claim,  and  of  the 

V.  Heft  (1867),  8  Fiaher,  816;  Morris  essential  qualities  of  the  invention  pro- 

V.  Barrett  (1859),  1  Bond,  254  ;  1  Fisher,  tected  by  his  patent     Turrill  v.  R.  R. 

461  ;  Day  v.  Cary  (1859),  1  Fisher,  424  ;  Ca,  1  Wall.  511 ;  Curtis  on  Patents, 

Pitts  V.  Wemple  (1855),  2  Fisher,  10  ;  Sees.   458  and  454."     5  Fisher,   158 

1  BisseU,  87  ;  Pitts  v.  Whitman  (1843),  (157)  ;  8  Phila.  157  (158). 

2  Story,  609  ;  2  Robb,  189.  In  Ransom  v.  Mayor  of  New  York 

s  That  the  specification  and  drawings  (1856),  1  Fisher,  252,  Hall,  J.  :  (260) 

ue  useful  only  to  construe  the  Claim,  "  In  order  to  determine  what  the  plain- 

0ee  Pitts  V.  Wemple  (1855),  1  Bissell,  tiffs  claim  as  their  invention,  we  are  to 

87  ;  2  Fisher,  10.  look  to  the  specification  annexed  to  their 

That  where  a  Claim  is  clear  and  ex-  patent,   which  specification  is  in   the 

plicit  its  language  controls  its  meaning,  language  of  the  alleged  inventors  them- 

without  referring  to  the  specification,  selves,  is  made  by  law  a  portion  of  the 

see  Rich  v.  Close  (1870),  4  Fisher,  279  ;  patent,  and  must  be  referred  to  for  the 

8  Blatch.  41.  purpose  of  determining  what  the  paten- 

*  In  Francis  v.  Mellor  (1871),  1  0.  tees   claimed  as  their  invention,   and 

O.  48,  McKennan,  J.  :  (50)  "  Patents  what  the  Government  have  agreed  to  se- 

are  to  be  construed  liberally,  so  as  to  cure  to  them  as  their  exclusive  privilege, 

sustain  and  not  destroy  the  right  of  the  In  determining  the  construction  of  these 

inventor.      Hence    the    whole    of   the  Claims    (and  their  construction    is    a 

specification  may  and  should  be  looked  question  of  law  exclusively  for  the  court, 

at,  to  learn  from  the  description  of  the  and  not  for  the  determination  of  the 
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oath  should  be  consistent  with  its  character  as  set  forth  in 
the  specification;  the  drawings  and  the  model  should  in 

jury,  unless,  indeed,  there  may  be  tech-  Bep.  219  ;  18  O.  G.  1179  ;  9  Busell, 

nical  terms,  or  terms  which  need  expla-  608 ;  Burke  v.  Partridge  (1878),  68  N. 

nation  by  the  evidence  given  before  the  H.  849  ;  Broff  v,  Ives  (1877),  11  O.  G. 

jury),  it  is  proper  that  the  conrt  should  924 ;  14  Blatch.  198  ;  FuUer  «.  Yentzer 

refer  to  the  whole  specification,  and  con-  (1876),  94  U.  S.  288  ;  11  O.  G.  651; 

sider  the  whole  of  it  in  connection."  Estabrook  v,  Dunbar  (1876),  2  Bann.  ft 

In  Pettibone  v.  Derringer  (1818),  4  A.  427  ;  10  O.  G.   909  ;  Metropolitan 

Wash.    216,    Washington,    J.:    (217)  Wringing  Mach.  Co.  v.  Toung  (1876), 

"  But  there  can  be  no  doubt  that  where  14  Blatch-  46  ;  Westinghouse  o.  Gardner 

the  construction  of  the  patent  and  speci-  ft   Hanson  Air  Brake  Co.   (1876),  2 

fication,  as  to  the  subject  of  the  grant,  Bann*  ft  A.  65 ;  9  0.  G.  638  ;  Wells  «• 

is  doubtful,  the  affidavit,  if  more  pre-  Jacques  (1874),  1  Bann.  ft  A.  60;  S 

dse,  may  be  resorted  to  to  explain  the  O.   G.   864  ;  JEb  porta  Maiah  (1872), 

ambiguity.     It  would  seem  to  be  par-  2  0.  G.  197  ;  Roberts  v.  Dickey  (1872), 

ticularly  proper  to  do  so  for  restraining  1 0.  G.  4 ;  4  Fisher,  682  ;  4  Brews.  (Fa.) 

general  expressions  in  the  specification  ;  260  ;   Carew  o.  Boston  Elastic  Fabric 

as  the  oath  requited  to  be  taken  by  the  Co.  (1871),  8  Clifiord,  856  ;  6  Fisher, 

act  of  Congress  is,  that  the  inventor  90 ;   1  O.  G.  91 ;  Francis  «.  Mellor 

does  verily  believe  that  he  is  the  true  (1871),  6  Fisher,  168 ;  1  0.  O.  48 ;  8 

inventor  of  the  art,  machine,  or  im-  Phila.  157 ;  Seymour  v,  Osborne  (1870), 

pxovement  for  which  he  solicits  a  pat-  11  Wall.  616  ;  Coffin  v.  Ogden  (1869), 

ent"     1  Bobb,  162  (166).  7  Blatch.  61 ;  8  Fisher,  640  ;  Turrill «. 

Further,  that  the  entire  specification.  Railroad  Co.  ( 1868),  1  Wall.  491  ;  Hay- 

with  the  drawings,  model,  oath,  and  title  den  v,  Suffolk  Mfg.  Co.  (1862),  4  Fisher, 

are  to  be  considered  as  interpreting  the  86 ;  Whipple  v.  Middlesex  Co.  (1869), 

Chiims,  seeMaUhewso.  Iron  Clad  Mfg.  4  Fisher,  41  ;  Bell  «.  Daniels  (1858), 

Co.  (1888),  124 U.S.  847;  420.  G.  827;  1  Fisher,  872;  1  Bond,  212;  Ransom 

Ex  parU  Holt  (1884),  29  O.  G.  171 ;  v.  Mayor  of  N.  Y.  (1866),  1  Fisher, 

Bruce  v.   Maider  (ISS2),    20   Blatch.  262;  Kittle  o.Merriam  (1866),  2  Curtis, 

855 ;  22  O.   G.  1089 ;   10  Fed.   Rep.  476  ;  Winans  v,  Denmead  (1858),  15 

760  ;  Brainard  v.  Gramme  (1882),  20  How.  880;  Coming  v.  Burden  (1858), 

Blatch.  680  ;  22  0.  G.  769 ;  12  Fed.  16  How.  262  ;  Hogg  v.  Emerson  (1850)^ 

Rep.  621 ;  Holly  v.  Veigennes  Mach.  11  How.  587  ;  Hogg  v,  Emerson  (1848), 

Co.  (1880),  4  Fed.  Rep.  74 ;  18  O.  G.  6  How.  487  ;  2  Robb,  655 ;  DavoU  «. 

1177 ;   18  Blatch.  827  ;  Matthews  v.  Brown  (1845),  1  W.  ft  M.  58 ;  2  Eobl^ 

Schoneberger  (1880),  18  O.  G.  1464 ;  808 ;  Ryan  ».  Goodwin  (1889),  8  Sum- 

4  Fed.  Rep.  686 ;  18  Bktch.  857  ;  Evans  ner,  514  ;  1  Robb»  725. 

«.  Kelly  (1880),  9  Bissell,  251 ;  5  Bann.  That  the  Claims  of  a  patent  mnst  bs 

ft  A.  71  ;  28  O.  G.  192  ;  18  Fed.  Rep.  construed  by  the  specification,  and  if  the 

908  ;  Robinson  v,  Sotter  (1880),  10  Bis-  latter  desoiibes  an  entire  article,  tbe 

sell,  100 ;  19  O.  G.  127  ;  8  Fed.  Bepw  separable  parts  of  the  article  an  not  re- 

828  ;  Day  v.  Combination  Rubber  Co.  garded  as  inventions  unless  so  chimed, 

(1880),  17  O.  G.  1847 ;  6  Bann.  ft  A.  see  Evans  v.  Kelly  (1880),  28  0.  G. 

885  ;  2  Fed.   Rep.  570  ;  National  Car  192 ;  18  Fed.  Bep.  908  ;  9  Bisaell,  251 ; 

Brake  Shoe  Co.  v.  Lake  Shore  ft  Michi-  5  Bann.  ft  A.  71. 

gan  Southern  R.  B.  ('o.  (1380),  4  Fed.  That  an  element  limited  to  a  peculiar 

§742 
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their  respective  modes  disclose  the  precise  features  which  are 
presented  by  the  language  of  the  Description  ;  but  variations 
between  these  are  not  to  be  regarded,  provided  their  exami- 
nation as  a  whole  reveals  the  essential  attributes  of  the  in- 
vention claimed.^  This  rule  applies  equally  to  cases  where 
the  patent  covers  several  inventions.  As  these  must  be  mu- 
tually dependent  and  co-operative  in  order  to  be  capable  of 
joinder,  the  Claim  for  each  may  be,  so  far  as  necessary, 
elucidated  and  defined  by  the  descriptions  of  the  others.^ 

construction  in  one  Claim  wiU  be  lim-         That  a  clause  in  the  application  im« 

ited  in  the  same  way  in  construing  other  mediately  connected  with  the  Claim,  and 

Claims,  see  Railway  Register  Mfg.  Co.  evidently  stating  what  the  inventor  in* 

p.  Third  Avenue  R.  R.  Co.  (1887),  42  tended  to  secure,  wiU  be  construed  as 

O.  0.  879. ,  part  of  the  Claim,  see  La  Rue  v.  Western 

That  a  doubtful  specification  may  be  Electric  Co.  (1886),  28  Fed.  Rep.  85 ; 

aided  by  the  drawing,   see  Tinker  v.  86  0.  O.  458  ;  24  Blatch.  18. 
Wilber  Eureka  Mower  &  Reaper  Mfg.         *  That  the  names  and  terms  used  by 

CSo.  (1880X  1  Fed.  Rep.  188  ;  5  Bann.  the  patentee  are  to  be  construed  in  view 

4  A.  92  ;  Banker  v.  Bostwick  (1880),  of  the  entire  specification  and  draw- 

18  O.  O.  61 ;  8  Fed.  Rep.  517  ;  5  Bann.  ings,  see  Foye  v,   Nichols  (1882),   8 

A  A.  463  ;  Ingels  v.   Mast  (1878),   6  Sawyer,    201  ;  18  Fed.  Rep.    125  ;  22 

Fisher,  415 ;    Foss  v.  Herbert  (1856),  O.  O.  2248. 

1  Bissell,  121 ;  2  Fisher,  81  ;  Hogg  v.         That  the  title  of  the  invention  should 

Emerson  (1850),  11  How.  687  ;  Burrall  agree  with  the  specification,  see  Good* 

V.  JeweU  (1880),  2  Paige  (N.  Y.),  188.  year  v.  Railroad  (1858),  1  Fisher,  626  ; 

That  drawings  are  to  be  construed  2  Wall.  Jr.  866. 
by  the  specifications,  see  Hamilton  v.         That  the  title  of  the  invention  in 

Ives  (1878),  6  Fisher,  244 ;  8  O.  O.  80.  the  patent  does  not  control,  but  is  to  be 

That  drawings  cannot  be  so  used  as  taken  in  connection  with  the  speoifica- 

to  change  the  character  of  the  invention  tion   and  drawings,  and  a  liberal  con* 

described  in  the  specification,  see  Hailes  struction  given  to  all,  see  Bell  t.  Dan- 

«.  Albany  Stove  Co.  (1887),  128  U.  8.  iels  (1858),    1  Bond,  212;   1  Fisher, 

582  ;  42  O.  0.  96.  872  ;    Sickels  v.  Gloucester  Mfg.  Co. 

That  the  drawing  may  show  that  the  (1866),  1  Fisher,  222. 
machine  claimed  under  the  patent  is         •  That  a  construction   making  two 

not  the  one  for  which  it  issued,  see  Claims  cover  the  same  thing  will  be 

Burrall  v.  Jewett  (1880),  2  Paige  (N.T.),  avoided  if  possible,  see  Tondeur  v.  Stew- 

188.  art  (1886),  28  Fed.  Rep.  661 ;  87  O.  O. 

That  the   drawings  may  be  inter^  672. 
preted  by  the  model,  see  Aiken  v.  Dolan         That  one  Claim  cannot  be  so  eon* 

(1867),  8  Fisher,  197.  strued  as  to  render  another  Claim  of 

That  Claims  will  be  constmed   by  the  same  patent  meat^ingless,  see  Co* 

the  drawings  and  model,  see  Hancock  hansey    Glass    Mfg.    Co.   v,   Wharton 

Inspirator  Co.  v.  Jenks  (1884),  21  Fed.  (1886),  28  Fed.  Rep.  189 ;   86  O.  G. 

Rep.  911.  848. 

▼OL.  n.  —  32  §  742 
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§  743.  Second  General  Role  Authorises  the  Restriotioii  of  the 
daims  by  the  Other  Portions  of  the  Patent,  but  not 
their  Bnlargement. 

In  thus  construing  the  Claims  of  a  patent  by  its  descriptive 
portions,  the  scope  of  the  Claims  may  often  be  restricted,  but 
can  never  be  enlarged.^  The  Claims  are  based  on  the  de- 
scription, the  invention  secured  to  the  patentee  being  always 
identical  with  or  contained  in  that  communicated  to  the  pub- 
lic ;  and  therefore  the  interpretation  given  to  the  Claims  must 
limit  them  to  the  invention  previously  described,  however  wide 
and  comprehensive  they  might  otherwise  appear.'  To  meet 
extended  Claims  the  rule  of  liberal  construction  requires  all 
other  members  of  the  patent  to  be  interpreted  as  broadly  as 
the  legitimate  use  of  language,  drawings,  or  models  will  per- 
mit, but  when  the  Claims  exceed  such  an  interpretation  of 
the  descriptive  matter  they  must  be  restricted  by  it  or  must 
wholly  fail.^     The  converse  of  this  proposition,  however,  is 

§  743.    ^  That  the  Claim  may  be  That  general  words  in  a  Descrip- 

illustrated,  not  enlai^ed,  by  the  other  tion  or  Claim  are  to  be  limited  by  the 

parts   of   the    specification,    see    Yale  real  nature  of  the  inyention,  see  Fischer 

Lock  Co.  V,  Greenleaf  (1886),  117  U.  S.  v.  Hayes  (1881),  6  Fed.  Bep.  76  ;  20 

654  ;  85  0.  O.  886.  0.  6.  239 ;  19  Blatch.  26. 

>  That  a  general  Claim  will  be  lim-  That  Claims  are  not  limited  by  draw^ 

ited  to  the  invention  described  in  the  ings  when  the  specification  shows  that 

specification,  see  ^parftf  Hahn(  1875),  the   real   invention  was   broader,  see 

8  0.  G.  597  ;  U.  S.  Steam  Gauge  Co.  v.  Hamilton  v.  Ives  (1873),  6  Fisher,  244 ; 

American   Steam  Gauge  Co.  (1874),  5  8  0.  G.  30. 

0.  G.  208  ;  Holmes,  309  ;  Cammeyer  v.  *  That  a  general  description  at  the 

Newton    (1874),    5    0.    G.   758 ;     12  beginning  of  the  specification  will  be 

Blatch.    122 ;    1    Bann.    &   A.   294 ;  construed    by  the  subsequent  specific 

Mitchell  V.  Tilghman  (1873),  19  Wall,  directions  for  making  the  invention,  and 

287 ;    5  0.  G.  299  ;   Forsyth  v.  Clapp  the  description  of  its  peculiar  proper- 

(1873),  4  0.  G.  527  ;   Holmes,  278  ;  6  ties,  see  Holt  v.   Kendall   (1885),  26 

FUher,  628 ;  Smith  o.  O'Connor  (1873),  Fed.  Bep.  622  ;  85  O.  G.  874. 

4  0.  G.  683  ;  2  Sawyer,  461 ;  6  Fisher,  That  a  Claim  is  to  be  construed  by 

469  ;  Roberts  v.  Dickey  (1872),  4  Fisher,  the  specification,  and  if  the  specificatioii 

532;  1  0.  G.  4;   4  Brews.  (Pa.)  260.  describes  only  the   entire   article  the 

That  general  words  in  a  Claim  are  Claims  do  not  cover  each  separate  put 

limited  l]y  particular  words  in  the  speci-  of  it,  see  Evans  v.  Kelly   (1880),  IS 

fication,  see  Knox  v.  Murtha  (1871),  9  Fed.  Bep.  903  ;  9  Bissell,  251 ;  6  Bann. 

Bktch.  205  ;  5  JFisher,  174.  ft  A.  71 ;  23  0.  O.  192. 

That  a  Claim  cannot  receive  a  con-  That  the  Claims  of  a  patent  cannoA 

struction  broader  than  the  invention  as  be  enlaiged  by  the  correspondence  of 

shown  in  the  specification,  see  Anders  the  inventor  with  the  Patent  Ofiioe,  nnr 

V.  Gilliland  (1880),  19  0.  G.  177.  by  the  proceedings  pending  the  appli- 
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not  true.  Although  the  Claims  must  follow  the  description, 
it  is  not  necessary  that  they  cover  all  the  patentable  matter 
there  described.  The  inventor  may  abandon  portions  of  it  to 
the  public,  or  reserve  them  for  the  protection  of  a  future 
patent.  Whatever  of  such  matter  the  legitimate  meaning  of 
his  Claims,  in  their  widest  sense,  embraces,  they  must  be 
construed  to  hold,  but  beyond  this  meaning  they  cannot  be 
enlarged  by  general  terms  in  the  description,  or  by  its  state- 
ment of  other  and  distinct  inventions. 

§  744.    Third  General  Rule :  'Words  and  Phraaas  Interpreted,  if 
poaaible,  in  their  Ordinary  Sense. 

Subject  to  the  preceding  rules  are  those  which  govern  the 
Bignification  of  the  individual  words  and  phrases  employed  by 
the  inventor  in  his  Description  and  Claims  of  the  invention, 
and  by  the  Patent  Office  in  framing  the  letters-patent.  Unless 
the  contrary  appears,  a  word  has  its  ordinary  meaning.^  If 
commonly  applied  in  different  senses,  it  may  be  used  in  one 
part  of  the  patent  to  denote  a  certain  object,  and  in  another  to 
denote  a  different  object, —  its  sense  in  each  connection  being 
determined  by  the  object  to  which  it  relates.^  If  it  has  varied 
in  its  meaning  since  the  date  of  the  invention,  it  must  be 
taken  as  including  only  the  acts  or  things  to  which  it  then  re- 

eation,  see  Goodyear  Dental  Vulcanite  constnied  as  there  used,  see  Day  v.  Stell- 

Co.  V.  Gaxdiner  (1871)»  8  Clifford,  408  ;  man  (1859),  1  Fisher,  487. 

4  Fisher,  224.  That  under  See.  4888,  Bey.  Stat, 

That  dear  and  distinct  Claims  will  the  specification  must  point  oat  the  ex- 

gOTem  where  the  specification  is  am-  act  inrention,  and  the  patent  mnst  be 

higaoos,    see    McKesson   v.    Camrick  taken  as  it  reads,  in  the  light  of  oom- 

(1881),  9  Fed.  Rep.  44  ;  21  0.  O.  187  ;  mon  knowledge,  until  the  contrary  ap- 

19  Blatch.  158.  pears,  see  McCloskey  v.  Dubois  (1881), 

That  a  process  cannot  be  inferred  by  19  O.  G.  1286  ;  20  0.  G.  871 ;  8  Fed. 

the  court  from  a  description  of  its  pro-  Bep.  710  ;  19  Blatch.  205. 
duet,  see  Western  Electric  Co.  v.  An-         That  where  a  specification  misuses 

sonia  Co.  (1885),  114  U.  S.  447;  81  words,  their  ordinary  meaning  will  still 

O.  G.  1805.  haye  weight,  see  Root  v.  Lamb  (1881), 

I  744.  1  That  words  used  in  a  sped-  19  0.  G.  937  ;  7  Fed.  Rep.  222. 
fieation  have  their  usual  meaning  unless         *  That  the  meaning  of  words  in  a 

the  contrary  appears,  see  Root  v.  Lamb  specification  is  dependent  on  the  con- 

(1881),  7  Fed.  Bep.  322 ;  19  O.  G.  987  ;  text,  and  the  same  words  may  mean 

Day  V.   Cary  (1859),  1   Fisher,   424;  different  things  in  difierent  connections, 

Go<vlTear  v.  Cary  (1859).  4  Blatch.  271.  see  Drummond  v.  Greenough  (1879),  18 

That  terms  known  in  the  art  are  0.  G.  969. 
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f erred  and  not  those  which  it  has  more  recently  embraced.' 
Words  also  are  interpreted  according  to  the  intent  of  the 
inventor,  as  indicated  by  their  use  in  the  specification,  or 
in  the  art  to  which  the  invention  appertains,  or  in  his  cor- 
respondence with  the  Patent  Office.^  Ambiguous  words,  if 
capable  of  no  intelligible  construction  and  the  object  of  the 
patent  can  be  made  clearly  known  without  them,  may  be 
rejected  as  surplusage.^  General  words  may  be  limited  in 
meaning,  and  special  words  extended,  as  the  interpretation  of 
the  entire  instrument  requires.  The  arrangement  of  words 
in  a  sentence  is  of  little  moment,  if  its  purport  can  be  accu- 
rately discovered,* 

§  745.   Practical  Applioation  of  the  Foregoing  Rules. 

In  construing  a  patent  in  accordance  with  these  rules  the 
first  object  of  attention  is  the  Claim.  If  this  requires  no  ex- 
planation, the  court  expounds  it  by  the  ordinary  meaning  of 
its  words  and  defines  the  invention  which  it  covers.^     If 

*  That  the  langtiag«  of  a  patent  wiU  That  ambigiioiis  words  in  the  spedfi* 
be  conetnied  by  its  meaning  at  the  date  cation  will  be  controlled  bj  the  Claim 
of  the  patent,  not  by  that  subsequently  or  treated  as  superfluous,  see  McKesson 
acquired,  see  McDougalo.  Eames  (1872),  v.  Camrick  (1881),  9  Fed.  Bep.  44 ;  19 
8  0.  O.  87.  Blatch.  158  ;  21  O.  6.  187. 

That  names  are  interpreted  by  cTi-        ThatphrasesinaspedficatianhaTemi 

dence  of  their  meaning  at  the  time  when  fixed  meaning,  but  are  to  be  interpreted 

they  were  used,  not  afterward,  see  Flor-  by  the  courts,  see  Union  Pkper  Bag  Co« 
enee  Sewing  Maoh.  Co.  v.   Grayer  ft    v.  Nizon  (1878),  6  Fisher,  40S  ;  4  0. 

Baker  Sewiqg  Mach.  Co.  (1872),  110  O.  81. 
Mass.  70.  *  That  the  specification  is  constniel 

^  That  the  language  of  a  specification  rather  by  the  true  import  of  the  woidi 

is  to  be  interpreted  according  to  the  used  than  by  any  arrangement  of  word^ 

endent  intention  of  the  inrentor,  see  see  AUen  ••  Hunter  (1866)»  0  McLean, 
Union  Paper  Bag  Co.  v.  Nizon  (1878),  .  808. 
0  Fisher,  402  ;  4  O.  O.  81.  f  746.  >  In  Rich  v.  Close  (1870),  4 

That  general  terms  and  special  words  Fisher,  279,  Woodruff,  J.  :  (288)  '*U 

are  construed  to  corer  the  real  inyention  is  quite  true  that  in  the  oonstmction  of 

if  it  can  be  done  without  violence  to  the  a  Claim  reference  is  to  be  hftd  to  the  ds* 

language   of  the  Claim,  see  ^tch  v.  scriptiye  portion  of  the  spedficatioa,  «v 

Bragg  (1881),  20  0.  O.  1689  ;  8  Fed.  to  any  other  portion  of  it,  to  ascertain 

Rep.  688;  Estabrook  v.  Dunbar  (1876),  the  tme  interpretation  of  the  Claim. 

10  0.  O.  909  ;  2  Bann.  &  A.  427.  But  where  the  Claim  ia  such  as  to  leave 

*  That  ambiguous  words  will  be  con-  no  room  for  constraetimi,  where  it  is 
strued  to  suit  the  real  nature  of  the  iu-  clear  and  explicit,  and  espedally  where 
Tention,  see  White  v.  Allen  (1868),  2  there  is  nothing  in  the  Rpeeification 
Clifford,  224  ;  2  Fisher,  440.  which  shows  that  the  patentee  did  not 
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explanation  is  required,  the  entire  field  of  inqairj  is  open. 
The  nature  of  the  actual  invention  is  sought  in  the  history  of 
the  art,  in  the  formal  statements  of  the  inventor  before  his 
patent  issued,  and  in  other  facts  which  indicate  its  character. 
To  this  invention  the  entire  description  of  the  patent  is  ap- 
plied, and  whatever  has  been  properly  described  and  might, 
therefore,  lawfully  be  claimed,  is  taken  as  the  true  interpre- 
tation of  the  Claim  so  far  as  the  legitimate  use  of  language 
will  allow.^  By  this  method  of  construction  the  rights  of  the 
inventor  are  secured  to  the  fullest  extent  which  is  compatible 
with  the  preservation  of  the  public  right.  Whenever  he  fails 
of  complete  protection  it  is  through  his  own  faults  of  state- 
ment, which  he  may  correct  by  a  re-issue. 


SECTION  n. 

OF  THE  CONSTRUCrnON  OF  LETTERS-PATENT  :    SPECIAL  RULES. 

§  746.    Special   R9le8  :    Pioneer   Patents  :    Re-iasued   Patents  : 
Patents  Granted  by  Act  of  Congress. 

In  addition  to  the  foregoing  general  rules,  certain  special 
rules  of  construction  have  arisen  from  the  application  of  these 

mean  just  what  the  plain  langaage  of  Claim,  which  is  the  somming  up,  at  the 

the  Claim  imports,  we  are  not  aided  by  close  of  the  patent,  or  specification  pre- 

and  haye  no  need  of  aid  from  snch  speci-  ceding,  the  Claim  being  in  the  tennB : 

fication."    8  Blatch.  41  (44).  <  What  I  claim  to  haye  invented,  and 

That  a  Claim  must  be  constmed  by  wish   to   secure   by  letters-patent,    is 

its  terms  when  they  are  clear,  and  can-  y  and  then  a  condensed  statement 

not  be  enlaiged  by  the  context,  see  of  what  he  wishes  to  have  secored  to  him 

White  V.  Dunbar  (1886),  119  U.  S.  47 ;  by  his  patent.    But  in  construing  that 

87  O.  6.  1002.  we  take  into  view  the  whole  of  what 

That  where  the  import  of  a  Claim  is  precedes  it  in  the  specification,  and  also 

dear  it  cannot  be  enlarged  by  the  De-  such  extraneous  facts  presented, by  the 

scription,  see  RaUway  Register  Mfg.  Co.  evidence  as  may  aid  in  giving  the  true 

V.  Third  Avenue  R.  R.  Co.  (1887),  42  construction  to  the  patent,  particularly 

0.  G.  879.  the  documents  from  the  Patent  Office 

>  In  Johnson  v.  Root  (1858),  1  Fish-  which  have  preceded  the  granting  of  the 
er,  851,  Sprague,  J.:  (855)  "In  deter-  patent  itself."  See  also  Woodman  «. 
mining  what  it  is  that  the  plaintiff  has  Stimpson  (1866),  8  Fisher,  98  ;  Whip- 
secured  to  him  by  his  patent  from  the  pie  v.  Baldwin  Mfg.  Co.  (1858),  4  Fish- 
Government,  the  court  looks,  in  the  first  er,  29 ;  and  §  789  and  notes,  aiUe. 
place,  at  what  is  called,  technically,  the 
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general  rules  to  particular  cases.  A  pioneer  patent,  intro- 
ducing to  the  public  some  art  or  instrument  entirely  new, 
must  be  interpreted  as  liberally  as  its  language  will  permit 
in  order  to  protect  the  original  conception  in  its  widest  form, 
notwithstanding  any  Description  or  Claim  for  specific  details 
which  the  patent  may  contain.^  A  re-issued  patent,  if  am- 
biguous and  uncertain  in  itself,  may  be  aided  by  referring  to 
the  specifications,  drawings,  and  model  of  the  original.^  A 
patent  granted  by  special  act  of  Congress,  upon  representa- 
tions made  by  the  inventor  as  to  the  real  nature  of  his 
invention,  must  be  limited  to  the  invention  as  thus  repre- 
sented, whatever  else  the  terms  of  the  patent  might  otherwise 
include.' 

§  746.  1  That  the  Claims  of  a  pio-  *  Tha*  *^«  Claims  of  a  re-issae,  if 
neer  patent  are  to  be  construed  broadly,  obscure,  may  be  interpreted  by  the 
see  Kirk  v,  DuBois  (1887),  42  0.  O.  original  specifications  and  drawings,  see 
297 ;  Hammewchlag  Mfg.  Co.  v.  Ban-  Bussey  v.  Wager  (1875),  9  O.  G.  SOO. 
croft  (1887),  40  0.  G.  1889  ;  82  Fed.  That  an  original  patent  can  be  re- 
Eep.  585 ;  May  v.  County  of  Fond  du  ferred  to  in  order  to  construe  the  re- 
Lao  (1886),  27  Fed.  Rep.  691 ;  Thayer  v.  issue,  see  Reedy  v.  Scott  (1874),  28 
Spaulding  (1886),  27  Fed.  Rep.  66  ;  86  WaU.  852  ;  7  0.  G.  468. 
0.  O.  1044;  Worswick  Mfg.  Co.  v.  That  in  construing  a  re-issued  patent 
City  of  Bufialo  (1884).  22  Blatch.  157  ;  tit«  new  matter  claimed  may  be  referred 

27  O.  G.  1289  J  20  Fed.  Rep.  126;  to  as  interpreting  the  good  Claims,  but 
Pickhardt  i>.  Packard,  (1884),  23  Blatch.  only  so  far  as  it  could  properly  have 

28  ;  80  0.  G.  179 ;  22  Fed.  Rep.  580.        appeared  in  the  original  specification. 
That  a  pioneer  patent  is  not  to  be    see  Schillinger  v,  Cranford  (1885),  4 

limited  to  specific  details  if  it  is  fairly  Mackey,  450  ;  87  O.  G.  1849. 
open  to  a  liberal  construction,  see  Ham-         •  That  a  patent  granted  by  special 
merschlag  r.  Scamoni  (1881),  7  Fed.  act  of  Congress  will  be  limited  by  rep- 
Rep.  584 ;  20  0.  G.  75.  resentations  made  by  the  patentee  to 

That  when  a  new  art  is  disooyered  Congress  in  order  to  obtain  the  patent, 

and  patented  the  Claims  of  the  patent  see  Union  Mfg.  Co.  v.  Lounsbury  (1863), 

are  broadly  construed  so  as  to  cover  aU  2  Fisher,  889. 

means  of  practising   it,   see  Standard         That  a  patent,  having  been  irregularly 

Measuring    Machine    Co.    v,    Teague  granted  and  afterwards   confirmed  by 

(1888),  15  Fed.  Rep.  890;   KimbaU  w.  special  act  of  Congress,  is  to  be  governed 

Hess  (1888),  15  Fed.  Rep.  898  ;  26  0.  and  construed  by  the  law  in  force  when 

G.  107.  it  was  originally  granted,  see  Kew  Amer- 

That  on  a  question  of  joinder  the  ican  File  Co.  v.  Nicholson  File  Co.  (1881)* 

rule  of  construction  is  most  liberal,  see  20  0.  G.  524  ;  8  Fed.  Rep.  816. 
Ek  pcarU  Herr  (1887),  41  O.  G.  i68. 
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§  74f7.    Special  Rules :  Clalma  for  CombinatloiiB :  ZmproTemente  : 
Joint  Inventions. 

A  Claim  for  a  combination  is  to  be  construed  liberally  in 
order  to  suppoi*t  the  combination,  although  another  Claim 
is  made  for  a  special  arrangement  of  the  same  elements.^ 
Where  a  combination  apparently  claimed  is  shown  to  be  old, 
tlie  Claim  may  be  interpreted  to  cover  the  particular  elements 
employed,  if  the  language  of  the  Claim  is  capable  of  that  con- 
struction.^ The  use  of  the  word  "combination"  in  some 
Claims,  and  not  in  others,  indicates  an  intention  to  exclude 
the  combination  from  the  latter.^  A  patent  for  an  improve- 
ment will  be  read  in  the  light  of  the  original  invention  and 
its  own  relations  thereto.^    A  patent  for  a  joint  invention, 

f  747.  ^  That  a  Claim  for  a  combina-  That  a  Claim  for  an  arrangement  of 

tion  will  be  construed  broadly,  though  all  the  parts  constituting  the  article  ia 

another  Claim  is  made  for  a  special  construed  as  a  Claim  for  the  article 

arrangement  of  the  same  elements,  see  itself,  see  Donoughe  v.  Hubbard  (1886), 

JBe  parte  Marsh  (1872),  2  0.  G.  197.  27  Fed.  Rep.  742  ;  35  0.  6.  1661. 

That  in  patents   for   combinations  That  a  Claim  for  a  process  consist- 

fhe    limitations   imposed   by   the   in-  ing  of  seyeral  steps  may  be  limited  by 

yentor,  especially  after  the  rejection  of  the  state  of  the  art  and  the  Description 

a  Claim,  must  be  strictly  construed  in  of  the  patent  to  the  instrumentalitiea 

fayor  of  the  public  as  disclaimers,  see  described,  or  their  equivalents,  which 

Sai^nt  V.  Hall  Safe  &  Lock  Co.  (1885),  are  essential  to  the  performance  of  the 

114  U.  S.  63  ;  31  O.  G.  661.  process,  see  Lawtherv.  Hamilton  (1888), 

That  a  patent  for  a  combination  can-  42  0.  G.  487. 

not  be  construed  to  coyer  an  element  That  a  Claim  for  a  combination  may 

expressly   disclaimed,    see    Shaver    o.  be  construed  as  a  Claim  for  a  manu- 

Skinner  Mfg.  Co.  (1887),  41  0.  G.  232.  factuie,  see  Duff  o.  Calkins  (1888),  25 

That  the  courts  cannot  by  construe-  0.  G.  601. 

tion  eliminate  a  claimed  element  of  a  That   a  Claim    for   a   combination 

combination  simply  because  it  is  practi-  covers  all  its  effects  though  they  are 

cally  useless,  see  Williams  r.Stolzenbach  not  named,  see  Thompson  v,  American 

(1885),  28  Fed.  Bep.  89  ;  30  O.  G.  891.  Bank  Note  Co.  (1888),  45  0.  G.  347. 

That  all  claimed  elements  are  to  be  ^  That  a  Claim  for  a  combination 
regarded  as  material  in  construing  the  shown  to  be  old  may  be  construed  as  a 
patent,  see  Sargent  v.  Hall  Safe  &  Lock  Claim  for  the  particular  devices  em- 
Co.  (1885),  114  U.  S.  63  ;  31  0.  G.  661 ;  ployed,  see  Clough  v.  The  Gilbert  & 
and  §§  156,  278,  282,  527,  and  notes,  Barker  Mfg.  Co.  (1878),  15  0.  G.  1009. 
aids,  *  That  the  use  of  the  word  *'  com- 

That  a  Claim  for  a  combination  in-  binatiou  *'  in  some  Claims  but  not  in 

eludes  everything  which  is  either  ex-  others  excludes  the  idea  of  it  from  the 

pressed   or   necessarily  implied  to  be  latter,  see  Burden  v.  Coming  (1864),  2 

material,  see  Thompson  v.  Gildersleeve  Fisher,  477. 

(1888),  43  0.  G.  886.  «  That  a  Claim  for  an  improvement  is 
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which  is  subsidiary  to  a  prior  sole  invention,  cannot  be  so 
construed  as  to  embrace  the  sole  invention.^ 

§  74a  Special  Roles  :  daima  for  Prinoiplas,  FonctioxiSp  or  Effects. 
A  Claim  for  the  principle  or  force  employed  in  an  inven- 
tion will  be  interpreted,  if  possible,  as  a  Claim  for  the  in- 
strument or  operation  by  which  the  force  is  applied  to  its 
appropriate  object.^  A  Claim  for  a  function,  where  the 
specification  describes  the  device  or  apparatus  which  performs 
it,  will  be  construed  as  intended  to  cover  such  apparatus  or 
device.'  A  Claim  for  a  result  or  effect  will  be  considered  as 
a  Claim  for  the  means  by  which  the  effect  is  produced,  if  the 
specification,  as  a  whole,  is  open  to  that  interpretation.' 

§  749.    Special   Roles :   Claims  for   an   Bntirety  not   Divisible : 
Claims  for  Separate  Devices  not  Consolidated. 

A  Claim  for  an  entire  instrument  or  process,  consisting  of 
several  steps  or  divisible  parts,  cannot  usually  be  divided  by 
construction  in  such  a  manner  as  to  cover  these  independent 
members.^  If  the  interpretation  given  to  the  invention  by 
the  specification,  however,  indicates  that  these  steps  or  parts 

to  be  oonstnied  in  view  of  the  original         '  That  Innctlonal  Claima  wiU  be  con* 

and  its  relations  to  it,  see  Brown  v.  strued,  if  possible,  as  Claims  for  what 

Selby  (1871),  2  Bissell,  457  ;  4  Fisher,  performs  the  fonction,  see  Albany  Steam 

868.  Trap   Co.    o.    Felthonsen    (1884),   82 

That  the  conrt  can  determine  whether  Blatch.  169;    20  Fed.  Rep.  688  ;  M^. 

two  designs  are  the  same  by  comparing  Co.  v,  Ladd  (1877),  11  O.  6. 158 ;  2 

them,  see  Jennings  v.  Eibbe  (1882)^  10  Bann.  &  A.  488 ;   &  parU  Shippen 

Fed.   Rep.   669  ;   22  0.    G.  881 ;    20  (1875),  8  0.  G.  727  ;  and  i  518  and 

Blatch.  858  ;  and  {{  201-207,  806,  and  notes,  anU. 
notes,  ante.  *  That  a  Claim  for  a  resolt  wUl  be 

*  Tliat  a  joint  inrention,  subsidiary  construed,  if  possible,  to  be  a  Claim  for 

to  a  prior  inyention  of  one  of  the  joint  a  means  of  effecting  a  resolt,  see  Palmer 

inyentors,  cannot  be  so  construed  as  to  v.  Galling  Gun  Co.  (1881),  8  Fed.  Rep. 

include  it,  see  Hopkins  k  Dickinson  518  ;  19  Blatch.  892 ;   20  O.  G.  815  ; 

Mfg.  Co.  V.  Corbin  (1878),  14  Blatch.  Henderson  v.  Cleveland    Co-operatiTB 

896  ;  14  O.  G.  8.  Stove  Co.  (1877),  2  Bann.  &  A.  604 ; 

{  748.  1  That  a  Claim  wOl  not  be  12  0.  G.  4  ;  and  §  519  and  notes,  ants. 
construed  to  cover  a  principle  if  it  can         §  749.  ^  That  a  Claim  for  a  whole 

be  so  interpreted  as  to  apply  to  a  de-  cannot  be  divided  by  oonstmetion  so  as 

vice,  see  Union  Paper  Bag  Co.  v.  Nixon  to  cover  the  parts,  see  Evans  v.  Kelly 

(1873),  4  0.  G.  81 ;  6  Fisher,  402 ;  and  (1880),  9  Bissell,  251 ;  18  Fed.  R^ 

§{  508,  509  and  notes,  anU.  908  ;  23  0.  G.  192  ;  5  Bann.  a  A.  7L 
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are  the  true  means  conceived  by  the  inventor,  the  Claim  may 
be  extended  to  embrace  them.'  Two  apparently  separate 
Claims  cannot  be  construed  together  as  one  Claim  and  be 
thus  supported  by  each  other.' 

§  750.    Special  Rules :    Foreign  ^7ords :    "  Substantially  as  De- 
scribed : "  "  Generlo,"  etc. 

Foreign  words  occurring  in  a  patent  are  to  be  interpreted 
by  the  context  and  the  real  object  of  the  inventor,  and  to 
receive  such  meaning  as  will  efPect  his  intention.^  The 
phrase  ^^substantially  as  described/'  in  the  Claim,  signifies 
much  or  little,  as  tiie  patentee  evidently  designed.'  This 
phrase  is  always  supposed  to  be  incorporated  in  the  Claim, 
whether  or  not  it  is  actually  inserted.'  In  any  case  it  re- 
lates only  to  the  material  features  of  the  invention,  as  shown 
by  its  purpose  and  by  the  elements  which  compose  it  and 

*  That  effect  is  to  be  given  to  the  described  "  roeaos  much  or  little,  as  the 
wbole  description  in  the  specification  intention  of  the  patentee  requires,  see 
and  dmwings,  and  if  it  can  be  seen  Beymonr  v.  Osborne  (1869),  8  Fisher, 
that  the  patentee  intended  to  claim  the  565. 

parts  separately,  the  patent  must  be  so  *  That  the  words  **  substantially  as 

constmed,  see  National  Car  Brake  Shoe  described  '*  are  always  understood  in  the 

Co.  V,  Lake  Shore  &  Michigan  Southern  Claim,  and  refer  to  the  specification,  see 

B.  S.  Co.  (1880),  9  Bissell,  50.3 ;  18  Matthews   v.    Schonebeiger   (1880),  4 

O.  G.  1179  ;  4  Fed.  Rep.  219.  Fed.  Rep.   685  ;   18  O.  O.   1464  ;  18 

*  That  two  apparently  separate  Claims  Blatch.  857;  Weetinghouse  v,  Gardner 
cannot  be  construed  as  one,  and  be  sup-  k  Ranson  Air  Brake  Co.  (1875),  2  Bann. 
ported  by  each  other,  see  Seymour  v.  k,  A.  55 ;  9  O.  G.  588 ;  Mitchell  v. 
MeCormick  (1856)  19  How.  96.  Tilghroan  (1878),  19  WalL  287  ;  5  O.  G. 

That  two  patents   cannot  be  con-  299  ;  and  f  517  and  notes,  ante. 

■trued  to  supplement  each  other,  see  That  Claims  referring  to  the  specifi- 

BUdes  V.  Rand,  McNally,  ft  Ca  (1886),  cation  must  be  construed  by  it,  see  Gott- 

87  Fed.  Rep.  98  ;  87  0.  G.  99.  fried  v.  PhUUp  Best  Brewing  Co.  (1879), 

That  a  Claim  ooTering  a  class,  where  5  Bann.  &  A.  4  ;  17  O.  G.  675  ;  Sickels 

the  inrention  is  only  Due  of  the  class,  is  v.  Evans  (1868),  2  Fisher,  417  ;  2  Clif- 

eonfined  to  the  invention,  see  Opinion  ford,  208. 

Atty.  Gen.  (1856),  8  Op.  Atty.  Gen.  That  the  Claim  may  be  constmed  by 

869.  the  specification  so  as  to  be  good,  though 

f  750.  1  That  foreign  words  will  be  on  its  face  it  covers  only  a  function  or 
interpreted  by  the  context,  and  the  real  a  result,  if  it  refers  to  the  specification 
nature  of  the  invention,  see  White  v.  by  the  words  "  substantially  as  da- 
Allen  (1868),  2  Fisher,  440  ;  2  Clifford,  scribed,"  see  Seymour  v.  Osborne 
224.  (1870),  11  Wall.  516 ;  Seymour  v.  Os- 

*  That  the  phrase  '' substantially  as  borne  (1869),  8  Fisher,  555. 
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enable  it  to  accomplish  its  results.^  The  similar  phrase  ^^  as 
herein  described"  likewise  refers  to  the  specification  for  a 
fuller  and  more  exact  statement  of  the  subject-matter  of  the 
Claim.*  The  word  "  specification  "  is  sometimes  employed  to 
denote  both  the  Claim  and  the  Description,  and  sometimes  only 
the  Description.  In  statutes  and  elsewhere,  when  it  is  used 
alone,  it  has  the  former  meaning ;  when  the  word  "  Claim " 
is  also  used,  it  has  the  latter.*  The  term  "  generic  "  varies 
in  its  application.  It  is  a  relative  term,  the  same  invention 
being  generic  as  to  some  inventions  and  specific  as  to  others.^ 
It  is  to  be  interpreted  according  to  the  nature  of  the  opera- 
tion or  instrument  to  which  it  is  applied,  and  the  position  of 
such  instrument  or  operation  in  the  art  to  which  it  belongs. 
The  word  ^^'manufacture  "  may  denote  the  article  made,  or  the 
means  by  which  it  is  produced.^ 

*  In  Waterbniy  Brass  Co.  v.  Miller  *  In  Wilson  v.  Coon  (1880),  18 
(1871),  9  Blatch.  77,  Woodraff,  J.  :  BUtch.  632,  Blatchford,  J. :  (585) 
(97)  "Thoy  relate  only  to  material  ''The  word  'specification,'  when  oaed 
features  of  the  combination  specified,  separately  from  the  word  'daim,'  in 
and  these  are  to  be  ascertained  by  con-  §  4916,  means  the  entire  paper  referred 
sidering  the  object  or  purpose  of  the  to  in  §  4888,  namely,  the  written  de- 
machine,  and  what  are  the  elements  of  scription  of  the  invention,  'and  of  the 
the  combination  which  create  its  dis-  manner  and  process  of  making,  con* 
tinctire  character,  and  are  effective  in  stmcting^  compounding,  and  using  it,' 
producing  the  peculiar  result  for  which  and  the  Claims  made.  The  word 
the  contriyance  is  made."  5  Fisher,  'specification,' meaning  Description  and 
48  (68).  Claims,  is  used  in  that  sense  in  §§  4884, 

That  in  the  Claim  the  words  "  in  the  4895,  4902,  4903,  4917, 4920.  and  4922. 

manner  and  for  the   purposes  herein  In  some  cases,  as  in  §§  4888  and  4916^ 

specified  *'  should  not  be  construed  to  the  words  '  specification  and  daim '  are 

cover  every  part  shown  in  the  drawings  used,  and  in  §  4902  the  word  '  descrip> 

and  Description,  nor  to  confine  the  inven-  tion '  and  the  word  '  specification  *  ars 

tion  to  the  precise  fonn  therein  shown,  used.    But  it  is  clear  that  the  word 

see  Reed  v.  Chase  (1885),  25  Fed.  Rep.  'specification,'  when  used  without  the 

94  ;  83  0.  0.  996.  word   'claim,'  means  Description  and 

«  That  the  words    "as  herein  de-  Claim'."    19  O.  6.  482  (482) ;  6  Fed. 

scribed"  or  "set  forth"  refer  to  the  Rep.  611  (615).    See  slso  §§  655-657 

specification,  and  may  embrace  elements  and  notes,  ante. 

not  mentioned  in  the  Claim,  see  Vanoe  '  That  the  term  "  generic "  is  lela- 

V,  Campbell  (1859),  1  Fisher,  488.  tive,   the  same  invention  being  "gen* 

That  the  words  in  the  Claim  "all  as  eric,"  as  to  some,  and  "  specific  "  as  to 

shown  and  described  "  limits  the  Claim  others,  see  Sx  parU  Ewart  (1880),  17  0. 

to  the  exact  thing  shown,  see  Osceola  O.  448  ;  and  §§  535,  536,  and  notes, 

M^.  Co.  V.  Pie  (1886),  28  Fed.  Bep.  ante. 

88.  *  That  the  word  "  manufacture  "  may 
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§  751.    Speolal   Rttlos :    Tdrnis    Admitting   of   Degroas  :     Other 
Terms. 

Terms  admitting  of  degrees  —  such  as  "tight,"  "hard," 
"hot,"  and  the  like  —  refer  to  that  degree  which  is  best 
suited  to  the  purposes  of  the  invention  as  indicated  by  its 
practical  use.^  The  phrase  "in  any  other  convenient  man- 
ner "  includes  every  method  which  the  invention  can  perform.' 
"  Suitable  materials "  embrace  all  known  materials  proper 
for  the  purpose.'  The  "making"  or  " selling"  of  a  substance 
is  essentially  distinct  from  its  "  use,"  and  a  patent  for  the 
latter  does  not  confer  upon  the  patentee  any  exclusive  right 
to  the  former.*  Other  special  words  are  interpreted  in  view 
of  the  practical  character  of  the  invention  and  as  they  would 
ordinarily  be  employed  by  persons  skilled  in  the  art.^ 

mean  the  article  made,  or  the  work  of  v.   Phoenix  Iron  Co.  0^72),  5  Fisher, 

making  it,  see  Shaw  v.  Colwell  Lead  468  ;  1  0.  O.  471. 
Co.  (1882),  20  BUtch.   417;  11  Fed.         •  That  "jointly"  in  a  Claim  may 

Bep.  711.  mean  "by  nnited  action,"  not  necessa- 

f  751.  ^  That  tenns  admitting  of  de-  rily  "  simultaneously,'  tee  Gold  &  Stock 

greea   of  meaning,    such  as    "  tight,"  Telegraph  Co.  v.  Commercial  Telegram 

"hard,"  etc.,  mean  such  degree  as  ia  Co.   (1885),  28  Blatch.  199  ;  23  Fed. 

suited  to  the  purposes  of  the  invention,  Bep.  840 ;  81  O.  G.  1558. 
•ee  Robinson  v.  Sutter  (1881),  8  Fed.         That'*  perfect "  means  perfect  accord- 

Bep.  828  ;  19  O.  G.  127  ;  10  Biseell,  100.  ing  to  the  standard  required  in  the  art. 

The  words  "  to  be  hardened,"  in  a  see   Adams   v.    Bridgewater   Iron  Co. 

Description,  mean  to  be  made  as  hard  (1888),  26  Fed.  Rep.  824;  84  O.  G. 

as  possible,  see  Monce  v.  Adams  (1874),  1045. 

7  O.  0.  177  ;  1  Bann.  &  A.  126  ;  12         That  ''free  from  defect"  means suffi- 

Blatch.  1.  eiently  free  for  practical  purposes,  see 

*  That  in  the  specification  the  phrase  Adams  v.  Bridgewater  Iron  Co.  (1886), 
"or  in  any  other  conyenient  manner,"  26  Fed.  Rep.  324  ;  84  O.  G.  1045* 

ia  construed  to  cover  such  manner  as         That  "  concavo-convex  "  means  such 

the   device  can  perform,   see    Illinois  a  degree  of  each  as  mechanical  judgment 

Central  R.  R.  Co.  v.  Turrill  (1876),  94  may  show  to  be  needed,  see  Temple 

U.  8.  695  ;  12  0.  G.  709.  Pump  Co.  o.  Goss  Pump  &   Rubber 

*  That  the  phrase  "  suitable  materi-  Bucket  Mfg.  Co.  (1887),  89  0.  G.  467  ; 
als "  means   "  known   materials,"   see  80  Fed.  Rep.  446. 

Bailey  Washing  &  Wringing  Mach.  Co.         That   the  words  "  or  other  part " 

9,  Lincoln  (1871),  4  Fisher,  879.  mean  "  or  other  equivalent  part,"  and 

*  That  a  patent  for  the  "  use  "  of  a  do  not  render  the  Claim  uncertain,  see 
thing  does  not  cover  the  making  and  Babcock  &  Wilcox  Co.  v.  Pioneer  Iron 
•elling  of  it»  see  Keystone  Bridge  Co.  Works  (1888),  48  0.  G.  756. 
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CHAPTER  V. 

OF  THE  TBANSFEB  OF  LEn^TEBS-PATENT* 

§  752.   Patented  Inventioxui  are  Property,  and  aa  Such  Zrana- 
ferable. 

A  PATENTED  inventioiiy  being  capable  of  exclusive  possession 
and  dominion,  is  property,  and  occupies  the  same  legal  posi- 
tion and  is  governed  by  the  same  legal  rules  as  any  other 
object  of  human  ownership.  The  patentee  has  the  same 
rights  in  it,  and  the  same  authority  over  it,  that  are  vested  in 
him  as  to  any  class  of  property.^  His  title  to  it  rests  on  the 
same  ultimate  basis  of  prior  occupancy,  receives  the  same 
sanction  and  vindication  through  the  provisions  of  positive  law, 
and  is  held  and  enjoyed  upon  the  same  general  conditions  of 
subservience  to  the  rights  of  others  and  to  the  public  good. 
And  as,  like  most  species  of  property,,  its  value  to  its  owner 
resides  principally  in  his  power  to  dispose  of  it  for  different 
property,  its  transfer  by  the  patentee  to  other  persons  is  re- 
stricted only  by  the  nature  of  the  property  itself.^  Of  what 
forms  of  transfer  a  patented  invention  is  capable  is  thus  an 
inquiry  preliminary  to  any  discussion  of  the  modes  by  which 
it  may  be  practically  conveyed. 

§  753.    Property  in   a  Patented  Xh^ention  Twofold :  the  XhTeo- 
tion,  and  the  Monopoly. 

Tlie  property  in  a  patented  invention  is  composed  of  two 
different  elements,  distinct  in  their  origin,  in  their  naturei 

f  752.  ^  That  an  inyention  belongs  Campbell  v,  James  (1880),  2  Fed.  Bep. 

to  the  inyentor  as  faUy  as  any  other  838 ;  18  Blatch.  92 ;  18  O.  6.  1111 ; 

property,  see  Sloat  v,  Patton  (1852),  Parker  v.  Haworth  (1848),  4  McLean, 

1  Fisher,  154  ;  and  §  61  and  notes,  870 ;  3  Bobb,  725. 
ante.  That  each  Chiim  is  separately  tnns- 

'  That  every  patent  and  every  inter*  ferable,  see  Pope  Mfg.  Co.  v.  Connolly 

est   in   a  patent   is   transferable,  see  k  Jeftrey  Mfg.  Co.  (1888),  84  Fed.  Bep. 

Howe  V.  Chatham  (1885),  64  Tez.  86  ;  898. 
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and  in  the  subordinate  rights  into  which  they  may  be  di- 
vided. The  first  of  these  elements  is  the  property  in  the 
invention  itself.  This  element  originates  in  the  inventive  act 
by  which  the  invention  was  produced,  consists  of  the  right 
to  practise  the  invention,  and  is  divisible  into  the  subordinate 
rights  to  make,  use,  and  sell  the  art  or  instrument  invented. 
The  second  element  is  the  property  in  the  patent  privilege  by 
which  the  invention  is  protected.  This  element  originates  in 
a  grant  of  the  sovereign  power  acting  under  the  enactments 
of  positive  law,  consists  in  the  right  to  prevent  all  persons 
except  the  patentee  from  practising  the  invention,  and  is 
divisible  into  the  subordinate  rights  to  prohibit  the  making, 
use,  or  sale  of  the  invention  except  upon  such  terms  or  by 
such  persons  as  the  patentee  may  deem  expedient,  and  to 
obtain  redress  for  its  forbidden  making,  use,  or  sale.  The 
first  of  these  two  elements  is  wholly  independent  of  the  sec* 
ond.  It  exists  equally  whether  the  invention  is  patented  or 
not,  and  it  may  be  transferred  by  the  inventor  either  as  a 
whole  or  as  to  any  one  or  more  of  its  subordinate  rights. 
Nor  does  this  element  draw  after  it  the  second.  While  the 
invention  remains  a  secret  with  the  inventor  or  his  trans- 
ferees, their  enjoyment  of  its  benefits  may  be  exclusive,  but 
if  it  becomes  known  to  others,  their  ownership  of  the  inven- 
tion confers  upon  them  no  power  to  prevent  its  general  use. 
The  necessity  for  the  second  element  then  first  arises,  and 
this  being  obtained  bestows  authority  on  the  inventor  to 
restrict  the  practice  of  the  invention  within  such  limits  as  he 
pleases,  and  to  recover  compensation  from  all  persons  who 
infringe  on  his  exclusive  rights.  This  second  element  is  thus 
a  mere  prohibitory  power.^    While  it  confers  a  monopoly  on 

I  763.   ^  In  re  Brosnahan  (1883),  be  called  a  natural  right,  and  which,  so 

4  McCrary,  1,  Miller,  J.  :  (5)  "  It  is  to  far  aa  it  may  be  regulated  by  law,  be- 

be  observed  that  no  constitutional  or  longs  to  ordinary  municipal  legislation  ; 

statutory  provision  of  the  United  States  and  it  is  unaffected  by  anything  in  the 

was,  or  ever  has  been,  necessary  to  the  Constitution   or  Patent   Laws  of  the 

right  of  any  person  to  make  an  inven-  United  States.     The  sole  object  and 

tlon,  disoovery,  or  machine,  or  to  use  purpose  of  the  laws  which  constitute 

it  when  made,  or  to  sell  it  to  some  one  the  patent  and  copyright  system  is  to 

else.    Such  right  has  always   existed  give  to  the  author  and  the  inventor  a 

and  would  exist  now  if  all  patent  laws  monopoly  of  what  he  has  written  or  dis* 

were  repealed.    It  is  a  right  which  may  covered,  —  that  no  one  ebe  shall  make 
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the  inventor,  it  neither  creates  the  invention  nor  any  of 
the  rights  which  accrue  from  the  inventive  act.  On  the  con- 
trary, it  presupposes  their  existence,  and  if  they  do  not 
exist  the  grant  of  the  monopoly  is  void.  Both  its  own  na- 
ture and  the  purposes  for  which  it  is  bestowed,  however, 
render  it  so  far  dependent  on  the  former  element  that  it  can- 
not subsist  except  in  the  inventor  or  in  those  to  whom  he  has 
conveyed  some  interest  in  the  invention ;  though  any  interest 
in  the  invention  less  than  the  exclusive  right  to  make  and  use 
and  sell  may  be  transferred  by  the  inventor  without  bestow- 
ing any  part  of  his  monopoly.  Hence  in  every  patented 
invention  there  are  two  objects  capable  of  alienation, —  the 
invention  or  the  right  to  make,  use,  and  sell  the  patented  art 
or  instrument,  and  the  monopoly  or  the  right  to  prohibit  others 
from  practising  the  invention,  and  to  obtain  redress  for  itb 
forbidden  making,  use,  or  sale.  The  principles  which  govern 
the  alienation  of  these  objects  are  very  different. 

§  754.   Property    in    the    Invention   Transferable    without    Re- 
striction. 

The  alienation  of  the  invention,  or  the  rights  to  make,  use, 
or  sell,  is  unrestricted  by  the  nature  of  the  property  or  the 
rules  of  law.  The  owner  of  the  invention  may  confer  these 
rights,  either  separately  or  together,  upon  one  person  or  upon 
many  different  persons,  and  each  may  exercise  the  rights  so 
conferred  without  reference  to  the  others.^  He  may  transfer 
them  before  or  after  the  patent  is  granted,  and  may  or  may 

or  use  or  sell  his  writings  or  his  iniren-  right  to  exclude  others  from  practising 

tion  withont  his  permission ;  and  what  the  invention,  see  De  Witt  v.  Elmum 

is  granted  to  him  is  the  exclosive  right,  Nobles  Mfg.  Co.  (1875),  6  Hun,  301 ; 

not  the  abstract  right,  bat  the  right  in  Hawks  v,  Swett  (1876),  4  Hun,  146  ; 

him  to  the  exclusion  of  everybody  else.  6  Thomp.  4b  0.  529  ;  Bloomer  v.  Mc- 

...  (6)  the  purpose  of  the  Patent  Law  Quewan  (1852),  14  How.  689. 
and  of  the  constitutional  provision  are         §  754.  ^  That  the  rights  to  make,  to 

answered  when  the  patentee  is  protected  use,  and  to  sell,  are  essentially  distinct 

against  competition  in  the  use  of  his  and   may  be   separately  granted,  see 

invention  by  others  ;  and  when  the  law  Dorsey  Revolving  Harvester  Rake  Co. 

prevents  others  from  infringing  on  his  v.  Bradley  Mfg.  Co.  (1874),  12  Blatch. 

exclusive  right  to  make,  use,  or  sell,  its  202  ;  Adams  v.  Burke  (187S),  17  Wall 

object  is  accomplished."    18  Fed.  Rep.  458  ;  83  O.  G.  114 ;  Jenkins  v,  Oreen- 

02  (64).  wald  (1857),  2  Fisher,  87 ;  1  Bond, 

Further,  that  a  patent  gyres  only  a  128* 
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not  unite  with  this  transfer  a  conveyance  of  the  entire  mo- 
nopoly or  any  lawful  interest  therein.'  Such  transfer  does 
not  take  effect  by  virtue  of  his  patent,  if  he  has  procured  one, 
nor  does  its  validity  as  against  him  depend  on  the  legality 
of  the  monopoly  which  he  has  received.  Its  sole  relation  to 
the  patent  arises  from  the  fact  that  the  patentee  is  not  per- 
mitted to  exercise  the  prohibitory  powers  of  his  monopoly 
against  those  to  whom  he  has  transferred  a  right  to  the  in- 
vention, and  is  compelled  in  certain  cases  to  employ  these 
powers  for  their  protection. 

§  755.    Property   in    the    Monopoly   Transferable    only   within 
Certain  Limits. 

The  alienation  of  the  monopoly  created  by  the  patent  is, 
on  the  other  hand,  restricted  both  by  its  own  nature  and  the 
rules  of  law.  Of  its  own  nature  it  is  indivisible,  except  as  to 
the  territorial  area  over  which  it  may  be  exercised.^  That 
each  of  two  independent  persons  should  possess  the  power  to 
prohibit  the  practice  of  an  invention  in  the  same  locality  in- 
volves a  contradiction  of  terms ;  for  as  this  prohibitory  power 
cannot  exist  apart  from  the  property  in  the  invention,  each 
would  at  once  have  a  right  to  make,  use,  and  sell  the  patented 
invention  and  yet  be  subject  to  the  prohibition  of  the  other. 
An  indivisible  monopoly  may  reside  in  one  person  or  in  sev- 
eral.   It  may  be  vested  in  one  owner  as  to  one  section  of 

*  That  a  sale  of  the  patented  deyice  withoat  aathority,  to  he  harassed  hy 

and  of  the  right  to  use  it,  conveys  no  a  multiplicity  of  suits  instead  of  one, 

part  of  the  monopoly,  see  Goodyear  v.  and  to  successive  recoveries  of  damages 

Beverly  Subher  Go.  (1859),  1  Glifford,  by  different  persons  holding  diiferent 

848.  portions   of  the  patent  right  in  the 

S  755.  1  In  Gayler  V.  Wilder  (1850),  same  place." 

10  How.  477,  Taney,  C.  J.  :  (494)  **For  Further,  that  the  monopoly  b  indi- 

it  was  obviously  not  the  intention  of  visible  except  as  to  locality,   see  San- 

the  legislature  to  permit  several  monop-  ford  v.  Messer  (1872),  2  O.  G.  470  ;  5 

olies  to  be  made  out  of  one,  and  divided  Fisher,   411 ;    Holmes,   149  ;    Burr  v. 

among  different  persons  within  the  same  Duryee  (1862),  2  Fisher,  275;  Metro* 

limits.  Such  a  division  would  inevitably  politan  Washing  Machine  Go.  v,  Earle 

lead  to    fraudulent    impositions    upon  (1861),  8  Wall.  Jr.  320  ;  2  Fisher,  203  ; 

persons  who  desired  to  purchase  the  Goodyear  v.  Railroad  (1853),  1  Fisher, 

use  of  the  improvement,  and  would  626 ;  Suydam  v.  Day  (1846),  2  Blatch. 

subject  a  party  who,  under  a  mistake  20  ;  and  §  61  and  notes,  ariie, 
as  to  his  rights,  used  the  invention 
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country  and  in  a  difiPerent  owner  as  to  another,  bat  wherever 
it  exists,  it  must  exist  as  an  entirety.  It  might  indeed  be 
possible,  in  theory,  to  sever  the  monopoly  in  correspondence 
to  the  rights  embraced  in  the  invention,  conferring  upon  one 
person  the  power  to  prohibit  all  others  from  making  the  inven- 
tion, upon  another  the  power  to  forbid  its  use,  and  upon  another 
the  authority  to  prevent  its  sale ;  but  the  practical  result  of 
such  divisions  upon  the  rights  of  the  respective  mouopolists, 
as  well  as  upon  those  of  the  owners  of  these  various  interests 
in  the  invention,  would  be  too  disastrous  to  be  long  tolerated  by 
an  industrial  community.  The  law,  therefore,  peremptorily 
forbids  such  multiplication  of  monopolies,  and  provides  that 
the  prohibitory  powers  bestowed  upon  the  patentee  shall  be 
regarded  as  indivisible  in  subject-matter,  and  constitute  but 
one  monopoly  in  any  given  portion  of  the  United  States.' 

§  756.   Transfers  off  Two  Glassas  :  X^irst  Class  Transfers  both  tiia 
Invention  and  the  Monopoly. 

These  difiPerences  between  the  alienability  of  an  invention 
and  that  of  the  monopoly  created  by  the  patent  indicate  the 
differences  between  the  two  great  classes  of  conveyances  by 
which  the  transfer  of  an  interest  in  a  patented  invention  is 
effected.  One  of  these  classes  operates  directly  both  on  the 
invention  and  on  the  monopoly.  It  not  only  conveys  the 
entire  or  partial  interest  in  the  invention,  conferring  on 
the  transferee  the  right  to  practise  it,  but  it  also  bestows 
upon  him  the  prohibitory  power  by  virtue  of  which  he  can, 
within  the  area  specified  in  his  conveyance,  prevent  all  other 
persons  from  enjoying  it,  and  compel  those  who  transgress  to 
make  him  compensation  for  the  injury.  And  as  the  power  to 
prohibit  includes  the  power  to  relieve  from  prohibition,  this 
transferee,  in  alienating  rights,  in  his  tuin,  to  practise  the 
invention,  emancipates  his  alienees  from  the  restrictions  of 

*  In  Gayler  v.   Wilder  (1850),  10  in  the  monopoly  remains  in  the  ptt- 

How.   477,  Taney,  C.  J.  :  (405)  "  Un-  entee,  and  he  alone  can  maintain  an 

qnestionably,  a  contract  for  the  pur-  action  against  a  third  party  who  com- 

chase  of  any  portion  of  the  patent  right  mits  an  infringement  upon  it.*' 

may  be  good  as  between  the  parties  as  a  See  also  Sanford  v.  Hesser  (1872), 

license,    and  enforced  as  snch  in  the  5  Fisher,  411 ;  Holmes,  140 ;  2  0.  0. 

courts  of  justice.    But  the  legal  right  470. 


CH.  v.]  OF  THE  TRANSFER  OF  LETTERS-PATENT.  518 

the  monopoly  to  an  extent  commensurate  with  their  respeo* 
tiye  interests  in  the  invention. 

§  757.  Second  CUbmb  Transfers  the  Invention,  bnt  not  the 
Monopoly. 

The  second  class  of  conveyances  operates  directly  only 
npon  the  invention.  It  transfers  no  interest  in  the  monopoly, 
though  it  protects  the  transferee  against  the  exercise  of  the 
prohibitory  powers  and  enables  him  in  certain  cases  to  invoke 
them  in  his  favor.  It  vests  in  him  no  authority  either  to 
forbid  others  to  practise  the  invention,  or  to  bestow  upon 
them  the  right  to  its  enjoyment ;  though  when  his  interest  in 
the  invention  is  made  alienable  by  the  express  terms  of  his 
conveyance,  or  by  legal  implication,  his  alienee  receives  the 
same  rights,  under  the  same  restrictions  and  with  the  same 
degree  of  deliverance  from  the  monopoly.  Such  a  convey* 
ance  does  not  rest  upon  the  patent  nor  affect  the  exclusive 
ownership  of  the  monopoly  by  the  patentee  or  those  to  whom, 
by  the  first  class  of  conveyances,  it  has  been  transferred.  Its 
sole  operation 'upon  the  monopoly  is  that  of  an  estoppel,  —  the 
transferor,  and  all  persons  who  derive  a  title  to  the  monopoly 
from  him  after  the  transfer  of  such  interest  in  the  inven- 
tion, being  estopped  from  enforcing  their  prohibitory  powers 
against  the  transferee  in  such  a  manner  as  to  impair  the 
value  of  the  interest  transferred. 

§  75&  No  Transfer  oan  be  of  the  First  Class  unless  it  Conveys 
the  Bntlre  Interest,  or  an  Undivided  Portion  of  the 
Bntire  Interest,  in  the  Invention  for  the  "Whole  or  for 
Some  Definite  Part  of  the  United  States. 

The  final  test  to  which  the  conveyance  of  an  interest  in  a 
patented  invention  is  to  be  subjected,  in  order  to  determine 
whether  it  belongs  to  the  former  or  the  latter  class,  is  found 
in  the  same  difference  between  the  alienability  of  an  inven- 
tion and  of  a  monopoly.  As  the  monopoly  is  created  and 
subsists  only  to  secure  the  benefits  of  the  invention  to  its 
lawful  owners,  so  the  monopoly  cannot  exist  except  in  one 
who  owns  the  entire  interest  or  a  partial  interest  in  the 

invention.    It  thus  resides  originally  in  the  patentee,  who 
VOL.  II.  —  83 
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is  the  owner  of  the  invention  at  the  issue  of  the  patent, 
and  must  remain  in  him  until  legally  conveyed  by  him  to 
others.^  But  the  monopoly  being  indivisible  in  subject- 
matter  cannot  be  transferred  in  connection  with  any  one  of 
the  subordinate  rights  in  the  invention  and  still  vest  in  the 
patentee  in  reference  to  the  other  rights  which  he  retains.  If 
he  conveys  the  right  to  make  the  invention,  or  the  right  to 
use  it  or  to  sell  it,  or  any  two  of  these  without  the  third,  the 
monopoly  is  not  affected,  since  it  cannot  follow  these  rights 
into  the  alienee,  and  therefore  must  remain  entirely  in  the 
patentee.  Nor  where  these  subordinate  rights  in  the  in- 
vention are  themselves  divided  and  conveyed  can  the  mo* 
nopoly  be  divided  and  transferred  with  them.  The  conveyance 
of  a  right  to  make  and  use  and  sell  the  invention,  leaving  in 
the  patentee  an  independent  right  to  make  and  use  and  sell, 
is  proper  as  a  transfer  of  the  invention,  but  has  no  opera- 
tion upon  the  monopoly  ;  for  the  monopoly,  being  indivisible, 
must  either  follow  the  rights  conferred  upon  the  transferee 
and  reside  in  its  entirety  in  him,  or  continue  undivided  in  the 
patentee;  and  the  retention  by  the  latter  of  his  rights  in 
the  invention  is  inconsistent  with  an  intention  to  confer  the 
whole  monopoly  upon  another.  But  the  alienation  of  the 
entire  interest  in  the  invention  or  of  an  undivided  portion  of 
the  entire  interest,  either  for  the  whole  or  any  sectional  part 
of  the  United  States,  operates  also  as  the  transfer  of  a  similar 
interest  in  the  monopoly.  When  the  patentee  conveys  the 
exclusive  right  to  make,  use,  and  sell  the  invention  he  has  no 
longer  any  occasion  for  the  exercise  of  the  prohibitory  powers 
created  by  the  patent,  while  they  become  essential  to  his 
alienees  for  the  assertion  and  vindication  of  their  exclusive 
rights.  If  he  transfers  an  undivided  portion  of  the  entire 
interest  in  the  invention,  he  thereby  confers  upon  his  trans- 
ferees rights  equal  to  his  own,  in  all  respects,  in  the  inven- 
tion, and  receives  them  into  co-ownership  with  himself  in  the 
monopoly  which  is  now  as  essential  to  their  protection  as  it 
was  to  his.^    And  the  monopoly  being  divisible  as  to  locality, 

S  758.  ^  That  there  are  no  owners    eon  (1870),  8  Abbott,  898  ;  4  Fisher, 
of  a  patent  ezoept  the  patentee  and  hia    282  ;  7  Phila.  638. 
assignees  or  grantees,  see  Jordan  v.  Dob-        *  That  an  assigninent  of  mn  undivided 
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when  he  bestows  on  any  person  the  exclusive  rights  in  the 
invention  or  an  undivided  portion  of  the  exclusive  rights 
within  a  given  area,  the  monopoly  to  the  same  territorial 
extent  passes  entirely,  in  the  first  case^  to  the  alienee,  and 
in  the  second,  resides  undivided  in  the  joint-ownership  of 
both.^  From  these  principles  it  is  evident  that  no  conveyance 
can  belong  to  the  first  class,  and  directly  operate  upon  the 
monopoly,  unless  it  transfers  the  entire  interest  in  the  inven- 
tion or  an  undivided  portion  of  such  entire  interest  either  for 
the  whole  or  some  defined  part  of  the  United  States,  and 
that  every  conveyance  which  leaves  in  the  owner  of  the 
patented  invention  any  distinct  and  independent  right  therein 
is  of  the  second  class,  and  can  have  no  effect  on  the  monopoly, 
except  as  it  estops  the  owner  of  the  patent  from  asserting  his 
prohibitory  powers  in  opposition  to  the  rights  conferred  by 
him  upon  his  alienee. 

§  759.    nnt  Claaa  Divisible  into  Two  8ab-Classes  according  to 
the  Territorial  Idmits  of  the  Monopoly  Granted. 

The  first  class  of  conveyances  may  evidently  be  subdivided 
into  two  inferior  classes  on  the  line  fixed  by  the  divisibility  of 
the  monopoly, — one  subdivision  embracing  those  conveyances 
which  transfer  the  entire  interest  in  the  invention,  or  an  undi- 
divided  portion  of  the  entire  interest,  for  the  whole  United 
States ;  the  other  subdivision  including  those  by  which  the  en- 
tire interest,  or  an  undivided  part  thereof,  within  some  specified 
area  is  alienated.^    The  difference  between  these  subdivisions 

part  of  a  patent  makes  the  aaaignee  and  he  aamgns  a  part  under  this  section,  it 

the  patentee  joint-owners,  see  Potter  v.  must  be  an  undivided  portion  of  his  en- 

HoUand  (1858),  4  Bktch.  206  ;  1  Fish-  tire  interest  under  the  patent,  placing  the 

•r,  827.  assignee  upon  an  equal  footing  with  him- 

*  That  the  sale  of  the  exclusive  right  self  for  the  part  assigned.    Upon  such 

to  make,  use,  and  Tend  in  a  particular  an  assignment,  the  patentee  and  his 

place  confers  a  portion  of  the  patent  assignees  become  joint-owners  of  the 

privil^ie,  see  Goodyear  v,  Beverly  Bub-  whole  interest  secured  by  the  patent, 

ber  Co.  0859),  1  Clifford,  848.  according  to  the  respective  proportions 

§  759.  ^  In  Gayler  v.  Wilder  (1850),  which  the  assignment  creates.    By  the 

10  How.  477,  Taney,  C.  J.  :  (494)  **  By  fourteenth  section,  the  patentee  may  as- 

the  eleventh  section  of  the  act  of  1886,  sign  his  exclusive  right   within   and 

the  patentee  may  assign  his  whole  inter-  throughout  a  specified  part  of  the  United 

est,  or  an  undivided  part  of  it     But  if  States,  and  upon  such  an  assignment  the 
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relates,  not  to  the  nature,  bat  to  the  territorial  limits  of  the 
rights  and  powers  which  thej  confer.  A  conveyance  of  the 
former  species  vests  in  the  transferee,  either  alone  or  jointlj 
with  his  transferor  or  others,  the  right  to  practise  the  inven- 
tion, and  to  exercise  prohibitory  authority,  anywhere  within 
the  United  States.  A  conveyance  of  the  latter  species  has 
the  same  effect  within  the  boundaries  which  it  describes. 

§  760.  Fomui  of  Transfer  Corresponding  to  the  Foregoing  Classes : 
First  Class,  Assignment  and  Grant:  Second  Class,  U- 
oense. 

The  acts  of  Congress  in  providing  for  the  transfer  of 
interests  in  letters-patent,  and  the  Federal  courts  in  adjudi- 
cating upon  the  rights  of  parties  to  such  transfer,  have  con- 
formed to  the  essential  nature  of  a  patented  invention,  as 
thus  described,  and  to  the  principles  upon  which  its  alienation 
must  inevitably  be  based.  The  statutes  recognize  only  two 
modes  by  which  the  monopoly  may  be  transferred,  —  one  by 
a  conveyance  of  the  entire  interest  in  the  invention,  or  of  an 
undivided  part  thereof,  for  the  whole  country  ;  the  other  by  a 
conveyance  of  a  similar  interest,  or  part  interest,  within  some 
portion  of  the  United  States.^  To  the  former  conveyance  the 
courts  have  given  the  technical  name  of  an  Assignment ;  the 
latter  they  have  called  a  Grant.^  The  conveyance  of  the  sub- 
ordinate rights  in  the  invention,  either  separately  or  united, 
without  affecting  the  monopoly  otherwise  than  by  estoppel,  is 
also  permitted ;  and  the  interests  thus  created  are  fully  vindi- 
cated and  sustained.  To  this  conveyance  custom  and  judi- 
cial sanction  have  attached  the  name  of  License.^ 

assignee  may  sae  in  his  own  name  for  ment  except  of  either  an  entire  intercat 

an  infringement  of  his  rights.     Bat  in  or  an  nndiyided  interest  in  the  whole 

order  to  enahle  him  to  sae,  the  assign-  United  States,  or  of  an  entire  interest, 

roent  most  nndonbtedly  convey  to  him  or  an  undivided  interest,  in  a  oertaiD  ter- 

the  entire  and   unqualified   monopoly  ritory,  seeLittlefieldv.  Perry  (1874),  21 

which  the  patentee  held  in  the  territory  Wall.  205  ;  7  0.  6.  964. 
specified,  ^excluding  the  patentee  him-         *  That  the  terms  "assignee"  and 

self,  as  well  as  others.    And  any  assign-  "grantee"  are   not   synonymous,  see 

ment  short  of  this  is  a  mere  license."  Potter  e.  Holland  (1858),  1  Fisher,  827; 

See  also  Littlefield  v.  Perry  (1874),  21  4  Blatch.  208. 

Wall.  205  ;  7  0.  G.  964.  *  That  there  are  three  forms  of  cob* 

§  760.  ^  That  there  can  be  no  asaigii*  veyanoe  :  Assignment,  Grants  and  li- 
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§  761.   Transfer  of  Patented  Inventions  Unrestrioted  exoept  by 
their  oivn  Nature. 

Subject  to  the  restrictions  established  bj  the  nature  of 
a  monopoly,  a  patented  invention  is  as  freely  alienable  as 
any  other  personal  property.^  Every  interest  therein  may 
reside  in  one  owner  or  in  several  jointK)wners,  and  may 
be  enjoyed  in  any  way  which  is  compatible  with  the  char- 
acter of  the  interest  itself.^  The  rights  and  obligations  cre- 
ated between  the  parties  by  the  transfer  of  these  interests 
are  governed  by  the  ordin,ary  rules  which  are  applied  to  all 
contracts.  The  prohibitory  powers,  which  vest  in  the  owners 
of  the  monopoly  by  virtue  of  the  patent,  are  controlled  and 
exorcised  according  to  the  special  provisions  of  the  Patent 
Law.'  These  will  now  be  examined  in  detail,  in  reference  to 
each  of  the  forms  of  conveyapce — Assignment,  Orant,  and 
License  —  in  their  order. 


SECTION  I. 

OF  THE  TBANSFEB  OF  LETTEBS-PATENT :    ASSIGNMENT:    GRANT. 
§  762.   Assignment  Defined:  Its  Effect. 

An  assignment  is  a  transfer  of  the  entire  interest  in  a  pat- 
ented invention,  or  of  an  undivided  portion  of  such  entire  in- 
terest, as  to  every  section  of  the  United  States.^    It  operates 

oesM,  see  Potter  v,  Holland  (1858),  1  any  time,  see  Ladd  v.  Mills  (1884),  22 

Fisher,  827  ;  4  BUtch.  206.  Blatch.  242  ;  20  Fed.  Bep.  792. 

§  761.  1  That  all  interests  in  patents         *  That  a  patent  may  be   assigned 

are  assignable,  see  Campbell  v.  James  either  in  whole  or  in  part,  see  Parker  v. 

(1880),  2  Fed.  Bep.  838  ;   18  Bktch.  Haworth  (1848),   4  McLean,   870  ;    2 

92  ;  18  0.  0. 1111.  Bobb,  725  ;  Boyd  v.  McAlpin  (1844),  8 

That  any  contract  may  be  made  con-  McLean,  427  ;  2  Robb^  277. 
eeming  patents  proyided  it  does  not         *  That  an  assignment  and  all  rights 

enlarge  the  right,  see  Star  Salt  Caster  Co.  nnder  it  rest  on  the  statute,  see  Gayler 

V.  Crossman  (1878),  8  Bann.  &  A.  281 ;  v.  Wilder  (1850),  10  How.  477  ;  Suydam 

4  Clifford,  568.  v.  Day  (1846),  2  Blatch.  20  ;  and  {  61 

That  under  the  laws  of  New  York  and  notes,  ante, 
aa  assignment  which  suspends  the  power         §  762.  ^  In  Potter  v,  Holland  (1858), 

of  alienation  longer  than  the  lives  of  4  Blatch.  206,  Ingersoll,  J. :  (211)  "An 

the  assignors  does  not  create  a  perpe-  assignee  is  one  who  has  had  transferred  to 

tuity,  since  all  may  join  in  a  transfer  at  him  in  writing  the  whole  interest  of  the 
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both  upon  the  invention  and  upon  the  monopoly,  and  conveys 
them,  either  wholly  or  in  part,  to  the  assignee.  Wlien  the 
entire  interest  is  assigned,  it  substitutes  the  assignee  for  the 
original  patentee,  conferring  upon  him,  to  their  full  extent, 
the  rights  embraced  in  the  invention  and  the  prohibitory 
powers  bestowed  by  the  patent/^  Where  an  undivided  inter- 
est is  transferred,  it  places  the  assignee  upon  an  equality,  in 
all  respects,  with  his  assignor  and  the  original  patentee, 
vesting  in  him  complete  but  not  exclusive  rights  and  powers 
as  to  the  monopoly  and  the  invention.^ 

§  763.    AsBlgnments  Distingaiahed  from  Grants  :  from  Uoeiises. 

To  determine  whether  a  given  conveyance  is  an  assignment 
or  a  grant  involves  little  practical  difficulty,  —  the  essential 
difference  between  them  consisting  in  the  territorial  area  to 
which  they  relate.^  An  assignment  and  a  license  are,  how- 
original  patent,  or  any  undivided  part  Vermont,  was  not  an  assignee  within 
of  such  whole  interest,  in  every  portion  the  meaning  of  the  law,  bnt  a  mero 
of  the  United  States  ;  and  no  one,  un-  grantee  of  a  sectional  interest  in  the 
less  he  has  had  such  an  interest  trans-  patent ;  and  in  Whittemore  v.  Cutter,  1 
ferred  to  him,  is  an  assignee."  1  Fisher,  Gallison,  429,  it  was  held  that  the  trans- 
827  (383).  feree  of  an  undivided  part  of  an  entiro 

3  That  the  assignment  of  a  patent  is  patent  was  an  assignee.     From  these 

a  sale  of  personal  property,  see  Holden  decisions  it  results  that  only  a  person 

V,  Curtis  (1819),  2  N.  H.  61.  who  Ib  invested  with  the  entire  owner- 

That  an  assignee,  as  weU  as  a  pat-  ship  of  a  patent  or  an  undivided  part  of 

entee,  is  entitled  to  an  injunction,  see  the  whole  is  to  be  regarded  as  an  as- 

Jenkins  v,  Greenwald  (1857),  1  Bond,  signee.    Such,  also^  is  the  import  of  the 

126  ;  2  Fisher,  37.  act  of  1836,  in  the  elerenth  section  of 

*  That  an  assignment  of  an  undivided  which  it  b  provided  that '  every  patent 

interest  makes  the  assignor  and  assignee  shall  be  assignable  in  law,  either  as  to 

joint-owners  of  the  patent,  see  Potter  v.  the  whole  interest  or  any  undivided  part 

Holland  (1858),  4  Blatch.  206  ;  1  Fish-  thereof,  by  any  instrument  in  writing/ 

er,  327.  and  this  assignment,  'and  also  every 

§  763.  ^  In  Meyer  v.  Bailey  (1875),  grant  and  conveyance  of  the  ezclusire 

2  Bann.  &  A.  73,  McEennan,  J.:  (76)  right  under  any  patent  to  make  and  use 

"  What  is  meant  by  an  assignee  seems  the  thing  patented  within  and  througb- 

now  to  be  settled  by  repeated  acyudica-  out  any  specified  portion  of  the  United 

tion,  and  by  the  explicit  definition  of  States,  shall  be  recorded,'  Itc     The  dis- 

the  act  of  1886.     In  Taylor  v.  Fuel,  6  tinction  established  by  proyions  judicial 

Cranch,  it  was  held,  under  the  act  of  decisions  between  an  assignee  and  the 

1798,  that  one  to  whom  was  transferred  grantee  of  a  sectional  interest  in  a  patent 

all  the  rights  secured  by  a  patent,  ex-  is  evidently  contemplated  by  this  see- 

eepting  certain  counties  in  the  State  of  tion,  as  it  is  also  by  the  fourteenth 
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ever,  more  easily  confounded.  They  are  alike  in  that  each 
may  apply  to  the  entire  United  States,  and  each  may  operate 
upon  all  the  rights  embraced  in  the  invention.  They  are 
unlike  in  that  an  assignment  transfers  also  some  interest 
in  the  monopoly,  while  a  license  leaves  the  monopoly  un- 
affected in  the  hands  of  the  licensor,  except  that  it  cannot 
be  enforced  against  the  rights  conferred  by  him  upon  the 
licensee.^  Now  if  the  monopoly  were  separable  from  the 
invention,  and  were  customarily  transferred  by  a  distinct 
conveyance,  no  question  as  to  the  character  of  any  given 
instrument  of  transfer  should  arise.  But  inasmuch  as  certain 
transfers  of  the  invention  vp%o  facto  convey  the  monopoly,  and 
as  every  instrument  transferring  the  monopoly  must  also  pass 
some  interest  in  the  invention,  and  as  a  license  as  well  as  an 
assignment  may  operate  upon  all  the  rights  included  in  the 
invention,  it  often  becomes  doubtful  to  which  of  these  two 
classes  a  given  instrument  should  be  referred.    The  test  is 

tion,  which  authorizes  the  bringing  of  him,  in  writing  or  orally,  a  less  or  dif- 

Boita  by  '  patentee,  assignee,  or  grantee  ferent  interest  than  either  the  interest  in 

of    the   exclusive    right    within    and  the  whole  patent,  or  an  undivided  part 

throughout  some  specified  part  of  the  of  such  whole  interest,  or  an  exclusive 

United  States.' "    8  0.  G.  437  (438).  sectional  interest"    1  Fisher,  827  (333). 

InPotterv.Holland(1858),4Blatch.  That  the  distinctions  between  pat- 

206,  IngersoU,  J.:   (211)  "There  are  entees,  assignees,  grantees,  and  licensees 

three  classes  of  persons  in  whom  the  pat-  are  the  same  under  the  act  of  1870  as  un« 

entee  can  vest  an  interest  of  some  kind  der  the  act  of  1836,  see  Nelson  v.  Mc« 

In  the  patent    They  are  an  assignee,  a  Mann  (1879),  16  0.  6.  761 ;  16  Blatch. 

grantee  of  an  exclusive  sectional  right,  139. 

and  a  licensee.    An  assignee  is  one  who  >  In  Howe  v.  Wooldredge  (1866),  12 

has  had  transferred  to  him  in  writing  Allen  18,  Gray,  J.  :  (22)  ''An  assign* 

the  whole  interest  of  the  original  patent,  ment  (and  possibly  a  license  to  make, 

or  any  undivided  part  of  such  whole  in-  use,  and  sell)  is  a  transfer  of  a  part  of 

terest,  in  every  portion  of  the  United  the  franchise  granted  by  the  government 

States  ;  and  no  one,  unless  he  has  had  to  the  patentee  ;  a  mere  license  to  use  a 

such  an  interest  transferred  to  him,  is  single  machine,  or  a  sale  of  a  single  ma- 

an  assignee.    A  grantee  is  one  who  has  chine,  transfers  no  part  of  the  franchise, 

had  transferred  to  him,  in  wilting,  the  but   simply  dischaiges   that   machine 

exclasive  right  under   the  patent,   to  from  the  operation  of  the  franchise,  and 

make  and  use,  and  to  grant  to  others  to  puts  it  upon  the  common  ground  of 

make  and  use,  the  thing  patented,  with-  other  property." 

in  and  throughout  some  specified  part  or  That  an  assignment  and  a  license  are 

portion  of  the  United  States.   Such  right  entirely  different,  see  Theberath  o.  Cel- 

mast  be  an  exclusive  sectional  right,  ex-  luloid  Mfg.  Co.  (1880),  5  Bann.  &  A. 

eluding  the  patentee  therefrom.    A  li-  677 ;  3  Fed.  Rep.  143. 
censee  is  one  who  has  had  transferred  to 
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this :  If  the  conveyance  vests  in  the  alienee  the  entire  interest 
in  the  invention,  or  if  it  makes  him  a  joint-owner  with  the 
alienor  in  such  entire  interest,  it  transfers  the  monopoly  to 
the  same  extent  as  the  invention,  and  is  an  assignment.  But 
if  it  leaves  in  the  alienor  any  exclusive  right  whatever  in  the 
invention,  or  if  the  rights  conferred  upon  tiie  alienee  are  not 
exclusive  rights  vesting  in  him  alone  or  in  him  jointly  with 
liis  alienor,  tlie  monopoly  is  not  transferred  and  the  convey- 
ance is  a  license.^    Thus  the  conveyance  of  an  exclusive  right 

>  In  Gamewell  Fire-Alann  Telegraph  The  right  transferred  was  not  an  nndi- 

Co.  V.  Brooklyn  (1882),  14  Fed.  Rep.  Tided  part  of  an  entire  patent,  or  aa 

255,   V^allace,    J.:    (256)    ''Thettat-  undivided  part  of  the  entire  interest  of 

Qtory  power  of  assignment,  as  is  said  the  patentee  in  specified  territory,  bat 

in  Ldttiefield  v.   Perry,  21  WalL  205,  was  a  segregated  right  for  a  particular 

219,    'has  been  so  construed   by  the  employment    of   the  invention.      The 

courts  as  to  confine  it  to  the  transfer  of  complainant  was,   therefore,  merely  a 

an   entire   patent,  an  undivided   part  licensee,  within  the  rule  established  in 

thereof,  or  the  entire  interest  of  the  Gayler  v.  Wilder,  10  How.  477 ;   ths 

patentee  or  an  undivided  part  thereof  right  transferred  to  him  being  lees  Uiaa 

throughout  a  certain  specified  portion  of  that  of  the  entire  and  unqualified  mo- 

the  United  States.'    In  that  case  there  nopoly.    The  case  of  Ingalls  v,  Tice,  IS 

was  in  one  instrument  a  conveyance  of  Reporter,   676,    ia   directly  in  point, 

the  entire  patent,  and  there  was  also  There  the  transfer  to  the  complainant 

an  instrument,  executed  concurrently,  was  of  the  sole  and  exclusive  right  to 

called  a  supplementaiy  agreement,  which  sell   the   patented   article    in   certain 

contained  a  reservation  of  the  right  of  specified  territory ;  and  as  the  right  of 

the  patentee    to  apply   the  invention  the  patentee  to  make  and  use  the  in- 

hbnself  to  certain  specified  purposes,  vention  did  not   pass  by  the  instra* 

The  two  instruments  were  construed  as  ment,   it  was   held   that  complainant 

a  conveyance  of  the  title  to  the  pat-  did  not  acquire  the  legal  estate,  and, 

ent,  with  a  license  back  from  the  as-  the  patentee  not  having  been  made  a 

signees  to  the  patentee ;  and  upon  thu  party  to  the  suit,  a  demurrer  for  that 

construction  the  assignees  were  held  as  reason  was  sustained."    22  0.  G.  1978 

rested  with  the  legal  title.    From  the  (1978).    In  this  opinion  the  court,  in 

reasoning  of  the  opinion  it  is  evident,  speaking  of  the  "  entire  patent,'*  em- 

if  there  had  never  been  a  transfer  of  the  ploys  the  usual  language  in  reference 

patentee's  right  to  the  limited  use  of  to  the  subject  of  an  assignment.    As 

the  invention,  the  interest  transferred  eveiy  Claim  in  a  patent  is,  in  effect,  a 

would   not   have   been    considered  as  separate  patent,  and  may  be  the  subject 

vesting  the  statutory  title  in  the  as*  of  a  diatinct  assignment,  the  phrase, 

signees.    In  the  present  case  the  tians-  ology  here  and  elsewhere  found  must 

fer  was  only  of  a  right  to  use  and  vend  be  understood  with  that  limitation.  See 

the  invention  for  limited  purposes  in  Pope  Mfg.  Co.  «.  Gormully  &  Jeffrey 

specified  places ;  the  right  to  use  and  Mfg.  Co.  (1888),  84  Fed.  Rep.  893. 

vend  it  for  general  purposes  remaining  See   further,  on  the  difference  be- 

intect  until  it   was  conveyed  to  the  tween  assignment  and  license,  §  808  and 

Western  Union   Telegraph  Company.  notM,  pott 
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to  make,  or  use,  or  sell,  for  any  special  purpose,  is  a  mere 
license,  since  tlie  exclusive  rights  remaining  in  the  alienor  are 
his  distinct  and  separate  property,  and  require  for  their  pro- 
tection an  ownership  by  him  of  the  prohibitory  powers  which, 
being  indivisible,  cannot  abide  in  him  and  at  the  same  time 
pass  to  his  alienee.  For  the  same  reason  the  transfer  of  a 
simple  non-exclusive  right  to  make  and  use  and  sell  the  in- 
vention is  not  an  assignment.  The  alienor  retains  the  same 
rights  in  liimself ,  holding  them  as  his  own,  and  not  in  common 
with  his  alienee ;  his  rights  are  still  exclusive  against  all  other 
persons  except  the  alienee;  and  hence  in  order  to  preserve 
them  the  indivisible  monopoly  must  still  reside  in  him.  On 
the  other  hand,  the  transfer  of  an  exclusive  right  to  make  and 
use  and  sell,  or,  what  is  of  the  same  effect  as  to  all  classes  of 
inventions  except  arts  or  processes,  of  the  exclusive  right  to 
make  and  sell  the  invention,  or  of  an  undivided  interest  in 
such  exclusive  right,  vests  the  entire  invention  and  conse- 
quently the  monopoly  also  in  the  alienee,  either  alone  or  jointly 
with  the  alienor,  and  hence  is  an  assignment.^ 

§  764.    Charaoter   of    Asiignment    Determined    by   its   Subject* 
Bftatteii  not  by  its  Terms  or  Conditions. 

« 

The  character  of  a  conveyance,  as  thus  determined  by  its 
subject-matter,  cannot  be  varied  by  the  terms  and  conditions 
upon  which  the  transfer  has  been  made.  These  belong  to  the 
contract  in  pursuance  of  which  the  transfer  was  effected,  not 
to  the  nature  of  the  transfer  itself.  The  parties  may  annex 
such  qualifications  to  the  conveyance,  and  impose  such  obliga- 
tions upon  themselves  in  reference  to  their  respective  rights, 
as  they  may  deem  expedient,  —  if  the  instrument  transfers  any 
interest  in  the  invention  which  carries  the  monopoly,  it  is  an 
assignment  or  a  grant,  but  otherwise  is  a  license.  Thus, 
though  they  should  provide  that  the  consideration  for  the 
transfer  shall  be  paid  by  the  alienee  to  the  alienor  in  the  form 
of  periodic  royalties,  or  that  the  title  of  the  alienee  shall  be- 
come forfeited  by  breach  of  certain  specified  conditions, — pro- 

^  That  the  aaflignmexit  of  the  right  monopoly,  see  Nellis  «.  Pennock  Mfg. 
to  make  and  sell  carries  the  right  to  Ca  (1882),  15  Phila.  493  ;  18  Fed. 
use,  and  if  ezolusivey  paases  the  entire    Bep.  451 ;  22  0.  G.  1131. 
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visions  which  are  generally  annexed  only  to  licenses,  —  the 
conveyance  will  be  none  the  less  an  assignment  or  a  grant, 
if  in  its  subject-matter  it  embraces  any  interest  in  the 
monopoly.^ 

§  765.    Assignment,  by  whom  Made, 

An  assignment  of  a  patented  invention  can  be  made  only 
by  one  in  whom  the  ownership  of  both  the  invention  and  the 
monopoly  resides.  At  the  outset  this  double  ownership  vests 
in  the  patentee,  —  his  right  to  the  invention  arising  from  his 
own  inventive  act ;  his  right  to  the  monopoly  being  conferred 
upon  him  by  the  patent.^  Unless  transferred  by  an  assign* 
ment,  or  territorially  divided  by  a  grant,  this  ownership  re* 
mains  in  him  while  living,  and  at  his  death  passes  to  his 
executor  or  administrator  as  trustees  for  his  heirs  or  devisees. 
Hence  until  the  patentee  has  made  either  an  assignment  or 
a  grant,  the  entire  ownership  resides  in  him,  and  he  only  can 
transfer  it  to  another.  If  his  first  transfer  is  an  assignment 
of  the  entire  ownership,  his  own  interest  in  the  patented 
invention  ceases,  and  no  further  transfer  can  be  made  except 
by  his  assignee.  The  same  effect  follows  each  succeeding 
assignment  of  the  entire  ownership,  vesting  the  exclusive  title 
to  the  invention  in  the  successive  assignees.^  If  any  holder 
of  the  entire  ownership  assigns  an  undivided  interest  therein, 
the  title  and  the  power  of  assignment  vest  equally  in  all  the 
owners  of  the  patented  invention,  and  each  may  now  assign 
his  interest,  without  restriction  by  the  others.'    But  when  the 

§  764.    1  That  the  fact  that  an  as-  Fed.  Rep.  719 ;  88  O.  O.  1597 ;    SS 

■ignee  must  account  and  pay  a  royalty  Blatch.  412. 

does  not  make  him  a  mete  licensee,  see  *  That  the  power  to  assign,  grants 

Littlefield  v.  Perry  (1874),  21  Wall,  and  license  Tests  in  the  assignees  of  Xh» 

905  ;  7  O.  G.  964.  patent,  of  whatever  degree,  see  Selden  «» 

That  a  clause  of  forfeiture  for  non-  Stockwell  Self-Lighting  Gas  Burner  Ox 

performance   does  not  show  that  the  (1881),  19  Blatch.  544;  20  O.  G.  1877; 

assignee  is  a  mere  licensee,  see  Littlefield  9  Fed.  Rep.  890. 

1^.  Perry  (1874),  21  WalL  205  ;  7  0.  G.  •  That  the  owner  of  a  distinct  interest 

964.  in  a  patent  may  assign  his  own  shars, 

S  765.    1  That  the  legal  title  to  a  see  May  v,  Chaffee  (1871),  2  Dillon, 

patent  vests  in  the  patentee  on  its  issue,  885  ;  5  Fisher,  160. 

see  Consolidated  Electric  Light  Co.  v.  See  also  §{  796,  798,  and  notea^  poti, 
Edison  Electric  Light  Co.  (1885),  26 
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patentee  or  any  subsequent  assignee  of  the  entire  ownership 
divides  it  territorially  by  a  grant,  no  further  assignment  of  the 
patented  invention  is  possible  unless,  perhaps,  by  a  conveyance 
in  which  all  the  owners  join.*  The  ownership  of  the  grantor, 
like  that  of  the  grantee,  is  then  a  mere  sectional  ownership, 
subject  to  further  grants  either  within  the  same  or  narrower 
territorial  limits,  but  not  to  an  assignment  which  must  relate 
to  the  entire  ownership  within  the  United  States.  The  trans- 
fer of  a  right  to  practise  the  invention,  as  distinguished  from 
a  right  in  the  monopoly,  does  not,  however,  affect  the  title  to 
the  patented  invention.  A  patentee  or  assignee  or  grantee 
may  license  others  to  make  use  or  sell  without  thereby  dim- 
inishing his  power  to  alienate  his  interest,  or  change  the 
nature  of  the  rights  of  which  that  interest  consists.^  Upon 
the  death  of  any  owner  of  a  patented  invention,  his  ownership 
and  power  of  alienation  are  transferred  to  his  administrators 
or  executors  by  the  express  provisions  of  the  statutes,  to  be 
preserved  and  exercised  by  them  in  the  same  manner  as  by 
himself  when  living,  though  for  the  benefit  of  his  heirs  and 
devisees.^  The  power  of  infants  and  married  women  to 
assign  their  interests  in  patented  inventions  is  governed  by 
the  local  law.^ 

§  766.  Aaslgnmeot,  by  whom  Made  whon  the  Owner  is  InBolvent. 

The  rule  that  an  assignment  can  be  made  only  by  the  actual 
owner  of  the  patented  invention  admits  of  no  exception  in  the 

^  That  co-ownetB  may  unite  in  one  one  of  two  administratoTS  is  good  and 

asfignment  though  they  own  different  will  pass  the   entire   interest  in   the 

territory,  see  Ladd  v.  Mills  (1884),  22  patent,  see  Wintermute  v.  Bedington 

Bbtch.  242  ;  20  Fed.  Rep.  792.  (1856),  1  Fisher,  289. 

*  See  §  782  and  notes,  post.  See  also  §  406  and  notes,  awU^  and 

*  That  an  administrator  may  assign  §§  800,  801,  and  notes,  potL 

a  patent  when  renewed  in  his  own  name,         ^  That  an  infant  must   assign  by 

see  Brooks  v.  Jenkins  (1844),  8  Mc-  guardian,  but  the  guardian  is  governed 

Lean,  482.  by  the  local  law,  see  Fetter  v.  Newhall 

That  an  assignment  by  one  adminis-  (1883),  21  Blatch.  446 ;  25  O.  6.  502 ; 

tiator  gives  a  perfect  title  unless  others  17  Fed.  Rep.  841. 
can   show  a  better,  see   Donoughe  v.         That  the  power  of  a  married  woman 

Hubbard  (1886),  27  Fed.  Rep.  742  ;  85  to  assign  a  patent  depends  on  the  pro- 

O.  G.  1561 ;  Bradley  v.  DuU  (1884),  27  visions  of  the  local  law,  see  Fetter  v. 

0.  G.  625  ;  19  Fed.  Rep.  918.  Newhall  (1883),  21  Bktch.  445  ;  25  0. 

That  the  assignment  of  a  patent  by  G.  502  ;  17  Fed.  Rep.  841. 
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interest  of  creditors.  Yaloable  as  his  property  therein  may 
be,  it  cannot  be  subjected  to  the  payment  of  his  debts  by  any 
of  the  ordinary  methods  of  involuntary  alienation.  This  is 
not  due  to  any  peculiar  sanctity  which  the  law  attaches  to 
this  class  of  property,  but  to  the  fact  that  the  statutes  which 
create  the  monopoly  provide  no  other  mode  of  transferring  it 
than  through  the  voluntary  act  of  its  real  owner.  The  owner- 
ship of  a  patented  invention  cannot  be  seized  and  sold  on 
execution  by  a  sheriff  like  a  personal  chattel,  nor  like  other 
incorporeal  rights  does  it  vest  in  a  receiver  or  a  trustee  in 
insolvency  by  virtue  of  the  judicial  decree  of  the  court  by 
which  these  various  officials  are  appointed.^  Thus  neither  a 
bankrupt  court,  nor  a  court  of  equity,  nor  any  person  acting 
under  their  authority,  can  affect  the  ownership  of  a  patented 
invention  without  the  actual  or  presumed  co-operation  of  the 
individual  in  whom  such  ownership  is  vested  by  the  issue  of 

{  766.  ^  That  a  patent  priyilege  can-  Oordon  o.  Anthony  (1879),  16  BUtcfa. 

not  be  seized  and  sold  on  exeeation,  nor  284  ;  16  O.  G.  1136  ;   4  Bann.  k  A. 

set  ofif  to  a  judgment  creditor,  see  Carver  248;  Ashcrofl  v.  Walworth  (1872),  5 

1^.  Peck  (1881),  181  Mass.  291 ;  Pacific  FUher,  628  ;  2  O.   6.   646 ;    Holmet, 

Bank  o.  Robinson  (1881),  67  CaL  620  ;  162. 

Stevens  v.  Gladding  (1864),  17  How.         That  a  State  has  power  to  enact  a 

447  ;  Stephens  V.  Cady  (1862),  14  How.  statute  by  virtue  of  which  an  assignee 

628.  in  insolvency  will  become  entitled  to 

That  the  patent  privilege  does  not  the  patents  of  the  insolvent,  and  a  court 

vest  in  a  receiver  merely  by  virtue  of  of  equity  will  be  empowered  to  compel 

his  appointment,  see  Dick  v.  Struthers  the  insolvent  to  transfer  them  to  the 

*(1886),  26  Fed.  Rep.  108;  84  O.  G.  assignee,  see  Barton  v.  White  (1887),  144 

181.  Mass.  281. 

That   a  receiver,  as  sach,  has  no         That  under  {  6046,  Bev.  Stat,  a 

power  to  convey  the  legal  title  to  a  pat-  right  to  the  patents  of  the  bankrupt 

ent,  see  Adams  o.  Howard  (1884),  28  vested  in  the  trustee  by  virtue  of  his 

Blatch.  27  ;  22  Fed.  Rep.  666  ;  Gordon  appointment,  see  Carver  v.  Peck  (1881), 

V,  Anthony  (1879),  16  O.  G.  1186  ;  16  181  Mass.  291 ;  Prime  v,  Brandon  Mfg. 

Bktch.  284  ;  4  Bann.  k  A.  248.  Co.  (1879),  16  Blatch.  468 ;  4  Bann.  4 

That  a  receiver,  as  such,  may  convey  A.  879. 
the  eciuitable  title,  see  Adams  v,  Howard         That  under  {  6046,  Rev.  Stat.,  the 

(1884),  28  Bktch.  27;  22  Fed.  Rep.  rights  of  the  trustee  were  superior  to 

666.  those  of  an  assignee  of  record  whose  aa- 

That  a  trustee  in  insolvency  does  not  signmeut  was  made  by  the  banknipt 

acquire  the  patents  of  the  insolvent  by  after  the  bankruptcy,  see  Prime  v.  Bran- 

virtue  of  his  appointment  as  trustee,  see  don  Mfg.  Co.  (1879),  16  Blatch.  468; 

Campbell  v.  James  (1880),  2  Fed.  Rep.  4  Bann.  4b  A.  879. 
888 ;  18  Blatch.  92 ;  18  O.  G.  lUl ; 
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fhe  patent  or  by  assignment  from  the  patentee.  Either  of 
these  courts  may  hare  the  power  to  compel  the  owner  to  trans- 
fer the  ownership  by  an  assignment  to  the  receiver  or  trustee, 
and  a  court  of  equity ,  on  his  refusal,  may  treat  the  equitable 
rights  as  vested  in  the  creditors  and  appoint  a  trustee  for  the 
owner  to  convey  the  legal  title,  in  his  name  and  behalf,  to 
the  officer  in  charge  of  his  bankrupt  estate,  but  the  title  in  all 
such  cases  is  still  derived  from  him  on  whom  it  was  originally 
conferred.^  That  Congress  has  the  power  at  any  time  to 
meet  this  difficulty,  by  creating  methods  of  involuntary  alien- 
ation, there  can  be  no  doubt,  but  in  the  absence  of  such 
statutes  and  judicial  orders,  the  patented  invention  remains 
entirely  and  exclusively  under  the  control  of  its  owner,  and 
may  be  retained  or  conveyed  by  him  at  his  pleasure  without 
reference  to  any  existing  condition  of  insolvency.' 

§  767.    Amilgnment,  to  'v^hom  Made. 

An  assignment  of  a  patented  invention  may  be  made  to 
any  person  without  regard  to  age,  capacity,  or  citizenship.^  A 
corporation  may  become  the  owner  both  of  the  invention  and 
monopoly  without  receiving  special  charter-powers  for  that 
purpose,  although  such  powers  might  be  required  in  order  to 
enable  it  to  practise  the  invention.^  Every  assignee,  of  what- 
ever degree  of  removal  from  the  original  patentee,  occupies 
the  same  position  and  enjoys  the  same  rights  as  any  of  his 
predecessors  or  co-owners,  and  is  entitled  to  all  the  privileges 

'  That  an  insolvent  court  or  court  of  See  farther  on  this  snbject,  §§  SOS- 
equity  may  compel  the  insolvent  to  as-  805  and  notes,  pod, 
dgn  his  patents  to  the  tnistee  or  re-  '  That  an  assignment  of  all  the  as* 
oeiyer,  see  In  re  Reach  (1884),  14  R.  I.  signor^s  property  except  snch  as  is  ex* 
671 ;  Pacific  Bank  v,  Robinson  (1881),  empt  by  law  does  not  cany  a  patent- 
57  Cal.  520  ;  20  0.  0. 1314  ;  Murray  v.  right,  seeCampbell v.  James  (1880),  18  O. 
Ager  1881),  1  Mackey,  87  ;  20  O.  O.  0. 1111;  2  Fed.  Rep.  838;  18Blatch.  92. 
1311 ;  Barnes  v,  Morgan  (1875),  3  Hun,  §  767.  ^  That  married  women  or  in- 
703  ;  8  Thomp.  k  C.  105  ;  Ashcroft  v.  fanta  may  be  made  assignees,  see  Fetter 
Walworth  (1872),  2  O.  O.  546  ;  5  v.  KewhaU  (1888),  21  Blatch.  445  ;  25 
Fisher,  528  ;  Hohnes,  152.  0.  O.  502 ;  17  Fed.  Rep.  841. 

That  if  the  insolvent  refuses  to  con-  *  That  a  corporation  may  take  the 

vey  when  ordered  by  the  court,  it  may  assignment  of  a  patent  without  special 

appoint  a  trustee  to  make  the  assign*  charter  powers   for  that  purpose,  see 

ment,  see  Murray  v.  Ager  (1881),  1  Doraey  Harvester  Rake  Co.  v.  Marsh 

Mackey,  87  ;  20  0.  G.  13ll.  (1878).  6  Fisher.  387. 
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and  is  subject  to  all  the  obligations  conferred  or  imposed  by 

the  statutes  upon  the  patentee  and  his  assignees.' 

§  768.    Form  of  Asiignment :   Gtoneral  Requisites. 

No  particular  form  for  an  assignment  is  prescribed.^     It 

*  In  Selden  «.  StockweU  Self-Light-  That  an  assignor,  baring  only  a  redd- 
ing Gas  Burner  Co.  (1881),  19  Blatch.  naxy  interest,  may  convey  that  by  at- 
644,  Blatchford,  J.  :  (552)  '*  *The  as-  signing  "all  his  right,  title,  and  inter* 
•ignee'  means  the  assignee  in  any  de-  est^*'  whether  his  prior  assignment  is 
gree  and  however  renrate.  By  §  4884  recorded  or  not,  see  Tumbull  r.  Weir 
the  grant  is  directed  to  be  made  to  <  the  Plow  Co.  (1874),  7  0.  G.  178  ;  1  Bann. 
patentee,  his  heirs,  or  assigns.'  This  is  &  A.  544 ;  6  Bissell,  225. 
not  limited  to  the  first  assignee.  So  That  a  certificate  of  the  patentee  that 
§  4898,  in  declaring  that  'every  patent,  another  person  owns  part  of  the  patent 
or  any  interest  therein,  shall  be  assign-  is  not  an  assignment,  unless  so  intended, 
able,'  and  that  '  the  patentee  or  his  as-  see  Kearney  v.  Lehigh  Valley  R  B«  Co. 
signs'  may  convey  an  exclusive  right  (1886),  27  Fed.  Rep.  699. 
under  the  patent,  for  the  whole  or  any  That  a  certificate  that  the  holder  is 
specified  part  of  the  United  States,  the  owner  of  ^  of  the  patent  and  prop- 
clearly  means  that  an  assignee  in  any  erty  of  the  M.  T.  Co.,  and  "will  receive 
degree  is  an  assignee  for  all  purposes,  shares  of  stock  to  that  amount  when  tha 
All  parts  of  the  statute  are  to  be  con-  company  is  formed "  is  not  an  asaign- 
atrued  harmoniously  in  this  respect,  as  ment,  see  Hope  Iron  Works  r.  Holdea 
there  appears  to  be  no  good  reason  for  (1870),  58  Me.  146. 
a  contrary  constniction.  It  is  true  that  That  if  the  description  of  the  patent 
§  4  of  the  Patent  Act  of  February  21st,  in  the  assignment  be  int^Uigible  it  is 
1798  (1  U.  S.  Stat  at  Large,  822),  used  sufficient,  see  Myers  v.  Turner  (1855)^ 
the  words  *  assignees  of  assigns,  to  any  17  111.  179. 

degree; '  but  the  absence  of  the  words  That  the  deed  need  not  set  out  the 

'  to  any  degree '  cannot,  in  view  of  all  specification  of  the  invention,  if  it  is 

the  provisions  of  the  present  statute,  be  otherwise   clearly  shown,   see  Hill  «. 

regarded  as  restricting  the  meaning  of  Thuermer  (1859),  18  Ind.  85L 

the  word  *  assignee.'  "     20  0.  G.  1877  That  the  vendee  of  a  patent  must 

(1878)  ;  9  Fed.  Rep.  890  (396).  exercise  ordinaiycare  in  inspecting  the 

§  768.  ^  That  assignments  are  gov-  specification  and  Claims  to  see  what  tha 

emed  wholly  by  statute,  see  Suydam  v,  invention  is,  see  Edmunds  v.   Myen 

Day  (1846),  2  BUtch.  20.  (1854),  16  lU.  207  ;  Edmunds  v,  Hil* 

That  an  assignment  is  not  valid  un-  dreth  (1854),  16  IlL  214. 

less  it  complies  with  the  laws  of  the  That  circumstantial  variance  between 

United  States,  see  Biggins  v.  Strong  the  patent  and  its  description  in  the 

(1836),  4  Blackf.  (Ind.)  182.  assignment  does  not  show  fraud  or  pra- 

That    an    assignment   requires   no  vent  the  title  from  passing,  see  Case  «. 

special  form,  see  Siebert  Cylinder  OU  Morey  (1818),  1  K.  H.  347  ;  Holden 

Cup  Co.  V,  Beggs  (1887),  82  Fed.  Rep.  v.  Curtds  (1819),  2  N.  H.  61. 

790  ;  Campbell  v,  James  (1880),  18  O.  That  the  sale  of  an  improvement  is 

G.  1111 ;  18  Bktch.  92 ;  2  Fed.  Rep.  valid  if  the  patent  referred  to  in  the 

838.  conveyance  so  describes  the  improve- 
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must  be  made  in  writing  and  be  signed  by  the  asBignors.^  It 
must  also  contain  operative  words  unequivocally  indicating  an 
intention  to  convey  an  interest  both  in  the  invention  and  in 

ment  that  a  person  akilled  in  the  art  That  a  parol  agreement  to  assign  and 

could  make  it,  though  it  does  not  de-  to  allow  the  assignee  to  take  out  the 

•oribe  the  original  machine,  see  Harmon  patent  in  his  own  name,  is  valid,  see 

V.  Bird  (1889),  22  Wend.  118.  Lockwood  v.  Lockwood  (1871),  88  Iowa, 

*  That  an  assignment  must  be  in  509. 

writing,  see  Gottfried  v.  Miller  (1882),  That  a  parol  agreement  by  the  in- 

104  U.  8.  521 ;  21  0.  G.  711 ;  Blake-  ventor  to  permit  another  to  receive  the 

ney  v.  Goode  (1876),  80  Ohio  St  850 ;  patent  in  his  own  name  for  value,  if 

Ashcroft  V.  Walworth  (1872),  2  O.  G.  carried  out,  can  be  shown  and  the  value 

646  ;    Holmes,  152  ;    5    Fisher,   528  ;  recovered,  see  Lockwood  v,  Lockwood 

Jordan  v.  Dobson  (1870X  4  Fisher,  282 ;  (1871),  88  Iowa,  500. 

8  Abbott,  898  ;  7  Phila.  588  ;  Davy  v.  That  the  legal  title  to  a  patent  can 

Morgan  (1868),  56  Barb.  218.  be  transferred  only  by  a  written  instru- 

That  an  agreement  baaed  on  a  parol  ment,  signed  by  the  owner  of  the  pat- 
assignment  is  void  for  want  of  considera-  ent,  see  Ashcroft  v,  Walworth  (1872), 
tion,  see  Davy  v,  Morgan  (1868),  56  2  0.  G.  546  ;  Holmes,  152 ;  5  Fisher, 
Barb.  218.  528. 

That  a  pfttent  is  personal  property.  That  a  contract  binds  the  parties 

and  but  for  the  statute  could  be  con-  who  participate  in  it,  though  signed  only 

veyed  by  parol,  see  Springfield  v.  Drake  by  one  party  representing  the  rest,  see 

(1876),  58  N.  H.  19.  Bean  v.  Clark  (1887),  40  O.  G.  1454. 

That  an  oral  agreement  for  the  sale  That  an  assignment  executed  by  at- 

of  an  invention  before  patent,  is  not  a  tomey  must  be  signed  with  name  of  the 

contract  for  goods  under  the  Statute  of  principal  and  sealed  with  his  seal,  sea 

Frauds,  see  Somerby  v.  Buntin  (1875),  Machesney  v.  Brown  (1886),  88  O.  G. 

118  Mass.  279.  1180  ;  29  Fed.  Rep.  145  ;  24  Blatch. 

That  an  agreement  to  hold  a  patent  168.  . 

in  trust  for  another  may  be  by  parol.  That  an  assignment  by  an  attorney 

•ee  Blakeney  v,  Gkwde  (1876),  80  Ohio  in  his  own  name  is  invalid,  the  signa- 

St.  850.  ture  of  the  owner  being  essential,  see 

That  a  parol  contract  to  assign  will  Pryor  v.  Coulter  (1880),  1  Bailey  (S« 

pass  mn  equitable  title  which  a  court  C),  517. 

of  equity  will  enforce,  see  Burr  v.  De  That  where  the  owner  of  a  patent 

La  Vergne  (1886),   102  K.   Y.    415  ;  consents  in  writing  to  its  transfer  by 

'Whitney  v.  Burr  (1885),  115  111.  289.  another,  it  is  as  good  as  if  the  transfer 

That  equitable  interests  and  rights  were   made   directly   by   himself,  see 

to  the  proceeds  of  the  sales  of  patents  Sherman  v.  Champlain  Transportation 

may  be  created  by  parol,  see  Blakeney  Co.  (1858),  81  Yt  162. 

1^.  (9oode  (1876),  80  Ohio  St.  850.  That  a  conveyance  by  a  corporation 

That  a  verbal  assignment  vests  in  with  its  seal,  and  by  its  president  with 
the  assignee  an  equitable  right  to  grant  his  seal,  is  good  as  to  both,  see  Camp- 
licenses,  and  notes  given  for  such  licenses  bell  V.  James  (1879),  18  0.  G.  979; 
are  upon  sufficient  consideration,  see  17  Blatch.  42  ;  4  Bann.  k  A.  456. 
Burke  v.  Partridge  (1878),  58  K.  H.  That  a  corporation  may  assign  let- 
849.  ters-patent  although  some  shares  of  its 
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the  monopoly.^  A  contract  to  sell  the  patented  inyention, 
therefore,  is  not  an  assignment,  though  it  may  be  enforced  in 
equity,  and  meanwhile  operate  by  estoppel  as  a  licensed  But 
an  irrevocable  power  of  attorney,  giving  full  control  over  the 
patented  invention,  may  vest  the  entire  ownership  at  once  in 
the  attorney  named,  and  however  widely  differing  in  form 
from  a  conveyance  may  be  a  true  assignment.^  Whether  a 
given  instrument  is  or  is  not  an  assignment  must  be  deter* 
mined  from  its  subjectrmatter,  as  described  in  the  instrument 
itself.  Parol  evidence  is  not  admissible  to  vary  its  terms 
except  in  cases  of  mutual  mistake.^  The  motive  for  an  as- 
signment is  immaterial.^    A  seal  is  not  required.^ 

§  769.    Alignment  before  Patent :  Iti  Foxin  and  Effect. 

An  assignment  of  a  completed  invention  may  be  made  either 
before  or  after  the  issue  of  the  patent.^    An  inventor  has,  by 


capital  stock  may  be  under  attachment  Eempton   v.    Brey    (1868),  99 

in   a   suit  against  a  stockholder,  see  860. 

Gottfried  «.  Miller  (1881),  104  U.  S,         That  where  the  owners  of  a  patent 

621 ;  21  0.  G.  711.  assign  to  a  third  party  in  trust  to  exer* 

That  a  forged  assignment  may  be  else  certain  powers  on  their  behalf  tka 

ratified  in  pais,  see  Campbell  v.  James  assignee  possesses  an  authority  coupled 

(1879),  17  Blatch.  42;  18  0.  G.  979;  with  an  interast,  see  Laddr.MUls(  1884 )» 

4  Bann.  &  A.  466.  32  Bktch.  242  ;  80  Fed.  Bep.  792. 

*  In  Campbell  v.  James  (1880),  18  *  That  pard  evidence  cannot  vsiy 
Blatch.  92,  Wheeler,  J.  :  (101)  "AU  the  terms  of  an  assignment,  except  in 
interests  in  patents  are  assignable  by  mutual  mistake,  see  Knowlton  Platfonn 
instrument  in  writing.  No  particular  &  Car  Coupling  Co.  v.  Cook  (1879),  70 
form  is  required ;  but  still  there  must  Me.  148  ;  Hammond  v.  Pratt  (1879), 
be  some  operative  words  expressing  at  16  0.  G.  1235  ;  Ruggles  v.  Eddy  (1872X 
least  an  intention  to  assign,  in  order  to  6  Fisher,  681 ;  10  Blatch.  62. 
constitute  an  assignment.'*  18  0.  G.  ▼  That  the  motive  for  an  assignmsat 
1111  (1114)  ;  2  Fed.  Rep.  888  (847).  is  immaterial,  see  Siebert  Cylinder  Oa 

*  That  a  contract  for  the  purchase  of  Cap  Co.   v.   Phillips    Lubricator   Co. 
part  of  a  patent-right  may  be  good  as  a  (1882),  10  Fed.  Bep.  677. 

license,  see  Sanford  v.  Messer  (1872),  6         That  a  conveyance  made  to  deesive 

Fisher,  411  ;  2  O.  G.  470  ;  Holmes,  149.  the   Patent   Office  is  inoperative,  see 

*  That  an  irrevocable  power  of  at-  Prime  v.  Brandon  Mfg.  Co.  (1879),  16 
tomey  may  be  an  assignment,  see  Harts-  Blatch.  468  ;  4  Bann.  &  A.  879. 
horn  V.  Day  (1866),  19  How.  211.  •  That  it  is  not  requirsd  that  as 

That  an  irrevocable  and  exclusive  alignment  of  a  patent  be  under  asal. 

power  to  act  as  "  sole  agent "  for  mak-  see  Gottfried  «.  Miller  (1882),  104  17. 8. 

ing  and  selling  an  article,  and  to  pay  621 ;  21  O.  G.  711  ;  Ysn  Oitnnd  « 

the  proceeds  to  the  principal  less  the  Baed  (1828),  1  Wend.  424. 
commission  is  not  an  aasignmenti  see        {  769.  ^  That  an  assignment  of  in 
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vii-tue  of  his  inventive  act,  not  merely  the  ownership  of  his 
invention,  but  an  inchoate  right  to  the  monopoly  which  is  to 
become  vested  upon  his  application  for  and  receipt  of  letters- 
patent.  This  ownership  of  the  invention,  and  inchoate  right 
to  the  monopoly,  together  with  the  right  to  perfect  his  title  to 
the  monopoly  by  obtaining  letters-patent,  is  made  assignable 
by  law  equally  with  the  patented  invention ;  and  an  assign- 
ment covering  these  rights  and  properly  recorded  secures  to 
the  assignee  both  the  invention  and  monopoly  immediately 
on  the  issue  of  the  patent.^  To  authorize  an  issue  of  the 
patent  directly  to  the  assignee,  however,  the  instrument  of 
assignment  must  contain  a  written  request  to  the  Com- 
missioner of  Patents  that  the  letters-patent  may  be  granted 
to  the  assignee,  or  to  the  assignee  and  the  inventor  jointly 
if  the  conveyance  operates  upon  an  undivided  interest,  and 
must  be  filed  for  record  in  the  Patent  Office  before  the  date 
fixed  for  the  payment  of  the  final  fee.^    Such  a  convey* 

inyention  before  patent  is  yalid,  see  Cam*  That  an  assignment  of  **  one  third  of 

meyer  «.  Newton  (1876),  94  U.  S.  825  ;  the  full  and  exclusive  right  to  the  in* 

110.  G.  287  ;  Hammond  «.  Mason  &  yention  as  set  forth  and  described  '*  in  a 

Hamlin  Organ  Co.  (1875),  92  U.  S.  724 ;  specification  about  to  be  filed  carries  a 

Continental  WindmUl  Co.  v.  Empire  one-third  interest  in  all  the  patentable 

WindmiU  Co.  (1871),  8  Blatch.  295  ;  i  devices  described  and  claimed  in  such 

Fisher,  428  ;  Appleton  v.  Baoon  (1862),  specification  and  in  aU  patents  obtained 

2  Bbick,  699  ;  Rathbone  v.  Orr  (1850),  therefor,  see  Puetz  v.  Bransford  (1887), 

5  McLean,    181 ;    Herbert   v.   Adams  81  Fed.  Rep.  458  ;  89  0.  G.  1088. 

(1825),  4  Mason,  15  ;  1  Robb,  505.  That  alterations  in  one  of  such  de- 

That  the  right  to  an  invention  dates  vices  and  the  proouring  a  separate  pat- 

from  its  discoyery,  see  Wintermnte  v.  ent  therefor  do  not  take  it  out  of  such 

Bedington  (1856),  1  Fisher,  289.  assignment,    see    Puetz    v.    Bransford 

That  a  mortgage  of  a  future  inyen-  (1887),  81  Fed.  Bep.   458;  89  0.  G. 

tion  wiU  cover  it»  though  the  invention  1058. 

be  divided  and  patented  in  different  That  an  assignee  may  accept  a  dif* 

patents  under  different  names,  see  Hoi*  ferent  patent  in  the  room  of  the  one 

lins  V,  Mallard  (1854),  10  How.  Pr.  agreed  to  be  assigned,  and  if  acting  on 

540.  such  acceptance  is  estopped  to  claim 

See  as  to  this  whole  subject  {{  409*  the  other,  see  Topliff  v.  Topliff  (1887), 

411  and  notes,  anle.  122  U.  S.  121  ;  40  O.  G.  115. 

*  Sec.  4895,  Bey.  Stat.  '  That  the  patent  cannot  issue  to  the 

That  a  sale  by  the  inventor  before  assignee  unless  the  assignment  contains 

the  patent  issues  secures  the  invention  a  request  to  that  effect,  and  is  duly 

to  the  vendee  after  the  patent  is  ;;7anted,  entered  for  record  as  prescribed  by  the 

see  Rathbone  v.  Orr  (1850),  5  McLean,  rules,  see  Wright  v.  Randell  (1881),  19 

131.  Blatch.  495  ;  21  0.  G.  498  ;  8  Fed.  Bep. 
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ance  transfers  to  the  assignee  the  legal  as  well  as  eqaitable 

title  to  the  patented  invention ;  and  if  by  any  fraud  or  accident 
the  letters-patent  should  be  issued  in  the  name  of  the  inventor 
only,  the  property  in  the  invention  and  monopoly  will,  never- 
theless, be  vested  in  the  assignee.^    An  instrument  purport- 

591 :  Hammond  v.  Pratt  (1879),  16  0.  solidated  Electric  Light  Ca  v.  Ediaon 

G.  12S5.  Electric  Light  Co.  (1885),  25  Fed.  Bep. 

That  the  Patent  Office  cannot  take  719  ;  83  0.  6.  1597  ;  23  Blatch.  412. 
notice  of  an  equitable  interest,  whose         That  it  is  not  necessary  that  the  tnie 

existence  is  contingent  on  the  issuing  owner  of  the  i>atent  be  made  the  nomi* 

of  a  patent,  see  Martin  v.Olney  (1876),  nal  patentee,  see  Consolidated  Electiio 

9  0.  G.  1107.  Light  Co.  v.  Edison  Electric  Light  Co. 

That    the   assignment  of  a  future  (1885),  25  Fed.  Rep.  719  ;  33  0.  G. 

XMitent,  not  containing  a  request  that  1597 ;  28  Blatch.  412. 
the  patent  issue  to  the  assignee,  is  not         That  an  assignment,   made    before 

recordable,  and  if  recorded  is  not  notice,  the  issue  of  the  patent  and  recorded 

see  Wright  v.  Randell  (1881),  8  Fed.  in  the  Patent  Office,  and  conveying  aU 

Bep.  591;  19  Blatch.  495;  21  O.  G.  493  ;  the  right  of  the  inventor  and  the  1^ 

Gay  V.  Cornell  (1849),  1  Blatch.  506.  title  which  he  expects  to  obtain,  and 

*  That  no  legal  title  exists  till  the  requesting  that  the  patent  issue  to  the 

patent  issues,  see  Pontiac  Knit  Boot  Co.  assignee,  transfers  the  right  to  the  aa- 

«.  Merino  Shoe  Co.   (1887),   81  Fed.  signee  although   the   patent   actually 

Bep.  286.  issues  to  the  assignor,  see  Gayler  v. 

That  the  issue  of  a  patent  to  an  Wilder  (1850),  10  How.  477. 
assignee  gives  him  the  legal  title,  see  That  an  assignment  made  before  the 
Perkins  v.  U.  S.  Electric  Light  Co.  patent  issues,  requesting  an  issue  to 
(1883),  24  O.  G.  204  ;  21  Blatch.  308  ;  the  assignee,  wiU  vest  the  legal  title  in 
16  Fed.  Rep.  513.  the  assignee  on  recording  the  assign- 
That  a  patent  may  issue  to  the  as-  ment  though  the  patent  had  been 
gignee  of  an  assignee,  see  Consolidated  ordered  to  be  issued  to.  the  assignor 
Electric  Light  Co.  v.  Edhon  Electric  before  the  assignment  was  made,  and 
Light  Co.  (1885),  25  Fed.  Rep.  719  ;  was  actnaUy  issued  to  him  before  the 

83  O.  G.  1597  ;  23  Blatch.  412.  assignment  was   recorded,  see  United 
That  the  patent  may  issue  to  any  States  Stamping  Co.  v,  Jewett  (1880), 

assignee  of  record  if  the  rights  of  para-  7  Fed.  Rep.  869  ;  18  0.  G.  1529  ;  18 

mount  owners  are  not  thereby  affected,  Blatch.  469. 

see  Consolidated  Electric  Light  Co.  v.         That  where  an   applicant   assigns, 

Edison  Electric  Light  Co.  (1885),  25  requesting  the  patent  to  issue  to  the 

Fed.  Rep.  719  ;   33  0.  G.  1597  ;   23  assignee,  and  the   assignment   is  not 

Blatch.  412.  recorded  until  after  the  patent  issues. 

That  where  a  patent  issues  to  the  and  subsequently  to  such  record  the 

first  of  several  successive  assignees,  all  patentee  assigns  to  another,  the  title  of 

whose  assignments  were  on  record  pend-  the  firet  assignee  dates  froih  the  date 

ing  the  application,  the  title  ve«ts  in  of  the  record  and  prevails  over   the 

the  last,  see  Consolidated  Electric  Light  second  assignee,   see  U.  8.   Stamping 

Co.  V,  McEeespoi-t  Light  Co.  (1888),  Co.  v.  Jewett  (1880),  18  Blatch.  469; 

84  Fed.  Rep.  335  ;  44  0.  G.  110  ;  Con-  7  Fed.  Bep.  869  ;  18  0.  G.  1529. 
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ing  to  be  an  aBsignment,  but  not  containing  this  request  or 
not  recorded  in  due  season,  does  not  convey  the  legal  title  to 
the  patented  invention.  It  may  create  an  equitable  title 
which  a  court  of  chancery  will  enforce  against  the  mventor 
and  against  all  other  parties  who,  having  notice  of  the  assign- 
ment, subsequently  become  interested  in  the  invention ;  but 
it  cannot  prevail  over  a  later  assignment  which  confers  a 
legal  title  upon  a  bona  fide  assignee  who  has  no  jiotice  of  the 
former.^  In  the  absence  of  such  intervening  legal  titles,  the 
patent  issues  to  the  inventor,  as  if  no  equitable  title  had  been 
previously  created,  and  chancery  compels  him  to  receive  and 
hold  it  as  trustee  for  his  equitable  assignees,  or  to  convey  it 
to  them  by  a  regular  assignment^ 

*  That  an  assignment  before  patent^  patent  can  be  specifically  enforced  in 
not  requesting  the  issue  to  the  assignee,  equity,  see  Hapgood  v,  Bosenstock 
is  a  contract  to  sssign  the  patent  after  (1885),  23  Blatch.  96  ;  28  Fed.  Bep. 
issue,  and  creates  an  equitable  title  in  86 ;  Hammond  v.  Pratt  (1879),  16  0.  6. 
the  assignee,  see  Hammond  v,  Pratt  1235  ;  Ex  parte  Edison  (1875),  7  O.  G. 
(1879),  16  0.  O.  1235  ;  Newell  v.  West  428. 

(1875),  18  Blatch.  114  ;  9  0.  G.  1110  ;  That  a  court  of  equity  wiU  not  aid 
2  Bann.  &  A.  113  ;  8  0.  G.  598  ;  Troy  an  inventor  to  obtain  a  patent  in  vio- 
Iron  &  Nail  Co.  v.  Coming  (1852),  14  lation  of  his  own  agreements,  see  Ban- 
How.  193.  stetlerv.  Atkinson  (1883),  28  0.  G.  940. 
That  the  equitable  title  of  an  as-  That  an  assignee  before  patent,  hav- 
dgnea  before  patent  without  request,  ing  notice  of  a  prior  unrecorded  assign- 
etc,  cannot  prevail  over  the  legal  title  ment,  and  with  such  notice  procuring 
of  subsequent  bonajide  purchasers  with-  the  patent  to  be  issued  to  himself,  takes 
out  notice,  see  Davis  Wagon  Wlieel  Co.  the  legal  title  in  trust  for  the  first 
V.  Davis  Wagon  Co.  (1884),  22  Blatch.  assignee  and  may  be  compelled  to  con- 
221  ;  20  Fed.  Bep.  699  ;  Wright  v.  vey  to  him,  see  Pontiao  Knit  Boot  Co. 
Bandell  (1881),  19  Blatch.  495  ;  21  v.  Merino  Shoe  Co.  (1887),  81  Fed. 
O.  G.  493  ;  8  Fed.  Rep.  591.  Hep.  286. 

*  That  an  equitable  prevails  over  That  specific  performance  will  not 
the  legal  title  in  a  court  of  equity,  and  be  decreed  in  favor  of  one  who  has  re- 
the  legal  owner  is  treated  as  trustee  peatedly  broken  the  contract,  though  the 
for  the  equitable  owner,  see  Whiting  v.  defendant  first  transgressed  it,  see  Ohio 
Graves  (1878),  8  Bann.  &  A.  222  ;  13  Steel  Barb  Fence  Co.  v,  Washbam  k 
O.  G.  455.  See  also  §  786  and  notes,  Moen  Mfg.  Co.  (1886),  26  Fed.  Rep. 
poaL  702  ;  35  O.  G.  1337. 

That  the  interest  in  an  invention  That  no  specific  performance  will  be 

cannot  be  assigned  by  parol  so  as  to  decreed  where  it  would  avail  nothing, 

entitle  the  assignee  to  the  patent  as  or  where  the  petitioner  hss  not  acted 

against  the  patentee,  see  Hammond  v,  equitably,  see  Werden  v.  Graham  (1888), 

Pratt  (1879),  16  O.  G.  1235.  24  O.  G.  101  ;  107  IlL  169. 

That  a  contract  to  assign  a  futoze  That  though  a  specific  performance 
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§  770.    Aaslgnment  of  Bztenaion. 

When  the  law  provides  for  the  grant  of  an  extension  to  tlic 
patentee,  he  may  assign  his  right  to  the  extension  in  the  same 
manner,  even  before  the  original  patent  has  been  issued.^ 
Such  an  assignment  creates  an  equitable  title  in  the  assignee, 
which  becomes  operative  on  the  grant  of  the  extension,  and 
thereupon  both  the  invention  and  monopoly  vest  in  him  ac- 
cording to  the  terms  of  his  conveyance.^  If  the  assignee  is 
already  an  owner  of  the  patented  invention  under  the  original 
patent,  the  effect  of  such  extension  is  merely  to  prolong  the 
period  of  his  existing  ownership.  If  his  ownership  is  to  com- 
mence with  the  extension,  or  to  be  enlarged  thereby,  and  a 

has  been  rendered  impossible  through  f  770.  ^  That  an  extension  maj  he 
the  fraadolent  act  of  the  defendant,  the  assigned  before  it  is  granted,  see  Con- 
court  will  not  decree  it,  see  Kennedy  «.  solidated  Fruit  Jar  Co.  v.  Mason  (1877)» 
Hazelton  (1888),  128  U.  S.  667  ;  Ken-  7  Daly,  64  ;  ExparU  Hobnes  (1873),  4 
nedy  v.  Hazelton  (1888),  33  Fed.  Bep.  0.  O.  581  ;  Nicholson  Payement  Co.  v. 
298.  Jenkins  (1872),  14  WalL  452  ;  1  0.  G. 

That  an  employer  cannot  compel  his  465  ;  5  Fisher,  491 ;   Bailroad  Co.  «. 

employee  to  assign  a  patent  to  him  un-  Trimble  (1870),  10  Wall.  867 ;  Clum  «. 

less  there  was  an  agreement  to  that  Brewer  (1855),  2  Curtis,  506. 

^ect,  see  Hapgood  v.  Hewitt  (1886),  That  an  extension  may  be  contncted 

119  U.  S.  226  ;  87  0.  6.  1247.  for,  but  not  assigned,  before  it  is  granted. 

That  where  a  workman  is  hired  to  see  Day  v.  Candee  (1858),  8  Fisher,  9. 

invent,  and  agrees  that  his  inventions  That  an  assignment  of  an  extension^ 

■haU  belong  to  his  employer,  the  em-  before  even  the  original  patent  has  i^- 

ployer  is  their  real  owner,  see  Joliet  sued,   is  valid,  see  £x  parte  Holmes 

Mfg.  Co.  V.  Dice  (1883),  105  lU.  649.  (1873),  4  0.  G.  581. 

That  a  contract  to  sell  the  patent  *  That  an  agreement  to  assigD  an  ex- 
privilege  is  made  good  by  securing  a  tension  is  valid  in  equity,  see  Prime  «l 
second  patent  when  the  first  is  void^  Brandon  Mfg.  Co.  (1879),  16  Blatch. 
see  Stanley  v.  Whipple  (1839),  2  Mc*  458 ;  4  Bann.  &  A.  879  ;  Newell  «. 
Lean,  35  ;  2  Robb,  1.  West  (1875),  8  O.  G.  598  ;  2  Bann.  4  A. 

That  under  a  contract  to  assign  sev-  118  ;  18  Blatch.  114  ;  9  O.  G.  1110 ; 
eral  methods  the  assignee  is  not  bound  to  Pitts  v.  Hall  (1854),  8  Blatch.  201. 
accept  an  assignment  of  one,  though  the  That  an  assignment  of  a  future  ex- 
others  are  open  to  the  public,  see  Serviss  tension  becomes  operative  on  the  grsnt 
V,  Stockstill  (1876),  80  Ohio  St.  418.  of  the  extension,  see  Gear  v.  Grosvenor 

That  an  agreement  to  transfer  prop-  (1873),  8  O.  G.  380  ;  Holmes,  215  ;  6 

erty   on   the   happening  of  a  certain  Fisher,  814;  Railroad  Co.  v.  Trimble 

event  gives  an  immediate  right  thereto  (1870),  10  Wall.  867. 

upon  the  happening  of  the  event,  see  That  an  agreement  to  sen  an  extoi- 

McBumey  V.  Goodyear  (1853),  11  Cnsh.  sion  creates  an  equitable  title,  and  he- 

569.  comes  a  legal  title  when  the  price  is 

Seefurther§S  408-414  and  noteSyitn^  paid*  see  Hartshorn  v.  Day  (1856X  19 

and  §S  786,  1228, 1229,  and  noteSfpost.  How.  211. 
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new  conveyance  after  the  eztension  thus  becomes  necessary 
to  perfect  bis  legal  title,  chancery  will  enforce  the  preceding 
equitable  assignment  by  compelling  the  patentee  to  execute 
such  further  transfer  as  may  be  required.^  Though  the  ex- 
tension be  not  granted  until  after  the  death  of  the  patentee, 
his  previous  assignments  bind  it  in  the  hands  of  his  executors 
or  administrators,  who  without  the  consent  of  his  heirs  or 
devisees,  and  without  any  order  from  the  local  court  of  Pro- 
bate, may  procure  the  extension  and  complete  the  title  of  the 
assignee.^ 

§  771.  Contract  to  Assign  Fatnre  InventlonB  not  an  AsBigninant. 
A  contract  for  the  transfer  of  inventions  not  yet  in  being 
is  valid  as  a  contract,  but  is  not  an  assignment.^  The  subject- 
matter  of  an  assignment  is  an  existing  invention,  not  only 
conceived  as  an  idea  of  means  but  actually  reduced  to  prac- 
tice, and  thus  invested  with  the  inchoate  or  perfected  right 
to  that  monopoly  which  must  always  pass  with  the  invention 
in  this  form  of  conveyance.^  An  intended  or  incomplete 
invention  rests  merely  in  purpose  and  expectation.  It  does 
not  clothe  the  proposed  inventor  with  any  special  privileges 
or  entitle  him  to  any  rights  m  the  monopoly  which,  if  his 
purpose  were  accomplished,  he  might  be  able  to  secure.  The 
^transfer  of  such  future  inventions  is  a  mere  executory  contract 
to  assign  them  if  they  happen  to  be  made.^     It  binds  the 

*  That  an  inchoate  right  to  an  ex-  {  771.  ^  That  the  right  to  an  inven- 
tenrion  may  be  sold,  and  a  contract  for  tion  can  be  transferred  before  it  is  com- 
sach  sale  specifically  enforced  in  equity,  pleted  and  while  its  value  is  prospectiye 
see  Newell  v.  West  (1875),  8  0.  G.  598  ;  and  contingent,  see  Marshall  v.  Peck 
18  Blatch.  114  ;  9  O.  Q.  1110  ;  2  Bann.  (1833),  1  Dana,  609  ;  and  {{  868,  409, 
ft  A.  118  ;  Aiken  v.  Dolan  (1867),   8  and  notes,  ante, 

Fisher,  197.  '  That  an  assignment  entitling  the 

*  That  an  administrator  may  fulfil  a  assignee  to  have  a  patent  issued  to  him 
contract  to  oonvey  an  extension,  by  pro-  must  be  a  formal  assignment  of  a  com- 
curing  the  extension  and  assigning  it,  pleted  invention,  not  an  agreement  to 
no  order  of  the  Probate  Court  and  no  assign  future  inventions,  see  Bunstetler 
consent  of  the  heirs  being  necessary,  see  v.  Atkinson  (1888),  23  0.  O.  940. 
Newell  V,  West  (1875),  13  Blatch.  114  ;  <  That  an  instrument  purporting  to 
8  0.  G.  598  ;  9  O.  G.  1110  ;  2  Bann.  &  convey  inventions  not  yet  in  being  is  a 
A.  113.  mere  executory  contract,  not  an  assign- 
See  also  as  to  the  assignment  of  an  roent,  see  Ek  parU  Bdiaon  (1875),  7  0. 

extension,  {  412  and  notes,  anU,  and    0.  428. 
SS  779,  844,  and  notes,  pod. 
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inventor,  and  if  the  inventions  are  completed  it  gives  the  other 
party  a  contract  right  which  equity  can  protect  and  make 
effectual  when  the  interests  of  third  parties  without  notice 
are  not  thereby  prejudiced.* 

§  772.    AMignment  Before  Patent  Favored  In  Ziaw. 

An  assignment  of  a  patented  invention  before  the  grant  of 
letters-patent  is  not  regarded  as  the  transfer  of  a  lawsuit  or 
a  controverted  right,  and  is  consequently  favored  by  the  law.^ 
Even  where  a  patent  has  been  once  applied  for  and  refused, 
a  subsequent  assignment  of  the  inventor's  interests  is  valid, 
and  upon  a  new  application  a  patent  may  be  issued  vesting 
the  title  in  the  assignee.^  But  when  the  application  for  a 
patent  has  been  finally  rejected  and  abandoned,  the  rights 
conferred  by  the  inventor  upon  his  assignees  become  ex- 
tinguished, and  if  thereafter  the  heirs  of  the  inventor  obtain 
letters-patent  by  a  special  act  of  Congress,  the  interest  in  the 
invention  and  monopoly  reside  in  them  to  the  exclusion  of  the 
assignees.^ 

*  That  the  assignment  of  an  impetfect  §  772.  ^  That  an  assignment  pend- 

inventiony  with  aU  its  future  improve-  ing  an  application  is  not  an  assignment 

ments,  is  an  assignment  of  the  per-  of  a  lawsuit,  see  Gay  v.  ComeU  (1849), 

fected  result^   and  the  assignee  is  the  1  Blatch.  606. 

equitable  owner  of  the  patent  when  is-  *  That  an  assignment  of  an  inven- 

sued,  see  Littlefield  v.  Perry  (1874),  21  tion  before  patent  is  valid,  although  a 

Wall.  206  ;  7  0.  O.  964.  patent  had  been  refused  to  the  applicant 

That  an  assignment  of  a  patent  with  before  the  assignment  was  made,  aee 

I  future  improvements  is  valid  and  vests  Gay  v.  ComeU  (1849),  1  Blatch.  606. 

;   an  equitable  interest  in  the  improve-  That  where  an  assignment  had  been 

'  >^  ments  when  made,  which  the  court  may  made  of  an  improvement  pending  an  ap- 

'  follow  with  decree  for  legal  title,  see  plication  for  a  patent,  and  the  applica- 

I  AspinwaU  Mfg.  Co.  v.  Gill  (1887),  40  tion  being  rejected  a  new  applicatian 

0.  G.  1183 ;  82  Fed.  Bep.  697.  is  filed  and  granted,  the  patent  enures 

That  on  an  agreement  to  assign  a  to  the  benefit  of  the  assignee,  see  Little- 
future  patent,  the  right  to  an  assignment  field  V.  Perry  (1874),  21  WalL  205;  7 
becomes  absolute  when  the  patent  issues,  0.  G.  964. 

see   Satterthwait  v.   Marshall    (1872),  '  That  when  the  inventor  makes  an 

4  Del.  Ch.  837.  assignment  of  his  invention  before  a 

That  a  contract  to  assign  will  be  patent  is  granted,  and  the  patent  being 

Rpecifically  enforced,  see  Hapgood   v.  refused  on  his  application  the  appllca- 

Kosenstock  (1885),  23  Blatch.  95  ;  28  tion  is  abandoned,  and  his  rights  and 

Fed.  Bep.  86  ;  Ex  parte  Edison  (1875),  all  those  derived  from  him  are  lapsed,  and 

7  0.  G.  423 ;  and  f  411  and  notes,  anU,  after  his  death  his  heirs  obtain  a  patent 

and  1 1228  and  notes,  pott,  by  special  act  of  Congress,  their  patoat 
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§  773.  ZSffeot  of  AaBlgnment,  how  Determined :  Its  Constniotion. 
The  extent  of  the  interest  created  in  the  assignee  bv  an 
assignment  depends  in  part  upon  the  interest  owned  by  the 
assignor,  and  in  part  upon  the  terms  of  the  conveyance.  An 
assignor  cannot  transfer  what  he  does  not  himself  possess. 
A  sole  patentee  can  assign  the  entire  interest  in  the  patented 
invention,  but  the  owner  of  an  undivided  interest  can  convey 
only  that  undivided  interest,  and  the  owner  of  an  interest 
which  has  been  limited  by  previous  grants  or  by  irrevocable 
licenses,  can  give  no  title  except  to  the  residuary  or  rever- 
sionary rights  that  still  remain  in  him.^  Hence,  however 
broad  may  be  the  words  of  the  conveyance,  they  operate  upon 
the  patented  invention  only  within  the  scope  of  the  rights 
vested  in  the  assignor  at  the  date  of  the  assignment.  The 
assignee  must  take  his  interest  subject  to  all  previous  lawful 
conveyances  and  to  the  restrictions  originally  imposed  upon 
his  assignor.  Within  these  limits  the  interest  transferred  by 
the  assignment  is  measured  by  the  terms  of  the  conveyance.^ 
These  are  to  be  so  construed  as  to  effect  the  intention  of  the 
parties,  but  cannot  be  varied  by  parol  evidence,  except  in  cases 
of  mutual  mistake.^  If  more  than  one  instrument  enters  into 
the  transaction,  as  where  the  equitable  title  created  by  an 

is  not  sabject  to  the  old  aasignment,  see  governed  by  the  assignment,  see  Hendrie 

Fire  Extingaisher  Co.  v.  Graham  (1883),  v.  Sajles  (1878),  98  U.  S.  546. 

16  Fed.  Bep.  548 ;  24  0.  O.  793.  *  That  a  grant  should  be  constmed 

S  778.  '  That  an  assignee's   rights  to  cover  whatever  is  necessaiy  to  render 

cannot  be  greater  than  those  of  his  as-  it  effective,  see  Hamilton  v.  Eingsbniy 

signer,  see  Gottfried  v.  Miller  (1881),  10  (1878),  15  Blatch.  64  ;  14  0.  G.  448. 
Fed.  Bep.  471.  That  an  assignment  of  an  interest 

That  it  will  never  be  presumed  that  in  an  invention  is  a  contract,  and  is  to 

a  grantor  intends  to  grant  what  he  has  be  construed  so  as  to  effect  the  inten- 

no  right  to  grant,  or  that  the  grantee  tion  of  the  parties,  see  Nicholson  Pave- 

expects  to  receive  what  is  already  his,  ment  Co.  v.  Jenkins  (1872),  14  WaU. 

see  Day  v.  Cary  (1859),  1  Fisher,  424.  452  ;  5  Fisher,  491  ;  1  0.  G.  465. 

That  where  an  assignor  has  any  right         That  parol  evidence  cannot  vaiy  an 

at  all  to  convey,  his  grant  of  aU  his  assignment  unless  there  has  been  a  mu- 

rights  will  not  be  intended  as  attempt-  tual  mistake,  see  Knowlton  Platform  & 

ing  to  include  rights  previously  trans-  Car  Coupling  Co.  r.  Cook  (1879),  70 

ferred  by  him,   see  TumbuU  v.  Weir  Me.   143;  Hammond  9.   Pratt  (1879), 

Plow  Co.  (1874),  6  Bissell,  225  ;  7  0.  G.  16  0.  G.  1235  ;  Buggies  v.  Eddy  (1872X 

173  ;  1  Bann.  k  A.  544.  5  Fisher,  581 ;  10  Blatch.  52. 
.  *  That  the  rights  of  the  assignee  are 
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assignment  before  patent  is  protected  by  the  eubseqaent  con- 
veyance of  the  legal  title,  both  are  to  be  interpreted  togetb^ 
in  ascertaining  the  extent  of  the  interest  assigned.^ 

§  774.    Assignment,  its  Implied  Warranty  of  Title. 

The  terms  of  the  conveyance  are  important,  not  only  as  a 
measure  of  the  interest  assigned  but  as  an  indication  of  the 
liability  of  the  assignor  upon  his  implied  warranty  of  title. 
As  will  be  seen  hereafter,  the  assignment  imports  a  covenant 
that  the  assignor  has  a  good  right  to  convey  the  interest 
therein  described;  and  whenever  this  interest  exceeds  the 
interest  which  he  could  actually  convey  the  assignee  has  an 
appropriate  remedy  for  the  breach  of  warranty.^  Hence  the 
significance  of  the  interpretation  put  by  the  courts  upon  the 
language  of  the  instrument  in  two  classes  of  cases ;  one  where 
it  purports  to  convey  the  entire  interest  in  the  patented  in- 
vention ;  the  other  where  it  is  construed  to  cover  only  such 
interest  as  the  assignor  may  himself  possess. 

§  775.    Assignment  of  "AU  Rigbts"  in  the  Patented  Invention 
Warrants  a  Perfect  Title. 

An  assignment  of  all  rights  to  the  patented  invention,  in 
whatever  language  such  rights  may  be  described,  transfers  or 
attempts  to  transfer  the  entire  interest  covered  by  the  patent. 
By  it  the  assignor  asserts  himself  to  be  the  sole  owner  of  the 
patented  invention,  free  from  all  incumbrances  created  by  any 
prior  transfer.  From  it,  if  this  assertion  of  the  assignor  be 
true,  the  assignee  derives  an  exclusive  title  to  the  invention 
and  to  the  monopoly ;  if  not  true,  such  ownership  as  the 
assignor  possessed  is  vested  in  him  together  with  a  right  of 
action  on  the  implied  warranty,  or  at  his  option  the  transfer 
may  be  treated  as  inoperative  and  void.    Thus  an  assignment 

*  That  where  an  assignment  has  been  That  in  case  of  doabt  the  practical 

duly  recorded,  and  a  snpplementarj  aa-  constmction  given  to  the  contract  by 

aignment  is  not  recorded,  both  are  to  be  the  acta  of  the  parties  may  control,  bm 

construed  together,  see  littlefield  v.  Per-  Topliff  v.  Topliff  (1887),  122  U.  8. 121 ; 

ly  (1874),  21  WalL  206  ;  7  0.  G.  964.  40  0.  G.  116. 

That  titles  to  patents  are  not  to  be  {  774.  >  See  {§  788, 1282,  and 

o  verth  Town  on  sol  ubie  doubts,  see  Bhindy  pe&L 
V.  Griffith  (1869),  8  Fisher,  609. 
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of  "  all  the  right "  to  the  patented  invention,  or  of  the  "  ex- 
clusive right  to  make  and  sell "  throughout  the  United  States 
for  the  whole  term  of  the  patent,  or  with  any  equivalent  words 
of  description,  purports  to  convey  the  entire  interest  in  the 
patented  invention,^  and  is  justified  only  when  the  assignor 
has  the  unqualified  ownership  of  all  the  rights  created  or 
protected  by  the  patent. 

§  776.    Assignment  of  "  All  My  Rights  "  in  tbe  Patented  Inven- 
tion Implies  no  Warranty  of  Title. 

An  assignment  of  all  the  rights  of  the  assignor  in  the 
patented  invention,  on  the  other  hand,  contains  no  implied 
averment  as  to  the  nature  or  scope  of  the  interest  conveyed,^ 
Such  an.  assignment  will  operate  upon  any  ownership  which 
may  be  vested  in  the  assignor,  and  will  transfer  it  to  the  as- 
signee subject  to  any  previous  conveyances  or  contracts  which 
the  assignor  or  his  predecessors  may  have  made,  whether 
these  have  created  legal  or  equitable  rights,  and  whether  or 
not  they  are  recorded.^    An  assignee  under  this  form  of  con- 

S  776.  *  In  TumbuU  v.  Weir  Plow  That  whether  the  form  of  a  convey- 

Co.  (1880),  9  Bissell,  834,  Drammond,  ance  is  that  of  an   assignment  or  a 

J. :  (836)  "  Where  a  man  assigns  all  license,  if  it  transfers  all  rights  under 

the  right  which  was  conveyed  to  him  the  patent  it  is  an  assignment,  and  the 

by  letters-patent,  the  meaning  is  that  transferee  may  sue  in  his  own  name, 

the  assignment  takes  with  it  everything  see  Siebert  Cylinder  Oil  Cup  Co.  9, 

that  the  letters-patent  conveyed.     It  is  Beggs  (1887),  82  Fed.  Rep.  790. 

certainly  different  from  an  assignment  §1776.  ^  That  a  conveyance  of  all  my 

which  declares  merely  that  he  assigns  right,  title,  and  interest  does  not  import 

aU  the  interest  which  he,  at  the  time  a  warranty,  see  Tumbull  v.  Weir  Plow 

he  makes  the  assignment,  has  in  the  Co.  (1874),  7  0.  6. 173  ;  6  Bissell,  225  ; 

letters-patent,  provided,  as  in  this  case,  1  Bann.  k  A.  544. 

hb  had  previously  assigned  a  part  of  the  That  an  assignment  of  **  all  my  right  '* 

interest  which  he  had  to  another  per-  purports  to  cover  only  the  right  he  then 

aon."    23  0.  Q.  91  (91)  ;  14  Fed.  Rep.  has,  see  TumbuU  v.  Weir  Plow  Co. 

108  (110)  ;  5  Bann.  &  A.  288  (290).  (1880),   23  0.  G.  91 ;  9  Bissell,  834  ; 

That  the  grant  of  *'  an  exclusive  right  5  Bann.  &  A.  288  ;  14  Fed.  Rep.  108. 

to  make  and  sell "  the  invention  "  in  That  a  conveyance  of  the  right,  title, 

the  United  States  for  the  whole  term  of  and  interest  in  a  patent  "as  fuUy  as 

the  patent"  carries  the  entire  interest  the  same  would  have  been  enjoyed  by 

in    the   invention,   see    Pickhardt   v.  me  but  for  this  assignment,"  \a  a  mere 

Packard  (1884),   23   Blatch.   23;    30  quitclaim  without  warranty,  see  Gilroore 

O.  a.  179  ;  22  Fed.  Bep.  530  ;  Nellis  v.  r.  Aiken  (1875),  118  Mass.  94. 

Pennock  Mfg.  Co.  (1882),  13  Fed.  Rep.  «  That   a  conveyance  of  "aU  my 

451 ;  22  0.  G.  1131 ;  15  Phila.  493.  right,  title,  and  interest  in  and  to  "  a 
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veyance  is  put  upon  his  guard  and  is  chargeable  with  notice 
of  all  facts  which  he  might  have  ascertained  by  inquiring  of 
the  prior  owners  of  the  patented  invention,  or  of  any  person 
claiming  a  right  under  the  patent.^  Where  an  assignment  of 
this  character  has  once  been  made,  every  one  who  derives  his 
title  through  it  is  presumed  to  have  received  his  ownership 
with  the  same  knowledge  of  existing  interests  in  others  which 
is  imputed  to  the  original  assignee,  and  one  transferring  such 
rights  to  another  is  not  bound  by  any  suppression  of  the  tnith 
by  future  owners  or  by  their  failure  to  disclose  the  actual 
condition  of  the  titled 

§  777.   AsBlgnment  Transfers   only   the   Invention   Bpaclficany 
AsBigned. 

The  assignment  of  a  patented  invention  operates  only  upon 
the  invention  covered  by  the  patent.  Other  inventions  owned 
by  the  same  assignor,  though  related  to  the  one  assigned  as 
modifications  or  improvements,  and  though  essential  to  the 
practical  employment  of  the  one  assigned,  are  not  transferred 
by  the  conveyance.^    Even  when  the  assignment  confers  in 

patent,  thongh  properly  recorded,  does  Mfg.  Co.  (1879),  16  BUitch.  458 ;  4 

not  affect  a  territorial  right  previously  Bann.  k  A.  879. 
oonyeyed,  even  if  the  prior  conveyance        ^  That  an  assignor  of  his  "  right, 

U  not  recorded,  see  Tumball  v.  Weir  title,  and  interest"  only  is  not  bound 

Plow  Ck>.  (1880),  23  0.  G.  91 ;  9  Bis-  by  any  suppression  of  tnith  on  the  part 

sell,  884  ;  5  Bann.  &  A.  288  ;  14  Fed.  of  his  assignees,  nor  by  their  failure  to 

Bep.  108  ;  Tumball  v.  Weir  Plow  Co.  disclose  the  true  state  of  the  title,  see 

(1874),  6  Bissell,  225 ;  7  0.  O.  178  ;  Hamilton  v.  Kingsbury  (1880),  4  Fed. 

1  Bann.  &  A.  544.  Bep.  428  ;  17  O.  G.  847  ;  17  Blatch. 

<  That  the  expression  "right,  title,  460. 
and  interest,"  in  an  assignment  from  a         See  farther  as  to  implied  warranty, 

person  holding  under  the  patentee,  is  §§  788,  794,  1282,  and  notes,  post, 
enough  to  put  the  assignee  on  inquiry        §  777.  ^  That  an  assignment  of  one 

and  to  charge  him  with  notice  of  what  inventicm  does  not  carry  an  interest  in 

he  conld  have  found  out  from  the  first  a  different  one,  see  Pnetz  v.  Bransford 

grantor,    see    Hamilton    v.   Kingsbury  (1887),  89  O.  G.  1427 ;  81  Fed.  Bepw 

(1880),  17  0.  G.  847  ;  4  Fed.  Bep.  428  ;  458. 
17  BUtch.  460.  That  the  assignment  of  all  li^^t, 

That  where  an  assignment  refers  to  title,  and  interest  in  and  to  an  improve- 

an  invention  as  in  use,  such  reference  is  ment,  conveys  no  interest  in  the  original 

an  express  notice  to  the  assignee  of  such  invention,  see  Leach  v.  Dresser  (1879), 

use,  and  of  the  claim  of  the  licensee  of  69  Me.  129. 
the  right  to  iise,  see  Prime  v.  Brandon        That  a  conveyance  nnder  a 
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express  terms  upon  the  assignee  a  right  to  future  improve- 
ments on  the  invention,  it  cannot  affect  an  independent  in- 
vention ;  nor  can  a  general  conveyance  of  the  interest  of  the 
assignor  in  all  his  patents  previously  obtained  create  a  title 
in  the  assignee  to  a  subsequent  improvement  upon  any  one  of 
the  assigned  inventions.^  The  invention  transferred  by  the 
assignment  to  the  assignee  also  remains  in  him  distinct  from 
any  other  invention  which  he  may  acquire.  The  meeting  in  a 
single  person  of  the  ownership  of  several  patented  inventions 
does  not  unite  the  inventions,  nor  confer  upon  their  owner 
any  rights  which  could  not  have  been  asserted  by  the  several 
owners  of  the  different  patents.^    Thus  where  the  elements 

patent  confers  no  right  to  nae  improTe-  afterwards  the  other  was  patented,  the 

ments  which  have  been  invented  since  conveyance  was  held  to  cover  only  the 

the  date  of  such  patent,  although  they  fint  patent,  see  Wairen  v.  Cole  (1867)9 

were  in  existence  at  the  date  of  the  con-  16  Mich.  265. 

yeyance,  see  American  Hide  k  Leather        <  In  Washbnm  ft  Moen  Mfg.  Co.  v. 

Splitting  &  Dressing  Machine  Ca  v.  Oriesche  (1888),  6  McOrary,  246,  Treat, 

American  Tool  &  Machine  Co.  (1870),  J.  :  (249)  "  When,  through  several  as- 

4  Fisher,  284  ;  Holmes,  508.  signments,  an  individual  becomes  the 

That  the  word  "invention,**  in  a  owner  of  several  distinct  patents  he  can 

oontract  for  the  assignment  of  a  patent  have  no  greater  rights  than  his  assign* 

therein  recited  includes  only  the  in-  ors   respectively.      He    cannot   chiim 

vention  described  in  the  patent  and  its  that  as  no  one  of  the  assigned  patents 

renewals,  not  any  other  improvements,  is  specifically  infringed,  yet,  if  they  are 

though  the  invention  would  be  worth-  all  considered,  and  some  element  of  one 

less  without  them,  see  United  Nickel  is  imported  into  another,  and  thus  by 

Co.  V.  American  Nickel  Plating  Works  patchwork  a  really  new  combination, 

(1878),  4  Bann.  &  A.  74.  unpatented,   can  be  formed,  therefore 

*  That  an  assignment  of  a  patent  the  defendant,  who  uses  none  of  these 

with  the  right  to  the  improvements  to  patents,  must  be  held  to  infringe.    To 

be  made  does  not  cover  distinct  inven-  infringe  what  T     No  existing  patent, 

tions,  see  Stebbins  Hydraulic  Elevator  To  illustrate :    If  A  has  a  patent  and 

Mfg.  Co.  V.  stebbins  (1880),  17  0.  O.  B  has  a  patent,  and  C  infringes  neither ; 

1348 ;  4  Fed.  Rep.  445.  and  if  A  assigns  his  patent  to  D,  and 

That  an  assignment  of  the  assignor's  B  does  likewise,  does  C,  by  force  d 

interest  in  all  patents  previously  ob-  those  assignments,  become  an  infringer, 

tained  does  not  carry  a  subsequent  in*  when  he  infringes  neither  T    8  Fisher, 

Tention  of  an  improvement  in  one  of  586 ;  16  Pet.  386  ;   15  WslL   187  ;  1 

these,  see  Hammond  v.  Flltt  (1879),  Black,  427  ;  id.  78 ;  2  Fisher,  89.     In 

16  O.  6.  1235.  these,  as  in  some  other  cases  recently 

That  where  an  agreement  was  made  aigued,  there  seemed  to  be  an  uifex* 

to   seU   two   inventions,  one  only  of  pressed,  yet  implied  thought,  that  the 

which  was  patented,  and  the  convey*  assignmentof  different  patents  to  acorn* 

•aoe  was  duly  made  of  the  patent,  and  mon  assignee  gave  to  the  latter  greater 
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of  a  combination  are  separately  patented  the  assignee  of  all 
these  patents  does  not  become  thereby  the  owner  of  the  com- 
bination, nor  can  he  use  the  elements  combined  without  a 
license  under  the  patent  for  the  combination.  Nor  can  the 
assignee  of  several  patents  lap  one  upon  the  other,  and  in 
this  manner  cover  features  of  the  invention  which  the  patents 
in  the  hands  of  separate  owners  would  not  protect. 

§  778.   Assignment   Transfers   only   the  Monopoly   Created  by 
American  Patents :  Its  Bffeot  on  Foreign  Patents. 

But  while  the  operation  of  an  assignment  is  thus  uniformly 
limited  to  the  invention  covered  by  the  patent,  the  scope  of 
the  monopoly  conveyed  is  not  invariable.  An  inventor  may 
secure  for  his  invention  one  monopoly  under  his  original 
American  patent,  another  dependent  on  the  first  under  each 
re-issue,  a  third  still  dependent  on  the  first,  but  more  distinct 
from  it  than  a  re-issue,  under  an  extension,  and  others  under 
foreign  patents.  In  connection  with  the  invention,  he  may 
assign  any  one  or  several  of  these  concurrent  or  successive  mo- 
nopolies, and  which  will  pass  under  a  given  conveyance  de- 
pends upon  the  terms  of  the  assignment  and  the  presump- 
tions of  law.  That  an  assignment  of  the  invention  carries 
one  of  these  monopolies  is  evident,  since  the  possession  of 
prohibitory  powers  is  essential  to  the  effective  ownership  of 
the  entire  interest  or  any  undivided  part  of  the  entire  in- 
terest in  a  patented  invention.  Hence  an  assignment  before 
patent  creates  an  equitable  title  in  the  assignee  to  the  original 
term  of  the  future  American  patent,  and  if  in  due  form  and 
properly  recorded  it  vests  in  him  the  legal  title  also  when  the 
patent  is  actually  granted.  Re-issues,  being  dependent  on 
and  superseding  the  original  patent,  likewise  pass  by  such 
assignment  unless  the  assignee  prefers  to  hold  his  monopoly 
as  created  by  the  original  patent.^    An  assignment  during 

rights  than  the  respective  patents  oon-  Ko  such  doctrine  can  be  aooepted.   Each 

ferred  on  their  patentees  ;  so  that  the  as-  patent  mnst  rest  on  its   own    merits 

signee  claiming  under  both  oonld,  by  alone.    Munson  v.   Gilbert  &  Barker 

lapping  one  oyer  the  other»  or  inoorporat-  Kfg.  Co.,  8  Bann.  &  A.  695. "    16  Fed. 

ing  parts  of  one  into  the  other,  obtain  a  Bep.  669  (671). 
right,  unpatented,  which  neither  of  the         f  778.  ^  That  as  far  as  an  aasigii- 

assignors   could  separately  maintain,  inent  of  a  patent  is  ooDoamad,  the  x«> 
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the  original  term  has  the  same  effect  on  the  monopoly 
arising  from  the  original  or  re-issned  patent,  the  legal  title 
thereto  always  vesting  in  the  assignee.  The  monopolies 
created  by  foreign  patents,  having  no  legal  existence  in  the 
United  States  and  being  controlled  entirely  as  to  their  opera- 
tion and  assignment  by  foreign  laws,  are  not  affected  by  any 
transfer  of  the  patented  invention,  or  of  the  invention  before 
patent,  which  can  be  recognized  and  sustained  in  this  country 
as  the  conveyance  of  a  monopoly.  For  this  reason  an  as- 
signment of  an  invention,  whether  before  or  after  the  issue 
of  an  American  patent,  does  not  transfer  the  monopoly 
created  by  a  foreign  patent,  nor  does  the  existence  of  a  for* 
eign  patent  at  the  date  of  the  assignment  preclude  the  as- 
signee from  claiming  title  to  the  monopoly  arising  under 
the  patent  granted  by  the  United  States.^  An  express  pro- 
vision in  such  assignment  transferring  foreign  patents  would 
at  best  be  but  a  contract  which  equity  could  enforce  against 
the  assignor  by  compelling  him  to  execute  such  instruments 
as,  under  the  foreign  law,  would  operate  as  a  conveyance  of 
the  monopoly  within  the  country  for  which  it  was  granted. 

§  779.   ZSffect  of   ABBlgnment    upon  an  ZbctenBion. 

It  being  certain  that  in  every  case  an  assignment  operates 
upon  the  original  term  of  the  American  patent  and  upon  its  re- 
issues, and  that  it  never  operates  upon  a  foreign  patent  except 
by  virtue  of  the  laws  of  the  country  where  the  patent  is  in 
force,  the  only  doubt  which  can  arise  in  reference  to  the  effect 
of  an  assignment  upon  the  monopoly  relates  to  an  extension. 
An  extension,  when  allowed  by  law,  is  intended  for  the  bene- 
fit of  the  inventor.^     It  is  permitted  to  him  only  on  the 

issue  \b  part  of  the  original  patent  and  ent,  carries  not  only  that  patent  bat 
is  covered  by  the  assignment,  see  Little-  subsequent  American  patents,  see  Em- 
field  V.  Perry  (1874),  21  Wall.  205;  mons  v.  Sladdin  (1875),  2  Bann.  k  A. 
7  0.  G.  964.  199  ;  9  O.  O.  S52. 

That  an  assignee  may  accept  or  re*         {  779.  ^  That  an  extension  is  for  the 

ject  a  re-issne  as  he  pleases,  see  Little-  benefit  of  the  inventor,  see  JSx  parte 

field  V.  Perry  (1874),  21  WaU.  205  ;  7  Baker  (1872),  1  O.  G.  632  ;  Case  v. 

O.  G.  964.  Bedfield  (1849),  4   McLean,   526 ;    2 

*  That  the  sale  of  the  '<  invention  *'  Robb,  741. 
and  all  patents,  present  or  future,  while         That  no  extension  wffl  be  granted  if 

it  is  patented  only  under  a  foreign  pat-  the  assignees  are  to  reap  tiie   entire 
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ground  that  his  inyentive  skill  has  not  received  a  sufficient 
reward  during  the  original  term,  and  that  this  insufficiency  is 
not  due  to  his  own  fault  or  neglect.^  It  was  not  provided  as 
a  recompense  to  the  assignees  for  the  devotion  of  their  capital 
or  their  business  energies  to  the  development  of  the  invention 
and  the  distribution  of  its  practical  results  among  the  public' 
Thus  an  extension  can  be  obtained  by  the  inventor  alone,  if 
living,  or  by  his  administrator  or  executor  after  his  death.^ 
At  the  same  time,  the  possibility  of  an  extension  adds  to  the 
value  of  the  invention  even  before  the  original  patent  has 
been  issued ;  and  if  he  then  is  able  to  transfer  it,  and  obtain 
a  higher  price  on  that  account,  he  indirectly  receives  the  rec- 
ompense which  the  extension  was  intended  to  bestow.  Hence 
the  law  recognizes  his  right  to  transfer  this  monopoly  as 
well  as  any  other,^  only  requiring  that,  as  a  simple  assign- 
ment of  the  invention  is  satisfied  by  the  passage  of  the 
original  term,  an  instrument  which  is  to  operate  upon  the 
extension  must  expressly  and  unequivocally  include  it.^  The 
presumption  as  to  any  given  assignment  is  that  it  does  not 
refer  to  the  extension ;  and  therefore,  if  its  words  can  be  con- 
strued to  relate  only  to  the  original  term  and  the  re-issues, 
the  assignment  will  be  limited  to  these  monopolies.  Thus  an 
assignment  of  all  the  assignor's  right,  title,  and  interest  ^^  dur- 
ing the  term  for  which  a  patent  may  be  granted ; "  or  a  con- 
veyance of  ^'  all  the  patents  which  the  grantor  now  has,  or 
has  in  contemplation  to  obtain ; "  or  a  transfer  of  ^^  all  my 
right  and  title  to  the  patent  and  the  invention  thereby  se- 
cured ; "  or  the  assignment  before  patent  of  all  the  rights  ^^  I 

benefit,  see  Ex  parte  Hunger  (1873),  8         *  See  §  770  and  cases  cited,  aiUe, 

O.  6.  823  ;  Ex  parU  Baker  (1872),  1         *  That  the  assignment  of  a  patent 

O.  G.  632.  daring  the  original  term,  or  before  the 

See  also  §  886  and  notes,  pott.  patent  issues,  does  not  carry  the  exten- 

'  See  Sec.  18,  act  of  1836.  rion  unless  there  are  express  words  to 

*  That  the  extension  of  a  patent  does  that  effect,  see  Hendrie  v.  Sayles  (1878), 

hot  enure  to  the  benefit  of  an  assignee  98  U.  S.  646  ;  Gibson  v.  Cook  (1850), 

of  the  original  term,  see  Wilson  o.  Rous-  2  Blatch.  144  ;  Case  v.  Redfield  (1849), 

Beau  (1846),  4  How.  646  ;  2  Robb,  872.  4  McLean,  626  ;  2  Rohb,  741  ;  Phelps 

<  See  Sec.  18,   act   of   1836  ;   also  v.  Comstock  (1848),  4  McLean,  858 ; 

Woodworth  v.  Wilson  (1846),  4  How.  Brooks  v,  BickneU  (1845),  4  McLean, 

712  ;  2  Robb,  478 ;  Woodworth  v.  Sher-  64  ;  Woodworth  v.  Sherman  (1844),  8 

man  (1844),  8  Story,  171 ;  2  Robb,  257.  Story,  171 ;  2  Robb,  257. 

1779 
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now  have,  or  bj  letters-patent  should  be  entitled  to  have,"  to 
the  invention  ^^  to  the  full  extent  to  which  the  same  could  be 
enjoyed  by  me  but  for  this  assignment/'  and  providing  for.  the 
issue  of  the  patent  to  the  assignee  "  as  the  owner  of  the  whole 
right  and  title  "  to  the  invention ;  or  a  conveyance  of  ^'  the 
patent"  or  of  the  ^^nvention"  after  the  patent  has  been 
granted,  —  have  all  alike  been  held  to  operate  upon  the  origi- 
nal term  and  tlie  re-issues  only,  for  want  of  words  which 
necessarily  included  the  extension.^  On  the  other  hand  it 
has  been  said  that  an  assignment  before  patent  of  ^Hhe  inven- 
tion "  without  any  restrictions,  or  an  assignment  of  ^^  the  in- 
vention and  of  all  rights  that  may  from  time  to  time  be 

Y  That    a  oonveyauce,    during  the  to  the  invention,  does  not  coyer  an  ez- 

original  term,  of  all  right,  title,  and  tension,  for  want  of  words  showing  an 

interest  during  "the  term  for  which  intention  to  convey  a  future  interest, 

letters-patent  are  or  may  be  granted "  see  Mowry  t;.  Grand  St.  k  Newtown 

does  not  carry  an  extension,  see  Gear  R.  R.  Co.  (1872),   10  Blatch.   89 ;  6 

9.   Grusvenor    (1873),    8  0.   G.   880 ;  Fisher,  686. 

Holmes,  215  ;  6  Fisher,  814.  That  an  assignment  of  the  '*  patent " 

That  an  assignment  of  the  "  right,  does  not  carry  the  extension,  see  Ex 

title,   and    interest"  in    letters-patent  porto  Holmes  (1873),  4  0.  G.  581. 

about  to  be  issued  does  not  carry  an  That  the  assignment  of  an  "inven« 

extension,   see   Johnson  v.  Wilcox  k  tion "  after  a  patent  issues  is  the  grant 

Gibbs  Sewing  Biach.   Co.   (1886),   23  only  of  the  current  term,  see  Waterman 

Blatch.  581  ;  27  Fed.  Rep.  689.  v.  WalUce  (1875),  13  BUtch.  128  ;  2 

That  the  grant  of  all  patents  which  Bann.  k  A,  126. 

the  grantor  "now  has  or  has  in  con*  That  an  assignment  of  the  "inven* 

templation  to  obtain,"  does  not  carry  tion  "  does  not  carry  the  extension,  un* 

an  extension,  see  Wetherell  «.  Passaic  less  expressly  so  stated,  see  Ex  parte 

Zinc  Co.  (1872),  2  O.  G.  471  ;^6  FUh-  Holmes  (1878),  4  O.  G.  581. 

er,  50  ;  9  Phila.  885.  That  the  '*term  for  which  letters* 

That  an  assignment  by  the  patentee  patent  may  be  granted  '*  in  the  habere 

of  all  his  right  and  title  to  the  patent  dum  is  to  be  construed  by  the  rest  of 

and  to  the  invention  thereby  secured  the  deed,  and  usually  includes  nothing 

does  not  cover  the  extension,  see  Water-  except  re-issues,  see  Jenkins  v,  Nichol- 

manv.  Wallace  (1875),  13  Blatch.  128;  son  Pavement  Co.    (1870),   4  Fisher, 

%  Bann.  &  A.  126.  201  ;  1  Abbott,  567. 

That  an  assignment,  before  a  patent  That  a  contract  by  the  patentee  in 
is  granted,  of  all  the  right  '*!  now  1829  that  his  assignee  shall  have  the 
have  or  by  letters- patent  would  be  benefit  of  all  renewals,  covers  only  re- 
entitled  to  have"  in  the  invention,  "to  issues,  and  not  extensions, in  the  hands 
the  full  extent  to  which  the  same  could  of  the  administrator,  extensions  being 
be  enjoyed  by  me  but  for  this  assign-  unknown  to  the  law  at  the  date  of  the 
ment,*'  and  providing  for  the  issue  of  contract,  see  Wilson  v.  Rousseau  (1846), 
the  patent  to  the  assignee,  "as  the  4  How.  646;  2Robb,  372. 
owner  of  the  whole  right  and  title" 

§  779 
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secured/'  or  of  '^  the  invention  to  tbe  foil  end  of  the  term  for 
which  a  patent  may  be  granted,"  or  of  '^  all  patents  and 
renewals"  or  of  ^^the  invention  as  now  secured  by  letters- 
patent/'  and  ^^  to  the  full  end  of  the  term  for  which  letters- 
patent  are  or  may  be  granted,"  or  a  conveyance  by  the  owner 
of  the  right  to  an  extension  of  ^^  all  my  rights  "  in  the  inven- 
tion,—  transferred  the  patentee's  rights  to  the  monopoly 
under  the  extension,  and  imposed  on  him  the  obligation  to 
obtain  the  extension,  if  possible,  and  by  a  proper  instrument 
convey  it  to  his  assignee.^  These  illustrations  show  how 
comprehensive  the  language  of  an  assignment  may  be,  and 
yet  not  operate  upon  the  extension  ;  and  also  that  no  special 
form  of  words  is  necessary  in  order  to  convey  it.  In  all  cases 
the  question  is  one  of  intention ;  and  the  interpretation  put 
upon  the  instrument  in  this  respect  must  be  governed  by  its 
entire  provisions,  and  by  the  circumstances  of  the  contracting 
parties  and  the  object  they  endeavored  to  effect.  The  as- 
signee is  presumed  to  know  what  rights  to  an  extension  may 
eventually  vest  in  the  assignor,  and  how  such  an  extension 
would  affect  his  own  use  and  enjoyment  of  the  invention; 
and  he  must  either  protect  himself  by  the  insertion  of  such 
provisions  inte  the  assignment  as  will  secure  to  him  the  mo- 
nopoly under  the  extension,  as  well  as  under  the  original 
patent,  or  abide  by  the  presumption  of  the  law  that  the  right 
to  the  extension  remains  in  the  inventor.* 

'  That  the  assignment  of  an  "  inven-  renewals  carries  extensions,  tee  Union 

tion  '*  withoat  any  restrictions  carries  Mfg.  Co.  v.  Lonnsbnry  (1864),  42  Barb. 

aU  future  patents  for  it,  see  Emmons  v.  125  ;  Goodyear  v.  Gary  (1859),  4  Blatch. 

Sladdin  (1875),  2  Bann.  &  A.  199 ;  9  271  ;  Wilson  v.  Turner  (1846),  Tanejt 

0.  0.  852.  278. 

That  a  conye3r&nce  of  an  "  inren*  That  an  assignment  of  "  the  inTcn* 

tion  '*  and  '*  of  all  rights  that  may  from  tion  as  secured  by  letters-patent "  and 

time  to  time  be  secured  '*  carries  an  "to  the  fuU  end  of  the  term  for  which 

extension,  see  Railroad  Ck>.  v.  Trimble  letters-patent  are  or  may  be  granted" 

(1870),  10  Wall.  367.  carries  the  extension  also,  see  Rugglet 

That  an  assignment  of  the  "  inven-  v.   Eddy  (1872),   6    Fisher.  681;   10 

tion  "  "  to  the  full  end  of  the  term  for  Blatch.  62. 

which  a  patent  may  be  granted  "  coven  That  where  an  aasignor  owns  %  right 

an  extension,  see  Nicholson  Pavement  to  the  extension,  his  conveyance  of  '*a]l 

Co.  9.  Jenkins  (1872),  14  WalL  452  ;  1  his  right,"  etc.,  will  carry  the  extraision, 

0.  G.  465  ;  6  Fisher,  491.  see  ExparU  Hason  (1872),  1  O.  G.  867. 

That  an  assignment  of  patents  and  *  In  Brooks  «.  Bicknell  (1845),  4 
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§  780.    Single    Assignment     may    Transfer    Bereral     Patented 
Inventions. 

An  assignment  by  the  owner  of  several  patents  may  in- 
clude one  or  more  or  all  of  them,  as  the  parties  may  de- 
sire ;  though,  to  avoid  confusion  on  the  records,  a  separate 
conveyance  for  each  patent  is  desirable.  When  such  an 
instrument  describes  each  patent  by  its  date  and  number, 
the  subjectrmatter  of  the  assignment  is  evident.  A  gen- 
eral assignment  of  all  such  patents  as  the  assignor  ^has 
in  his  own  right "  is,  however,  valid,  and  will  transfer  all  pat- 
ents of  which  he  is  the  apparent  owner,  or  part-owner,  though 
not  those  which  he  holds  in  trust  for  others.^ 

McLean,  64,  par  Curiam :  (67)   "  The  oonfltniction  claimed  for  the  assignee, 

assignment  transferred  only  the  interest  he  not  only  takes  the  use  of  the  ma- 

expressed  on  its  face.    No  right,  be-  chine,  if  the  assifi^ment  was  a  general 

yond  the  term  named  in  the  original  one,  bnt  the  entire  beneficial  interest 

patent,  was  conveyed  by  the  assign-  in  the  renewed  patent.    Such  a  con- 

ment,  nnless  so  specified.     But  it  is  struction  is  in  direct  opposition  to  the 

said  that  the  assignee  had  ground  to  declared  intention  of  the  act" 
expect,  when  the  patent  expired,  that         That  where  a  patentee  agrees  to  seU 

he,  in  common  with  others,  would  have  a  right  under  an  extension,   and  the 

a  right  to  use  it ;  and  that  to  deny  him  buyer  pays  part  of  the  purchase-money, 

this  right  would  be  unjust.    ViThen  he  but  refuses  to  pay  the  rest,  this  does 

purchased  the  patent,  in  whole  or  part,  not,  ipso  facto,  cancel  the  contract,  since 

he  knew,  or  at  least  must  be  presumed  it  is  part  executed,  though  a  court  of 

to  have  known,  that  the  patent  could  equity  would  decree  cancellation  of  it 

be  renewed  by  Congress,  and  as  a  pru-  in  terms,  see  Qibeon  v.  Barnard  (1848), 

dent  man,  he  should  have  provided  for  1  Blatoh.  888. 

such  a  contingency,  in  his  contract  of        See  further  as  to  the  assignment  of 
assignment,  and  what,  under  a  renewal,  aa  extension,  §§  412,  770,  and  notes, 
would  be  a  just  provision  in  behalf  of  onte,  and  §  844  and  notes,  posL 
the  assignee.    For  the  time  of  the  pot-         §  780.  ^  That  the  grant  of  such  pat- 
ent^ he  has  not  only  had  the  right  to  ents  only  as  the  grantor  *'  has  in  his 
use  the  machine,  but  to  seU  the  inven-  own  right "  does  not  include  such  as  he 
tion  to  others.     Now,  no  hardship  re-  holds  for  the  benefit  of  others,  but  does 
suits  to  the  assignee  from  the  renewal,  include  those  in  which  he  has  only  % 
unless  he  has  a  machine  in  operation  paii;  interest,  see  Wetherell  v.  Passaao 
which  is  necessarily  suspended  by  the  Zinc  Co.  (1872),  2  0.  G.  471  ;  6  Fish- 
extension  of  the  patent.    The  assignee  er,  60 ;  9  Phila.  885. 
could  not  claim,  on  any  supposed  ground         That  a  trade-mark  used  to  designate 
of  hardship,  anything  beyond  the  use  patented  articles  is  assignable  with  the 
of  the  machine  or  machines  he  may  patent,  see  Julian  v.  Hooner  DriU  Co. 
have  in  operation  at  the  time  of  the  (1881),  78  lud.  408. 
renewal  of  the  patent.    But,  under  the 
YOL.  n.  —  85 
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§  781.    Assignment   of   Patented  Invention   Does   not  Transfer 
Rights  of  Action  for  Past  Infringements. 

An  aBBignment  carries  no  right  to  sue  for  past  infringements, 
nnless  so  expressed.^  These  are  injaries  against  the  former 
owners  of  the  patent,  for  which  they  have  their  remedy. 
Like  other  choses  in  action,  the  right  to  pursue  this  remedy 
can  be  transferred  to  the  assignees  of  the  invention,  as  well  as 
to  any  other  parties ;  but  it  is  not  embraced  in  the  ownership 
either  of  the  invention  or  the  monopoly,  and  hence  requires 
distinct  words  of  conveyance.  The  assignment  of  an  expired 
patent,  however,  being  of  no  effect  as  an  alienation  of  a  pat- 
ented invention  for  want  of  any  existing  subject-matter, 
may  take  effect  upon  those  rights  of  action  which  alone  re- 
main, and  be  valid  as  a  power  of  attorney  to  enforce  them.' 
A  conveyance  pendente  lite  does  not  affect  the  litigation ;  but 
the  judgment  binds  the  parties  to  the  assignment,  according 
to  the  nature  of  the  interests  involved.' 

§  782.    Bffeot  of  Assignment  upon  XUsting  Idoenses  and  Poweia 
of  Attorney. 

An  assignment  of  the  entire  interest  of  the  assignor  in  a 
patented  invention  revokes  all  his  revocable  licenses  and  ter- 
minates all  his  previous  powers  of  attorney,  unless  the  as- 

§  781.  ^  That  an  aarignment  of  s  wbatBoeyer  which  the  estate  has  in,  to^ 

patent  does  not  cover  chums  for  paat  hy»  nnder,  and  through  **  letters-pat- 

infringementSy  nnless  so  expressed,  see  ent,  carries  rights  of  action  for  past  in* 

Eaolatype    EngraTing    Co.    v.    Hoke  fringements,    see   May  v.  County  of 

(1887),  30  Fed.  Bep.  444 ;  89  O.  G.  Logan  (1887),  80  Fed.  Bep.  250 ;  41 

589 ;  May  v.  Juneau  Go.   (1887)»  80  O.  O.  1887. 

Fed.  Bep.  S41 ;  41  0.  O.  578;  New  See  further  as  to  assignment  of  ri^ts 
York  Orape  Sugar  Go.  v.  Buffalo  Grape  of  action.  §§  790,  948,  and  notes,  potL 
Sugar  Ca  (1883),  21  Blatch.  519  ;  25  *  That  the  assignment  of  an  expired 
O.  G.  1076  ;  18  Fed.  Bep.  688  ;  Meniam  patent  may  be  good  as  a  power  of  attoi^ 
9.  Smith  (1882),  11  Fed.  Bop.  588.  ney  to  collect  damages  for  past  infringe- 
That  an  assignment  of  a  patent  by  ments,  but  not  otherwise,  see  BeQ  «. 
an  administrator  under  order  of  court  McCullough  (1858),  1  Bond,  194;  1 
does  not  carry  the  right  of  action  for  Fisher,  880. 

past  infringements,  see  May  v.  Junean        '  That  »  oouTeyanoe  pendaUe  liU 

Co.  (1887),  41  O.  G.  578  ;  80  Fed.  Bep.  does  not  affect  the  litigation,  see  Camp* 

241.  bell  V.  James  (1880),  18  0.  G.  1111 ;  18 

That  the  assignment  of  aU  "  right,  Blatch.  92  ;  2  Fed.  Bep.  838. 
title,  interest,    claims,    and  demandfi 
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signee  by  continuing  to  recognize  them  as  still  in  force  estops 
himself  from  denying  their  validity.^  The  assignment  of  an 
undivided  part  of  the  entire  interest  creates  a  joint  ownership 
in  the  invention  and  the  monopoly,  the  proportion  of  each  co- 
owner  being  determined  by  the  provisions  of  the  assignment. 
The  relation  sustained  by  these  co-owners  toward  each  other, 
and  the  rights  of  each  as  to  the  enjoyment  of  the  patented 
invention,  will  be  considered  in  a  separate  section.^ 

§  783.  Assignment  for  Valuable  Consldsration  Implies  a  War- 
ranty of  Title,  and  a  Right  to  Assign  :  Eacpress 
Warranties. 

From  the  assignment  of  a  patented  invention  for  a  valuable 
consideration  a  warranty  of  title  to  it,  and  of  a  right  to  as- 
sign it  according  to  the  terms  of  the  assignment,  is  implied 
by  law.^    This  warranty  grows  out  of  the  sale  itself,  not  out 

§  782.  ^  That  the  oonveyance  of  a  licensee  to  accoant  to  him  separately 

patent  rerokes  aU  revocable  licenses,  for  his  share  of  the  royalties^  see  Berg- 

see  Shaw  v,  Colwell  Lead  Co.  (1882),  mann  r.  Macmillan  (1881),   L.  R.  17 

20  Blatch.  417  ;  11  Fed.  Rep.  711.  Ch.  D.  428. 

That  where  a  patent  and  aU  fnture         That  the  sale  of  a  patent  terminates 

Improvements  are  assigned  to  one  person,  all  previous   powers  of  attorney,   see 

and  sahsequently  an  agreement  is  made  Labaree  v.  Peoria,  Peldn,  &  Jackson- 

by  the  assignor  with  another  not  to  in-  viUe  R.  R.  Co.  (1877),  8  Bann.  &  A. 

terfere  with  his  manufacture,  and  after  180. 

this  an  improvement  is  made  and  pat-         That  assignees  of  a  patent  who  al- 

ented  and  assigned  to  the  first  'assignee,  low  a  power  of  attorney  to  remain  and 

the  latter  may  enforce  this  new  patent  permit  others  to  act  on  it   may  be 

against  the  promisee  under  the  agree-  bound   by  it,  see  Labaree  t;.  Peoria, 

ment,  see  Troy  Iron  k  Nail  Factory  v.  Pekin,  k  Jacksonville  R.  R.  Co.  (1877), 

Coming  (1852),  14  How.  193.  8  Bann.  &  A.  180. 

That  where  the  patentee  sells  to  a         That  where  an  entire  invention  is 

corporation,  and  having  obtained  a  re-  assigned  before  the  application  and  the 

assignment  for  the  purpose  of  procuring  attorney  has  received  his  power  from  the 

an  extension  secures  his  extension  and  inventor  alone,  the  power  must  be  rati- 

secretly  licenses  to  others  before  he  as-  fied  by  the  assignee,  or.  a  new  attorney 

signs  back  to  the  corporation,  it  is  a  fraud  must  be  appointed,  see  Ex  parte  Acker^ 

upon  the  corporation  and  the  licensee  man  (1880),  17  0.  O.  1086.   - 
acquires   no   rights,  see   Consolidated        *  See  §§  795-799,  and  notes,  po§i. 
Fruit  Jar  Co.  v.  Mason  (1877),  7  Daly,         §  788.  ^  That  in  the  sale  of  a  patent 

64.  there  is  always  an  implied  warranty  of 

That  an  assignee  of  an  interest  in  a  title,  see  Faulks  v,  Kamp  (1880),  8 

patent,  after  a  license  is  granted  and  Fed.  Rep.  898  ;    17   0.   O.   851  ;  17 

while  it  is  running,  cannot  compel  the  Blatch.  482 ;  5  Bann.  &  A.  78  ;  Sher« 
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of  the  instrument  by  which  the  conveyance  is  effected.^  It 
draws  after  it  any  subsequently  acquired,  title  of  the  assignor 
which  may  be  necessary  to  make  his  former  transfer  valid, 
and  confers  upon  the  assignee  a  right  to  damages  wherever 
the  interest  actually  vested  in  him  by  the  assignment  is  less 
than  that  which  it  purports  to  convey.^  Express  covenants 
of  warranty  may  also  be  inserted  in  the  assignment.  These 
bind  the  assignor  according  to  their  terms,  and  may  wholly 
or  in  part  supersede  the  implied  warranty.*  Prom  a  convey- 
ance of  all  the  assignor's  right,  title,  and  interest  in  the  in- 
vention no  warranty  of  title  is  implied.  Such  a  conveyance 
passes  the  rights  then  vested  in  the  alienor,  whatever  they 
may  be,  but  imposes  no  obligation  upon  him,  either:  on  account 

mftn  V,  Champlain  Tra&Bpoitation  Co.  there  is  no  fraud,  see  Johnson  v.  Wfl- 

(1868),  81  yt.  162.  limantic  Linen  Co.  (1866),  88  Conn. 

That  the  sale  of  a  patent  right  not  486. 

only  implies  a  warranty  of  title  to  it  That  the  conyeyance  of  such  inven- 

bat  a  right  to  seU  it,  see  Faalks  v.  tions  "as  I  have  a  patent  ri^t  for*' 

Kamp  (1880),  17  0.  G.  851 ;  8  Fed.  does  not  warrant  that  the  Tender  has  % 

fiep.  898  ;  17  Bktch.  432 ;  5  Bann.  k  valid  patent  right,  see  BnU  «.  PratI 

A.  78.  (1815),  1  Conn.  342. 

'  That  the  warranty  of  title  grows  That  a  subscriber  for  a  share  in  a 

ont  of  the  sale  itself,  not  ont  of  the  form  patent  right,  paying  nothing  and  sign* 

of  the  oonTe3ranoe,  see  Fanlks  v.  Eamp  ing   only  as   an   inducement  to  lea4 

(1880),  3  Fed.  Rep.   898 ;  17  O.  G.  others  to  subscribe,  does  not  warrant 

851 ;  17  Bktch.  432  ;  5  Bann.  Ac  A.  73.  to  them  the  validly  of  the  patent  or 

*  That  the  warranty  implied  in  the  the  value  of  the  invention,  bnt  they 
sale  of  a  patent  right  draws  after  it  any  run  their  own  risks,  see  I^ane  «. 
after  acquired  title  of  the  vendor  which  Smith  (1878),  68  Me.  178. 
may  be  necessary  to  make  the  sale  ef*  That  an  agreement  to  protect  the 
fective,  see  Faulks  v,  Eamp  (1880),  8  sales  of  the  vendee  from  suits  for  in- 
Fed.  Bep.  898  ;  17  0.  G.  851 ;  17  fringements  on  other  patents  is  a  war* 
Blatch.  482  ;  5  Bann.  k  A.  78.  ranty  that  the  article  does  not  infringe 

That  the  assignee  may  recover  dam-  other  patents,  see  Croningw  fi.  Paige 

ages  for  the  breach  of  warranty,  see  (1880),  48  Wis.  229. 

§§  1229-1232,  and  notes,  poff^  That   a   covenant   of    warrant  ia 

^  That  there  is  no  implied  warranty  valueless  when  the  property  warranted 

in  the  sale  of  a  patent  that  the  patent  does   not   exist,    see   BliBS  «.    Negus 

is  valid,  see  Hiatt  v.  Twomey  (1836),  1  (1811),  8  Mass.  46. 

Dev.  &  Bat  £q.  (N.  C.)  315.  That  if  the  instrament  conveying 

That  in  the  sale  of  a  patent  it  is  the  patent  contains  no  wamnty,  the 

doubtful  whethw  there  is  any  implied  vendee  cannot  set  up  a  parol  wamnty, 

warranty  of  validity  where  all  is  done  see  Joliffe  «.  Collins  (1856),  21  Mo. 

in  good  faith,  and  both  parties  are  as-  838. 
signees  and  are  equally  ignorant  and 
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of  a  defect  in  his  existing  title  or  in  respect  to  any  title 
he  maj  subsequently  acquire.^ 

§  784.  Assignment  to  be  Recorded  :  Record  ConstmctiTe  Notice. 
For  the  protection  of  all  persons  subsequently  becoming 
interested  in  the  patented  invention,  the  law  requires  that  an 
assignment  shall  be  recorded  in  the  Patent  Office  within  three 
months  after  the  date  of  its  execution.^  During  these  three 
months  the  subsequent  alienee  must  protect  himself  by  such 
investigation  as  he  is  able  to  make,  and  runs  his  own  risk  of 
a  defective  title  through  the  timely  recording  of  a  prior 
assignment.^  But  after  three  months  without  record  the 
prior  conveyance  becomes  invalid  as  against  his  later  transfer, 
except  in  cases  where  he  has  actual  notice  of  its  existence.' 
The  record  of  the  title  to  a  patented  invention,  as  it  appears 
in  the  Patent  Office,  is  thus  conclusive  in  favor  of  all  bona  fide 
purchasers  of  any  interest  in  the  invention  who  have  no  other 
knowledge  of  the  state  of  the  title  than  that  which  the 
record  furnishes,  and  against  all  unrecorded  assignees  whose 
title  dates  more  than  three  months  before  the  subsequent 
title  is  acquired.^    But  such  a  record  is  not  necessary  to 

*  See  §  776  and  notes,  ante,  *  Tliat  an  assignment  is  not  valid 

§  784.  ^  Sec  4898,  Rev.  Stat.  "  An  against  innocent  parties,  unless  re- 
assignment, grant,  or  oonyeyance  shaU  corded,  see  Boyd  v,  McAlpin  (1844), 
be  void  as  against  any  sabseqnent  pur-  8  McLean,  427  ;  2  Robb,  277  ;  Higgins 
chaser  or  mortgagee  for  a  valuable  con-  v.  Strong  (1886),  4  Blackf.  (Ind.)  182. 
aideration,  without  notice,  unless  it  is  That  the  law  requiring  a  record  of 
recorded  in  the  Patent  Office  within  assignments,  etc.,  is  for  the  protection 
three  months  from  the  date  thereof."  of  bona  Jtds  purchasers  without  actual 

See  also  Tumbnil  v.  Weir  Plow  Go.  notice,  see  TumbuU  v.  Weir  Plow  Co. 

(1874),  6  Bissell,  225  ;  1  Bann.  &  A.  (1874),  6  Bissell,  225  ;  7  O.  O.  178 ;  1 

544  ;   7  0.  a.  173 ;  Gibson  v.  Cook  Bann.  k  A.  544. 
(1850),  2  Blatch.  144.  That  an  assignment  duly  recorded 

s  In  Gibson  «.  Cook  (1850),  2  Blatch.  protects  the  assignee  in  aU  his  fights  as 

144,  Nelson,  J.  :  (148)  *'  In  order  to  against  a  subsequent  assignee,  see  As- 

guard  against  an  outstanding  title  of  pinwall  Mfg.   Co.  «.   Gill  (1887),   82 

over  three  months'  duration,  the  pur-  Fed.  Rep.  697. 

chaser  need  only  look  to  the  records  of        That  actual  notice  to  a  subsequent 

the  Patent  Office.      Within  that,  period  purchaser  is  equivalent  to  record,  see 

he  must  protect  himself  in  the  best  way  Peck  v.  Bacon  (1847),  18  Conn.  377  ; 

he  can,  as  an  unrecorded  prior  assign-  and  cases  cited  in  note  5,  patL 
ment  woald  prevail ;  but  it  must  be        *  That  the  record  of  the  patent  and 

an  assignment  in  writing,  that  may  be  itsassignments  in  the  Patent  Office  is 

noorded  within  the  time  limited."  notice  to  aU  the  world,  and  every  one 
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render  an  assignment  valid  as  between  the  assignor  and 

those  claiming  under  him,  or  between  the  assignee  and  any 

person  having  actual  notice.^  The  record,  though  made  after 

is  chargeable  with  such  knowledge  as  chasers  or  acquire  rights  or  interests 

the  search  of  the  records  would  convey,  in  or  under  the  patent." 

see    National  Car  Brake  Shoe    Co.  v.  In  Pitts  v.  Whitman  (184S),  2  Story, 

Terre  Haute  Car  &  Mfg.  Co.  (1884),  28  609,  Story,  J.  :  (615)  '<Now,  it  is  ob- 

O.  G.  1007  ;  19  Fed.  Rep.  514 ;  Newell  servable  that  there  are   no  words   in 

V.  West  (1875),  13  Blatch.  114;  8  0.  G.  this  enactment  which  deckre  that  the 

598  ;  9  O.  G.  1110  ;  2  Bann.  &  A.  118.  assignment,  if  not  recorded,  shall   be 

That  the  assignee  of  a  patent  may  utterly  void ;  and  the  question,  there- 
rely  on  the  record  title,  see  Campbell  fore,  is  whether  it  is  to  be  construed  as 
V.  James  (1880),  18  Blatch.  92  ;  18  indispensable  to  the  validity  of  an  aa- 
O.  G.  1111 ;  2  Fed.  Rep.  888  ;  Secombe  signment  that  it  should  be  recorded 
V,  Campbell  (1880),  2  Fed.  Rep.  857  ;  within  the  three  months,  as  a  tine  qua 
18  Blatch.  108.  noHf  or  whether  the  statute  is  merely 

That  the  title  of  an  assignee  of  directory  for  the  protection  of  purchas- 
record,  derived  from  an  assignor  of  era.  Upon  the  best  reflection  which.  I 
more  than  six  months  ownership,  can-  have  been  able  to  bestow  upon  the  sub- 
net be  attacked  on  the  ground  of  fraud  Ject,  my  opinion  is  that  the  latter  is 
in  the  assignor,  see  Racine  Seeder  Co.  the  true  interprKtation  and  object  of 
V.  Joliet  Wire  Check  Rower  Co.  (1886),  the  provision."  2  Robb,  189  (196). 
27  Fed.  Rep.  367 ;  87  0.  G.  452.  Further,  that  an  uni^corded  assign* 

That  an  assignment  must  be  recorded  ment  is  valid  between  the  parties,  ses 

before  the  assignee  can  sue  on  the  pat-  Home  v.  Chatham  (1885),  64  Tex.  S6 ; 

ent,  see  Wyeth  V.  Stone  (1840),  1  Story,  Maurice  v.  Devol  (1883),   23  W.  Ya. 

273  ;  2  Robb,  23.  247 ;  TumbuH  v.  Weir  Plow  Co.  (1874), 

That   the    Commissioner   must   be  7  O.  G.  173  ;  6  Bissell,  225 ;  1  Bann.  k 

governed  by  the  record  title  to  the  pat-  A.  544  ;  Moore  v.  Bare  (1860),  11  lowa^ 

ent  and  cannot  regard  mere  equitable  198 ;  Sone  «.  Palmer  (1859),  28  Mo^ 

claims,  see  Ex  parte  Edison  (1875),  7  589  ;  Black  v.  Stone  (1858),  33  Ala. 

O.  G.  423.  327;  HUdreth  «.  Turner  (1855)  17  IlL 

*  In    Perry   v.   Coming    (1870),    7  184  ;  McKeman  «.  Hite  (1855),  6  Ind. 

Blatch.  195,  Woodraff,  J.  :  (201)  *'  It  428  ;  Louden  v.  Burt  (1853),  4  Ind.  566  ; 

is  sufficient  to  say  that  as  against  a  Case  v.  Redfield  (1849),  4  McLean,  526 ; 

purchaser  in  good  faith,  for  value,  with-  2  Robb,  741  ;  Peck  v.  Bacon  (1847),  18 

out  notice  of  any  prior  assignment,  an  C!onn.  377. 

assignment   not   recorded  within    the  That   an   assignment    thougb   not 

time  limited  in  the  act  is  not  valid,  recorded  is  good,  except  against  credt- 

aud  will  not  affect  his  rights  acquired  tors  and  subsequent  bonajide  purchasers, 

from  the  patentee  before  such  record  is  see  Holden  v.  Curtis  (1819X  2  N.  H. 

made  ;  and  that,   on  the  other  hand,  61. 

the  instrament,  though  not  recorded.  That  one  who  knows  of  a  prior  unrs- 

is  a  perfectly  valid    instrament,  and  corded  assignment  cannot  be  a  bonajide 

effectual  according  to  its  purport,  as  purohaser,  see  Ashcroft  v.    Walwortk 

against  the  assignor  and  all  others  ex*  (1872),  2  0.  G.  546 ;  Holmes,  152 ;  5 

cept  third  persons  who,  in  good  faith,  Fisher,  528. 

for  value,  without  notice,  become  pur-  That  an  assignment  though   mm* 
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three  months  have  elapsed,  affords  constructive  notice  to  all 
persons  acquiring  interests  in  the  invention  subsequently  to 
the  date  of  record.^ 

§  785.    Record   of   Unrecordabla   Instniment   not   ConstmctiTe 
Hotica. 

The  law  provides  for  the  recording  of  three  instruments 
only:  an  assignment  before  patent  when  the  patent  is  to 
issue  to  the  assignee,  either  alone  or  jointly  with  the  inventor ; 
an  assignment  after  patent ;  and  a  grant.^  The  record  of  no 
other  instrument  than  these  affords  constructive  notice,  al- 
though if  thus  brought  to  the  knowledge  of  any  person  it 
may  become  as  to  him  individually  an  actual  notice  of  what- 
ever rights  the  instrument  purports  to  convey.'    Thus  an 

corded  is  good  against  aU  who  have  est,  ooald  be  recorded,  see  Sec.  11, 1836, 

actual   notice,  see   Maurice  v.  Derol  and  Brooks  v.  Byam  (1848),  2  Story, 

(1883),  28  W.  Ya.   247 ;  Ashcroft  v.  526  ;  2  Robb,  161. 
Walworth    (1872),     6    Fisher,    528  ;        That  under  the  act  of  1870  and  the 

Holmes,  152 ;  2  O.  G.  546  ;  Continen-  Beviaed  Statutes  an  assignment  before 

tal  WindmlU  Co.  v.  Empire  WindmiU  patent  may  also  be  recorded,  see  Sec 

Co.  (1871),  4  Fisher,  428 ;  8  Blatch.  88,  1870,  and  Sec  4895,  Bey.  Stat 
295.  That  Sec.  4895,  Bev.  Stat,  does  not 

That  it  has  been  doubted  whether  provide  for  recording  assignments  of 
actual  notice  of  an  unrecorded  grant  unpatented  inventions,  unless  the  pat- 
would  bind  subsequent  assignees,  see  ent  Is  to  issue  to  the  assignee,  and  if 
Perry  «.  Coming  (1870),  7  BUtch.  195,  recorded,  such  record  is  not  notice  to 
and  cases  there  cited.  any  one,  see  Wright  v,  Bandel  (1881), 

That  a  prior  unrecorded  assignment  21  0.  6.  493  ;  19  Blatch.  495  ;  8  Fed. 

is   good   against  subsequent  assignees  Rep.  591. 

without  value,  see  Saxton  v,  Aultman        That  the  conveyance  of  a  right  to 

(1864),  15  Ohio  St  471.  use  within  a  limited  territory  need  not 

*  That  the  rule  requiring  an  assign-  be  recorded,  see  Stevens  v.  Head  (1887X 

ment  to  be  recorded  within  three  months  9  Y t.  174. 

is  directory  only,  the  record  being  good.        That  under  Sec.  6046,  Rev.  Stat  an 

between  the  parties  whenever  it  is  made,  assignment  by  the  bankrupt  court  to  the 

see  Brooks  v,  Byam  (1843),  2  Story,  assignee  need  not  be  recorded  in  the  Pat- 

525  ;  2  Bobb,  161.  ent  Office,  see  Prime  v,  Brandon  Mfg. 
That  the  record  of  an  assignment  is  Cc  (1879),  16  Blatch.  458;  4  Bann.  4b 

notice   to   subsequent  purchasers,   see  A*  879. 

Case  V.  Bedfield   (1849),  4   McLean,        >  That  the  record  of  an  instrument 

526  ;  2  Robb,  741.  which  the  law  does  not  require  to  be 
§  785.  ^  That  under  the  act  of  1836  recorded  is  not  constructive  notice  of 

only  an  assignment  of  the  whole  or  a  anything  to  any  person,  see  Wri^t  9. 
part  of  the  entire  interest  in  an  existing  Randel  (1881),  19  Blatch.  495  ;  8  Fed. 
patent,  or  a  grant  of  a  territorial  inter-    Rep.  591 ;  21  0.  O.  498 ;  Hamilton  v. 
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assignment  before  patent,  unaccompanied  by  a  request  that 
the  patent  issue  to  the  assignee,  although  recorded  in  due 
season,  cannot  prevail  over  a  subsequent  assignment  with 
such  request  to  a  bona  fide  assignee  for  value,  but  the  latter 
will  receive  the  patent  and  can  enforce  it  against  the  former.* 
The  record  of  an  assignment  of  a  right  of  action  under  a 
patent,  for  the  same  reason,  is  not  constructive  notice  to  the 
party  against  whom  such  action  lies.^ 

§  786.   Relation   of  Legal   and    Bqttitable   Titles    Aileing   from 
Assignments. 

Through  the  operation  of  these  rules  concerning  the  record 
of  assignments,  as  well  as  by  the  other  methods  before 
noticed,  the  legal  and  equitable  titles  to  a  patentable  inven- 
tion may  become  separated  from  each  other  and  vest  in 
different  owners,  or  an  equitable  title  as  against  certain 
individuals  may  be  created  in  one  party  while  both  the  legal 
and  equitable  titles,  as  against  all  the  world,  may  reside  in 
another.  Where,  for  example,  an  inventor  assigns  his  inven- 
tion  before  the  granting  of  a  patent,  and  then  procures  the 
issue  of  a  patent  in  his  own  name,  the  assignment  not  con- 
taining a  request  for  it  to  issue  to  the  assignee,  the  legal  title 

Kingsbory  (1879),  17  Blatch.  264  ;  17  npon  those  recorded,  inignonnoe  of  the 

0.  G.  147.  latter,  is  still  boand  by  them  as  if  also 

That  an  agreement  to  assign  a  patent  known,  being  pat  on  inqniiy  by  those 

is  not  a  recordable  instrument,  and  if  recorded,  see  Hamilton  v.  Eingsbuiy 

recorded  does  not  amount  to  notice,  see  (1879),  17  Blatch.  264  ;  17  O.  O.  147. 
K.  Y.  Paper  Bog  Mach.  Co.  v.  Union        '  That  an  unrecorded  assignment. 

Paper  Bag  Mach.  Co.  (1887),  82  Fed.  or  an  assignment  before  patent  not  re- 

Bep.  788.  questing  the  issue  of  the  patent  to  the 

The  record  of  a  recordable  instru-  assignee  though  put  on  record,  cannot 
ment  is  constructive  notice  to  all  per*  avail  against  a  subsequent  bona  Ju[§ 
sons,  whether  cognizant  of  the  record  or  legal  title  to  the  patent,  and  such  sub- 
not.  But  a  person,  having  actual  knowl-  sequent  assignee  may  have  the  patsnt 
edge  that  any  instrument  is  on  record  issued  to  him  and  hold  it  against  the 
is  put  on  inquiry  as  to  all  facts  which  former,  see  Wright  v.  Bandel  (1881), 
the  instrument  suggests  and  which  a  19  Blatch.  496 ;  8  Fed.  Bep.  691 ;  21 
xeasonable     search     might    ascertain,  0.  G.  498. 

whether  or  not  the  instrument  is  in        ^  That  an  assignment  of  a  ri^t  of 

itself  properly  recordable.    Thus  that  action  need  not  be  recorded,  see  Gesr 

whero  some  papers  which  the  law  does  v.   Fitch  (1878),  16  0.  Q.   12S1 ;  8 

not  require  to  be  recorded  are  recorded  Bann.  &  A.  673. 
while  others  are  not,  a  party  who  acts 
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vests  in  the  inyentor  and  the  equitable  title  in  the  assignee.^ 
Or  where  a  paiiij,  having  knowledge  of  the  existence  of  a 
prior  unrecorded  assignment,  after  the  time  limited  for 
recording  it  takes  an  assignment  to  himself  and  places  it  on 
record,  he  holds  the  legal  title  to  the  patented  invention 
though  the  equitable  title  belongs  to  the  former  alienee.^ 
In  these  cases,  and  in  all  others  where  the  legal  and  equitable 
titles  are  severed  from  each  other,  chancery  will  regard  the 
holder  of  the  legal  title  as  a  trustee  for  the  equitable  owner, 
and  compel  him  to  execute  such  conveyances  and  perform 
such  other  acts  as  equity  may  require.'  But  where  a  legal 
and  equitable  title  meet  in  the  same  person,  these  will  prevail 
over  all  other  merely  equitable  titles  unless  their  equity  is 

i  786.  1  That  an  assignment  of  the  Biaurioe  v.  Deyol  (1888),  28  W.  Va.  247 ; 

potent  priyilege,  before  the  patent  is-  Ashcrofto.  Walworth  (1872),  5  Fisher, 

sues,  is  a  contract  to  assign  the  patent  528  ;  2  0.  G.  546  ;  Holmes,  152 ;  Peny 

when  issued,  and  creates  an  equitable  v.  Corning  (1870),  7  Blatch.  195  ;  and 

title  to  the  patent  in  the  assignee  al-  other  cases  cited  in  §  784,  notes  8  and 

though  the  patent  issues  to  the  inventor,  5,  afUe, 

see  Aspinwall  Mfg.  Co.  v.  Gill  (1887),  *  That    chancery   will   compel   the 

40  0.  G.  1188  ;  United  States  Stamp-  holder  of  the  l^gal  title  to  do  whatever 

ing  Co.  «.  Jewett  (1880),  7  Fed.  Bep.  may  be  required  to  protect  the  interests 

869  ;  18  Bktch.  469  ;  18  O.  G.  1529 ;  of  the  owner  of  the  equitable  title,  see 

Hammond  v.  PraU  (1880),   16  0.  G.  Hapgood    v.    Rosenstock    (1885),    28 

1235  ;  littlefield  v,   Peny  (1875),  21  Blatch.  95  ;  23  Fed.  Bep.  86 ;  and  cases 

WalL  205  ;  7  0.  G.  964  ;   NeweU  «.  cited  in  §  769,  note  6,  anU^  and  {  1228 

Wert  (1875),  IS  Bktch.  114  ;  8  0.  G.  and  notes,  pott. 

698  ;  9  O.  G.  1110  ;  2  Bann.  k  A.  113  ;  That  where  the  absolute  owner  of  a 

Troy  Iron  &  NaU  Co.  «.  Coming  (1852),  patent  conveys  it  to  joint  trustees,  with 

14  How.  193  ;  Gayler  o.  WUder(1850),  fuU  discretionary  powers,  they  cannot 

10  How.  477.  Act  otherwise  than  jointly,  and  their  sole 

That  where  a  patent  issues  to  an  in-  contracts    are   void,    see    Wescott   v. 

ventor  after  its  assignment  to  another  Wayne  Agricultural  Works  (1882),  11 

with  a  requert  that  it  issue  to  the  as-  Fed.  Rep.  298. 

signee,  the  legal  title  vests  in  the  as-  That  a  contract  right  may  be  pro- 

signee,  upon  his  recording  of  the  assign-  tected  in  equity  by  enjoining  the  paten* 

ment,  see  United  States  Stamping  Co.  v.  tee  from  violating  it,  even  though  a 

Jewett  (1880),  7   Fed.  Rep.  869  ;   18  specific  performance  cannot  be  decreed, 

BUtch.  469  ;  18  0.  G.  1529  ;  and  other  see  Goddard  v.  Wilde  (1883),  17  Fed. 

eases  cited  in  (  769,  notes  4  and  5,  ante.  Rep.  845. 

^  That  an  assignee  of  record,  taking  That  the  sale  of  the  invention,  and 

his  assignment  with  notice  of  prior  un*  the  patent  or  extension  to  be  thereafter 

recorded  conveyances,  acquires  at  most  obtained  for  it,  with  covenants  of  quiet 

the  legal  title  only,  whUe  the  equitable  enjoyment,  gives  an  equitable  interest 

title  rendes  in  the  former  aMignewi,  see  in  the  patents  ao  obtained,  and  the 
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saperior  to  his^  Thus  when  an  assignment  before  patent, 
unaccompanied  by  a  request  tliat  the  patent  issue  to  the 
assignee,  is  followed  by  another  assignment  to  a  bona  fide 
assignee  for  value  containing  such  request,  which  being  duly 
recorded  secures  the  patent  to  the  later  assignee,  the  legal 
title  vests  in  him  by  the  issue  of  the  patent,  and  the  equities 
being  equal  he  can  hold  the  patented  invention  against  the 
equitable  title  of  the  former  assignee.*  Or  where,  during  the 
time  limited  for  placing  an  assignment  upon  record,  another 
bona  fide  purchaser  obtains  a  title  which  he  could  enforce  in 
chancery  against  his  assignor,  the  due  recording  of  the  pre- 
vious assignment  enables  the  assignee  in  whom  the  legal  and 
the  equitable  titles  both  inhere  to  vindicate  them  against  any 
claim  that  may  be  set  up  by  the  later  alienee.^  The  legal 
title  is  shown  by  the  patent  itself,  as  granted  and  assigned 
by  proper  instruments  duly  recorded/    Equitable  titles  may 

patentee  wiU  be  a  trustee  for  the  yendee,  contract  to  seU  a  future  term,  see  Gib* 

see  Emmons  v,  Sladdin  (1875),  9  0.  O.  son  v.  Ckwke  (1850),  2  Blatch.  144  ; 

852  ;  2  Bann.  &  A.  199.  and  cases  cited  in  §  769,  note  5,  ante. 

*  That  the  legal  title  to  a  patent  That  where  an  inventor  assigns  a 
trill  prevail  over  the  equitable,  unless  patent  with  the  interest  in  a  new  in- 
the  legal  owner  had  notice  of  the  equi-  Tention  made  by  him,  and  afterward 
ties,  see  Davis  Wagon  Wheel  Ga  v.  assigns  the  new  invention  to  others  and 
Davis  Wagon  Ga  (1884),  20  Fed.  Rep.  requests  the  patent  to  issue  to  them, 
699 ;  22  Blatch.  221  ;  and  cases  cited  which  latter  assignment  is  recorded 
in  §  769,  note  5,  ante.  and  the  patent  so  issued,  these  latter 

That  notit»  to  individual  stockhold-  assignees  may  hold  the  new  inTentioa 

ers  of  an  outstanding  equitable  title  is  against  the  former  assignee,  see  Wright 

not  notice  to  the  corporation,  see  Davis  v,  Bandel  (1881),  21  0.  G.   498  ,    19 

Wagon  Wheel  Co.  v,  Davis  Wagon  Co.  Bktch.  495  ;  8  Fed.  Bep.  591. 
(1884),  22  Blatch.  221 ;  20  Fed.  Rep.         •  That  an   assignee,  recording   his 

699.  assignment  within  the  period  prescribed 

*  That  an  assignment  before  patent  by  law,  prevails  over  aU  intervening 
with  request  that  the  patent  issue  to  assignees,  whether  with  or  without  no- 
the  assignee,  if  recorded,  gives  superior  tice  of  his  assignment,  see  Gibson  «• 
title  to  that  of  prior  assignees  of  a' prior  Cook  (1850),  2  Blatch.  144. 

patent,  with  contract  to  assign  all  future  '  That  the  legal  title  to  a  patent  is 

inventions  of  which  this  is  one,  pro-  shown  by  the  patent  as  granted  and 

yided  the  second  assignment  is  bonajide  assigned,  whatever  equitable  rights  any 

and  without  notice,  see  Wright  v.  Ran-  mere  contracts  may  create,  see  Graham 

del  (1881),  8  Fed.  Rep.  591 ;  19  Blatch.  v.  McCormick  (1880),  5  Bann.  4  A. 

495  ;  21  0.  G.  498.  244  ;  10  BisseU,  89  ;  21  0.  G.  15SS  ; 

That  a  subsequent  bona  ftde  pur-  11  Fed.  Rep.  859. 

chase  for  value  prevails  over  any  mere  That  title  by  grant  of  letters-patoii 
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rest  upon  contracts  to  conyej,  which  are  unrecordable,  or 
upon  recordable  conveyances  where  record  has  been  unlaw- 
fully delayed.^  The  parties  having  power  in  all  cases  to 
secure  their  rights  by  making  proper  conveyances  and  record- 
ing them  in  compliance  with  the  law,  the  hardship  which 
results  from  the  extinguishment  of  merely  equitable  owner- 
ships by  those  in  which  the  legal  and  the  equitable  titles  both 
unite  must  be  attributed  to  their  own  negligence,  rather  than 
to  the  legal  doctrine  by  which  these  respective  rights  are 
regulated  and  preserved. 

§  787.    ABsig;nor  Bstopped  to  Deny  Validity  of  Patent  or  Title  of 
Aiwignee. 

The  assignor  of  a  patented  invention  is  estopped  from  deny- 
ing the  validity  of  the  patent  or  his  own  title  to  the  interest 
transferred.^    He  cannot  become  the  owner  of  an  older  patent 

is  title  of  record,  see  Ex  parte  Oegood  That  parties  subsequently  beoomiiig 

(1885),  83  O.  G.  1265.  interested  with  the  assignee  are  bound 

That  an  assignment  in  trust  gives  the  by  the  same  estoppel,  see  Time  Tele* 

assignee  a  legal  title,  see  Campbell  v.  graph  Co.  v.  Carey  (1884),  22  Blatch. 

James  (1879),  17  Blatch.  42 ;  18  0.  O.  84  ;  26  0.  O.  826. 

979  ;  4  Bann.  k  A.  456.  That  an  assignor  is  estopped  to  deny 

'  That  a  contract  to  assign  creates  his  own  right  to  convey  the  patent,  see 

only  an  equitable  interest,  see  Gibson  Faulks  v.  Eamp  (1880),  17  0.  G.  851  ; 

9.  Cooke  (1850),  2  Blatch.  144;  Park  9.  5  Bann.  Ac  A.  73  ;  17  Blatch.  432;  8 

Little  (1818),  8  Wash.  196;  1  Robb^  Fed.  Bep.  898  ;  Sports  Ediaon  (1875), 

17 ;  and  cases  cited  in  (  769,  note  6,  7  0.  G.  428. 

and  §  771,  note  4,  onto.  That  a  patentee  is  not  estopped  to 

That  an  equitable  title  may  rest  on  un«  deny  the   validity   of  his   patent   as 

recorded  conveyances,  see  note  2,  anU.  against  an  assignee  of  his  own  trustee 

§  787.  ^  That  an  assignor  is  estopped  in  bankruptcy,  see  Cropper  «.  Smith 

to  deny  the  validity  of  the  patent,  see  (1881),  L.  R.  26  Ch.  D.  700 ;  10  App. 

American  Paper  Barrel  Co.  v.  Laraway  Caa.  249. 

(1886),  28  Fed.  Bep.  141 ;  87  O.  G.  That  the  estoppel  operates  against 

674  ;  Underwood  v.  Warren  (1884),  21  the  assignor  in  favor  of  the  assignee 

Fed.  Rep.  578 ;  Time  Telegraph  Co.  «.  though  the  patent  be  invalid  or  the 

Carey  (1884),  22  Blatch.  84  ;  26  0.  G.  title  void  as  against  all  the  world  be- 

826  ;  Consolidated  Middlings  Purifier  side,  see  Curran  o.  Birdsall  (1888),  20 

Co.  V.  Guilder  (1881),  9  Fed.  Rep.  155 ;  Fed.  Rep.  885  ;  27  0.  Q.  1319. 

8    McCrary,    186 ;    Faulks   v,    Eamp  That  where  a  member  of  an  infring* 

(1880),  5  Bann.  Ac  A.   78 ;  17  0.  G.  ing  firm  was  formerly  a  part-owner  of 

851 ;  17  Blatch.  482 ;  8  Fed.  Rep.  898  ;  the  patent,  he  is  estopped  from  denying 

Onderdonk  v.  Fanning  (1880),  4  Fed.  its  validity  unless  he  conveyed  his  in- 

Bep.  148.    See  i  1021  and  notes^  pod,  terest  to  the  plaintiff  without  oonsider*- 
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for  the  same  invention  and  hold  it  against  his  assignee,  nor 
can  he  practise  the  invention  contrary  to  the  provisions  of  his 
assignment,  and  when  saed  for  infringement  set  up  in  his 
defence  the  invalidity  of  the  patent  or  his  own  inability  to 
convey  it.'  On  the  contrary,  if  the  patent  be  in  fact  invalid, 
and  the  assignor  obtains  a  valid  patent  for  the  same  invention, 
the  valid  patent  enures  to  the  benefit  of  the  assignee,  except 
where  his  assignment  covered  only  the  then  existing  rights  of 
the  assignor.^    In  the  same  manner  the  assignee  is  estopped 

tion,  Bee  Parker  v.  McKee  (1886),  82  the  patent  in  a  suit  against  him  bj  the 

0.  G.  137.  assignee  for  infringement   by  making 

That  a  plaintiff  cannot  deny  the  ex*  and  selling  after  the  assignment  nnder 

istence  of  a  company  through  which  new   letters-patent,    see    Consolidated 

he  derived  title,  see  Bogart  v.  Hinds  Middlings  Purifier  Co.  v.  Guilder  (1881), 

(1885),  83  O.  G.  1268.  9  Fed.  Bep.  155 ;  3  McCrary,  18«. 

That  a  patentee  is  estopped  from  de«  That  a  party  who  clothes  another 

nying  the  validity  of  the  patent  or  its  with  the  legal  title  to  a  patent^  and 

re-issues  in  a  suit  against  him  by  his  confers  upon  the  assignee  the  power  to 

assignee,    though   the    re-issues   were  determine  who  shall  take  its  benefits,  is 

granted  after  the  assignment,  and  the  estopped  to  complain  of  fraud  on  the 

assignee  ought  to  have  known  that  they  ground  that  another  is  not  allowed  to 

were  void,  see  Burdsall  v.  Curran  (1887),  share  in  it,  see  Racine  Seeder  Co.  «. 

42  0.  G.  1167  ;  81  Fed.  Rep.  918.  Joliet  Wire  Check  Rower  Co.  (1886), 

That  an  applicant  is   estopped   to  27  Fed.  Bep.  367 ;  87  O.  G.  458. 

deny  his  deed  of  assignment,  see  Ex  See  as  to  infringements  by  assignors 

parU  Edison  (1875),  7  O.  G.  423.  §  914  and  notes,  potL 

>  That  a  patentee  having  sold  his  <  That  where  the  grantor  of  a  patent 

patent  cannot  buy  in  an  older  patent  and  afterwards  acquires  a  patent   for   the 

thus  defeat  his  assignee's  rights,  even  if  same  invention,  the  latter  enures  to  the 

the  older  patent  be  manifestly  superior  benefit  of  his  grantee,  see  Faulks  «. 

to  his,  see  Rumseyv.  Buck  (1884),  20  Fed.  Kamp  (1880),  5  Bann.  ft  A.  73  ;  17 

Rep.  697 ;   Curran  v.  Burdsall  (1883),  Blatch.  432  ;  17  0.  G.  851 ;    8  Fed. 

27  O.  G.  1319  ;  20  Fed.  Bep.  835.  Bep.  898. 

That  where  an  assignor  is  co-owner  That  if  the  title  of  the  vendor  is  in* 

of  an  older  and  superior  patent;  the  valid  at  the  time  of  the  sale,  a  tiUe 

assignee  of  the  junior  patent  becomes  afterwards  acquired  by  him  will  enure 

the  licensee  of  the  other  co-owners,  and  to  the  benefit  of  the  vendee,  see  Sher^ 

these  must  look  to  the  assignor  for  their  man  v.  Champlain  Transportation  Ca 

compensation,  see  Curran  v,  Burdsall  (1858),  31  Yt.  162. 

(1883),  27  O.  G.  1319 ;  20  Fed.  Rep.  That  where  one  of  two  joint-paten- 

835.  tees  obtains  a  sole  patent  for  the  same 

That  where  an  assignor  agreed  to  invention,  after  the  assignment  of  the 

stop  making  the  invention  and   paid  joint  patent,  the  sole  patent  vests  In 

a  license  fee  to  the  assignee  for  the  the  assignees,  see    Kohler   v.   Eohkr 

privilege  of   selling  what  he  had  on  (1888),  43  O.  G.  247. 

hand,  he  cannot  deny  the  validity  of  That  where  an  assigaor  grants  to 

§787 


-    y 


CH.  v.]  OF  THE  TRANSFER  OF  LETTERS-PATENT.  557 

from  denying  the  validity  of  the  patent,  and  of  the  title  con- 
ferred upon  him  by  the  assignor,  if  he  has  taken  and  still 
enjoys  the  benefits  of  the  assignment.^  Where  by  the  terms 
of  the  assignment  he  becomes  liable  to  the  assignor  for  roy- 
alties on  sales  or  for  a  share  in  the  profits  made  by  him 
from  the  use  of  the  invention  he  cannot,  in  an  action  of 
account  brought  by  the  assignor  for  their  recovery,  defend 
upon  the  ground  that  the  invention  was  unpatentable,  or 
the  patent  void,  or  the  assignor  without  a  title  which  he 
could  convey.^  Nor  can  he  purchase  an  outstanding  claim 
against  the  assignor  and  hold  it  as  a  set-off  against  the 
amount  due  according  to  the  terms  of  his  assignment.®  But 
where  an  assignee,  on  discovering  the  defects  in  the  patent 
or  the  title,  repudiates  the  assignment  and  relinquishes  its 
benefits,  the  estoppel  is  no  longer  operative  upon  him.^ 

one  penon,  and  afterwards  to  another  *  That  an  assignee  cannot  defend 
without  warranty,  and  then  again  be-  against  a  claim  for  royalties  on  the 
oomes  the  owner  of  the  rights  of  the  ground  of  fitiud  in  the  assignor,  if  he 
first  grantee,  the  second  grant  becomes  has  received  all  the  benefits  of  the  as- 
efiectiye  by  estoppel,  see  Littlefield  v.  signment,  see  Shaw  v.  Soule  (1884),  20 
Perry  (1874),.  21  WaU.  205  ;  7  O.  a.  964.    Fed.  Rep.  790. 

That  a  title  may  be  acquired  by  That  an  assignee  manufacturing  on 
estoppel  against  an  inyentor  who  per-  terms  cannot  deny  the  validity  of  the 
mits  third  parties  to  deal  with  his  in-  patent  when  called  to  an  account,  see 
▼ention  as  if  it  were  their  own,  see  Kinsman  v.  Parkhurst  (1855),  18  How. 
National  Feather  Duster  Co.  v.  Hibbard    289. 

(1881),  11  Blssell,  76  ;  21  0.  G.  685  ;  *  That  an  assignee  cannot  purchase 
9  Fed.  Bep.  558.  of  a  third  person  a  claim  against  the 

That  an  estoppel  inpai$  cannot  turn  patentee  and  set  it  np  against  him  on 
into  a  first  and  original  inventor  one  an  account  rendered  in  pursuance  of  an 
who  is  not  so,  but  can  merely  divert  agreement  to  manufacture,  see  Kinsman 
the  patent  from  the  inventor  to  an  v.  Parkhurst  (1855),  18  How.  289. 
equitable  assignee  or  defeat  it  altogether,  ^  That  a  recital  in  a  conditional  con- 
see  Swift  9.  £ochow  (1880),  17  0.  O.  tract  of  assignment  that  "  the  vendor 
450.  is  the  owner  of  the  patent,"  is  not  an 

^  See  further  as  to  the  estoppel  of  the  estoppel  on  the  purchaser,  if  the  contract 
assignor  §§  981, 1046,  and  notes,  potL  U  rescinded  before  it  takes  effect,  see 
«  That  an  assignee  of  a  patent  who  Swift  v,  Bochow  (1880),  17  O.  O.  450. 
has  derived  profits  under  it  is  estopped  See  further  ae  to  the  general  doctrine 
from  denying  its  v^dity  in  an  action  of  estoppel  upon  assignees  and  licensees, 
for  an  account,  see  Swift  v,  Bochow  §§  820,  1288,  1289,  1251,  1252,  and 
(1880),  17  0.  G.  450.  notes,  pad. 

See  also  §S  1288, 1239,  and  notu^posL 

§787 
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§  788.    Assignments  upon  Condition  :  Reversionazy  Interests  of 
Assignor. 

An  assignment  may  be  made  upon  condition,  or  for  a  term 
less  than  the  entire  duration  of  the  patent,  and  thus  rever- 
sionary  interests  may  be  created  in  the  assignor.^  These 
interests  he  can  protect  according  to  their  nature,  enforcing 
the  conditions  and  maintaining  actions,  legal  or  equitable, 
as  the  case  requires.^  After  the  termination  of  his  interest  in 
the  invention,  whether  by  forfeiture  for  breach  of  condition 
or  by  lapse  of  time,  the  assignee  can  neither  license  others  to 
practise  it,  nor  in  any  other  manner  limit  the  rights  nov 
vested  in  the  assignor.^ 

§  788.  ^  That  unless  an  assignment  a  conditional  assignee  with  notice  of  ths 

is  unconditional  the  assignor  has  rights  conditions  is  bound  by  them,  see  Werd- 

which  he  can  protect,  see  Cook  v.  BidweU  erman  v.  Soci^t^  G^n^rale  d*£lectricit^ 

(1881),  20  0.  G.  1088  ;  8  Fed.  Rep.  452.  (1881),  L.  R.  19  Ch.  D.  246. 

That  as  long  as  the  conditions  of  a         That  where  the  inventor  agrees  with 

conditional  assignment  are  not  fulfilled,  s  capitalist  to  develop  an  invention, 

the  assignor  has  a  reversionary  interesty  and  each  party  is  to  use  due  diligence^ 

see  Otis  Bros.  Mfg.  Co.  v.  Crane  Bros,  and  the  patent  is  to  revert  to  the  inven* 

Mfg.  Co.  (1886),  27  Fed.  Rep.  550.  tor  if  the  capitalist  is  in  fault,  no  re* 

That  an  assignment  for  a  term  of  verier  will  be  decreed  if  both  are  in 

years  leaves  a  reversionary  interest  in  fault,  and  the  inventor  has  been  remnn* 

the  assignor,  which  he  can  protect,  see  crated,  see  Buckley  v.  Sawyer  Mfg.  Co. 

Still  V.  Reading  (1881),  20  0.  G.  1025  ;  (1881),  2  McCrary,  850  ;  7  Fed.  Rep. 

9  Fed.  Rep.  40  ;  4  Woods,  845  ;  Cook  858. 

V.  BidweU  (1879),  20  0.  G.  1083 ;  3         That  where  the  owner  of  a  patent. 

Fed.  Rep.  452.  having  assigned  the  exclusive  right  to 

That  whether  an  assignment  on  con-  make  and  sell,  excepting  the  right  to 

dition  subsequent  has  been  defeated  is  sell  in  a  certain  place,  and  reserving 

a  question  for  the  courts,  not  for  the  to  himself  the  personal  right  to  make 

Patent  Office,  see  Hammond  v.  Pratt  and  sell  anywhere,  and  having  truis* 

(1880),  16  0.  G.  1235.  ferred  to  the  assignee  the  right  to  sue 

3  That  where  a  patent  is  sold  with  infringers  and  take  the  proceeds  of  the 

a  condition  of  reconveyance,  the  condi-  suits,  afterwards  sells  the  patent  to  one 

tion  may  be  enforced,  see  Andrews  v.  who  knows  of  this  assignment  and  its 

Fielding  (1884),  20  Fed.  Rep.  123.  terms,  the  assignee  can  enjoin  the  ven- 

That  where  the  assignee  of  a  patent  dee  from  making  and  selling,  except  in 

fails  to  carry  out  the  purpose  for  which  the  particular  place  excepted,  see  Hap- 

it  has  been  assigned  to  him,  and  the  good  o,  Rosenstock  (1885),  23  Blatch. 

contract  provides  for  a  reverting  of  the  95  ;  23  Fed.  Rep.  86. 
patent  in  such  case  to  the  assignor,  it        *  That  after  an  assignment  has  bean 

will  so  revert,  see  Buckley  v.  Sawyer  forfeited  by  breach  of  condition,   the 

Mfg.  Co.  (1881),  7  Fed.  Rep.  358 ;  2  assignee  can  grant  nothing  either  by 

McCrary,  350.  way  of  license  or  otherwise,  see  Abbett 

That  any  person  taking  title  from  «.  Zusi  (1879),  6  Bann.  &  A.  88. 
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§  789.    Aflsigneas :  ^vhen  Bound  by  Prior  Aots  of  Assignors..  -^^^ 

The  privity  which  exists  between  the  assignor  of  a  patented 
invention  and  his  assignees  renders  them  subject  to  the  legal 
consequences  of  all  his  prior  acts  of  which  they  have  actual 
or  constructive  notice  or  of  which  such  notice  is  presumed.^ 
They  are  concluded,  equally  with  himself,  by  judgments  ren- 
dered against  him  before  the  assignment,  and  receive  their 
interests  subject  to  all  the  equities  of  which  they  have  knowl- 
edge.^ If  their  title  accrues  pending  an  interference,  they  are 
bound  by  its  results  to  the  same  extent  that  the  assignor 
would  have  been  had  the  assignment  not  been  made.^  But 
private  conduct  or  admissions  of  the  assignpr,  of  which  his 
assignees  could  have  obtained  no  information  or  were  not 
bound  to  make  inquiry,  do  not  thus  affect  them.^  Acts 
subsequent  to  the  assignment  cannot  prejudice  their  rights. 

I  789.  ^  That  an  aadgnee  takes  the  Kinsman  v.  Parkhurst  (1855),  18  How. 

patent  subject  to  all  the  l^gal  conse-  289. 

qaences  of  the  inventor^s  prior  acts,  see         *  That  a  pnrchaser  who  buys  an  in- 

Worley  v.  Tobacco  Co.  (1881),  104  U.  terestin  an  inyention  during  an  inter- 

8.  840  ;   81  0.  G.   559 ;   McClnig  v,  ference  |is  bound  by  the  rule  of  caveat 

Eingsland  (1843),  1  How.  202  ;  2  Robb,  emptor,  see  Ex  parie  Mason  (1872),  2 

105.  0.  G.  274. 

That  an  assignee  of  the  interest  of  an-         That  under  Sec.  58,  act  of  1870,  an 

other  assignee  takes  no  more  than  his  assignee  is  not  estopped  by  the  paten* 

grantor  had,  and  is  chai^f^ble  with  no-  tee's  statement  in  an  interference  pro- 

tioe  of  what  he  might  have  learned  if  he  ceeding  as  to  the  date  of  his  invention, 

had  inquired  of  the  original  grantor,  as  see  Union  Paper   Bag   Mach.   Co.   v, 

against  a  later  assignee  of  the  original  Crane  (1874),  1  Bann.   &  A.  494  ;  6 

grantor,    see    Hamilton   v.  Eingsbuty  0.  G.  801 ;  Holmes^  429. 
(1880),  17  BUtcK  460  ;  17  0.  G.  847  ;         That   a   concession  as   to  priority 

4  Fed.  Bep.  428.  does  not  affect  prior  assignees,  see  Ham* 

*  That  the  assignee  of  a  patent  is  mond  v.  Pratt  (1880),  16  0.  G.  1285. 
concluded  by  a  decree  against  his  as-         That  the  rights  of  an  assignee  against 

•ignor,  see  Pennington  v.  Hunt  (1884),  a  rival  inventor  are  the  same  as  those 

20  Fed.  Bep.  195 ;  and  SS  ^^3,  1017,  of  his   assignor,   see   Gay  v,   Cornell 

1048,  and  notes,  post.  (1849),  1  Blatch.  506. 

That  an  assignee  takes  subject   to         *  That  an  assignee  for  valuable  con* 

the  assignor's   disclaimers,   and   other  sideration  is  not  bound  by  a  prior  unre* 

acts  working  an  estoppel,  see  Blades  v.  corded  equitable  claim  of  which  he  had 

Band,  HcNally,  &  Co.  (1886),  27  Fed.  no  notice,  see  Campbell  v.  James  (1880), 

Bep.  93 ;  87  0.  G.  99.  18  Blatch.  92  ;  18  0.  G.  Ull ;  2  Fed. 

That  where  aa  assignee  assigns  his  Bep.  888. 
rights,  his  assignee  is  bound  by  all  the         That  whether  assignees  without  no- 
equities  of  which  he  has  knowledge  see  tice  are  estopped  by  the  conduct  of  the 
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§  790.    Assignment  of  Right  of  Action  for  Past  Infringements. 

The  right  to  sue  for  past  infringements  may  be  assigned 
in  connection  with  an  assignment  of  the  patent,  like  any  other 
chose  in  action,  and  the  remedy  can  be  enforced  in  law  or 
equity  by  the  assignee.^  Such  an  assignment  may  be  made 
after  a  suit  has  been  commenced,  in  which  case  the  defendant 
must  be  notified  thereof  before  proceeding  further  in  the 
cause.^  No  especial  form  is  required  for  such  assignment. 
An  irrevocable  power  of  attorney  to  collect  the  claims,  or  an 
instrument  purporting  to  assign  the  patented  invention,  but 
executed  after  the  patent  has  expired,  are  regarded  as  suffi- 
cient for  this  purpose.^  Such  an  assignment  is  not  legally 
recordable.* 

inyentor,  quere,  see  Spngae  v.  Adriance  istrator  nnder  order  of  court  for  a  nomi- 

(1877),  8  Bann.  k  A.  124  ;  14  O.  G.  nal  sum  does  not  cany  a  right  to  saa 

808.  for  past  infringements,  see  May  «.  Ja« 

That  a  purchaser,  pending  a  suit  to  neau  Co.  (1887),  80  Fed.  Rep.  S41 ;  41 

which  he'  is  a  party,  takes  snbject  to  0.  G.  578. 

the  equities  of  the  other  parties  to  the         That  an  asidgnment  of  a  daim  for 

suit,  see  Kearney  v.  Lehi^  Valley  K.  B.  the  use  of  an  invention  is  not  an  aasign- 

Co.  (1886),  27  Fed.  Rep.  699.  ment  of  the  patent,  see  Campbell  «. 

§  790.  ^  That  the  right  to  sue  for  James  (1880),  18  Blatch.  92 ;  18  O.  G. 

the  infringement  of  a  patent  is  assign*  1111 ;  2  Fed.  Rep.  388. 
able,   see  Shaw  «.  Colwell  Lead  Co.         That  an  assignee  of  claims  for  past 

(1882),  11  Fed.  Rep.  711 ;  20  BlatcK  infringements  takes  subject  to  all  eqoi* 

417  ;  Hamilton  v.   Rollins  (1877),   6  ties,  see  New  Toik  Grape  Sugar  Ca  «. 

Dillon,  495  ;  8  Bann.  &  A.  157.  BuflBUo  Grape  Sugar  Co.   (1883),  21 

That  the  assignment  of  a  share  in  BUtch.  619 ;  25  0.  G.  1076  ;  18  Fed. 

the  proceeds  of  suits  for  infringements  Rep.  688. 

creates  no  interest  in  the  invention  or        '  That  when  a  right  of  actton  ii 

the  monopoly,  see  Tilghman  v.  Proctor  assigned  after  a  suit  is  brought,  tfaa 

(1888),  125  U.  S.  186  ;  48  0.  G.  628.  defendant  should  be  notified  of  it,  sea 

That  a  right  of  action  for  infringe*  Gear  v.  Fitch  (1878),  8  Bann.  &  A. 

ment  survives  to  personal  representa-  578 ;  16  0.  G.  1231. 
tives  and  may  be  sued  on  or  assigned         '  That  an  assignment  of  an  ezptred 

by  them,   and  the  assignee  may  sue  patent  can  take  effect  only  as  an  assign* 

thereon  in  his  own  name  if  the  local  law  ment  of  claims  for  past  infringementi^ 

permits,  see  May  v.  Counfy  of  Logan  see  May  v,  Saginaw  Co.  (1887),  82  Fed. 

(1887),  80  Fed.  Rep.  850  ;  41 0.  G.1887.  Rep.  629. 

That  an  assignment  by  an  adminis-         That  the  assignment  of  an  ezpind 

trator  of  all  rights  under  or  through  an  patent  may  operate  as  a  power  of  atumey 

expired  patent  carries  claims  for  past  to  sue  for  and  collect  damages  for  past 

infringements,  see  May  v.  Saginaw  Co.  infringements,  see  Bell  v.  MoCuUoogh 

(1887),  82  Fed.  Rep.  629.  (1858),  1  Bond,  194  ;  1  Fisher,  880. 

That  a  sale  of  patents  by  an  admin*        *  That  an  amgnment  of  the  ri^^t 
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§  791.    Ctoant  Defined :  Dlstingnlshed  from  Assignment. 

The  grant  of  a  patented  invention  differs  from  an  assign- 
ment only  as  to  the  territorial  limits  within  which  it  operates. 
It  differs  from  a  lieense  as  to  the  nature  of  the  rights  con- 
veyed. The  grantee  has  the  exclusive  interest  both  in  the 
invention  and  in  the  monopoly,  within  the  prescribed  limits, 
and  may  maintain  an  action  in  his  own  name  for  an  infringe- 
ment of  the  patent  within  his  territory.  A  licensee  has  either 
a  non-exclusive  interest  or  an  interest  in  less  than  all  the 
rights  embraced  in  the  invention,  and  no  interest  in  the 
monopoly  which  he  can  make  effective  by  a  suit  at  law  in 
his  own  name.  To  distinguish,  therefore,  an  assignment 
from  a  grant  it  is  only  necessary  to  determine  whether  the 
conveyance  is  of  force  throughout  the  entire  United  States  or 
is  confined  to  a  particular  locality.^  It  matters  not  whether 
the  restrictions  are  in  positive  or  negative  terms.  An  in- 
strument transferring  all  the  rights  secured  by  the  patent, 
except  as  to  a  certain  town  or  county,  is  as  true  a  grant 
as  if  the  area  lying  outside  of  such  town  or  county  were 
specifically  described.^ 

§  792.    Grant  Dlstingnislied  from  Zdoense. 

To  distinguish  a  grant  from  a  license,  regard  must  be  paid 
to  the  nature  of  the  interest  conveyed.    The  interest  must  be 

to  maintain  snits  need  not  be  Tooonledy  "  except  certain  counties  already  sold  ** 

see  Gear  v.  Fitch  (1878),  16  0.  G.  is  valid  and  oertaiD,  since  evidence  maj 

1231  ;  8  Bann.  &  A.  578.  show  what  counties  have  been  sold,  see 

See  further  as  to  an  assignment  of  a  Washburn  &  Moen  Mfg.  Co.  v.  Haish 

claim  for  past  infringements,  §  781  and  (1880),  19  0.  G.  178  ;  10  BisseU,  65  ; 

notes,  ante,  and  §  948  and  notes,  post,  4  Fed.  Rep.  900. 

S  791.  1  See  §  763,  note  1,  ante.  That  the  grant  of  a  State-right  "  ex* 

3  That  the  transfer  of  the  entire  in«  cept  14  counties,"  with  an  agreement 

terest  in  the  invention  within  specified  to  furnish  a  list  of  such  counties,  leaves 

territory  is  a  grant,  see  Potter  v.  Holland  the  grantee  free  to  select  them  until  the 

(1858),  4  Blatch.  206 ;  1  Fisher,  827  ;  list  is  furnished,  see  Pryor  v.  Coulter 

Ritter  v.  Serrell  (1852),  2  Blatch.  879.  (1830),  1  Bailey  (S.  C),  517. 

That  the  transfer  of  all  the  patentee's         That  when  a  territorial  assignee  sells 

interest  in  a  given  territory  is  a  grant,  his  "  right  to  use  and  sell  '*  as  men* 

see  Perry  v.  Coming  (1870),  7  Blatch.  tioned  in  the  patent,  it  carries  his  en- 

195.  tire  rights,  see  Burdell  v.  Denig  (1865)» 

That  an   assignment  of  all  rights  2  Fisher,  588.    . 
VOL.  u,  —  36 
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entire  within  the  prescribed  area,  and  exclusive.^  A  transfer 
of  the  right  to  make  or  use  or  sell,  or  of  the  exclusive  right 
to  make  or  use  or  sell,  does  not  convey  the  entire  interest ; 
the  grant  must  operate  on  all  three  of  these  rights,  and  be 
exclusive  as  to  all ;  and  a  transfer  which  does  not  thus  oper- 
ate is  a  mere  license.  But  these  rights  need  not  be  particu- 
larly described  in  the  conveyance,  if  it  manifests  an  evident 
intention  of  the  grantor  to  transfer  them.  An  alienation  of 
all  the  rights  mentioned  in  the  patent  is  an  assignment 
or  a  grant  according  to  the  territorial  limits  fixed  by  the 
conveyance.^ 

§  793.    Grants  upon  Condition. 

A  grant,  like  an  assignment,  may  be  conditional  or  tempo- 
rary. It  may  also  be  limited  as  to  the  extent  of  its  enjoyment. 
The  grant  of  an  exclusive  right  to  make  and  use  and  sell  a 
certain  number  of  the  patented  devices  within  the  prescribed 
territory,  and  of  the  exclusive  use  of  the  invention  within 
such  territory,  is  a  valid  grant,  conferring  upon  the  grantee 
the  sole  interest  in  the  invention  and  monopoly  in  that  area, 
and  yet  restricting  him  in  its  enjoyment  to  the  number  of  the 
articles  described.^    Limits  may  also  be  placed  to  his  mode 

§  792.  ^  In  Littlefield  v.  Peny  is,  a  men  license,  unless  a  grant  of  an 
(1874),  21  Wall.  205 ;  7  0.  G.  964,  undivided  interest  ooold  be  construed 
the  Supreme  Court  seem  to  recognize  as  making  the  grantee  and  grantor  oo- 
the  grant  of  an  undivided  interest  with-  grantees,  in  whom  the  entire  and  ez* 
in  a  certain  territory  as  valid  and  proper,  elusive  sectional  inteiest  resided. 
The  statute  on  which  the  power  to  *  That  an  assignment  of  all  the  pat- 
transfer  the  monopoly  depends,  however,  entee's  right,  title,  and  interest  within 
makes  no  provision  for  the  conveyance  certain  territory  is  the  grant  of  an  ex- 
of  any  rights  within  a  specified  area  un-  elusive  right,  see  Perry  o.  Corning 
less  such  rights  are  exclusive.  Sec  (1870),  7  Blatch.  195 ;  Bordell  v. 
4898,  Rev.  Stat  :  "The  patentee  .  .  .  Denig  (1865),  2  Fisher,  588. 
may  in  like  manner  grant  and  convey  That  an  exclusive  right  for  a  term 
an  exclusive  right  under  his  patent  to  of  yean  to  use  the  invention  in  a  given 
.  .  .  any  specified  part  of  the  United  territory,  and  to  use  and  sell  the  product 
States."  See  also  Potter  v,  Holland  of  such  use,  is  a  mere  license,  not  a 
(1858),  4  Blatch.  206  ;  1  Fisher,  827  ;  grant,  see  Oliver,  Finnic  &  Co.  v.  Rum- 
Gayler  v.  Wilder  (1850),  10  How.  477.  ford  Chemical  Works  (1883),  109  U.  S. 
A  non-exclnsive  right  must,  therefore,  75  ;  25  0.  G.  784. 
be  an  interest  in  the  invention  as  dis-  §  798.  ^  That  the  grant  of  an  exda- 
tinguished  from  the  monopoly,  —  that  sire  right  to  make,  use,  and  sell  a  cer- 
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of  using  the  invention,  or  to  the  sale  of  it  or  of  its  products 
outside  of  his  territory ;  the  conveyance  is  still  a  grant  unless 
the  enjoyment  thus  denied  to  the  grantee  is  reserved  to  the 
grantor  or  vested  in  some  other  alienee.'  His  right  is  no  less 
exclusive  for  being  limited  in  exercise,  provided  it  resides 
in  him  alone.  But  in  the  absence  of  such  restrictions  the 
grantee  may  enjoy  the  rights  to  make  and  use  and  sell  within 
his  district  as  fully  as  the  patentee  could  have  done,  and  the 
products  which  arise  out  of  his  practice  of  the  invention  may 
be  used  by  his  vendees  in  any  portion  of  the  United  States.^ 

tain  number  of  the  patented  devioes        That  a  grantee  cannot  make  ontaide 

within  a  certain  territory,  and  of  the  his  own  territory,  for  use  ontside  it,  see 

ezclnsiye  ose  of  the  patent  in  such  ter-  American  Paper  Barrel  Co.  v.  Lanway 

ritory,  yestsan  exclusive  territorial  in-  (1886),  28  Fed.   Bep.  141 ;  87  0.  6. 

terest  in  the  grantee,  see  Bitter  v,  Serrell  674. 
(1852),  2  Blatch«  879.  That  an  assignment,  by  the  assignee 

'  That  a  grant  of  specific  territory  of  an  exclusive  right  to  make  and  use 

may  be  limited  as  to  the  mode  of  use  the  invention  within  a  given  territory, 

and  yet  be  valid,  see  Dorsey  Revolving  exhausts  his  own  interests  within  that 

Harvester  Rake  Go.   v.  Bradley  Mfg.  territory,  and  he  has  no  right  to  make  up 

Co.  (1874),  12  Blatch.  202  ;  1  Bann.  &  the  invention  and  put  it  into  the  market, 

A.  880.  to  be  used  after  the  patent  expires,  con- 

*  That  an  assignee  of  a  territorial  trary  to  the  rights  of  the  patentee  on 

right,  without  restrictions,  may  sell  the  the  extension,  see  Union    Paper  Bag 

patented  device  to  be  used  anywhere,  Mach.  Co.  v.  Nixon  (1876),  9  0.  G. 

see  Hatch  v.   HaU   (1884),  80  0.  G.  691 ;  2  Bann.  &  A.  244 ;  1   Flippin, 

1096 ;  22  Fed.  Rep.  488  ;   McKay  v.  491.  ^ 

Wooster  (1873),  2  Sawyer,  878  ;  6  Fish-         That  the  assignor  of  a   territorial 

er,  876  ;  8  O.  G.  441.  right  cannot  sell  the  device  in  that  ter^ 

That  such  an  assignee  cannot  sell  ritory  or  to  be  used  in  that  territory, 

the  device  to  have  it  sold  again  or  used  see  Union  Paper   Bag   Mach.   Co.   v. 

in  the  course  of  trade  outside  his  ter-  Nixon  (1876),  2  Bann.  &  A.  244 ;  9 

ritory,  see  Hatch  v.  Adams  (1884),  22  0.  G.  691 ;  1  Flippin,  491. 
Fed.  Rep.  434  ;  29  0.  G.  776.  That  the  reservation  by  an  assignor 

See  also  §§  824,  914,  and  notes,  pott,  of  the  right  to  use  the  invention  in  one 

That  where  the  patentee  grants  a  ter-  of  several  assigned  States  does  not  affect 

ritorial  right  to  make,  use,  and  sell  with-  the  assignee's  rights  in  the  other  States, 

out  limiting  the  use  by  the  vendee,  the  see  Hobbie  v.  Smith  (1886),   27  Fed. 

vendee  of  the  grantee  may  use  the  in-  Bep.  666. 

▼entlon  anywhere  without  reference  to         That  an  agreement  that  the  grantee 

other  grants  of  the  patentee,  see  Adams  only  should  manufacture  is  not  void  as 

V.   Burke  (1873),   17  WalL   458  ;   88  being  in  restraint  of  trade,  see  Kins- 

0.  G.  114.  man  v.  Parkhurst  (1856),  18  How.  289. 
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§  794.    Form  of  Grant :  Implied  Warranties  :  Betoppela. 

A  grant,  like  an  assignment,  must  be  in  writing  and  dulj 
signed  by  the  grantor.^  It  must  also  be  recorded  within  the 
same  period  in  order  to  avail  against  subsequent  bona  fide 
assignees  and  grantees  for  value.^  It  imports  a  warranty  of 
title,  and  gives  rise  to  the  same  estoppel  and  the  same  privi- 
ties of  interest  and  obligation  as  an  assignment.'  Having  in 
view  the  essential  difference  between  them,  the  rules  which 
have  been  stated  as  regulating  and  applying  to  the  one  form 
of  conveyance  may  be  predicated,  mtUatis  mtUandiSy  of  the 
other. 


SECTION  n. 

OF  THE  TRANSFER  OF  LETTERS-PATENT:    JOINT-OWNERS. 

§  795.   Property  of  Joint-Owners  in  the  Patented  Invention. 

By  the  assignment  of  an  undivided  interest  in  a  patented 
invention,  the  alienor  and  alienee  become  joint-owners  both 
of  the  invention  and  the  monopoly.  On  account  of  the  pecu- 
liar nature  of  this  species  of  property,  the  relations  of  such 
joint-owners  toward  each  other  present  questions  of  difficulty, 
not  all  of  which  can  be  considered  as  yet  fully  settled. 
Property  in  an  invention,  as  well  as  property  in  a  monopoly^ 
is  incorporeal.  It  is  incapable  alike  of  physical  partition, 
and  of  united  physical  possession.  The  subordinate  rights 
embraced  in  the  invention  may  mdeed  be  separated,  and  be 

§  794.  1  Sec.  4898,  Rev.  Stat  territory  "  to  the  full  end  of  the  tenn," 

'  Sec  4898,   Rev.   Stat     See  also  etc.,  is  not  a  mere  release,  hat  implies 

§  784  and  notes,  ante.  that  a  patent  has  heen.  issaed  in  dne 

That  a  conveyance  of  "all  my  right,  form,  and  if  this  is  not  tme  the  piioe  is 
title,  and  interest  in  and  to  '*  a  patent,  not  recoverahle,  see  Shepherd  e.  Jenkin 
though  recorded,  does  not  affect  tern-  (1881),  73  Mo.  510. 
tonal  rights  previously  conveyed  hy  the  That  if  a  grantee  avails  himself  of 
grantor,  but  not  recorded,  see  Turn-  the  grant,  he  cannot,  in  a  suit  for  royal- 
bull  V,  Weir  Plow  Co.  (1880),  14  Fed.  ties  on  goods  sold,  deny  that  the  paten* 
Rep.  108  ;  9  Bissell,  884  ;  28  0.  6.  91 ;  tee  is  the  true  inventor,  unless  he  has 
5  Bann.  &  A.  288.  been  evicted,  see  Birdsall  v.  Ptfrigo 

<  That  an  assignment   of  "  all  our  (1865),  5  Blatch.  251. 
right,  title,  and  interest"  in  certain 
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held  by  different  owners,  but  the  monopoly  is  indivisible, 
and  whether  it  resides  in  many  individuals,  or  in  one  alone, 
must  be  of  the  same  character  and  limits.  When,  there- 
fore, a  patented  invention,  which  includes  both  the  invention 
and  tlie  monopoly,  vests  in  two  or  more  persons  their  rela- 
tions to  each  other  as  co-owners  must  follow  one  of  three 
rules:  either  (1)  each  owner  must  individually  possess  all 
the  subordinate  rights  embraced  in  the  invention  together 
with  the  entire  and  indivisible  monopoly ;  or  (2)  he  must  in- 
dividually possess  the  rights  embraced  in  the  invention  while 
the  monopoly  resides  entire  and  indivisible  in  all  the  owners 
collectively ;  or  (3)  the  rights  embraced  in  the  invention  as 
well  as  the  monopoly  must  vest  indivisibly  in  all  the  owners 
as  a  single  person.  The  first  rule  might  be  pronounced  un- 
tenable upon  its  face  had  not  the  courts,  ignoring  the  fact 
that  the  right  to  suspend  prohibitory  powers  is  as  trua  a  part 
of  the  monopoly  as  is  the  right  to  enforce  them,  already  held 
with  tolerable  uniformity  that  each  joint-owner  may,  at  his 
pleasure,  abrogate  the  monopoly  both  as  against  himself  and 
his  co-owners,  —  a  position  which  assumes  that  the  monopoly 
is  indivisibly  and  entirely  his  to  destroy,  if  not  to  exercise. 
The  second  rule,  and  probably  the  correct  one,  has  as  yet 
received  no  formal  recognition  except,  perhaps,  indirectly  in 
cases  where  one  joint-owner  has  been  held  liable  to  his  co- 
owners  for  an  infringement  of  their  common  patent.  The 
third  rule  has  been  repeatedly  discarded  by  the  courts,  and 
it  may  be  accepted  as  an  established  doctrine  that  whatever 
may  be  their  relation  to  the  monopoly  such  joint-owners  are 
not  co-partners,  nor  collective  owners  of  the  invention,  but 
that  their  interests  therein  are  distinct,  each  being  indepen- 
dent of  the  others,  though  subject  to  the  limitations  imposed 
upon  its  disposition  and  enjoyment  by  the  monopoly  conferred 
on  his  co-owners.^ 

§  795.  1  In  Pitts  v.  Hall  (1854),  8  of  a  patent  transfers  his  undivided  in* 
Blatch.  201,  Hall,  J.  :  (206)  "  In  the  terest  to  a  stranger,  the  assignee  does 
case  of  joint-patentees,  where  no  agree-  not  become  the  partner  of  his  co-pro* 
ment  of  co-partnership  exists,  the  re-  prietor.  In  both  cases  the  parties  in- 
lation  of  co-partners  certainly  does  not  terested  in  the  patent  are  simply  joint- 
result  from  their  connection  as  joint-  owners,  or  tenants  in  common,  of  the 
patentees ;  and,  when  one  joint-owner  rights  and  property   seemed   by   the 
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§  796.    Reoiprocal  Rights  and  Dutiea  of  Joint  Owners  in  refer- 
ence to  the  Xhijoyment  of  the  Patented  Invention. 

According  to  the  second  rule  the  monopoly  resides  in  the 
co-owners  collectively,  and  can  neither  be  abrogated   nor 

patent ;  and  their  rights,  powen,  and  common  with  the  owner  of  the  remain- 
duties,  as  respects  each  other,  must  be  ing  interest,  unless  and  until  the  latter 
Bubstantially  those  of  the  joint-owners  confirms  the  sale,  or  recovers  the  value 
of  a  chatteL  Part  owners  of  goods  an<^  of  his  share  from  the  wrong-doer.  The 
chattels  are  either  joint-owners  or  ten-  principles  of  these  doctrines  are,  it 
ants  in  common,  each  having  a  distinct  strikes  me,  applicable  to  the  case  of  the 
or  at  least,  an  indepeudent,  although  an  joint-ownership  of  patent  rights.  The 
undivided,  interest  in  the  property,  grant  of  the  exclusive  right  to  make, 
Neither  can  transfer  or  dispose  of  the  yse,  and  vend  to  others  to  be  used,  is  to 
whole  property ;  nor  can  one  act  for  the  patentees  jointly  and  not  to  either 
the  other  in  relation  thereto,  but  merely  severally.  The  right,  the  property  sa- 
fer his  own  share,  and  to  the  extent  cured  by  the  patent,  may  be  granted 
of  his  own  several  right  and  interest ;  to  others  by  license  or  assignment,  or 
and  at  common  law  the  one  had  no  by  the  sale  of  machines  by  the  patentees 
action  of  account  against  the  other  for  jointly  ;  and  a  license  or  assignment  or 
his  share  of  the  profits  derived  from  the  sale  of  a  machine  by  them  is  a  trans- 
common  property.  (Story  on  Partner-  fer,  pro  tarUo,  of  the  property  aecnred 
ship,  I  89. )  A  personal  chattel  vested  by  the  patent  One  joint-owner  can 
in  several  different  proprietors  cannot  legally  grant,  assign,  license,  or  sell 
possibly  be  enjoyed  advantageously  by  only  in  respect  to  his  own  share  or 
all,  without  a  common  consent  and  right.  He  cannot  sell  and  give  a  good 
agreement  among  them.  To  regulate  title  to  his  co-owner's  right,  for  the 
their  enjoyment  in  case  of  disagree-  same  reason  that  one  joint-owner  of  a 
ment  is  one  of  the  hardest  tasks  of  chattel  cannot  transfer  the  share  of  his 
legislation,  and  it  is  not  without  wis-  co-proprietor.  And  if  he  appropriates 
dom  that  the  law  of  England  and  of  any  portion  of  the  exclusive  right  or 
this  country,  in  general,  declines  to  common  property  to  his  separate  use 
interfere  in  their  disputes,  leaving  it  or  benefit,  by  either  the  use  or  the  sale 
to  themselves  either  to  eigoy  their  com-  of  the  patented  machine,  he  does  what 
mon  property  by  agreement  or  to  suffer  is,  in  principle,  the  same  as  the  con- 
it  to  remain  uiienjoyed  or  to  perish  by  version,  by  destruction  or  sale,  of  the 
their  dissension,  as  the  best  method  of  joint  property  by  a  tenant  in  ooounon, 
forcing  them  to  a  common  consent  for  which  authorizes  his  co-tenant  to  main- 
their   common   benefit.     ( Abbott   on  tain  trover." 

Shipping,  98.)    It  is  well  settled  that  That  joint-owners  of  a  patented  in- 

a  destruction  or  sale  of  the  joint  prop-  vention  are  tenants  in    common,  see 

erty  by  one  of  the  part  owners,  author-  Dunham  v.  Indianapolis  &  St.  Lonia 

izes  his  co-proprietor  to  maintain  trover  B.  R.  Co.   (1876),   7  Bissell,   828;  8 

for  the  conversion.    (2  Kent's  Gomm.,  Bann.  &  A.  827 ;  De  Witt  v,  Elmiia 

8th  ed.,  851,  note.)      But  on  such  a  Nobles  Mfg.  Co.  (1875),  5  Hun,  801. 

sale  only  the  right  of  the  party  who  That  there  is  no  true  analogy  between 

makes  the  sale  passes  to  the  purchaser ;  patent  rights  and  any  other  property, 

and  the  purchaser  becomes  a  tenant  in  and  co-owners  are  not  like  tenants  in 
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suspended  without  the  consent  of  all,  while  each  joint-owner 
individually  possesses  the  subordinate  rights  embraced  in  the 
invention.  This  rule  at  once  preserves  the  harmony  of  the 
law  in  reference  to  the  nature  and  ownership  of  a  monopoly, 
protects  the  exclusive  privilege  conferred  by  the  patent  upon 
all  the  patentees,  and  permits  to  each  owner  as  wide  a  latitude 
in  the  enjoyment  of  the  invention  as  is  consistent  with  the 
rights  of  his  co-owners.  Under  it  each  may  himself  practise 
the  invention  without  accountability  to  them,  and  may  convey 
his  entire  interest  in  the  patented  invention  to  another  indi- 
vidual ;  since  the  exercise  of  such  powers  does  not  interfere 
with  the  enjoyment  of  their  equal  privileges  by  the  other 
owners,  nor  with  that  security  from  competition  which  the 
patent  is  intended  to  afford.  But  it  forbids  an  assignment 
of  the  interest  of  one  joint-owner  to  several  assignees,  or  the 
grant  of  licenses  to  make,  or  use,  or  sell  the  patented  inven- 
tion, because  by  multiplying  the  number  of  those  persons  who 
can  practise  the  invention  without  disturbance  from  the  exer- 
cise of  the  monopoly,  the  value  of  the  patented  invention  to 
the  other  owners  may  be  sensibly  diminished  and  perhaps 
destroyed.  In  the  few  cases  hitherto  decided  the  courts,  by 
partially  adopting  the  first  rule,  have  indeed  recognized  this 
power  as  inherent  in  each  owner  of  the  patented  invention. 
They  have  held  that  his  right  to  alienate  his  own  interest  to 
others  is  unlimited  in  respect  to  the  number  of  his  transferees ; 
that  by  such  transfer  the  entire  monopoly  is  abrogated  or 
suspended  so  that  his  assignees  and  licensees  cannot  be  inter- 
fered with  by  the  other  owners  of  the  prohibitory  powers ;  and 
that,  at  most,  he  is  accountable  to  them  for  their  proportion 
of  the  purchase-money  or  license-fees  which  he  may  have 
received.^  It  is  obvious  that  under  this  rule  the  other  own- 
common  of  lands,  or  ways,  or  tolls,  or  That  the  issae  of  a  patent  to  one  of 
personal  property,  see  Yose  v.  Singer  two  joint-owners  of  an  inyention  enures 
(1862),  4  AUeD,  226.  to  the  benefit  of  both,  see  Yetter  v. 

That  a  joint  interest  in  a  patent  does    Lentzinger  (1871),  81  Iowa,  182. 
not  make  the  owners  paitners,  see  Park-        §  796.  ^  In  Dnnham  v.  Indianapolis 
harst  9.  Kinsman  (1849),  1  Blatch.  488.     &  St.  Uois  R.  B.  Co.  (1876),  7  Bissel], 

That  there  may  be  any  number  of  223,  Drummond,  J. :  (228)  "The  ma- 
joint-owners,  and  each  will  be  indepen-  terial  point  is,  who  is  to  answer,  if  any 
dent  of  the  others,  and  not  a  co-pertner,  one,  to  the  other  patentees  for  the  use 
tee  Yose  u.  Singer  (1862),  4  Allen,  226.    of  the  part  which  does  not  belong  to 
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era  do  not  obtain  adequate  protection.  Those  who  desire  to 
use  their  property  by  practising  the  invention  are  at  the 

them,  when  a  joint-owner  umb  the  im-  patented,  an  action  could  he  maintained 
proTement,  or  makes  a  contract  with  and  an  injunction  isaoed  against  the 
another  person  for  its  use.  What  Ib  grantee  or  licensee  of  the  co-owner, 
the  position  of  patentees  with  reference  Judge  Curtis,  in  the  case  of  Clnm  v. 
to  their  right  to  use  the  thing  patented  ?  Brewer,  2  Curtis,  Circuit  Court,  500, 
The  patentees  are  tenants  in  common  seems  to  hold,  and  I  think  that  ia  the 
of  the  right.  One  of  them  has  no  su-  true  rule  upon  the  subject,  that  where 
periority  of  right  over  the  others.  One  one  of  the  joint-patentees  uses  or  sella 
of  them  can  manufacture  and  use  tha  the  thing  patented,  or  any  portion  of  it, 
article  patented  without  the  consent  of  the  others  cannot  sue  him  as  for  an 
the  others  ;  that  is,  each  has  the  same  infringement  of  the  patent.  The  most 
right,  although  one  may  own  a  greater  that  can  be  claimed  ia  that  if  one  uses 
share  of  the  thing  patented  than  the  or  seUs  it  to  the  detriment  of  the  othen^ 
others.  The  grant  was,  in  this  case,  to  he  may  be  held  responsible.  For  ez- 
the  three  to  use  and  Tend  the  improved  ample,  if  he  obtains  more  than  his  share 
car-brake  shoes,  and  while  it  is  clear  of  the  profits  from  the  use  of  the  artide^ 
that  one  of  the  patentees  cannot  grant  or  in  issuing  licenses  he  obtains  more 
what  does  not  belong  to  him,  and  if  he  than  his  share  of  the  license  money, 
gives  a  license  or  makes  a  contract  for  he  possibly  may  be  held  responsible  by 
the  use  of  the  thing  patented,  he  can  the  other  joint-patentees ;  but  Judge 
only  grant  that  which  he  has  himself,  Curtis,  in  that  case,  held  that  an  in- 
and  not  the  rights  of  the  other  paten-  junction  should  not  issue  against  the 
tees,  still  he  can  clothe  his  grantee  or  use,  by  one  of  the  joint-patentees^  -of 
his  licensee  with  the  same  right  that  he  the  thing  patented,  and  the  principle 
has  himself,  namely,  the  right  to  sell  decided  by  him  is  that  one  tenant  in 
or  use  the  thing  patented.  And  it  common  of  letters-patent  has  the  same 
seems  to  me  the  better  rule  is  to  hold,  right  as  the  others  to  make,  use,  and 
if  there  is  a  liability  at  all,  that  where  sell  the  thing  patented,  and  a  licensee 
a  party  owning  less  than  the  whole  of  a  under  one  tenant  in  conunon  cannot  be 
thing  patented,  makes  a  grant  or  a  enjoined  on  a  bill  by  another  tenant  in 
license,  he  shall  be  answerable  to  the  common.  A  case  has  been  decided  in 
others,  rather  than  that  the  other  pat-  England  bearing  on  this  question,  Ma- 
enteea  shall  look  to  the  grantee  or  there  «.  Green,  1  Law  Beports,  Chan- 
licensee.  There  were  three  cases  par-  eery  Appeals,  29,  and  the  opinion  is 
ticularly  referred  to  on  the  argument,  given  by  Lord  ChanceUor  Cranworth. 
One  was  the  case  of  Pitts  v.  Hall,  8  That  was  a  case  of  letters-patent  granted 
Blatchford,  201,  decided  by  Judge  Hall,  to  three  individuals.  The  ChanceUor 
of  the  Northern  District  of  New  York,  says  :  'The  right  oonfeired  is  a  right 
He  seems  to  hold  that  if  one  joint-  to  exclude  all  Uie  world  other  than  the 
owner  of  a  patent  uses  or  sells  his  right  grantees  from  using  the  invention.  But 
without  the  authority  of  his  co-owner,  there  is  no  exclusion  in  the  letters-pat- 
he  is  liable  to  an  action  by  such  co-  ent  of  any  one  of  the  patentees.  The 
owner  for  an  infringement  of  the  pat-  inability  of  any  one  of  the  patentees  to 
ent ;  and  the  conclusion,  perhaps,  to  be  use  the  invention,  if  any  such  inability 
drawn  from  his  decision  is  that  if  the  exists,  must  be  sought  elsewhere  than 
party  to  whom  he  sells  uses  the  thing  in    the    letters-patent.      But  there  is 

§796 
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mercy  of  those  whose  profit  is  derived  from  selling  rights 
or  granting  licenses  to  others ;  and  as  each  owner  may  fix 

no  principle,  in  the  absence  of  contract,  from  its  nse,  see  Fiaser  v.  Gates  (1885), 

which  can  prevent  any  persons  not  pro-  118  IlL  99  ;  Gates  v.  Fraser  (1881 ),  9 

hibited  by  statate  from  nsing  any  in-  BradweU  (Ill.)»  624. 

▼ention  whaterer.    Is  there  any  implied  That  a  surviving  partner  who  uses 

contract  where  two  or  more    persons  a  patent  belonging  to  the  late  firm, 

jointly  obtain  letters-patent,   that  no  against  the  objection  of  the  representa- 

one  of  them  shaU  use  the  invention  tive  of  the  deceased  partner,  is  liable 

witliont  the  consent  of  the  others,  or,  to  account  to  such  representative  for 

if  he  does,  that  he  shall  use  it  for  tlieir  one  half  the  profits  resulting  from  such 

joint  benefit  f    I  can  discover  no  prin-  use,  see  Freeman  «.  Freeman  (1886), 

ciple  for  such  a  doctrine.     It  would  142  Mass.  98. 

enable  one  of  two  patentees  either  to  That  a  part  owner  may  be  account- 
prevent  the  use  of  the  invention  alto-  able  to  his  co-ownen  for  a  share  of  the 
gether,  or  else  to  compel  the  other  profits  obtained  by  him  from  using  the 
patentee  to  risk  his  skill  and  capital  in  invention  or  selling  rights,  see  Aspin- 
the  use  of  the  invention  on  the  terms  wall  Mfg.  Co.  v.  Gill  (1887),  40  0.  G. 
of  being  accountable  for  half  the  profit,  1138  ;  82  Fed.  Rep.  697. 
if  profit  should  be  made,  without  being  That  whether  one  co-owner  can  com- 
able  to  call  on  his  co-patentee  for  con-  pel  another  to  account  for  one  half  the 
tributlon  if  there  should  be  loss.*  Now  license  fees,  etc,  received  by  him  is 
while  this  is  the  principle  announced  doubtful,  see  Gates  v.  Fraser  (1881),  9 
by  the  Chancellor,  it  perhaps  should  be  Bradwell  (111.),  624. 
with  this  qiudification,  —  that  if  one  of  That  each  co-owner  of  a  patent  may 
the  patentees  obtains  more  than  his  use  the  right  without  the  concurrence 
share  of  the  profits,  he  might  be  held  of  the  othere  and  license  at  will,  see 
liable  under  certain  drenmstances  to  Washburn  &  Moen  Mfg.  Co.  v.  Chicago 
the  others.  Certainly  I  do  not  wish  to  Galvanized  Wire  Fence  Ca  (1884),  109 
be  understood  as  afllrming  that  there  IlL  71. 

is  never  such  liability.    Of  course  we  That  a  license  by  one  co-owner  is 

must  take  into  consideration  any  risk  good  against  all,  and  their  remedy  is 

which  he  may  run,  any  outlay  of  money  by  account  against  him,  see  De  Witt 

which  he  may  make  in  the  nianufac-  r.  Elmira  Nobles  Mfg.  Co.  (1876),  66 

ture  or  sale  of  the  article  ;  but  if,  look-  N.  T.  459. 

ing  at  it  upon  equitable  principles,  he  That  one  joint-owner  cannot  compel 

has  obtained  more  than  his  share  of  the  another  to  account  for  a  share  of  his 

profits  arising  from  the  thing  patented,  profits  from  a   sale   of  the   patented 

either  in  the  use  or  sale  of  it,  or  of  articles,   see  Yose  v.  Singer  (1862),  4 

licenses,  it  seems  to  me  he  might. in  Allen,  226. 

certain  cases  be  held  accountable  to  the  That  where  one  of  several  joint-pat- 
other  joint  patentees."  2  Bann.  &  A.  entees  assigns  to  a  third  party,  the 
927  (828).  estoppel   against  him   operates   as   a 

See  also  Clum  v.  Brewer  (1855),  2  license   to   the  third  party,   and  the 

Curtis,  506.  other  patentees  must  look  to  the  as- 

That  one  co-owner  cannot  be  obliged  signer  for  an  account,  see  Curran  v. 

to  account  to  the  other  for  the  mere  use  Burdsall  (1883),   27  0.  G.  1819  ;  20 

of  the  invention  or  for  profits  arising  Fed.  Bep.  885. 

§796 
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his  own  price  on  the  rights  or  licenses  he  grants,  his 
liability  to  account  to  his  co-owners  for  their  share  affords 
them  no  security  of  proper  compensation.  This  rule  seems 
to  have  been  reached  by  treating  property  in  a  patented  in- 
vention as  analogous  to  property  m  a  personal  chattel,  and 
endeavoring  to  apply  to  one  the  principles  which  govern  the 
ownership  of  the  other.  If  the  sole  property  in  a  patented 
invention  consisted  in  the  right  to  practise  it,  some  remote 
analogy  to  property  in  a  personal  chattel  might  exist.  But 
the  actual  value  of  the  property  in  a  patented  invention  re- 
sides in  the  monopoly,  by  virtue  of  which  its  owners  can  not 
only  prevent  the  use  of  a  single  personal  chattel  but  of  all 
others  which  are  substantially  identical  with  it  in  character. 
The  right  to  practise  the  invention  cannot  be  conferred  with- 
out affecting  these  prohibitory  powers,  and  no  rule  which 
ignores  them,  and  permits  the  transfer  of  the  invention  with- 
out reference  to  its  effect  on  them,  can  meet  the  requirements 
of  the  case.  Tlie  second  rule  is  far  more  just,  and  more  in 
accordance  with  the  nature  of  the  subject,  and  in  closer  anal- 
ogy to  the  rules  applied  to  the  joint-ownership  of  certain  in- 
corporeal rights  to  which  those  of  the  co-owners  of  a  patented 
invention  bear  the  nearest  but  by  no  means  a  perfect  resem- 
blance. It  restricts  the  power  of  alienation  on  the  part  of 
a  joint-owner  within  such  limits  as  prevents  an  increase 
in  the  burden  placed  upon  the  common  property  of  all,  per- 
mitting him  to  enjoy  his  interest  himself  or  to  convey  it  to 
another  single  owner,  whether  an  individual,  a  co-partnership, 
or  a  corporation,  but  not  allowing  him  to  multiply  the  number 
of  those  who  are  relieved  from  the  monopoly  without  the  con- 
sent of  his  co-owners.  This  rule  also  has  its  hardship,  since 
it  compels  the  joint-owner  to  practise  the  invention,  or  to  sell 
his  interest  to  a  single  purchaser  or  to  such  a  group  of  pur- 
chasers as  are  acceptable  to  his  co-owners,  or  to  remain  with- 
out the  enjoyment  of  his  property ;  but  it  is  a  rule  conserva- 
tive, not  destructive,  of  the  value  of  the  patented  invention  as 
a  whole,  and  entails  on  him  no  greater  disadvantage  than 
now  rests  upon  the  joint  proprietors  of  a  common,  or  a  wharf- 
ing  privilege,  or  any  other  incorporeal  right,  an  increase  in 
the  number  of  whose  occupants  is  forbidden  by  the  law  unless 
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it  be  with  the  express  or  implied  permission  of  all  the  exist- 
ing owners.^ 

§  797.   Joint-Owners  cannot  PraotUe  Infringing  Inventiona. 

Although  the  courts  have  recognized  the  right  of  one  joint- 
owner  to  multiply  indefinitely  the  number  of  those  who  can 
lawfully  practise  the  patented  invention  without  reference  to 

*  Although  no  exact  similitade  exists  benefit  derived  by  one  owner  over  an- 

between  a  patent   privilege   and   anj  other  on  account  of  his  choicer  breed 

other   property,  yet   the   resemblanoe  of  animals  or  the  higher  value  to  him 

which  it  bears  to  a  common  of  pasture  of  the  food  obtained.    So  far  as  analogy 

is  sufficient  to  suggest  a  possible  soln-  may  be  taken  as  a  guide  at  all  in  such 

tion  of  the  present  question.    Both  the  eases,  does  not  this  suggest  that  the 

patent  privilege  and  the  common   of  Joint-owners  of  a  patent  privilege  enjoy 

pasture  are  to  be  exerdsed  within  defi-  all  the  rights  to  which  they  are  entitled, 

nite   territory  by  specified  means   of  as  against  each  other,  when  each  is 

enjoyment,   and  with   a  limited   and  allowed  to  practise  the  invention  with* 

determinable   amount   of  profit.      In  out  aocountability  to  hii  co-owners  for 

both,  the  appropriation  to  himself,  by  any  benefit  which  his  superior  skill  or 

one    owner,    of    more   than    his  Just  laxger  capital  may  enable  him  to  realize, 

share   of    such    profit   is   an    uigust  and  to  assign  his  interest  to  one  other 

invasion  of  the  rights  of  the  others,  person,  natural  or  artificial,  for  what 

whether,    in    the   one    cane,    by    the  price  he  pleases,  with  the  same  power 

introduction    of    an    excessive    num-  to  use  and  to  assign ;  but  that,  as  in 

ber  of  commonable  beasts,  or,  in  the  the  case  of  a  commoner,  he  should  not 

other,  by  distributing  the  patent  privi-  be  allowed  to  introduce  into  the  com- 

lege  to  an  increased  number  of  proprie-  mon  property  a  greater  number  of  those 

tors  or  licensees.    Any  assignment  of  agencies  by  which  its  profits  are  to  be 

either  right  which  does  not  impose  a  absorbed,  to  the  inevitable  diminution 

greater  burden  on  the  common  prop-  of  the  advantage  which  his  cO'Owners 

erty,  and  any  use   of  either  by  the  would  otherwise  have  rightfully  eigoyed? 

owner  which  does  not  curtail  its  proper  This  suggestion,  based  on  the  nature 

use  by  his  co-owners,  is  fair  and  equi-  of  the  property  in  the  invention,  takes 

table  although  the  ultimate  result  to  no  notice  of  the  iigury  done  to  one 

him   may  far  exceed   any   advantage  owner  of  a  patent  by  another  when  the 

which  his  co-owners  may  actually  at-  latter  prevents  the  former  from  exer- 

tain.    Now  the  law  finds  no  difficulty  cising  the  prohibitory  powers  of  the 

in  regulating  the  rights  and  duties  of  monopoly  in  his  own  defence,  as  under 

commoners  of  pasture.     It  recognizes  the  present  rules  of  law  often  occurs, 

the  fact  that  the  profit  is  limited  in  But  under  this  suggestion,  that  iigury 

amount  and,  therefore,  prevents  its  dis-  would    also    be    avoided,   since    each 

tribution  among  a  greater  number  of  owner  could  still   enforce   his   rights 

cattle  than  the  owners  have  the  right  against  every  person   except   the  co* 

to  introduce.    But  it  does  not  measure  owner  or  the  single  individual  to  whom 

the  keenness  of  their  appetites,  nor  the  his  interests  had  been  assigned, 
capacity  of  their  stomachs,  nor  the 
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its  effect  on  his  co-owners,  it  has  been  held  that  neither  a 
joint-owner  nor  his  alienees  can  lawfully  practise  an  infring- 
ing invention.^    This  limitation  may  appear  inconsistent  witii 

I  797*  ^  In  Heniog  v.  Oai  Con*  open  to  the  groasert  frauds  bj  one  joini- 

.nimen'  AaaocUtion  (1878),  9  McCniy,  owner  against  all  other  joint-owners. 

206,  Treat,  J.  :  (206)  ''The  direct  ques-  The  case  of  Pitts  v.  Hall,  8  Blatchf. 

tion  presented  is  whether  an  infringer  204,  and  the  comments  thereon  in  Car- 

of  a  patent  can  escape  liability  for  his  tis,  Pat.  §  108  ei  atq.,  do  not  corer  this 

infringement  becliuse  he  is  a  joint-owner  case.    The  question  there  discnssed  per- 

of  the  original  patent  upon  which  the  tains  to  the  use  by  one  joint-owner  of 

infnngement  oocnrs.    The  cases  cited  do  the  common  property.    The  difficnltias 

not  reach  the  precise  point  raised  by  in  maintaining  an  action  for.an  infiinge- 

the  bill.    It  is  evident  that  if  a  stranger  ment  against  a  joint-owner  who  merely 

was  guilty  of  the  infringement  he  would  uses  the  common  patent  may  be  insnr* 

be  compelled  to  respond  in  damages,  monntable.    As  to  that  no  opinion  is 

Can  a  part-owner  infringe  the  common  expressed.    In  this  case  an  entirely  new 

patent  and  escape  all  liability  t    If  he  and  distinct  proposition  is  presentedi 

can,  it  is  obrious  that,  however  small  tis.  :  one  of  the  several  joint-ownen  is 

his  aliquot  part,  he  can  make  the  enjoy-  not  using  the  common  patent,  bat  an 

ment  of  the  patent  valueless  to  his  joint-  infringing  patent     His  defence  is  that 

owner.    He  has,  by  virtue  of  the  joint-  inasmuch  as  he  had  a  right  to  use  thA 

ownership,  a  right  to  use  the  patent,  but  original  patent  without  question  from 

he  has  no  right,  more  than  a  stranger,  his  joint-owners,  nnder  the  decision  in 

to  infringe  the  same.     If  there  is  an  in*  Pitts  v.  Hall,  supra,  he  has  a  right  alw 

fringeroent,  the  right  of  recovery  is  in  to  use  any  infringing  patents,  on  tho 

the  party  wronged.    All  the  joint-own*  ground  that  his  right  to  use  the  oiiigi- 

ers  should  ordinarily  be  parties  plaintiff,  nal  being  vested  in  him,  his  use  of 

but  if  the  wrong-doer  is  one  who  is  other  and  infringing  patents  did  not 

guilty  to  the  damage  of  the  other  joint-  cause  any  wrong  or  iigury  to  himself  as 

owner,  the  other  should  not  be  left  joint-owner.     In  other  words,  the  de- 

remediless.     As  to  such  infringement  fendant  contends  that  as   one  joint- 

they  are  strangers.    All  the  joint-own-  owner  he  could  use  the  common  patent 

•rs  are  on  the  record,  and  the  amount  without  being  liable  to  account  to  the 

of  the  recovery  determines  their  respect-  other  joint-owners ;  that  he  could  not 

ive  interests.    The  infringer  cannot  es-  be  sued  as  an  infringer  for  using  what 

cape  the  consequences  of  his  wrong  to  he  had  a  right  to  use  by  virtue  of  hit 

his  joint-owner  by  averring  that  he  was  proprietary  interest ;  and,  therefore^  if 

by  his  infringement  injuring  not  his  he  used  an  infringing  device,  he  wis 

joint-owner  alone,  but  himself  also.   In  only  iiguring  himself  in  what  he  bad  a 

other  words,  he  cannot,  under  cover  of  proprietary  right  to  forbid.    This  would 

his  interest   in   the   common   patent,  be  correct  if  no  interest  except  his  own 

shield  every  wrong-doer  who  may  in-  were  involved,  for  a  man  may  do  what 

fringe  that  patent.    He  can,  as  to  the  he  pleases  with  his  own,  and  **9o!aiH 

other  part  owners,  by  infringing,  be-  non  fit  injuria "  would  be,  a  firHori, 

come  liable  to  them  for  the  wrong  done,  applicable  in  such  a  case.   If  a  stranger 

The  amount  of  recovery  wiU  be  in  pro-  were  using  the  infringing  patent,  this 

portion  to  their  respective  interests,  action  would  unquestionably  lie  against 

Were  this  not  so,  the  door  would  be  him ;  and  the  qnestion  before  ns  if 
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the  latitude  allowed  him  under  the  preceding  rule,  hut  it  is 
sound  in  principle.  The  powers  included  in  his  ownership  of 
the  invention  are  only  such  as  can  be  exercised  within  the 
scope  of  the  patent,  by  making,  using,  or  selling  the  invention 
therein  described  and  claimed;  and  his  ownership  of  the 
monopoly,  which  exists  only  for  the  protection  of  his  interest 
in  the  invention,  does  not  entitle  him  to  perform  acts  which 
would  be  an  infringement  in  a  stranger,  unless  they  are  the 
precise  acts  involved  in  the  practice  of  the  patented  invention. 
The  use  by  him  of  an  infringing  art  or  instrument  is  neither 
the  practice  of  the  patented  invention  nor  the  employment  of 
prohibitory  powers  in  its  defence.  It  is  an  act  entirely  out- 
side of  the  enjoyment  of  his  rights  as  the  owner  either  of  the 
invention  or  of  the  monopoly.  Acts  of  the  same  character 
on  the  part  of  licensees  are  equally  beyond  the  privileges  con- 
ferred upon  them  by  their  license,  and  are  not  affected  by  the 
estoppel  which  prevents  the  enforcement  of  the  monopoly 
against  their  practice  of  the  patented  invention.^  Joint-own- 
ers and  their  licensees  are,  therefore,  as  to  such  acts  of  in- 
fringement regarded  as  strangers  to  the  patented  invention, 
and  are  liable  in  damages  to  the  other  owners  according  to 
the  proportion  of  their  respective  interests  therein. 

§  798.   Reoiprooal  Relations  of  Joint-Owners  Variable  by  Con- 
tract :  Their  Relations  to  Third  Parties. 

While  these  general  rules  govern  the  relations  of  joint- 
owners  in  the  absence  of  any  special  contract  between  them, 

whether  it  will  lie  against  a  joint-owner,  other  in  certain  cases,  see  Dake  v.  Ora* 

or,  in  the  language  of  the  bill,  whether  ham  (1884),  19  Fed.  Bep.  647. 
he^  under  cover  of  his  joint  ownership.         That  one  co-owner  U  not  estopped 

can  infringe  and  escape  liability.    So  from  denying  the  validity  of  the  patent 

far  as  he  acts  outside  of  his  interests  as  against  the  others,  see  Marston  v. 

or  rights  or  powers  as  a  joint-owner,  Swett  (1875),  4  Uun,  168 ;  6  Thomp.  4k 

there  is  no  adequate  reason  for  treating  C.  584. 

him,  quoad  hoe,  otherwise  than  as  a  '  That  a  licensee  is  liable  for  in- 
stranger.  If  this  be  not  so,  then  one  fringement  if  he  uses  any  other  inven- 
Joint-owner  may  destroy,  without  rem-  tion  substantially  identical  with  the  one 
edy,  the  rights  of  the  other  joint-  covered  by  his  license,  see  Miller's  Falls 
owners."  210.0.208(208);  8Bann.&  Co.  v,  Ives  (1877),  14  O.  O.  208;  14 
A.  263  (254) ;  9  Fed.  Bep.  656  (566).  Blatch.  169  ;  2  BaniL  &  A.  674. 
That  one  joint-owner  can  enjoin  an- 


574  TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  HI. 

they  are  nevertheless  at  liberty  to  regalate  their  reciprocal 
rights  according  to  their  own  desires.^  They  may  unite  their 
interests  more  closely  by  additional  agreements,  or  one  may 
deprive  himself  of  a  portion  of  his  rights  in  favor  of  the 
others.  In  reference  to  third  parties,  however,  all  the  joint- 
owners  of  the  patented  invention  are  regarded  as  a  single 
proprietor.  Infringement  by  a  stranger  violates  the  right  of 
all  in  whom  the  property  in  the  patented  invention  vests,  and 
all  must  join  in  actions  to  redress  the  wrong ;  the  damages 
which  they  recover  being  apportioned  among  them  according 
to  their  individual  but  undivided  interests  in  the  patented 
invention.' 

I  798.  ^  ThAt  joint-ownen  of  a  pat*  That  owners  not  named  as  licensors 

ent  may  sabdivide  it  at  pleasure,  see  in  the  license  are  entitled  to  their  shara 

Vose  V,  Singer  (1802),  4  Allen,  226.  of  the  royalties,  if  they  were  partners 

That  an  agreement  of  co-owners  to  with  the  nominal  licensor  when  the  li- 

aoooont,  if  observed   by   them  for  a  oense  was  granted,  see  Bogers  v.  Reissur 

time,    is   not  within  the   Statute   of  (1887),  41 0.0. 351 ;  80  Fed.  Bep.  525. 

Frauds  where  the  contract  has  been  ful-  That  an  agreement  between  apatentes 

filled  on  one  side  by  the  transfer  of  the  and  an  improver  of  the  patented  device 

interest  in  the  patent,  and  might  have  to  take  out  a  new  joint  patent  makes 

been  fully  executed  on  the  other  within  them,  in  equity,  joint-owners  of  the 

the  year,  see  Fraser  v.  Gates  (1885),  118  improved  invention,  and  each  can  re- 

IlL  99.  strain  the  other  from  using  it  except  for 

That  an  agreement  of  C0K>wner8  to  their  joint  benefit,  see  Duke  v,  Graham 

account  to  each  other  is  a  continuing  (1884),  19  Fed.  Rep.  647. 

agreement,  and  enures  to  the  benefit  of  That  where  the  patentee  and  the  in- 

a  bankrupt  owner  who  purchases  the  ventor  of  an  improvement  re-issue  the 

interest  from   his   assignee   in  bank-  original  patent  for  the  improved  device 

ruptcy,  see  Fraser  v.  Gates  (1885),  118  in  their  joint  names,  each  can  Testratn 

111.  99.  the  other  from  using  the  patent  exoept 

That  an  agreement  to  account  to  for  their  joint  benefit,  see  Duke  «•  Gia- 

each  other  does  not  make  the  co-own-  ham  (1884),  19  Fed.  Rep.  647. 

ers  partners,  see  Fraser  v.  Gates  (1885),  *  That  a    suit     for    infringement 

118  111.  99.  against  a  stranger  should  be  brought  in 

That  joint-owners  of  a  patent  who  the  names  of  sll  the  joint-owners,  sad 

are  also  partners  are  bound  to  account  the  damages  recovered  be  distributed 

to  each  other  for  the  use  of  the  inven-  among  them  according  to  their  respect- 

tion,  see  Freeman  v.  Freeman  (1884),  ive  interests  in  the  patented  invention, 

186  Mass.  260.  see  Herring  v.  Gas  Consumers'  Assoeia- 

That  co-owners,  being  also  co-part-  tion  (1878),  8  McCrary.  206 ;  21  O.  G. 

ners,  may  hold  each  other  to  account  203 ;  8  Bann.  &  A.  258 ;  9  Fed.  Rep. 

for  royalties  and  prices  received  for  the  556,  and  cases  dted  under  §|  987-945, 

invention,  see  Burr  v.  De  La  Veigne  1070, 1098-1102,  pod. 
(1886),  102  N.  T.  415. 
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§  799.   Joint  Orantees. 

Joint  grantees  occupy  toward  each  other  in  respect  to  their 
limited  territorial  ownership  the  same  relations  which  sub- 
sist between  the  joint-owners  of  the  entire  interest  for  the 
whole  United  States.  Within  their  local  boundaries  the  com- 
plete property  in  the  invention  and  the  monopoly  is  vested 
in  them  as  co-owners,  and  each  may  practise  the  invention, 
dispose  of  his  own  interest,  or  license  others  in  the  same 
manner  as  a  joint  assignee.  Their  several  rights  may  be  in- 
creased, diminished,  or  changed  in  character  by  mutual  agree- 
ments, and  in  enforcing  them  against  infringers  they  act  as 
a  collective  body,  in  whom  the  indivisible  monopoly  resides. 
Owners  of  different  territorial  interests  may  similarly  com- 
bine their  privileges,  or  enter  into  contracts  with  each  other 
whereby  their  rights,  as  otherwise  defined  by  law,  are  vari- 
ously modified.^ 


SECTION  in. 

OF  THE  TRANSFER  OF  LETTERS-PATENT:    EXECUTORS  AND 

ADMINISTRATORS.^ 

§  800.   Property  of  Decedent  in  Patented  Xnventlowi  Vested  by 
Federal  Statutes  in  his  Exeontor  or  Administrator. 

Upon  the  death  of  any  owner  of  a  patented  invention  his 
interest  vests  immediately  in  his  executor  or  administrator, 
by  virtue  of  the  statutes  of  the  United  States.^    The  title  of 

§799.  1  That  owners   of  different  §800.  ^  For  a  diBonaaion  of  this  sub- 
territorial  rights  do  not  miDgle  their  ject»  in  another  connection,  see  §§  404-^ 
rights  by  appointing  a  common  attor^  406,  and  notes,  ante. 
ney  to  convey,  see   May  v.  Chaffee^  s  That  the  interest  of  the  owner  of  a 
(1871),  5  Fisher,  160  ;  2  Dillon,  885.  patented   invention   vests,    upon    hU 

That  two  assignees  of  different  terri-  death,  in  his  executor  or  adminiBtrator, 

tory  may  appoint  an  agent  to  manage  see  Shaw  Belief  Valve  Co.  v.  New  Bed- 

for  both,  and  may  thus  restrict  them-  foid  (1884).   19  Fed.   Rep.   768  ;    28 

selves  in  perpetuity  from  doing  any  O.  G.  283  ;  Bradley  ».  Dull  (1884),  19 

thing  to  injure  each  other,  see  Ladd  v.  Fed.  Rep.  918  ;  27  O.  O.  625. 

Hilb   (1884),   20  Fed.  Bep.  792 ;  22  That  the  executor  or  administrator 

Blatch.  242.  in  whom  the  patent  vests  is  the  one 
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the  administrator  or  executor  is  not  derived  from  the  local 
laws  of  the  State  in  which  he  was  appointed,  or  in  which  the 
property  is  situated,  though  his  official  character  may  be 
determined  by  such  laws.^  His  title  rests  upon  the  acts  of 
Congress  which  control  alike  the  nature  of  his  ownership  and 
the  extent  of  his  authority  and  obligations.^ 

§  801.    Nature  of  the  Property  of  an  Bacooator  or  Admlnlatimtor 
In  the  Patented  Znventiowi  of  hia  Decadent. 

The  property  in  a  patented  invention  in  the  hands  of  an 
executor  or  administrator  is  not  personal  property  belonging 
to  the  decedent's  estate,  nor  assets  liable  to  the  claims  of 
creditors  or  of  distributees.  It  is  a  franchise  which  he  holds, 
not  in  his  official  capacity  under  the  probate  laws,  but  in  a 
difiFerent  and  special  capacity  under  the  Patent  Laws.^  It 
does  not  enter  into  his  dealings  with  the  estate  as  such,  nor 
is  he  accountable  for  it  to  the  personal  representatives  of  the 
deceased.  Though  he  is  often  said  to  be  a  trustee,  in  whom 
the  patented  invention  vests  for  the  benefit  of  the  owner^s 

appointed  at  the  domicile  of  the  deceased  a  patent  is  not  derived  from  the  State 

owner,   see  Hodge  v.   North  Missouri  kw  but  from  the  United  States  law, 

R.  R.  Co.   (1869),  4  Fisher,    161 ;   1  and  there  is  no  necessity  for  local  State 

Dillon,  104.  administration,  in  order  to  enable  him 

That  the  executor  or  administrator  to  sue  anywhere,  see  Goodyear  o.  HulU* 

owns  the  entire  interest  of  his  decedent  han  (1867),  8  Fisher,  251 ;  8  Hnghei^ 

in  every  part  of  the  United  States,  see  492. 

Hodge  V.  North  Missouri  R.  R.  Co.         That  the  official  character  of  an  ad« 

(1869),  4  Fisher,  161  ;  1  Dillon,  104.  minlstntor  is  not  a  question  for  the 

That  where  an  inventor  dies  before  United  States  Courts,  see  Northwestern 

application  the  executor  or  administra-  Fire  Extinguisher  Co.  v.  Philadelphia 

tor  must  apply  for  the  patent ;  and  Fire  Extinguisher  Co.  (1874),  6  O.  GL 

where  he  dies  pending  application  the  84  ;  1  Bann.  &  A.  177. 
executor  or  administrator  must  nsceive        ^  That  State  laws  cannot  limit  the 

the  patent,  see  Rice  v,  Burt  (1879),  16  powers  of  administraton  under  the  Pat- 

O.  G.  1050.  ent  Laws  of  the  United   States,  see 

That  where  the  inventor  dies,  pend-  Brooks  v.  Jenkins  (1844),  8  McLean, 

ing  the  application,  the  executor   or  482. 

administrator  may  file  a  new  appllca*         §  801.  ^  That  a  patent  in  the  ad* 

tion,  but  the  rights  of  third  parties  mimstrator's  hands  is   not  personalty 

cannot  be  affected  thereby,  see  Ex  parte  belonging  to  the  decedent's  estate^  but 

Smith  (1888),  48  O.  G.  606  ;  Bice  v.  is  a  franchise  held  in  trust  forthehein, 

Burt  (1879),  16  0.  G.  1050.  see  Goodyear  v.   Hullihaii    (1867),   S 

*  That  an  administrator's  title   to  Fisher,  251 ;  2  Hughes,  492^ 
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heirs  or  devisees,^  he  is  not  a  true  trustee  having  a  legal  title 
to  the  property,  but  a  mere  instrument  of  the  law,  charged  to 
perform  certain  duties  in  the  interest  of  those  to  whom  the 
patented  invention  properly  belongs.^ 

§  802.  Relatdonfl  of  the  Exeontor  or  Administrator  to  the  Heirs 
and  Devisees  of  the  Decedent  in  reference  to  these 
Patented  Inventions. 

The  title  of  an  executor  or  administrator  to  a  patented 
invention  is  identical  with  that  of  his  decedent,  so  far  as  the 
Patent  Office,  the  courts,  and  third  parties  are  concerned. 
As  between  him  and  the  heirs  of  the  former  owner,  or  the 
devisees  on  whom  the  will  may  have  conferred  the  ownership 
of  the  invention,  the  property  vests  in  them,  though  managed 
and  controlled  by  him.  In  procuring  letters-patent  or  a  re- 
issue or  an  extension,  in  prosecuting  actions  for  infringement 
or  other  wrongs  against  the  property,  in  making  contracts 
and  assignments,  and  in  granting  licenses,  he  acts  as  if  he 
were  the  independent  owner  of  the  patented  invention,  al- 
though accountable  in  equity  to  those  in  whom  the  beneficial 
interest  in  the  invention  legally  resides.^ 

<  That  a  patent  granted  to  an  ad-  them  with  certain  powers,  by  which 
ministrator  is  held  by  him  in  tnist  for  they  are  enabled  to  transmit  the  legal 
the  heirs,  but  the  patent  need  not  so  title  of  property.  They  are  mere  in- 
state, see  Northwestern  Fire  Extin-  stmments  of  the  law,  and  the  effect  is 
goisher  Co.  v.  Philadelphia  Fire  £z-  given  to  their  acts  upon  the  same  prin- 
tingnisher  Co.  (1874),  1  Bann.  &  A.  ciple  that  title  to  property  is  transferred 
177  ;  6  O.  O.  84.  by  the  official  act  of  a  sheriff  or  mar- 
That  where  an  inventor  dies  leaving  shal." 
a  will  devising  the  invention,  and  the  §  802.  ^  That  an  executor  or  ad- 
executor  obtains  a  patent,  he  holds  it  ministrator  can  assign  a  patent  and 
in  trust  for  the  devisees  by  implication  give  a  good  title  thereto,  see  Donoughe 
of  law,  see  Stimpson  v,  Rogers,  Smith  v.  Hnbbanl  (1886),  35  0.  G.  1561  ;  27 
k  Co.  (1859),  4  Blatch.  333.  Fed.  Rep.  742  ;  Bradley  v.  Dull  (1884), 

*  In  Wintermutev.  Redington(1856),  27  O.  6.  625  ;  19  Fed.  Rep.  918. 

1  Fisher,  239,  Willson,  J.  :  (241)  "  Ad-  That  it  is  not  necessary  that  all  the 

ministrators  of  an  estate  are  not,  prop-  executors  or  administrators  should  join 

erly   speaking,    trustees   in   whom   is  in  the  assignment,  see  Wintermute  v, 

vested  the  1^  titla    The  law  clothes  Bedington  (1856),  1  Fisher,  289. 

VOL.  II.  —  87 
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SECTION  IV. 
OF  THE  TRANSFER  OF  LETTERS-PATENT:    JUDIQAL  SALES.^ 

§  803.  Patented  Inventtoiis  not  Snbjeot  to  Execution  nor  to  any 
Ordinary  Method  of  Appropxlation  for  the  Benefit  of 
Creditors. 

The  general  principle  that  all  the  property  of  a  debtor  is 
liable  for  his  debts  applies  to  the  property  in  a  patented  in- 
vention.^ No  reason  exists,  either  in  the  nature  of  the  prop- 
erty or  in  the  meritorious  acts  of  which  it  is  considered  a 
reward,  that  should  exempt  it  from  the  claims  of  creditors.' 
But  in  enforcing  such  claims  several  difficulties  arise.  The 
property  is  incorporeal,  and  therefore  cannot  be  seized  and 
appropriated  to  the  satisfaction  of  a  judgment  by  any  of  the 
methods  known  to  the  common  law.^  It  is  also  universal,  not 
local,  and  therefore  cannot  be  directly  reached,  to  any  con- 
siderable extent,  by  any  process  issuing  out  of  courts  of  local 
jurisdiction.^    It  is  transferable,  under  the  Patent  Law  of  the 

§  808.  1  For   a   discussion    of  this  assenting  to  the  proposition  that  patent 

subject  in  port,  see  §  766  and  notes,  and  copyrights,  held  under  the  laws 

ante,  of  the  United  States,  are  subject  to 

*  That  a  patent  is  liable  for  the  debts  seizure  and  sale  on  execution.  Not  to 
of  the  patentee,  see  Shaw  Relief  Valre  repeat  what  is  said  on  this  subject 
Co.  V,  New  Bedford  (1884),  19  Fed.  in  14  How.  531,  it  may  be  added  that 
Bep.  753  ;  28  O.  G.  288.  these  incorporeal  rights  do  not  exist  in 

*  That  property  does  not  become  any  particular  State  or  district ;  they 
"  exempt  from  attachment  '*  by  its  in-  are  co-extensive  with  the  United  States, 
trinsic  nature,  but  by  the  provisions  of  There  is  nothing  in  any  act  of  Congress^ 
positive  law,  see  In  re  Reach  (1884),  or  in  the  nature  of  the  rights  them- 
14  R.  I.  671.  selves,  to  give  them  locality  anywhere^ 

*  That  a  patent  privilege  cannot  be  so  as  to  subject  them  to  the  process  of 
seized  and  sold  on  execution,  see  Carver  courts  having  jurisdiction  limited  by  the 
V.  Peck  (1881),  131  Mass.  291  ;  Pacific  lines  of  States  and  districts.  That  an 
Bank  v.  Bobinson  (1881),  57  Cal.  520  ;  execution  out  of  the  court  of  common 
Stevens  v.  Gladding  (1854),  17  How.  pleas  for  the  county  of  Bristol,  in  the 
447  ;  Stephens  v.  Cady  (1852),  14  How.  State  of  Massachusetts,  can  be  levied 
528.  on  an  incorporeal  right  snbsistiiig  in 

«  In  Stevens  v.  Gladding  (1854),  17  Rhode  Island,  or  New  York,  will 
How.  447,  Curtis,  J.:  (451)  '*  There  hardly  be  pretended.  That  by  the  levy 
would  certainly  be  great  difficulty  in    of  such  an  execution,  the  entire  right 
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United  States,  only  by  the  patentee  or  his  alienee  or  personal 
representatives,  and  therefore  cannot  be  decreed  by  any 
court  to  vest  in  any  person  without  the  required  conveyance 
from  its  actual  owner.*  For  these  reasons  patented  inven- 
tions were  for  a  long  time  regarded  as  practically  exempt 
from  the  ordinary  liability  for  the  debts  of  their  owners, 
though  methods  are  now  adopted  by  which  they  are  with 
great  facility  made  subject  to  the  claims  of  creditors.^ 

§  804.  Patented  Inventiona  Subjected  to  the  Claims  of  Creditors 
only  throngh  some  Form  of  Assifinment  by  their  True 
Owner. 

These  methods  are  in  form  or  in  effect  assignments  by  the 
owner  of  the  patented  invention.  Only  by  a  grant  can  incor- 
poreal property  be  transferred  from  one  person  to  another. 
Only  by  a  grant  from  some  authority,  having  a  jurisdiction 
Over  the  property  which  is  as  universal  as  the  property  itself, 
could  any  beneficial  transfer  be  accomplished.  Only  by  a 
grant  from  the  real  owner  of  the  patented  invention  can  the 
requirements  of  the  Patent  Law  concerning  transfers  be  ful- 
filled. Hence  any  method  which  effects  such  transfer  must 
be  a  conveyance  by  the  lawful  owner  or  its  equivalent.  Such 
is  not  the  case  with  the  judgment  or  order  of  any  court  or 
the  act  of  any  officer.  In  the  absence  of  a  statute  of  the 
United  States  to  that  effect,  neither  an  adjudication  in  bank- 
ruptcy nor  the  voluntary  assignment  of  the  owner  could  put 
the  property  in  the  patented  invention  at  the  disposal  of  the 
court  or  assignee,  unless  the  one  was  followed,  and  the  other 
accompanied,  by  an  actual  transfer  of  the  patented  invention 
in  the  mode  provided  by  the  Patent  Law.^     Thus  all  the 

could  be  divided,  and  so  much  of  it  as  copyright  cannot  be  taken  on  execution 
might  be  exercised  within  the  county  at  law ;   and  a  general  assignment  of 
of  Bristol  sold,  would  be  a  position  his  properiy  under  a  bankrupt  or  insol- 
subject  to  much  difficulty."  vent  act  will  either  by  its  own  force  pass 
See  also  Carver  v.  Peck  (1881),  131  this  right  to   the   assignee  in  bank- 
Mass.  291.  ruptcy  or  insolvency,  or  will  at  least 
*  See  §§  705,  766,  and  notes,  ante.  entitle  the  latter  by  proper  proceed- 
^  In    Carver  v.   Peck    (1881),   181  Ings  to  compel  the  debtor  to  convey 
Mass.  291,  Gray,  J.  :  (292)  "The  in-  it  to  him  for  the  benefit  of  creditors." 
corporeal  and  intangible  right  of   an  See  also  §  805  and  notes,  post. 
inventor  or  an  author  in  a  patent  or  a        §  804.  ^  That  an  assignment  by  an  in- 
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methods  that  might  be  devised  are  reducible  in  substance  to 
one,  -->  a  yoluntarj  or  compulsory  transfer  bj  the  owner  of  the 
patented  invention. 

§  805.  Owner  of  Patented  Invention  may  be  CSompelled  by  a 
Court  of  Equity  to  Aweign  it  for  the  Benefit  of  Creditoxm. 
That  courts  of  equity,  acting  in  aid  of  courts  of  law,  have 
the  authority  to  compel  the  owner  of  a  patented  invention  to 
assign  it  to  a  trustee  or  receiver,  to  be  sold  for  the  satisfaction 
of  his  judgment-debts,  seems  now  to  be  decided.'    This  method 

solvent  to  his  trustee  of  aU  his  property,  628),  held  that  a  copyright  to  print 

not  exempted  by  law,  does  not  carry  a  and  publish  maps  of  the  State  of  New 

patent,  see  Campbell  v.  James  (1880),  Hampshire  could  be  reached  by  a  credi- 

18  Blatch.  92 ;  6  Bann.  &  A.  854  ;  18  tor*s  biU  and  applied  to  the  payment 

O.  G.  1111 ;  2  Fed.  Rep.  388.  of  debts  of  the  owner  of  the  copyright. 

That  the  title  to  a  patent  does  not  under  a  decree  compelling  a  transfer  in 

▼est  in  a  receiver,  see  Dick  v.  Struthers  conformity  with  the  provisions  of  the 

(1885),  85  Fed.  Bep.  108  ;  84  O.  O.  act  of  Congress.    That,  however,  was 

181.  mere  obUer,  because  the  decision  of  the 

That  neither  the  assignee  in  insol-  question  was  not  necessarily  involved 

vency  nor  a  receiver  can  assign  or  pass  in  the  case.    And  afterward,  in  1854, 

title  to  a  patent  except  by  a  written  in  the  case  of  Stephens  v.  Gladding  (17 

instrument,  signed  by  the  owner  of  the  How.  447),  which  was  a  branch  of  the 

patent  and  duly  recorded,  see  Gordon  case  of  Stephens  v,  Cady,  Mr.  Jostioe 

V.  Anthony  (1879),  16  0.  G.  1186  ;  16  Curtis  declined  to  pass  upon  the  ques* 

Blatch.  284  ;  4  Bann.  &  A.  248.  tion,  because  neither  the  copyright  nor 

That  an  assignment  made  by  a  judge  any  interest  in  it  had  been  attempted 

of  Probate  under  a  State  insolvent  law,  to  be  sold.     But  in  1875  the  supreme 

does  not  transfer  the  title  to  a  patent,  court  of  New  York,   in  the   case  of 

but  an  instrument  of  assignment  must  Barnes  v,  Moigan  (8  Hun,  708),  took 

be  executed  by  the  owner,  see  Ashcroft  up  the  didum  of  Mr.  Justice  Nelson  in 

V.   Walworth    (1872),   2    0.  G.   546  ;  Stephens  v.  Cady  and  approved  of  it  as 

Holmes,  152  ;  5  Fisher,  528.  a  sustainable  legal   proposition.     An 

That   a   receiver   may   convey  the  order  had  been  made  at  special  term, 

equitable  title,  though  unable,  without  directing  the  defendant  in  the  case  to 

the  concurrence  of  the  real  owner,  to  deliver  to  a  receiver,  appointed  under 

transfer  the  legal  title,  see  Adams  v.  supplementaiy  proceedings,  certain  pat* 

Howard  (1884),  28  Blatch.  27  ;  22  Fed.  ents  and  models  appertaining  thereto. 

Bep.  656.  From  the  order  defendant  appealed  to 

§  805.  ^  In  Pacific  Bank  v.  Robin-  the  supreme  conrt  Assignability  of 
son  (1881),  20  O.  G.  1814,  McEee,  J.  :  the  patents  by  the  voluntary  aet  of  the 
(1814)  **  The  question  is,  has  a  court  of  owner  under  the  act  of  Congress  which 
equity  power  to  compel  its  assignment  created  them  was  conceded,  and  accord- 
and  sale  for  the  benefit  of  judgment  ing  to  the  authority  of  Hesse  v.  Steven- 
creditors  f  In  1852  Mr.  Justice  Nel-  son  (8  B.  &  P.  577),  Nias  9.  Adamson 
son,  in   Stephens  v.   Cady  (14  How.  (8  B.  ft  Aid.  225),  and  Coles  v.  Banow 
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satisfies  all  the  requirements  of  the  law.     Where  the  owner 
refuses  to  execute  the  necessary  conveyances  or  is  incapable  of 

(4  Taunt.  754),  it  had  been  established  and  sold  for  the  benefit  of  the  creditor, 

that  patent  rights  of  a  bankrupt  pass  It  would  be  a  marveUons,  if  not  unjust, 

by  act  and  operation  of  law  to  his  as-  perpetuation  of  the  ideal  if  an  inventor, 

■ignees  in  bankruptcy  for  the  benefit  having  obtained  a  patent*  thus  divulg- 

of  creditors.    In  flesse  v.  Stevenson,  ing  his  secret  and  at  the  same  time 

Lord  Alvanley,  in  delivering  the  opin«  acquiring  a  property  in  it  for  practicable 

ion  of  the  court,  nsed  this  language  :  purposes,  should  be  permitted  to  hold 

'  It  is  said  that  although  by  the  assign-  it  unused  against  his  creditors  until, 

ment  every  right  and  interest,  and  every  either  by  compromise  or  the  lapse  of 

light  of  action,  as  well  as  right  of  pos-  time,   his  obligations  should   be   dis- 

sension   and  possibility  of  interest,  is  charged,  and   this,    too,    although    it 

taken  out  of  the  bankrupt  and  vested  might  be  one  which,  by  assignment  or 

in  the  assignees,  yet  that  the  fruits  of  a  upon   manufacture   of   the   thing  in- 

man's  own  invention  do  not  pass.    It  Tented,  would  readily  3rield  enough  to 

is  true  that  the  schemes  which  a  man  pay  aU  existing  liabilities.' "    57  CaL 

may  have  in  his  own  head  before  he  520  (523). 

obtains  his  certificate,  or  the  fruits  In  Ashcroft  v.  Walworth  (1872),  2 
which  he  makes  of  such  schemes,  do  not  O.  O.  546,  Shepley,  J.  :  (547)  "  It 
pass,  nor  could  the  assignees  require  might  have  been  competent  for  the 
him  to  assign  them  over,  provided  he  court  under  the  insolvent  law  to  have 
does  not  carry  his  schemes  into  effect  compelled  the  debtor  to  execute  such 
until  after  he  has  obtained  his  certificate ;  an  instrument  in  writing  as,  in  accord- 
but  if  he  avails  himself  of  his  knowl-  ance  with  the  provisions  of  the  Patent 
edge  and  skill,  and  thereby  acquires  Act,  would  have  been  effectual  to  trans- 
a  beneficial  interest,  which  may  be  the  fer  the  title  in  the  patent  to  the  as- 
■abject  of  sssignment,  I  cannot  frame  signee.  If  a  right  in  a  patent  were  such 
to  myself  an  argument  why  that  inter-  property  as  did  not  come  within  the 
0st  should  not  pass  in  the  same  manner  exceptions  of  the  insolvent  law  as  prop- 
as  any  other  property  acquired  by  his  erty  not  liable  to  attachment,  or  if  it  is 
personal  industry.*  Patent  rights  be-  of  such  a  nature  that  it  is  subject  to 
ing,  therefore,  assignable  by  the  volun-  the  operation  of  State  insolvent  laws, 
taiy  act  of  the  owner  and  by  act  and  this  would  seem  to  have  been  the  only 
operation  of  law,  it  followed  that  a  proper  and  efl^ectual  mode  to  have  made 
court  of  equity  could  compel  the  de-  it  available  for  the  benefit  of  the  credi- 
fendant  to  assign  them  to  a  receiver,  tors.  Without  such  a  conveyance  as 
to  be  sold  and  applied  to  the  satisfac-  the  statute  of  the  United  States  con- 
tion  of  judgments  against  him,  and  templates,  we  do  not  think  the  assignee 
the  supreme  court  afilrmed  the  order  acquires  any  legal  title  to  any  interest 
of  the  special  term.  *If,'  said  the  the  debtor  may  have  in  any  letters- 
court,  'the  use  of  a  monopoly  which  patent.  To  invest  the  assignee  with 
such  a  grant  confers  is  not  sufficiently  the  legal  title  the  court  must  compel  a 
productive  in  the  hands  of  the  inventor  transfer  in  conformity  with  the  require- 
to  pay  his  debts,  the  privilege  bestowed,  ments  of  the  Patent  Act."  Holmes, 
being  a  right  of  property  as  declared  by  152  (154) ;  5  Fisher,  528  (580). 
Chief  Justice  Taney,  should  be  trans-  That  the  receiver  of  an  insolvent  is 
ferred  to  the  person  designated  by  law  entitled  to  his  patents,  and  the  court 


582  .TREATISE  ON  THE  LAW  OF  PATENTS.  [BOOK  IIL 

doing  so,  it  has  been  held  that  the  court  of  equity,  in  order  to 
effectuate  its  own  decree,  may  appoint  a  trustee  to  make  the 
assignment  in  the  name  and  on  behalf  of  the  recalcitrant  or 
incapacitated  owner,  and  that  this  conveyance  is  equivalent 
to  one  executed  by  himself.^  Whether  a  State  insolvent  court 
could  exercise  the  former  power  over  the  owner  of  a  patented 
invention  depends  on  the  authority  conferred  upon  it  by  the 
local  law.  The  latter  power,  whose  existence  in  any  Qourt  is 
still  open  to  question,  must  be  derived  expressly  or  impliedly 
from  the  laws  of  the  United  States. 


SECTION  V. 

OF  THE  TRANSFER  OF  LETTERS-PATENT:    LICENSES. 

§  806.  Idoense  Defined :  DiBtdnguiehed  from  Assignment  and  Grant. 

Any  conveyance  of  an  interest  in  a  patented  invention, 

which  cannot  operate  as  an  assignment  or  a  grant,  is  a 

may  order  the  debtor  to  assign  them  to  the  patentee  or  a  fraudolent  awdgnei^ 

him/see  In  re  Reach  (1884),  14  R.  L  see  Gillett  v.  Bate  (1881),  86  N.  Y.  87 ; 

571 ;  Carver  v.  Peck  (1881),  181  Mass.  10  Abb.  N.  C.  88. 

291.  That  unpatented  inventions  cannot 

That  a  patent  may  be  reached  by  a  be  reached  by  a  creditor's  btU,  see  Gil- 
creditor's  bUl,  see  Gillett  v.  Bate  (1881),  lett  v.  Bate  (1881),  86  N.  Y.  87;  10 
86  N.  Y.  87  ;  10  Abb.  N.  C.  88.  Abb.  N.  C.  88. 

That  a  patent  may  be  subjected  to  That  an  incomplete  and  experimentd 

the  debts  of  the  patentee  by  a  creditor's  invention  cannot  be  reached  by  a  credi* 

bill,  even  against  a  fraudulent  assignee,  tor's  biU,  see  Ryan  v.  Lee  (1882),  14 

and  where  the  citizenship  of  the  parties  Mo.  App.  599. 

IS  different  the    Federal   courts   have  *  That  a  court  of  equity  may  direct 

jurisdiction,    see    Gorrell    v.    Dickson  the  sale  of  an  inventor's  interest  in  his 

(1886),  26  Fed.  Bep.  454.  patent  to  satisfy  a  judgment  against 

That  a  patent  is  assigned  by  the  him,  and  will  require  the  patentee  to 

operation  of  law  upon  the  bankruptcy  assign  as  provided  in  Sec  4898^  Rev. 

of  the  owner,  and  though  it  cannot  be  Stat.,  and,  if  he  refuses,  wiU  appoint 

seized  on  execution,  it  can  be  reached  a  trustee  to  make  the  assignment,  sea 

by  a  creditor's  bill  and  by  proceedings  Murray  v,  Ager  (1881),  20  O.  6. 1811 ; 

supplementary  to  execution,  see  Barnes  1  Mackey,  87. 

V.   Morgan    (1875),  8    Hun,    708;   6  That  a  patent  right  cannot  be  reached 

Thomp.  &  C.  105.  by  a  creditor's  bill  under  Gen.  Stat. 

That  the  want  of  novelty  or  utility  Mass.  c.  118,  §  2,  cl.  11,  see  Carver  v. 

is  no  defence  to  a  creditor's  bill  against  Peck  (1881),  131  Mass.  291. 
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license.^  A  license  is  distinguished  from  these  other  forms 
of  transferring  letters-patent  by  the  single  characteristic  that 
an  assignment  and  a  grant  transfer  the  monopoly  as  well  as 
the  invention,  while  a  license  transfers  only  the  invention 
and  does  not  affect  the  monopoly  otherwise  than  by  estopping 
the  licensor  from  exercising  its  prohibitory  powers  in  deroga- 
tion of  the  privileges  conferred  by  him  upon  the  licensee.^  . 
Whether  a  given  conveyance  carries  both  the  monopoly  and 
the  invention  is  usually  determined  by  the  language  in  which 
it  describes  the  transferred  interest  in  the  invention,  such  in- 
strument rarely  mentioning  the  monopoly  or  treating  it  as 
the  subject-matter  of  the  alienation.  Hence  if  the  interest 
in  the  invention  which  the  conveyance  purports  to  transfer 
is  one  to  which  the  law  annexes  the  monopoly,  the  instrument 
is  a  grant  or  an  assignment;  and,  on  the  contrary,  if  this 
interest  is  such  that  its  alienation  leaves  the  monopoly  still 
residing,  in  contemplation  of  law,  in  the  alienor,  the  convey- 
ance is  a  mere  license.  This  contract  of  license  is  governed 
and  defined  by  State  law,  as  distinguished  from  statutory 
Patent  Law,  and  is  subject  to  the  incidents  which  attach  to 
all  agreements.^ 

§  806.  ^  That  anything  less  than  a  That  the  sole  matter  conveyed  in  a  |  y 

grant  or  an  assignment  is  a  license,  see  license  is  the  right  not  to  be  sued,  see  \^ 

Potter  V.   Holland    (1858),    1    Fisher,  Hawks  v,  Swett  (1875),  4  Hnn,  146; 

827  ;  4  Blatch.  206.  6  Thomp.  &  C.  529. 

*  In   Sanford  «.  Messer  (1872),   2  That  a  license  may  be  granted  before 

O.  G.  470,  Shepley,  J.  :  (471)  "  Any  the  patent  issues,  see  Kelly  v.  Porter 

assignment  which  does  not  convey  to  (1883),  8  Sawyer,  482  ;  17  Fed.  Rep.  519. 

the  a.ssignee  the  entire  and  anqnalified  *  That  licenses  are  governed  by  State 

monopoly  which  the  patentee  holds  in  laws,  see  State  of  Missouri  f.  Bell  Tele- 

the  territory  specified^  or  an  undivided  phone  Co.  (1885),  28  Fed.  Bep.  539. 

interest  in  the  entire  monopoly,  is  a  That  the  Federal  courts  may  deter- 

mere  license."     5  Fisher,  411  (412)  ;  mine,  in  an  infringement  case,  whether 

Holmes,  149  (150).  there  is  an  outstanding  license  or  not, 

See  also  Theberath  v.  Celluloid  Mfg.  see  Hammacher  v.  Wilson  (1886),  26 

Co.  (1880),  3  Fed.  Bep.  148  ;  5  Bann.  &  Fed.  Rep.  239  ;  36  0.  G.  288. 

A.  577.  That  a  common  carrier,  though  li- 

That  while  an  assignment  and  grant  censed  by  a  patentee  to  carry  on  busi- 

convey  the  monopoly,  a  license  merely  ness  with  one  customer  only,  may  be 

waives  the  monopoly  as  to  the  licenses,  compelled  to  carry  it  on  with  all,  see 

see  Howe  9.  Wooldredge  (1866),  12  Al-  State  of  Missouri  v.  Bell  Telephone  Co. 

len,  IS  ;  Buss  v.    Putney   (1859),  88  (1885),  23  Fed.  Rep.  539. 

N.  H.  44.  That  a  license  under  an  expired  pat« 
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§  807.  The  Inventloii,  not  the  Monopoly,  Traniferred  bj  a 
Iiioensa. 

It  is  a  necessary  consequence  of  the  indivisibility  of  the 
monopoly  that  nothing  less  than  the  conveyance  of  the  entire 
interest  in  the  invention,  or  of  an  undivided  part  of  such  en- 
tire interest,  can  operate  upon  it  as  a  transfer.  Though  the 
subordinate  rights  in  the  invention  are  separable  and  may  be 
aliened  at  the  pleasure  df  its  owner,  the  monopoly  cannot  be 
subdivided  to  correspond  with  them  and  be  transferred  with 
them  to  independent  ownera.  The  monopoly  remains  in  him 
on  whom  the  issue  of  the  letters-patent  conferred  it,  until  he 
transfers  to  another  person  all  the  rights  for  whose  vindica^ 
tion  the  monopoly  was  created,  or  makes  that  other  person  a 
joint-owner  with  himself.  As  long,  therefore,  as  any  interest 
resides  in  him  to  which  the  monopoly  must  attach,  the  inter- 
ests which  he  conveys  to  others,  unless  they  thereby  become 
jointly  interested  with  himself,  are  interests  in  the  invention 
merely,  not  affecting  the  monopoly;  and  however  extensive 
in  its  terms  the  instrument  transferring  them  may  be,  it  still 
leaves  the  monopoly  in  him.^  The  only  alienation  which  can 
carry  the  monopoly  is  that  of  the  exclusive  right,  or  of  an 
undivided  interest  in  the  exclusive  right,  to  practise  the  in- 
vention, including  the  exclusive  right  to  make,  the  exclusive 
right  to  use,  and  the  exclusive  right  to  sell  the  patented 
invention.^ 

§  808.  Any  Transfer  of  less  than  the  Bntire  Interest  in  the  Pat- 
ented Invention,  or  an  undivided  part  of  such  Bntire 
Interest,  la  *a  Ucense. 

Judged  by  this  test  every  conveyance  which  does  not 
transfer  the  exclusive  right,  or  an  undivided  interest  in  the. 
exclusive  right,  to  practise  the  invention  is  a  license.^    AH 

ent,  among  others,  is  no  evidence  of  Fed.  Bep.  100 ;  87  0.  O.  781 ;  McKay 

fraad,  since  all  parties  are  charf^ble  v,  Jackman  (1883),  17  Fed.  Kep.  641. 
with  notice  as  to  the  term  of  patents,         §  807.  ^  See  §§  753-758,  and  notes, 

see  Pope  Mfg.  Co.  v.  Owsley  (1886),  27  ante,  for  a  more  extended  discussion  of 

Fed.  Rep.  100  ;  37  0.  Q.  781.  these  principles. 

That  a  license  taken  to  avoid  a  suit         '  See  §  763  and  notes,  arUe, 
is  not  taken  under  duress  or  fi-aud,  see         §  808.  ^  That  any  grant  which  does 

•Pope  Mfg.  Co.  V.   Owsley  (1880),  27  not  convey  either  an  undivided  interest 
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alienations  of  the  right  to  make,  or  the  right  to  use,  or  the 
right  to  sell,  or  of  the  right  to  make  and  use,  or  of  the  right  to 
make  and  use  and  sell,  are  merely  licenses.'  All  transfers  of 
the  exclusive  right  to  use,  or  of  the  exclusive  right  to  make 
and  use,  or  of  the  exclusive  right  to  use  and  sell,  are  also 
simple  licenses.'  Conveyances  of  the  exclusive  right  to  use 
in  a  certain  manner,  or  of  the  exclusive  right  to  make  and 
use  and  sell  in  a  particular  form  or  for  a  particular  purpose, 
are  only  licenses.^    But  an  instrument  conferring  the  exclu- 

or  an  exclusive  local  interest,  is  a  mere  give  his  employer  the  benefit  of  his  in« 
license,  see  Nelson  v.  McMann  (1879),  ventions  is  a  license,  not  a  grant,  see 
16  Blatch.  189 ;  4  Bann.  k  A.  203  ;  16  Whiting  v.  Graves  (1878),  IS  0.  G.  456  ; 
0.  G.  761.  8  Bann.  &  A.  222. 

That  any  grant  less  than  an  ezclu-  That  an  agreement  between  conflict' 
rive  right  within  a  given  territory,  is  ing  patentees  for  a  common  use  of  their 
a  mere  license,  see  Sanford  v.  Messer  patents,  and  the  matual  defence  of  their 
(1872),  2  0.  G.  470  ;  5  Fisher,  411  ;  rights,  is  not  an  assignment,  but  a 
Holmes,  149 ;    Farrington  v.  Gregory    mere  license  to  each  to  ose  the  inven- 

(1870),  4  Fisher,  221 ;  Qayler  v.  Wilder  tions  of  the  other,  see  Aaltman  v. 
(1850).  10  How.  477.  HoUey  (1873),  5  0.  G.  8. 

>  That  the  grant  of  a  right  to  use  That  the  conveyance  of  a  right  to 
and  sell  only,  but  not  to  make,  is  a  canvass  for  and  sell  the  patented  article 
mere  license,  see  Sanford  v.  Messer  as  an  agent,  conveys  no  interest  in  the 
(1872),  2  0.  G.  470  ;  6  Fisher,  411  ;  monopoly,  and  may  be  oral,  see  Spring- 
Holmes,  149.  field  V.  Drake  (1876),  58  N.  H.  19. 

That  a  grant  *'  to  use  and  sell  *'  in  a         *  That  an  ezdnrive  territorial  right 

given  territory  is  a  mere  license,  see  ^^  use  and  sell,  bat  not  make,  is  a  mere 

Farrington  v.  Gregory  (1870).  4  Fisher,  license,  see  HiU  v,  Whitcomb  (1874),  5 

221.  0.  G.  430  ;  Holmes,  817  ;  1  Bann.  &  A. 

That  an  agreement  that  the  promisee  84  ;  Sanford  v.  Messer  (1872),  5  Fisher, 

may  make  and  sell  in  a  given  territory,  411  ;  2  0.  G.  470  ;  Holmes,  149. 
is  a  mere  license,  see  Gayler  v.  Wilder        That  the  grant  of  the  sole  right  to 

(1850).  10  How.  477.  sell  the  patented  article  within  certain 

That  an  agreement  by  the  patentee  territory  does  not  carry  any  part  of  the 

not  to  sue  or  disturb  one  who  uses  the  patent  right,  but  is  a  mere  license,  the 

invention  is  only  a  license,  not  affecting  grantor  still  owning  the  entire  patent, 

the   patent    right,   see    BuU  v.   Pratt  see  Ingalls  v.  Tice  (1882),  14  Fed.  Rep. 

(1815),  1  Conn.  842.  297  ;  22  0.  G.  2160. 

That  a  conveyance  of  the  power  to         That  an  irrevocable  and   ezclurive 

sell,  use,  and  grant  to  others  the  right  power  to  act  as  " sole  agent"  for  mak- 

to  use  the  patented  device  within  cer-  ing  and  selling,  to  retain  his  commis- 

tain  territory  for  a  certain  period,  is  not  sion,  and  pay  the  balance  to  the  princi- 

a  mere  power  of  attorney,  but  a  contract  pal,  is  not  an  assignment  but  a  mere 

vesting  rights  in  the  grantee,  see  Bur*  license,  see  Kempton  v.  Bray  (1868), 

dell  V.  Denig  (1875),  92  U.  S.  716.  99  Mans.  850. 

That  the  contract  of  a  workman  to         ^  That   the  grant  of   an  exclusive 
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sive  right  to  make  and  sell  carries  the  entire  invention, 
since  the  exclusive  right  conferred  gives  to  the  alienee  com- 
plete dominion  over  the  use  also,  and  thus  transferring  the 
monopoly  becomes  either  an  assignment  or  a  grant^  These 
limitations  of  the  interest  transferred  maj  appear  either  in 
the  description  of  the  interest  itself,  or  in  the  reservation  of 
rights  to  the  alienor,  or  may  be  implied  from  the  remaining 
portions  of  the  contract.  The  conveyance  of  the  entire  inter- 
est in  the  patented  invention,  reserving  to  the  alienor  a  right 
to  make  it,  or  a  right  to  sell  it,  even  though  not  exclusive, 
vests  in  the  alienee  only  an  independent  partial  interest  and 
makes  him  a  mere  licensee.^  The  transfer  of  the  entire  in- 
right  to  make  and  sell  one  form  of  the  That  a  non-ezclasive  right  to  make 
invention  is  a  mere  license,  see  Nellis  v,  and  sell  is  a  mere  license,  see  Dorsey 
Fenuock  Mfg.  Ck>.  (1882),  22  0.  G.  Bevolving  Harvester  Rake  Co.  v.  Bnd- 
1131 ;  18  Fed.  Rep.  451.  ley  Mfg.  Co.  (1874),  12  Blatch.  202; 

That  the  grant  of  a  right  to  use  for  a    1  Bann.  k  A.  830  ;  Hussey  p.  Whitely 
specific  purpose  is  a  mere  license,  see     (1860),  1  Bond,  407  ;  2  Fisher,  120. 
Bogart  V,  Hinds  (1885),  33  0.  Q.  1268  ;         That  the  purchaser  of  an  exclusive 
25  Fed.  Bep.  484.  privilege  of  making  and  selling  acquires 

That  the  grant  of  the  exclusive  use  an  interest  in  the  franchise  secured 
of  an  invention  for  a  certain  purpose  in  a  by  the  patent,  see  Mitchell  v,  Hawley 
certain  territory,  and  for  a  certain  time,  (1878),  16  Wall.  544  ;  8  0.  G.  241  ;  6 
is  a  mere  license,  see  Oliver  v,  Rnmford    Fisher,  831. 

Chemical  Works  (1883),  100  U.  S.  75  ;  That  an  assignment  of  the  exclnsiva 
25  0.  G.  784.  right  to  make,  use,  and  sell,  and  to  vend 

That  a  right  to  make,  use,  and  sell  to  others  to  use  and  sell,  carries  the  entire 
for  a  particular  purpose,  in  specified  interest,  although  the  right  to  seU  the 
places,  is  only  a  license,  see  Gamewell  privilege  of  making  is  not  mentioned. 
Fire  Alarm  Telegraph  Co.  v.  Brooklyn  and  not  reserved  to  the  assignors,  see 
(1882),  14  Fed.  Rep.  255  ;  22  0.  G.  Pickhardt  v.  Packard  (1884),  28  Blatch. 
1978.  23  ;  30  0.  G.  179  ;  22  Fed.  Rep.  530. 

That  an  exclusive  license  to  make  That  the  grant  of  an  "exclusive 
or  use  for  special  purposes  is  not  an  right  to  make  and  sell "  the  invention 
assignment,  see  Dorsey  Revolving  Har-  *'in  the  United  States  for  the  whole 
vaster  Rake  Co.  v,  Bradley  Mfg.  Co.  term  **  of  the  patent,  is  an  assignment 
(1874),  12  Blatch.  202  ;  1  Baiin.  &  A.  of  the  whole  patent  and  there  is  no 
830.  right  left  in  the  assignor,  see  Nellis  o. 

>  That  the  conreyance  of  the  exclu-  Pennock  Mfg.  Co.  (1882),  13  Fed.  Rep. 
sive  right  to  make  and  sell  carries  the  451  ;  22  0.  G.  1131. 
right  to  use,  see  Nellis  v,  Pennock  Mfg.  *  That  any  reservation  of  a  right  in 
Co.  (1882),  22  O.  G.  1131  ;  13  Fed.  Rep.  the  grantor  renders  the  grant  a  license, 
451  ;  TumbuU  v.  Weir  Plow  Co.  (1880),  not  an  assignment,  see  Hussey  v.  Whitely 
23  0.  G.  91 ;  9  Bissell,  334 ;  5  Bann.  (1860),  1  Bond,  407  ;  2  Fisher,  120. 
&  A.  288  ;  14  Fed.  Rep.  108.  That  a  grant,  reserving  the  right  of 
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terest  with  a  reservation  of  the  right  to  use,  however,  pves 
to  the  alienee  an  absolute  control  over  the  patented  invention, 
because  without  a  making  and  a  selling  there  can  be  no  use, 
and  hence  such  a  conveyance  is  regarded  as  an  assignment 
coupled  with  a  license  to  the  alienor  to  use  the  patented  in- 
vention whenever,  through  the  exercise  of  his  rights  by  the 
alienee,  the  former  may  be  able  to  procure  it  J  The  covenants 
en^braced  in  the  instrument  may  similarly  determine  whether 
the  conveyance  is  an  assignment  or  a  license.  When  they 
impose  such  obligations  on  the  parties  as  can  exist  only  while 
the  monopoly  remains  in  the  alienor,  the  granting  clause  and 
the  description  must  be  regarded  as  relating  to  the  invention 
alone,  and  the  instrument  itself  construed  to  be  a  license.  A 
covenant  on  the  part  of  the  alienor  to  protect  the  alienee  by 
prosecuting  infringers,  for  example,  indicates  that  in  whatever 
terms  the  interest  transferred  may  be  described,  the  prohibi- 
tory powers  are  still  in  the  alienor,  that  the  interest  conveyed 
is,  therefore,  less  than  the  entire  interest  or  an  undivided  part 
thereof,  and  that  the  transfer  operates  only  as  a  license.' 

making  to  the  grantor,  is  only  a  license,  That  a  patentee  who  sells  all  his 

see  Hamilton  v.  Kingsbury   (1880),  4  interest  in  the  patent,  reserving  a  right 

Fed.    Rep.  428 ;    17   Blatch.   460  ;  17  to  certain  specified  uses  of  the  inveA- 

0.  G.  847  ;  5  Bann.  &  A.  157  ;  Sanford  tion,  is  no  longer  an  owner  but  a  mere 

9,  Measer  (1872),  Holmes,  149  ;  2  0.  G.  licensee  under  his  assignee,  see  Frank- 

470 ;  5  Fisher.  411.  fort  Whiskey  Process    Co.   v.   Pepper 

That  a  grant  reserving  to  the  grantor  (1885),  26  Fed.  Rep.  886. 

certain  uses  of  the  invention  is  a  mere  That  a  contract  for  an  exclusive  right 

license,  see  Ex  parte  Paine  (1878),  18  to  make,  oonstroct,  and  use  in  a  given 

0.  G.  408.  State,  and  to  sell  to  others  to  be  used, 

That  an  assignment  of  the  entire  but  reserving  to  the  grantor  the  right  to 

Interest  in  the  patent,  within  a  certain  seU  devices  of  his  own  make  in  the  State, 

territory,  but  reserving  to  the  assignor  though  neither  an   assignment  nor  a 

the  right  to  sell  devices  of  his  own  grant,  is  more  than  a  mere  license  and 

making,  is  a  mere  license,  see  Hussey  is  assignable,  and  vests  a  fixed  right  in 

V,  Whitely  (1860),  2  Fisher,   120 ;  1  the  purchaser,   see    Pitts  v.  Jameson 

Bond,  407.  (1858),  15  Barb.  810. 

^  That  the  conveyance  of  all  rights  *  That  the  presence  in  the  instru- 

in  the  invention  within  certain  territory,  ment  of  a  covenant  binding  the  grantor 

except  the  right  to  use  the  patented  to  protect  the  grantee  by  suit,  etc., 

device  for  a  certain  specific  purpose,  is  a  shows  that  the  instrument  is  a  mere 

grant  of  the  invention  to  the  assignee,  license,  see  Theberath  v.  Celluloid  Mfg. 

and  a  special  license  back  to  the  as-  Co.  (1880),  5  Bann.  ft  A.  577  ;  8  Fed. 

signor,  see  Littlefield  v.  Perry  (1874),  Bep.  148. 
21  Wall  205 ;  7  O.  G.  964. 
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§  809.   Lioense   may   be   either   Eacpreee   or   Implied:   Ezpreee 
Ucensee. 

A  license  may  consist  in  an  express  agreement  between 
the  owner  of  the  patented  invention  and  the  licensee,  or  it 
may  be  implied  from  circumstances.  An  express  license  may 
be  oral  or  in  writing,  and  when  in  writing  it  may  take  any 
form  that  can  be  legally  interpreted  as  a  conveyance  of  those 
interests  which  a  license  is  sufficient  to  transfer.^  Thus,  if 
an  instrument  attempting  to  convey  the  entire  interest  in  tlie 
patented  invention,  or  an  undivided  portion  of  it,  is  insuffi- 
cient for  that  purpose,  it  may  still  be  valid  as  a  license.^  A 
contract  for  such  conveyance,  or  an  agreement  to  bestow  a 
license,  when  accepted  and  acted  on  by  the  proposed  licensee, 
has  the  same  effect.^  A  compromise  of  litigated  claims  in 
which  each  party  abandons  all  his  rights  to  interfere  with  or 
restrain  the  other,  or  one  by  which  the  contending  parties 
league  together  for  the  common  enjoyment  and  common 
defence  of  their  respective  inventions,  are  other  forms  which 
this  mode  of  conveyance  may  assume,  and  which  are  equally 
valid  with  licenses  of  greater  definiteness  of  expression,  pro- 
vided the  intention  of  the  parties  to  transfer  the  proper  inter- 
ests can  be  clearly  ascertained.^    The  scope  of  an  implied 

{  809.  ^  That  a  license  need  not  be        *  That  where  the  parties  to  a  suit 

written,  see  Buss  v,  Patnej  (1859),  38  compromise  it  by  an  agreement  allowing 

N.  H.  44  ;  Potter  v.  Holland  (1858),  each  partj  to  do  what  he  pleased,  with- 

4  Blatch.  206  ;  1  Fisher,  827.  out  regard  to  their  conflicting  claims, 

*  That  a  contract  for  any  part  of  the  it  is  a  license,  see  Troy  Iron  &  Nail 
patent  right  may  be  good  as  a  license,  Factoiy  v.  Coming  (1849),  1  Blatch. 
see  Gayler  v.  WUder  (1850),  10  How.  467. 

477.  That  an  agreement,  in  settling  a  iiait» 

That  an  optional  contract  to  pur-  that  the  defendant  has  infringed  and 

chase  a  patent  does  not  operate  as  a  has  paid  for  it,  is  no  license  for  the 

license  to  the  vendee's  licensees  to  make  future,  see  Pickering  v.  Phillips  (1876)9 

an  infringing  article  during  the  option,  4  Clifford,  S8S ;  2  Bann.  &  A.  417  ;  10 

see  Iowa  Barb  Steel  Wire  Co.  v.  South-  0.  G.  420. 

em  Barbed  Wire  Co.  (1887),  SO  Fed.         That  where  a  written  license  is  found 

Bep.  615  ;  40  0.  G.  578.  in  the  hands  of  the  licensee,  a  person 

*  That  an  agreement  to  license,  if  who  claims  that  it  was  delivered  as  an 
acted  on,  becomes  an  actual  license  escrow  must  prove  it,  see  Mellon  v.  Dela- 
aocording  to  the  intent  of  the  parties,  ware,  Lackawanna,  &  Western  B.  B» 
■ee  Magic  Ruffle  Co.  v.  Elm  City  Ca  Co.  (1882),  21  0.  G.  1616. 

(1875),  18  Blatch.  151 ;  2  Bann.  &  A. 
152  ;  8  0.  G.  778. 
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license  is  determined  by  the  circnmstances  out  of  which  it 
has  arisen.^ 

§  810.   BzpreM  Lloenses  may  Cover  one  or  more  of  the  Rights 
Bmbraoed  in  the  Invention. 

A  license  may  relate  to  any  or  to  all  of  the  subordinate 
rights  embraced  in  the  invention.  These  rights  are  in  their 
nature  independent  of  each  other,  and  can  be  exercised  either 
separately  or  together,  and  can  vest  in  different  persons  or  in 
a  single  individual.  It  is  optional  with  the  owner  of  the 
patented  invention  to  divide  them,  and  to  confer  upon  one 
licensee  the  right  to  make,  upon  another  the  right  to  use, 
and  upon  another  the  right  to  sell,  or  to  bestow  the  three,  or 
any  two  of  them,  on  the  same  licensee.^  To  which  and  to 
how  many  of  these  rights  a  given  license  relates  depends 
upon  its  terms,  interpreted  by  the  intention  of  the  parties  as 
shown  by  all  the  circumstances  of  the  case. 

§  811.    Xbqpreee  Zdoenses :  Ucenee  to  Make. 

A  license  to  make  confers  upon  the  licensee  the  right  to  con- 
struct the  article  which  is  described  and  claimed  in  the  letters^ 
patent.  If  conferred  alone,  it  gives  the  licensee  no  right  to  use 
or  sell  the  article  when  constructed,  and  hence  is  generally 
<}oupled  expressly  with  one  or  the  other  of  these  additional 
rights,  as  in  licenses  to  make  and  use,  or  to  make  and  sell.^ 
Where  the  express  words  of  the  license  embrace  only  the 
right  to  make,  and  the  other  rights  are  necessary  to  enable 

*  That  the  scope  of  an  implied  li-  priyileges  distinct,  if  he  can  find  per- 

eense  is  ascertained  from  the  circnm-  sons  willing  to  pay  for  one  without  the 

stances,  see  Montross  v.  Mabie  (1887),  right  to  enjoy  either  of  the  others.     Ekich 

41  0.  G.  981  ;  80  Fed.  Rep.  284.  case,   however,  must  be  judged  of  as 

S  810.   1  In    Steam   Cutter  Co.   v.  well  by  the  terms  of  the  grant  of  privi- 

Sheldon  (1872),  10  Blatch.  1,  Wood-  lege,  as,  also,  by  the  situation  of  the 

raff,  J.  :  (8)  '*  True,  the  patent  granted  parties  or  the  circumstsnces  under  which 

to  an  inventor  confers  upon  him  the  they  act."    5  Fisher,  477  (484). 
right  to  make,  to  use,  and  to  vend  to        See  also  Porter  Needle  Co.  v.  National 

others  to  be  used ;  and  it  is  possible  for  Needle  Co.  (1888),  17  Fed.  Rep.  586. 
him,  in  granting  to  others  a  share  in        §  811.  ^  That  the  right  to  make  is 

his  exclusive  right,  to  limit  the  privilege  distinct  from  the  right  to  use,  see  Bick* 

granted,  as  he  may  see  fit»  and  it  is,  nell  v.  Todd  (1851),  5  McLean,  28d. 
therefore,  possible  for  him  to  keep  these 
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the  licensee  to  derive  any  advantage  from  the  license,  the  pre- 
sumption that  the  licensor  intended  that  the  right  conveyed 
should  be  beneficial  to  the  licensee  controls  the  interpretation 
of  the  license,  and  extends  it  to  include  the  right  to  use  or 
sell,  rather  than  permit  it  to  be  practically  void.  Thus  a 
license  to  make  the  invention,  conferred  upon  a  licensee  in 
whose  business  the  thing  made  is  ordinarily  employed,  car- 
ries by  implication  a  right  to  use  it  when  constructed.  A 
similar  license  to  a  manufacturer  of  articles  for  sale,  who  has 
no  use  for  this  particular  article  when  made,  authorizes  him 
to  sell  as  well  as  make  it.^  The  scope  of  the  license  is  gov- 
erned by  the  same  presumption.  A  license  to  make  an  arti- 
cle which  is  covered  by  several  patents,  all  owned  by  the 
same  licensor,  is  a  license  under  each  of  these  patents,  to 
whatever  extent  the  making  of  the  invention  may  require.* 

§  812.    Xbqpress  Ziioenses :  License  to  Use. 

A  license  to  use  varies  in  signification  according  to  the 
nature  of  the  invention  to  which  it  relates.  When  the  inven- 
tion is  an  art  a  license  to  use  it  is  a  license  to  practise  the 
invention,  and  confers  a  right  to  do  whatever  the  specification 
of  the  patent  may  prescribe  or  suggest,  no  other  form  of 
license  being  appropriate  to  this  class  of  inventions.  When 
the  invention  is  an  instrument,  however,  a  license  to  use  be- 
stows merely  the  right  to  employ  the  completed  article  for 
practical  purposes,  but  not  the  right  to  make  it  nor  to  sell  it.^ 

^  In  Steam  Cutter  Co.  v.  Sheldon  wholly  dependent  on  the  will  of  the 

(1872),  10  Blatch.  1,  Woodraff,  J. :  (8)  patentee."    5  Fisher,  477  (484). 
*'  If  a  pai-ty  engaged   exclasivelj   in        '  That  a  general  grant  of  the  right 

the  construction  of  machines  of  various  to  make  the  patented  device,  hy  the 

kinds,  for  sale  to  others,  were  to  receive  owner  of  two  patents  which  cover  the 

a   license  to  manufacture  a  patented  making,  confers  the  right  under  hoth 

machine,  for  a  consideration  presently  patents,  see  Day  v.  Stellman  (1859),  I 

paid  to  the  patentee,  a   construction  Fisher,  487. 

which  would  deny  him  all  opportunity        That  a  license  under  a  foreign  patent 

to  make  the   privilege  of  any  value,  does  not  authorize  the  licensee  to  make 

forbidding  his  sale    of   the   machines  the  articles  abroad  for  sale  here^  see 

when   manufactured,  should   be   very  Soci^t^  Anonyme  v.  Tilghman's  Patent 

clearly  imported  by  the  license,  or  the  Sand  Bhist  Co.  (1883),  L.  R.  25  Ch. 

court  would  hold  that  the  parties  meant  D.  1. 

that  he  should  derive  some  benefit  from         §  812.  ^  In   Steam   Cutter   Co.  «. 

the  license,  and  not  be  left  thereafter  Sheldon  (1872),  10  Blatch.  1,  Wood- 
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In  the  absence  of  express  restrictions  in  the  license,  this  right 
of  use  is  unlimited  as  to  place,  quantity  and  method,  and  may 
be  continued  during  the  term  for  which  the  patent  has  been 
granted,  although  the  use  must  be  confined  to  the  precise 
invention  covered  by  the  patent  of  the  licensor .*  Express" 
restrictions  as  to  place,  time,  quantity  or  mode  of  use,  are 
binding  on  the  licensee  and  render  all  use  contrary  to  such 
restrictions  an  infringement  of  the  patent.  A  license  to 
use  within  a  certain  district  only,  or  at  a  certain  shop,  or  on 
a  certain  line  of  railway,  gives  no  authority  to  the  licensee 
or  his  vendees  to  employ  the  invention  in  another  district,  or 
at  a  different  shop,  or  on  a  new  or  an  extended  line  of  rail- 
way.'   A  license  to  use  a  specified  number  of  the  patented 

niff,  J.  :  (8)  "  On  the  other  hand,  when        That  the  sale  of  a  machine  with  right . 

the  patentee,   having  made  machines,  to  use  a  patented  article  therewith  gives 

sells  one  with  the  right  to  use  the  same,  a  license  to  nse  the  article,  but  is  not 

hb  grant  may,  with  propriety,  be  limited  an  assignment  and  need  not  be  in  writ- 

to  the  particular  machine  sold  ;  and  it  ing,  see  Buss  v.  Putney  (1859),  38  N. 

is  also  dear  that  such  a  sale  would  H.  44. 

(unless  limited  in  terms,  or  by  special         *  In    Dorsey    Revolving   Harvester 

circumstances),  import  the  right  to  use,  Rake  Co.  i;.  Bradley  Mfg.  Co.  (1874), 

although  not  so  expressed.     So,  a  sale  12  Blatch.   202,  Woodruff,  J.  :  (204) 

of  a  patented  invention  to  a  dealer,  not  "The  right  to  make  and  vend,  and  the 

for  use  but  for  sale  to  others,  would  right  to  use,  are  completely  severable ; 

carry  with  it  the  right,  in  the  ultimate  and,  while  a  grant  of  the  right  to  make 

purchaser,  to   use  the  machine   sold,  and  sell  to  others  might  be  deemed  to 

Limitations    in    respect   to   territorial  imply  the  right  in  the  purchasers  to 

limits,  extent  of  use,  and  the  like,  may  use  the  thing  purchased,  a  patentee  may 

be,  and  in  general  are,  provided  by  ex-  restrict  the  use.  The  patent  as  effectually 

press  terms  or  stipulations.**    6  Fisher,  secures  to  him  a  monopoly  of  the  right 

477  (484).  to  use  as  it  does  of  the  right  to  make. 

*  That  a  license  does  not  authorize  The  patentee  or  his  assignee  may,  there- 

the   use  of  any  other  invention   than  fore,  give  the  exclusive  right  to  make 

the  one  described  in  the  license,  though  and  sell  for  use  within  certain  territory  ; 

invented  by  the  same  licensee,  see  Mil-  and  such  a  restriction  would  be  entitled 

ler's  Falls  Co.  v,  Ives  (1877),  14  0.  G.  to  enforcement.**    1  Bann.  &  A.   830 

203  ;   14  Blatch.  169  ;  2  Bann.  &  A.  (332). 
574.  That  a  license  to  use  within  a  certain 

That  the  sale  of  an  invention,  the  use  .  district  confers  no  rights  beyond  the 
of  which  involves  the  use  of  a  process  limits  of  that  district,  see  Chambers  o. 
patented  by  the  same  grantor,  is  a  Smith  (1870),  5  Fisher,  12 ;  Wood- 
license  to  use  the  process,  see  Downton  worth  v.  Cook  (1850),  2  Blatch.  151. 
V,  Yaeger  Milling  Co.  (1879),  17  0.  G.  That  a  right  to  use  in  one  place  only 
906  ;  1  McCrary,  26  ;  5  Bann.  &  A.  makes  a  user  in  any  other  place  an  in- 
112  ;  1  Fed.  Rep.  199.  fringement,  but  such  infringement  does 


592         TREATISE  ON  THE  LAW  OP  PATENTa    [BOOK  m. 

articles,  or  to  use  the  patented  process  for  the  production  of 
a  certain  quantity  of  its  results,  does  not  empower  the  licensee 
to  use  a  greater  number  or  produce  a  greater  quantity,  even 
though  he  is  willing  to  pay  the  licensor  additional  royalties 
or  license-fees  in  proportion  to  the  increase  of  his  use  of  the 
inyention.^    A  license  to  use  for  a  given  purpose  only,  or  in 

not  revoke  the  right  to  nae  in  the  place  to  nse  a  patented  deyiee  on  their  road 

specified,  see  Steam  Cntter  C!o.  v.  Shel-  extends  no  farther  than  the  road  was 

don  (1872),  10  Blatch.   1 ;  5  Fisher,  built  and  used  by  it  at  the  time  the 

477.  license  was  giyen,  the  nse   on  roads 

That  a  machine  licensed  to  be  need  bmlt  or  leased  afterwards  not   being 

in  certain  territory  cannot  be  used  else-  protected,  see  Emigh  r.  Chicago,  Bnr^ 

where  by  other  purchasers,  and  a  de-  lington,  &  Quincy  R.   R.  Co.  (1863), 

mand  by  an  agent  for  royalties  properly  1  Bissell,  400  ;  2  Fisher,  387. 

due  cannot  ratify  its  improper  use,  see  That  a  license  to  nse  the  inyention 

Wicke  v»  Kleinknecht  (1874),  1  Bann.  on  a  railroad  fiffy-eight  miles  long  does 

&  A.  608  ;  7  0.  G.  1098.  not  confer  the  right  to  use  it  on  a  new 

That  the  purchaser  of  a  machine  road  owned  by  the  same  licensee,  see 

from  one  who  has  a  right  to  use,  and  Emigh  v.  Chicago,  Burlington,  &  Quincy 

to  sell  to  others  to  be  used,  only  in  a  B.  R.  Co.   (1863),   2  Fisher,  387 ;  1 

certain  territory,  has  no  right  to  use  it  Bissell,  400. 

elsewhere,  and  if  he  does,  is  liable  for  That  a  license  to  nse  a  deyiee  on  % 

royalties  to  the  patentee,  see  Burke  «•  certain  railroad  does  not  cany  the  right 

Partridge  (1878),  58  N.  H.  349.  to  use  the  device  on  the  cars  of  the 

That  a  license  to  manufacture  '*at  licensee  over  whatever  railroad  they  may 

their  shop,"  in  a  place  described,  is  not  be  run,  see  Hodge  v.   Hudson  Biver 

transferable,  see  SearlsD.Bouton  (1881),  Railroad  Co.  (1868),  6  Blatch.  U;  3 

21  0.  6. 1784  ;  20  Bktch.  426 ;  12  Fed.  Fisher,  410. 

Rep.  110.  That  a  railroad  company,  running 

That  a  license  to  one  to  use  "  at  his  its  cars  on   another  railroad,  is   not 

own  establishment "  does  not  cover  a  operating  said  road  within  the  meaning 

use  at  a  shop  owned  by  himself  and  of  a  license  granted  "to  the  operator** 

others,   see    Rubber   Co.   v,   Goodyear  of  such  road,   see  Hodge   o.   Hadaon 

(1869),  9  Wall.  788.  Biver  Railroad  Ca   (1868),  6  Blatch, 

That  the  sale  of  certain  buildings  85 ;  8  Fisher,  410. 

and  machinery  with  the  right  to  use  That  a  license  to  nse  the  patented 

.  certain  patented  processes,  gives  no  li-  device  "  on  any  rood  now  or  hereafter 

cense  to  use  the  processes  elsewhere,  owned,"  etc.,  covers  its  nse  on  all  ma* 

see  Wetherellv.  Passaic  Zinc  Co.  (1872),  chines  on  such  roads,  see  Matthew  «. 

2  0.  G.  471 ;  9  Phila.385  ;  6  Fisher,  50.  Pennsylvania  R.  R.  Ca  (1881),  8  Fed. 

That  a  personal  license  to  use  a  pat-  Rep.  45. 

ented  device  in  one  certain  shop  does  *  That  a  license  based  on  the  pre-pay* 

not  forbid  its  being  made  elsewhere,  ment  of  a  specific  sum  for  each  machine 

see  Wood  v.  Wells,  Crittenden  &  Co.  used,  wiU  not  permit  the  use  of  other 

(1878),  6  Fisher,  382.  machines  unless  paid  for  in  the  same 

That  a  license  to  a  railway  company  manner,    see   Wooster    v.    Seidenberg 
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a  particular  manner,  or  for  a  period  less  than  tbe  duration 
of  the  patent,  binds  tbe  licensee  with  equal  strictness,  and 
makes  him  liable  as  an  infringer  for  any  excess  of  use  be- 
yond what  is  distinctly  conferred  upon  him.^  In  licenses  to 
use  the  law  often  implies  the  grant  of  other  powers  which  in 
the  case  in  question  are  essential  to  the  enjoyment  of  the 
right  to  use.^  A  license  to  use  a  specific  article  carries  the 
right  to  repair  it  as  long  as  its  identity  remains.^  A  license 
to  use  a  certain  number  of  articles  bestows  the  right  to  keep 
the  number  in  use  complete,  by  purchasing,  or  if  necessary  by 
making,  new  ones  as  the  old  are  worn  out  or  destroyed.^ 

§  813.    XbqpreM  Uoenses :  License  to  Sell. 

A  license  to  sell  confers  the  right  to  vend  the  patented 
article.    Being  comparatively  valueless  without  the  right  to 

(1875),  10  0.  O.  244  ;  18  Blatch.  88  ;  ezclasive  right  to  lue  and  to  sell  to  be 
8  Bann.  &  A.  91.  used,"  resembg  to  the  assignor  the 
That  the  tender  of  an  agreed  price  right  to  make  "for  himself  and  hia 
per  machine  for  machines  used  beyond  representatiyes,**  gives  to  the  licensee 
the  scope  of  the  license  does  not  cure  an  the  right  to  make  the  invention,  since 
infringement  consisting  in  the  use  of  without  it  the  license  would  be  value- 
such  machines,  see  Steam  Cutter  Co.  v.  less,  see  Hamilton  i;.  Kingsbury  (1878), 
Sheldon  (1872),  10  Blatch.  1 ;  5  Fisher,  15  Blatch.  64  ;  14  0.  G.  448  ;  8  Bann. 
477.  &  A.  346. 

*  That  a  license  to  use  only  upon  That  an  exclusive  license  to  a  person 
specified  conditions  confines  the  use  to  and  his  assigns  to  make  and  use  in- 
sach  conditions,  see  Woodworth  v.  Cook  dudes  a  right  to  sell  without,  express 
(1850),  2  Blatch.  151.  words  to  that  effect,  see  Bellas  v.  Haya 

That  the  words  '<  licensed   to  use  (1819),  5  S.  &  R.  427. 
once  only,"  if  stamped  on  an  invention,        ^  That  a  gratuitous  universal  license 

is  notice  that  it  is  used  under  such  to  use  machines  confers  the  right  to  use 

a  license  and  that  the  license  expires  on  them  until  they  are  used  up,  see  Woos* 

its  first  use,  see  American  Cotton  Tie  ter  v.  Sidenberg  (1875),  18  Blatch.  88; 

Supply  Co.  0.  Bullard  (1879),  17  O.  0.  2  Bann.  &  A.  91 ;  10  0. 0.  244. 
389  ;  17  Blatch.  160  ;  4  Bann.  k  A.         That  a  license  '<  to  use  to  the  ez- 

620.      Contra :  American  Cotton  Tie  tent  of  one  machine "  includes  the  right 

Supply  Co.  r.  Simmons  (1878),  13  0.  O.  to  make  for  such  use  and  to  repair  in- 

967  :  8  Bann.  &  A.  820.  definitely,  see  Steam  Cutter  Co.  v.  Shel- 

That  a  license  granted  for  a  certain  don  (1872),  10  Blatch.  1 ;  5  Fisher,  477. 
period  to  a  person,  but  not  to  **hU        <  That  the  grant  of  a  right  **touSe 

assigns,*'  will  expire  at  his  death,  see  any  number  of*  the  patented  devices, 

Oliver   v.   Rumford   Chemical   Worka  carries  the  right  to  make  them  and  have 

(1883),  109  U.  S.  75  ;  25  0.  G.  784.  them  made,  see  Steam  Stone  Cutter  Co. 

*  That  a  license  to  one  man  and  "his  tf.  Shortsleeves  (1879),  16  Blatch.  881 ; 
legal  representatives  "  of  the  "  full  and  4  Bann.  k  A.  864. 

.  VOL.  II.  —  88 
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product  the  articles  to  be  sold,  it  is  usuallj  coupled  with  a 
license  to  make.  Whether  granted  alone,  or  in  connection 
with  the  right  to  construct  the  invention,  it  may  be  restricted 
as  to  time,  place,  and  quantity,  and  by  such  restrictions  the 
licensee  is  bound  as  rigidly  as  in  the  case  of  a  license  to  use. 
In  this,  as  in  all  other  instances  where  a  license  covers  two 
or  more  rights,  the  restrictions  may  apply  only  to  one  right, 
or  in  the  same  or  different  degrees  to  each  of  the  rights  con* 
veyed.  A  license  to  make  and  sell  may  thus  limit  only  the 
place  and  time  of  making,  leaving  the  maker  to  find  his 
market  when  and  where  he  can ;  or  it  may  confine  his  sales 
within  a  given  territory,  and  fix  no  boundaries  to  the  act  of 
manufacture.  Provisions  in  the  license  may,  to  the  same  ex- 
tent, curtail  the  rights  of  purchasers  of  the  patented  article 
from  the  licensee,  by  limiting  his  power  to  sell  it  except  for  use 
within  a  specified  area  or  for  a  certain  purpose.^  When  a  li- 
cense to  practise  an  art  is  joined  with  an  unrestricted  license 
to  sell  its  product,  the  latter  license  is  superfluous  unless  the 
product  also  is  a  patented  invention ;  but  if  the  license  to  sell 
is  limited  as  to  time  or  place  or  purpose  it  may  operate  as  a 

§  818.  1  In  Dorsey  Revolving  Har-  tion  to  another  ?  Does  the  catttiooslj 
Tester  Rake  Co.  v,  Bradley  Mfg.  Go.  guarded  dedaion  of  the  Sapreme  Court 
(1874),  12  Blatch.  202,  Woodruff,  J. :  in  Adams  v.  Burke  (17  Wallace,  453), 
(207)  "  Does  the  right  to  make  and  sell  carefully  limited  to  the  precise  case 
carry  with  it  the  right  to  use  ?  If,  by  then  under  consideration,  reasonably 
implication,  the  right  to  use  is  incident  import  an  affirmative  to  the  last  ques- 
to,  or  implied  in,  the  right  to  make  and  tion  t  Especially  may  one  having  a 
sell,  does  not  the  limitation  of  the  right  license  to  make  and  sell  within  a  limited 
to  make  and  sell  to  specific  territorial  territory  only  deliberately  contract  to 
limits,  operate  with  equal  strictness  supply  the  patented  invention  for  use 
upon  the  right  of  use  which  is  inci-  in  other  territory,  provided  his  manufoo- 
dental  thereto  or  is  so  implied  ?  Is  the  ture  and  his  actual  nf^tiation  of  sales 
incident  broader  in  its  scope  than  the  are  within  the  privileged  limits,  and 
principal  grant  7  If  it  be  true,  as  may  he  practically  avail  himself  of  the 
claimed,  that  when  one  who  has  the  ifiarkets  of  the  whole  country?"  1 
whole  right  in  the  invention,  to  make,  Baun.  k  A.  830  (885). 
sell,  and  use  (either  for  the  whole  or  That  the  assignee  of  a  territorial 
a  part  of  the  United  States),  sells  a  right  to  make,  use,  and  seU  a  machine 
machine,  it  passes  from  under  the  do-  may  sell  the  product  of  the  machine 
minion  of  the  patent,  and  may  be  used  anywhere,  as  the  territorial  restriction 
anywhere,  does  that  follow  when  a  relates  to  the  machine  only,  see  Simp- 
mere  licensee  to  make  and  sell  within  son  v.  Wilson  (1846),  4  How.  709 ;  8 
specified  limits  sells  the  patented  ioven-  Robb,  469. 
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condition  governing  the  enjoyment  of  the  former  license,  and 
confining  the  use  of  the  art  to  the  production  of  such  results 
as  can  lawfully  be  sold.^  A  license  to  sell,  or  to  use  and  sell, 
may  embrace  by  implication  the  right  to  make,  when,  under 
all  the  circumstances  of  the  case,  the  rights  expressly  granted 
would  otherwise  be  unavailable  to  the  licensee.^ 

§  814;   Szpress  Idcenses :  Szclosive  or  Non-Szoltuiive. 

Licenses  may  be  exclusive  or  non-exclusive.  An  exclusive 
license  confers  upon  the  licensee  the  sole  right  to  make,  use, 
or  sell  the  invention  within  the  area  or  for  the  purposes  de- 
scribed.^ A  non-exclusive  license  confers  this  right  upon  him 
in  common  with  the  licensor,  and  with  all  other  persons  upon 
whom  the  licensor  may  see  fit  to  bestow  it  The  nature  of 
the  right  in  either  case  is  the  same;  its  value  alone  being 

*  In  Boyd  v.  Brown  (1843),  8  Mc-  That  the  right  to  make  and  sell  in- 
Lean,  295,  per  Curiam :  (296)  *'  There  clades  the  right  to  use,  see  Tumbnll  v. 
can  be  no  doabt  that  the  original  paten-  Weir  Plow  Co.  (1880),  \i  Fed.  Rep. 
tee,  in  selling  rights  for  counties  or  108 ;  9  Bissell,  884  ;  5  Bann.  &  A. 
States,  might,  by  a  special  covenant,  288 ;  28  0.  G.  91  ;  also  {  808  and 
prohibit  the  assignee  from  vending  the  notes,  arde, 

article  beyond  the  limits  of  his  own  §  814.  ^  That  a  covenant  in  a  li- 

ezclusive  right.      Bat  in  such  a  case  cense  not  to  give  the  same  right  to  any 

the  remedy  would  be  on  the  contract,  other  is  equivalent  to  an  exclusive  right 

and  not  under  the  Patent  I^aw.     For  in  the  licensee,  see  Day  v.  Gary  (1859), 

that  law  protects  the  thing  patented,  1  Fisher,  424. 

and  not  the  product.    The  exclusive  That  the  contract  of  a  workman  to 

right  to  make  and  use  the  instruments  give  his  employer  the  exclusive  benefit 

for  the  construction  of  this  bedstead  in  of  bis  inventions  is  an  exclusive  license 

Hamilton  County  is  what  the  law  se-  during  the  life  of  the  patent,  see  Wil« 

cures,  under  his   assignment,   to   the  kens  v,  Spafford  (1878),  18  0.  G.  675  ; 

complainant.      Any  one  violates   this  8  Bann.  k  A.  274. 

right  who  either  makes,  uses,  or  sells  That  a  licensor  granting  an  exclusive 

these   instruments    within   the   above  territorial  license  excludes  himself  and 

limits.    But  the  bedstead,  which  is  the  all  others  from  using  any  device,  though 

product,  so  soon  as  it  is  sold,  mingles  different  in  name,  which  is  substanti- 

with  the  common  mass  of  property,  and  ally  the  same,  see  Ferreeo.  Smith  (1877), 

is  only  subject  to  the  general  laws  of  29  La.  Ann.  811.      -t^>'  ■' 

property.'*    2  Robb,  208  (205).  That  an  exclusive  license,  with  an 

'  That  a  license  to  use  and  sell  car-  agreement  to  assign  after  the  license 

ries  the  right  to  make,  if  without  it  the  expires,  is  without  consideration  if  the 

expressed  privilege  cannot  be  reason-  patent  is  void,  such  a  license  conveying 

ably  enjoyed,  see  Hamilton  v.  Kings-  no  rights  which  the  licensee  did  not 

bury  (1878),  15  Blatch.  64  ;  14  0.  G.  already  have,  see  Harlow  o.  Putnam 

448 ;  8  Bann.  k  A.  846.  (18r8),  121  Mass.  558. 
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affected  by  its  oonfinement  to  himself  or  its  indefinite  distri- 
bution to  others.  To  this  statement  there  is  apparently  a 
single  exception,  —  an  exclusive  license  to  make  and  use  and 
sell  operating  upon  the  monopoly  as  well  as  the  invention  and 
vesting  both  in  the  licensee,  while  a  non-exclusive  license  of 
the  same  extent  merely  conveys  the  rights  in  the  invention.' 
But  the  exception  is  apparent  only, — such  an  exclusive  license 
being  in  reality,  though  not  in  form,  an  assignment  or  a  grant, 
according  to  the  territory  to  which  it  relates. 

§  815.   Express  LicenBes :  By  'whom  Qranted :  Caveat  Bmptor. 

Any  owner  of  a  patented  invention  may  issue  licenses  within 
the  limits  of  his  own  right,  in  any  form  and  to  any  extent 
which  he  may  deem  expedient.  A  patentee  or  assignee, 
whether  sole  or  joint,  may  license  for  the  whole  or  for  any 
part  of  the  United  States.  A  grantee  can  license  only  within 
the  territory  covered  by  his  ownership  of  the  invention.  A 
license  issued  by  one  joint-owner  is  .valid  by  estoppel  against 
the  other  owners,  though  contrary  to  their  will,  whatever 
remedy  they  have  under  the  present  law  being  in  an  account 
for  their  share  of  the  license-fee  from  the  licensor.^  But  no 
part-owner  can  grant  an  exclusive  license,  or  in  any  other 
manner  restrict  the  licensing  powers  of  the  other  owners 
of  the  patent.'  As  between  the  licensee  and  licensor  the 
doctrine  of  caveat  emptor  is  rigidly  applied.'    The  rights  of 

s  In  Mitchell  r.  Hawley  (187S\  16  Mfg.  Ca  r.  Cliicago  Gfllvanked  Win 
Wall  544,  Clifford,  J.  :  (548)  "Par-  Fence  Co.  (1884),  109  IlL  71;  Cumii 
chasers  of  the  exclusive  privilege  of  v.  Bnrdsall  (1888),  20  Fed.  Bep.  885 ; 
making  or  rending  the  patented  ma-  27  0.  G.  1319  ;  Dunham  r.  Indian- 
chine  hold  the  whole  or  a  portion  of  apolis  &  St.  Louis  R.  R.  Co.  (1876)9 
the  franchise  which  the  patent  secures,  7  Bissell,  228  ;  2  Bann.  k  A.  827  ;  De 
depending  upon  the  nature  of  the  con-  Witt  v.  £lmira  Nohles  Mfg.  Co.  (1876)» 
veyance."  8  O.  0.  241  (242)  ;  6  Fish-  66  N.  Y.  459  ;  Clum  v.  Brewer  (1855)» 
er,  831  (888).  8  Curtis,  506  ;  and  §  796  and  notesi 

See  also  Pickhardt  n.  Packard  (1884),  anU. 
23  Blatch.  28  ;  80  0.  0.  179  ;  22  Fed.  ^  See   cases   cited  in  note  1,  and 

Rep.  580 ;  Nellis  v.  Pennock  Mfg.  Co.  §  796  and  notes,  ante, 
(1882),  18  Fed.  Rep.   451  ;  22  0.  G.         *  That  the  doctrine  of  caveat  emp- 

1181 ;  Farrington  v.  Gregory  (1870),  4  tor  ohliges  the   licensee    to   ascertain 

Fisher,  221 ;  and  §  808,  note  5,  anU»  whether  the  licensor  has  a  good  titles 

I  815.  ^  That  a  license  by  one  joint-  see  Abbett  v.  Zusi  (1879),  5  Bann.  k 

owner  is  valid,  see  Washburn  &  Moen  A.  88. 
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the  licensee  can  never  exceed  those  of  his  licensor,  and  it  is 
his  duty  to  ascertain,  before  he  purchases  his  rights,  whether 
the  licensor  is  able  to  convey  the  interest  he  proposes  to 
bestow.^  No  previous  conveyance,  whether  assignment,  grant, 
or  license,  can  be  affected  by  the  one  which  he  receives,  and 
thus  he  takes  his  right  subject  to  all  the  limitations  these 
may  impose  upon  him.^ 

§  816.    Dnration  of  Bxprmm  Uoeiuie :  Bffoot  of  its  Termination. 

Unless  otherwise  agreed,  an  express  license  expires  at  the 
end  of  the  original  term  of  the  patent.^  No  one  but  the  paten- 
tee, or  an  assignee  or  grantee  to  whom  the  patentee  has  con- 
veyed the  extended  term,  can  authorize  the  practice  of  the 
invention  under  the  extension ;  and  a  license  even  by  these  is 
never  presumed  to  cover  the  extended  term  unless  such  an  in- 
tention clearly  and  unequivocally  appears  upon  the  face  of  the 
license  itself.^    A  license  for  the  ^'  whole  term  for  which  let- 

*  That  the  rights  of  a  licensee  can-  and  does  not  remain  under  an  ezten- 
not  \)6  broader  than  those  of  hia  licen-  sion,  see  Wood  o.  Michigan  Soathem 
for,  see  Waterman  v.  Wallace  (1875),  &  Northern  Indiana  B.  R.  Co.  (1868), 
18  Blatch.  128  ;  2  Bann.  &  A.  126.  3  Fisher,  464  ;  2  BisseU,  62. 

*  That  an  assignee,  having  assigned  That  a  sub-license  to  practise  an  in- 
all  his  interest  in  the  patent,  cannot  mention  expires  with  the  term  of  the 
confer  an j  right  on  a  subsequent  par-  patent,  see  Hawley  v.  Mitchell  (1871), 
chaser  to  use  the  invention,  either  dur-  4  Fisher,  888  ;  1 0.  Q.  306  ;  Holmes,  42. 
ing  the  present  or  an  extended  term.  That  an  express  license  to  use  an  in- 
see  Union  Paper  Bag  Mach.  Co.  ».  vention  expires  with  the  original  patent,  . 
Kixon  (1876),  1  Flippin,  491 ;  2  Bann.  see  Union  Paper  Bag  Mach.  Co.  v.  Nixon 
It  A-  244  ;  9  0.  G.  69L  (1881),  105  U.  S.  766  ;  21  0.  G.  1275  ; 

S  816.  1  That  a  license  to  practise  Wooster  v.  Sidenberg  (1876),  10  O.  G. 

an  invention  expires  with  the  patent  244  ;  13  Blatch.  88  ;  2  Bann.  &  A.  91 ; 

on  which  it  is  based,  see  WethereU  «.  Mitchell  v.  Hawley  (1872),  16  WalL 

Passaic  Zinc  Co.  (1872),  6  Fisher,  50  ;  544 ;  8  0.  O.  241 ;  6  Fisher,  831. 
2  0.  G.  471  ;  9  Phila.  385  ;  Mitchell         3  That  the  license  is  presumed  to 

«.   Hawley  (1872),   16  Wall.   544;  8  cover  only  the  original  tenn  of  the  pat- 

O.  G.  241 ;  6  Fisher,  331  ;  England  o.  ent,  and  one  who  claims  that  it  covera 

Thompson  (1869),  8  Clifford,  271.  the  extended  term  must  prove  it,  see 

That  an  exclusive    license   expires  Hodge  v.  Hudson  River  Bailroad  Co. 

when  the  term  of  the  patent  ends,  see  (1868),  6  Blatch.  85  ;  8  Fisher,  410. 
Union  Paper  Bag  Mach.  Ca  o.  Nixon        That  a  license  may  be  made  to  en- 

(1882),  105  U.  S.  766  ;  21  O.  G.  1275.  dureunder  an  extension,  and  the  royalty 

That  a  grant  to  make  and  use  within  will  be  collectible,  see  Union  Mfg.  Co. 

certain  territory  for  the  term  of  the  «.  Lounsbnry  (1869),  41  N.  Y.  363. 
patent  expires  with  the  original  term,         That  a  license  to  endue  till  all  pat- 


598         TBEATISE  OK  THE  LAW  OF  PATENTS.    [BOOK  in. 

ters-patent  are  or  may  be  granted/'  or  under  ^^  any  letters- 
patent  granted  by  the  United  States/'  does  not  satisfy  the 

requirements  of  this  rule,  and  will  be  operative  only  during 
the  original  term.^    The  effect  of  the  termination  of  the  license 

ents  now  or  hereafter  to  be  granted  for  guage  embraced  any  subsequent  exten- 
the  in7ention  expire  is  good,  and  wiU  sion  of  the  patent.  So,  also,  in  Case  v. 
run  until  the  expiration  of  the  latest  Redfield  (4  McLean,  526),  where  the 
patent,  see  McKay  v.  Mace  (1884),  23  court  held  that  the  language  of  the  in- 
Fed.  Bep.  76.  strument  embraced  an  extension,  the 

That  after  an  extension  by  act  of  language  was  'all  the  right,  title,  and 

Congress  the   licensee  stands    on    his  interest  ...  in  said  invention  and  im- 

original  title,  not  on  the  act  of  Con-  provement,   as   secured  ...  by   said 

gress  granting  the  extension,  such  act  letters-patent,  for   the    whole   of  the 

not  conferring  rights  but  merely  pro-  United  States,  ...  for  which  lettert' 

tecting  them,  see  Union  Mfg.  Co.  v,  patent  were  or  may  be  granted  for  said 

Lounsbury  (1869),  41  N.  Y.  368.  improvements.*     In  Clum  v.  Brewer, 

That  one  who  takes  a  license  under  (2  Curds,  C.  C.  R.  506,  508),  where 

an  extension  thereby  admits  that  he  the  court  held  that  the  parties  intended 

has  no  existing  rights  which  he  did  not  to  cover  an  interest  in  any  extension, 

then  set  up,  and  is  estopped  from  assert-  the  language  was  '  one  undivided  fourth 

ing   theia   against   the   patentee,    see  part  of  my  said  invention,  and  of  all 

Wooster  r.  Taylor  (1874),  12  Blatch.  my  rights  and  property  therein,  secured 

384  ;  1  Bann.  k  A.  594  ;  8  0.  G.  644.  by  my  said  caveat  or  otherwise,  that 

*  In  Hodge  v.  Hudson  River,  Rail-  I  have  or  may  have  from  any  letters* 
road  Co.  (1868),  6  Blatch.  85,  Bktch-  patent  for  the  same,  granted  by  the 
ford,  J.:  (89)  ''The  presumption  of  Government  of  the  United  States  and 
law  in  regard  to  every  license  under  within  the  limits  thereof.'  In  Pitts  v. 
a  patent  lb  that  the  parties  deal  in  Hall  (8  Blatchf.  C.  C.  R.  201),  where 
regard  only  to  the  term  existing  when  the  court  held  that  there  was  no  doubt 
the  license  is  given,  unless  an  express  that  the  parties  intended  by  the  Ian- 
provision  is  inserted  looking  to  a  fur-  gusge  used  to  refer  to  and  provide  for 
ther  interest  (Wilson  r.  Rousseau,  4  an  extension,  the  language  to  that  effect 
How.  646,  685,  686).  Unless  there  be  was  clear  and  unambiguous.  In  all 
such  a  stipulation,  showing  that  the  four  of  the  cases  referred  to,  the  instm- 
parties  contemplated  an  extension,  the  ment  under  consideration  was  one  pur« 
court  is  bound  to  construe  the  instru-  porting  to  convey,  by  assignment  or 
ment,  in  each  and  all  of  its  provisions,  grant,  an  interest  in  the  invention  pat- 
as  relating  to  the  then  existing  term  ented,  and  an  interest  in  the  entire  right 
only.  (Gibson  v.  Cook,  2  Blatchf.  C.  granted  by  the  existing  patent  to  make 
C.  R.  144,  146.)  The  language  of  the  and  use  and  vend  to  others  to  be  used 
license  in  the  present  case  is  very  the  invention  patented.  As  Mr.  Justice 
different  from  the  language  of  the  in-  Curtis  says,  in  Clum  v.  Brewer  (p.  521), 
strument  in  the  case  of  Phelps  v.  Com-  *  where  the  invention  is  the  subject  sold 
stock  (4  McLean,  353).  In  that  case  it  would  be  natural  to  expect  to  find,  in 
the  language  was  '  to  the  full  end  of  the  instrument  of  sale,  something  show- 
the  term  or  terms  for  which  letters-patenJt  ing  an  intention  that  the  purchaspr 
are  or  may  be  granted  for  said  improve-  should  be  interested,  not  merely  in  the 
mentB.'    The  court  held  that  that  Ian-  odginal  letters-patent,  bat  in  any  ex- 
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upon  the  privileges  of  the  licensee,  however,  differs  according 
to  the  right  which  forms  the  subject-matter  of  the  license^  and 
the  class  to  which  the  patented  invention  properly  belongs. 
If  the  invention  is  an  instrument  a  license  to  make  it,  or  to 
sell  it,  expires  with  the  original  term  of  the  patent,  and  no 
further  manufacture  or  sale  will  be  lawful  without  a  license 
under  the  extension.^  But  a  license  to  make  and  use,  or  a 
license  to  use  a  particular  instrument  manufactured  under  the 
patent  and  duly  sold  to  the  licensee,  remains  in  force,  so  far 
as  the  use  is  concerned,  until  the  instrument  made  or  pur- 
chased is  worn  out  and  can  no  longer  be  repaired  without 
destroying  its  identity.^    A  license  to  use  a  certain  number 

tension  thereof,  securing  the  exclnaive  That  a  Uoense  to  make,  use,  and 
right  to  the  same  invention  which  was  seU  nms  for  the  term  of  the  patent, 
the  subject  of  the  sale.'  In  the  present  see  Birdsell  v.  Shaliol  (1884),  112  U.  8. 
case  neither  the  invention,  nor  any  485 ;  SO  0.  Q.  261. 
interest  in  it,  nor  any  interest  in  the  ^  In  Mitchell  v.  Hawley  (1872),  16. 
entire  right  covered  by  the  patent  was  WalL  544,  Clifford,  J.  :  (548)  '*  Par- 
granted,  but  merely  a  Ucense  to  use  the  chasers  of  the  exclusive  privilege  of  mak- 
invention,  and  to  construct  brakes  con-  ing  or  vending  the  patented  machine 
taining  it  for  such  use  on  certain  cars,  hold  the  whole  or  a  portion  of  the 
on  a  certain  railroad  ;  and  such  license  franchise  which  the  patent  secures,  de- 
is  to  continue  during  the  term  for  which  pending  upon  the  nature  of  the  convey- 
jaiti  letters- paten  tare  or  may  be  granted,  ance ;  and  of  course  the  interest  which 
The  term  for  which  said  letters-patent  the  purchaser  acquires  terminates  at  the 
—  that  is,  the  letters-patent  granted  time  limited  for  its  continuance  by  the 
October  2d,  1849,  and  re-issued  March  law  which  created  the  franchise,  unless 
1st,  1853  —  were  granted,  or  might  be  it  is  expressly  stipulated  to  the  con- 
granted,  was  a  term  ending  October  2d,  trary.  But  the  purchaser  of  the  imple- 
186S.  It  is  impossible,  on  any  fair  con-  ment  or  machine  for  the  purpose  ot 
•truction  of  the  language,  and  in  view  using  it  in  the  ordinary  pursuits  of  life 
of  the  adjudged  cases,  to  hold  that  the  stands  on  different  grounds,  as  he  does 
license  was  intended  by  the  parties  to  not  acquire  any  right  to  construct  an- 
cover  an  extended  term  of  the  patent."  other  machine  either  for  hia  own  use  or 

8  Fisher,  410  (414).  to  be  vended  to  another  for  any  pur- 

See  also  Wetherell  v.  Passaic  Zinc    pose.     Complete  title  to  the  implement 
Co.  (1872),  6  Fisher,  50  ;  2  O.  G.  471 ;    or  machine  purchased  becomes  vested 

9  Phila.  885.  in  the  vendee  by  the  sale  and  purchase  ; 

^  That  a  license  to  make  or  to  sell,  but  he  acquires  no  portion  of  the  fran- 

or  to  make  and  sell,  a  patented  article  chise,  as  the  machine  when  it  rightfully 

expires  with  the  original  patent  unless  passes  from  the  patentee  to  the  pur- 

othenrise  provided  in  the  license,  see  chaser,  ceases  to  be  within  the  limits  of 

Mitchell  V.  Hawley  (1872),  16  WalL  the  monopoly."    8  0.  O.  241  (242)  ;  6 

544  ;   8  0.   G.   241  ;  6  Fisher,    881  ;  Fisher,  381  (888). 
Wood  V.  Michigan  Southern  R.  R.  Co.         In  Wetherell  o.   Passaic    Zinc  Co. 

(1808),  2  Bissell*  62 ;  8  Fisher,  464.  (1872),  S  0.  G.  471,  McKennan,  J.  : 
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of  patented  instruments  in  like  manner  confers  upon  the 

licensee  the  right  to  keep  that  number  in  employment  during 

(474)  *' A  broad  distinction  is  thus  in-  in  a  formnla  for  producing  prescribed 

dJcated  between  the  use  of  an  invention  lesults,  and  when  those  results  ore  ob- 

aud  the  use  of   a  patented  machine,  tained  there  is  an  end  of  the  thing  pat* 

While  the  right  to  the  nse  of  the  in-  ented,  and  which,  as  often  as  it    is 

yention  eicpires  with  the  end  of  the  employed  in.  practice,  involves  the  re* 

term  of  the  original  patent,  the  right  newed  use  or  reproduction  of  the  entire 

to  the  continued  use  of  the  machine  invention."   6  Fisher,  50  (58) ;  9  Phila. 

which  embodies  it  is  protected.    The  885  (889). 

law  did  not  intend  to  revive  an  assign-  In  Hawley  v.  Mitchell  (1871),  1  O. 
ment  or  grant  which  expired  with  the  G.  806,  Shepley,  J.  :  (807)  "  No  words 
term  of  the  original  patent,  but  to  pro-  of  limitation,  however  clearly  expressed, 
tect  a  species  of  tangible  property,  sold  confining  an  assignee's  right  to  the  orig- 
by  the  patentee,  the  value  of  which  inal  term,  will  have  any  effect  to  de- 
depended  chiefly  upon  the  owner's  right  prive  the  assignee  or  his  assigns  of  thft 
to  use  it,  and  which,  without  some  sav-  right  to  use,  during  the  extended  tena 
ing  provision,  would  fall  within  the  of  the  patent,  machines  lawfully  oon* 
grasp  of  the  exclusive  rights  vested  in  itructed  and  used  by  them  during  the 
the  patentee  by  the  extension.  It  was  original  term.  But  tlus  right  applies 
manifestly,  then,  something  less  than  only  to  machines  which  have  passed 
the  entire  right  to  use  the  invention  outside  of  the  monopoly  by  a  lawful 
which  the  act  contemplated.  What  sale  of  the  whole  monopoly  in  the  par- 
that  is  is  clearly  stated  in  the  opinion  ticular  machine  during  the  original 
of  the  court,  not  as  a  dictum  of  the  term.'*  Holmee,  42  (44) ;  4  Fisher» 
judge  who  delirered  it,  but  as  an  expo-  888  (890). 

sition  of  the  meaning  of  the  act,  which  In  Wood  v.  Michigan  Soutbeni  ft 

was  necessary  to  a  decision  of  the  cause.  Northern  Indiana  R.  R.  Co.  (1868),  S 

*  The  thing  patented'  is  the  subject  of  Bissell,  62,  McDonald,  J.  :  (65)   "To 

the  use,  and  the  court  say,  where  tliese  every  assignee  or  grantee  of  a  patent 

words  are  employed  in  the  act  in  con-  holding  the  right,  at  the  expiration  of 

nection  simply  with  the  right  to  use,  the  first  term  of  it,  to  use  the  thing 

they  refer  only  to  the  patented  machine,  patented,  this  section  of  the  act  plainly 

and  not  to  the  invention.    This,  then,  gives  the  same  right  to  use  it  during 

is  an  authoritative  definition  of  their  the  term  of  the  renewal  of  the  patent, 

significance  in  the  clause  in  question,  exactly  to  the  extent  to. which  be  had 

and  they  must  therefore  be  taken  to  mean  the  right  to  use  it  under  the  first  tens 

a  specific  machine,  and,  in  connection  of  the  patent.    And  it  is  clear  that  he 

witli  the  other  words  of  the  clause,  to  may  not  only  use  it»'bnt  repair  it  for 

confer  a  right  to  use  it,  *  nothing  more.*  use  till  it  is  worn  out.     So  the  Supreme 

And  it  has  since  been  held  that  this  Court  has  decided.    On  the  contrary, 

right  is  restricted  to  the  mere  use,  and  it  is  equally  clear  that  this  section  does 

does  not  cover  the  reconstruction  of  the  not  authorize  the  assignee  or  grantee 

machine.      It  necessarily  follows  that  either  to  sell  or  to  manufacture  for  sale 

this  saving  clause  is  applicable  only  to  the  thing  patented ;  for  the  terms  of  the 

inventions  which  are  susceptible  of  em-  section    only  embrace   '  assignees    and 

bodiment  in  a  substantial  and  tangible  grantees  of  the  right  to  tue.*  .  .  .  (67) 

form,  and  not  to  those  which  consiRt  The  same  doctrine  was  adhered  to  in 
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the  original  temiy  to  replace  them  with  others  as  they  become 
unserviceable,  and  to  use  those  actually  on  hand  when  the  pat« 
ent  expires  until  they  are  no  longer  capable  of  use.^  A  general 
license  to  use  the  invention,  having  no  reference  to  particular 
instruments  or  to  a  specific  number  of  the  patented  articles, 
and  not  granted  in  connection  with  an  unrestricted  sale  of 

Wilaon  r.  Simpson,  9  How.  109.     And  18  Wall.  414  ;   5  0.  G.  95 ;  Brooks  o. 

Mr.  Justice  Wayne,  in  delivering  the  Bickuell  (1846),  4  McLean,  64. 
opinion  of  the  court  in  that  case,  said         That  the  right  to  use  includes  the 

that  the  decision  in  Wilson  v,  Rousseau  right  to  repair  and  to  purchase  new  when 

'  does  not  permit  an  assignee  of  the  first  the  old  are  worn  out,  see  Bicknell  v. 

term  of  a  patent,  after  its  renewal  and  Todd  (1851),  5  McLean,  236. 
extension,   to  make   other   machines.*         That  a  right  to  use  subsists  with  the 

The  subsequent  cases  of  Bloomer  v,  Mu-  same  limitations  as  to  place,  etc.,  after 

Quewan,  14  How.  589  ;  Chaffee  v.  The  an  extension  as  before,  see  Day  v.  Union 

Boston  Belting  Co.,  22  How.  217  ;  India  Rubber  Co.  (1856),  S  Blatch.  488. 
Bloomer  v.  Millinger,  1  Wallace,  840,  —         That  the  owners  of  an  extension  and 

all  recognize  and  approre  the  same  doc-  their  grantees  take  their  title  subject 

trine.     The  doctrine  established  in  aU  to  the  rights  of  the  existing  owners  of 

these  cases  is  that  an  assignee  of  a  pat-  the  patented  deyioes,  see  Union  Paper 

ent  holding,  at  the  expiration  of  the  Bag  Mach.  Co.  v.  Nixon  (1882),  105 

first  term,  a  right  during  that  term  to  U.  S.  766 ;  21  0.  G.  1275. 
make  and  use  the  thing  patented,  may         That  a  licensee  is  neither  an  assignee 

during  the  time  of  its  subsequent  ex-  nor  a  grantee,  under  Sec.  4928,  Rev. 

tension,  continue  to  use  it,  and  even  Stat.,  but  must  be  a  purchaser  of  the 

repair  it  for  use  ;  but  that  he  cannot  patented  article  or  be  protected  by  some 

make  it  for  use,  or  for  any  other  pur-  agreement  of  sale  lawfully  made  by  the 

pose.    It  is  true  that  in  the  cases  in  owner  of  the  patent,  see  Wooster  v. 

the  Supreme  Court  referred  to,  there  Sidenbeig  (1875),   10  0.  G.  244  ;   18 

was  a  remarkable  diversity  of  opinion  Blatch  88  ;  2  Bann.  &  A.  91. 
among  the  judges.    But  that  diversity         That  where  an  agent  of  the  patentee, 

had  no  reference  to  anything  favorable  for  a  valuable   consideration,  licenses 

to  the  defence  in  this  case.     It  seems  another  to  construct  a  device  embody* 

to  have  arisen  solely  from  an  opinion,  ing  the  invention,  the  patentee  has  no 

on  the  part  of   the  minority  of   the  right  to  the  device,   but  the  licensee 

judges,  that  the  assignee  of  a  patent  for  may  use  the  invention  in  connection 

its  first  term  had  no  right  even  to  um  with  such  device  even  under  an  exten- 

the  thing  patented  after  the  expiration  sion,  see  Black  v.  Hubbard  (1877),  3 

of  that  term,  unless  the  assignment,  by  Bann.  &  A.  89  ;  12  0.  G.  842. 
its  terms,  gave  him  that  right.    And        *  That  a  license  to  use  one  device  is 

this  circumstance  may  well  admonish  a  license  to  make  one  for  use  and  to 

us  not  to  extend  this  right  to  the  thing  use  it  until  it  is  worn  out,  and  to  sup* 

patented."    3  Fisher,  464  (468).  ply  its  place  with  another  and  so  on, 

See  also  Union  Paper  Bag  Mach.  Co.  till  the  patent  expires,  and  then  to  use 

V,   Nixon  (1882),  106  U.  S.  766  ;  21  the  one  at  that  time  in  use  until  it  is 

0.  G.  1275  ;  Eunson  v»  Dodge  (1878),  also  worn  out,  see  Woodworth  v.  Curtis 

(1847),  2  W.  &  M.  524  ;  2  Robb,  608. 
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the  patented  article,  on  the  contrary,  expires  with  the  patent^ 
If  the  invention  is  an  art,  a  license  to  use  it  is  a  license  to 
practise  the  invention  as  a  whole,  and  in  analogy  with  the  pre- 
ceding rules  should  also  terminate  with  the  original  patent.^ 
But  it  has  been  held  that  such  a  license  granted  by  the  paten* 
tee,  or  by  an  assignee  to  whom  the  extension  has  already  been 
conveyed,  continues  during  the  extended  term  and  authorizes 
the  licensee  not  only  to  employ  the  process  but  to  procure  new 
apparatus  for  its  use  after  the  extension.^  These  various 
rights  the  licensee  will  waive  if  he  takes  a  new  license  from 
the  owners  of  the  extended  term.^^  A  license  to  a  specific 
^rson  ceases  at  his  death.^^ 

§  817.    BacpresB  Ltoense  not  Recordable. 

A  license  is  not  such  a  conveyance  of  an  interest  in  the 
patented  invention  as  to  affect  its  ownership,  and  hence  is 
not  required  to  be  recorded.^     All  subsequent  purchasers 

^  That  a  general  license  to  nse  ex-  up,  bat  takes  a  new  license  under  the 

pires  with  the  patent,  see  Union  Paper  extension  and  forfeits  it,  his  old  license 

Bag  Mach.  Co.  v.  Nixon  (1882),  105  cannot  arail  him  even  as  to  these  ar- 

U.  S.  766  ;  21  0.  G.  1276  ;  Wooster  tides,  see  Wooster  v.  Taylor  (1874),  12 

V.  Sidenbei^  (1875),  10  0.  G.  244 ;  18  Blatch.  384 ;   1  Bann.  &  A.  594  ;   8 

Blatch.  88  ;  2  Bann.  &  A.  91.  O.  G.  644. 

8  That  the  grant  of  a  right  to  use  a  ^  That  a  personal  license  granted  for 

process,  even  thoagh  coupled  with  the  la  certain  period  will  expire  at  the  death 

sale  of  apparatus  suitable  for  use  in  of  the  licensee  unless  also  granted  to  his 

that  process,  does  not  convey  the  right  assigns,  see  Oliver  o.  Rumford  Chemi- 

to  use  the  process  during  an  extension,  leal  Works  (1883),  109  U.  8.  75 ;  25 

see  Wetherell  v.  Passaic  Zinc  Co.  (1872),  /  0.  G.  784. 

2  0.  G.  471 ;  9  Phila.  385  ;  6  Fisher,  That  under  a  personal  and  unassign- 


50. 

*  That  the  right  to  practise  a  pat- 
ented process,  if  derived  from  the  pat- 
entee himself,  continues  during  an  ex- 
tension, even  against  an  assignee  of  the 


able  license  to  make  and  sell,  the  ar- 
ticles on  hand  at  the  death  of  the 
licensee  may  be  sold  by  his  representa- 
tives, see  Montross  v.  Mabie  (1887),  30 
Fed.  Rep.  234 ;  41  0.  G.  981. 


extended  term,  and  even  though  the         §  817.  ^  That  a  license  need  not  be 

licensee  makes  new  apparatus  to  do  it  recorded,  see  Hamilton  o.   Kingsbury 

with  after  the  extension,   see  Day  v.  (1879),  17  Blatch.  264  ;  17  0.  G.  147  ; 

Union    India   Rubber   Co.    (1856),   3  4  Bann.  k-A,  615  ;  Chambers  v.  Smith 

Blatch.  488.  (1870),   5  Fisher,   12  ;   Famngton  v. 

1^  That  where  a  Ucensee  has  articles  Gregory  (1870),  4  Fisher,  221 ;  Brooks 

in  use  at  the  expiration  of  the  patent,  v.  Byam  (1843),  2  Story,  525  ;  2  Bobb^ 

and  has  the  right  to  use  them  during  161. 
the  extension  and  until  they  are  used 
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take  their  titles  subject  to  the  rights  of  existing  irrevocable 
licensees,  as  assignees  of  other  property  receive  it  subject  to 
the  obligations  imposed  upon  it  by  the  contracts  of  its  pre- 
vious owners.^  The  value  of  the  patented  invention  to  the 
vendee  may  be  impaired  by  such  outstanding  licenses,  but  of 
this  he  must  inform  himself  at  his  own  risk  as  best  he  may. 
The  record  of  a  license,  not  being  legally  required,  is  not  con 
structive  notice  to  any  person  or  for  any  purpose.* 

§  818b   Express  Licenses :  How  Constmed. 

A  license  is  construed  by  the  coui*ts  according  to  the  in- 
tention of  the  parties,  as  manifested  by  the  language  they 
employ.^  If  the  license  is  in  writing  all  previous  parol  agree- 
ments covering  the  same  subject-matter  are  merged  in  the 
written  instrument,  and  oral  evidence  is  not  admissible  to  ex- 
pand, contract,  or  vary  its  provisions.^  When  several  licenses 
or  other  contracts  constitute  together  one  transaction,  all  are 
to  be  considered  in  the  interpretation  of  each,  as  if  they  were 
a  single  instrument.*  The  scope  of  any  license,  if  general  in 
its  terms,  is  to  be  limited  by  the  patent  on  which  it  is  based ; 
and  where  the  conduct  of  the  parties  and  their  dealings  with 
each  other  have  given  a  practical  construction  to  the  convey- 
ance, not  inconsistent  with  its  letter,  this  also  is  regarded  in 
determining  its  meaning.^    A  license  conferred  before  the  is- 

*  That  an  irrevocable  license  is  good  license,  see  Evory  v.  Candee  (1879),  17 
without  record  against  subsequent  pur-  Blatch.  200  ;  4  Bann.  &  A.  545. 
chasers  of  the  patent,  see  Farrington  v.         That  oral  evidence  is  not  admissible 
Gregory  (1870),  4  Fisher,  221.  to  explain  a  written  license,  but  the 

*  That  the  record  of  a  license  is  not  parties  must  stand  by  it  as  made,  see 
oonstructiTe  notice,  see  Chambers  v.  Troy  Iron  k  Nail  Factory  v.  Coming 
Smith  (1870),  5  Fisher,  12.  (1849),  1  Blatch.  467. 

{818.  ^  That  a  license  Ib  to  be  con-  '  That  several  contracts  for  sale  and 

strued  by  the  intent  of  the  parties,  see  license,  made  between  the  same  parties 

Wetherell  v,  Passaic  Zinc  Co.  (1872),  2  on  the  same  day,  may  all  be  construed 

0.  O.  471  ;  9  Phila.   885 ;  6  Fisher,  together,  see    Hammond  v.   Mason  & 

60.  Hamlin  Organ  Co.   (1875),  92  U.  8. 

That  in  enforcing  a  license  the  courts  724. 

will  follow  the  contract,  not  the  moral  *  That  a  license  is  limited  in  scope 

conditions  outside  it,  see  &  parte  Ful-  by  the  patent  on  which  it  is  based,  see 

ler  (1874),  5  O.  G.  648.  Stuart  v.  Shantz  (1872),  6  Fisher,  85  ; 

*  That  a  parol  agreement,  made  be*  2  O.  G.  624. 

fore  a  written  license^  is  maged  in  the        That  a  license  to  nae  the  invention 
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dition  precedent,  the  condition  must  be  performed  before  the 
privileges  described  can  vest  in  the  licensee,  and  any  prema- 
ture exercise  of  them  will  be  an  infringement  of  the  patent, 
and  render  the  licensee  liable  to  an  injunction.'  Pending  the 
license,  a  violation  of  its  concurrent  conditions  by  the  licensee 
suspends  his  privileges,  and  subjects  him  to  an  action  for  a 
breach  of  contract.^  If  he  persists  in  using  them  after  he  has, 
either  by  words  or  conduct,  repudiated  his  license,  he  may  be 
sued  as  an  infringer,  and  cannot  plead  his  license  as  a  de- 
fence.^ When  the  license  is  not  made  irrevocable  by  its  terms, 
or  paid  for  by  a  gross  sum  in  advance,  the  licensor  may  recall 
it  on  condition  broken ;  ^  but  an  unconditional  license,  limited 

see  Soilings  v.  Goodyear  Dental  Vol-  (571)    "  Licensees,   if   they  fulfil    the 

canite  Co.  (1877),  86  Mich.  818.  stipulations  of  their  licenses,  are  en* 

That  a  license  may  be  annulled  on  titled  to  practise  the  invention  within 

account  of  fraudulent  representations  of  the  terms  and  conditions  of  the  instm- 

the  licensor  as  to  the  salability  of  the  ment,  to  the  extent  of  the  authority 

invention,  see  Hull  v.  Fields  (1882),  76  conferred  withont  question  or  impedi- 

Ya.  594.  ment    by  the   owner   of  the   patent. 

*  In  Goodyear  v.  Congress  Rubber  Doubt  upon  that   subject   cannot   be 

Co.   (1856),  8  Blatch.  449,  IngersoU,  entertained  ;  but  if  they  refuse  to  per- 

J. :  (455)  '*  When  a  license  is  granted  form  on  their  part,  and  repudiate  the 

to  any  one  to  use  a  patent  in  the  manu-  license,   they  may  be  treated  by  the 

facture  of  goods,  which  license  is  ac-  owner  of  the  patent,  at  his  election,  as 

companied  with  an  obligation,  in  favor  infringers.    He  may  have  his  remedy 

of  the  patentee,  on  the  part  of  the  one  by  suit  upon  the  license,  in  case  they 

to  whom  it  is  granted,  to  do  or  not  to  have  repudiated  the  license,  or  he  may 

do  a  particular  thing,  and  which  obliga-  elect  to  treat  them  in  future  as  infring- 

tion   is  the  consideration  upon  which  ers  of  his  exclusive  rights  under  the 

the  license  is  granted,  he  upon  whom  patent     Being  infringers,  they  cannot 

the  obligation  rests  -must  perform  it,  set  up  the  license  in  defence  of  a  snit^ 

and,  if  he  will  not  perform  it,  an  in-  any  more  than  if  they  had  never  poe- 

j unction    will    be  granted  to  restrain  sessed  any  such  authority."    15  O.  0. 

him  from  any  further  right  to  use  the  829  (830). 

patent  under  the  license."  See   also   Moody  «.   Taber  (1874), 

^  That  a  licensee,  violating  the  pro-  Holmes,  325  ;  5  O.  G.  278  ;  1  Bann.  ft 

visions  of  his  license,  may  be  sued  on  A.  41  ;  Brooks  v,  Stolley  (1845),  3  Mc- 

the  contract  or  for  infringement,  and  if  Lean,  523  ;  2  Robb,  281. 

the  suit  is  on  the  contract  the  damages  That  a  purchaser  from  a  repudiating 

are  the  damages  from  the  infringement,  licensee,  with  notice,  will  be  an  infringer, 

see  Magic  Ruffle  Co.  v.  Elm  City  Co.  see  Moody  v.  Taber  (1874),  1  Bann.  k 

(1875),  8  O.  G.  778  ;  13  Blatch.  151 ;  A.  41 ;  5  O.  G.  273  ;  Holmes,  325.  ' 

2  Bann.  &  A.  152.  *  That  where  a  license  is  conditbnal 

^  In  Cohn  v.  National  Rubber  Co.  a  breach  of  the  condition  will  avoid  the 

(1878),  3  Bann.  &  A.  568,  Clifford,  J.  :  license  at  the  option  of  the  licensor. 


^ 
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in  duration  bj  the  life'of  the  patent,  is  irrevocable^  The  sur- 
render of  a  license  by  one  of  several  joint-licensees  does  not 
affect  the  privileges  of  the  others.^ 

§  820.   Idoeiisee  nnder  Szpreui  Liceiuie  :  When  Bstopped  to  Deny 
^  Validity  of  the  Patent. 

UA  licensee,  having  accepted  a  license,  and  while  exercising 
nnder  its  protection  the  rights  therein  conferred,  is  estopped 
from  denying  the  validity  of  the  patent  in  any  suit  in  which 
such  ex^isf^of  his  license  privileges  is  the  basis  of  the  con- 
troversial Ap  the  absence  of  express  provisions  in  the  license 

Wood  worth  li.^ook  (1850),  2  Blatch.  Fed.  Rep.  641 ;  White  v.  Lee  (1882), 

151.  14  Fed.  Rep.  789  ;  23  0.  G.  1621. 

That  where  a  license  is  avoided  for  That  a  defendant  in  a  suit  brought 

breach  of  conditiou  both  parties  are  re-  to  recover  license  fees,  payable  according 

xnitted  to  their  original  rights,  and  the  to  the  quantity  made,  cannot  deny  the 

licensee  may  defend  against  the  patent,  validity  of  the  patent  unless  fraud  has 

as  if  there  were  no  license,  see  Wood-  been  practised  upon  him,  for  having 

worth  V.  Cook  (1850),  2  Blatch.  151.  had  the  benefit  he  must  pay  for  it,  see 

7  That  a  license,    unlimited  as    to  Wilder  v.  J^ams  (1846),  2  W.  IE  M. 

time  and  not  conditioned  otherwise  than  329. 

on  the  grant  of  the  pdtent,  is  iirevo-  That  a  purchaser  from  the  licensee  is 

cable,  see  Kelly  v.   Porter  (18S3),   8  not  estopped  to  deny  the  validity  of  the 

Sawyer,  482  ;  17  Fed.  Rep.  519.  fiatent,  in  a  suit  for  infringement,  see 

^  That  the  surrender  of  a  license  by  Baltimore  Car  Wheel  Co.  v.  North  Bal- 

a  part  of  the  licensees  does  not  avoid  it  tiinoi-e  Passenger  R.  R.  Co.  (1884),  21 

as  to  the  others,  see  Thebemtb  v.  C«;l-  Fed.  Rep.  47. 

luloid  Mfg.  Co.  (1880),  3  Fed.  Rep.  That  a  licensee  is  not  necessarily 
148  ;  5  Bann.  k  A.  577.  estopped  by  his  license,  nor  prevented 
I  820.  ^  That  an  assignor  taking  a  from  making  any  defence  that  any 
license  under  his  assignee  is  estop|ied  other  defendant  could,  see  Burr  v. 
to  deny  the  validity  of  the  patent,  see  Duryee  (1862),  2  Fisher,  275. 
Consolidated  Middlings  Purifier  Co.  v.  That  a  licensee,  while  claiming  under 
Guilder(1881),  SMcCrary,  186  ;  9  Fed.  the  license,  is  estopped  to  deny  the 
Rep.  155.  validity  of  the  patent,  see  Brown  v. 
That  a  licensee  who  has  enjoyed  Lapham  (1886),  23  Blatch.  475  ;  27 
without  disturbance  the  benefit  of  a  Fed.  Rep.  77  ;  87  O.  G.  676  ;  Baltimore 
patent  cannot  dispute  its  validity  in  a  Car  Wheel  Co.  t;.  North  Baltimore  Pas- 
suit  for  compensation,  see  Deane  «.  senger  Ry.  Co.  (1884),  21  Fed.  Rep.  47. 
Hodge  (1886),  85  Minn.  146.  That  a  licensee  cannot  deny  the  con- 
That  an  exclusive  licensee,  not  sideration  of  his  license  after  long  de- 
evicted,  and  benefiting  by  the  license,  lay  and  the  enjoyment  of  all  its  benefits, 
caniSot  impeach  the  patent  on  a  suit  see  Davis  9.  Gray  (1867),  17  Ohio  St. 
for    royalties,   see  Rogers  v.    Reissner  330. 

(1887),  41    O.   G.  351  ;  30   Fed.   Rep.  That  a  licensee  sued  for  license  fees 

626;    McKay  «.  Jackman   (1883),   17  may  deny  the  originality  of  the  inven* 
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to  the  contrary,  howeyer,  he  may  repudiate  the  license,  ceaae 
to  claim  its  protection,  and  as  to  his  future  exercise  of  the 
privileges  described  therein  defend  himself  upon  the  ground 
that  the  patent  is  invali^p'  After  such  a  repudiation  of  the 
license  he  may  also  dispu^  the  validity  of  the  patent  in  ao* 
tions  against  him  for  license  fees  for  the  past  making  or  use 
of  the  invention,  but  not  for  royalties  on  completed  sales.' 
When  the  license  in  its  terms  admits  the  validity  of  the 
patent,  and  provides  that  no  act  of  either  party  shall  impair 
the  effect  of  this  admission,  the  licensee  cannot,  at  any  time 
during  the  period  for  which  the  license  was  granted,  attack 
the  patent  in  his  own  defence.^    Neither  an  offer  to  take  a 

tion  unless  the  Ucense  estops  him,  see  can  or  cannot  dispute  the  raliditj  of 

Morse  Arms  Mfg.  Co.  v.  U.  S.  (1880),  the  patent  in  actions  for  license-fees 

16  Ct.  of  CI.  296.  and  royalties  due  before  his  repndia- 

That  although  a  patent  may  not  be  tion,   see  {§  125),   1252^    and    notes^ 

good  for  all  it  claims,  a  licensee  taking  post, 

its  benefits  cannot  set  up  its  invalidity  *  That  a  licensee  is  estopped  to  deny 
in  a  suit  against  him  for  royalties,  see  the  validity  of  the  patent,  while  the 
Milligan  v.  balance  &  Gro^ean  Mfg.  license  is  in  force,  if  the  license  so  pro- 
Co.  (1884),  21  Fed.  Kep.  570  ;  29  0.  0.  vides,  see  Pope  Mfg.  Co.  p.  Owsley 
867.  (1886),  27  Fed.   Rep.   100  ;  S7   O.  O. 

*  That  a  licensee  cannot  repudiate  781  ;  Magic  Ruffle  Co.  v.  Elm  City  Co. 

his  contract  without  notice  to  his  licen-  (1875),  13  Blatch.  151  ;  8  O.  G.  773  ; 

sor,  see  Marsh  v.  Dodge  (1875),  4  Hun,  2  Bauu.  &  A.  152. 

378.  That  if  a  licensee  binds  himself  not 

That  where  a  licensee  has  the  right  to  deny  the  validity  of  the  patent,  his 

to  terminate  the  license  on  a  three  ,  ouly  defence  is  that  he  keeps  within  his 
months  notice,  and  notifies  the  licensor  -  license,  see  Pope  Mfg.  Co.  v.  Owsley 

of  his  present  intention  to  terminate  it  (1886),   27  Fed.  Rep.   100;  37  O.  G. 

after  three  months,  this  is   sufficient  781. 

notice,  see  Wilde  v.  Smith  (1879),  8  That  a  license  is  not  affected  by 
Daly,  196.                                               f  judgments  in  favor   of   third    parties 

That  a  licensee,  having  repudiated  against  the  validity  of  the  patent,  if  the 
his  license  with  the  knowledge  of  the  licensee  agreed  not  to  dispute  it,  see 
licensor,  may  dispute  the  validity  of  the  Pope  Mfg.  Co.  v.  Owsley  (1886),  27 
patent,  see  Brown  v.  Lapham  (1886),  Fed.  Kep.  100 ;  37  O.  G.  781. 
23  Blatch.  475  ;  27  Fed.  Rep.  77  ;  87  That  whore  a  license  admits  that  the 
O.  G.  676  ;  White  v.  Lee  (1880),  3  patent  was  lawfully  granted,  and  pro- 
Fed.  Rep.  222  ;  5  Bann.  k  A.  572.  vides  that  the  revocation  shall  not  im« 

That  if  the  licensor  repudiates  the  pair  the  effect  of  this  admission,  the 

license,   the  licensee  is   not   estopped  licensee  is  estopped  to  deny  the  validity 

thereby,  see  Baltimore  CJar  Wheel  Co.  of  the  patent,  see   Every  v.   Gandee 

V.  North  Baltimore  Passenger  By.  Co.  (1879),  17  Blatch.  200  ;  4  Bajin.  4  A. 

(1884),  21  Fed.  Rep.  47.  646. 

'  For  the  cases  in  which  a  licensee  That  a  licensee  under  a  license  ad- 
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license,  nor  an  expired  license  under  which  the  defendant  no 
longer  claims,  works  such  an  estoppel.^  A  licensee  stamp- 
ing articles  answering  to  the  description  given  in  the  patent 
with  the  name  and  date  of  the  patent  thereby  admits  that 
they  were  m^de  under  the  protection  of  his  license,  and  as 
to  these  is  estopped  from  disputing  the  validity  of  the  patent 
or  his  own  obligations  to  the  licensor.® 

§  821.   Express  License :  Consideration  Therefor :  Royalties. 

The  consideration  for  the  license,  moving  from  the  licensee 
to  the  licensor,  may  be  money  or  any  other  object  or  obliga- 
tion, as  the  parties  may  agree.  Where  the  consideration  is 
in  money,  it  may  be  payable  in  a  gross  sum  either  in  advance 
or  at  any  other  specified  time,  or  it  may  be  payable  in  periodic 
cal  instalments,  or  in  amounts  determined  by  the  extent  to 

mitting  the  validity  of  the  patent,  and  patent  on  an  infringement  snit,  unless 

binding  him  to  defend  it,  is  estopped  the  license  expressly  estops  him,  see 

to  deny  the  patent  and  must  pay  royal-  National  M^.  Co.  v.  Meyers  (1881),  7 

ties  while  he  uses  the  invention,  see  Fed.  Rep.  355. 

Washburn  k  Moen  Mfg.  Co.  v,  Cin-         »  That  an  offer  to  take  a  license  does 

cinnati  Barbed  Wire  Fence  Co.  (1884),  not  estop  the  offerer  from  denying  the 

22  Fed.  Rep.  712.  validity  of  the  patent,   see  Evans  v. 

That  an  agreement  not  to  set  up  the  Eaton  (1816),   Peters,   C.   C.  822  ;   1 

invalidity  of  the  patent  as  a  defence,  Robb,  68. 

except  under  special  circumstances,  wlU        That  an  expired  license  is  no  bar  to 

be  enforced,  see  Ball  v.  Murry  (1848),  the  denial  of  the  validity  of  the  patent, 

10  Pa.  St.  111.  see  Blatherwick  «.  Carey  (1881),   10 

That  a  covenant  by  the  licensee  aa  to  BisseU,  494  ;  9  Fed.  Rep.  202. 
the  mode  of  using  the  invention  does        That  one  who  was  formerly  a  li- 

not  estop  him  to  deny  the  validity  of  censee  and  also  claimed  to  own  the  pat- 

the  patent  when  sued  thereon,  see  BUss  ent  is  now  estopped  to  deny  its  validity, 

V.  Negas  (1811),  8  Mass.  46.  see  Burr  v.  Eimbark  (1886),  28  Fed. 

That  an  agreement  not  to  deny  the  Bep.  574  ;  37  0.  6.  1480. 
validity  of  the  patent  will  prevail,  what-        *  That  when  licensees  stamp  articles 

ever  the  invalidity  may  consist  in,  see  with  the  name  and  date  of  the  patent 

Heilner  v.  Battin  (1856),  27  Pa.  St  they  admit  that  the  articles  were  made 

517.  under  the  patent,  see  Jones  vi  Vankirk 

That  taking  a  license  for  a  definite  (1865),  2  Fisher,  586. 
period  does  not  operate  as  an  admission         For  a  review  of  the  cases  oonceming 

of  validity  after  that  period,  nor  work  estoppel  of  licensee,  see  Morse  Arms 

an  estoppel,  see  Rich  t;.  Atwater  (1844),  Mfg.  Ca  «.  U.  S.   (1880),  16  Ct.  of 

16  Conn.  409.  CI.  296 ;  and  J!  1250-1252,  and  notes, 

That  a  licensee  is  not  estopped  in  post 
equity  ftt>m  denying  the  validity  of  the 

VOL.  II.  —  89 
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which  the  licensee  has  practised  the  invention.^  When  the 
license  is  paid  for  bj  a  gross  sum  in  advance,  it  is  not  revo- 
cable  bj  the  licensor  unless  expressly  so  provided ;  but  if  by 
periodical  license-fees  or  royalties,  the  question  of  its  revoca- 
bility  is  not  affected  by  their  paymeut.^  A  licensee  remains 
liable  for  his  license-fees  or  royalties  until  evicted  by  the 
licensor,  although  it  is  the  duty  of  the  licensor,  unless  other- 
wise agreed,  to  demand  them  and  not  wait  for  the  licensee 
to  pay  them.^    A  failure  to  make  the  stipulated  payments 

§  821.  1  That  a  licensee  acting  with-  R.  Co.  (1886),  26  Fed.  Rep.  756  ;  36 

in  his  license  is  liable  only  for  the  roy-  O.  6.  942. 

alty  agreed   on,   see    Kelly  v.   Porter  That  an  agreement  to  pay  royalties 

(1888),  17  Fed.  Rep.  519  ;  8  Sawyer,  to  a  certain  amount  within  a  specified 

482.  time,  and  the  other  accroing  royalties 

That  a  licensee  is  liable  for  royalties  within  a  year,  obliges  the  licensee  to 

while  he  takes  the  benefit  of  any  of  the  pay  the  amount  absolutely,  and  what- 

patents  covered  by  his  license,  see  Pope  ever  other  royalties  may  accrue  within 

Hfg.   Co.  V.  Owsley   (1886),  27  Fed.  the  year,  see  Babcock  v.  Northern  Fac 

Rep.  100;  87  O.  G.  781.  R.  Co.  (1886),  26  Fed.  Rep.  756 ;  86 

That  on  a  license  to  practise  the  in-  O.  G-  942. 

Tention,  as  distinguished  from  selling,  That  where  royalties  are  made  pay- 

the  royalty  is  not  collectible  if  the  pat-  able  quarterly  on  the  first  days  of  Jann- 

ent  is  worthless,  see  Jenkins  v.  Abbotts  ary,  April,  July,  and  October,  and  the 

(1874),  54  N.  H.  447.  license  is  dated  and  executed  January 

That  a  licensee  is  liable  for  royalties  7th,  the  first  royalty  becomes  payable 

on  a  patent  apparently  valid,  until  the  April  Ist,  see  Dare  v.  Boylston  (1880), 

patent  is  rescinded,  or  revoked,  or  notice  6  Fed.  Rep.  493;  18  Blatch.  548;  19 

is  given  to  the  licensor  that  no  more  O.  G.  725. 

royalties  will  be  paid,  see  Marston  v.  That  a  right  to  royalties  is  property, 

Swett  (1880),  82  N.  Y.  526.  and  is  insurable  like  other  property,  and 

That  after  a  patent  has  been  annulled  its  owner  has  an  insurable  interest  in 

and    priority  awarded  to  another,  no  the  factory  where  the  articles  are  made, 

more  royalties  can  be   recovered,  see  see  National  Filtering  Oil  Co.  «.  Citizens 

Marston  v.  Swett  (1880),  82  N.   Y.  Insurance  Co.  (1885),  84  Hun,  556. 

526.  *  That  a  license  fully  paid  for  in 

That  an  agreement  to  pay  a  certain  advance,  and  not  upon  condition,  is 

royalty  on  every  article  made  on  the  irrevocable,  see  Wood  v.  Wells,  Critten- 

patented  machine,  is  not  an  agreement  den  &  Co.  (1878),  6  Fisher,  882. 

to  run  the  machine  to  its  utmost  capa-  *  That  royalties  must  be  paid  unless 

city,  see  Newell  v,  Wheeler  (1867),  86  there  has  been  an  eviction,  see  McKay 

N.  Y.  244.  V,  Jackman  (1883),  17  Fed.  Rep.  641  ; 

That  an  agreement  in  a  license  to  White  v.  Lee  (1882),  14  Fed.  Rep.  789; 

pay  a  certain  royalty  for  each  of  a  cer-  23  O.  G.  1621. 

tain  number  of  devices  is  not  an  agree-  That  it  is  the  duty  of  a  lioensor  to 

nient  to  make  and  pay  for  the  whole  demand  the  license  fee  if  he  has  no 

number,  see  Babcock  v.  Northern  Pac.  other  agreement,  and  not  wait  for  the 
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renders  the  licensee  liable  to  an  action  at  law  to  recover 
them,  and  to  a  proceeding  in  equity  for  the  rescission  of 
the  license,  but  does  not  authorize  the  licensor  to  treat  the 
license  as  already  forfeited,  and  prosecute  the  licensee  for  an 
infringement.^ 

§  822.    Ezprefls  License :  How  Forfeited. 

It  was  formerly  held  that  any  breach  of  condition  by  the 
licensee^  even  the  non-payment  of  royalties  or  license-fees, 
forfeited  his  license  and  made  him  an  infringer  of  the  patent.^ 
This  doctrine  is  in  harmony  with  the  nature  of  a  license, 
which  is  not  merely  the  conveyance  to  the  licensee  of  an 
interest  in  the  invention,  but  also  an  agreement  not  to  ex- 
ercise against  him  the  prohibitory  powers  created  by  the 
patent,  provided  he  fulfils  the  obligations  which  he  has  as- 
sumed. His  failure  to  fulfil  these  obligations  ought,  there- 
fore, to  remove  the  restraint  imposed  upon  the  licensor  by 
the  agreement  and  enable  him  at  once  to  enforce  his  mo- 
nopoly against  the  offending  licensee.  Two  practical  diffi- 
culties, however,  attend  the  application  of  this  doctrine :  one, 
that  it  permits  the  licensor  to  inflict  the  extreme  penalty,  of 
his  own  motion,  for  every  trifling  violation  of  his  contract  by 
the  licensee ;  the  other,  that  in  suits  for  infringement,  when 
a  license  is  set  up  as  a  defence  and  its  forfeiture  alleged,  a 
multiplicity  of  issues  may  arise,  not  involving  the  actual 
merits  of  the  cause  and  preventing  ultimate  justice  to  the 
parties.  To  avoid  the  first  of  these  difficulties,  the  doctrine 
has  been  modified  by  the  courts  so  far  as  to  require  an  ex- 
licensee  to  pay  it,  see  Dare  v.  Boylston  a  decree  may  be  made  against  him  for 
(1880),  6  Fed.  Rep.  493  ;  18  Blatch.  overdue  license  fees,  see  McKay  v.  Jack- 
648  ;  19  0.  G.  725.  man  (1882),  20  Blatch.  466  ;  22  O.  G. 

^  See  {  822  and  notes,  post  85  ;  12  Fed.  Rep.  615. 

That  an  agreement  by  parol  with  §  822.  ^  That  a  license  paid  for  by 
a  licensee  that  if  he  becomes  ftatisHed  notes,  and  forfeitable  for  non-payment, 
that  the  patent  is  void  he  need  pay  no  is  forfeited  by  the  failure  to  pay  the 
royalties  is  no  defence  to  a  suit  for  first  note,  see  Woodworth  v.  Weed 
license  fees,  nnder  a  written  license,  see  (1846),  1  Blatch.  165. 
Erory  v.  Candee  (1879),  17  Blatch.  200;  That  a  conditional  license  is  aroid- 
4  Bann.  &  A.  545.  able  at  the  option  oi  the  licensor  for 

That  where  the  defendant  claims  breach  of  condition,  see  Woodworth  v. 
under  a  license  and  sustains  his  claim.    Cook  (1850),  2  Blatch.  151. 
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press  stipulation  to  that  effect  in  the  license  in  order  for  a 
mere  breach  of  condition  to  work  a  forfeiture.*''  To  OTercome 
the  second,  later   decisions   hold   that   licenses   containing 

express  stipulations  for  their  forfeiture  are  not  ipso  facto 
forfeited  upon  condition  broken,  but  remain  operatiTe  and 
pleadable  until  rescinded  by  a  court  of  equity.^    The  reme- 

*  That  a  broach  of  the  covenant  in  a  How.  99  ;  Hartshorn  v.  Day,  19  How. 

license  does  not  work  a  forfeiture  per  te,  211 ;    Goodyear  v.   Union  R.    Co.,  4 

unless  it  ia  80  expressly  agreed,  see  Con-  Blatchf.  69  ;  Blanchard  v,  Sprague,  1 

solidated  Middlings  Purifier  Co.  v.  W<^  Cliff.  288  ;  Meraerole  v.   Union  Paper 

(1886),  87  0.  G.  567  ;  28  Fed.  Rep.  Collar  Co.  6  Blatchf.  856-7."    5  Bann. 

814  ;  White  v.  Lee  (1880),  5  Bann.  &  &  A.  572  (574). 

A.  572  ;  8  Fed.  Rep.  222.  That  a  license  "  conditioned  to  be 

That  a  license  to  make  and  sell,  not  roid,*'  etc,  may  be  annulled  in  equity, 

limited  on  its  face,  cannot  be  terminated  see*  Adams  v,  Meyroee  (1881),  7  Fed. 

by  the  licensee,  without  the  consent  Rep.  208  ;  2  McOary,  860. 

of  the  licensor,  see  Starling  v.  St.  Paul  That  a  contract  to  give  an  exclnsiyB 

Plow  Works  (1887),  29  Fed.  Rep.  790.  right  to  sell  on  payment  of  royalties  is 

That  a  license  may  be  conditioned  to  not  rerocable  on  failure  to  pay,  without 

become  roid  if  the  patent  is  infringed,  a  proceeding  in  equity,  see  BurdeU  v« 

see  Wood  v.  Wells,  Crittenden,  &  Co.  Denig  (1865),  2  Fisher,  588. 

(1878),  6  Fisher,  882.  That  a  license  is  not  aroided  by  the 

For  the  construction  of  a  special  con-  failure  of  the  licensee  to  comply  with 

tract  as  to  revocation  of  license,  see  its  terms,  even  though  it  contains  an 

Weed  V.  Draper  (1870),  104  Mass.  28  ;  express  condition  to  that  effect,  and  the 

Weed  V,  Draper  (1868),  99  Mass.  53.  licensee  cannot  be  treated  in  equity  as 

That  an  agreement  in  a  license  that  an  infringer,  though  the  license  so  de» 

the  lioense  may  be  declared  forfeited  if  clares,  until  the  license  has  been  judi« 

the  licensee  fails  to  pay  the  royalties  is  cially  annulled,  see  Adams  o.  Meyrose 

valid  and  enforceable,  see  Hammacher  (1881);  2  McCriary,  860 ;  7  Fed.  Bep. 

«.  Wilson  (1886),  26  Fed.  Rep.  239  ;  208 ;    Kartell  v.  Tllghman  (1878),  99 

86  0.  G.  233.  U.  S.  547. 

s  In  White  v.  Lee  (1880),  8  Fed.  That  written  notice  of  hia  default 

Rep.  222,  Lowell,  J.  :  (224)  "  No  court  must  be  served  on  the  licensee  in  order 

of  equity  will  say  that  a  plaintii^  even  to  terminate  his  license,  when  the  li- 

if  he  have  an  election  to  put  an  end  to  cense  so  provides,  see  Whits  «.   Lea 

a  contract  in  a  certain  way,  shall  assume  (1880),  8  Fed.  Rep.  222  ;  5  Bann.  k  A. 

it  to  be  ended  without  following  that  572. 

method,  and  proceed  accordingly.    This  That  a  notice  that  the  license  "  will 

contract  stiU  exists  until  one  party  or  be  revoked  "  is  not  a  notice  of  revoca- 

the  other,  or  both,  bring  it  to  an  end.  tion,  see  Pope  Mfg.  Co. «.  Owsley  (1886), 

It  cannot  be  treated  as  ended,  as  a  legal  27  Fed.  Rep.  100  ;  87  0.  G.  781. 

consequence  of  a  failure  to  pay  the  roy-  That  the  contract  is  not  dissolved 

alties.    To  this  effect  are  the  authori-  ipao  facto  when  the  licensor  forbids  the 

ties,  even  before  the  late  and  control-  licensee  to  further  use  the  invention, 

ling  case  of  Hartwell  v.  Tilghman,  99  see    Union    Mfg.    Co.    «.    Lounsbniy 

U.  S.  547.    See  Wilson  v.  Sanford,  10  (1864),  42  Barb.  125. 
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dies  now  open  to  the  licensor  against  a  licensee  who  still 
claims  under  the  license,  but  fails  to  perform  his  obligations, 
are  a  suit  upon  the  contract  for  the  damages  sustained,  or 
a  bill  in  equity  for  the  rescission  of  the  license,  followed 
by  a  suit  for  the  infringement  of  the  patent.^  In  determining 
the  questions  presented  by  a  bill  in  equity  for  the  rescission 
of  a  license,  the  court  is  guided  by  the  ordinary  principles 
which  govern  its  decisions  in  other  cases.  Thus  where  the 
breach  complained  of  is  the  non-payment  of  money  at  the 
time  fixed  in  the  license,  the  license  will  not  be  rescinded 
if  payment  has  been  subsequently  tendered  or  complete  jus- 
tice can  be  done  by  a  judgment  for  the  amount  already  due.^ 

4  That  where  the  licenBee   exoeecU  8  McLean,  528,  it  has  been  held  that 

his  rights  he  breaks  his  contract  and  a  patentee  ezgoyed  the  nnnsoal  privi- 

infringes   the   patent   both,  see  Pope  lege  of  treating  a  breach  of  oorenant  as 

Mfg.   Co.  V.  Owsley  (1886),   27  Fed.  if  it,  of  itself ,  worked  a  forfeiture.    No 

Rep.  100  ;  87  O.  0.  781  ;  Magic  Ruffle  doubt  the  parties  may  agree  that  such 

Co.  V.  Elm  City  Co.  (1875),  8  0.  G.  an  effect  shaU  follow  ;   and  this  will 

778  ;  18  Blatch.  151 ;  2  Bann.  k  A.  account  for  some  of  the  decisions.    The 

152.  others  of  this  sort  are  oyerruled    by 

That  when  a  license  has  been  termi-  Hartell  v.  TUghman,  99  U.  8.  547." 

sated  by  due  notice  the  licensee  be-  8  Fed.  Rep.  222  (223). 
comes  an  infringer  as  to  aU  subsequent         That  failure  to  pay  royalties  at  the 

acts,  see  £[ammacher  v,  Wilson  (1886),  date  agreed  upon  is  not  ip§o  facto  a 

26  Fed.  Rep.  239 ;  86  O.  G.  238.  forfeiture  of  the  license,  eren  though 

*  In  White  v.  Lee  (1880),  5  Bann.  &  the  license  so  provides,  see  Dare  v. 
A.  572,  Lowell,  J.  :  (578)  **The  theory  Boylston  (1880),  6  Fed.  Rep.  498  ;  18 
of  the  biU  is  that  any  failure  by  the  Blatch.  548  ;  19  0.  G.  725. 
licensee  to  pay  the  royalties,  or  to  That  a  licensor  who  fails  in  his 
render  an  account,  avoids  the  license  duties  wUl  not  be  aided  by  equity 
immediately  at  the  election  of  the  against  his  licensee,  see  Foster  v.  Gold- 
licensor.  A  license  ia  often  compared  schmidt  (1884),  22  Blatch.  287  ;  21 
to  a  lease  of  land,  and  many  decisions  Fed.  Rep.  70  ;  28  O.  G.  915. 
follow  this  analogy.  Now,  so  far  is  That  a  provision  for  avoiding  a  li« 
equity  from  decreeing  the  forfeiture  of  cense  for  non-payment  of  royalties  is 
a  lease  for  a  breach  of  covenant,  that  only  a  means  of  securing  payment  and 
it  often  interferes  to  prevent  a  forfeiture  is  cured  by  tender  after  pay-day,  see 
which  would  exist  at  law.  I  know  of  Dare  «.  Boylston  (1880),  18  Blatch. 
BO  case  in  which  a  mere  failure  to  pay  548  ;  6  Fed.  Rep.  498  ;  19  O.  G.  725. 
money,  or  keep  some  engagement  of  that  That  where  an  exclusive  licensee  fails 
nature,  has  been  held  a  good  cause  for  to  pay  as  he  agrees  and  the  patentee 
asking  a  court  of  equity  either  to  declare  thereupon  grants  an  exclusive  license 
a  forfeiture,  or  to  proceed  as  if  one  had  to  another,  who  has  notice  of  the  prior 
been  incurred.  In  some  few  patent  license,  the  first  licensee  may  at  any 
cases,  b^;inning  with  Brooks  v.  Stolley,  time  tender  what  is  due  and  assert  his 

822 
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Nor  will  infringement  by  the  licensee,  by  means  of  wrongful 
acts  outside  the  limits  of  his  license,  be  ground  for  a  rescis- 
sion, unless  his  conduct  is  so  hostile  to  the  patent  as  to 
amount  to  a  denial  of  its  claims.^  But  a  non-payment  of 
royalties  or  license-fees,  coupled  with  an  abandonment  of 
the  priyileges  of  the  license  and  working  other  injuries  to 
the  licensor  than  the  mere  detention  of  money  due,  or  arising 
from  circumstances  which  indicate  that  future  royalties  and 
license-fees  will  likewise  be  unpaid,  and  any  other  breach  of 
condition  which  under  the  agreement  of  the  parties,  inter- 
preted according  to  the  rules  of  equity,  should  operate  as  a 
forfeiture  of  the  privileges  conferred  upon  the  licensee,  are 
grounds  upon  which  equity  will  annul  the  license,  and  restore 
the  parties  to  their  original  rights,  —  the  licensor  to  his  right 
to  maintain  an  action  for  infringement,  and  the  licensee  to 
his  right  to  defend  against  it  by  denying  the  validity  of  the 
patent  or  the  title  of  the  licensor.^  The  foregoing  modifi- 
cations have  no  application  to  cases  where  the  licensee  has 
openly  repudiated  his  license,  either  by  words  or  conduct 
Such  repudiation  is  more  than  a  mere  ground  of  forfeiture.^ 

rights  M  against  the  second  licensee,  it,  see  WocmI  v.  Wells,  Crittenden  &  Co. 

see  Dare  v.  Boylston  (1880),  19  O.  6.  (1873),  6  Fisher,  382. 
725  ;    18   Blatch.   648  ;    6  Fed.   Bep.         That  the  use  of  the  same  machint 

498.  as  the  inrention  of  another  than  th« 

That  where  the  patentee  revokes  one  licensor  revokes  the  license  to  that  ex- 
license  and  then  licenses  another  party  tent,  see  Steam  Cutter  Co.  v.  Sheldon 
who  has  notice  of  the  first  license,  the  (1872),  10  Blatch.  1 ;  5  Fisher,  477. 
second  licensee  is  chaigeable  with  notice  ^  That  a  license  is  forfeited  by  n<Hi- 
that  the  first  licensee  still  claims  that  his  payment  of  royalties  and  disdaimer  of 
license  is  good,  see  Dare  v,  Boylston  licensor's  rights,  see  Bell  v.  McOnUough 
(1880),  18  Blatch.  648  ;  19  O.  6.  725  ;  (1858),  1  Fisher,  880  ;  1  Bond,  194. 
6  Fed.  Rep.  498.  ^  In  White  o.  Lee  (1880),  8  Fed. 

That  if  a  royalty  is  based  on  the  Rep.   222,  Lowell,   J. :    (224)  "It  is 

number  of  articles  sold,   and  the   li-  true,  as  the  plaintiffs  contend,  that  if  a 

censee  ceases  to  make  and  sell,  he  >if%"*-  licensee  has  renounced  the  license  he 

dons  his  license,  and  the  licensor  may  may,  on  the  one  hand,  defend  against 

then  license  other  parties,  see  Pitts  v.  the  agreement  and  set  up  the  invalidity 

Jameson  (1853),  15  Barb.  810.  of  the  patent ;  and,  on  the  other,  may 

*  That  the  infringement  of  a  patent  be  treated  as  an  infringer.     Moody  v. 

by  a  licensee  does  not  forfeit  his  license,  Taber,  1   Holmes,    825  ;  Cohn   v.  Na- 

nnless  his  conduct  is  so  hostile  toward  tional    Bubber  Ca,   16  O.    6.    829." 

the  patent  as  to  amount  to  a  repndia-  6  Bann.  &  A.  572  (574). 
tion  of  his  rights  as  a  licensee  under 
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It  severs  the  relations  between  the  licensee  and  licensor,  and 
from  that  time  forward  authorizes  the  latter  to  treat  all  acts 
of  the  former,  within  the  scope  of  the  patent,  as  infringements, 
and  estops  the  former  from  pleading  his  license  in  any  suit 
for  such  acts  of  infringement  that  may  be  brought  against  him 
by  the  licensor. 

§  823.   Ezpresfl  License :  When  Transferable. 

Whether  or  not  a  license  is  transferable  depends  on  the  in- 
tention of  the  parties.  There  is  nothing  in  the  nature  of  a 
license,  considered  as  the  conveyance  of  an  interest  in  the 
invention  or  as  a  release  froqi  the  monopoly,  which  precludes 
its  alienation  as  long  as  this  does  not  extend  the  privileges 
thereby  conferred.  Clearly  a  licensee,  unless  receiving  ex- 
press authority  to  that  effect,  would  have  no  right  to  multiply 
his  privileges  by  sub-licenses,  and  thus  increase  the  number 
of  the  individuals  who  could  lawfully  practise  the  invention. 
His  authority  to  divide  his  rights,  and  to  apportion  them  to 
others,  must  be  measured  by  the  circumstances  of  each  case, 
and  be  so  limited  that  the  sum  of  all  the  rights  distributed 
shall  be  no  greater  than  his  own.  In  view  of  the  abuse8~\ 
likely  to  arise  from  the  practical  exercise  of  such  powers  of 
alienation,  and  the  difficulties  attending  any  attempt  to  vin- 
dicate the  rights  of  the  licensor,  the  courts  have  held  that  a 
license  is  not  assignable  unless  it  affirmatively  appears  that 
such  was  the  intention  of  the  parties.^  --Even  where  the  license 

t  828.  ^  In  DoTsey  Revolving  Har-  (1884),  28  Blatch.  27  ;  22  Fed.  Bep. 

Tester  Rake  Co.  v.  Bradley  Mfg.  Co.  656. 

(1874),  12  Blatch.  202,  Woodruff,  J.  :        That  a  license  to  nse  is  personal  and 
(208)  "  Whether  a  license  is  or  is  not  not  assignable,  see  Eclipse  WindmUl 
assignable  is   to   be   determined,    not  Co.  v.  Woodmanse  Windmill  Co.  (1885), 
merely  by  the  term  '  license,'  but  by  an  24  Fed.  Bep.  650  ;  82  O.  G.  1605. 
inquiry  into  the  lair  meaning  and  in-         That  a  license  to  make  and  use  is 
tention  of  the  parties ;  and  it  may  be  personal  and  does  not  pass  to  the  re- 
affected  not  only  by  the  words  of  li-  ceiver  of  the  licensed  firm,  see  Curran  / 
cense,  but  by  the  nature  of  the  trans-  v.  Craig  (1884),  22  Fed.  Rep.  101.         ' 
action,  the  consideration  paid,  and  other        That  a  "  shop  right "  license  is  per- 
circumstances  showing  that  an  aftsign-  sonal,  not  assignable,  and  is  available 
able  right  was  conferred.**    1  Bann.  k  only  in  the  manner  stipulated,  see  Gibbs 
A.  830  (886).  V,  Hopfner  (1884),  22  Blatch.  86 ;  19 

That  licenses  are  generally  personal.  Fed.  Bep.  828. 
not  assignable,  see  Adams  v,  Howard        That  a  personal  license  is  not  assign- 
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is  granted  to  the  licensee  '^  and  his  assigns/'  the  force  of  thd 
latter  phrase  is  qualified  or  neutralized  if  the  rights  conferred 
upon  the  licensee  himself  are  evidently  not  transferable.' 
A  license  to  use  '^  in  the  licensee's  own  business,"  or  ^  at 
his  shop,"  is  personal  only  and  cannot  be  assigned.'  But  a 
license  to  use  to  a  certain  quantity  on  payment  of  a  gross 
sum  is  prima  fade  alienable,  since  it  can  make  no  difference 
to  the  licensor  by  whom  the  quantity  is  used.^  A  license  to 
a  partnership  is  not  affected  by  a  change  of  members  in  the 
firm,  unless  the  license  otherwise  provides,  and  when  such 
license  is  limited  in  number  or  amount  it  will  enure  to  the 
benefit  of  each  member  of  the  firm,  after  the  dissolution,  if 
the  limits  named  are  not  exceeded.^    Assignees  of  a  license 

able,  see  Racine  Seeder  Co.  v.  JoUet  see  Matthews  «.  Green  (1884),  19  Fed. 

Wire  Check  Rower  Co.  (1886),  27  Fed.  Rep.  649. 

Rep.  867  ;  87  0.  G.  452.  >  That  the  woid  **  asngna  "  in  the 

That  a  license  to  use  for  a  special  license  is  not  oondosive,  if  the  snlgeet- 

purpose  is  not  transferable  nnless  so  matter  is  not  tnmsferable,  see  Brooks  v. 

expressed,  not  even  passing  to  the  li-  Byam  (1848),  2  Story,  526;  2Robb,  161. 
censee's   administrator,   see   Oliver   v,        *  That  a  license  to  use  in  *'  his  own 

Rumford  Chemical  Works  (1888),  109  proper  business"  to  a  certain  amount 

U.  S.  75  ;  25  O.  G.  784.  yearly  is  not  transferable,  see  Putnam 

That  a  license  cannot  be  apportioned  v.  HoUender  (1881),  6  Fed.  Bep.  882  ; 

out  to  others  by  the  licensee,  see  Con-  19  Blatch.  48  ;  19  O.  G.  1428. 
solidated    Fruit   Jar  Co.   v.   Whitney         That  a  license  to  use  the  patented 

(1874),  1  Bann.  &  A.  856.  invention  at  the  licensee's  shop,  and  to 

That  the  exclusive  right  to  supply  associate  others  with  him  in  such  nse^ 

the  licensor  with  articles  to  be  made  on  is  not  assignable,  see  Gibbs  v,  Hoefner 

the  patented  machine,  under  a  *'  per-  (1884),  19  Fed.  Rep.  823  ;  22  Blatch. 

sonal"  license,  does  not  authorize  the  86 ;  Searls  v.  Bouton  (1882),  21  O.  G. 

licensee  to  arrange  with  others  for  their  1784  ;  20  Blatch.  426  ;  12  Fed.    Rep. 

manufacture  and   supply,   and  if   the  140  ;  Rubber  Co.  v.  Goodyear  G869), 

licensee  cannot  manufacture  personally  9  WsU.  788. 

the  license   ceases,   see    Houghton   v.         *  That  a  license  to  use  the  invention 

Rowley  (1874),  9  Phila.  288.  to  a  certain  extent  on  payment  of  a 

That  where  an  exclusive   right   is  gross  sum  is  prima  facie  assignable,  see 

granted  to  a  licensee  it  vests  at  his  Belding  v.  Turner  (1871),   8  Blatch. 

death  in  his  personal  representatives  so  821  ;  4  Fisher,  446.     'C\j^  C^.«    n  ^  ^  ^ 
far  as  to  enable  them  to  finish  up  and         *  That  a  license  to  a  partnership  is 

dispose  of  the  devices  on  hand,  and  then  good,  if  paid  for  in  advanoe,  though  one 

ceases,  see  Pitts  v.  Jameson  (1853),  15  member  of  the  firm  retires  and  new 

Barb.  810.  members  are  admitted,  unless  the  oon* 

-     That  a  license  to  use  an  invention  trary  is  expressed,  see  Belding  v.  Turner 

may  be  subjected  in  equity  to  the  claim  (1871),  8  Blatch.  821 ;  4  Fisher,  446. 
of  a  judgment  in  favor  of  the  licensor.         That  where  a  firm  is  licensee  a  change 
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take  it  subject  to  all  the  obligations  and  conditions  imposed 
upon  the  original  licensee,  and  run  their  own  risk  of  his  right 
to  transfer  it.^  An  unauthorized  transfer  may  be  ratified  by 
the  acceptance  of  the  royalties  or  license-fees  from  the 
assignee  after  notice  of  the  assignments 


§  824.  ImpUed  Idoeoses:  Uoensa  to  Use  ImpUad  in  Favor  of  Pnr- 
ohaser  at  any  Ziawfnl  Sale  of  a  Patented  Artiole. 
There  are  certain  cases  in  which  the  law  implies  a  license 
from  the  dealings  of  the  parties  with  each  other,  or  from  the 


\ 


in  partners  does  not  affect  its  duties  or 
rights  as  sach  licensee,  bat  the  rytiring 
partner  is  merely  a  surety  for  the  royal- 
ties, and  if  he  has  to  pay  them  he  is  en- 
titled to  be  r«^paid  by  the  firm,  see  Sizer 
V.  Ray  (1881),  87  N.  Y.  220. 

That  a  license  granted  to  a  firm  and 
limited  only  as  to  the  quantity  to  be 
made  confers  a  right  upon  the  remain- 
ing member  of  the  firm  after  its  dissolu- 
tion, see  Belding  v.  Turner  (1871),  4 
Fisher,  446  ;  8  Blatch.  821. 

That  a  license  to  A.,  B.  &  C,  "  con- 
stituting the  firm  of  A.,  B.  &  Co.,  and 
their  executors,  administrators,  and 
assigns,"  is  a  license  to  A.,  B.  &  C,  not 
to  the  firm,  and  the  receiver  of  the  firm 
has  no  right  in  it,  but  each  party  can 
V  assign  his  interest  in  it  separately,  see 
Adams  v.  Howard  (1884),  23  Blatch. 
27  ;  22  Fed.  Rep.  856. 

That  a  license  to  a  paituership  can- 
not be  transferred  to  a  coqioration  com- 
posed of  the  same  persons,  see  Locke  v. 
Lane  (1888),  35  Fed.  Rep.  289. 

That  the  receiver  of  a  bankrupt  cor- 
poration, carrying  on  its  business  of 
making  patented  articles  under  a  license 
by  order  of  the  court,  cannot  be  inter- 
fered with  by  a  new  licensee  without 
contempt  of  court,  aee  In  re  Woven 
Tape  Skirt  Co.  (1877),  12  Hun,  111. 

*  That  the  purchaser  of  a  licensee's 
right  must  take  his  own  risks  as  to  the 
vendor's  right  to  sell,  see  Chambers  v. 
Smith  (1870),  5  Fisher,  12. 


That  licenses  bind,  as  to  terms,  etc., 
all  the  assignees  of  the  licensee,  whether 
recorded  or  not,  see  Hamilton  v.  Kings- 
bury (1879),  17  O.  G.  147  ;  17  Blatch. 
264  ;  4  Bann.  &  A.  615. 

That  an  assignment  of  a  license  on 
an  annual  royalty  resembles  the  assign- 
ment of  a  lease,  and  follows  the  same 
rules,  see  Wilde  v.  Smith  (1879),  8 
Daly,  196. 

That  it  is  doubtful  whether  the  same 
privity  exists  between  the  assignee  of 
a  license  and  the  licensor  as  between 
the  assignee  of  a  lessee  and  the  lessor, 
see  Wilde  v.  Smith  (1879),  8  Daly,  196. 

That  in  a  suit  by  a  retiring  partner, 
as  surety  for  royalties  which  he  has 
paid,  the  attitude  of  the  firm  toward  the 
patentee  is  of  no  consequence,  and  judg- 
ment against  the  surety  is  conclusive 
against  the  firm,  nor  is  it  material 
whether  the  firm  made  a  profit  or  not 
by  their  sales,  see  Sizer  v.  Ray  (1881), 
87  N.  Y.  220. 

^  That  an  assignment  contrary  to 
the  terms  of  a  license  is  validated  by  the 
acceptance  of  the  royalty  from  the 
assignee,  unless  the  licensor  shows  the 
contrary,  see  Wilde  v.  Smith  (1879), 
8  Daly,  196 ;  Bloomer  v.  Gilpin  (1859), 
4  Fisher,  50. 

That  a  notice  by  the  licensor  to  the 
assignee  that  the  royalty  is  due,  and 
demanding  payment,  shows  that  the 
licensor  knows  of  the  a&signment,  see 
Wilde  V,  Smith  (1879),  8  Daly,  196. 
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relations  which  subsist  between  them.  The  most  frequent 
and  important  of  these  cases  arises  when  a  patented  article 
is  sold  by  any  one  who  has  a  right  to  sell  it.  From  such  a 
sale  the  law  implies  a  license  to  the  purchaser,  and  to  every 
subsequent  owner  of  the  article,  to  use  it  as  long  as  its  iden- 
tity can  be  preserved.^  This  implied  license  re^ts  upon  the 
principle  that  the  owner  of  the  patented  invention,  having 
once  received  his  recompense  for  releasing  the  article  from 
the  monopoly,  either  in  its  price  directly  paid  to  him  or  in 
the  license-fee  which  he  collects  from  its  vendor,  he  can  there- 
after neither  limit  nor  demand  compensation  for  its  use,^  but 

§  824.  1  That  an  absolute  lawfal  sale  That  the  use  by  the  defendant^  with* 

of  a  patented  device  carries  both  the  out  interference,  for  years,  is  no  evi- 

right  to  use  it  and  the  ownership  of  the  dence  to  show  a  right  in  his  vendors^ 

device  itself,  see  Porter  Needle  Co.  v.  see  Baldwin  v.  Sibley  (1858),  1  Clifford, 

National  Needle  Co.  (1883),   17   Fed.  150. 

Rep.  536.  2  In   Adams  v.    Burke   (1878),   17 

That  a  patentee  may  sever  the  owner-  WalL  453,  Miller,  J. :  (456)  **But,  in 

ship  of  a  patented  article  from  the  right  the   essential  nature  of  things,  when 

to  use  it,  if  he  chooses,  see  Porter  Needle  the  patentee,  or  the  person  having  his 

Co.  V.  National  Needle  Co.  (1883),  17  rights,  st'Us  a  machine  or  instrument 

Fed.  Rep.  536.  whose  sole  value  is  in  its  use,  he  re- 

That  a  machine  may  be  sold  without  ceives  the  consideration  for  its  use,  and 

the  right  to  use  it,  and  the  purchaser  he  parts  with  the  right  to  restrict  that 

does  not  then  acquire  by  the  sale  a  right  use.     The  article,  in  the  language  of 

to  use,  see  Kodgers  v.  Torrant  (1880),  the  court,  passes  without  the  limit  of 

48  Mich.  118 ;  Wortendyke  v.  White  the  monopoly.      That  is  to  say,   the 

(1875),  2  Bann.  &  A.  25 ;   Wilson  v.  patentee  or  his  assignee,  having  in  the 

Stolley  (1847),  4  McLean,  273.  act  of  sale  received  all  the  royalty  or 

That  where  an  inventor  submits  his  consideration  which  he  claims  for  the 

invention  to  the  United  States  for  adop-  use  of  his  invention  in  that  particular 

tion  and  use,  no  presumption  of  a  gra-  machine  or  instrument,  it  is  open  to  the 

tuitous  license  arises,  but  a  license  is  use  of  the  purchaser,  without  further 

implied   at   a  reasonable  royalty,   set;  restiiction  on  account  of  the  monopoly 

McEeever  v.  United  States  (1878),  14  of  the  patentees.     If  this  principle  be 

Ct.  of  CI.  396  ;  23  0.  O.  1525.  sound  as  to  a  machine  or  instrument 

Tbst  the  sending  of  persons  to  buy  whose  use  may  be  continued  for  a  num- 

of  a  suspected  infringer  after  injunction  her  of  years,  and  may  extend  beyond 

is  no  consent,  and  raises  no  implied  the  existence  of  the  patent  as  Umited  at 

license,  see  Knowles  v.  Peck  (1875),  42  the  time  of  the  sale,  and  into  the  period 

Conn.  886.  of  a  renewal  or  extension,  it  must  be 

That  the  capture  of  an  article  by  an  much  more  applicable  to  an  instrument 

American  vessel  gives  no  right  to  use  it  or   product    of   patented    manufacture 

as  against  the  patentee,  see  Opinions  which  perishes  in  the  first  use  of  it,  or 

Atty.  Gen.  (1820),  5  Op.  At.  Gen.  725.  which,  by  that  first  use,  becomes  in- 

§824 
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by  the  sale  deliyers  it  from  all  the  restrictions  of  the  patent 
and  makes  it  common  propei*ty  like  any  other  personal  estate.' 
To  have  that  effect,  however,  the  sale  must  be  a  lawful 
and  an  unconditional  sale.  The  sale  is  lawful  when  the  ven- 
dor is  the  patentee  himself,  or  some  one  to  whom  he  has 
conveyed  tlijB  right  to  sell  without  conditions,  or  some  one 
upon  whom  such  right  to  sell  has  been  conferred  by  law.^ 

capable  of  further  use,  and  of  no  farther  monopoly,  but  may  be  freely  used  or 

value."    5  O.  G.  118  (119).  resold  by  the  purchaser  daring  the  term 

In  Goodyear  v.  Beverly  Rubber  Co.  of  the  patent,  without  making  himself 

(1859),   1   Clifford,   848,   Clifford,  J.  :  or  any  subsequent  purchaser  liable  to 

(354)  "  Patentees  may  grant  an  interest  the  patentee,  or  his  assignee  or  licensee, 

in  the  patent,  or  they  may  license  an-  for  any  use  which  may  be  made  of  the 

other  to  manufacture  the  product  pro-  machine." 

duced  by  their  process,  and  authorize  In  Goodyear  v,  Beverly  Rubber  Co. 
him  to  sell  the  same  in  the  market  (1859),  1  Clifford,  S48,  Clifford,  J. : 
Whether  the  inventor  in  any  given  case  (856)  "By  virtae  of  the  contract  of 
has  a  patent  for  the  article  manufac-  sale  and  the  unconditional  deliveiy  of 
tured,  or  only  for  the  product  or  the  the  manufactured  article,  it  passes  out- 
material  of  which  it  Lb  composed,  the  side  of  the  monopoly,  and  is  no  longer 
nnconditional  sale  of  the  manufactured  under  the  peculiar  protection  granted 
article  carries  with  it  the  absolute  do-  to  patented  rights.  Whenever  a  valid 
minion  over  the  material  as  well  as  sale  of  the  patented  article  is  thus 
over  the  manufactured  article.  Having  made,  it  then  becomes  the  private  prop- 
manufactured  the  material  and  sold  it  erty  of  the  purchaser,  and  is  no  longer 
for  a  satisfactory  compensation,  whether  protected  by  the  laws  of  the  United 
as  mateiial  or  in  the  form  of  a  manu-  States,  bat  by  the  laws  of  the  State  in 
factured  article,  the  patentee,  so  far  as  which  it  is  situated." 
that  quantity  of  the  product  of  his  in-  That  the  patented  article,  thus  law- 
vention  is  concerned,  has  enjoyed  all  fully  sold,  is  no  longer  under  the  mo- 
the  rights  secured  to  him  by  his  letters-  nopoly,  see  also  HoUiday  v.  Matheson 
patent ;  and  the  manufactured  article,  (1885),  24  Fed.  Rep.  185 ;  81  O.  G. 
and  the  material  of  which  it  is  com-  1444 ;  28  Blatch.  289 ;  Detweiler  v. 
posed,  go  to  the  purchaser  for  a  vala-  Voege  (1881),  8  Fed.  Rep.  600 ;  19 
able  consideration,  discharged  of  all  the  Blatch.  482  ;  American  Cotton  Tie  Co. 
rights  of  the  patentee  previously  at-  v.  Simons  (1878),  8  Bann.  &  A.  820 ;  13 
tached  to  it,  or  impressed  upon  it,  by  0.  G.  967;  Mitchell  v.  Hawley  (1872), 
the  act  of  Congress  under  which  the  16  Wall.  544;  6  Fisher,  881;  8  O.  G. 
patent  was  granted."  241 ;  Adams  v.  Burke  (1871),  1  0.  G. 

•  In  Howe  v.  Wooldredge  (1866),  12  282  ;  Holmes,  40  ;  4  Fisher,  892. 
Allen,  18,  Gray,  J.:   (22)    "When  a         *  That  a  purchaser  from  the  patentee 

single  machine,  made  nnder  a  patent,  himself  has  an  implied  license  to  use, 

has  been  sold,  either  by  the  patentee  or  see  Detweiler  v.  Yoege  (1881),  8  Fed. 

by  his  assignee  or  licensee,  acting  within  Rep.  600  ;   19  Blatch.  482 ;    Black  v. 

the  authority  conferred  by  an  assign-  Hubbard  (1877),  12  0.  G.  842  ;  8  Bann. 

ment  or  license,  the  machine  thus  sold  &  A.  89. 
is  no  longer  subject  to  the  franchise  or         That  where  an  American  patentee 
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Thus  an  assignee  whether  sole  or  joint,  a  grantee  selling 
within  his  own  territory,^  and  a  licensee  whose  right  to 

Bells  the  patented  article  abroad  mth-  oonld  do  as  to  any  number  of  machines 

out  restrictions,  the  purchaser  can  use  in  existence  or  to  be  brought  into  exist- 

and  sell  it  in  the  United  States,  see  ence.    What  they  could  do  themselves 

Holliday  9.  Matheaon  (1885),  24  Fed.  they  could  by  contract  authorize  or  con- 

Rep.  185 ;  81  0.  G.  1444  ;  28  Blatch.  vey  the  right  to  any  other  party  to  do. 

239.  As  the  patentees  themselves  could  law- 

That  if  a  fiustoty  and  machinery  are  fMy  tdl  these  patented  articles  at  Chi- 

sold  with  the  acquiescence  of  the  paten-  cago  withotU  rtatridion  cr  condition,  so 

tee  of  the  machines,  and  without  notice  as  to  authorize  the  purchasers,  or  those 

to  the  buyer,  he  may  use  them,   see  claiming  under  them,  to  use  the  ma- 

Detweiler  v.  Voege  (1881),  8  Fed.  Rep.  chines  anywhere  in  the  United  States, 

600  ;  19  Blatch.  482.  they  could  convey  the  right  to  Billin^^ 

^  In  McKay  v.  Wooster  (1878),  8  to  lawfully  do  the  same.  This  autiiority 
O.  G.  441,  Sawyer,  J. :  (448)  *' At  the  to  emancipate  from  the  monopoly  by  an 
date  of  the  assignment  to  Billings  the  unrestricted  sale  was  a  part  of  their 
patentees  were  still  the  holders  of  the  en-  'right,  title,  and  interest  in  the  inven- 
tire  interest  under  the  patent.  Had  tion  secured  by  the  patent,*  that  oould 
they  at  that  time,  at  Chicago,  sold  one  be  exercised  and  enjoyed  at  Chicago  or 
of  the  patented  articles  in  question  other  place  east  of  the  Rocky  Mountains 
without  restriction  or  condition,  that  as  well  as  elsewhere.  The  assignment 
undoubtedly  would  have  been  a  lawful  to  Billings  is  in  the  broadest  tenns.  It 
sale  without  restriction  or  condition ;  is  of  '  all  the  right,  title,  and  interest 
and  the  article  so  sold  would  have  been  which  the  said  John  L.  and  George  W. 
taken  out  of  the  monopoly,  and  the  Stevens  had  in  and  to  the  said  letters- 
purchaser,  or  any  one  deriving  title  patent,  and  the  invention  as  secured  to 
through  him,  would  have  been  entitled  them  by  said  letters-patent,  and  all 
to  use  it  till  worn  out  in  any  part  of  their  rights,  liberties,  privil^;eB^  and 
the  United  States.  The  patentee  him-  franchises  which  they  had  or  might 
self  could  not,  by  a  subsequent  assign-  acquire  by  Or  under  said  letters-patent,' 
ment  of  his  patent,  have  limited  the  '  for,  to,  and  in  all  the  States  and  Texri* 
right  of  the  purchaser  already  vested,  tories  of  the  United  States  esfft  of  the 
The  vendor  being  at  that  time  entitled  Rocky  Mountains.'  There  is  no  limi- 
to  the  whole  monopoly  for  the  entire  tation  of  the  power  to  vend  within  the 
jurisdiction  of  the  United  States,  it  was  territoty.  The  patentees  could  lawfully 
competent  for  him  to  wholly  emanci-  make  without  restriction  or  condition, 
pate  the  article  sold  by  taking  the  entire  eould  use  without  restriction  or  condi- 
loyalty  for  the  use  in  any  part  of  the  ter-  tion,  or  could  vend  without  regtrietion  or 
ritory.  And  a  sale  without  restriction  condition,  anywhere  within  the  specified 
or  limitation  would  work  such  emanci-  territory;  and  all  their  rights  they  con- 
pation.  In  such  case  any  party  subse-  veyed  to  Billings  wiihout  restriction  or 
quently  purchasing  the  right  to  any  spe-  condition^  who  thereupon  stepped  into 
cific  portion  of  territory  would  take  that  the  shoes  of  the  patentees  as  to  the  tei^ 
right  subject  to  the  use  of  the  machine  ritory  sold.  Had  they  intended  to  limit 
80  sold  at  any  point  within  the  territory  the  right  of  vending  '  to  vending  to  be 
purchased.  What  the  patentees  could  used  *  by  the  purchasers  within  the  tei^ 
do  with  respect  to  one  machine,  they  ritory  sold  only,  they  should  at  least 
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Bell  is  unrestricted  by  limitations  as  to  the  use  of  the  thing 

have  80  specified  the  intention,  and  by  to  use  in  California  is  not  a  part  of  Mb  ter* 
•ome^apt  words  restricted  the  right  of    ritorial  right  in  Chicago,  bat  of  his  ter- 

use  in  the  deed  of  assignment.     This  ritorial  right  in  California,  and  resides 

unrestricted  assignment  of  the  right  to  in  him  in  Chicago  only  as  a  part  of  his 

Tend  pat  it  in  the  power  of  Billings  to  personal  right.    This  personal  right  ii 

lawfully   vend    the   patented    article  limited  as  to  the  area  over  which  it  may 

within  his  territory  without  restriction  be  exercised  by  his  successive  territorial 

or  condition,  and  thereby  whoUy  eman-  transfers,  but  it  never  passes  from  him 

cipate  from  the  monopoly  the  article  so  to  any  other  person  unless  by  an  entire 

•old.      The  complainant  subsequently  or  partial  assignment  of  all  the  interest 

purchased  his  territory,  and,  whatever  remaining  in  him.     Were  this  not  so 

the  terms  of  his  grant,  he  could  of  the  first  grantee  of  any  territory,  how- 

oourse  obtain  only  what  was  left  of  the  ever  small,  would  obtain  tha  personal 

franchise  or  monopoly.    As  the  paten-  right  of  the  patentee,  and  could  license 

tees,  alter  their  sale  to  Billings,  could  anywhere  within  the  United   States ; 

not  object  to  sales  by  him  without  re-  and  since  his  right  in  his  own  territory 

itrictionsorconditions,  their  subsequent  is  exclusive  of  the  patentee,  the  moat 

assignee  cannot  object.      The   latter's  important  interest  under   the   patent 

right  is  subject  to  the  right  of  Billings  would  Test  in  him,  rendering  the  re- 

and  those  who  have  lawfully  purchased  maining  interests  of  little  security  and 

without  restriction  or  condition  from  valae.    Moreover,  if  the  interest  of  the 

him."    6  Fisher,  375  (880) ;  2  Sawyer,  patentee    "within   the   territory"  in- 

878  (879).  eludes  his  power  to  confer  the  right  to 

So  fiir  as  the  foregoing  opinion  pro-  use  the  invention  everywhere,  it  must 

ceeds  on  the  assumption  that  the  grant  also  embrace  the  power  to  confer  the 

of  all  a  patentee's  "right,  title,  and  in-  right  to  make  and  sell  everywhere,  and 

terest "  in  the  invention,  within  a  given  thas  transfer  the  complete  monopoly  to 

territory,  transfers  the  right  to  license  the  grantee,  irrespective  of  any  terri- 

others  to  use,  without  the  territory,  the  torial  boundaries,  which  is  contrary  to 

invention  sold  by  the  grantee  within  the  fundamental  idea  of  a  grant  of  ter- 

the  territory,  it  is  manifestly  unsound,  ritory.    Logically  and  consistently,  only 

The  error  arises  from  confounding  the  the  patentee,  and  he  only  while  he  has 

penonal  right  of  the  patentee  with  his  as  yet  bestowed  no  exclusive  rights  on 

Urriiorial  right.    The  patentee's  terri-  any  person,  can  transfer  the  right  to 

torial  right  consists  in  the  right   to  use  the  invention  eveiywhere ;  and  after 

make  within  the  territory,  to  use  within  such  exclusive  rights  have  been  oon- 

the  territory,  to  sell  within  the  terri-  ferred,  only  he  and  his  assignees  can 

tory,  and  to  grant  or  license  others  to  create  rights  co-extensive  with  the  area 

make,  use^  or  sail  within  the  territory,  uncovered  by  previous  exclusive  inters 

His  personal  right  consists  in  the  right  ests.    Neither  a  grantee  nor  a  licensee 

be  has  as  the  owner  of  the  whole  mo-  of  specific  territory  possesses  this  au- 

nopoly,  wherever  be  may  be,  to  grant  thority,  nor  can  they  vest  in  any  ven« 

or  license  others  to  make,  use,  or  sell,  dee  of  the  articles  made  or  sold  under 

in  any  territory  whatsoever,  except  that  their  grants  or  licenses  any  right  to  use 

already  covered  by  grants  or  exclusive  outside  the  territory  ooTered  by  their 

licenses  to  other  parties.    The  power  of  several  oonveyancea.      If  the  doctrine 

a  patentee  in  Chicago  to  grant  a  lioenae  that  a  purchaser  from  a  grantee  has  the 
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sold^  have,  equally  with  the  patentee,  the  power  to  trang- 
fer  such  a  title  to  the  parchaser  as  will  draw  after  it  a 
license  to  use  the  article  as  long  as  it  exists,  and  to  sell  it 
to  others  with  the  same  right  to  use.  Thus,  also,  a  sheriff, 
levying  an  execution  on  the  assets  of  the  patentee,  or  on  the 
assets  of  another  person  with  the  patentee's  consent,  may  sell 
the  patented  article  if  embraced  among  such  assets,  and  the 
same  license  will  attach  thereto  as  if  the  sale  had  been 
made  by  the  patentee.^    The  sale  must  furthermore  be  un- 

right  to  use  the  purchased  article  oat-  of  the  patentee  for  their  use  by  any- 
side  the  yendor'a  territory  has  any  legal  body;  because  such  is  the  effect  of  the 
basis,  it  is  in  the  rule  that  public  pol-  patentee's  voluntaiy  act  of  licensing  or 
icy  requires  that  such  a  right  must  be  selling,  in  consideration  of  the  sum  paid 
recognized  as  against  all  parties  inter-  him  for  the  license  or  sale."  SO  O.  G. 
ested  in  the  patent,  in  order  to  avoid  261  (262). 

the  public  inconvenience  which  the  en-  That  a  license  to  a  maker,  with  a 

forcement  of  their  logical  and  otherwise  covenant  not  to  sue  his  vendees,  works 

inevitable  rights  would  occasion.     So  an  implied  license  to  them,  see  Colgate 

broad  a  rule  as  this  has  never  been  v.  Western  Electric  Mfg.  Co.  (1886),  28 

sanctioned  by  any  series  of  decisions.  Fed.  Rep.  146  ;  S7  0.  G.  898. 

although  in  a  few  cases  it  has  been  ad-  That  a  purchaser  of  the  patented  ar- 

vanced  in  justification  of  the  judgment  tides  from  a  licensee  whom  he  knows 

actually  rendered.     See  the  remainder  to  have  forfeited  his  license   may  be 

of  this  note,  and  §  826,  note  2,  pod.  sued  in  sinte  of  such  license,  see  Moody 

Further,   that  a  lawful  sale  by  a  v.  Taber  (1874),  Holmes,  825 ;  6  O.  G. 

grantee  within  his  own  territory  frees  278 ;  1  Bann.  &  A.  41. 

^e  article   sold    from  the   monopoly  ^  In  Wilder  v.  Kent  (1888),  15  Fed. 

throughout  the  United  States,  see  Hob-  Rep.  217,  Acheson,  J. :    (218)    "  We 

biev.  Smith  (1886),  27  Fed.  Rep.  656;  are   therefore    called   upon   to  decide 

Adams  v.  Burke  (1878),  17  Wall.  458 ;  what  rights  a  purchaser  at  sheriflTs  sale 

5  0.  G.  118  ;  Hawley  v,  Mitchell  (1871),  takes  in  a  patented  machine  belonging 

4  Fisher,  388  ;  1  0.  G.  806  ;  Holmes,  to  and  sold  as  the  property  of  the  owner 

42;  Adams  c.  Burke  (1871),  Holmes,  of  the  patent,  — the  defendant  in  the 

40  ;  4  Fisher,  392  ;  1  0.  G.  282.  execution.     The  learned  counsel  agree 

^  In  Birdsell  v.  Shaliol  (1884),  112  that  the  question  has  never  been  jndi- 
U.  S.  485,  Gray,  J. :  (487)  "A  license  cially  determined;  and  upon  diligent 
from  the  patentee  to  make,  use,  and  search  no  case  has  been  found  involving 
sell  machines  gives  the  licensee  the  the  precise  point  now  presented  for  de- 
right  to  do  so,  within  the  scope  of  the  cision.  In  Sawin  v.  GuUd,  1  GalL 
license,  throughout  the  term  of  the  pa-  485  ;  1  Robb,  47,  the  sheriff,  upon  aa 
tent ;  and  has  the  same  effect  upon  execution  against  the  patentee,  levied 
machines  sold  by  the  licensee,  under  on  and  sold  the  'materials*  of  several 
authority  of  his  license,  that  a  sale  by  of  the  completed  patented  machines, 
the  patentee  has  upon  machines  sold  by  and  such  sale  was  held  to  be  no  in- 
himself,  of  wholly  releasing  them  from  fringement  of  the  patent  right.  '  He 
the  monopoly,  and  discharging  all  claim  sold,'  said  Mr.  Justice  Story,  'the  mo- 
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conditional.     Not  only  may  the  patentee  impose  conditions, 
limiting  the  use  of  the  patented  article,  upon  his  grantees 

terial3  as  such,  to  be  applied  by  the  altogether  or  pro  taiUo,  according  to  the 
purchaser  as  he  should  by  law  have  a  nature  of  the  contract.  The  purchaser 
right  to  apply  them.  The  purchaser  of  a  machine  from  the  patentee  acquires 
must  therefore  act  at  his  own  peril,  but  no  right  in  the  patent  itself,  and  needs 
in  no  respect  can  the  oflScer  be  respon-  none  to  enable  him  to  enjoy  his  acqui- 
sible  for  his  conduct.*  The  specific  sition.  By  implication  he  is  invested 
ruling  in  Chambers  v.  Smith,  5  Fisher,  with  a  license  to  use  that  particular 
12,  was  that  a  purchaser  at  a  marshal's  machine,  and,  in  the  absence  of  ex- 
sale  of  a  patented  machine  was  an  in-  press  stipulation  to  the  contrary,  such 
fringer  in  operating  it  outside  of  the  license  passes  with  the  machine  to  suc- 
district  to  which  its  use  was  limited  by  cessive  owners  as  an  incident  of  proprie- 
the  license  granted  to  the  defendant  in  torship.  That  such  is  the  law  in  case 
the  execution.  The  position  taken  by  of  a  voluntary  sale  of  a  patented  ma- 
the  plaintiff's  counsel  is  that  when  the  chine  by  the  patentee  is  incontrovert- 
owner  of  a  patent  who  does  not  manu-  ibie.  But  wherefore  should  the  rights 
facture  for  sale  makes  a  machine  for  of  the  sheriff's  vendee,  under  an  execu- 
his  own  use  only,  and  such  patented  tion  against  the  patentee,  be  less  than 
machine  is  sold  at  a  forced  sale  by  those  of  a  purchaser  directly  from  the 
the  sheriff,  the  right  to  use  it  does  not  patentee  f  The  rule  is  that  the  pur- 
pass  with  it,  but  only  the  ownership  chaser  at  a  sheriff's  sale  succeeds  to  the 
of  the  materials  of  which  the  machine  beneficial  rights  of  the  defendant  in  the 
is  constructed.  To  sustain  this  prop-  execution  to  the  property  sold.  Cham- 
osition  reliance  is  placed  upon  the  bers  v.  Smith,  supra.  But  why  should 
cases  of  Stephens  v.  Cady,  14  How.  an  exception  be  made  where  the  subject- 
528,  and  Stevens  v.  Gladding,  17  How.  matter  of  sale  is  a  patented  machine  t 
477,  in  which  it  was  held  that  the  To  deny  to  the  sheriff's  vendee  the  right 
seizure  and  sale  of  the  copperplate  of  a  to  use  such  machine  would  in  effect 
copyrighted  map,  under  an  execution  prevent  its  sale  upon  an  execution  at 
against  the  owner  of  the  copyright  and  law  as  an  operative  apparatus,  and 
plate,  did  not  carry  with  it  the  right  to  practically  withdraw  it  from  the  reach 
print  and  publish  the  map.  But  the  of  the  owner's  execution  creditors.  The 
reason  assigned  for  this  is,  that  the  mischievous  consequences  to  such  cred- 
copyright  —  the  exclusive  and  intan-  itors  to  which  the  doctrine  contended 
gible  right  to  multiply  copies  of  the  for  would  lead  (now  that  patented  ma* 
original  work  —  does  not  inhere  in,  and  chinery  has  come  into  almost  universal 
has  no  necessary  connection  with,  the  use)  can  hardly  be  estimated.  The 
plate,  which  is  the  mere  instrument  for  plaintiff's  position  is  untenable.  It  is 
producing  the  copies.  The  copyright  very  true  that  the  patent-right  itself, 
and  the  plate  are  wholly  distinct  and  being  incorporeal  and  resting  exclu- 
disconnected  subjects  of  property,  each  sively  upon  statutory  grant,  cannot  be 
capable  of  being  owned  and  transferred  levied  on  at  law,  and  is  available  to 
independent  of  the  other  (id.),  and  creditors  only  by  proceedings  in  a  court 
therefore  a  judicial  sale  of  the  one  does  of  equity.  Ager  v.  Murray,  105  U.  S. 
not  carry  any  title  to  the  other.  But  126.  But  a  patented  machine  is  sub* 
the  lawful  sale  of  a  patented  machine  ceptible  of  manual  seizure,  and  the  on** 
takes  it  out  of  the  monopoly,  either  restricted  sale  thereof  does  not  involve 
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and  express  licensees,  but  anj  person  haying  the  right  to  sell 
may  at  the  time  of  sale  restrict  the  use  of  his  yendee  within 
specific  boundaries  of  time  or  place  or  method,  and  these  will 
then  become  the  measure  of  the  implied  license  arising  from 
the  sale.^  But  when  the  sale  is  unconditional,  as  is  the  case 
in  ordinary  sales  by  authorized  yendors  in  open  market,  the 
implied  license  giyes  to  the  purchaser  and  his  yendees  the  un- 
restricted right  to  use  the  article  unless  such  use  infringes 
some  other  patent  than  the  one  by  which  the  article  itself  has 
been  protected.* 

the  transfer  of  any  interest  in  the  *  In  American  Cotton  Tie  Co.  v. 
patent.  The  conclosion,  therefore,  is,  Simmons  (1878),  8  Bann.  &  A.  820, 
that  whatever  right  to  use  the  patented  Shepley,  J.:  (821)  "The  company 
machine  a  defendant  in  an  execution  clearly  had  the  right,  in  seUing  a  pat- 
may  have  passes  with  the  machine  ented  article,  to  put  a  restriction  on  its 
when  sold  by  the  sheriff  to  his  yen-  use  or  sale,  and  to  conyey  only  a  re- 
dee."    28  0.  G.  881  (882).  stricted  title,  or  to  license  only  a  re- 

That  where  the  owner  of  a  patent  stricted  use,  and  the  purchaser  under 

consents  to  the  sale  of  the  patented  in-  such  a  restricted  title  could  not  convey 

vention  under  an  execution,  the  pur-  a  greater  or  better  title  than  he  had 

chaser  has  an  implied  license,  see  Det-  himself.      The  law  upon  this  ~subject 

weiler  v.  Voege  (1881),  19  Blatch.  482 ;  was  fully  stated  in  Hawley  v.  MitcheU, 

8  Fed.  Rep.  600.  1  Holmes,  42,  and  affirmed  in  the  Su* 

That  a  foreclosure  sale  of  a  patented  preme  Pourt  of  the  United  States,  l<t 

device,  to  which  the  patentee  is  a  party.  Wall.  544.     But  when  the  proprietor 

frees  the  device  from  the  monopoly,  see  of  a  patented  article  sells  it  for  the  pur* 

Detwoiler  v,  Voege  (1881),  8  Fed.  Bep.  pose  of  allowing  it  to  be  used  in  the 

600 ;  19  Blatch.  482.  ordinary  pursuits  of  life,  and  to  pass 

*  In    DoTsey   Revolving   Harvester  into  the  market  of  the  country  as  an. 

Rake  Co.  v,  Bradley  Mfg.  Co.  (1874),  ordinary  article  of  commerce,  and  sob- 

12  Blatch.   202,  Woodruff,   J. :   (204)  ject  to  unrestricted  purchase  and  sale, 

*'l  have  no  doubt  of  the  right  of  a  he  waives  his  right  to  affix  oonditiona 

patentee  to  grant  the  right  to  make  or  restrictions  to  its  use  or  sale,  and 

and  sell  the  patented  invention  within  consents  that,  after  one  sale  and  the 

specified  territory,  and  to  make  that  payment  of  one  royalty,  it  shall  pass 

right  exclusive  in  the  grantee,  and  yet  out  of  the  limits  of  the  monopoly.'*    18 

limit  the  use  of  the  thing  so  made  and  0.  G.  967  (968). 

sold  within  specified  limits.'*    1  Bann.  That  the  unconditional  sale  of  a  pat- 

&  A.  880  (832).  ented  article  oonfere  the  whole  title  to 

That  a  patentee  may  sell  a  patented  it  upon  the  vendee,  and  impliedly  war- 
article  with  restrictions  as  to  its  use,  rants  full  ownership  in  the  vendor  and 
and  these  wOl  bind  the  vendee,  see  a  good  title  eveiywhere,  though  tho 
Holliday  v.  Matheson  (1885),  81  0.  Q.  sale  were  made  abroad,  see  HoUiday  v, 
1444  ;  24  Fed.  Rep.  185 ;  28  Blatch.  Matheson  (1884),  80  0.  G.  452. 
239. 
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§  825.  Implied  Xiioenae :  Ziloeiuie  to  XTm  not  Implied  from  Bale* 
unleM  the  Invention  Bold  and  the  Invention  Used  are 
Identical. 

The  sale  from  which  this  uuirersal  license  is  implied  must, 
moreover,  be  a  sale  of  the  precise  article  covered  bj  th^ 
pateut.  A  purchaser  of  the  materials  of  which  an  article 
consists,  or  of  the  elements  of  which  it  is  combined,  obtains 
thereby  no  right  to  make  and  use  the  article,  or  to  unite  the 
elements  and  employ  them  in  the  combination,  although  the 
vendor  is  the  owner  of  the  patent  in  which  the  combination 
or  the  article  is  claimed.  To  this  rule  there  is  one  exception. 
The  sale  of  any  object  which  can  be  used  only  in  constructing 
a  patented  article,  or  in  practising  a  patented  art,  is  presumed 
to  have  been  intended  both  by  the  buyer  and  seller,  for  that 
specific  use ;  and  when  the  seller  is  the  owner  of  the  patent 
for  the  article  or  art,  his  act  of  sale  confers  a  license  on  the 
purchaser  to  employ  the  object  for  that  purpose.^  In  order 
that  the  license  may  be  implied  in  other  cases  the  licensed 
article  must  be  the  subject-matter  of  the  sale.  Though  the 
article  has  once  been  lawfully  sold,  if  it  is  broken  up  and 
ceases  to  exist  in  its  entirety,  a  purchaser  of  its  severed  parts 
obtains  no  right  to  reconstruct  and  use  it.^    But  it  is  not  im- 

§  825.  ^  In    Rooaevelt    v.    Western  such    circumstances.      He    would    be 

Electric  Co.  (1884),  20  Fed.  Rep.  724,  estopped  from  asserting  a  right  which 

Wallace,  J. :   (724)   "  The  pnrchase  of  the  purchaser  must  have    understood 

a  patented  article  from  the  patentee  or  him  to  waive."    28  0.  6.  812  (812). 
owner  of  the  pateut  confers  upon  the         That   the  purchaser  of  a  machine 

buyer  the  right  to  use  the  article  to  the  covered  by  one  patent  does  not,   by 

same  extent  as  though  it  were  not  the  using  it,  infringe  a  patent  owned  by  the 

subject  of  a  patent ;  but  the  sale  does  same  party  for  a  process  which  consists 

not  import  the  permission  of  the  vendor  in  the  use  of  the  machine,  see  Downton 

that  it  may  be  used  in  a  way  that  will  v.  Yaeger  Milling  Co.  (1879),  17  0.  O. 

violate  his  exclusive  property  in  an-  906  ;  5  Bann.  &  A.  112  ;  1  McCrary, 

other  invention.      Where   the   article  26. 

is  of  such  peculiar  characteristics  that  That  the  sale  of  a  machine,  in  which 
it  cannot  be  dealt  in  as  a  trade  com-  needles  covered  by  a  different  patent  of 
modity,  and  cannot  be  used  practically  the  same  patentee  are  used,  carries  a 
at  all,  unless  as  a  part  of  another  pat>  license  to  use  those  needles  until  they 
ented  article  of  the  vendors,  it  would  be  are  used  up,  but  not  to  replace  them, 
preposterous  to  suppose  that  the  parties  see  Aiken  v,  Manchester  Ftint  Works 
did  not  contemplate  its  use  in  that  way.  (1865),  2  Clifford,  436. 
It  would  be  against  good  conscience  to  '  That  where  an  old  licensed  ma- 
allow  an  injunction  to  a  vendor  under  chine  is  broken  up  and  sold  at  auction, 
VOL.  II.  —  40 
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portant  uuder  what  name  the  article  is  made  the  subject  of 
the  sale.  The  sale  of  the  complete  article  bj  one  who  owns  a 
patent  for  the  materials  of  which  it  is  composed,  or  of  a  com- 
bination by  the  patentee  of  its  essential  elements,  carries  a 
license  to  employ  the  materials  in  the  article,  or  the  elements 
in  combination,  and  to  use  them,  thus  united  or  combined, 
without  restriction.' 

§  826.    Implied  Xiicense :  Right  to  Use  XTnUmited  am  to  Time,  Ter- 
ritory, Method,  and  Quantity. 

This  implied  license  of  the  purchaser  and  his  vendees  in* 
eludes  the  right  to  use  and  the  right  to  repair  and  the  right 
to  sell.  His  right  to  use  is  unlimited  in  duration.  It  con- 
tinues not  only  during  the  original  term  of  the  patent,  like  the 
right  under  an  express  license,  but  unlike  the  right  under  an 
express  license  it  subsists  during  an  extension,  even  though 
such  extension  be  conferred  by  special  act  of  Congress.^    It  is 

the  purchaser  has  no  right  to  use  it,  see  Wall.   544,  Clifford,  J. :  (546)  "  Pat- 

Woitendyke  v.  White  (1875),  2  Baiin.  entees  acquire  by  their  letters-patent  the 

&  A.  25.  exclusive  right  to  make  and  use  their 

*  That  the  license  extends  to  the  patented  inventions  and  to  vend  the 

materials  of  which  the  article  sold  is  same  to  others  to  be  used  for  the  period 

composed,  see  Goodyear  v.  Beverly  Rub-  of   time  specified  in  the  patent,   bat 

ber  Co.  (1859),  1  Clifford,  848  ;  cited  when  they  have  made  one  or  more  of 

in  §  824,  note  2,  anie,  the  things  patented,  and  have  vended 

§  826.  ^  In  Adams  v.  Burke  (1878),  the  same  to  others  to  be  used,  they  hare 
17  Wall.  458,  Miller,  J.  :  (455)  <' We  parted  to  that  extent  with  their  exdn* 
have  repeatedly  held  that  where  a  per-  sive  right,  as  they  are  never  entitled 
•on  had  purchased  a  patented  machine  to  but  one  royalty  for  a  patented  ma- 
of  the  patentee  or  his  assignee,  this  chine ;  and  consequently  a  patentee, 
purchase  carried  with  it  the  right  to  the  when  he  has  himself  constructed  a 
use  of  that  machine  so  long  as  it  was  machine  and  sold  it  without  any 
capable  of  use,  and  that  the  expiration  conditions,  or  authorized  another  to  oon- 
and  renewal  of  the  patent,  whether  in  struct,  sell,  and  deliver  it,  or  to  con- 
favor  of  the  original  patentee  or  of  his  struct  and  use  and  operate  it,  without 
assignee,  did  not  affect  this  right.  The  any  conditions,  and  the  consideration 
true  ground  on  which  these  decisions  has  been  paid  to  him  for  the  thing  pat- 
rest  is  that  the  sale  by  a  person  who  ented,  the  rule  is  well  established  that 
has  the  full  right  to  make,  sell,  and  the  patentee  must  be  understood  to  have 
use  such  a  machine  carries  with  it  the  parted  to  that  extent  with  all  his  ex- 
right  to  the  use  of  that  machine  to  the  elusive  ri^t,  and  that  he  ceases  to 
full  extent  to  which  it  can  be  used  in  have  any  interest  whatever  in  the  pat- 
point  of  time."    5  0.  G.  118  (119).  ented  machine  so  sold  and  delivered  or 

In   Mitchell  v.  Hawley  (1872),  16  authorized  to  be  constnicted  and  oper- 
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also  unlimited  in  place.    The  purchaser  may  use  the  article 
anywhere,  whether  within  or  without  the  territory  covered  by 

ated.  Where  snch  circamstances  ap-  use  the  machine  in  question  became 
pear,  the  owner  of  the  machine,  whether  veeted  in  the  defendant ;  and  the  act 
he  built  it  or  purchased  it,  if  he  has  of  Congress  of  1847,  which  authorizes 
also  acquired  the  right  to  use  and  the  renewal  and  continuance  of  the 
operate  it  during  the  lifetime  of  the  plaintiff*s  patent  to  his  use^  does  not 
patent,  may  continue  to  use  it  until  purport  to  take  away,  neither  could  it 
it  is  worn  out,  in  spite  of  any  and  every  take  away,  any  right  Tested  in  the  de- 
extension  subsequently  obtained  by  the  fendant,  or  any  one  else,  by  the  volun- 
patentee  or  his  assigns."  8  0.  G.  241  taiy  act  of  the  plaintiff." 
(242) ;  6  Fisher,  831  (382).  Further,  that  such  license  to  use 
In  Blanchard  v.  Whitney  (1855),  continues  during  an  extension,  unless 
3  Blatch.  807,  Nelson,  J. :  (309)  "  As  expressly  restricted  to  the  current  term 
I  have  already  said,  it  would  be  a  very  of  the  patent,  see  Union  Paper  Bag 
forced  and  unreasonable  construction  of  Mach.  Co.  v.  Nixon  (1876),  2  Bann.  & 
the  transaction,  to  limit  the  duration  A.  244  ;  1  Flippin,  491  ;  9  O.  G.  691  ; 
of  the  use  to  the  then  existing  tenn  of  Wooster  v.  Sidenberg  (1875),  10  0.  G. 
the  patent,  in  the  absence  of  any  express  244  ;  2  Bann.  &  A.  91  ;  18  Blatch.  88  ; 
provision  to  that  effect,  inasmuch  as  Hawley  v,  MitcheU  (1871),  4  Fisher, 
the  limitation  of  that  term  in  no  way  888  ;  Holmes,  42  ;  1  0.  G.  806  ; 
operated  necessarily  as  a  restriction  upon  Adams  o.  Burke  (1871),  4  Fisher,  892  ; 
the  title  of  the  patentee  and  manufac-  Holmes,  40  ;  1  0.  G.  282  ;  I^arrington 
turer.  He  could  convey  the  right  to  an  v.  Commissioners  of  Detroit  (1870),  4 
unlimited  use.  When  the  plaintiff  Fisher,  216 ;  Farrington  v.  Gregory 
built  the  machine  now  sought  to  be  (1870),  4  Fisher,  221  ;  Hodge  v.  Hud- 
enjoined  by  him,  he  had  a  right  to  use  son  River  R.  R.  Co.  (1868),  8  Fisher, 
it  as  long  as  it  should  last,  for  all  com-  410  ;  6  Blatch.  85  ;  Wood  v.  Michigan 
ing  time.  This  right  he  had  irrespec-  Southern  &  Northern  Indiana  R.  R.  Co. 
tive  of  the  patent.  As  the  inventor  (1868),  3  Fisher,  464 ;  2  Bissell,  62; 
and  builder  of  the  machine,  he  had  Bloomer  v.  Millinger  (1863),  1  WalL 
this  right  to  such  use,  without  a  pat-  340  ;  Goodyear  v.  Beverly  Rubber  Co. 
ent.  The  patent  secured  to  him  the  (1859),  1  Clifford,  848  ;  Day  v.  Union 
exclusive  right  to  all  machines  made  India  Rubber  Co.  (1856),  3  Blatch.  488; 
like  it,  and  deprived  all  others  of  the  Bloomer  v.  McQuewan  (1852),  14  How. 
right  to  make  or  use  the  same,  without  589  ;  Wilson  v.  Rousseau  (1846),  4 
hiR  consent,  for  a  certain  period  of  time.  How.  646  ;  2  Robb,  872  ;  Simpson  v. 
But  the  right  to  use  the  machine  in  ques-  Wilson  (1846),  4  How.  709  ;  2  Robb^ 
tlon  for  all  coming  time  was  in  the  plain-  469. 

tiff,  without  the  patent.  The  right  which  That  the  right  of  the  purchaser  of  a 

the  plaintiff  had  to  the  machine  in  patented  device  to  use  it  during  an  ex- 

t{uestion,  he  conveyed  to  the  defendant,  tension  is  the  same  though  the  exten- 

lle  conveyed  his  whole  right  to  it  —  sion  be  granted  by  a  special  act  of  Con- 

his  whole  right  to  the  use  of  it.    And,  gress,see  Bloomer  v.  McQuewan  (1852), 

as  his  whole  right  was  a  right  to  use  it  14  How.  589. 

for  all  coming  time,  he  conveyed  to  the  Thatthe  purchaser  ofa  patented  device 

defendant  his  right  to  that  extent.     By  may  use  it  under  a  re-issue,  see  Simpson 

his  voluntary  act,  his  whole  right  to  r.  Wilson  (1846),  4  How.  709  ;  2  Robb^ 
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bis  Tender's  grant  or  license,  except  perhaps  within  a  district 
owned  bj  a  grantee  whose  title  is  anterior  to  that  of  his  ven- 
dor.^ It  is  likewise  unlimited  in  method.  Of  whatever  use 
the  article  is  capable  he  may  avail  himself,  even  although  the 
right  to  apply  the  patented  articles  to  a  special  purpose  has 
previously  been  granted  to  a  different  licensee.'  It  is,  finally, 
unlimited  in  quantity.  The  article  vests  in  him  as  its  abso- 
lute owner,  and  all  the  benefit  which  he  can  derive  from  its 
employment  he  is  entitled  to  enjoy. 

469  ;  Wikon  v.  Turner  (1846),  4  How.  signed  prior  to  the  assignment  to  his 

712  ;  2  Robb^  467.  vendor,  see  McKay  v.  Wooster  (1873),  S 

'  As  to  the  right  of  a  purchaser  from  O.  G.  441 ;  6  Fisher,  875  ;  2  Sawyer,  878. 
a  grantee  to  use  anywhere,  see  remarks  on  That  no  limitation  in  the  assign- 
McKay  V.  Wooster,  in  §  824,  note  5,  ante,  ment  of  his  interest  to  a  tenitorial  as* 

That  the  purchaser  from  a  territorial  signee,  will  deprive  a  purchaser  of  the 

grantee  or  Uoensee,  may  use  the  article  patented  device  from  him  of  the  right 

anywhere,  except  perhaps  when  the  vend-  to  use  it  always,  see  Hawley  v.  Mitchell 

or's  right  is  restricted  to  sales  for  use  (1871),  1  0.  G.  306  ;  4  Fisher,  888 ; 

within  such   territory,   see  Hobbie  v.  Holmes,  42. 

Smith  (1886),  27  Fed.  Rep.  656  ;  Adams  That  a  limitation  in  a  license  as  to 

V.  Burke  ^(1878),  17  Wall.  458;  5  0.  G.  the  place  and  time  of  use  of  the  pat- 

118  ;  McKay  v.  Wooster  (1878),  2  Saw-  ented  devices  made  and  sold  by  such 

yer,  378  ;  6  Fisher,  875  ;  3  0.  G.  441  ;  licensee    will   bind   his    vendees,    see 

May  V.  Chaffee  (1871),  2  DUlon,  885;  5  Hawley  v.  Mitchell  (1871),   1  O.  G. 

Fisher,  160  ;  Hawley  v.  Mitchell  (1871),  806  ;  4  Fisher,  888  ;  Holmes,  42. 

1  O.  G.  806  ;  4  Fisher,  888  ;  Holmes,  That  a  sale  of  the  device  by  the 
42  ;  Adams  v.  Burke  (1871),  4  Fisher,  patentee  in  a  foreign  country,  without 
892  ;  Holmes,  40  ;  10.  G.  282  ;  Jenk-  restrictions,  confers  a  right  to  use  it 
ins  17.  Greenwald  (1857),  1  Bond,  126 ;  anywhere,  see    Holliday  v,   Matheson 

2  Fisher,  87.  (1885),  24  Fed.  fiep.  185  ;  81  O.  G. 
That  the  purchaser  of   a   patented    1444  ;   28   Blatch.   239  ;    Holliday  «. 

article  from  a  grantee  may  use  it  any-  Matheson  (1884),  80  0.  G.  452. 
where,  and  the  sale  is  lawful  though        *  That  the  lawful  vendee  of  a  pat- 

the  grantee  knows  that  it  will  be  used  ented  article  may  use  it  in  any  mode  of 

outside   his    territory,  see    Hobbie  v.  which    it   is   capable,   see   McKay  v. 

Smith  (1886),  27  Fed.  Rep.  656.  Wooster  (1878),  8  0.  G.  441 ;  6  Fisher, 

That  the  purchaser  of  the  patented  875  ;  2  Sawyer,  878  ;  Adams  v,  Burke 

device  from  an  assignee  of  a  territorial  (1871),  4  Fisher,  892  ;  Holmes,  40  ;  1 

right  to  use  and  sell  in  that  territory  0.  G.  282. 

may  use  the  device  in  any  place  in  spite        That  the  purchaser  of  a  patented  de- 

of  other   territorial   assignments,    see  vice  from  aa  assignee  of  the  right  to 

Adams  v.  Burke  (1873),  17  WalL  458 ;  make  it  may  use  it  for  any  purpose, 

5  O.  G.  118.  though  the  right  to  use  it  for  a  special 

That  where  a  patented  article  is  sold  purpose  has  been  granted  to  a  different 

by  the  grantee  of  an  entire  territorial  assignee,    see    Metropolitan    Washing 

interest,  the  purchaser  may  ubc  it  any-  Machine  Co.  v.  Earle  (1861),  2  Fisher, 

where,  except  perhaps  in  territory  as-  208 ;  8  Wall.  Jr.  820. 
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§  827.   Implied  Xiioense :  Ziloense  to  Use  does  not  Bmbrace  the 
Right  to  Make,  nor  to  Bell  as  Matter  of  Traffla 

The  right  of  the  purchaser  to  repair  the  article  does  not 
embrace  the  right  to  make  a  new  one  nor  to  reconstruct  the 
old.^  He  may  replace  its  worn-out  parts  or  elements  with 
others,  even  when  these  are  of  the  essence  of  the  invention.^ 
He  may  remoye  the  effects  of  accident  or  wear  and  tear.  He 
may  add  to  it  such  improvements  as  he  is  able  to  procure. 
But  when  its  original  materials  disappear,  the  article  which 
he  purchased  ceases  to  exist,  and  with  it  the  implied  license 
to  repair  and  use  it.^    The  power  to  sell  the  specific  article 

§  827.  ^  In  Mitchell  v.  Hawley  sale  is  absolute,  and  withoat  any  con- 
(1872),  16  Wall.  544,  Clifford,  J. :  ditions,  the  rule  is  well  seUled  that  the 
(648)  '*  But  the  purchaser  of  the  im-  purchaser  may  continue  to  use  the  im- 
plement or  machine  for  the  purpose  of  plement  or  machine  purchased  untU  it 
using  it  in  the  ordinary  pursuits  of  life  is  worn  out,  or  he  may  repair  it  or  im- 
■tands  on  different  grounds,  as  he  does  prove  upon  it  as  he  pleases,  in  the  same 
not  acquire  any  right  to  construct  an-  manner  as  if  dealing  with  property  of 
other  machine  either  for  his  own  use  or  any  other  kind."  8  O.  G.  241  (242) ; 
to  be  vended  to  another  for  any  pur-  6  Fisher,  831  (338). 
pose."  8  0.  G.  241  (242) ;  6  Fisher,  That  the  lawful  sale  of  a  patented 
881  (388).  machine  confers  the  right  to  replace 

That  the  purchaser  of  a  patented  de-  worn-out  parts,  though  these  are  the 

vice  from  the  patentee  may  use  it  till  essence  of  the  invention,  see  Farrington 

it  is  worn  out,  but  has  no  right  to  make  v.    Water   Commissioners   of   Detroit 

another   like   it,   see  Union    Metallic  (1870),  4  Fisher,  216. 
Cartrid^  Co.  v.  United  States  Cartridge         That  the  purchaser  of  a  machine  has 

Co.   (1877),   2  Bann.   &  A.   593  ;  11  an  implied  license  to  replace  old  parts 

O.  G.  1118.  as  long  as  the  identity  of  the  machine 

That  a  license    implied    from    the  remains,  see  Gottfried  v.  Conrad  Seipp 

purchase  of  a  patented  invention  does  Brewing  Co.  (1881),  10  Bissell,  868  ; 

not  attach  to  it  when  rebuilt,  see  Gott-  8  Fed.  Rep.  822. 
fried  V.  Phillip  Best  Brewing  Co.  (1879),         That  the  right  to  repair  continnee 

17  0.  G.  675  ;  5  Bann.  &  A.  4.  during  an  extension,  see  Hodge  v.  Hud* 

That  where  the  use  of  an  invention  son  River  R.  R.  Co.  (1868),  8  Fisher, 

destroys  it,  there  is  no  implied  license  410 ;  6  Blatch.  85 ;  Wood  v,  Michigan 

to  reconstruct  as  there  is  to  repnir  it,  Southern  &  Northern  Indiana  R.  R. 

see  American  Cotton  Tie  Co.  v.  Sim-  Co.  (1868),  8  Fisher,  464 ;  2  Bissell,  62. 
mons  (1882),  106  U.  S.  89 ;  22  0.  G.         >   In  Wilson    v,  Simpson    (1850), 

1976.  9  How.  109,  Wayne,  J.  :  (122)  "But 

*  In    Mitchell  v,  Hawley   (1872),  the  questions  which  were  argued  by 

16    Wall.    544,    Clifford,    J.:    (548)  counsel, — when  repairs  destroy  iden- 

"  Sales  of  the  kind  may  be  made  by  tity  and  encroc^h  upon  invention,  or 

the   patentee  with  or  without  condi-  when  the  thing  patehted  ceases  to  ex- 

tions,  as  in  other  cases ;  but  where  the  ist,    so   as  to  exclude  the  repair  or 
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thus  purchased  for  use  is  also  unrestricted,  but  does  not 
extend  to  sales  made  in  the  ordinary  course  of  trade.^ 

replacement  of  any  one  part  of  its  com-  ing,  will  be  found  in  tbe  answei-s  whii  h 
bination,  in  connection  with  the  rest  of  every  one  will  give  to  two  inquiries.  The 
it,  not  requiring  repair  or  to  be  re-  right  to  repair  and  replace  in  such  a  case 
placed,  —  are  before  the  court  upon  the  is  either  in  the  patentee  or  in  him  who 
evidence  in  the  record.  We  admit,  for  has  bought  the  machine.  Has  the  pat- 
snch  is  the  rule  in  Wilson  v,  Rousseau,  entee  a  more  equitable  right  to  force 
4  Howard,  that  when  the  material  of  the  disuse  of  the  machine  entirely,  on 
the  combination  ceases  to  exist,  in  what-  account  of  the  inoperativeness  of  a  part 
ever  way  that  may  occur,  the  right  of  it,  than  the  purchaser  has  to  repair 
to  renew  it  depends  upon  the  right  to  who  has,  in  the  whole  of  it,  a  right  of 
make  the  invention.  If  the  right  to  use?  And  what  harm  is  done  to  the 
make  does  not  exist,  there  is  no  right  patentee  in  the  use  of  his  right  of  in- 
to rebuild  the  combination.  But  it  vention,  when  the  repair  and  replace- 
does  not  follow,  when  one  of  the  ele-  ment  of  a  partial  iiy  ury  are  confined  to 
ments  of  the  combination  has  become  the  machine  which  the  purchaser  has 
so  much  worn  as  to  be  inoperative,  or  bought  ? " 

has  been  broken,  that  the  machine  no  *  In  Goodyear  v.  Beverly  Rubber 
longer  exists  for  restoration  to  its  orig-  Co.  (1869),  1  Clifford,  848,  Clifford, 
inal  nse  by  the  owner  who  has  bought  J  :  (366)  "  Suppose  it  to  be  an  imple- 
its  use.  When  the  wearing  or  injury  ment  or  machine,  he  may  devise  it 
is  partial  then  repair  is  restoration,  or  sell  it,  and  if  it  be  composed  of  va- 
and  not  reconstruction.  lUustrations  rious  parts,  he  may  break  it  up  and 
of  this  will  occur  to  any  one,  from  the  use  the  materials  for  any  other  law- 
frequent  repairs  of  many  machines  for  ful  purpose.  Second  purchasers  acquire 
agricultural  pur]x)S6s  ;  also  from  the  the  same  rights  as  the  seller  had,  and 
repair  and  replacement  of  broken  or  may  do  with  the  article  or  its  materials 
worn-out  parts  of  laiger  and  more  com-  whatever  the  first  purchaser  oould  have 
plex  combinations  for  manufactures,  lawfully  done  if  he  had  not  pa^jted  with 
In  either  case  repairing  partial  injuries,  the  title." 

whether  they  occur  from  accident  or         That  the  purchaser  of  patented  ar- 

from  wear  and  tear,  is  only  refitting  a  tides  from  a  territorial  grantee  has  no 

machine  for  use ;  and  it  is  no  more  implied  license  to  sell   them  outside 

than  that,  though  it  shall  be  a  replace-  such  territory,   as  a  matter  of  tnde, 

ment  of  an  essential  part  of  a  combina-  though  he  may  use  them  anywhere^  see 

tion.     It  is  the  use  of  the  whole  of  that  Hatch  v.  Adams  (1884),  22  Fed.  Rep^ 

which  a  purchaser  buys  when  tbe  paten-  434  ;  29  O.  G.  776. 
tee  sells  to  him  a  machine ;  and  when         That  the  licensee  of  a  grantee  can 

he  repairs  the  damages  which  may  be  sell  within  the  territory  to  those  who 

done  to  it,  it  IB  no  more  than  the  exer-  use  the  article  outside  the  territory,  but 

else  of  that  right  of  care  which  every  cannot  himself  sell  outside  the  territory 

one  may  use  to  give  duration  to  that  nor  furnish  the  articles  to  others  to  be 

which  he  owns,  or  has  a  right  to  use  sold  in  the  trade  outside  the  territory, 

as  a  whole.     This  foundation  of  the  see  Hatch  v.  Hall  (1887),  80  Fed.  Bep. 

right  to  repair  and  replace,  and  its  ap-  613 ;  40  0.  G.  1842. 
plication  to  the  point  we  are  consider- 
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§  828.   Implied  License:  Ziioense  to  Use  not  Restricted  by  Un- 
known Prior  Agreements  of  Licensor. 

The  purchaser  of  a  patented  article  runs  his  own  risk  of 
his  vendor's  right  to  sell.^  But  if  his  vendor  has  received 
this  right,  the  vendee  is  not  bound  by  any  previous  covenants 
between  the  vendor  and  third  parties  of  which  he  has  no  notice 
at  the  time  of  sale,  nor  can  he  be  affected  by  any  subsequent 
conveyance  of  the  vendor.*  Even  an  act  of  Congress  cannot 
interfere  with  his  enjoyment  of  the  property  which  the  sale 
has  vested  in  him  and  which  he  now  holds,  not  under  the 
statutes  of  the  United  States,  but  under  the  common  law  that 
governs  the  usual  contracts  of  vendors  and  vendees.^ 

S  828.  ^  That  the   purchnser   of  a  special  laws  the  patentee  and  purchasers 

patented  article  runs  the  risk  of  the  of  different  inventions  were  intended  to 

vendor's  right  to  sell,  see  Mitchell  v,  be  placed  on  the  same  ground ;  and 

Hawley  (1872),  16  WaU.  544  ;  8  0.  O.  that  the  relative  rights  of  both  parties 

241  ;  6  Fisher,  881.  under  the  extension,  by  special  act  of 

*  That  covenants  between  patentees  Congress,  were  intended  to  be  the  same 
and  their  licensees  do  not  follow  the  as  they  were  when  the  extension  was 
patented  device  into  the  hands  of  b<ma  granted  under  the  general  law  of  1886. 
fide  purchasers  without  notice,  see  It  would  seem  that  in  some  cases  the 
Metropolitan  Washing  Machine  Co.  v,  attention  of  the  legislature  was  more 
Earle  (1861),  2  Fisher,  208;  8  Wall  particularly  called  to  the  subject,  and 
Jr.  820.  the  rights  of  the  purchaser  recognized 

That  a  licensee  of  a  right  to  use  the  and   cautiously  guarded.     And   when 

patented  material  for  a  certain  article  the  provision  is  omitted,  the  just  pre- 

cannot   hold  as   infringers  those  who  sumption  is  that  Congress   legislated 

purchase  the  article  of  licensed  makers  on  the  principle  decided  by  this  court 

or  sellers,  and  use  the  material  for  a  in  Evans  v,  Eaton,  and  regarded  the 

different  purpose,  they  having  an  im-  special  law  as  ingrafted  on  the  general 

plied  license  so  to  use  it,  see  Metro-  one,  and  subject  to  aU  of  its  restric- 

politan  Washing  Mach.  Co.  v,   Earle  tions  and  provisions,  except  only  as  to 

(1861),   2  Fisher,   208  ;    8  WaU.  Jr.  the  time  the  patent   should    endure. 

820.  Time  is  the  only  thing   upon  which 

That  a  recognition  by  the  licensor  they  legislate.  And  any  other  construc- 
of  the  rights  of  adverse  patentees  is  tion  would  make  the  legislation  of  Con- 
binding  on  his  prior  licensees,  see  Jack-  gress  on  these  various  special  laws  in- 
son  V,  Allen  (1876),  120  Mass.  64.  consistent  with  itself,  and  impute  to  it 

*  In  Bloomer  v.  McQuewan  (1852),  the  intention  of  dealing  out  a  different 
14  How.  589,  Taney,  C.  J. :  (552)  "  The  measure  of  justice  to  purchasers  of  dif- 
fiur  inference  fVom  all  of  these  special  ferent  kinds  of  implements  and  ma- 
laws  is  this,  that  Congress  has  con-  chines ;  protecting  some  of  them,  and 
fltantly  recognized  the  rights  of  those  disregarding  the  equal  and  just  claims 
who  purchase  for  use  a  patented  imple-  of  others.  And  if  such  could  be  the 
ment  or  machine  ;  that  in  these  various  interpretation  of  this  law,  the  power  of 
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§  829.  Implied  Xiiceiuie:  Lloense  to  Use  Implied  in  favor  of 
Innooent  Purohajier  at  IJnlawf al  Bale,  if  Vendor  after* 
wards  Acquires  an  Interest  in  the  Patented  Invention. 

Another  case  of  implied  license,  similar  and  collateral  to 
the  last,  arises  where  a  vendor,  having  no  right  to  sell  the 
patented  article  at  the  time  of  the  purchase,  afterwards  ac- 
quires an  interest  in  the  patent  by  which  a  present  right  to 
sell  is  vested  in  him.  Under  these  circumstances,  the  title 
of  the  former  purchaser  to  the  patented  article  becomes  valid 
by  estoppel,  and  from  thenceforward  his  right  to  use  it  is 
complete  against  his  vendor,  and  all  subsequent  vendees.^ 
The  acquisition  by  the  vendee  of  an  interest  in  the  patent 
has  the  same  effect  upon  a  previous  unlawful  sale,  and  ren- 
ders it  thereafter  operative  both  on  the  article,  and  on  the 
right  to  its  enjoyment  * 

§  830.  Implied  License :  License  to  TTse  Implied  in  fkvor  of 
Purchaser  at  Unlawful  Sale  if  Vendor  afterwards  Com- 
pensates the  Owner  of  the  Patent  for  the  Infringing  Sale. 

A  third  case,  also  collateral  to  the  first,  occurs  where  a 
vendor,  who  had  no  right  to  sell  the  article,  is  sued  for  the 

.  Congress  to  {hiss  it  would  be  open  to  wards,  depriying  the  appeUees  of  the 
serious  objections.  For  it  can  haidly  right  to  use  them,  certainly  could  not 
be  maintained  that  Congress  could  law-  be  regarded  as  due  process  of  law." 
fully  deprive  a  citizen  of  the  use  of  his  §  829.  ^  That  where  a  person  unlaw- 
property,  after  he  had  purchased  the  fully  sells  a  patented  device,  and  after- 
absolute  and  unlimited  right  from  the  wards  acquires  an  interest  in  the  patent, 
inventor,  and  when  that  property  was  he  is  estopped  from  denying  the  right 
no  longer  held  under  the  protection  of  his  vendee  to  use  the  device  till  it  is 
and  control  of  the  general  government,  used  up,  see  Gottfried  v.  MiUer  (1882), 
but  under  the  protection  of  the  State,  104  U.  S.  521 ;  21  O.  G.  711. 
and  on  that  account  subject  to  State  That  whether  the  other  owners  of 
taxation.  The  6th  amendment  to  the  the  patent  are  also  estopped,  quere,  see 
Constitution  of  the  United  States  de-  Gottfried  v.  MiUer  (1882),  104  U.  S. 
clares  that  no  person  shall  be  deprived  521 ;  21  O.  G.  711. 
of  life,  liberty,  or  property,  without  due  *  That  where  the  purchaser  of  a  pat- 
process  of  law.  The  right  to  construct  ented  article,  fh>m  one  who  had  no 
and  use  these  planing  machines  had  right  to  sell  it,  afterward  obtains  an 
been  purchased  and  paid  for  without  assignment  of  the  territorial  right,  his 
any  limitation  aa  to  the  time  for  which  piirchase  of  the  invention  becomes  law- 
they  were  to  be  used.  They  were  the  fbl,  and  he  may  use  the  article  evea 
property  of  the  respondents.  Their  during  an  extension,  see  Eunaon  «. 
only  value  consists  in  their  use.  And  Dodge  (1878),  18  WalL  414 ;  5  O.  Q. 
a  special  act  of  Congress  passed  after-  95. 
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infringement  by  the  owner  of  the  patented  invention,  and 
satisfies  the  judgment  which  has  been  obtained  against  him. 
Here,  if  the  owner  of  the  patent  receives  his  compensation  by 
license-fees  or  royalties,  or  makes  and  sells  the  articles  for 
public  use,  the  damages  which  he  recovers  are  the  substitute 
for  the  license-fees  which  are  his  due,  or  for  the  profits  he 
would  have  obtained  if  he  himself  had  sold  the  article  instead 
of  the  vendor.  Thus  by  the  satisfaction  of  his  judgment  he 
has  already  once  received  his  lawful  recompense  for  the 
release  of  this  particular  article  from  the  monopoly,  and 
estopped  himself  from  claiming  that  the  title  of  the  purchaser 
is  void.  The  purchaser,  therefore,  may  retain  the  article  as 
his  rightful  property,  and  use  it  and  repair  it  as  freely  as  if  he 
had  procured  it  from  the  patentee.^    But  where  the  owner  of 

§  830.  1  In  AUis  v,  Stowell  (1888),  In  Steam  Stone  Cutter  Co.  v.  Wind- 

16    Fed.   Rep. '  788,   Dyer,   J.  :    (787)  sor  Mfg.  Co.   (1879),   17   Blatch.  24, 

"  'The  recovery  of  profits  and  damages  Wheeler,  J.| :  (81)  "  If  the  avails  of  the 

from  the  manafaetnrers  of  an  infiing-  sales  are  claimed  and  taken,  the  right 

ing  machine  debars  the  patentee  from  to  the  thing  sold  must  be  parted  with  ; 

noovering  from  a  nser  for  the  use  of  the  toltUio  pretii   emptionii    loeo  hdbetur, 

same  machine,'  where  the  user  purchased  (2  K^t's  C'Omm.  887.)    It  will  be  like 

the  machine  from  the  infringing  manu-  taking  judgment  and  satisfaction  for 

facturers.    Booth  v.  Seerers,  19  O.  Q.  the  conversion  of  property,   which  al- 

1140,  and  cases  there   cited.     These  ways  operates  'so  that  the  defendant 

a4judications   indicate  the  law  to  be  hath  now  the  same  property  therein 

that  where  a  patentee  recovers  from  an  as  the  original  plaintiff  had,  and  this 

infringing   manufacturer  full  damages  against   aU   the   world.'      (Adams  v. 

and  profits  on  account  of  the  infringe-  Broughton,  Andr.,  19,  Strange,  1078.) 

ment,  the  purchaser  from  such  manu-  And  this  relates  back  to  the  time  of 

fluiturer,  who  is  a  user  of  the  machine,  the    conversion.     (Addison    on    Torts, 

will  be  protected  in  such  use  against  Wood's  ed.,   544  ;  6  Hen.   VII.,   fols. 

a  suit  for  infringement,  as  he  would  be  8,  9,  pi.  4  ;  Shep. .  Touch.  227  ;  Bar- 

if  he  were  a  licensee  from  the  patentee,  nett  v.   Brandao,  6  Man.  &  Or.  640, 

But  this  could  only  be  held  on  a  clear  note. )     The   sales   must   be   adopted 

showing  that  the  purchaser  was  using  by  the   orator  upon   the  very  terms 

the  same  patented  machine  or  instru-  upon  which  the  defendant  made  them, 

ment  as  that  involved  in  the  suit  be-  and  as  much  right  to  the  inventions 

tween  the  patentee  and  the  infringing  must  follow  as  if  the  sales  had  been 

manufacturer,  and  that  the  user  was  a  made  by  the  orator  instead  of  by  the 

vendee  of  such  manufacturer;  and  under  defendant.     It  may  be  that  this  right 

the  authorities  it  would  seem  that  to  wiU    not   follow  until    satisfaction    is 

effect  such  a  result  it  must  further  ap-  made ;    but  whether  it  will  or  not  is 

pear  that  the  patentee's  claim  to  profits  not  now  materiaL    The  question  now 

and  damages  against  the  manufacturer  is,  how  much  the  orator  is  entitled  to 

has  been  actually  paid  and  satisfied."  recover  by  way  of  satisfaction ;  and  this 
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the  patent  receives  his  compensation  through  his  own  use  of 
the  article,  and  neither  licenses  nor  makes  for  sale  to  others, 

is  to  be  arrired  at  on  the  ground  that  of  exact  ascertainment,  may,  nerer- 
satisfaction  will  be  made.  If  not  made,  theless  be  approximated  to  by  estima- 
the  defendant  will  not  suffer  unjustly  tion,  when  necessary.  When  the  pat* 
by  having  it  reckoned  as  if  it  would  be.  entee  sells,  he  receives  this  profit,  and 
It  follows,  necessarily,  that  the  defend-  thus  obtains  full  compensation  for  the 
ant  will  be  under  no  liability  over  to  article  sold  and  for  the  right  to  use  it 
the  purchasers  after  satisfaction,  and  while  it  lasts.  When,  for  an  infringe- 
that  nothing  should  be  deducted  here  nient,  he  obtains  both  the  profits  and 
on  that  account"  4  Bann.  &  A.  445  damages,  he  will  be  presumed  to  have 
(451).  obtained  a  full  compensation  for  all  the 
In  Perrigo  v,  Spaulding  (1876),  18  injury  he  has  sustained,  and  to  be 
Blatch.  889,  Johnson,  J.  :  (891)  "It  placed  in  as  good  a  position  as  if  he  had 
seems  to  be  well  established  that,  made  and  sold  the  article  himself.  Snch 
when  a  patentee  gets  his  remuneration  is,  I  think,  the  presumption  between 
by  patent  or  license  fees,  a  recovery  parties  thus  situated,  and  if  any  differ- 
of  the  license  or  patent  fee  from  an  ent  rule  is  sought  to  be  applied  in  any 
infringer,  and  its  payment,  authorizes  particular  case,  it  should  appear  that  a 
him  to  use  the  particular  articles  for  recovery  has  not  been  sought  or  ob- 
which  such  recovery  has  been  had.  On  tained  for  the  whole  gains  of  the  manu- 
the  other  hand,  when  a  patentee  chooses  facture  as  well  as  for  all  the  damages 
to  use  his  invention  himself;  and  find  sustained.  (Spaulding  v.  Page,  before 
his  remuneration  in  the  sale  of  the  cited ;  The  Gilbert  &  Barker  Manu&c« 
products  of  its  use,  and  to  prevent  turing  Co.  v.  Bussing,  12  Blatchf.  C.  C* 
others  from  using  his  invention,  it  is  R.  426.)  When  a  patentee  manufiic- 
his  right,  and  then  a  recovery  for  profits  turea  and  seUs  his  patented  article  for 
and  damages  will  be  limited  to  the  nse,  the  right  to  use  passes  by  the  sale, 
profits  and  damages  up  to  the  time  of  If  an  infringer  manufactures  and  seUs* 
the  recovery.  Such  a  recovery  will  not  he  must  account  for  and  pay  the  profits, 
carry  with  it  any  right  to  the  further  which  are  to  be  calculated  upon  the 
use  by  the  infringer  of  the  invention,  principle  that  the  gain  by  the  appro- 
(Suffolk  Co.  V.  Hayden,  8  Wall.  815  ;  priation  of  the  patentee's  invention  is 
Spaulding  v.  Page,  4  Fisher's  Pat  their  measure.  If  there  are  damages 
Cases,  641,  645,  646.)  But  where  the  sustained  and  proved  by  the  plaintiff, 
patentee  sells  his  patented  instniment  beyond  the  profits  made  by  the  in- 
or  machine  for  use  by  others,  finding  fringer,  these  also  may  be  recovered, 
lus  remuneration  in  the  profit  of  the  But,  when  a  fall  weovery  and  satisfac- 
sale  of  the  manufactured  machine  or  tion  from  one  party  has  been  had,  the 
instrument,  it  is  obvious  that  his  inter-  patentee  has  obtained  all  that  the  law 
est  is  promoted  by  increasing  the  sale  gives  him,  and  the  particular  article 
and  that  into  his  profit  enters  the  value  or  machine,  if  it  be  a  machine,  becomes, 
of  the  patented  invention  over  and  above  in  effect,  licensed  by  the  patentee,  and 
the  cost  of  manufacture  and  the  ordi-  may  be  used  so  long  as  it  lasts,  fr«e 
nary  fair  profit  of  the  manufacture,  from  any  further  daim  by  the  paten- 
Even  if  no  patent  or  license  fee  is  fixed,  tee,"  2  Bann.  &  A.  348  (850);  12 
the  value  thereof  as  a  profits  enters  into  0.  G.  852  (858). 
the  selling  price,  and,  if  not  capable  In  Spaulding  v.  Page  (1871),  4  Ftsh- 

§830 
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his  recovery  of  damages  is  a  mere  recompense  for  injuries 
inflicted  by  the  infringer  upon  his  exclusive  use.  The  pay- 
ment of  such  damages  is  not  the  payment  of  a  license-fee, 
nor  of  the  profit  on  the  article  unlawfully  sold.  It  leaves  the 
article  still  under  the  monopoly,  and  any  future  use  will  be 
as  truly  an  infringement  as  the  past  has  been.^    From  the 

er,  641,  Sawyer,  J.:  (649)  "Where  a  Mfg.  Co.  v.  Bussing  (1875),  8  0.  G. 
patentee  does  not  use  the  patented  ma-    144  ;  12  Blatch.  426  ;   1  Bann.  &  A. 

chine  himself,  nor  establish  a  patent  621. 

fee,  but  manufactures  the  patented  That  when  the  judgment  against  an 
article,  and  sells  at  fixed  prices,  seeking  infringing  seller  is  satisfied,  the  buyer 
his  compensation  in  the  profits  of  the  has  an  implied  license  to  use,  see  Steam 
manufacture  and  sale  at  such  fixed  Stone  Cutter  Co.  v.  Sheldon  (1884),  22 
prices,  and  another  party  infringes  the  Blatch.  484  ;  21  Fed.  Rep.  875  ;  Gil- 
patent  by  making  and  selling  the  pat-  bert  k  Barker  Mfg.  Co.  v.  Bussing 
ented  article,  and  where  the  patentee  (1875),  8  0.  G.  144  ;  12  Blatch.  426  ;  1 
sues  the  party  so  infringing,  and  claims  Bann.  &  A.  621. 
to  recover,  and  does  recover,  the  full  That  where  a  sale  by  an  infringing 
amount  of  profits  which  he  himself  vendor  is  ratified  by  his  agreement  with 
would  have  obtained  on  said  articles  the  patentee,  the  purchaser  has  an  im- 
had  he  manufactured  and  sold  them  plied  license  to  use  and  sell  the  device, 
at  his  ordinary  prices,  by  such  claim  see  Alabastine  Co.  v,  Richardson  (1886), 
and  recovery  he  adopts  the  sale  made  26  Fed.  Rep.  620 ;  35  0.  G.  1225. 
by  the  party  infringing,  and  the  right  That  the  settlement  of  the  vendor 
to  use  the  specific  articles  so  sold,  and  with  the  patentee  for  past  infringements 
for  which  the  recovery  has  been  had,  does  not  protect  vendees  subsequently 
vests  in  the  purchaser."  1  Sawyer,  purehasing,  see  Matthews  v,  Spangen- 
702  (709).  beig  (1882),  28  0.  G.  92  ;  20  Blatch. 

See  also  Steam  Stone  Cutter  Co.  v,  482  ;  19  Fed.  Rep.  828. 
Sheldons  (1884),  21  Fed.  Rep.  875  ;  22         That  on  an  agreement  to  pay  royalties 

Blatch.  484  ;  Booth  v,  Seevers  (1881),  on  each  article  made  by  the  licensee, 

19  0.  G.  1140  ;  Gilbert  &  Barker  Mfg.  royalties  are  due  on  articles  made  by 

Co.  V,  Bussing  (1875),  12  Blatch.  426  ;  infringers  of  the  licensee's  rights  if  he 

1  Bann.  k  A.  621  ;  8  0.  G.  144.  has  received  payment  for  the  future  use 

That  a  conversion  ratified  may  be  of  such  articles   from    the  infringing 

regarded  as  a  sale  for  purposes  of  roy-  makers,   as  if  he  himself   had  made 

alty,  see  Wilder  v,  Adams  (1860),  16  them,  see  Porter  v.  Standard  Measuring 

Gray,  478.  Mach.  Co.  (1886),  142  Mass.  191. 

That  a  mere  judgment  against  an  in-         ^  See  citation  from  Perrigo  t7.  Spanld- 

fringing  seller,  without  satisfaction  does  ing  (1876),  18  Blatch.  889,  in  note  1, 

not  confer  an  implied  license  on  the  pur-  ante, 

chaser,  see  Tuttle  v.  Matthews  (1886),         That  where  no  satisfaction  has  been 

28  Fed.  Rep.  98  ;  86  O.  G.  694  ;  Fisher  made  to  the  patentee,   the  purchaser 

V.  Consolidated  Amador  Mine  (1885),  from  an  infringing  maker  can  be  en- 

25  Fed.  Rep.  201  ;   11  Sawyer,   190 ;  joined,  for  he  cannot  use  the  device 

Birdsell  v.  Shaliol  (1884),  112  U.  S.  without  the  consent  of  the  patentee, 

485 ;  30  0.  G.  261 ;  Gilbert  &  Barker  see  Gilbert  k  Barker  Mfg.  Co.  v.  Boas- 

§830 


/ 

i 

( 


636  TREATISE  ON  THE  LAW  OP  PATENTS;  [BOOK  HI, 

recovery  and  payment  of  mere  nominal  damages,  in  either 
case,  no  license  is  implied.^ 

§  831.   Implied  Xaoensa  :  Zdoense  to  Use  Implied  from  PemiiBSlon 
to  Make  before  an  Applioatioti  for  a  Patent 

Another  case  in  which  a  license  is  implied  from  the  deal- 
ings of  the  parties  with  each  other  arises  when,  before  his 
application  for  a  patent,  the  inventor  sells  the  article  which 
is  to  be  protected  by  the  patent,  or  knowingly  permits  another 
to  construct  it,  without  a  contract  limiting  the  extent  or 
method  of  its  use.  The  purchaser  or  maker  in  this  case 
obtains  the  right,  by  implication,  to  use  or  sell  the  specific 
article  after  the  patent  has  been  granted,  with  the  same  free- 
dom from  restrictions  as  if  he  had  bought  it  from  the  patentee 
during  the  existence  of  the  patent.^ 

§  832.    Implied  Uoenee :  License  to  Use  Inventions  of  Workmen 
Sometimes  Implied  in  favor  of  Bmployer. 

The  principal  case  in  which  a  license  is  implied  from  the 
relations  of  the  parties  occurs  where  an  employee,  during  the 
period  of  his  employment,  makes  an  invention  in  the  line  of 
his  employer's  business.    An  employer,  simply  as  such,  has 

ing  (1875),  8  O.   G.  144 ;  12  Blatch.  also  to  his  yendees,  as  to  all  existing 

426  ;  1  Bann.  &  A.  621.  infringing  machines  made  by  such  manu* 

*  In  Blake  v.  Greenwood  Cemeteiy  facturer.    The  law  ia  not  so  understood. 

(1883),  16  Fed.  Rep.  676,  Benedict,  J. :  The  infringement  by  the  mannfactorer 

(677)  ''In  thia  action  the  validity  of  and  the  infringement  by  the  nser  of  an 

the  plaintiff's  patent  is  not  disputed,  infringing  machine,  are  separate  trea* 

nor  is  it  denied  that  the  machine  used  passes,  and  jadgment  because  of  one  is 

by  the  defendant  infringes  upon  that  no  bar  to  an  action  for  the  other.    To 

patent.     But  it  is  contended  by  the  create  a  bar  there  must  be  satisfactioDi 

defendant   that   the   recovery  by  the  and  nominal  damages  is  not  satisfiao- 

plaintiff  of  the  sum  of  one  dollar  in  tion."    25  0.  G.  89  (90) ;  21  Bktch. 

the  former  suit,  and  the  tender  of  that  222  (228). 

sum  to  him  by  the  maker  of  the  ma-         §  8B1.  ^  See  Sec  4899,  Rev.  Stat 
chine,  is  a  bar  to  any  recovery  in  this         That  under  this  act  a  person  making 

action  against  the  user  of  the  machine,  or  buying  an  invention,  before  the  appli« 

To  sustain  this  plea  would  be  to  hold  cation  for  a  patent,  has  a  right  to  use  or 

that  a  decree  for  nominal  damages  re-  sell  only  that  specific  thing,  see  Brickill 

covered  by  a  patentee  against  the  manu-  v.  City  of  New  York  (1879),  18  O.  G. 

facturer  of  infringing  machines  operates  463  ;  18  Blatch.  273  ;  5  Bann.  &  A. 

as  a  liceoyse  to  the  manufncturer,  and  544 ;  7  Fed.  Rep.  479. 
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no  right  to  the  inventions  of  his  employee.^  If  he  contracts 
for  his  employee's  inventive  skill,  and  pays  him  for  its  exer- 
cise in  his  behalf,  he  may  thereby  become  the  equitable  owner 
of  the  inventions  which  result,  and  be  entitled  to  an  assign- 
ment of  the  patents  when  they  are  obtained.^  If  their  agree- 
ment is  that  the  employer  shall  have  the  benefit,  or  the 
exclusive  benefit,  of  the  inventions  of  the  employee,  this  is 
an  express  license  to  the  employer  to  practise  the  inventions, 
but  leaves  their  ownership  in  the  inventor.^  But  where,  with- 
out any  express  agreement  to  that  effect,  an  employee  uses 
the  time  and  tools  of  the  employer  in  making  an  invention, 
and  then  applies  it  practically  in  the  employer's  business,  the 
law  implies  a  license  to  the  employer  to  continue  his  enjoy- 
ment of  the  invention,  even  after  the  relations  between  him* 
self  and  the  inventor  have  been  dissolved.^    The  duration  of 

§  832.  ^  That  an  employer,  as  such,         *  That  a  contract  for  the  ezdusiye 

has  no  right  to  the  inventions  of  his  right  to  an  employee's  inventive  skill 

employee,  see  Hall  v.  Johnson  (1888),  for  a  specific  period  carries  the  exdu- 

28   0.  6.   2411 ;   Hapgood   v.   Hewitt  sive  license  to  use  all  inventions  made 

(1882),  11  Bissell,  184  ;  11  Ped.  Repu  daring  that  period,  under  all  patents 

422  ;  21  0.  6.  1786  ;  Damon  v.  East-  and  extensions,  and  also  a  license  to  use 

wick  (1882),  14  Fed.  Rep.  40  ;  22  0.  G.  all  inventions  previously  patented,  but 

1709  ;    Whiting  v.    Graves  (1878),   13  first  made  available  daring  that  period, 

0.  G.  455  ;   8  Bann.  ft  A.  222 ;  and  see  Wilkens  v.  Spafford  (1878),  8  Bann. 

I  414,  and  notes,  ante.  &  A.  274 ;  13  0.  G.  675. 

*  That  an  employer  may  become  the  ^  In  Wade  v,  Metcalf  (1883),  16  Fed. 
equitable  owner  of  his  employee's  inven-  Rep.  180,  Lowell,  J. :  (131)  "This  sec* 
tions  through  a  definite  prior  contract  tion  of  the  statute,  which  first  appeared 
between  them,  see  Joliet  Mfg.  Co.  i^.  Dice  in  the  law  of  1889,  |  7  (5  St  854),  has 
(1883),  105  IlL  649 ;  Continental  Wind-  been  usually  applied  to  the  case  of  em- 
mill  Co.  V.  Empire  Windmill  Co.  (1871 ),  ployer  and  workman.  If  the  workman, 
8  Blatch.  295 ;  4  Fisher,  428  ;  Apple-  by  using  the  tools  and  time  and  money 
ton  V,  Bacon  (1862),  2  Black,  699 ;  and  of  his  employer  with  his  consent,  makes 
§414  and  notes,  ante,  an  invention  and  applies  it  in  his  em- 

That  where  an  employee  assigned  his  ployor's   business,   the  employer  may 

invention  to  his  employer,  who  patented  continue  to  use  it    If  the  improvement 

it,  and  under  it  the  employee  made  de-  is  a  process,  it  has  been  held  that  the 

vices  for  his  employer  as  and  for  the  employer  may  continue  to  practise  the 

one  patented,  he  cannot   claim    after  process   for  the  whole  period   of  the 

leaving  the  employ  that  such  devices  patent.    McClurg  v.  Kingsland,  1  How. 

were  not  the  ones  patented,  and  if  he  202 ;  Chabot  v.  American  Button-hole, 

makes  them  himself  he  is  an  infringer,  &c.,  Co.,  6  Fisher,  71.    But  if  the  in- 

see  Time    Telegraph    Co.   v,    Himmer  vention  pertains  to  a  machine,   it  is 

(1884),  19  Fed.  Rep.   822;  26  O.  G.  understood  that  only  the  specific  ma- 

826 ;  22  Blatch.  34.  chine  or  machines  which  have  been  so 
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his  license  in  such  cases  depends  upon  the  nature  of  the 

invention.     If  it  is  an  art  he  may  practise  it  until  the  origi* 

made  are  lir^nsed.      Pienon  v.  Eagle  factory  of  his  employer,   and  has  hU 

Screw  Co.,  8  Story,  402 ;    Brickill  v,  wages  increased  as  a  result  of  his  suc- 

Mayor,  &c.,  of  New  York,  7  Fed.  Rep.  oess,  and  having  perfected  his  inven- 

479."  tion  permits  the  employer  to  nse  it 

Further,    that    where    a   workman  without  claiming  any  pay,  this  oper- 

makes  an  invention  at  the  expense  of  ates  as  an  implied  license  to  the  em- 

his  employer,  and  applies  the  invention  ployer  to  continue  its  use,  see  McClui^ 

practically  in  the  employer's  business,  v.  Kingsland  (1843),  1  How.  202 ;  2 

the  employer  has  an  implied  license  to  Robb,  105. 

nse  it  after  the  relation  ceases,  see  That  where  an  employee  is  hired  to 
Jencks  v.  Langdon  Mills  (1886),  27  invent,  and  does  so,  and  puts  his  in- 
Fed.  Rep.  622 ;  86  0.  G.  347 ;  Bensley  vention  into  use  in  his  employer's  busi- 
V.  Northwestern  Horse  Nail  Co.  (1886),  ness,  the  latter  has  a  right  to  use  the 
26  Fed.  Rep.  250  ;  36  O.  G.  689  ;  Barry  particular  device  till  it  is  worn  out,  but 
V.  Crane  Bros.  Mfg.  Co.  (1884),  22  Fed.  acquires  no  rights  in  the  patent  itself. 
Rep.  896  ;  Slemmer^s  Appeal  (1868),  58  see  Whiting  v.  Graves  (1878),  8  Bann. 
Pa.  St.  155.  &  A.  222  ;  18  0.  G.  455. 

That  an  employer,  merely  as  such,  That  where  an  employee  constructs 
has  no  right  in  the  inventions  of  his  his  invention  for  the  use  of  his  em- 
employee,  unless  it  be  a  naked  license  ployer,  and  uses  it  until  he  applies  for 
to  use  or  sell  the  invention  in  his  or-  a  patent,  the  employer  has  a  right  to 
dinary  business,  see  Hapgood  v.  Hewitt  uso  it  until  it  is  worn  out,  see  Magoun 
(1882).  21  O.  G.  1786;  11  Fed.  Rep.  v.  New  England  Glass  Co.  (1877),  S 
422  ;  11  Bissell,  184.  Bann.  &  A.  114  ;  14  0.  G.  1. 

That  where  an  inventor,  using  the  That  an  inventor  and  employee,  hav- 
tools  and  time  of  his  employer,  makes  ing  supervised  and  directed  the  building 
an  invention  under  an  agreement  that  of  his  machine  for  his  employer,  a  li- 
the employer  should  have  his  invention  cense  in  favor  of  the  latter  to  use  it  as 
for  a  certain  sum,  and  uses  it  in  the  long  as  it  lasts  is  implied,  see  American 
employer's  business,  the  invention  be-  Tube  Works  v,  Bridgewater  Iron  Co. 
longs  to  the  employer  as  against  subse-  (1886),  26  Fed.  Rep.  834 ;  84  0.  G. 
quent  assignees  of  the  inventor,  or  at  1047. 

least  the  employer  has  an  implied  li-  That  if  an  employee  puts  his  inven- 

cense  to  use  it,  see  Continental  Wind-  tion  into  his  employer's  use  without 

mill  Co.  p.  Empire  Windmill  Co.  (1871),  the  consent  of  the  employer  and  with- 

8  Blatch.  295  ;  4  Fisher,  428.  out  any  agreement  for  compensation. 

That  where  an  employee  incorporates  and  the  invention  develops  in  the  em- 
his  inventions  into  machines  belonging  ployer's  use  into  a  practical  condition 
to  his  employers,  it  gives  the  employers  at  his  expense,  he  has  an  implied  gra^ 
an  implied  license  to  use  the  inventions  tuitous  license  to  use  it  as  long  as  it 
in  such  machines  after  the  employment  lasts,  see  Barry  v.  Crane  Bros.  Mfg.  Co. 
ceases,  see  Chabot  v.  American  Button-  (1884),  22  Fed.  Rep.  396. 
hole  and  Overaeaming  Co.  (1872),  6  That  use  by  an  inventor  in  his  em- 
Fisher,  71.  ployer's  business  of  a  new  design,  with- 

That  where  an  employee  makes  his  out  express  contract,  gives  the  employer 

experiments  at  the  expense  and  in  the  an  implied  license  to  continue  the  use 
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nal  term  of  the  patent  has  expired.^  If  it  is  an  article  he  may 
use  it  until  it  is  worn  out,  and  repair  it  as  long  as  its  identity 
can  be  retained.^  His  license,  however,  is  not  transferable 
like  that  of  a  purchaser  of  a  patented  articled  Arising  out  of 
the  relations  between  himself  and  his  employee  it  is  personal 
in  its  character,  and  cannot  be  applied  to  the  benefit  or  pro- 
tection of  any  other  users  of  the  patented  invention.  A  cor- 
poration, whether  mimicipal  or  private,  has  the  same  right 
to  the  enjoyment  of  the  inventions  of  its  employees  as  is 
possessed  by  individual  employers.® 

§  833.    Implied  Ucensa :  Uoanae  to  Use  InvantionB  of  Co-partner 
Bometimee  Implied  in  favor  of  the  Firm. 

From  the  relations  between  a  partnership  and  its  members 
a  similar  license  is  implied.  If  one  co-partner  makes  an  in- 
vention at  the  cost  of  the  firm,  and  applies  it  to  their  common 
benefit,  the  right  to  use  it  becomes  vested  in  the  partnership, 
and  is  not  affected  by  the  retirement  of  the  inventor  from  the 
firm.^    Upon  the  dissolution  of  the  partnership  this  license 

of  the  design  nutil  the  patent  expires,  until  the  devices  nsed  are  used  up,  is 

whether  or  not  the  employment  con-  implied,  see  Brickill  v.  Mayor  of  New 

tinuesy  see  Herman  v,  Herman  (1886),  York  (1880),  18  Blatch.  27S ;  5  Bann. 

29  Fed.  Rep.  92  ;  87  0.  G.  892.  &  A.  544  ;  18  0.  G.  463  ;  7  Fed.  Rep. 

That  if  a  workman  uses  his  inven-  479. 
tion  in  his  masters'  employment  with-         $  8S3.   ^  In  Wade  v,  Metcalf  (1888), 

out  claiming  it  against  them,  they  may  16  Fed.  Rep.  180,  Lowell,  J. :    (132) 

have  an  implied  license  to  use  it,  see  "The  plaintiff  contends  that  this  law 

Hall  V.  Johnson  (1883),  23  0.  G.  2411.  only  applies  to  employers  and  employed. 

*  See  Wade  v.  Metcalf,  cited  in  note  But  there  is  no  such  limitation  in  the 
4,  ante.  statute.    When  the  plaintiff,  as  a  mem- 

*  See  Wade  v.  Metcalf,  cited  in  note  ber  of  the  firm,  and  at  the  joint  expense, 
4,  ante,  made  and  altered  these  machines,  and 

7  That  the  implied  license  of  an  em-  permitted  their  use  by  the  firm,  how 

ployer  is  personal,  not  assignable,  see  does  he  escape  the  statute  by  being  him- 

Hapgood  V,  Hewitt  (1886),  119  U.  S.  self  one  of  the  firm  f    The  law  was  ap- 

226  ;  37  O.  G.  1247;  Hapgood  v.  Hew-  plied  without  hesitation  to  a  case  of  this 

itt  (1882),  11  Fed.  Rep.  422 ;  21  0.  G.  kind  in  Slemmer's  Appeal,  58  Pa.  St 

1786  ;  11  Bissell,  184.  155.     Again,  the  plaintiff  contends  that 

<  That  where  the  employee  of  a  city  if  the  statute  has  any  applioation,  it 

invents  a  device,  and  uses  it  on  machines  only  grants  a  limited  and  fiersonal  11- 

belonging  to  the  city  before  his  appli-  cense  to  a  certain  legal  individual  called 

cation  for  a  patent,  a  license  to  the  city  a  firm,  which  ends  when  the  finn  ends. 

to  continue  its  use  on  such  machines,  But  the  section  in  question  describes  in 
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terminates ;  though  where  the  patented  invention  is  an  article, 
and  several  having  been  constructed  at  the  firm's  expense  are 
at  its  dissolution  distributed  among  its  members,  each  h^  the 
right  to  use  the  article  conveyed  to  him,  as  if  the  partnership 
were  still  in  being.'  A  license  of  the  same  character  arises 
in  favor  of  a  corporation,  one  of  whose  members  is  the  owner 
of  a  patented  invention,  if  he  knowingly  permits  its  employ- 
ment in  their  business,  and  receives  his  proportion  of  the 
benefit  to  be  derived  therefrom.' 

§  834:   Implied  Uoenae :  laicenseB  Arising  by  Bitoppel :  Implied 
Uoeneee,  how^  Constraed. 

Besides  these  special  cases,  which  are  of  definite  character 
and  frequent  occurrence,  an  implied  license  may  arise  out  of 
any  circumstances  which  operate  as  an  estoppel  on  the  owner 
of  the  patent  to  prevent  him  from  denying  the  rights  claimed 
by  the  apparent  licensee.^    Such  cuxumstances  must,  however, 

unmistakable  kngnage  a  complete  and  members  as  if  it  were  a  licensee,  is  licen- 

perpetual  release  of  the  specific  articles  see  until  the  firm  can  close  up  its  boai« 

from  the  monopoly.**  ness,  and  if  a  receiver  is  necessary  for 

That  under  circumstances  like  the  that  purpose,  he  will  be  a  licensee,  see 

aboye  a  license  is  implied  in  favor  of  Montross  v.  Mabie  (1887),  41  0.  G. 

each  member  of  the  firm,  see  Wade  v.  931 ;  80  Fed.  Rep.  234. 
Metcalf  (1888),  16  Fed.  Bep.  130,  That  articles  made  under  an  implied 

*  That  where  one  partner  invents  a  license  to  a  firm  may  be  sold  by  any  one 

device  and  permits  the  firm  to  use  it,  of  the  partners  after  dissolution  for  the 

this  is  no  implied  license  to  a  member  benefit  of  the  firm,   see  Montrose  v. 

of  the  firm  to  increase  the  number  used  Mabie  (1887),  41  0.  O.  981 ;  30  Fed. 

after  the  firm  is  dissolved,  although  the  Rep.  234. 

firm  paid  the  expense  of  procuring  the  That  articles  used  by  a  firm  under 
patent,  if  the  firm  received  from  it  a  an  implied  license  from  one  of  its  mem-» 
benefit  greater  than  the  expense,  see  bers,  and  afterwards  distributed  among 
Keller  v.  Stolzenbach  (1884),  20  Fed.  the  partners  at  the  dissolution  of  the 
Rep.  47  ;  27  0>  6.  209.  firm,  may  be  used  by  them  in  like  man- 
That  where  one  member  of  a  firm  ner,  see  Wade  v.  Ketcalf  (1883),  16 
patented  a  design  and  used  it  in  the  firm's  Fed.  Rep.  180. 

business,  an  implied  license  arose  to         *  That  where  the  members  of  a  cor* 

use  the  design  till  the  firm  dissolved,  poration  own  patents,  and  permit  the 

and  after  dissolution  to  sell,  by  receiver  corporation  to  use  the  patented  devices 

or  otherwise,  all  existing  devices  em-  without  objection,  a  license  wiU  be  im- 

bodying  such  design,  see  Montross  «.  plied,  see  Detweiler  v,  Yoege  (1881), 

Mabie  (1887),  80  Fed.  Bep.  234 ;   41  19  Blatch.  482  ;  8  Fed.  Repi  600. 
O.  G.  931.  §  834.  ^  That  a  license  may  ari.se  by 

That  a  firm,  dealing  with  one  of  its  estoppel,  see  Gear  v.  Grosvenor  (1878), 
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be  unequivocal  and  f  ul&l  the  ordinary  requisites  of  an  estoppel 
in  pais.  An  acquiescence  in  known  infringements  does  not 
autiiorize  their  continuance,  nor  does  a  judgment  for  past  in- 
fringements license  the  infringer  to  practise  the  invention  in 
the  future.^  An  unmolested  use  during  a  defective  patent 
affords  no  presumption  of  a  license  under  the  re-issue.'  But 
any  conduct  by  which  the  owner  of  the  patent  induces  the 
person  who  employs  the  invention  to  place  himself  in  a  situa^ 
tion  where  he  must  suffer  injury  unless  his  right  to  practise 
the  invention  is  conceded  will  be  regarded  as  implying  such 
a  right,  and  as  estopping  the  owner  of  the  patent  from  assert- 
ing his  prohibitory  powers  in  its  defeat.  An  implied  license 
is  construed  primarily  according  to  the  legal  rules  under  which 
it  arises  out  of  the  circumstances  or  relations  of  the  parties ; 
and  subject  to  these  rules,  by  the  evident  intention  of  the 
licensor  and  licensee.* 

6  Viaher,  314 ;  Holmes,  215  ;  3  0.  G.  (1862),  4  Fisher,  86 ;  Earle  v.  Sawyer 

380  ;   Reutgen  v,   Kanowrs  (1804),  1  (1825),  4  Mason,  1  ;  1  Robb,  490. 
Wash.  168 ;  1  Robb,  1.  *  That  a  use  nnder  a  defective  pat- 

*  That  a  license  is  not  implied  from  oat  does  not  imply  a  license  to  nse 

the  mere  failnre  of  the  patentee  to  sue  nnder  a  renewed  patent,  see  McWU- 

for  infringements,  see  City  of  Concord  liams  Mfg.  Co.  v,  BlundeU  (1882),  11 

V.  Norton  (1888),  16  Fed.  Rep.  477  ;  Fed.  Rep.  419 ;  22  0.  G.  177. 
McWilliamsMfg.Co.«.  Blnndell(1882),         «  That  an  implied  license  is  con- 

11  Fed.  Rep.  419 ;  22  0.  G.  177.  stmed  according  to  the  circumstances 

That  no  license  is  implied  from  a  of  the  case  and  the  evident  intention  of 

judgment  for  damages  for  past  infringe-  the  parties,  see  Montrossv.  Mabie  (1887), 

ment,  see  Hayden  v.  Soflblk  Mfg.  Co.  41  0.  G.  981 ;  80  Fed.  Rep.  284. 
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CHAPTER  VI. 

OF  THE  EXTENSION  OF  LETTERS-PATENT. 

§  835.   Extension  of  Iiettera-Patent :  Origin  and  History  of  Bx- 
tensions. 

From  the  earliest  history  of  Patent  Law  the  fact  has  been 
recognized  that  through  various  causes  an  inventor  may  fail  to 
obtain  an  adequate  recompense  for  his  inventive  skill  during 
the  original  term  of  his  patent,  and  that  justice  to  him  and 
a  due  regard  to  the  public  interest  may  thus  sometimes  re- 
quire an  extension  of  his  monopoly  in  the  invention.  The  an* 
cient  crown  grants  were  on  this  account  frequently  renewed 
after  the  expiration  of  their  original  terms,  and  though  for  a 
long  period  after  the  statute  of  James  I.  no  such  increase  of 
the  patent  privilege  was  permitted  by  the  laws  of  England, 
yet  with  the  development  of  industrial  enterprise  in  the  first 
quarter  of  this  century  the  importance  of  additional  protec- 
tion to  the  inventor  became  so  apparent  that  Parliament  in 
1885  expressly  provided  means  for  extending  letters-patent,  at 
first  for  seven  and  then  for  fourteen  years.  In  this  country 
the  propriety  of  such  extensions  in  special  cases  has  always 
been  conceded,  —  the  principal  variations  in  our  law  relating 
to  the  tribunal  in  which  the  authority  to  grant  extensions 
should  reside.  Prior  to  the  act  of  1836  this  power  was 
lodged  in  Congress,  by  whom  alone  the  original  term  of  the 
monopoly  could  be  prolonged.  In  1836  jurisdiction  over  the 
renewal  as  well  as  the  first  issue  of  letters-patent  was  con- 
ferred upon  the  Patent  Office,  subject  to  numerous  restrictions 
as  to  the  grounds  of  renewal  and  the  duration  of  the  extended 
term.  In  1861  this  jurisdiction  over  extensions  was  with- 
drawn as  to  all  patents  granted  after  the  passage  of  that 
act,  and  Congress  thus  became  the  only  source  from  which 
an  increase  of  the  monopoly  created  by  future  patents  could 
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be  obtained.^  This  is  the  present  state  of  the  law,  —  the  Patent 
Office  having  authority  to  renew  a  patent  issued  before  March 
2,  1861,  and  acting  as  an  examining  and  advisory  tribunal 
concerning  the  extension  of  later  patents  when  the  existence 
of  the  conditions  precedent  to  such  extension  is  submitted  to 
its  judgment  by  a  special  act  of  Congress.  Occasions  for  the 
exercise  of  its  former  power  cannot  now  arise ;  and  an  expo- 
sition of  the  current  law  upon  this  subject  might  therefore 
leave  unnoticed  those  peculiar  doctrines  which  apply  only  to 
extensions  granted  by  the  Office  when  having  general  juris- 
diction under  provisions  similar  to  those  of  1836.  Inasmuch, 
however,  as  Congress  may  at  any  time  restore  this  jurisdic- 
tion, and  when  restoring  it  will  probably  preserve  unchanged 
the  leading  characteristics  which  it  pneviously  possessed,  this 
aspect  of  the  law  will  also  be  considered  in  connection  with 
the  rules  now  practically  in  force. 

§  836.    Bztenslon :  to  "Wliom  Granted. 

As  the  sole  object  of  an  extension  is  to  furnish  to  an  in- 
ventor an  additional  opportunity  to  secure  the  recompense 
which  he  has  hitherto  failed  to  obtain,  so  no  extension  will 
be  granted  unless  the  inventor  is  to  enjoy  at  least  a  substan- 
tial portion  of  its  benefits.^  It  is  not  necessary  that  the  legal 
title  to  the  extended  patent  should  vest  permanently  in  him, 
for  he  may  already  have  contracted  to  convey  this  to  another ; 
but  even  here  the  consideration  for  tlie  transfer  must  be 
reasonable  in  amount  or  the  purpose  of  the  extension  will 
fail,  and  the  extension  itself  will  consequently  be  refused.^ 

§  836.  ^  That  tmder  Sec.  16,  act  of  extension  it  wiU  be  refosed.  Bee  Ex  parte 

1861,  no  future  patents  can  be  extended,  Peberdy  (1872),  2  0.  G.  644. 

see  De  Florez  v,  Raynolds  (1880),  17  '  That  an  extension  may  be  granted. 

0.  G.  608  ;  8  Fed.  Rep.  434  ;  6  Bann.  to  an  inventor  who  owns  an  interest  in 

ft  A.  140  ;  17  Blatch.  436.  the  patent,  see^^xiree  Woodman  (1872), 

§  836.  ^  That  an  extension  is  for  the.  1  0.  G.  660. 

benefit  of  the  inventor,  see  Case  v.  Red-  That  the  patentee's  interest  in  the 

field  (1849),  4  Mcl-ican,  626  ;  2  Robb^  extension  may  be  equitable  only,  see 

741.  Gear   v.  Grosvcnor   (1873),   3    O.   G. 

That  no  extension  will  be  granted  880 ;  6  Fisher,  314 ;  Holmes,  216. 

unless  the  inventor  is  to  profit  by  it,  That  a  patent  will  not  be  extended 

see  Ex  parte  Baker  (1872),  1  0.  G.  632.  where  the  assignees  are  to  reap  the  en- 

That  when  the  patentee  is  to  receive  'tire  benefit,  see  Ex  parte  Munger  (1873), 

but  five  per  cent  of  the  benefits  of  the  8  0.  G.  323. 
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Where  there  has  been  no  contract  to  assign  the  extension 
the  inventor  will  be  presumed  to  hare  the  beneficial  interest 
therein,  and  the  other  conditions  for  its  allowance  being 
present  he  will  receive  it  unaffected  by  his  assignment  of 
the  original  term  oi*  bj  any  warrant  of  attorney  which  he 
may  have  previously  made.^  Where  assignees  of  the  original 
patent  have  re-issued  it  without  his  concurrence,  his  extension 
may  be  based  either  on  the  original  or  the  re-issued  patent, 
but  if  he  has  consented  to  the  re-issue  the  extension  of  the 
latter  is  alone  permitted,^  The  precise  relation  of  the  in* 
venter  to  the  patent  must  appear  upon  the  face  of  his  appli- 
cation for  its  extension,  and  if  less  than  the  whole  future 
benefit  is  to  be  enjoyed  by  him,  the  proportion  which  he  will 
receive  must  be  specifically  stated.^  A  joint  patent  will  not 
be  extended  unless  all  the  joint  inventors  desire  it,  though 
the  application  of  one  may  be  ratified  by  the  subsequent  appli- 
cation of  the  others.^  The  executor  or  administrator  of  a 
deceased  inventor  may  apply  for  and  obtain  an  extension  in 
his  own  name,  and  will  thereafter  hold  it  in  trust  for  the 
heirs  or  devisees  of  the  inventor,  or  for  such  assignees  as  have 
already  paid  or  have  agreed  to  pay  a  valuable  and  reasonable 
consideration  for  its  enjoyments 

'  That  there  is  no  presumption  that         That  no  extension  of  the  original 

the  assignee  of  the  original  term  is  in-  patent  can  be  granted  after  a  re-iasne, 

terested  in  the  extension,  see  Goodyear  if  the  patentee  consented  to  the  re-iasae^ 

V.  HuUihen  (1867),  3  Fisher,  251 ;   2  only  t^e  re-issue  being  extendible,  sea 

Hughes,  492.  £x  parte  Packer  (1872),  2  0.  6.  8L 

That  an  inventor  may  obtain  an  ex-  *  That  where  the  applicant  for  an  ex« 
tension,  though  he  may  have  given  to  tension  has  parted  with  any  portion  of 
another  an  irrevocable  power  of  attorney,  his  interest  in  the  invention,  tlie  ap- 
ace iSr  parte  Cox  (1872),  2  0.  6.  491.  plication  must  clearly  show  what  inter- 

^  That  an  original  patent  may  be  ex-  est  he  has  left»  see  Ex  parte  Lee  (1872)9 

tended  to  the  patentee,  though  a  re-issue  1  0.  6.  436. 

has  been  obtained  by  an  assignee,  see         >  That  a  joint  patent  will  not  be  ez« 

Ex  parte  Low  (1872),  1   O.  G.  208 ;  tended  unless  both  patentees  desire  it, 

Crompton  v.  Belknap  Mills  (1869),  3  aeeJErparteWickeraham  (1878),  40.0. 

Fisher,  686.  166. 

That  where  an  assigned  patent  has         That  one  of  two  joint  inventors  may 

been  re-issued  to  the  assignee,  and  he  apply  for  an  extension,  if  the  other 

has  assigned  half  his  interest  therein  to  ratifies  his  act  by  applying  also,  aea 

the  inrentor,  the  inventor  cannot  haye  Ex  parte  Beadle  (1872),  1  0.  G.  434. 
an  extension  of  the  original,  see  j^jporto         ^  That  an  administrator  may  have 

Dickinson  (1873),  3  0.  G.  91.  an  eztensLoUy  and  when  granted  will 
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§  837.   Bxtension  :  Conditioiui  of  Grant. 

An  inventor  is  entitled  to  an  extension  onlj  when  the 
recompense  received  by  him  during  the  original  term  of  his 
patent  is  not  commensurate  with  the  benefit  conferred  by  his 
inventive  act  upon  the  public.  Whether  or  not  the  recom- 
pense has  been  in  due  proportion  to  the  benefit  depends  upon 
the  practical  value  of  the  invention  in  the  arts,  and  the  actual 
profit  derived  from  it  by  the  inventor  under  the  original  mo- 
nopoly. The  value  of  the  invention  must  be  demonstrated, 
either  by  experience  or  by  the  nature  of  the  process  or  the 
instrument  itself,  and  not  rest  in  conjecture  or  on  the  mere 
assertions  of  the  inventor.^  If  improvements  have  been  made 
upon  it  since  the  issue  of  the  original  patent,  its  value  must 
be  due  to  the  invention  as  first  patented,  and  not  solely  to 
the  subsequent  improvements.^  The  sufficiency  of  the  remu- 
neration already  obtained  by  the  inventor  is  a  special  question 
of  fact  in  each  case,  and  cannot  be  measured  by  any  general 
rules.^    Where  the  invention  is  of  great  industrial  value  the 

hold  it  as  trustee  for  the  heirs  of  the  but  its  utility  must  be  proved,  see  Ex 

inventor,  and  not  for  assignees,  though  parte  Mathews  (1872),  1  0.  G.   405 ; 

the   entire   patent  were  assigned,  see  JSx  parte  Falkenbui^  (1872),  2  0.  G.  8. 

Wilson  V.  Rousseau  (1846),  4  How.  646 ;  That  a  patent  will  not  be  extended 

2  Robb,  872  ;  Brooks  v.  Jenkins  (1844),  when  the  invention  is  in  little  demand, 

8  McLean,  432 ;  1  Fisher,  41 ;  Brooks  or  has  gone  out  of  use,  see  JBx  parte  Behr 

V.  Jenkins  (1848),  3  McLean,  250;  2  (1873),  8  0.  G.  292. 

Sobb,  118.  That  a  contract  to  purchase  the  ez- 

I  837.   ^  That  no  extension  will  be  tension  for  $2,000  shows  the  value  of 

granted  unless  the  value  of  the  inven-  it,  see  Bx  parte  Slemmons  (1874),  6  0. 

tion  is  proved,  see  Ex  parte  Lockwood  G.  575. 

(1873),  8  0.  G.  439 ;  ExparU  Marston,  *  That  a  patent  will  not  be  extended 

(1872),  1  0.  G«  608.  if  the  chief  value  of  the  invention  re- 

That  the  value  of  the  invention  ia  aides  in  the  improvements  since  made, 

not  to  be  guessed  at,  bat  to  be  proved  aee  Ex  parte  Roots  (1874),  6  O.  G.  391. 

ftom   experience,    see  Ex  parU  Dick  That  on  an  application  for  an  exten- 

(1872),  2  0.  G.  147.  sion  the  value  of  the  invention  to  the 

That  an  extension  may  be  aUowed  public  must  be  shown,  and  if  improve- 
though  the  invention  is  not  yet  in  use,  ments  have  been  made,  the  value  shown 
if  it  is  of  apparent  value,  and  due  dili-  must  be  that  of  the  original,  separate 
gence  has  been  used,  see  Ex  parte  Wi-  from  the  improvements,  see  Ex  parte 
nans  (1872),  2  O.  G.  440.  Haselttne  (1875),  8  0.  G.  45. 

Thatan  extension  will  not  be  granted  *  That  the  su^ciency  of  the  remu- 

on  the  mere  aUegation  of  the  applicant  neration  received  is  a  special  question 

that  the  invention  is  exceedingly  useful,  of  fact  in  each  case,  see  Ex  parte  Yoel- 
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enjoyment  of  large  profits  is  not  inconsistent  with  inadequacy 
of  recompense;  and,  on  the  other  hand,  a  small  rewaixl  is 
ample  when  the  advantage  bestowed  upon  the  public  is  of 
limited  amount  or  short  duration.*  If  the  failure  of  proper 
compensation  has  resulted  from  the  negligence  of  the  inventor, 
as  by  continued  acquiescence  in  infringements  or  unreasonable 
delay  in  amending  a  defective  patent,^  or  if  from  sources  not 
yet  made  available  he  will  secure  a  profit  proportioned  to  his 
merit,  no  reason  exists  for  an  extension  and  the  application 
will  therefore  be  denied.® 

§  83&   Eztenaion  Mast  be  for  the  Same  Invention  as  Original. 

As  an  extension  is  not  a  new  patent,  but  a  mere  prolongar 
tion  of  the  term  of  an  original  patent,  it  is  obvious  that  it 
cannot  embrace  a  different  invention  from  the  one  claimed 
in  and  protected  by  the  patent  whose  term  it  prolongs.^  An 
inventor  seeking  this  addition  to  his  monopoly  must  base  his 
application  upon  that  precise  form  and  scope  of  the  monopoly 
which  exists  at  the  time  when  the  extension,  if  granted,  would 

ter  (1877),  12  0. 0.  398 ;  Ex  parU  Wa-  That  no  extension  wiU  be  aUowed  if 

terman  (1872),  2  0.  O.  247  ;  Ex  parte  the  failure  of  remoneratian  has  ariaen 

Dick  (1872),  2  O.  G.  147.  from  the  neglect  to  obtain  a  re-issne. 

That  want  of  proper  remuneration  see^/wrto  Emmert  (1872),  lO.G.  90. 

mnat  be  affirmatively  proved,  see  Ex  That  when  the  patent  has  sIwaTs 

parte  Falkenburg  (1872),  2  0.  G.  3.  been  in  the  hands  of  sasignees,  the  fail- 

^  That  an  extension  will  be  granted  nre  to  apply  for  a  necessaiy  re-issna 

where  the  invention  is  of  great  value,  will  not  prevent  the  inventor  from  ob- 

although  large  profits  have  been  already  taining  a  renewal,  see  Ex  parte  Emmeit 

realized,  see  Ex  parte  Sturtevant  (1878),  (1872),  1  0.  G.  90. 

5  0.  G.  2.  *  That  an  extension  shoold  be  r»- 

That  less  than  $5,000  is  not  sufficient  fused  if  the  damages  probably  recover^ 

remuneration  in  some  cases,  see  Ex  parte  able  for  past  infringements  will  give 

Lewis  (1878),  8  0.  G.  92.  recompense  enough,  see  JfojMrte  Arnold 

*  That  to  acquiesce  in  the  acts  of  in-  (1874),  5  O.  G.  653. 

fringers  for  ten  years  is  negligence  in  $  888.    ^  That  an  extenaion  is  pre- 

attempting  to  secure  remuneration,  see  sumed  to  be  for  the  smne  invention  as 

Ex  parte  JjjmKa  (1872),  2  0.  G.  706.  the  original,  see  La  Baw  «.  Hawkins 

That  where  an  inventor  has  been  (1874),  8  O.  G.  724 ;  1  Bann.  h  A.  428. 

deprived  of  his  proper   remuneration  That  an  extension  cannot  cover  a 

through  infringements,  and  has  pursued  new  invention  or  one  not  embraced  in 

his  legal  remedies,  he  has  exercised  due  the  original  patent,  see  Union  Metallic 

diligence  in  securing  his  reward,  see  Ex  Cartridge  Co.  v.  United  States  Cartridge 

parte  Blandy  (1872),  2  0.  G.  174.  Co.  (1884),  112  U.  S.  824;  30  O.  G.  771. 
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take  effect.  He  is  not  permitted  to  introduce  new  elements 
into  the  invention,  nor  discard  others  which  he  has  previously 
treated  as  essential;  nor  can  he  select  subordinate  parts  of 
the  Invention  which  separately  considered  may  be  of  great 
value  and  yet  hitherto  have  returned  him  little  profit.^  He 
must  take  an  extension  of  the  patent  as  it  stands,  or  not  at 
all;  and  though,  if  defective,  it  may  still  be  amended  by  a 
re-issue  or  disclaimer,  he  cannot  use  the  extension  as  a 
method  of  curing  its  defects.'  Where  the  patent  has  been 
re-issued  during  the  original  term  with  his  consent,  the  re- 
issued patent,  not  the  original,  is  tlie  subject  of  extension, 
and  if  this  contains  new  matter  no  extension  will  be  con- 
ceded until  the  new  matter  has  been  disclaimed.^  The  iden- 
tity of  the  original  invention  being  preserved,  the  number  of 
successive  or  divisional  re-issues  which  have  been  allowed  is 
unimportant.  The  extension  rests  upon  the  last  re-issue  in 
which  the  inventor  has  concurred,  and  in  the  event  of  a  divi- 
sional re-issue  each  division  may  be  separately  prolonged.* 
Nor  does  it  affect  the  inventor's  rights  that  his  original 
patent  was  limited  by  the  duration  of  a  prior  foreign  patent, — 
its  term,  whenever  expiring,  being  capable  of  extension  if 
justice  and  the  public  interest  will  be  thereby  promoted.^ 

*  That  an  extension  will  not  be  al-  That  each  re-issue  may  be  separately 
lowed  on  an  nuimportant  port  of  the  extended,  see  Wheeler  v.  McCormick 
invention,  see  AjMirfeCoUender  (1878),  (1878),  6  Fisher,  551 ;  11  Blatch.  884  ; 
2  0.  O.  727.  i  0.  O.  692. 

*  That  an  extension  will  not  be  *  That  an  extension  under  the  act 
granted  to  cure  an  insufficient  sped-  of  1836  might  be  granted  for  patents 
fication,  not  remedied  by  a  re-issue  dur-  limited  by  the  terms  of  foreign  patents, 
ing  the  original  term,  see  ^/wrfo  Morse  see  New  American  File  Ca  v.  Nichol- 
(1874),  6  0.  G.  296.  son  File  Co.  (1881),  8  Fed.  Bep.  816 ; 

^  That  a  re-issue   containing   new  20  0.  G.  524. 
matter  cannot  be  extended  until  the         That  where,  after  a  foreign  patent 

new  matter  is  disclaimed,  see  Eso  parte  had  been  issued,  an  American  patent 

Allen  (1872),  2  0.  G.  89.  was  granted,  and  the  foreign  patent  ex- 

That  a  re-issue  will  not  be  extended  pired  before  the  American  patent  was 

if  its  claims  are  broader  than  the  real  in-  extended,  the  extension  was  still  Talid, 

vention,  see  Ex  parU  Sexton  (1878),  8  see   Tilghman  v,   Mitchell  (1871),    9 

0.  G.  409 ;  Ex  parU  Lyman  (1872),  2  Bktch.  18;  4  Fisher,  615. 
O.  G.  705.  That  under  Sec  4887,  Ber.  Stot., 

*  That  the  concurrence  of  t^e  inyen-  the  extension  of  the  foreign  patent  does 
tor  in  a  re-issue  makes  the  re-issue  alone  not  extend  the  American  patent,  see 
extendible,  see  jB^e/Mirto  Packer  (1872),  Beissner  v.  Sharp  (1879),  16  Blatch. 
2  0.  G.  81.  888 ,  4  Bann.  &  A.  866  ;  16  0.  G.  855. 
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§  839.   Bxtension  of  Invalid  Patent  not  Pannitted. 

The  extension  of  an  invalid  patent  is  manifestly  unjust  and 
improper,  whether  the  invalidity  is  due  to  the  nature  of  its 
subject-matter  or  to  incurable  defects  in  the  instrument  it- 
self. Upon  an  application  for  a  prolongation  of  the  monopoly 
this  entire  question  may  be  examined,  and  if  it  is  apparent 
that  the  patent  ought  not  to  have  been  originally  granted  it 
will  not  be  renewed.^  Thus  if  it  does  not  describe  and  claim 
a  true  invention,  but  covers  simply  a  force,  or  function,  or 
result;  or  if  the  invention  which  it  claims  was  destitute  of 
patentable  novelty  or  utility,  or  had  been  abandoned;  or  if  the 
original  patent  was  obtained  by  fraud ;  or  if  it  fails  to  dis- 
close the  invention  to  the  public  and  cannot  be  amended, — in 
these  and  similar  cases,  where  the  grant  may  be  at  any  time 
defeated,  a  continuance  of  the  unlawful  and  unsustainable 
monopoly  will  not  be  attempted.^  In  determining  this  ques* 
tion,  however,  the  presumption  is  in  favor  of  the  validity  of 
the  original  patent,  and  this  presumption  is  so  far  increased, 
if  the  patent  has  been  upheld  in  the  courts,  that  without  new 
evidence  the  private  opinion  of  the  tribunal  having  juris- 
diction over  the  allowance  of  the  extension  cannot  prevail 

1 889.  ^  That  on  an  application  for  an         That  no  extension  wiU  be  allowed 

extension  the  GommiBsioner  may  eon-  where  the  original  patent  claims  a  de- 

sider  the  novelty  and  utility  and  scope  yice  that  was  old  when  the  patent  was 

of  the  invention^  see  JSx  parte  Lyman  granted*    unless   such   device   is   dis- 

(1872),  2  0.  G.  705 ;  Swift  v.  Whisen  claimed,   see  JSb  parU  Lewis  (1878), 

(1867)i  2  Bond,  115  ;  8  FUher,  848.  8  0.  G.  92. 

*  That  no  extension  will  be  allowed         That  an  extension  onght  scarcely  to 

where  the  patent  does  not  embrace  an  be  iiUowed  after  a  frse  public  use  for 

invention,  see^r/NirfoBabbaton  (1872),  years,  see  JSx  patU  Arnold  (1874),  6 

2  0.  G.  708.  0.  G.  558. 

That  an  extension  will  not  be  al-         That  frand  in  obtaining  an  extension 

lowed  where  tiie  patent  covers  a  func-  will  be  a  fatal  objection  to  the  patent^ 

tion  merely,  see  Ex  parte  Sexton  (1873),  see  Goodyear  o.  IVovidence  Rubber  Co. 

8  0.  G.  409.  (1864),  2  Cliffbid,  851 ;  S  Fisher,  499. 

That  a  patent  for  a  result  will  not  be         That  an  extension  wiU  not  be  aUowed 

extended,  see  JSs  parte  Dick  (1872),  2  when  an  invention  is  kept  secret  from 

O.  G.  147.  the   public,    see   Bk  parte   CoUender 

That  an  extension  ought  not  to  be  (1878),  2  0.  G.  727. 
allowed  if  the  original  invention  was         That  an  extension  will  be  aUowed, 

not  new,  see  JBx  parte  Arnold  (1874),  though  the  patent  is  defective,  if  it  can 

5  0.  G.  653 ;  Ex  parte  Oari^  (1878),  be  cured  by  a  re-issue,  see  £x  parte 

4  0.  G.  180 ;  Ex  parte  Stewart  (1873),  Mayall  (187S),  4  O.  G.  68i. 
4  0.  G.  665. 
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against  it.'  An  extension  in  the  face  of  opposition  strengthens 
this  presumption,  and  in  its  turn  may  be  urged  in  favor  of 
the  patent  in  the  courts.* 

§  840.   Bztemtion :   Prooadure  in  Cases  over  which  the  Patent 
Oflioe  had  Original  Jmisdiotion. 

In  cases  of  extension  over  which  the  Patent  Office  had 
original  jurisdiction  proceedings  were  commenced  by  filing 
a  written  application  not  more  than  six  months,  nor  less  than 
ninety  days,  before  the  expiration  of  the  patent.^  Upon  re< 
ceipt  of  the  application  the  Commissioner  caused  notice  to  be 
given  to  persons  interested  adversely  to  the  extension  by  pub- 
lication in  Washington  and  elsewhere,  for  at  least  sixty  days 
before  the  hearing  on  the  application,^  and  also  instituted  an 
examination  in  the  ordinary  method  into  the  patentability  of 
the  invention.    At  the  time  appointed  in  the  published  notice 

*  That  if  the  patent  has  been  bus-  §  840.  ^  That  the  ninety  days  nnder 
tained  by  the  courts,  and  no  new  evi-  Sec.  12,  act  March  2,  1861,  b^;in  with 
dence  against  it  is  offered  on  the  hearing  the  day  on  which  the  application  for  an 
for  an  extension,  it  will  be  regarded  as  extension  is  filed,  see  Johnson  v.  He* 
valid,  see  JBx  parU  Putnam  (1878),  8  Cullough  (1870),  4  Fisher,  170. 

0.  O.  240  ;   Ex  parte  Blandy  (1872),         That  an  application  for  an  extension 

2  0.  G.'  174  ;  Ex  parte  Cox  (1872),  2  being  filed  February  15,  and  the  patent 

O.  G.   491 ;    Ex  parte  Blake  (1872),  expiring  the  15th  of  May,  the  appli. 

1  0.  G.  605.  cation  was  filed   within    ninety  days 

That  personal  doubts  of  the  Commis-  before  the  expiration  of  the  patent,  see 

siouer  as  to  ralidity  yield  to  the  judg-  Johnson  v.  Onion  (1877),   8  Hughes, 

ments   of   the  courts,    see   Ex  parte  290. 
Putnam  (1878),  8  0.  G.  240.  That  the  jurisdiction  of  the  Commis- 

That  a  patent   for  a  combination  sioner  oyer  an  extension  begins  on  the 

whose  elements  do  not  co-operate  may  filing  of  the  petition,  and  all  subsequent 

be  extended,  if  the  courts  have  upheld  steps  are  subject  to  his  control,  see  Gear 

the  combination  as  a  true  and  patent-  v.  Grosvenor  (1878),  Holmes,  216 ;  6 

able  one,  see  Ex  parU  Lewis  (1878),  Fisher,  814 ;  8  0.  G.  880. 
8  O.  G.  92.  *  That  the  publication  sixty  days 

That  no  extension  should  be  aUowed  previous  to  the  hearing  may  b^n  on 

when  the  original  invention  was  not  the  first  day  of.  the  sixty,  see  Gear  v. 

new,  even  though  the  courts,  in  the  Grosvenor   (1878),    8   0.   G.   880 ;    6 

absence  of  certain  evidence  now  at  hand,  Fisher,  814 ;  Holmes,  215. 
have  sustained  it,  see  ^  parte  Lawson         That  a  notice  of  an  application  to 

(1878),  S  0*  G.  150.  extend  the  original  is  sufficient  notice 

*  That  an  extension  strengthens  the  of  an  application  to  extend  the  re-issue, 
presumption  of  novelty  and  utility,  see  see  Crompton  v,  Belknap  Mills  (1869), 
Whitney  v.  Mowry  (1867),  2  Bond,  45 ;  8  Fisher,  536. 

8  Fisher,  157. 
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the  interested  parties  were  heard  with  their  evidence  upon  all 
points  involved  in  the  controversy,  and  if  the  Commissioner 
was  satisfied  that  the  patentee,  without  his  fault,  had  failed  to 
secure  a  reasonable  remuneration  for  his  labor  and  expense, 
and  that  justice  and  the  public  good  required  a  prolongation 
of  the  monopoly,  he  entered  a  certificate  upon  the  patent  re- 
newing it  for  seven  years  after  the  close  of  the  original  term.' 
This  certificate  being  recorded  in  the  Ofiice,gave  the  same 
effect  to  the  patent  as  if  it  had  at  first  been  issued  for  the 
term  of  twenty-one  years.* 

§  841.   Eztension:   Prooednre  in  CaBes  Referred  to  the  Patent 
Office  by  CongreM. 

Applications  for  the  extension  of  patents  issued  since 
March  2,  1861,  must  be  made  to  Congress.  Such  applica- 
tions may  be  directly  granted  or  denied  without  further 
action,  or  may  be  granted  subject  to  the  decision  of  the 
Commissioner  of  Patents  upon  the  merits  of  the  application. 
In  the  latter  cases  the  proceedings  in  the  Patent  Office, 
except  as  to  the  time  and  mode  of  their  inception,  closely 
resemble  those  arising  under  the  former  law.  An  applica- 
tion must  be  filed  in  the  Office  based  upon  the  special  act 
of  Congress,  a  certified  copy  of  which  must  accompany  the 
application,  and  the  applicant  must  at  the  same  time  furnish 
a  statement  under  oath  of  the  ascertained  value  of  the  in- 
vention, and  of  his  receipts  and  expenditures  on  its  account, 

'  Tliat  a  patent  wUl  be  extended  if         That  a  patent  will  not  be  extended 

there  is  no  opposition,  and  the  Commis-  where  the  same  invention  is  ooTered  by 

sioner  is  satisfied  as  to  diligence  and  a  previous  patent  to  the  same  grantee, 

merit,  see  JSx  parU  Bobbins  (1873),  8  Bee  Ex  parte  Latta  (1873),  8  0.  G.  849. 
0.  G.  292.  *  That  the  effect  of  an  extension  is 

That  an  extension  may  be  allowed  to  make  the  patent  a  patent  for  the  old 

tliough  the  Commissioner  has  doubts  as  and  new  terms,  see  Gibson  «.  Harris 

to  the  patentability  of  the  invention,  (1846),  1  Blatch.  167. 
9/6%  Ex  parte  Lock  wood  (1873),  8  0.  G.         That  an  extension  vests  an  absolute 

489.  and   complete   title    in   the   patentee 

That,  although  priority  is  in  dispute,  though  the  surrender  and  re-issue  of 

an  extension  may  be  allowed  upon  ex  the  original  was  by  another,  see  Potter 

parte  proofs  with  a  disclaimer  of  the  v.  Empire  Sewing  Machine  Co.  (1868), 

disputed  Claims,  see  Ex  parte  Nishwitz  8  Fisher,  474. 
(1872),  1  0.  G.  141. 
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giving  such  facts  and  data  in  reference  thereto  as  will  enable 
the  Commissioner  to  form  an  exact  judgment  concerning  his 
real  profits.^  Any  ambiguity  or  concealment  in  this  state- 
ment is  suspicious,  and  if  it  is  unavoidably  defective  the  rea- 
sons for  the  defect  must  appear.  Upon  this  application  four 
questions  arise:  the  original  patentability  of  the  invention; 
its  value  to  the  public ;  the  sufficiency  of  the  remuneration 
already  received  by  the  inventor ;  and  the  effect  of  an  exten- 
sion upon  the  public  interest.  On  the  first  point,  in  uncon- 
tested cases,  no  evidence  is  necessary.  On  the  second,  the 
testimony  of  disinterested  persons  must,  if  possible,  be  pre- 
sented, and  with  such  definiteness  as  to  enable  the  Commis- 
sioner to  estimate  the  industrial  importance  of  the  device  or 
process  covered  by  the  patent.  On  the  third  point,  it  must 
be  shown  by  sufficient  proof  that  the  inventor  has  employed 
all  reasonable  means  to  make  his  monopoly  productive,  and 
that  without  his  fault  he  has  failed  to  obtain  a  fair  recom- 
pense for  the  time,  ingenuity,  and  expense  bestowed  on  the 
invention,  and  on  its  introduction  into  use.^  The  conclusions 
of  the  Commissioner  on  the  fourth  point  are  drawn  from  the 
facts  disclosed  by  the  preceding  inquiries,  and  from  his  gene- 
ral knowledge  of  the  condition  of  the  art.  The  rules  of  evi- 
dence governing  this  investigation  are  those  established  by  the 

§  841.  ^  That  the  applicant  for  an  for  the  inrention,  see  In  re  Newton's 

extension  most  file  an  account  showing  Patent  (1884),  L.  R.  9  App.  Cas.  692 ; 

facts  and  not  mere  opinions,  aoe  Ex  In  re  Adair's  Tatent  (1881),  L.  R.  6 

parU  Lee  (1872),  1  0.  G.  486.  App.  Cas.  176. 

That  on  an  application  for  an  exten-  That  where  an  application  for  an 

sion,  the  account  of  receipts  and  ezpen-  extension  withholds  particulars  as  to 

ditures  need  not  gire  erery  item,  but  remuneration  it  is  suspicious,  see  A 

must  give  data  enough  for  a  clear  judg-  parte  Wilson  (1872),  1  0.  G.  186. 

ment  as  to  remuneration,  see  Ex  parte  That  the  expenses  of  introducing  into 

Wilson  (1872),  1  0.  G.  186.  use  may  properly  be  set  off  against  re- 

That  on  an  application  for  an  exten-  ceipts  in  estimating  value  and  remune« 

sion,  the  real  gains  received  from  the  ration,  see  £^/Mcr<«  Dick  (1872),  2  O.G. 

patented  invention  should  be  stated*  147. 

although  they  are  derived  only  from  a  '  That  a  patentee  may  be  estopped 

part  interest  in  the  invention,  see  JSe  by  neglect  from    asserting   his  rights 

parte  Miller  (1872),  1  0.  G.  431.  under  the  extension,   see  Goodyear  v. 

That  an  account  of  profits  taken  on  Honsinger  (1867),  2  Bissell,  1;  8  Fish- 

an  extension  hearing  must  include  all  er,  147. 
profits  received  under  foreign  patents 
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Office  for  other  cases  in  which  exterior  proof  may  be  required.' 
Aaj  person  may  oppose  an  extension  by  serving  notice  of  his 
opposition,  and  his  reasons  therefor,  upon  the  applicant  or  his 
attorney,  at  least  ten  days  before  the  day  fixed  for  the  closing 
of  the  evidence,  and  after  such  notice  will  be  treated  as  an 
adverse  party,  and  entitled  to  participate  in  all  future  pro- 
ceedings, to  offer  testimony  against  the  matters  asserted  by 
the  applicant,  and  to  be  heard  in  argument.  After  the  evi- 
dence has  closed,  the  application  is  referred  to  the  proper 
examiner  for  his  determination  of  the  patentability  of  the 
invention,  and  upon  his  report  and  the  proof  and  arguments 
of  the  parties  the  Commissioner  bases  his  decision,  by  which 
the  extension  is  awarded  or  the  application  is  dismissed. 

§  842.    Hztension :  Deolsion  of  Patent  0£Bo6  Final. 

In  cases  within  the  original  jurisdiction  of  the  Patent  Office 
the  decision  of  the  Commissioner  allowing  an  extension  was 
final  upon  all  matters  necessarily  involved  in  his  judicial 
action.^  If  lawful  on  its  face  the  extension  could  not  be  col- 
laterally attacked  for  fraud  or  other  irregularity,  though  the 
patent  as  extended  was  still  open  to  all  defences  which  could 
have  been  set  up  against  it  during  the  original  term.^ 

B  That  in  extension  cases  the  osoal  Mills  (1869),  8  Fisher,  586 ;  Goodyear 

rules  of  evidence  apply,  see  Ex  parte  v.  Providence  Rabber  Co.   (1864),   2 

Lewis  (1878),  8  a  G.  92.  Fisher,  499 ;  2  Clifford,  851 ;  Clum  v. 

§  842.  1  That  the  decision  of  the  Brewer  (1855),  2  Curtis,  506;  Colt  n. 
Commissioner  as  to  an  extension  is  Young  (1852),  2  filatch.  471. 
final,  see  New  American  File  Co.  «.  ^  That  an  extension  is  a  jadidal  act 
Nicholson  File  Co.  (1881),  20  O.  G.  of  the  Commissioner,  and  cannot  be 
524 ;  8  Fed.  Bep.  816  ;  U.  8.  Rifle  &  collaterally  impeached,  see  Doisey  Har- 
Cartridge  Co.  «.  Whitney  Arms  Co.  Tester  Rake  Co.  v.  Marsh  (1878),  6 
(1877),  14  Blatch.  94 ;  2  Bann.  &  A.  Fisher,  887;  American  Wood  Paper  Co. 
498 ;  11  O.  G.  878 ;  Ex  parte  Sexton  v.  Glens  Falls  Paper  Ca  (1870),  8 
(1876),  9  0.  G.  251 ;  Gear  v.  Grosvenor  Bktch.  518 ;  4  Fisher,  824  ;  Rubber 
(1878),  Holmes,  215 ;  6  Fisher,  814  ;  Co.  «.  C^oodyear  (1869),  9  Wall.  78S. 
8  0.  G.  880 ;  Tilghman  v.  Mitchell  That  if  an  extension  is  r^ular  on  its 
(1871),  4  Fisher,  615;  9  Blatch.  18;  face  it  cannot  be  attacked  by  the  de- 
Whitney  V.  Mowry  (1870),  4  Fisher,  fendant  in  an  infringement  suit  for 
207;  Jordan  V.  Dobson  (1870),  4  Fisher,  fraud  or  irregularity,  see  Tilghman  v. 
232  ;  2  Abbott,  898  ;  7  Phila.  588  ;  Mitchell  (1871),  9  Blatch.  18 ;  4  Fisher, 
American  Wood    Paper  Ck).  v.  Glens  615. 

Falls  Paper  Co.  (1870),  4  Fisher,  824 ;  That  extended  letters-patent  are  not 

8  Blatch.  518;  Crompton  v.  Belknap  impeachable  for  fraud  in  a  coUatersl 
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§  843.   Bxtenslon :  Effect  on  Rl^ti  of  Assignees,  eto. 

The  rights  of  assignees  under  an  extension  are  protected 
but  not  defined  by  the  express  provisions  of  the  statutes. 
An  extension  does  not  purport  to  vary  the  contract  relations 
between  the  inventor  and  other  parties.  Like  the  original 
monopoly  it  is  property  which  may  be  transferred  or  enjoyed 
in  every  manner  consistent  with  its  nature,  and  rights  under 
it  may  be  created  and  enforced  to  the  same  extent  as  during 
the  original  term.  Conveyances  of  the  extension  made  before 
it  is  allowed,  licenses  so  granted  as  to  continue  while  the 
monopoly  endures,  and  implied  licenses  to  use  the  patented 
article  free  from  the  dominion  of  the  monopoly,  take  effect 
under  the  extension,  and  are  governed  by  the  terms  of  the 
express  or  implied  contracts  in  which  they  originate.^  The 
inventor  cannot  make  use  of  his  extension  to  curtail  any  of 
these  vested  rights.  An  assignee  of  the  original  term,  though 
having  no  interest  in  the  extension,  may  nevertheless  employ 
the  patented  devices  which  he  has  on  hand  at  the  expira- 
tion of  the  patent,  until  they  are  no  longer  capable  of  use. 
Grantees  of  territorial  interests  in  the  patent,  and  purchasers 
of  the  patented  instruments  at  a  lawful  and  unrestricted  sale, 
enjoy  a  similar  privilege.  The  owner  of  the  extension  is 
bound  by  the  acts  of  the  former  owners  of  the  patent  in 
reference  to  these  parties,  and  cannot  prejudice  their  legal 
rights  by  any  exercise  of  his  prohibitory  powers.^ 

salt,  see   Gear   v.   Grosvenor    (1878),  avails  assignees  as  well  as  patentees,  ac« 

Holmes,  216  ;  6  Fisher,  314  ;  8  0.  G.  cording  to  the  natnre  of  their  contracts, 

880.  see  Wilson  v.  Tamer  (1845),   Taney, 

That  the  decidon  of  the  Commis-  278. 
iionar  allowing  an  extension  has  great        That  an  extension  of  the  patent  does 

weight,  but   not  on  the  question  of  not  reUeve  a  licensee  from  the  duty  of 

infringement,  see  Evarts  v.  Ford  (1878),  paying  royalties,  see  Union  Mfg.  Co.  v. 

6  0.  G.  58.  Lounsbnry  (1869),  41  N.  Y.  868 ;  Union 

t  843.  ^  That  the  right  to  nse  the  Mfg.  Co.  v.  Loonsbury  (1864),  42  Barb, 

invention  during  an  extension  depends  125. 

on  the  right  to  use  daring  the  original        *  That  the  owners  under  an  exten* 

term,  see  Union  Paper  Bag  Maeh.  Ca  sion  are  bound  by  the  acta  of  the  pat* 

V.  Nixon  (1876),  9  0.  G.  691 ;  1  Flip-  entee  under  the  original  patent,  see 

pin,  491 ;  2  Bann.  ft  A.  244.  Goodyear  v.  Honsinger  (1867),  2  Bis- 

That  the  act  concerning  extensions  sell,  1 ;  8  Fisher,  147. 


654  TREATISE   ON  THE  LAW   OP  PATENTS.  [BOOK   HI* 

§  844    Eztenslon  :  ABBignment  of. 

An  extension  may  be  assigned  by  the  inventor  even  before 
the  original  patent  is  granted,  though  such  an  assignment  is 
operative  only  as  a  contract  until  the  extension  is  allowed, 
and  then  takes  effect  by  vesting  the  title  in  the  assignee.^ 
No  transfer  made  prior  to  or  during  the  original  term  passes 
the  extension,  unless  the  language  of  the  conveyance  ex- 
pressly embraces  it,  —  the  presumption  being  that  the  as- 
signees of  a  patent  are  owners  only  of  the  monopoly  created 
by  the  primary  grant.^  A  contract  to  assign  an  extension 
may  be  specifically  enforced  in  equity,  and  where  an  inventor 
having  made  such  a  contract  dies  before  the  extension  can  be 
procured,  his  executor  or  administrator  may  apply  for  and 
obtain  it  in  trust  for  the  true  and  equitable  owner.^ 

§  844.  ^  That  an  exteusion  may  be  it   is  obtained,  see   Aiken    v.    Dolan 

assigned  before  it  is  granted,   see  Sx  (1867),  8  Fisher,  197.  • 

parU   Holmes  (1873),   4  0.  G.   681;         *  That  an  assignment  of  an   «in- 

Nicholson    Pavement   Go.   v.    Jenkins  yention"  before  the    patent,   and    re- 

(1872),  14  Wall.  452;   5  Fisher,  491;  qnesting  that  the  patent  issue  to  the 

1  0.  6.  465  ;  Clam  v.  Brewer  (1855),  2  assignee,  does  not  cover  the  extension, 

Curtis,  506.  see  Mowry  v.  Grand  Street  &  Newtown 

That  an  extension  may  be  assigned  R.  K.   Co.  (1872),  5  Fisher,  586 ;    10 

before  the  original  patent  is  granted,  Blatch.  89. 

see  Ex  />arto  Holmes  (1878),  4  O.  G.  That  an  assignment  of  an  interest  in 

581.  the  invention  and  letters-patent  pend- 

That  an  extension  cannot  be  con-  ing  the  original  term,  does  not  cany 

yeyed  before  it  is  granted,  though  it  an  extension,  unless  it  is  so  expressly 

may   be    contracted    for,    see    Day  v.  stated,  see  Jenkins  v.  Nicholson  Pave- 

Candee  (18.53),  3  Fisher,  9.  ment  Co.  (1870),  4  Fisher,  201;  1  Abb. 

That  an  agreement  for  the  sale  of  an  567.     See  also  §§  412,  770,  779,  and 

extension  is  good,   see    Pitts  v.   Hall  notes,  ante. 
(1854),  3  Blatch.  201.  *  That  where   a   patentee,    having 

That  an  assignment  of  an  extension  agreed  to  convey  an  extension  yet  to 
before  it  is  granted  operates  from  the  be  obtained,  dies,  his  executor  or  ad- 
date  of  the  extension,  and  the  legal  ministrator  will  take  the  extension  in 
title  vests  ia  the  assignee,  see  Gear  v.  trust  for,  and  may  assign  it  to,  the 
Grosvenor  (1873),  Holmes,  215;  6  promisee,  and  the  record  of  such  assign- 
Fisher,  314 ;  3  0.  G.  380.  ment  is  notice  to  all  concerned,   see 

That  an  agreement  to  assign  an  ex-  Newell  v.  West  (1876),  9  0.  G.  1110 ; 

tension  when  obtained  makes  the  as-  8  0.  G.  598 ;  2  Bann.  ft  A.  113 ;  13 

signee  the  equitable  owner  of  it  when  Blatch.  114. 
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§  845.    Bztenflioii  nnder  Special  Acts  of  CongresB. 

Congress  may  extend  a  patent  by  special  act  in  favor  of 
the  inventor  or  his  heirs  at  any  time  before  or  after  the  ex- 
piration of  the  original  term.^  When  such  an  extension  is 
obtained,  in  addition  to  an  extension  under  the  original  juris- 
diction of  the  Patent  Office,  both  are  valid  and  the  former  is 
enjoyable  after  the  termination  of  the  latter.^  Jlb  these  ex- 
tensions are  entirely  within  the  discretion  of  Congress,  it  may 
make  such  regulations  as  it  pleases  concerning  the  rights  of 
assignees,  though  it  cannot  vary  the  relations  which  have  been 
established  by  prior  contracts  between  the  inventor  and  other 
parties.^  UAder  an  extension  by  special  act,  assignees  have 
no  privileges  other  than  those  arising  out  of  contract,  unless 
the  act  expressly  confers  them.*  All  special  acts  of  this 
character  are  considered  as  engrafted  on  the  general  law,  and 
are  interpreted  in  accordance  with  its  permanent  provisions.^ 

f  845.  ^  That  an  exteDsion  may  be  of  extension,  may  regulate  the  rights  of 

granted  "by  special  act  of  Congress,  see  assignees,   see    Blanchard    Gun    Stock 

Bloomer  v.  Stolley  (1850),  5  McLean,  Turning  Co.  v.  Warner  (1845),  1  Blatch. 

158.  258. 

That  an  extension  may  be  granted         That  special  acts  authorizing  exten- 

by  special  act  of  Congress  after  the  sions  do  not  vary  the  rights  of  parties 

original  has  expired,  see  Jordan  v.  Dob-  inter  sese,  see  Prime  v,  Brandon  Mfg. 

son  (1870),  2  Abbott,  898 ;   7  Phila.  Co.  (1879),  16  Bktch.  458 ;  4  Bann.  & 

583  ;  4  Fisher,  232.  A.  379. 

That  where  an  extension  is  granted         That  special  acts  of  extension  cannot 

by  a  special  act  of  Congress,  the  certif-  affect  righta  under  prior  contracts,  see 

icate  need  not  recite  all  the  provisions  Bloomer  v.  McQuewan  (1852),  14  How. 

of  the  act,  see  Agawam  Co.  v.  Jordan  539. 
(1868),  7  ViTall.  583.  ^  That  assignees  have  no  rights  un- 

'  That  an  extension  granted  by  the  der  an  extension  by  special  act  of  Con- 
Patent  Office  and  one  allowed  by  Con-  gress,  unless  it  is  so  expressly  provided 
gress  are  entirely  distinct,  and  one  will  in  the  act,  see  Gibson  v.  Gifford  (1850), 
take  effect  after  the  other,  see  Wood-  1  Blatch.  529. 

worth  V.  Edwards  (1847),  3  W.  &  M.         *  See  as  to  this  point,  and  the  text 

120.  of  this  paragraph  in  general,  §{  46,  47, 

*  That  Congress,  in  the  special  act  and  notes,  anU. 
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